This  is  a  digital  copy  of  a  book  that  was  preserved  for  generations  on  library  shelves  before  it  was  carefully  scanned  by  Google  as  part  of  a  project 
to  make  the  world's  books  discoverable  online. 

It  has  survived  long  enough  for  the  copyright  to  expire  and  the  book  to  enter  the  public  domain.  A  public  domain  book  is  one  that  was  never  subject 
to  copyright  or  whose  legal  copyright  term  has  expired.  Whether  a  book  is  in  the  public  domain  may  vary  country  to  country.  Public  domain  books 
are  our  gateways  to  the  past,  representing  a  wealth  of  history,  culture  and  knowledge  that's  often  difficult  to  discover. 

Marks,  notations  and  other  marginalia  present  in  the  original  volume  will  appear  in  this  file  -  a  reminder  of  this  book's  long  journey  from  the 
publisher  to  a  library  and  finally  to  you. 

Usage  guidelines 

Google  is  proud  to  partner  with  libraries  to  digitize  public  domain  materials  and  make  them  widely  accessible.  Public  domain  books  belong  to  the 
public  and  we  are  merely  their  custodians.  Nevertheless,  this  work  is  expensive,  so  in  order  to  keep  providing  this  resource,  we  have  taken  steps  to 
prevent  abuse  by  commercial  parties,  including  placing  technical  restrictions  on  automated  querying. 

We  also  ask  that  you: 

+  Make  non-commercial  use  of  the  files  We  designed  Google  Book  Search  for  use  by  individuals,  and  we  request  that  you  use  these  files  for 
personal,  non-commercial  purposes. 

+  Refrain  from  automated  querying  Do  not  send  automated  queries  of  any  sort  to  Google's  system:  If  you  are  conducting  research  on  machine 
translation,  optical  character  recognition  or  other  areas  where  access  to  a  large  amount  of  text  is  helpful,  please  contact  us.  We  encourage  the 
use  of  public  domain  materials  for  these  purposes  and  may  be  able  to  help. 

+  Maintain  attribution  The  Google  "watermark"  you  see  on  each  file  is  essential  for  informing  people  about  this  project  and  helping  them  find 
additional  materials  through  Google  Book  Search.  Please  do  not  remove  it. 

+  Keep  it  legal  Whatever  your  use,  remember  that  you  are  responsible  for  ensuring  that  what  you  are  doing  is  legal.  Do  not  assume  that  just 
because  we  believe  a  book  is  in  the  public  domain  for  users  in  the  United  States,  that  the  work  is  also  in  the  public  domain  for  users  in  other 
countries.  Whether  a  book  is  still  in  copyright  varies  from  country  to  country,  and  we  can't  offer  guidance  on  whether  any  specific  use  of 
any  specific  book  is  allowed.  Please  do  not  assume  that  a  book's  appearance  in  Google  Book  Search  means  it  can  be  used  in  any  manner 
anywhere  in  the  world.  Copyright  infringement  liability  can  be  quite  severe. 

About  Google  Book  Search 

Google's  mission  is  to  organize  the  world's  information  and  to  make  it  universally  accessible  and  useful.  Google  Book  Search  helps  readers 
discover  the  world's  books  while  helping  authors  and  publishers  reach  new  audiences.  You  can  search  through  the  full  text  of  this  book  on  the  web 


at|http  :  //books  .  google  .  com/ 


I 


DECISIONS 

OF  THE 

COMMISSIONER  OF  PATENTS 

IN 

PATENT 

AND 

TRADE-MARK  AND  LABEL  CASES 


COMPILED  FROM  VOLS.  126,  127,  128,  129,  180,  AND  131  OF  THE 

OFFICIAL  GAZETTE  OF  THE  UNITED  STATES 

PATENT  OFFICE  DURING  THE  YEAR 


,  1907 


WASHINGTON 

OOYEBNHENT    PRINTING    OFFICE 

1908 


OOBOiflSSIONBRS  OV  THB  UNIXIED  ETTATKS  PATBUn  OITVICJE 
DUIiINO  THS  'rSAR  1007. 

HON".  F.  I.  .AJL.LEN, 

TO    MLA.Y    81.    lOOT. 

HON.  E.  B.  IMOORB:, 

mOM  JUNB    I.    lfM>7. 
ASSISTTAirr  CX3MMISSIONSRS, 
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LETTER  OF  TRANSMIHAL. 


Department  of  the  Interior, 

Washington^  January  <§,  1908. 
The  Speaker  of  the  United  States  House  of  Representatives. 

Sir  :  The  act  of  Congress  entitled  "An  act  providing  for  the  public 
printing  and  binding  and  the  distribution  of  public  documents,"  ap- 
proved January  12,  1895  (28  Stat,  620),  provides,  among  other 
things,  that — 

Sec.  73.  *  *  *  Seventh.  Annual  volumes  of  the  decisions  of  the  Commis- 
sioner of  Patents  and  of  the  United  States  courts  in  patent  eases,  not  exceed- 
ing one  thonsand  five  hundred  in  number,  of  which  the  usual  number  shall  be 
printed,  and  for  this  purpose  a  copy  of  each  shall  be  transmitted  to  Congress 
promptly  when  prepared. 

In  compliance  with  the  requirements  of  the  statute,  I  have  the 
honor  to  inclose  herewith  copy  of  a  letter  from  the  Commissioner  of 
Patents,  dated  the  7th  instant,  forwarding  the  decisions  of  the  Com- 
missioner of  Patents  and  of  the  United  States  courts  in  patent  cases 
for  the  year  1907. 

Very  respectfully,  James  Rudolph  Garfield, 

Secretary, 
m 
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Ex   PARTE   KlEPETKO. 

Decided  November  26,  1906. 

(126  O.  G.,  387.) 

Amendment — Entry  of  After  Rfjection  Under  Rule  132. 

Where  following  the  termlQation  of  an  interference  and  the  rejection  of 
the  defeated  party *8  claims  he  filed  an  amendment  canceling  the  rejected 
claims  and  adding  new  claims,  which  amendment  was  refused  admission  by 
the  Examiner  on  the  ground  that  the  prosecution  before  the  Primary 
Examiner  was  closed  by  reason  of  the  fact  that  the  application  had  been 
api)ealed  to  the  Examiuers-ln-Chief,  allowed,  and  passed  to  issue  prior  to 
the  declaration  of  the  interference,  Held  that  the  rejection  of  the  claims 
involved  in  the  interference  under  Rule  132  is  a  new  ground  of  rejection 
and  that  the  rules  and  statute  give  applicant  the  «rlght  to  amend  in  an 
endeavor  to  overcome  said  ground  of  rejection. 

On  Petition. 

ROASTING-FURNACE. 

J/r.  Emit  Starek  for  the  applicant. 
Allen,  Commusioner: 

This  is  a  petition  from  the  action  of  the  Examiner  refusing  to  enter 
an  amendment. 

It  appears  that  this  application  was  appealed  to  the  Examiners-in- 
Chief,  who  allowed  the  claims  appealed,  and  the  application  was  then 
passed  to  issue.  The  application,  however,  was  subsequently  with- 
drawn from  issue  and  placed  in  interference.  Said  interference  was 
decided  adversely  to  petitioner,  and  he  was  informed  that  his  claims 
11  and  12  involved  in  the  interference  stood  finally  rejected  under 
Rule  132.  Petitioner  thereupon  filed  an  amendment  on  July  5,  1906, 
canceling  the  above-mentioned  claims  and  adding  four  additional 
3(W7—H.  Doc.  470, 60-1 ^1  1 
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claims.  The  Examiner  refused  to  admit  this  amendment,  whereupon 
applicant  took  this  petition. 

The  Examiner  states  that  he  refused  to  enter  the  amendment  for 
the  reason  that  the  prosecution  before  the  Primary  Examiner  was 
closed  by  the  appeal  to  the  Examiners-in-Chief  and  by  the  allowance 
of  the  application.  He  takes  the  position  that  the  withdrawal  of 
the  application  from  issue  was  "  for  the  purpose  of  declaring  an 
interference  only,"  and  that  while  the  further  prosecution  of  the  case 
is  not  closed  by  the  interference,  neither  is  it  reopened  thereby. 

The  position  of  the  Examiner  is  considered  untenable.  In  my 
decisions  in  the  cases  of  ex  parte  Harvey  (C.  D.,  1903,  21;  102  O.  G., 
621)  and  ex  parte  Greuter  (C.  D.,  1905,  167;  116  O.  G.,  596)  I  held 
that  an  applicant  is  entitled  to  amend  after  the  termination  of  the 
interference  in  an  effort  to  secure  allowable  claims.  The  decision  in 
ex  parte  Harvey^  supra^  states : 

It  is  true  that  Rule  ^32  provides  that  the  Examiner  shall  inform  the  de- 
feated party  in  an  interference  that  his  claims  involved  in  the  interference 
**  stand  finally  rejected."  This  proceeding  does  not,  however,  close  the  consid- 
eration of  the  whole  case,  as  in  the  case  of  a  second  and  final  rejection  in  view 
of  the  same  references  under  Rule  133.  Rule  132  merely  provides  for  the  final 
rejection  of  the  claim  involved.  That  claim  must,  if  it  is  insisted  upon  by  the 
applicant,  stand  as  finally  rejected;  but  in  view  of  the  fact  that  but  one  action 
has  been  taken  against  it  it  may  be  amended  in  order  to  avoid  the  "  reason  for 
rejection,"  or,  what  is  the  same  thing,  it  may  be  canceled  and  a  new  and  dif- 
ferent claim  presented  in  lieu  thereof.  Rule  96  specifically  provides  that  after 
an  interference  has  been  dectided  the  application  may  be  held  for  revision  and 
restriction.  If  by  the  provisions  of  this  rule  the  Examiner  is  given  jurisdictiop 
to  enter  and  consider  amendments  filed  after  the  determination  of  an  inter- 
ference proceeding  when  he  specifically  reserves  the  same,  there  is  no  good 
reason  why  he  should  not  have  such  jurisdiction  whether  he  specifically  re- 
serves it  under  Rule  96  or  not. 

The  Examiner,  however,  attempts  to  make  a  distinction  between 
the  above-cited  cases  and  the  present  one,  where  an  appeal  was  taken 
and  an  allowance  of  the  application  secured  prior  to  the  declaration 
of  the  interference.  The  above  decisions  make  no  such  distinction. 
In  the  present  case,  following  the  termination  of  the  interference, 
certain  previously-allowed  claims  were  rejected  because  applicant 
was  not  the  first  inventor  thereof,  as  disclosed  by  the  interference  pro- 
ceeding. Such  rejection  is  based  upon  a  new  ground  and  is  a  new 
reason  for  rejection,  in  view  of  which  applicant  has  the  right  to 
amend  under  Rules  65  and  68  and  section  4903  of  the  Revised 
Statutes. 

In  the  case  of  ex  parte  Thurman.  (C.  D.,  1904,  317 ;  111  O.  G.,  1625) 
the  Examiner  refused  to  admit  an  amendment  after  the  termination 
of  an  interference  on  the  ground — 

that  the  prosecution  of  the  case  was  closed  when  the  interference  was  declared, 
as  it  was  then  in  all  other  respects  ready  for  allowance. 
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In  that  case  there  was  stated  the  following  principle,  which  is 
applicable  in  the  present  case: 

The  Examiner  refers  to  the  well-settled  principle  that  there  must  be  at  some 
time  an  end  to  the  prosecution  of  an  application,  and  he  is  of  the  opinion  that 
the  prosecution  of  an  application  is  closed  when  it  has  been  placed  in  condition 
for  allowance  prior  to  the  declaration  of  an  interference,  and  it  should  there- 
fore be  treated  as  though  it  were  in  condition  for  appeal  or  had  been  formally 
lAssed  to  issue. 

An  application  which  is  in  condition  for  appeal  or  which  has  been  formally 
allowed  and  passed  to  issue  has  had  the  benefit  of  the  careful  consideration  of 
the  applicant,  and  his  amendments  have  been  filed  at  his  own  pleasure  within 
the  one-year  limit  of  time  prescribed  by  section  48D4  of  the  Revised  Statutes 
in  which  to  prosecute  the  application.  Therefore  when  a  case  is  prosecuted 
to  a  final  rejection  or  to  a  formal  allowance  some  restriction  must  of  necessity 
be  placed  upon  the  right  of  further  amendment;  but  a  diiTerent  principle 
ai>plies  to  a  case  such  as  this  one  where  an  Interference  has  been  declared, 
whether  the  case  is  then  believed  to  be  ready  for  allowance  or  whether  it  has 
been  held  to  be  subject  to  revision  and  restriction  after  the  determination  of 
the  Interference.  In  cases  where  the  applicant  has  put  his  case  in  condition 
for  allowance  prior  to  the  declaration  of  an  Interference  he  has  usually  done 
so  within  a  fixed  time  set  by  the  Office.  As  new  light  Is  often  thrown  upon 
an  invention  while  involved  In  an  interference,  It  would  be  unjust  to  an  appli- 
cant to  hold  that  no  further  amendments  could  be  presented  and  considered 
after  the  termination  of  the  proceeding.  The  application  Is  then  within  the 
jurisdiction  of  the  Examiner,  and  there  is  no  rule  which  prohibits  the  formal 
entry  and  consideration  of  an  amendment  after  the  proceeding  has  terminated. 
It  is  the  province  and  aim  of  this  Office  to  grant  to  an  applicant  a  patent  which 
will  fully  cover  his  Invention,  and  all  proper  amendments  should  be  considered 
and  acted  ui)on  which  are  not  prohibited  by  the  rules. 

In  the  present  case  permission  was  given  to  withdraw  the  applica- 
tion from  issue  for  the  consideration  of  a  possible  new  ground  of 
rejection — to  wit,  the  prior  invention  of  the  opponent  to  the  inter- 
ference proceeding.  Such  ground  having  been  found  to  exist  and 
the  claims  of  the  issue  having  been  rejected  thereon  under  Kule  132, 
the  rules  and  the  statute  heretofore  noted  give  applicant  the  right 
to  amend  in  an  endeavor  to  avaid  such  reference.  Said  rules,  for 
the  reasons  stated,  are  considered  applicable  to  this  application  rather 
than  Rule  142. 

The  Examiner  calls  attention  to  the  fact  that  applicant  attempted 
to  insert  the  claims  of  the  present  amendment  at  the  time  he  made 
claims  suggested  to  him  for  the  interference  proceeding  and  that 
their  admission  was  then  denied  on  petition  to  the  Commissioner. 
The  ground  of  this  refusal,  however,  was  that  "  the  declaration  of 
the  interference  should  not  be  delayed  to  await  the  consideration  of 
claims  not  to  be  included  as  issues."  This  ground  is  not  applicable 
at  the  present  time. 

The  petition  that  the  amendment  he  entered  and  considered  is 
granted. 
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DeNSTEN  V.  BURNHAM. 

Decided  November  26,  1906, 

(126  O.  G.,  388.) 

Tbade-Ma&k  Iivtebfebence — ^Failube  to  Take  Deposition  in  Accobdance  with 
NoncE — Subsequent  Deposition — Suppbession. 
Where  a  party  to  an  Interference  gives  notice  to  the  opposing  party  of 
his  intention  to  take  testimony  at  a  certain  time  and«place,  but  faiis  to 
appear  at  tlie  time  and  place  stated,  and  no  notice  is  given  of  his  inability 
to  take  testimony  in  accordance  with  the  notice,  testimony  taken  under  a 
subsequent  notice  will  not  be  considered  if  proper  objection  is  made  by  the 
opposing  party  unless  it  appears  tliat  the  opposing  party  was  not  injured 
by  the  failure  to  act  upon  the  original  notice  or  that  there  were  good  rea- 
sons for  such  failure  to  act  then  and  for  the  failure  to  duly  notii^  the  op- 
ix>sing  party  of  the  postponement. 

On  Appeal. 

TBADE-lf ABK  FOB  IfEDICINE. 

Dr.  J.  C.  Densten  pro  se. 

Messrs,  Ellis  Spear  cfe  Co.,,  for  Burnham. 

Allen,  Commissioner: 

This  is  an  appeal  by  Burnham  from  a  decision  of  the  Examiner 
of  Interferences  refusing  to  suppress  Densten^s  deposition. 

The  record  shows  that  a  notice  was  served  on  Burnham  and  his 
attorney,  who  reside  at  Auburn,  Me.,  stating  that  testimony  on  behalf 
of  Densten  would  be  taken  at  a  specified  place  in  Scranton,  Pa.,  on 
July  2,  1906,  at  nine  o'clock  a.  m.  Burnham  and  his  attorney  ap- 
peared at  the  time  and  place  designated.  Although  Scranton  is  the 
residence  of  Densten,  neither  Densten  nor  his  attorney  appeared  at 
the  place  designated  up  to  twelve  o'clock  of  the  day  named,  at  which 
time  Burnham  and  his  attorney  left. 

On  August  7,  1906,  the  deposition  was  taken,  the  suppression  of 
which  is  now  asked.  Although  the  record  contains  no  proof  of  the 
service  of  a  notice  that  such  deposition  would  be  taken,  it  appears 
from  the  deposition  itself  that  the  attorney  for  Burnham  was  notified 
and  that  he  appeared  and  cross-examined  the  witness,  noting  an  ob- 
jection, however,  to  the  irregularity  of  the  proceeding.  This  objec- 
tion was  followed  up  by  bringing  this  motion  to  suppress  said  depo- 
sition. 

The  recognition  of  a  right  in  a  party  to  take  such  action  as  has  been 
taken  in  this  case  may  work  much  mischief.  When  a  proper  notice 
of  taking  testimony  is  given  to  an  opi)osing  party,  a  failure  to  attend 
at  the  time  and  place  stated  acts  as  a  waiver  of  the  right  to  cross- 
examine.  The  party  whom  notice  is  given  must  therefore  comply 
strictly  with  its  terms  in  order  to  preserve  this  invaluable  right.    If 
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it  be  contended  that  a  party  has  the  right  to  set  a  second  time  and 
place  for  the  taking  of  testimony  after  having  failed  to  appear  in 
accordance  with  a  previous  notice  given  by  him,  no  reason  is  apparent 
why  he  could  not  give  a  third  notice  and  continue  giving  notices  as 
often  as  he  desired  within  the  limit  set  for  the  taking  of  testimony. 
This  might  not  be  sndi  an  important  consideration  were  the  proceed- 
ing one  in  which  the  parties  were  likely  to  be  residing  in  the  same 
locality;  but  in  interference  proceedings  parties  are  likely  to  reside  in 
widely-separated  parts  of  the  country.  Under  these  circumstances  a 
party  must  bear  the  expense  of  a  long  journey  or  place  the  case  in  the 
hands  of  persons  imfamiliar  with  the  particular  case  and  possibly 
unfamiliar  with  interference  proceedings,  which  often  results  disas- 
trously. Thus  in  order  to  preserve  his  rights  a  party  might  be  com- 
pelled to  keep  his  coimsel  in  constant  attendance  within  the  limit  set 
for  the  taking  of  testimony  in  accordance  with  the  notices  successively 
given  by  his  adversary. 

T  am  of  the  opinion  that  a  party  who  fails  to  take  his  testimony  in 
accordance  with  the  notice  of  the  taking  of  testimony  which  he  has 
given  to  his  opponents  should  not  be  permitted  to  present  and  have 
considered  testimony  taken  under  a  subsequent  notice  when  objection 
is  made  by  the  opponents  unless  it  appears  that  the  opponents  were 
not  injured  by  the  failure  to  act  upon  the  original  notice  or  that  there 
were  good  reasons  for  such  failure  to  act  then  and  for  the  failure  to 
duly  notify  the  parties  of  the  postponement. 

In  the  present  case  no  excuse  whatever  has  been  offered  by  the  ap- 
pellee for  the  failure  to  take  his  testimony  in  accordance  with  the 
first  notice  or  for  the  faihire  to  give  the  appellant  such  notice  of  the 
fact  that  the  testimony  would  not  be  taken  at  that  time  as  might  have 
saved  him  the  expense  and  loss  of  time  incident  to  the  journey  taken 
by  him  and  his  attorney  pursuant  to  the  first  notice.  The  deposition 
in  question  should  be  suppressed. 

The  decision  of  the  Examiner  of  Interferences  is  reversed. 


Beall,  Jr.,  v.  Lyon. 

Decided  December  18,  1006, 

(126  O.  G.,  388.) 

iTfTERFERENCE — PRELIMINARY  STATEMENT — AMENDMENT — CARRYING   BaCK   OF   OP- 
PONENT'S Date. 
A  party  wUl  not  be  permitted  to  amend  his  preliminary  statement  to 
carry  back  his  date  of  disclosure  to  cover  the  date  proved  by  his  opponent 
in  a  prior  interference  with  a  third  party  where  the  amended  date  is  earlier 
than  that  set  up  in  a  preliminary  statement  filed  three  years  before  in  an 
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interference  between  him  and  said  third  party  and  where  the  affidavit  In 
support  of  the  motion  indicates  an  uncertainty  whether  the  alleged  dis- 
closure took  place  prior  to  the  date  originally  given. 

Appeal  on  Motion. 

APPARATUS  FOB  USE  IN  MAKING  CONCBETE  PILES. 

Messrs.  John  B.  Thomas  c&  Co,^  and  Mr,  W.  S.  Duvall  for  Beall,  Jr. 
Mr,  Franklin  H.  Hough  and  Messrs.  Smith  &  Frazier  for  Lyon. 

Allen,  Commissioner: 

This  case  comes  before  me  on  appeal  from  the  decision  of  the  Ex- 
aminer of  Interferences  denying  Lyon's  motion  for  leave  to  file  an 
amended  preliminary  statement. 

Beall,  Jr.,  in  his  preliminary  statement  alleged  conception  and  dis- 
closure on  August  1,  1902.  Lyon  in  his  original  statement  alleged 
conception  on  July  27,  1902,  and  disclosure  on  or  about  August  16, 
1902.  He  now  desires  to  amend  his  statement  by  alleging  disclosure 
between  July  27  and  August  16, 1902. 

The  application  upon  which  Lyon's  patent  involved  in  this  inter- 
ference was  granted  was  previously  in  interference  with  an  applica- 
tion of  one  Shuman,  and  an  interference  was  also  declared  between 
applications  of  the  same  parties  for  the  process  disclosed  in  the  appa- 
ratus applications.  Shuman  was  defeated  and  purchased  Lyon's  ap- 
plications, subsequently  assigning  them,  together  with  the  patent 
granted  on  his  own  application,  to  the  Simplex  Concrete  Piling  Com- 
pany. Shuman  then  became  involved  in  an  interference  with  Beall, 
Jr.,  and  judgment  was  rendered  against  Shuman  by  the  Patent  Office 
and  by  the  court  of  appeals.  The  party  in  interest  opposed  to  Beall, 
Jr.,  in  the  case  now  at  bar  is  the  Simplex  Concrete  Piling  Company, 
assignee  of  Lyon's  patent,  which  company  was  also  the  party  in 
interest  opposed  to  him  in  the  Beall,  Jr.-Shuman  interference.  Lyon 
in  his  interference  with  Shuman  filed  preliminary  statements  in 
which  he  alleged  conception  and  disclosure  of  the  invention  in  issue 
on  August  16,  1902.  In  the  Beall,  Jr.-Shuman  interference  Beall, 
Jr.,  introduced  testimony  to  the  effect  that  he  conceived  and  disclosed 
the  invention  about  August  6,  1902,  and  the  evidence  was  held  suffi- 
cient to  establish  that  he  made  the  invention  at  about  that  time. 
Lyon,  knowing  this  fact,  did  not  in  his  original  statement  in  the 
present  interference  adhere  to  the  date  of  conception  alleged  by  him 
in  his  prior  interference  with  Shuman,  which  date  was  subsequent  to 
that  established  by  Beall,  Jr.,  but  alleged  conception  on  July  27, 1902. 
a  few  days  earlier  than  the  date  established  by  Beall,  Jr.,  in  the  Beall, 
Jr.-Shuman  interference.    Lyon  did  not,  however,  allege  disclosure 
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of  the  invention  until  August  16, 1902.  This  being  subsequent  to  the 
date  credited  to  Beall,  Jr.,  in  the  prior  interference,  it  would  appar- 
ently be  impossible  on  the  state  of  facts  established  in  the  Beall,  Jr.- 
Shuman  interference  for  Lyon  to  prevail  in  the  case  at  bar  unless  he 
were  permitted  to  file  an  amended  statement  setting  forth  an  earlier 
date  of  disclosure. 

It  is  alleged  in  affidavits  filed  by  Lyon  in  support  of  his  motion  that 
on  August  18, 1906,  the  day  after  times  were  set  for  taking  testimony, 
a  conference  was  held  by  Lyon  and  his  attorneys  and  that  Lyon  then 
and  there  recalled  sending  a  letter  to  one  Kort  Berle  while  the  latter 
was  at  Spray  Beach,  N.  J.,  in  the  summer  of  1902.  Lyon  states  that 
on  August  20,  1906,  Berle  told  him  that  the  invention  here  in  issue 
was  described  in  the  letter  referred  to.  Berle  states  that  he  received 
this  letter  while  at  Spray  Beach  in  August  and  September,  1902,  but 
that  he  has  been  unable  to  find  the  letter  and  cannot  recall  its  date. 
He  does  not  state  what  part  of  the  months  of  August  and  September 
he  was  at  Spray  Beach. 

Lyon  in  his  affidavit  in  support  of  his  motion  also  states  that  he 
has  endeavored  to  learn  from  the  office  records  of  one  James  L. 
Parsons  the  date  of  a  certain  experiment  with  wooden  piles  at  the 
"  Stoneleigh  Court "  apartment-house  in  this  city,  but  that  he  has 
been  unable  as  yet  to  ascertain  the  date.  He  believes,  however,  that 
the  experiment  took  place  between  July  27  and  August  16,  1902,  and 
says  that  he  disclosed  the  invention  in  issue  during  that  period. 

It  seems  fair  to  assume  that  Lyon's  memory  relative  to  occurrences 
in  the  summer  of  1902  was  more  accurate  and  reliable  in  the  summer 
of  1903,  when  he  executed  his  preliminary  statement  in  the  Lyon- 
Shuman  interference,  than  it  is  now,  four  years  after  the  occurrences 
took  place.  The  fact  that  Lyon  states  in  his  affidavit  that  he  believes 
the  Parsons  experiment  was  made  between  July  27,  1902,  and  August 
16,  1902,  and  that  he  is  positive  he  disclosed  the  invention  to  others 
between  the  dates  mentioned  indicates  that  he  is  uncertain  whether 
the  experiment  and  his  disclosure  of  the  invention  to  others  took  place 
at  the  same  time  or  at  different  times.  The  fact,  moreover,  that  Lyon 
is  now  attempting  to  fix  the  date  of  the  Parsons  experiment  would  be 
no  reason  for  permitting  him  to  amend  his  statement  even  if  the  date 
of  the  experiment  were  connected  w^th  his  date  of  disclosure.  Amend- 
ments to  preliminary  statements  are  not  permitted  on  the  mere  possi- 
bility that  something  may  some  time  be  discovered  to  justify  such 
amendment.  The  same  criticism  applies  to  the  letter  written  to  Kort 
Berle.  There  is  nothing  in  the  record  to  indicate  that  this  letter  was 
written  prior  to  August  16,  1902,  the  date  of  disclosure  originally 
alleged  by  Lyon,  Berle  merely  stating  that  he  received  it  while  at 
Spray  Beach  in  August  and  September,  1902.    The  letter  may  have 
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been  written  in  the  latter  part  of  August  or  in  September.  The  fact 
that  a  letter  of  unknown  date  may  be  found  at  some  future  time  and 
may  confirm  Berle's  recollection  that  such  a  letter  was  written  and 
contained  a  description  of  the  invention  in  issue  affords  no  groimd 
whatever  for  permitting  Lyon  to  amend  his  preliminary  statement. 
The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Naulty  v.  C5irrLER. 

Decided  December  21,  W06, 

(126  O.  G.,  389.) 

1.  iNTEBTERBlfCE — MOTIOlf   FOB    REHEABINO — JUBIBDICTION    TO    DBTEBMINE    AFTEB 

Limit  of  Appeal. 
The  question  of  the  Elxaminer's  retaining  jurisdiction  to  determine,  after 
the  expiration  of  the  limit  of  appeal,  a  motion  for  rehearing  brought  before 
the  expiration  of  the  limit  of  appeal  is  a  different  matter  from  that  of  the 
termination  of  the  limit  of  appeal.  No  good  reason  appears  for  holding 
that  a  tribunal  may  not  properly  render  a  decision  on  a  motion  for  rehear- 
ing brought  before  the  expiration  of  the  limit  of  appeal,  even  though  the 
date  of  the  decision  is  after  the  limit  of  appeal  has  expired. 

2.  Same — Same — Does  Not  Extend  Limit  of  Appeal. 

The  filing  of  the  motion  for  rehearing  does  not  extend  the  limit  of  appeal, 
and  in  case  the  motion  is  denied  the  moving  party  will  have  lost  its  right 
of  appeal  unless  he  has  taken  the  precaution  to  file  his  appeal  within  the 
limit  originally  set  or  ^as  obtained  an  extension  of  the  limit  of  appeal. 

3.  Same — Same — Question  of  Appeal. 

The  rule  that  there  is  no  appeal  from  a  decision  denying  a  rehearing  does 
not  cover  the  case  where  the  holding  is  want  of  Jurisdiction  to  entertain  the 
motion. 

4.  Same — Same — Date  of  Filing. 

Where  a  motion  was  filed  by  N.  on  the  last  day  of  the  limit  of  appeal  and 
on  the  same  day  notice  by  registered  letter  was  mailed  to  C.'s  attorney  and 
C.  makes  no  contention  that  said  notice  was  not  received  in  ample  time  to 
prepare  for  the  hearing,  Held  that  N.  is  entitled  to  the  date  of  the  receipt 
of  his  motion  in  this  Office  as  its  date  of  filing. 

5.  Same — Same — Pbactice. 

It  is  not  the  practice  to  require  service  of  requests  or  motions  for  re- 
hearing upon  the  opposite  party  (Townsend  v.  Copeland  v.  Robinson,  C.  D., 
1906,  379;  124  O.  G.,  1845)  or  to  set  such  motions  for  hearing  unless  ex- 
amination of  the  motion  and  of  the  record  shows  that  a  rehearing  ought 
to  be  granted.     (Adams  v.  Murphy,  C.  D.,  1900,  100;  91  O.  G.,  2373.) 

6.  Same — Same — Jubisdiction  Not  Affected  by  Appeal. 

Where  a  motion  is  filed  for  rehearing  of  the  Examiner's  decision  and 
also  an  appeal  from  said  decision.  Held  that  the  filing  of  the  appeal  does 
not  oust  the  Examiner  of  Jurisdiction  to  entertain  the  motion. 
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Appeal  and  Petition. 

HAIL-CHUTE. 

Mr.  Chas.  J.  Stockman  for  Naulty. 
Mr.  Frederick  F.  Church  for  Cutler. 

Allen,  Commissioner: 

This  case  comes  up  on  an  appeal  and  a  petition  by  Naulty  from 
the  action  of  the  Primary  Examiner  holding  that  he  was  without 
jurisdiction  to  hear  and  decide  Naulty 's  motion  for  a  rehearing. 

On  September  7,  1906,  the  Primary  Examiner  denied  a  motion  by 
Naulty  to  dissolve  the  interference  and  set  September  27,  1906,  as 
the  limit  of  appeal  from  his  decision.  On  September  27  Naulty  filed 
a  motion,  noticed  for  hearing  on  October  3,  1906,  for  a  rehearing  by 
the  Examiner  of  his  decision.  The  Examiner  on  October  1,  1906, 
notified  Naulty  that  a  hearing  on  his  motion  for  a  rehearing  was  set 
for  October  11,  1906.  On  October  15,  1906,  the  Primary.  Examiner 
dismissed  the  motion  for  a  rehearing  on  the  ground  that  he  was  with- 
out jurisdiction  to  rehear  the  case  and  held  that  his  jurisdiction  ter- 
minated with  the  limit  of  appeal.  The  Examiner  was  mistaken  in 
this  conclusion.  Naulty  obtained  no  extension  of  the  limit  of  appeal 
or  stay  of  the  running  of  the  limit  of  appeal  and  filed  no  motion  for 
that  purpose.  Rule  123  and  the  decisions  in  Carmichael  v.  Fox^  (C.  D., 
1903,  177;  104  O.  G.,  1656,)  *CoU  v.  Zarhock  v.  Greene,  (C.  D.^  1905, 
194:  116  O.  G.,  1451,)  and  FeUing  v.  Nelson  (C.  D.,  1906,  185;  122 
O.  G.,  1722)  provide  that  the  filing  of  a  motion  for  rehearing  does  not 
operate  to  stay  the  running  of  the  limit  of  appeal.  Otherwise  it 
would  be  within  the  power  of  a  party  to  obtain  at  will  an  extension 
of  the  limit  of  appeal  by  merely  filing  such  a  motion. 

The  question  of  the  Examiner's  retaining  jurisdiction  to  determine, 
after  the  expiration  of  the  limit  of  appeal,  a  motion  for  rehearing 
brought  before  the  expiration  of  the  limit  of  appeal  is  a  different 
matter  from  that  of  the  termination  of  the  limit  of  appeal.  No  good 
reason  appears  for  holding  that  a  tribunal  may  not  properly  render 
a  decision  on  a  motion  for  rehearing  brought  before  the  expiration  of 
the  limit  of  appeal,  even  though  the  date  of  the  decision  is  after  the 
limit  of  appeal  has  expired.  It  is  often  inconvenient  or  impossible 
to  hear  and  properly  dispose  of  a  motion  for  rehearing  within  the 
limit  of  appeal,  or  even  of  a  motion  for  extension  of  the  limit  of  ap- 
peal, where  the  party  has  filed  his  motion  within  the  limit.  Such  a 
practice  is  not  believed  to  be  inconsistent  with  the  rules  and  decisions. 
The  filing  of  the  motion  for  rehearing  does  not  extend  the  limit  of 
appeal,  and  in  case  the  motion  is  denied  the  moving  party  will  have 


10  DECISIONS  OP  THE   COMMISSIONER  OP  PATENTS. 

lost  his  right  of  appeal  unless  he  has  taken  the  precaution  to  file 
his  appeal  within  the  limit  originally  set  or  has  obtained  an  extension 
of  the  limit  of  appeal. 

The  Examiner  based  his  decision  that  he  was  without  jurisdiction 
to  determine  the  motion,  in  part  at  least,  upon  the  ground  that  the 
motion  had  not  been  noticed  for  hearing  within  the  limit  of  appeal, 
citing  the  case  of  Meyrose  v.  Jahn^  (C.  D.,  1891, 145;  56  O.  G.,  1447.) 
In  that  case  it  was  held  that  motions  after  judgment  should  be  no- 
ticed for  hearing  within  the  time  set  for  appeal,  as  otherwise  the 
tribunal  rendering  judgment  would  not  have  jurisdiction  at  the  time 
of  hearing.  This  holding  was  based  on  Rule  114,  which  as  then  in 
force  and  as  amended  on  April  18,  1888,  contained  a  provision  that — 

The  filing  of  such  a  motion,  noticed  for  hearing  within  the  limit  of  appeal, 
will  operate  to  stay  the  running  of  the  time  so  limited  until  the  final  determi- 
nation of  the  motion. 

Rule  114  was  amended  on  March  13,  1903,  by  the  omission  of  this 
provision,  and  the  practice  under  Meyrose  v.  Jahn^  supra^  has  been 
modified  by  my  decision  in  Kneedler  v.  Shephard^  (C.  D.,  1903, 
180;  104  O.  G.,  1895,)  so  that  motions  under  said  rule  need  not  be 
noticed  for  hearing  within  the  term  allowed  for  filing  motions. 

That  it  is  the  present  practice  to  decide  such  motions  after  the 
expiration  of  the  limit  of  appeal  appears  from  the  following  cases. 
In  Wilderman  v.  Simm  (C.  D.,  1904,  76;  109  O.  G.,  275)  the  action 
of  the  Examiner  of  Interferences  was  held  proper  in  a  case  where,  on 
December  10,  1903,  he  granted  a  motion  of  Simm's  filed  December  8, 
1903,  for  an  extension  of  the  limit  of  appeal,  although  the  limit  of 
appeal  expired  on  December  9, 1903.     In  that  case  it  was  stated : 

Simm's  motion  having  been  brought  before  the  limit  of  appeal  as  originally 
set  had  expired,  the  Examiner  of  Interferences  had  jurisdiction  to  grant  the 
extension  asked  for. 

In  the  case  of  Cole  v.  Zarhoch  v.  Greene  (C.  D.,  1905,  194;  116 
O.  G.,  1451)  the  Examiner  denied  Zarbock's  motion  to  dissolve  and 
set  March  7,  1905,  as  the  limit  of  appeal.  A  motion  for  a  rehearing 
filed  March  3,  1905,  was  entertained  and  denied  by  the  Examiner  on 
March  9,  1905,  two  days  after  the  expiration  of  the  limit  of  appeal. 

The  contention  of  Cutler  that  there  is  no  appeal  from  a  decision 
denying  a  motion  for  a  rehearing  is  sound.  {Macey  v.  Laning  v. 
easier,  C.  D.,  1902,  399;  101  O.  G.,  1608;  Carmichael  v.  Fox,  C.  D., 
1903,  177;  104  O.  G.,  1656;  Cole  v.  Zarhock  v.  Greene,  C.  D.,  1905, 
194;  116  O.  G.,  1451;  Hewitt  v.  Thomas  v.  Kruh  v.  Weintrauh, 
C.  D.,  1906, 165;  122  O.  G.,  1045.)  In  the  present  case,  however,  the 
motion  for  a  rehearing  was  not  denied,  but  dismissed  for  want  of 
jurisdiction.  Naulty's  appeal  and  petition  are  from  the  holding  of 
the  Examiner  that  he  is  without  jurisdiction  to  entertain  the  motion. 
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Although  the  holding  in  this  decision  is  that  the  Examiner  has  juris- 
diction to  entertain  Naulty's  motion,  he  also  has  the  power,  when  the 
case  is  returned  to  him,  to  deny  the  motion  for  rehearing  if  he  is  of 
the  opinion  that  the  reasons  advanced  do  not  warrant  granting  a  re- 
hearing.    From  such  a  decision  no  appeal  will  lie. 

Cutler  also  contends  that  the  motion  of  Naulty  for  a  rehearing  was 
not  filed  within  the  limit  of  appeal.  The  record  shows  that  Naulty's 
motion  paper  was  filed  in  this  Office  on  the  last  day  of  the  limit  of 
appeal  and  that  on  the  afternoon  of  the  same  day  notice  by  registered 
letter  was  mailed  to  Cutler's  attorney  at  Rochester,  N.  Y.  (hitler 
makes  no  contention  that  this  notice  was  not  received  by  him  in 
ample'  time  to  prepare  for  the  hearing.  Under  these  circumstances 
Nault y  is  considered  entitled  to  the  date  of  the  receipt  of  his  njotion 
in  this  Office  as  its  date  of  filing.  To  hold  that  acknow^ledgment  of 
receipt  of  service  must  accompany  the  motion  would  often  prevent 
the  filing  of  motions  within  the  limit  of  appeal  and  would  work 
great  hardship,  especially  where  the  party  served  resides  at  a  great 
distance  or  in  a  foreign  country. 

Furthermore,  it  is  not  the  practice  to  require  service  of  requests 
or  motions  for  rehearing  upon  the  opposite  party.  {Towiisend  v. 
Copeland  v.  Robinson,  C.  D.,  1906,  379;  124  O.  G.,  1845.)  Such 
motions  are  not  ordinarily  set  for  hearing  unless  examination  of  the 
motion  and  of  the  record  shows  that  a  rehearing  ought  to  be  granted. 
{Adams  v.  Murphy,  C.  D.,  1900,  100;  91  O.  G.,  2373.)  In  case  the 
motion  for  rehearing  is  granted,  a- date  for  the  rehearing  is  fixed  and 
all  the  parties  are  notified  by  this  Office. 

The  record  shows  that  on  the  day  he  filed  his  motion  for  a  rehear- 
ing, September  27,  1906,  Naulty  also  filed  an  appeal  from  the  Exam- 
iner's decision,  and  that  on  October  9,  1906,  after  receiving  notice 
that  his  motion  would  be  heard  on  October  11,  1906,  he  withdrew 
said  appeal.  Cutlers  contention  that  the  filing  of  this  appeal  ousted 
the  Examiner  of  jurisdiction  to  entertain  the  motion  for  a  rehearing 
is  contrary  to  the  practice  of  this  Office.  In  the  case  of  Gvexder  v. 
Mathieu,  (C.  D.,  1904,  380;  112  O.  G.,  254,)  where  motion  was  made 
before  the  Examiner  of  Interferences  to  reopen  the  interference,  it 
was  stated : 

•  ♦  ♦  as  the  motion  to  reopen  was  brought  on  the  last  day  within  which 
Cireuter  had  to  file  his  appeal  to  the  Examiners-in-Chief  he  should,  out  of  an 
abundance  of  caution,  have  filed  his  appeal  the  same  day  on  which  he  made 
the  motion  to  reoi)en  the  interference. 

The  decision  of  the  Examiner  holding  that  he  is  without  jurisdic- 
tion to  consider  Naulty's  motion  for  a  rehearing  is  reversed. 


12  decisions  of  the  commissioner  qp  patents. 

Woods  v.  Poor. 

Decided  October  8,  1906. 

(126  O.  G.,  301.) 

1.  INTEBFEBENCE — PRIORITY — DILIGENCE. 

Where  P.  conceived  the  invention  in  the  early  part  of  November,  1903, 
and  filed  his  application  December  11,  1903,  and  W.  conceived  the  invention 
on  September  16,  1903,  but  did  not  reduce  it  to  practice  prior  to  the  filing 
of  his  application  on  January  27,  1904,  Held  that  W.  was  lacliing  in  dili- 
gence in  the  absence  of  a  suflScient  excuse  for  the  delay. 

2.  Same — Same — Same — Endeavor  to  Improve  Device. 

The  claim  of  an  inventor,  advanced  as  an  excuse  for  his  delay  in  reduc- 
ing to  practice,  that  he  was  endeavoring  to  improve  upon  his  conception 
is  fiot  supported  by  testimony  showing  merely  that  conversations  were  held 
looking  to  the  improvement  thereof  where  it  does  not  appear  that  any 
changes  were  actually  made  or  ttiat  any  material  clianges  were  even  sug- 
gested. 

3.  Same — Same — Same — Claim  of  Poverty  Not  Proved. 

A  claim  of  an  inventor  that  he  was  financially  unable  to  reduce  his 
invention  to  practice  after  paying  the  necessary  expenses  of  his  business  is 
not  proved  where  the  evidence  does  not  show  what  the  necessary  expenses 
of  the  business  were  and  where  there  is  no  evidence  of  the  inventor's 
resources  except  his  own  statement  that  he  had  only  a  given  amount  of 
cash  on  hand. 

4.  Same — Originality. 

An  allegation  of  derivation  of  an  invention  by  one  party  from  another 
is  not  proved  by  a  mere  showing  that  opportunity  for  such  derivation 
existed. 

Appeal  from  Examiners-in-Chief. 

side  bearing  for  cars. 

Messrs.  Bondj  A  dams ^  Piclcard  c&  Jackson  and  Messrs.  Meyers^ 
Cushman  &  Rea  for  Woods. 
Mr,  Thoynas  F.  Sheridan  for  Poor. 

Moore,  Acting  Commissioner: 

This  is  an  appeal  by  Woods  from  a  decision  of  the  Examiners-in- 
Chief  affirming  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  invention  to  Poor  on  the  following  issue : 

1.  A  side  bearing  for  railway-cars  comprising  a  casing  or  shell  which  has 
openings  in  its  top  and  bottom  and  a  roller  in  said  shell  adapted  for  rolling 
contact  through  said  openings  with  bearing-surfaces;  said  casing  or  shell  being 
provided  with  tracks  located  in  position  to  support  the  roller  when  the  latter  is 
below  and  free  from  the  upper  bearing-surface  and  the  said  roller  having  free 
movement  in  the  shell  both  endwise  of  the  latter  and  vertically  with  respect  to 
said  tracks. 

2.  A  side  bearing  for  railway-cars  comprising  a  casing  or  shell  which  has 
openings  in  its  top  and  bottom  and  a  roller  in  said  shell  adapted  for  rolling  con- 
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tact  through  said  openings  with  bearing-surfaces  and  provided  with  trunnions 
at  its  Olds;  said  casing  or  shell  liaving  inwardly-extending  flanges  forming 
tracks  which  are  located  in  position  to  engage  the  said  trunnions  when  the  roller 
is  below  and  free  from  the  upper  bearing-surface,  and  the  said  roller  having 
free  movement  in  the  shell  both  endwise  of  the  latter  and  vertically  with  re- 
spect to  the  said  track. 

3.  In  a  device  of  the  class  described,  the  combination  with  a  suitable  roller, 
having  oppositely-extending  gudgeons,  of  a  box  open  at  the  top  to  receive  the 
roller  and  having  a  longitudinally-slotted  bottom  through  which  the  roller  pro- 
jects, there  being  inwardly-extending  side  flanges  on  the  box,  to  limit  the  down- 
ward movem^it  of  the  roller,  and  a  cover  for  the  box,  separately  formed  and. 
adapted  to  furnish  an  upper  tread  for  the  roller. 

The  Examiner  of  Interferences  and  the  Examiners-in-Chief  both 
found  that  Woods  was  the  first  to  conceive,  but  the  last  to  reduce  to 
practice,  and  that  he  was  not  exercising  diligence  when  Poor  entered 
the  field. 

The  correctness  of  the  decisions  of  the  lower  tribunals  with  respect  • 
to  the  facts  does  not  seem  to  be  seriously  disputed ;  but  it  is  strenu- 
ously contended  by  appellant  that  their  conclusion  upon  the  question 
of  diligence  is  unjust  and  inequitable  and  contrary  to  the  principles 
announced  in  prior  decisions  upon  this  point.  Although  the  question 
is  not  entirely  free  from  doubt,  I  am  of  the  opinion  that  the  conclu- 
sions reached  below  are  correct. 

Poor's  application  was  filed  December  11,  1903.  Woods's  applica- 
tion was  filed  January  27,  1904. 

Woods  conceived  the  invention  in  issue  on  September  16,  1903,  but 
did  not  reduce  it  to  practice  prior  to  the  filing  of  his  application. 
Poor  conceived  the  invention  in  the  early  part  of  November,  1903, 
and  claims  no  reduction  to  practice  prior  to  the  filing  of  his  applica- 
tion. In  order  that  Woods  shall  prevail,  it  is  necessary  for  him  to 
show  that  he  was  exercising  diligence  just  prior  to  the  time  when  Poor 
entered  the  field  and  up  to  the  time  of  filing  his  application. 

At  the  time  Woods  conceived  the  invention  he  was  vice-president 
and  general  manager  of  the  Kindl  Car  Truck  Company,  which  was 
engaged  in  the  business  of  exploiting  truck-frames  for  freight-cars. 
He  was  the  inventor,  jointly  with  Samuel  W.  McMunn,  the  president 
of  the  company,  of  a  roller  side  bearing  for  car-trucks  protected  by 
Letters  Patent  No.  703,148,  upon  which  the  invention  in  issue  was 
designed  as  an  improvement.  This  patented  device  was  exploited 
by  Woods  and  McMunn  up  to  the  time  when  Woods  left  the  employ 
of  the  company  on  October  10,  1903.  It  appears  that  a  disagreement 
with  respect  to  a  division  of  profits  from  the  sale  of  these  devices  led 
Woods  to  sever  his  connection  with  the  company.  After  resigning 
his  positi<m  Woods  went  into  the  railway  supply  business  himself, 
continuing  the  exploitation  of  the  patented  side  bearings. 

It  appe&rs  from  the  testimony  that  about  the  middle  of  December, 
1908,  Woods  heard  through  his  father  that  Poor,  the  opposing  party  ^ 
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who  was  connected  with  the  Kindl  Car  Truck  Company,  had  filed  or 
was  about  to  file  an  application  for  patent  on  an  improved  roller  side 
bearing  (Woods,  X-Q.  79)  and  that  he  also  heard  that  the  final  fee 
on  such  application  had  been  paid.  Upon  receipt  of  this  information 
he  took  immediate  steps  to  file  his  application  and  diligently  contin- 
ued his  efforts  until  the  same  was  filed. 

The  testimony  shows  that  Woods  did  little,  if  anything,  toward 
reducing  his  invention  to  practice  prior  to  the  time  when  he  called 
on  his  attorney  with  a  view  to  filing  his  application.  It  appears  that 
immediately  after  conceiving  the  invention  and  disclosing  it  to  one 
John  Jacob,  who  was  an  employee  of  the  Kindl  Car  Truck  Company, 
Woods  had  a  number  of  conversations  with  Jacob,  who  was  working 
under  his  direction,  relative  to  the  practicability  of  the  invention. 
In  discussing  the  invention  with  Jacob  "  large  sketches,  full  size  or 
greater  "  were  made  upon  a  blackboard  in  Wood's  office.  (Woods, 
Q.  29.)  It  seems  that  these  sketches  remained  on  the  blackboard  for 
at  least  a  number  of  days,  and  perhaps,  for  two  or  three  weeks,  but 
that  they  were  erased  prior  to  Wood's  resignation  on  October  10, 
1903.  (Jacob,  X-Q.  94.)  Jacob  made  objections  to  the  construction 
of  the  device,  and  one  of  the  principal  excuses  which  Woods  offers  for 
his  delay  in  filing  the  application  is  that  he  was  endeavoring  to  over- 
come these  objections,  which  he  regarded  as  well  founded.  Testi- 
mony with  respect  to  conversations  held  by  him  with  Jacob  is  given 
to  support  his  claim  that  he  was  diligently  endeavoring  to  perfect 
his  device;  but  it  appears  that  no  changes  were  ever  made,  and  it 
does  not  appear  that  any  material  changes  were  even  suggested. 
The  claim  of  an  endeavor  to  further  improve  the  details  of  a  device 
is  one  that  could  well  be  made  by  every  inventor  seeking  to  excuse 
his  delay,  and  for  this  reason  testimony  on  this  point  is  regarded  as 
of  little  weight  unless  it  is  shown  that  material  changes  were  actually 
made. 

E\Tidence  of  the  circumstances  surrounding  Woods  after  his  resig- 
nation is  also  offered  as  an  excuse  for  this  delay  in  reducing  the 
invention  to  practice.  According  to  his  own  testimony  his  bank  ac- 
count amounted  only  to  about  twelve  hundred  and  fifty  dollars,  and 
all  of  this  and  more  was  necessary  to  start  his  business  and  pay  run- 
ning expenses.  Could  his  uncorroborated  statement  be  taken  as  suffi- 
cient proof  on  this  point  the  evidence  would  still  be  insufficient,  as 
there  is  no  proof  that  he  had  no  other  resources;  nor  is  there  any 
evidence  of  the  amount  of  money  required  to  run  his  business.  This 
evidence  is  not  sufficient  to  show  that  he  was  financially  unable  either 
to  file  an  application  or  to  make  a  full-sized  device.  It  would  seem 
that  the  cost  to  him  of  making  such  a  device  would  not  be  great, 
especially  as  he  was  manufacturing  or  having  manufactured  for  him 
similar  devices.    Nor  can  the  fact  that  the  inventor  was  very  busy 
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in  getting  his  new  business  started  excuse  the  absence  of  practically 
air  effort  for  a  period  of  three  months  where  the  rights  of  other 
parties  intervene. 

On  behalf  of  appellant  attention  is  directed  to  the  decision  O^Gon- 
nell  V.  Schmidt^  (C.  D.,  1906,  662;  122  O.  G.,  2065,)  recently  rendered 
by  the  Court  of  Appeals  of  the  District  of  Columbia,  which,  it  is 
claimed,  is  a  departure  from  previous  adjudications  in  the  line  of 
more  liberality  on  the  question  of  diligence  toward  the  party  who 
was  the  first  to  conceive ;  but  the  circumstances  in  that  case  are  ma- 
terially different  from  the  circimistances  presented  here  in  several 
respects,  but  one  of  which  need  be  mentioned.  In  that  case  the  party 
who  was  required  to  show  diligence  had  made  a  model  showing  every 
feature  of  the  invention  so  complete  that  had  it  been  tested  it  would 
have  amounted  to  a  reduction  to  practice,  and  this  model  was  com- 
pleted before  the  opposing  party  had  entered  the  field.  In  this  case 
Woods  did  nothing  prior  to  Poor's  entry  into  the  field  except  make 
sketches  of  the  invention.  This  is  believed  to  be  a  very  material 
distinction  in  the  circumstances  present  in  the  two  cases  and  it  is 
thought  to  be  sufficient  to  warrant  a  different  conclusion  from  that 
reached  in  the  case  cited. 

When  this  interference  was  declared  it  involved  a  third  party, 
Edward  A.  Bern,  who  was  connected  with  the  Kindl  Car  Truck 
Company.  The  opposing  party  was  also  connected  with  the  same 
company,  and  both  of  these  parties  had  access  to  Woods's  office  at  the 
time  the  sketches  illustrating  the  invention  were  on  the  blackboard. 
It  is  suggested  by  appellant  that  when  these  sketches  were  on  the 
blackboard  they  were  seen  by  some  of  the  officers  or  employees  of  the 
company,  who  thereupon  entered  into  a  conspiracy  with  McMunn 
and  others  to  deprive  him  of  his  invention.  This  suggestion  may  be 
dismissed  with  the  comment  that  the  proofs  utterly  fail  to  substan- 
tiate the  same. 

The  decision  of  the  Examiners-in-C hief  is  afjirmed. 


Norm  AND  v.  Krimmelbein. 

Decided  November  13,  1906. 
(126  O.  G.,  757.) 

IlfTERFiatENCE — ^APPEAL  AFTER  EXPIRATION  OF  LIMIT  OF  APPEAL. 

A  motion  to  extend  the  Umit  of  appeal  to  include  an  appeal  filed  about 
tbree  weelcs  after  the  expiration  of  the  limit  of  appeal,  supported  by  affi- 
davits tending  to  excuse  the  delay,  granted,  where  it  appeared  that  the 
granting  of  the  motion  was  not  opposed  and  that  the  apiieal  might  be 
heard  with  an  appeal  filed  by  the  opposing  party,  to  whom  no  delay  would 
therefore  result 
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2.  Same — Same — Motion  Ck)NsiDEBED  by  Commissioner  in  Person. 

It  is  the  practice  for  the  Commissioner  to  consider  in  person  a  motion 
to  extend  the  limit  of  appeal  to  include  an  appeal  to  the  Examiners-in- 
Chief  filed  after  the  expiration  of  the  limit  of  appeal  rather  than  to 
restore  jurisdiction  to  the  Examiner  of  Interferences  for  this  purpose. 

On  Motion. 

QUICK-ACTION    AUTOMATIC    RELEASE    MECHANISM    FOR    AIR-BRAKES. 

Mr.  Joseph  E.  Normand  pro  se. 

Mr.  Edward  A.  Wright  and  Mr.  J.  Snowden  Bell  for  Kritnmelbein. 

Allen,  Commissioner: 

Krimmelbein  moves  that  the  limit  of  appeal  from  the  decision  of 
the  Examiner  of  Interferences  which  expired  September  17,  1906,  be 
extended  to  include  his  appeal  to  the  Examiners-in-Chief  filed  on 
October  25,  1906.  From  the  affidavits  filed  it  appears  that  the  delay 
in  filing  the  appeal  was  due  to  the  loss  or  miscarriage  in  the  mails  of 
a  letter  and  to  the  mistaken  understanding  of  counsel  for  Krimmel- 
bein, two  of  whom  are  of  record,  that  the  appeal  had  been  filed  by 
reason  of  the  receipt  of  official  notice  fixing  the  date  of  hearing  of  an 
appeal  to  the  Examiners-in-Chief,  but  which  did  not  indicate  that 
it  was  the  appeal  of  the  opposite  party,  Normand. 

The  granting  of  the  motion  is  not  opposed.  Krimmelbein  requests 
that  his  appeal  be  set  for  hearing  on  the  date — December  13,  1906 — 
fixed  for  the  hearing  of  Normand's  appeal  from  the  portion  of  the 
decision  of  the  Examiner  of  Interferences  adverse  to  him.  The  delay 
in  filing  the  appeal  cannot,  therefore,  work  any  hardship  on  Nor- 
mand. Under  these  circumstances  the  limit  of  appeal  is  extended  to 
include  Krimmelbein's  appeal,  and  the  Examiners-in-Chief  are  au- 
thorized to  entertain  the  same. 

Krimmelbein's  accompanying  motion  to  restore  the  jurisdiction  of 
the  Examiner  of  Interferences  for  the  purpose  of  considering  the 
appeal  calls  for  no  consideration,  since  it  is  the  practice,  as  appears 
in  the  case  of  Brissenden  v.  Roesrh,  (C  D.,  1905,  440;  118  O.  G., 
2253,)  for  the  Commissioner  to  consider  in  person  the  motion  to  ex- 
tend the  limit  of  appeal  to  include  an  appeal  filed  after  the  limit  of 
appeal  has  expired. 

The  motion  is  granted  to  the  extent  indicated. 
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OuTCAULT  V.  The  New  York  Herald  Company. 

Decided  yovemhcr  17,  1906. 

(126  O.  G.,  757.) 

Trade-Mark  Interference — Motion  to  Suspend  Proceedings — ^Appeal. 

The  decision  of  the  EiXa miner  of  Interferences  refusing  to  suspend  pro- 
ceedings pending  a  determination  of  contempt  proceedings  brought  in  a 
United  States  circuit  court  for  failure  of  witnesses  to  appear  and  testify 
in  resix)nse  to  subpoena  will  not  be  disturbed  where  it  does  not  appear  that 
great  hardship  will  otherwise  ensue. 

Appeal  from  Examiner  of  Interferences. 

trade- MARK  FOR  COMIC  SECTIONS  OF  NEWSPAPERS. 

Messrs.  Masan^  Fenwick  c&  Lavrrence  for  Outcault. 

Mr.  William  A.  Megrath  for  The  New  York  Herald  Company. 

Allen,  Commissioner: 

This  case  comes  up  on  appeal  from  the  decision  of  the  Examiner 
of  Interferences  denying  Outcault's  motion  for  a  suspension  of  pro- 
ceedings pending  a  decision  of  Judge  Lacomb,  of  the  Circuit  Court 
of  the  United  States  for  the  Southern  District  of  New  York,  and  on 
a  motion  by  The  New  York  Herald  Company  that  the  above  appeal 
of  Outcault  be  dismissed. 

It  appears  that  contempt  proceedings  were  instituted  by  Outcault 
against  The  New  York  Herald  Company  and  others  for  failing  to 
appear  and  testify  as  witnesses  for  appellant  in  response  to  subpoena 
and  that  the  matter  is  awaiting  the  decision  of  the  court. 

The  record  shows  that  Outcault  was  granted  several  extensions  of 
his  time  for  taking  testimony  and  that  the  times  last  set  by  the  Ex- 
aminer of  Interferences  are  as  follows : 

Outcault's  testimony  to  begin  October  15,  1906,  and  to  close  October  22,  1906. 
The  New  Yorif  Herald  Co/s  time  for  taking  testimony  to  begin  October  23, 
and  to  close  November  23,  1906. 

Outcault*s  rebuttal  testimony  to  close  December  8,  1906. 
Final  hearing  J.anuary  8,  1907,  at  11  a.  m.,  as  before  set. 

A  motion  by  Outcault  for  a  further  extension  of  the  times  set  for 
taking  testimony  was  denied  by  the  Examiner  of  Interferences  on 
October  29,  1906.  Outcault  thereupon  filed  a  motion  for  suspension 
of  proceedings  pending  the  decision  of  the  court  mentioned  above, 
and  upon  its  denial  by  the  Examiner  of  Interferences  filed  this 
appeal. 

The  effect  of  granting  this  appeal  would  be  an  indefinite  postpone- 
ment of  the  further  taking  of  testimony.  It  is  the  practice,  as  stated 
in  Goodfellow  v.  Jolly  (C.  D.,  1905,  105;  115  O.  G.,  1064)  and  ChHs- 
30097— H.  Doc.  470,  CO-1 2 
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tenseji  v.  McKemie,  (C.  D.,  1005,  238;  117  O.  G.,  277,)  in  appeals  of 
this  nature  to  reverse  the  decisions  of  the  Examiner  of  Interferences 
only— 

io  extreme  cases,  and  then  only  when  it  appears  that  great  hardship  will  ensue 
unless  his  decision  be  reversed. 

It  is  not  clear  that  this  appeal  presents  such  a  case  or  that  the  mat- 
ter pending  in  the  United  States  Circuit  Court  for  the  Southern  Dis- 
trict of  New  York  warrants  further  postponement  at  this  time  of  the 
regular  proceedings  in  this  case.  The  Examiner  of  Interferences  has 
stated  that  in  case  the  decision  of  the  court  is  not  rendered  prior  to 
the  date  now  set  for  final  hearing  the  final  hearing  will  be  postponed. 

The  decision  of  the  Examiner  of  Interferences  is  accordingly 
a^rmed,  but  without  prejudice  to  appellant's  bringing,  when  the 
court's  decision  is  rendered,  such  motions  as  may  be  necessary  to  carry 
into  effect  the  decision  of  the  said  court. 


Ex  PARTE  Chain. 

Decided  yovembrr  26,  Jim, 

(126  O.  G.,  758.) 

1.  Division — Should  Be  Settled  by  Appeal  to  Examinebs-in-Chief  Befobe 

Action  on  Patentability  of  Claims. 
Where  the  Examiner  based  his  requirement  for  division  upon  proper 
grounds,  the  question  of  whether  the  Examiner  is  right  in  his  requirement 
is  a  matter  for  consideration  on  appeal  by  the  Examiners-in-Chief  before 
action  is  made  upon  the  patentability-^  of  the  claims. 

2.  Same — Pbactice. 

The  fact  that  as  an  aid  to  applicant  in  electing  how  he  will  divide  the 
Examiner  cited  patents  showing  the  prior  art  and  volunteered  the  opinion 
that  the  claims  are  for  aggregations  does  not  change  the  practice  and  does 
not  warrant  the  assumption  that  the  Examiner's  action  amounts  to  a 
refusal  to  examine  the  case  on  the  ground  that  the  claims  cover  aggrega- 
tions. 

On  Petition. 

CABBIAGE-MACHINK. 

Messrs.  Wilkinson  d'  Fisher  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  that  the  Examiner  in  charge  of  this  application 
be  directed  to  make  an  examination  and  apt  upon  the  claims  upon 
their  merits. 

The  Examiner  has  made  a  requirement  of  division  and  has  refused 
to  act  on  the  merits  of  the  claims  prior  to  compliance  with  said  re- 
quirement. The  Examiner  states  that  claim  1  covers  a  general  com- 
bination machine  and  is  examinable  in  class  144,  subclass  1 ;  that  claim 
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2  is  for  a  wheelwright-machine  and  belongs  in  class  157,  subclass  1 ; 
that  claims  «8  and  5  are  for  a  lathe  appliance,  which  comes  in  class 
142,  subclass  55,  and  that  claim  4  may  be  retained  with  either  claim 
1  or  claim  2.  He  required  division  between  these  three  groups  of 
claims  on  the  ground  that  each  covers  subject-matter  which  has  ac- 
quired a  distinct  status  in  the  arts  and  industries  and  in  the  Office 
classijGcation. 

Petitioner  admits  that  under  the  present  practice  the  question  of 
division  is  appealable  to  the  Exaininers-in-Chief  and  not  directly  to 
the  Commissioner;  but  he  contends  that  the  Examiner's  actions — 

really  amount  to  a  refusal  to  examine  the  case,  on  the  ground  that  the  claims 
are  aggregations — 

and  that  they  are — 

equivalent  to  the  requirement  of  division  of  some  of  the  claims,  and  not  merely 
a  requirement  of  division  t>etween  different  claims. 

Petitioner's  contentions  are  believed  to  be  unwarranted.  The 
Examiner  has  based  his  requirement  for  division  upon  proper 
grounds.  These  grounds,  noted  above,  are  the  usual  grounds  upon 
which  division  is  required.  Whether  the  Examiner  is  right  in  his 
conclusion  that  they  are  applicable  to  the  claims  of  the  present  case 
is  a  matter  for  consideration  on  appeal  to  the  Examiners-in-Chief. 
Although  it  is  true  that  the  Examiner  has  volunteered  the  statement 
that  the  claims  cover  aggregations  and  not  proper  combinations,  this 
does  not  appear  to  be  the  ground  upon  which  the  requirement  of 
division  is  based.  On  the  contrary,  in  his  action  of  August  8,  1906, 
the  Examiner  states  that  although — 

applicanfs  attention  has  been  called  to  the  fact  that  his  claims  confuse  inde- 
pendent matters,  the  requirement  of  division  has  not  been  based  upon  this 
fact. 

It  is  further  noted  that  each  action  of  the  Examiner  has  been  a 
requirement  of  division  and  not  an  action  rejecting  claims,  although 
as  an  aid  to  applicant  in  electing  how  he  will  divide  the  Examiner 
has  cited  patents  showing  the  prior  art,  as  well  as  volunteered  the 
opinion  that  the  claims  are  for  aggregation.  The  record  of  this  case 
is  not  found  to  justify  the  assumption  of  petitioner  that  the  Examiner 
has— 

refused  an  examination  on  the  real  ground  of  aggregation,  veiling  this  under  a 
requirement  of  division. 

Concerning  petitioner's  contention  that  the  requirement  of  division 
is  in,  effect,  a  requirement  that  applicant  be  required  to  divide  his 
claims,  the  Examiner  states  that — 

there  has  been  no  requirement  of  division  which  niKvssitates  the  division  of 
a  claim. 
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If  the  claims  in  each  group  in  fact  cover  subject-matter  which  has 
acquired  a  distinct  status  in  the  arts  and  industries  an<f  in  the  Office 
classification,  the  requirement  of  division  on  this  ground  appears  to 
be  a  proper  one,  and  there  is  thought  to  be  no  necessary  inconsistency 
in  this  requirement  and  in  the  holding  at  the  same  time  that  the  claims 
cover  aggregations.  Moreover,  such  requirement,  under  the  well-es- 
tablished Office  practice,  should  precede  any  action  on  the  merits  of 
the  claims.  (Rule  42;  ex  parte  Pickles^  C.  D.,  1904,  126;  109  O.  G., 
1888;  ex  parte  Snyder,  C.  D.,  1904,  242;  110  O.  G.,  2236.) 

The  petition  is  denied. 


Herr  v.  Herr,  Groves,  and  Foreman  i\  Dodds. 

Decided  August  11,  1906. 

(126  O.  G.,  758.) 

Interference — Access  to  Application  of  Former  Opponent. 

Where  the  joiQt  appUcants  II.,  G.,  and  F.  filed  a  concession  in  favor  of 
the  sole  applicant  H.  and  judjnnent  was  thereupon  entered  against  the  joint 
applicants.  Held  that  the  application  of  II.,  G.,  and  F.  is  no  longer  involved 
in  the  interference  proceedings,  and  the  fact  that  it  was  formerly  so  in- 
volved is  no  reason  for  permitting  D.,  another  party  to  said  interference, 
to  obtain  a  copy  of  it  at  this  time. 

On  Petition. 

DUMPINQ.CAR. 

Mr.  A.  J.  0^B7nen  and  Messrs.  Spear,  Middleton,  Donaldson  cfe 
Spear  for  Herr  and  for  Herr,  Groves,  and  Foreman. 
Messi's.  Offield^  Towle  <&  Linthicum  for  Dodds. 

Moore,  Acting  Commissioner: 

This  is  a  petition  by  Dodds  that  he  be  permitted  to  inspect  and 
obtain  copies  of  the  application  and  preliminary  statement  of  the 
joint  applicants  Herr,  Groves,  and  Foreman,  formerly  involved  in 
this  interference,  or  that  it  be  ordered  that  Herr  shall  not  be  per- 
mitted to  rely  upon  the  application  of  Herr,  Groves,  and  Foreman  for 
any  purpose  in  connection  with  said  interference. 

It  appears  that  the  interference  was  originally  declared  between 
the  joint  application  of  Herr,  Groves,  and  Foreman  and  the  appli- 
cation of  Dodds.  Before  preliminary  statements  were  filed  an  appli- 
cation w^as  filed  by  Herr  as  the  sole  inventor  of  the  subject-matter 
of  the  interference,  which  application  was  added  to  the  interference. 
The  joint  applicants  Herr,  Groves;  and  Foreman  then  filed  a  con- 
cession of  priority  of  invention  in  favor  of  Herr,  and  judgment  was 
thereupon  rendered  against  said  joint  applicants. 
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The  application  of  Herr,  Groves,  and  Foreman  is  no  longer  in- 
volved in  the  interference  proceeding,  and  the  fact  that  it  was  for- 
merly involved  in  said  interference  is  no  reason  for  permitting  Dodds 
to  obtain  a  copy  of  it  at  this  time.  No  reference  is  made  to  the  joint 
application  of  Herr,  Groves,  and  Foreman  in  the  application  of  Herr 
or  in  his  preliminary  statement.  The  interference  having  been  con- 
cluded, so  far  as  the  application  of  Herr,  Groves,  and  Foreman  is 
concerned,  Dodds  now  stands  upon  the  same  footing  as  any  member 
of  the  general  public  with  respect  to  obtaining  access  to  said  applica- 
tion. {Ex  parte  Warner,  C.  D.,  1901,  97;  90  O.  G.,  1238;  in  re 
Mygatt,  C.  D.,  1905, 110;  115  O.  G.,  1066.) 

The  reasons  stated  above  for  refusing  Dodds  access  to  the  applica- 
tion of  Herr,  Groves,  and  Foreman  would  also  apply  to  their  pre- 
liminary statement,  provided  they  had  filed  one,  which,  however,  does 
not  appear  to  be  the  case.  Dodds  contends  that  he  should  be  per- 
mitted access  to  the  application  of  Herr,  Groves,  and  Foreman  for  the 
reason  that  he  anticipates  that  Herr  intends  to  rely  upon  said  ap- 
plication, and  he  requests  in  the  latter  part  of  his  petition  as  an  alter- 
native remedy  that  it  be  ordered  that  Herr  be  prohibited  from  relying 
upon  said  application  in*  the  interference.  This  contention  is  hypo- 
thetical. There  is  nothing  to  indicate  that  Herr  intends  to  rely  upon 
the  application  of  Herr,  Groves,  and  Foreman.  Furthermore,  it  does 
not  appear  how  Herr  can  obtain  any  benefit  from  the  joint  application 
unless  it  be  by  introducing  it  in  evidence,  when  it  will  then  be  open  to 
the  inspection  of  Dodds. 

The  petition  is  denied. 


Greenawalt  V,  Mark. 

Decided  November  17,  1906, 

(126  O.  G.,  1008.) 

1.  Interference — Priority — Based  on  Operativeness  of  Device. 

Where  the  Examiner  of  Interferences  awarded  priority  of  Invention  to 
one  party  on  the  ground  that  the  application  of  his  opponent  fails  to  show 
an  operative  device*  Held  that  the  oi)erativeness  of  an  applicant's  device 
affects  his  right  to  malce  the  claim  and  that  the  action  of  the  Examiner  of 
Interferences  was  in  accord  with  the  ruk*8  and  decisions. 

2.  Same — Same — Decision  of  Examiner  of  Interferences. 

The  decision  of  the  Examiner  of  Interferences  is  not  a  rejection  of  the 
claims  under  section  4903,  Revised  Statutes,  although  it  may  form  a  basis 
for  such  rejection  by  the  Primary  Examiner  under  Rule  132. 

On  Petition. 
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R0A8TING-FUBNACE. 

Mr.  A.  J.  O'^Brien  and  Messrs.  Spear^  Middleton^  Donaldson  ds 
Spear  for  Greenawalt. 

Mr.  C.  C.  Bulkley  and  Mr.  Eugene  A.  Byrnes  for  Mark. 

Allen,  Commissioner: 

This  is  a  petition  by  Mark  that — 

the  Commissioner  direct  the  Examiner  of  Interferences  to  vacate  the  judi^nent 
of  priority  entered  by  said  Examiner. 

It  appears  that  the  Examiner  of  Interferences  awarded  priority  of 
the  interference  Greenawalt  v.  Mark^  No.  25,291,  on  August  23,  190G, 
to  Greenawalt  on  the  ground  that  the  application  of  Mark  fails  to 
show  an  operative  device.  Petitioner  contends  that  the  Examiner  of 
Interferences  in  basing  an  award  of  priority  upon  this  ground  instead 
of  calling  it  to  the  attention  of  the  Commissioner  under  Rule  126  has 
violated  said  rule  and  also  section  4903  of  the  Revised  Statutes. 

The  action  of  the  Examiner  of  Interferences  is  in  accord  with 
present  Rule  130  and  with  the  decision  of  the  Court  of  Appeals  of 
the  District  of  Columbia  in  Podlesak  and  Podlesak  v.  Mclnnerney^ 
(C.  D.,  190G,  558;  120  O.  G.,  2127,)  which  held  that  the  right  of  a 
party  to  make  a  claim  may  be  considered  as  a  basis  for  awarding 
priority  of  invention.  The  operativeness  of  an  applicant's  device 
affects  his  right  to  make  the  claims. 

The  decision  of  the  Examiner  of  Interferences  is  not  a  rejection  of 
the  claims  under  section  4903,  Revised  Statutes,  although  it  may  form 
a  basis  for  such  rejection  by  the  Primary  Examiner  under  Rule  132. 
It  is  not,  therefore,  contrary  to  the  provisions  of  said  statute.  {Ex 
parte  Lyon,  C.  D.,  1906,  422;  124  O.  G.,  2905.) 

The  petition  is  denied. 


BiGBiK  Brothers  &  Company  v.  Bluthenthal  &  Bickart  v.  The 
J.  &  H.  Butler  Company. 

Decided  Xovemhrr  2f>,  1906. 

(120  O.  <;.,  lOaT) 

1.  Trade-Marks — Interference — Priority — Ownershh?  of   Mark. 

Where  the  claim  of  Bigbie  Brothers  &  Company  to  ownership  of  the  mark 
of  the  issue  through  transfer  from  Joseph  Lawson  &  Son  in  1887  is  ques- 
tioned, but  neither  of  the  other  i>arties  to  the  interference  claims  title  from 
the  I^wsons,  Held  that  said  other  partitas'  claims  to  registration  are 
defeated  by  the  use  of  the  mark  in  issue  by  Bigbie  Brothers  &  Company  in 
1887  and  subsequently,  irresi)ective  of  whether  Bigbie  Brothers  &  Com- 
pany's use  was  based  upon  ownership,  and  that  Lawson*s  right  to  the  mark 
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after  the  transfer  in  1887  is  only  of  consequence,  therefore,  in  determining 
whether  Bifi^ie  Brothers  &  Company  shall  be  denied  registration,  notwith- 
standing their  position  as  the  first  to  adopt  and  use  the  mark  among  those 
before  the  Office  seeking  registration. 

2.  Same — ^To  Acquibe  Rights  Name  Must  Be  Physically  Applied  to  Goods. 

The  mere  adoption  of  a  name  for  its  goods  does  not  vest  in  the  company 
trade-mark  rights.  To  acquire  such  rights,  the  name  must  be  physically 
applied  to  the  goods  in  trade,  as  by  brands  or  labels  on  the  packages  sold. 

3.  Same — Rights  Acquired  Only  by  Presence  of  Mark  Upon  Goods  After 

Passing  prom  Hands  of  Originator. 
There  Is  no  liability  to  confusion  of  the  origin  of  goods  which  are  sold 
only  on  the  premises  of  the  originator.  The  utility  of  a  trade-mark  does 
not  come  into  existence  until  the  goods  have  passed  from  the  hands  of  the 
originator,  and  it  is  only  by  the  presence  of  the  mark  upon  the  goods  after 
they  have  so  passed  that  rights  to  the  same  as  a  trade-mark  are  believed  to 
become  established. 

Appeal  from  Examiner  of  Interferences. 

TRADE- mark   FOR   WHISKY. 

Messrs,  Mason^  Fenwich  cfe  Lawrence  for  Bigbie  Brothers  &  Co. 
Mr.  Joseph  L.  Atkins  for  Bluthenthal  &  Bickart. 
Mr.  Arthur  E.  Wallace  for  The  J.  &  G.  Butler  Co. 

Allen,  Commissioner: 

This  case  is  before  me  upon  appeals  by  Bluthenthal  &  Bickart  and 
The  J.  &  G.  Butler  Company  from  the  decision  of  the  Examiner  of 
Interferences  awarding  priority  of  adoption  and  use  of  the  trade- 
mark "  Velvet "  or  "  Old  Velvet "  for  whisky  to  Bigbie  Brothers  & 
Company. 

The  Examiner  of  Interferences  found  Bigbie  Brothers  &  Company 
entitled  to  a  date  of  adoption  and  use  as  early  as  the  year  1868.  He 
found  that  Bluthenthal  &  Bickart  have  continuously  used  the  mark 
since  1888,  and  that  The  J.  &  G.  Butler  Company  and  their  prede- 
cessors have  used  it  since  1882.  Bluthenthal  &  Bickart  do  not  claim 
any  earlier  date  than  1888,  but  contend  that  neither  of  the  other 
parties  to  the  interference  has  succeeded  in  proving  a  date  earlier 
than  this.  The  J.  &  G.  Butler  Company  contends  that  it  is  entitled 
to  the  year  1851  as  its  date  of  adoption  and  use. 

I  agree  with  the  conclusion  of  the  Examiner  of  Interferences  that 
Bigbie  Brothers  &  Company  are  entitled  to  prevail ;  but  in  reaching 
this  conclusion  I  have  taken  a  somewhat  different  view  of  the  evi- 
dence from  that  taken  by  him.  It  is  believed  that  The  J.  &  G.  Butler 
Company  has  failed  to  establish  any  earlier  date  than  1890  for  the 
adoption  and  continuous  use  of  the  mark.  As  Bluthenthal  &  Bickart 
do  not  claim  a  date  prior  to  1888,  continuous  use  by  Bigbie  Brothers 
&  Company  from  1887,  when  they  went  into  the  whisky  business, 
would  negative  the  claims  of  Bluthenthal  &  Bickart  and  The  J.  &  G, 
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Butler  Company  to  registration  and  would  entitle  Bigbie  Brothers  & 
Company  to  register,  unless  it  appear  that  the  ownership  of  the  mark 
at  the  time  of  its  supposed  adoption  by  Bigbie  Brothers  &  Company 
in  1887  was  in  and  continued  in  others  not  parties  to  this  proceeding. 
It  is  believed  that  continuous  use  of  the  mark  by  Bigbie  Brothers  & 
Company  since  1887  is  established,  and  that  the  contentions  of  Blu- 
thenthal  &  Bickart  of  ownership  of  the  mark  then  and  thereafter  by 
one  Lawson  are  not  established. 

It  is  settled  by  the  testimony  of  Bluthenthal  &  Bickart's  witness 
Withers  that  Bigbie  Brothers  &  Company  bought  out  Joseph  Lawson 
&  Son's  wholesale  and  retail  whisky  business  and  started  in  business 
as  their  successors  upon  May  1,  1887.  (Qs.  8,  27,  and  28.)  Bigbie, 
testifying  for  Bigbie  Brothers  &  Company,  states  that  all  the  whis- 
kies, brands,  labels,  and  stencils  of  Joseph  Lawson  were  transferred 
to  Bigbie  Brothers  &  Company  on  that  date,  (Q.  11,)  as  well  as  the 
formula  for  making  "  Old  Velvet  whisky."  (Q.  19.)  It  appears 
that  whisky  was  shipped  in  a  barrel  bearing  the  brand  "  Old  Velvet " 
by  predecessors  of  Joseph  Lawson  &  Son  in  1872  or  1873.  (Bigbie, 
Q.  21;  Thurman,  Q.  10;  Humbles,  Qs.  23,  24.)  There  were  a  few 
barrels  of  "Old  Velvet"  whisky  in  the  stock  which  Bigbie  Brothers 
&  Company  obtained  from  Lawson  (Bigbie,  Q.  18)  and  also  an  "  Old 
Velvet  Rye  Whisky  "  stencil,  Bigbie  Brothers  &  Company's  Exhibit 
E,  (Bigbie,  Q.  14,)  which  has  been  used  by  Bigbie  Brothers  &  Com- 
pany for  branding  their  half  barrels  and  kegs.  (Bigbie,  Qs.  15,  17.) 
Bigbie  states  that  Bigbie  Brothers  &  Company  have  used  the  brand 
"Old  Velvet"  on  whisky  continuously  since  May  1,  1887,  (Q.  28,) 
and  that  they  made  sales  and  shipments  of  whisky  so  branded  in  1887 
and  continuously  thereafter  up  to  the  present  time.  (Qs.  34-37.) 
He  gives  the  names  of  parties  to  whom  such  sales  were  made  and  the 
towns  in  which  they  resided.     (Qs.  38--41.) 

Bigbie  Brothers  &  Company  used  Lawson 's  labels  until  they  could 
get  their  own,  which  were  not  received  until  October.  (Bigbie,  Q.  43.) 
Bigbie  Brothers  &  Company's  Exhibit  G  contains  a  bill  for  labels 
bearing  the  date  October  15,  1887,  and  containing  an  item  of  "  2,000 
Old  Velvet  Whisky  Labels,  lith'd."  "  Old  Velvet "  labels  of  Bigbie 
Brothers  &  Company  are  in  evidence  as  Bigbie  Brothers  &  Company's 
Exhibits  L  and  M.  Bigbie  states  that  after  buying  out  Joseph  Lawson 
they  bottled  and  barreled  "  Old  Velvet "  whisky,  applying  the  labels 
"  Bigbie  Bros.  &  Co.,  Successors  to  Jos.  Lawson  &  Son,  Old  Velvet 
Whiskey  "  to  the  bottles  and  a  similar  stamp  on  the  barrels.  (Qs. 
43-49.)  Bigbie  also  identifies  a  print  (Exhibit  K)  as  one  made  from 
a  stencil  which  his  firm  has  used  since  the  fall  of  1887,  (Qs.  70-72,) 
and  states  that  prior  to  the  use  of  this  stencil  and  since  the  first  of 
May,  1887,  they  branded  barrels  with  the  "  Old  Velvet  "  stencil  which 
they  got  from  Lawson.     (Qs.  73  and  74.) 
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Bigbie's  testimony  is  supported  to  some  extent  by  that  of  Bigbie 
Bros.  &  Co.'s  witnesses,  Broyles,  Frye,  and  Humbles,  to  the  effect  that 
whisky  was  sold  under  the  brands  and  labels  "  Old  Velvet "  by  the 
various  predecessors  in  business  of  Bigbie  Brothers  &  Company,  as 
well  as  by  Bigbie  Brothers  &  Company.  (Bigbie  Bros.  &  Co.'s  record, 
pp.  14-16;  pp.  35,  36,  Qs.  2-10;  pp.  42,  43,  Qs.  22-34.)  The  evidence 
is  regarded  as  ample  to  establish  use  of  the  words  "  Old  Velvet "  by 
Bigbie  Brothers  &  Company  as  a  trade-mark  for  whisky  in  the  year 
1887  and  continuously  thereafter. 

It  appears  that  Lawson  entered  the  liquor  business  in  Roanoke,  Va., 
after  selling  out  his  business  in  Lynchburg  to  Bigbie  Brothers  & 
Company  in  1887  and  that  he  opened  business  again  in  Lynchburg  in 
1889.  It  does  not  appear  that  whisky  was  sold  in  the  Roanoke  busi- 
ness prior  to  1889 ;  but  Bluthenthal  &  Bickart's  witness  Withers  states 
that  "  Old  Velvet "  was  among  his  brands  in  both  the  Roanoke  and 
Lynchburg  houses  subsequent  to  May  1, 1889.  (Qs.  39,40.)  Bluthen- 
thal &  Bickart  urge  that  Bigbie  Brothers  &  Company  have  not,  in 
view  of  this  evidence,  established  such  transfer  of  business  from 
Joseph  Lawson  &  Son  to  them  as  would  carry  the  rights  in  the  trade- 
mark "  Old  Velvet."  Bigbie  Brothers  &  Company's  Exhibit  B  pur- 
ports to  be  the  agreement  between  Joseph  Lawson  &  Son  and  Bigbie 
Brothers  &  Company  upon  which  the  transfer  of  business  on  May  1, 
1887,  was  effected.  This  exhibit  was  objected  to  by  Bluthenthal  & 
Bickart  on  the  ground  that  it  was  not  properly  proved.  The  objection 
was  well  taken,  and  the  paper  is  therefore  not  in  evidence  as  proof 
of  anything  for  either  party.  Bigbie,  however,  testifies  that  an 
agreement  in  accordance  with  the  terms  of  this  exhibit  was  consum- 
mated May  1,  1887.  (Bigbie  Bros.  &  Co.'s  record,  p.  52,  Qs.  9-12.) 
That  Bigbie  Brothers  &  Company  purchased  the  stock  of  Joseph 
Lawson  &  Son  and  rented  his  place  of  business  upon  that  date  is  es- 
tablished by  Bluthenthal  &  Bickart's  witness  Withers.  (Qs.  27,  28.) 
That  Bigbie  Brothers  &  Company  regarded  themselves  as  the  suc- 
cessors in  business  of  Joseph  Lawson  &  Son  subsequent  to  that  pur- 
chase appears  from  the  conduct  of  Bigbie  Brothers  &  Company 
immediately  upon  their  entrance  into  business  in  the  matter  of  brands 
and  labels,  as  shown  by  the  testimony  of  Bigbie,  to  which  reference 
has  already  been  made.  It  is  not  testified  by  any  witness  that  Joseph 
lawson  &  Son  did  not  make  such  transfer  of  business  to  Bigbie 
Brothers  &  Company  as  would  carry  the  right  to  the  trade-mark  "  Old 
Velvet."  Neither  Bluthenthal  &  Bickart  nor  The  J.  &  G.  Butler 
Company  claim  title  from  the  Lawsons,  and  it  is  believed  that  their 
claims  to  registration  are  defeated  by  the  use  of  the  mark  in  issue  by 
Bigbie  Brothers  &  Company  in  1887  and  subsequently,  irrespective  of 
whether  Bigbie  Brothers  &  Company's  use  was  based  upon  ownership. 


26  DECISIONS  OF  THE   COMMISSIONER  OF  PATENTS. 

Lawson's  right  to  the  mark  after  the  transfer  in  1887  is  only  of  con- 
sequence, therefore,  in  determining  whether  Bigbie  Brothers  &  Com- 
pany shall  be  denied  registration,  notwithstanding  their  position  as 
the  first  to  adopt  and  use  the  mark  among  those  before  the  OflSce 
seeking  registration  thereon.  It  is  believed  that  they  should  not  be 
denied  registration  under  such  circumstances  unless  the  ownership 
by  outsiders  is  proved.  Such  proof  is  wanting  in  this  case.  The 
l)roper  inference  from  all  the  evidence  is  believed,  on  the  contrary, 
to  be  that  the  whisky  business  of  Joseph  Lawson  &  Son,  including  the 
trade-mark  rights  in  the  words  "  Old  Velvet,"  passed  to  Bigbie 
Brothers  &  Company  in  1887  and  that  the  subsequent  use  of  this 
mark  by  Lawson^was  probably  an  infringement  of  their  ownership 
thereof. 

Bluthenthal  &  Bickart  contend  that  Bigbie  Brothers  &  Company 
have  been  guilty  of  laches  in  the  enforcement  of  their  rights ;  but  the 
evidence  cited  in  support  of  this  contention  is  entirely  insufficient  to 
support  the  rejection  of  Bigbie  Brothers  &  Company's  application 
on  that  ground. 

That  The  J.  &  G.  Butler  Company  is  entitled  to  no  earlier  date  of 
adoption  and  use  of  the  words  "  Velvet "  or  "  Old  Velvet "  as  a  trade- 
mark for  whisky  than  1890  is  believed  to  be  clear.  The  only  witnesses 
who  testify  definitely  to  the  use  of  brands  or  labels  in  commerce  are 
Fred  W.  Butler  and  George  S.  Butler.  Fred  W.  Butler  proves  the 
Butler  exhibit  "  Later  Formula  Book "  and  the  formula  entitled 
therein  "  Velvet  Rye  "  as  written  by  him  on  December  20, 1883.  (Qs. 
8  and  9.)  He  also  testifies  to  continuous  sale,  handling,  or  prepara- 
tion of  "  Old  Velvet "  rye  whisky  by  the  company  since  1882,  (Q. 
12;)  but  the  mere  adoption  of  a  name  for  its  goods  did  not  vest  in 
the  company  trade-mark  rights.  To  acquire  such  rights,  the  name 
must  be*  physically  applied  to  the  goods  in  trade,  as  by  brands  or 
labels  on  the  packages  sold.  As  to  the  application  of  the  mark  to  the 
goods  Fred  W.  Butler  was  asked  and  answered  as  follows : 

Q.  15.  I  hand  you  three  labels  which  are  marked,  respectively,  "Butler 
Exhibit,  1871  Label,"  ** Butler  Exhibit,  1890  Label"  and  *' Butler  Exhibit, 
Present  Label,"  and  ask  you  if  you  are  familiar  with  these  labels  and  if  yon 
can  do  so,  tell  us  when  and  how  they  are  used  or  have  been  used? 

(Objection  by  counsel  for  Bluthenthal  &  Bickart,  on  the  ground  that  the 
question  is  rendered  indefinite  and  obscure  by  presenting  three  different  labels 
to  the  witness  at  the  same  time  and  that  the  question  is  grossly  leading  in 
respect  to  the'  dates  which  have  been  applied  to  the  several  labels  as  descriptive 
of  them  respectively.) 

(Same  objection  by  counsel  for  Bigbie  Bros.  &  Co.  and  further  objected  to 
if  it  seeks  to  obtain  from  the  witness  testimony  as  to  facts  outside  of  bis  per- 

nal  knowledge.) 

A.  Yes,  I  can.     This  label,  marked  "1871  I^bel,"  was  used,  I  am  told  by 

embers  of  the  firm  at  that  time,  from  1871  and  know  them  to  be  used  until 
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1890.    From  1890  until  1900  we  used  the  "  1890  Label."    Prom  1900  until  the 
present  time  we  use  the  ''  Present  Label.** 

It  appears  to  have  been  upon  this  answer  that  the  Examiner  of 
Interferences  gave  The  J.  &  G.  Butler  Company  the  date  1882,  when 
Fred  W.  Butler  entered  the  business,  as  its  date  of  adoption  of  the 
mark.  It  is  very  possible,  however,  that  the  witness  had  no  personal 
knowledge  of  the  use  of  the  labels  to  which  he  refers  when  he  entered 
the  business  or  until  shortly  before  the  year  1890.  He  does  not  state 
that  he  did,  and  it  is  not  believed  that  this  crucial  point,  which  if 
true  could  have  been  stated  and  should  have  been  stated  by  the  wit- 
ness, should  be  inferred  from  the  statements  made.  In  failing  to 
produce  more  definite  evidence  of  an  earlier  date  than  1890  for  the 
use  of  the  mark  as  a  trade-mark  in  the  business  The  J.  &  G.  Butler 
Company  clearly  failed  to  prove  its  case. 

George  S.  Butler  became  connected  with  the  company  in  1894  or 
1895  (Q.  4)  and  does  not  claim  any  knowledge  of  the  business,  except 
by  hearsay,  prior  to  1888,  when  he  w^as  about  the  store  more  or  less  as 
a  fourteen-year-old  school-boy.  (X-Qs.  42-44.)  He  offered  no  ad- 
missible statements  of  the  application  of  the  mark  in  trade  prior  to 
1890.  The  witness  Riley  fixes  nothing  concerning  the  trade-mark  in 
issue.  Samuel  H.  Davis  bought  "  Old  Velvet "  whisky  from  the  But- 
lers in  1851 ;  but  he  does  not  establish  that  the  name  was  applied  as  a 
trade-mark.  His  nearest  approach  is  in  answer  to  question  20;  but 
this  unsupported  reference  to  tlie  indication  of  the  brand  on  a  card 
attached  to  a  jug  is  regarded  as  entirely  insufficient  to  prove  that  the 
title  was  so  habitually  attached  to  the  goods  sold  as  to  have  become  a 
trade-mark.  Marion  Davis,  referring  to  the  year  1801,  or  thereabout, 
states  that  his  father  bought  "  Old  Velvet ''  whisky  from  J.  &  G. 
Butler  in  jugs  which  were  not  labeled,  as  he  remembers.  (Qs.  10-18.) 
He  states  that  whisky  was  kept  in  the  store  in  barrels  and  that  the 
kind  of  whisky  was  indicated  on  the  barrel  in  chalk.  No  sale  of 
labeled  or  branded  barrels  or  packages  appears.  Fuller's  testimony 
covers  the  period  from  1802  to  1890  more  or  less  fully,  but  is  defective 
in  the  matter  of  sales  of  marked  packages.  He  states  that  there  was 
only  one  barrel  marked  "Velvet  Rye"  in  the  store.     (X-Q.  33.) 

The  indication  of  a  name  in  chalk  upon  a  single  barrel  from  which 
whisky  is  sold  is  not  believed  to  establish  a  trade-mark  right,  though 
continued  through  a  long  period  of  years.  There  is  no  liability  to 
confusion  of  the  origin  of  goods  which  are  sold  onVy  u])on  the  prem- 
ises of  the  originator.  The  utility  of  a  trade-mark  does  not  come  into 
existence  until  the  goods  have  passed  from  the  hands  of  the  origi- 
nator, and  it  is  only  by  the  presence  of  the  mark  upon  the  goods  after 
I  hey  have  so  passed  that  rights  to  the  same  as  a  trade-mark  are 
believed  to  become  established. 
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In  Columbia  Mill  Co.  v.  Alcorn  (C.  D.,  1893,  672;  65  O.  G.,  1916; 
150  U.  S.,  460,  463)  Justice  Jackson  said  of  a  trade-mark: 

It  must  be  designed,  as  its  primary  object  and  purpose,  to  indicate  the  owner 
or  producer  of  the  commodity  and  to  distinguish  it  from  lilie  articles  manu- 
factured by  others. 

In  McLean  v.  Fleming  (C.  D.,  1878,  262;  13  O.  G.,  913;  96  U.  S., 
245,  254)  Justice  Clifford  stated : 

Stamps  or  trade-marks  of  the  liind  are  employed  to  point  out  the  origin, 
ownership,  or  place  of  manufacture  or  sale  of  the  article  to  which  it  is  affixed, 
or  to  give  notice  to  the  public  who  is  the  producer  or  where  it  may  be  pur- 
chased. 

In  Denmson  Mfg.  Co.  v.  Thomas  Mfg.  Co.  (94  F.  R.,  651,  656) 
it  was  said  : 

The  function  of  a  trade-mark  is  to  indicate  to  the  public  the  origin,  manufac- 
ture or  ownership  of  articles  to  which  it  is  applied,  and  thereby  secure  to  its 
owner  all  benefit  resulting  from  his  identification  by  the  public  with  the  articles 
bearing  it. 

In  Larrahee  v.  Lewis  (67  Ga.,  561)  it  was  said: 

A  trade-mark  is  defined  to  be  the  name,  symbol,  figure,  letter,  form,  or  device, 
used  by  a  manufacturer  or  merchant  to  designate  the  goods  he  manufactures 
or  sells,  to  distinguish  from  those  manufactured  or  sold  by  another,  to  the  end 
that  they  may  be  known  in  the  market  as  his,  and  to  secure  such  profits  as 
result  from  a  reputation  for  superior  skill,  industry,  or  enterprise.  (Italics 
mine.) 

The  only  use  of  the  words  "  Old  Velvet "  by  the  Butlers,  so  far  as 
proved,  seems  to  have  been  merely  as  a  name  for  a  tertain  kind  of 
whisky — a  mere  matter  of  convenience  in  the  store  or  of  advertise- 
ment. This  name  does  not  appear  to  have  served,  to  have  been 
intended  to  serve,  or  to  have  been  so  used  that  it  might  serve  as  a 
means  of  distinguishing  in  the  market  the  goods  of  the  Butlers  from 
those  of  others. 

The  decision  of  the  Examiner  of  Interferences  awarding  priority 
of  adoption  and  use  of  the  trade-mark  in  issue  to  Bigbie  Brothers  & 
Company  is  affirmed. 


Behrend  v.  Lamme. 
Decided  Novemher  26,  J 906. 

(12G  O.  G.,  1065.) 

Interference — Shifting  Claims  from  One  Application  to  Another — Trans- 
mission AT  Request  of  Primary  Examiner. 
Where  a  party  having  two  applications  involved  in  companion  interfer- 
ences presents  amendments  canceling  the  interfering  claims  from  one  ai)- 
pllcation  and  adding  them  to  the  other  for  the  purpose  of  withdrawing 
one  application  from  interference  and  concealing  Its  subject-matter.  Held 
that  the  request  of  the  Primary  Examiner  that  the  interference  be  trans- 
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mitted  to  bim  for  the  purppse  of  considering  these  amendments  should  be 
granted,  as  the  other  party  will  not  be  seriously  inconvenienced  by  the 
slight  delay  caused  by  taking  the  desired  action. 

On  Petition. 

DYNAMO-ELECTBIC  MACHINE. 

Mr.  Charles  E.  Lord  and  Mr,  Thomas  Howe  for  Behrend. 
Mr.  Wesley  G.  Carr  for  Lamme. 

Allen,  Commissioner: 

This  is  a  petition  by  Behrend  from  the  refusal  of  -the  Examiner  of 
Interferences  to  grant  the  Primary  Examiner's  request  that  the  inter- 
ference papers  be  transmitted  to  him  for  the  purpose  of  considering 
certain  amendments. 

It  appears  from  the  record  that  this  interference  is  one  of  a  series 
of  three  involving  related  subject-matter.  The  preliminary  state- 
ments have  not  been  opened  and  the  parties  have  not  had  access  to 
their  opponent's  applications.  Behrend  has  two  applications,  one 
involved  in  this  interference  and  the  other  in  interferences  No.  26,071 
and  Xo.  26,072.  In  all  of  the  interferences  Behrend's  opponent  is 
the  Westinghouse  Electric  &  Manufacturing  Company,  as  assignee 
of  the  applications  involved.  Behrend  has  filed  amendments  cancel- 
ing from  his  application  involved  in  this  interference  the  claims  in 
issue  and  inserting  those  claims  in  his  other  application.  His  pur- 
pose in  doing  so  is  to  withdraw  one  of  the  applications  from  the  inter- 
ference proceedings,  thus  withholding  it  from  the  view^  of  his  oppo- 
nents. If  Behrend's  application  contains  matter  which  he  desires  to 
keep  secret,  there  appears  to  be  no  reason  why  he  should  not  be  per- 
mitted to  do  so  in  the  manner  suggested. 

\Miile,  as  stated  by  the  Examiner  of  Interferences,  Behrend  did 
not  file  the  amendments  referred  to  above  as  promptly  as  he  might 
have  done,  it  is  not  thought  that  this  is  a  sufficient  reason  for  re- 
fusing to  enter  them,  especially  as  it  does  not  appear  that  the  other 
party  to  the  interference  will  be  seriously  inconvenienced  by  the 
slight  delay  that  will  be  caused  by  taking  the  desired  action. 

Ttie  petition  is  granted. 


Ex   PARTE  HeYLMAN. 

Decided  yovembrr  Jd,  J 006, 

(12(i  ().  r,..  KXKt.) 

Application — Descbiption —Laudatory  Statements. 

An  applicaut  should  under  no  oircunistanc(»s  be  allowed  in  his  specifica- 
tion to  make  derogatory  statements  as  to  the  Inventions  of  others;  but 
within  reasonable  limits  he  may  in  i)ointing  out  the  advantages  of  his  inven- 
tion  indicate  also  what  he  regards  as  the  defects  or  deficiencies  common  to 
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•  structures  representing  the  unimproved  art,  and  the  fact  that  in  malting 
this  distinction  he  states  that  his  device  is  superior  to  preceding  forms  in 
certain  respects  wherein  it  differs  from  them  is  not  a  matter  of  importance. 
(Citing  ex  parte  Shaw,  O.  D.,  1890,  31 ;  50  O.  G.,  1129;  ex  parte  Schoshusen, 
C.  D.,  1905,  214 ;  116  O.  G.,  2008.) 

On  Petition. 

CULTIVATOB. 

Mr.  George  Wet7nore  Colles  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  from  the  requirement  of  the  Primary  Examiner 
that  certain  passages  in  the  specification  be  canceled  or  revised.  The 
Examiner  is  of  the  opinion  that  the  passages  referred  to  consist  of 
laudatory  statements  of  the  character  condemned  in  certain  decisions, 
vsrhich  he  cites.     The  matter  objected  to  is  as  follows : 

While  former  cultivators  have  been  provided  with  a  joint  permitting  of  these 
movements,  the  joint  or  articulation  herein  shown  is  of  a  novel  and  improved 
form  and  constitutes  an  important  element  of  my  invention.     ♦     ♦     ♦ 

The  form  of  articulation  thus  described  offers  advantages  over  the  form  pre- 
viously used,  both  in  the  ease  of  construction  and  of  adjustment,  and  in  the 
manner  of  removing  and  replacing  the  same,  because  the  gang  can  be  discon- 
nected by  withdrawing  either  the  bolt  96  or  the  bolt  102,  and  withdrawn  from 
the  machine  without  disturbing  any  other  parts  of  the  apparatus.     ♦     ♦     ♦ 

This  construction  is  superior  to  old  forms  not  only  in  the  fact  that  a  lateral 
movement  of  the  treadle  is  produced  by  a  vertical  movement  of  the  foot,  wliich 
is  easiest  for  the  operator  to  exert,  but  also  in  the  fact  that  the  link  117  is  in- 
dependent of  the  axle-arm  28,  consequently  is  removed  from  the  axle-arm  along 
with  the  shovel-gang  by  removing  the  bolt  96;  and  when  the  position  of  the 
piece  00  is  movably  adjusted  upon  the  sleeves  82,  the  link  117  does  not  require 
separate  adjustment,  as  is  the  case  in  a  former  construction. 

The  rule  to  be  followed  in  determining  the  limit  to  which  an  appli- 
cant may  go  in  comparing  his  invention  with  the  prior  art  was  well 
stated  in  the  case  of  ex  parte  Shaw,  (C.  D.,  1890,  31 ;  50  O.  G.,  1129,) 
from  which  the  following  passage  is  quoted : 

I  am  very  clear  that  under  no  circumstances  whatever  should  applicants  be 
allowed  in  their  specifications  to  make  derogatory  statements  as  to  the  inven- 
tions of  others;  but,  on  the  other  hand,  I  am  equally  convinced  that  the  Office 
cannot  assume  the  duty  of  determining  when  language  of  general  criticism  may 
be  employed,  as  in  the  present  case.  It  may  be  difficult  to  draw  the  line;  but 
the  line  must  be  drawn,-  and  it  must  be  held  that  within  reasonable  limits  an 
applicant  may,  in  pointing  out  the  advantages  of  his  invention,  point  out  also 
what  he  regards  as  the  defects  or  deficiencies  common  to  the  structures  rep- 
resenting the  unimproved  art 

The  language  used  by  the  applicant  to  which  exception  has  been 
taken  does  not  seem  to  exceed  the  bounds  of  propriety  either  in  the 
way  of  hostile  criticism  of  the  inventions  of  others  or  objectionable 
praise  of  his  own  device.  Rule  36  of  the  Rules  of  Practice  requires 
that  the  specification  must  distinguish  between  what  is  old  and 
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is  claimed  as  new.  The  fact  that  the  applicant  in  making  this  dis- 
tinction states  that  his  device  is  superior  to  preceding  forms  in  cer- 
tain respects  wherein  it  differs  from  them  is  not  a  matter  of  impor- 
tance. It  is  probable  that  in  all  cases  applicants  regard  their  inven- 
tions as  having  some  points  of  superiority  over  prior  devices. 

The  language  objected  to  in  this  case  seems  to  distinguish  between 
what  is  new  and  what  is  old,  as  required  by  the  rule,  and,  as  stated 
in  ex  parte  Schoshusen^  (C.  D.,  1905,  214;  116  O.  G.,  2008,)  should 
be  distinguished  from  statements  which  are  mere  laudatory  and  are 
inserted  for  advertising  purposes. 

The  petition  is  granted. 


Ex  PARTE  TjEICH. 

Decided  November  26,  1906. 
(126  O.  G.,  1066.) 

1.  Abandoned  Application — Sufticiency  of  Amendment. 

Where  the  first  amendment  made  by  applicant  five  days  before  the  ex- 
piration of  the  year  from  the  E^xaminer's  first  action  rejecting  all  the 
claims  consisted  of  a  few  corrections  to  the  specification,  an  argument  as 
to  the  patentability  of  the  claims,  and  the  addition  of  a  new  claim,  and  the 
Examiner  in  admitting  this  amendment  and  rejecting  the  claims  warned 
applicant  that  it  was  not  such  an  action  as  the  condition  of  the  case  re- 
quired and  that  the  added  claim  was  so  broad  as  to  be  met  in  nearly  all 
selective  signaling  systems,  and  where,  following  this,  applicant  filed  an 
amendment  two  days  before  the  expiration  of  a  year  from  the  last  action 
of  the  Examiner  in  which  he  amended  all  of  the  claims  except  the  broad 
claim  added  by  the  previous  amendment,  which  claim  he  neither  canceled 
nor  amended  nor  presented  any  reasons  why  he  considered  it  allowable, 
Held  that  the  latter  amendment  was  not  entirely  responsive  to  the  Ex- 
iner*s  rejection  and  was  not  sufficient  to  save  the  application  from  aban- 
donment. 

2.  Same— Repeated  Delays— Rights  Strictly  CJonstbued. 

Where  an  applicant  attempts  to  excuse  the  delay  in  the  prosecution 
of  his  case  on  the  ground  that  its  subject-matter  is  dominated  by  certain 
claims  in  a  copending  application  and  that  be  considered  it  advisable  to 
press  the  broad  application  to  allowance  before  letting  this  application 
go  to  issue.  Held  that  the  conduct  of  applicant  in  the  prosecution  of  his 
case  has  not  been  such  as  to  entitle  him  to  leniency  in  the  application  of  the 
rule  that  amendments  must  be  such  as  the  condition  of  the  case  requires 
and  that  in  electing  to  prosecute  his  application  in  this  manner  he  must 
assume  all  risk  as  to  the  sufficiency  of  his  actions. 
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On  Petition. 

SELECTIVE    SIGNALING    SYSTEM. 

Messrs,  Bulkley  c£*  Durand  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  hold- 
ing this  application  to  be  abandoned. 

The  record  of  this  application  shows  that  applicant's  first  amend- 
ment was  filed  April  10,  1905,  five  days  before  the  expiration  of  the 
year  from  the  Examiner's  first  action  rejecting  all  the  claims.  This 
amendment  made  a  few '  corrections  in  the  specification,  argued  the 
patentability  of  the  claims  over  the  references,  and  added  a  new 
claim.  This  amendment  was  admitted  by  the  Examiner;  but  in  his 
letter  rejecting  all  of  the  claims  he  warned  applicant  that  his  amend- 
ment was  not  such  an  action  as  the  condition  of  the  case  required 
and  that  the  added  claim  was  so  broad  as  to  be  met  in  nearly  all  of 
the  many  selective  signaling  systems.  It  thus  appears  that  the  Ex- 
aminer is  of  the  opinion  that  this  claim  was  inserted  merely  to  prevent 
him  from  finally  rejecting  the  claims  in  his  next  action,  and  thereby 
closing  the  prosecution  of  the  case  before  hini. 

The  Examiner's  action  of  May  2,  1905,  following  this  amendment, 
rejected  all  the  claims.  On  April  30,  1906,  two  days  before  the  ex- 
piration of  a  year  from  the  Examiner's  action,  applicant  filed  an 
amendment  in  which  all  of  the  claims  were  amended  except  the  broad 
claim  added  by  the  previous  amendment.  This  claim  11  was  neither 
amended  nor  canceled  by  applicant,  nor  did  he  present  any  reasons 
why  he  considered  it  allowable.  The  Examiner  held  this  amendment 
not  to  be  such  an  amendment  as  the  case  required  and  that  the  case 
was  abandoned.  Following  this  action  of  the  Examiner,  applicant 
filed  an  amendment  on  June  7,  1906,  canceling  claim  11,  which 
amendment  the  Examiner  refused  to  enter  and  repeated  his  action 
holding  the  case  abandoned.  Applicant  thereupon  brought  this 
petition. 

Accompanying  the  brief  in  behalf  of  applicant  is  the  affidavit  of 
one  of  his  attorneys  that — 

♦  *  *  in  the  preparation  of  the  amendment  dated  April  28,  1906,  it  was 
applicant's  intention  to  cancel  claim  11,  as  this  claim  was  clearly  met  by  the 
references;  that  the  failure  to  do  so  was  a  mere  clerical  error,  and  an  over- 
sight in  the  preparation  of  the  said  amendment. 

The  amendment  of  April  30,  1906,  was  clearly  not  entirely  respon- 
sive to  the  Examiner's  rejection,  since  no  action  whatever  was  taken 
as  to  claim  11.  {Ex  parte  Schmitt  and  Tanody^  C.  D.,  1906,  102; 
121  O.  G.,  688.) 

Applicant's  conduct  in  the  prosecution  of  the  case  has  not  been 
such  as  to  entitle  him  to  leniency  in  the  application  of  the  rule  that 
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the  amendment  must  be  such  as  the  condition  of  the  case  requires. 
(Ex  parte  Ries,  C.  D.,  1904,  501;  113  O.  G.,  1147;  ex  parte  Naef, 
C.  D.,  1905,  137;  115  O.  G.,  2135.) 

Petitioner  attempts  to  excuse  the  delay  in  the  prosecution  of  his 
case  on  the  ground  that  the  subject-matter  of  this  application  is  dom- 
inated by  certain  claims  in  a  copending  application  and  that  he  has 
*•  considered  it  advisable  to  press  the  broad  application  to  allowance 
before  letting  this  application  go  to  issue."  In  electing  to  prosecute 
his  application  in  this  manner,  however,  the  applicant  must  assume 
all  risk  as  to  the  sufficiency  of  his  action.  {Ex  parte  Morrison^  C.  D., 
1902,226;  99  O.  G.,  2969.) 

Under  the  circumstances  of  this  case  it  is  held  that  applicant's 
amendment  is  not  sufficient  to  save  the  case  from  abandonment. 

The  petition  is  denied. 


Ex    PARTE    HiETT. 

Decided  Xovembir  16,  1906, 
(12«  O.  G.,  lOiM.) 

UEI88UE — Long- Delay  in  Fiuno  Application  Excused. 

H.  filed  ail  a  i)|)  lien  lion  on  September  10,  1896.  upon  which  a  patent  was 
granted  on  April  20,  lvS07.  In  1898  H.  instructed  his  attorneys  to  prepare 
a  reissue  application,  but  before  such  application  was  filed  F.  obtained  a 
patent  dated  July  4,  189t>,  on  an  application  filed  May  31,  1898,  covering 
uechauisni  of  the  character  covered  by  H.'s  patent.  In  looking  over  the 
record  of  the  F.  patent  H.  found  an  aflidavit  filed  to  overcome  the  rejec- 
tion of  his  claims,  the  oath  stating  tliat  the  Invention  had  been  made 
'*  many  months  prior  to  September  10,  1800,"  the  filing  date  of  ll.'s  appli- 
cation. In  view  of  this  affidavit  II.  considered  it  useless  to  apply  for  ji 
reissue.  In  a  suit  brought  in  1904  by  the  assignee  of  the  F.  patent  against 
the  assignee  of  the  H.  i>atent  it  was  brought  out  that  the  machine  to  which 
the  affidavit  referred  as  having  bt^n  made  "many  months"  before  11. 
filed  his  application  liad,  in  fact,  been  made  in  1^89  or  1890,  and  the  court 
held  that  said  machine  was  either  Inoperative  and  impracticable  or  aban- 
doned by  laches.  Held  that  under  the  circumstances  a  reissue  applied  for 
promptly  after  the  decision  of  the  court  should  not  be  refused  on  the  ground 
of  delay  in  applying  therefor. 

Appeal  from  Examiners-in-Chief. 

CALCULATING-MACHINE. 

J/r.  Thomas  F,  Sheridan  for  the  applicant. 

Moore,  Acting  Commissioner: 

This  case  comes  before  me  on  appeal  from  the  decision  of  the 
Examiners-in-Chief  affirming  the  rejection  by  the  Primary  Examiner, 
on  the  ground  of  laches,  of  claims  55,  56,  and  57  of  Hiett's  application 
for  a  reissue  patent. 

30007— H.  Doc.  470, 60-1 3 
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Hiett  filed  his  original  application  September  16,  1896,  and  his 
patent  was  granted  April  20,  1897.  On  May  31,  1898,  Dorr  E.  Felt 
applied  for  a  patent  on  mechanism  of  the  character  covered  by  the 
Hiett  patent,  and  in  order  to  overcome  the  rejection  of  his  claims  he 
filed  an  affidavit  containing  allegations  of  fact  which,  if  true,  were  a 
sufficient  compliance  with  Rule  75  of  the  Rules  of  Practice.  In  this 
affidavit  Felt  stated  that  he  made  the  invention  covered  by  the  re- 
jected claims — 

many  months  prior  to  September  16,  1896,  which  is  the  filing  application  date  of 
Patent  No.  580,863,  to  D.  J.  K.  T.  Hiett. 

Felt's  patent  was  granted  July  4,  1899. 

In  his  affidavit  accompanying  his  reissue  application  Hiett  alleges 
that  in  the  year  1898  he  instructed  his  attorneys  to  prepare  an  appli- 
cation for  reissue  and  that  during  the  investigation  necessary  for  this 
action  the  Felt  patent  was  issued.  Hiett  states  that  the  record  of  this 
patent  was  then  examined  and  that  in  view  of  the  fact  that  Felt  had, 
as  stated  in  his  affidavit,  made  the  invention  "  many  months  prior  to 
September  16,  1896,"  he,  Hiett,  realized  that  it  would  be  useless  for 
him  to  apply  for  a  reissue. 

It  appears  that  on  April  18,  1904,  the  Comptograph  Company, 
assignee  of  Felt's  patent,  filed  a  bill  in  equity  against  the  Universal 
Adding  Machine  Company,  assignee  of  Hiett's  patent,  for  infringe- 
ment of  claims  1,  2,  and  4  of  the  Felt  patent,  which  are  identical  with 
claims  55,  56,  and  57  of  Hiett's  reissue  application.  In  the  final  adju- 
dication of  this  case  by  the  Circuit  Court  of  Appeals  for  the  Seventh 
Circuit  it  was  found  that  the  machine  which  Felt  in  his  patent  appli- 
cation made  oath  that  he  constructed  many  months  prior  to  Septem- 
ber 16,  1896,  was,  in  fact,  made  many  years  prior  to  that  date — 
namely,  in  the  year  1889  or  1890.  The  court  further  found  upon  the 
evidence  that  this  machine  was  either  inoperative  and  impracticable 
or,  if  operative  and  practical,  it  was  abandoned  and  lost  through  the 
eight  years  of  inaction  that  followed  its  construction.  In  accordance 
with  these  findings  the  decree  of  the  circuit  court  was  reversed,  with 
instructions  to  enter  a  decree  dismissing  the  bill  for  want  of  equity. 
Promptly  thereafter  Hiett  filed  his  application  for  reissue,  upon 
which  this  appeal  is  based. 

It  is  contended  on  behalf  of  Hiett  that  he  is  not  chargeable  with 
laches  on  account  of  accepting  Felt's  sworn  statement  as  true;  that 
Felt  in  alleging  that  he  made  the  invention  many  months  prior  to 
September  16, 1896,  conveyed  a  false  impression  and  prevented  either 
the  Patent  Office  or  Hiett  from  entertaining  the  idea  that  his  machine 
was  built  eight  or  nine  years  prior  to  the  filing  of  his  application  and 
from  raising  the  question  of  abandonment  upon  which  the  Circuit 
Court  of  Appeals  based  its  decision.    This  contention  is  considered 
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sound,  and  there  appears  to  be  no  good  reason  for  charging  Hiett 
with  laches  for  attaching  the  same  significance  to  Felt's  affidavit  that 
was  given  to  it  by  this  Office  at  the  time  of  granting  Felt's  patent. 
The  expression  "many  months"  naturally  excluded  the  idea  that 
Felt  had  made  the  machine  eight  or  nine  years  prior  to  the  filing  of 
his  application  and  had  since  abandoned  it.  As  soon  as  the  true  state 
of  facts  was  revealed  by  the  proceedings  in  the  infringement  suit 
provoked  by  Hiett's  assignees  he  promptly  filed  his  reissue  applica- 
tion. To  hold  that  his  inaction  prior  to  that  time  worked  a  for- 
feiture of  his  right  to  a  reissue  patent  would  have  the  effect  of  en- 
abling Felt  to  profit  by  the  misleading  statement  made  in  his  affida- 
vit. Under  these  circumstances  the  precise  length  of  the  delay  in 
applying  for  a  reissue  is  thought  to  have  no  bearing  on  the  rights  of 
the  reissue  applicant. 

So  far  as  known  no  case  has  ever  arisen  involving  a  state  of  facts 
identical  with  that  existing  in  the  present  case.  In  the  cases  of  Dun- 
bar V.  Eastern  Elevating  Company  (C.  D.,  1896,  478;  76  O.  G.,  788; 
75  Fed.  Rep.,  570)  and  Thomson- Houston  Electric  Company  v.  Black 
River  Traction  Company  (135  Fed.  Rep.,  759)  the  facts  were  some- 
what similar,  and  in  both  cases  the  reissued  patents  were  held  valid. 

The  decision  of  the  Examiners-in-C hief  is  reversed. 


TOWNSEND   /'.  COPELAND    r.  RoBINSON. 

Decided  Januavu  11,  Ji)07. 

(12G  O.  G.,  1355.) 

1.    INTCRFEBENCE — CLAIMS  PRESENTED  I'NDER   RuLE  109 — PRACTICE. 

The  reasons  which  led  to  the  change  in  Rule  124,  set  forth  in  Newcomb  v. 
Thomifon,  {C.  D.,  IJKKI,  2:52;  122  O.  G.,  3012,)  apply  with  nearly  the  same 
force  to  motions  under  Rule  109.  The  purpose  of  Rule  109  is  to  avoid  a 
second  interference.  If  a  party  wishes  to  appeal  from  an  adverse  decision 
on  the  merits  of  his  claims  presented  under  Rule  109,  he  should  be  i)er- 
mitted  to  do  so  to  the  full  extent  provided  by  law  in  order  that  the  neces- 
sity for  a  subsequent  ex  parte  appeal  and  the  possibility  of  a  second  inter- 
ference may  be  avoided. 
2.  Same — Same — Same. 

The  practice  concerning  motions  to  add  claims  under  Rule  109  should 
follow  the  procedure  set  forth  in  Rule  124  relative  to  motions  for  dissolu- 
tion. The  amendment  accompanying  the  motion  made  under  Rule  lOi) 
should  l)e  entered  in  the  application,  and  if  the  Examiner  holds  that  the 
claims  are  not  allowable  to  the  party  bringing  the  motion  he  will  reject  the 
claims.  F^ollowing  Rule  124,  the  Examiner  will  also  set  a  time  for  recon- 
sideration, and  if  after  reconsideration  he  adheres  to  his  original  decision 
he  will  finally  reject  the  claims  and  fix  a  limit  of  appeal. 

Appeal  on  Motion. 
Ox  Petition. 
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Mr.  r.  Hart  Anderson  and  Mr.  Melville  Church  for  Townsend. 
Mr.  Gales  P.  Moore  for  Copeland. 
Mr.  William  Robinson  pro  se. 

Allen,  Commissioner: 

This  case  comes  up  on  appeals  by  Townsend  and  Copeland  from 
the  decision  of  the  Primary  Examiner  denying  their  motions  to 
amend  their  applications  under  Rule  109,  also  on  petitions  by  the 
same  parties  that — 

*  *  ♦  the  Primary  Examiner's  action  refusing  to  permit  your  petitioner  to 
amend  liis  application  and  to  include  his  amended  claims  in  the  interference, 
be  revised  and  reversed,  or  that  the  Examiner  be  directed  to  reconsider  his 
action  and  if,  on  such  reconsideration,  he  is  still  of  the  opinion  that  your  pe- 
titioner's motion  should  be  denied,  that  he  be  directed  to  set  a  limit  of  appeal 
in  order  that  your  petitioner's  right  of  appeal  to  the  Board  of  Examiners-ln- 
Chlef  may  be  perfected. 

Motions  by  Townsend  and  Copeland  to  amend  their  applications 
under  Rule  10&  so  as  to  include  as  additional  counts  of  the  interfer- 
ence twelve  claims  made  by  Robinson  were  denied  by  the  Primary 
Examiner  on  the  ground  that  said  claims  are  not  patentable  to  either 
Towensend  or  Copeland  in  view  of  Robinson's  patent,  No.  723,408. 
Townsend  and  Copeland  thereupon  requested  a  reconsideration  of 
the  Examiner's  action.  This  request  was  denied  by  the  Primary  Ex- 
aminer, who  held  that  the  rules  do  not  provide  for  a  reconsideration 
of  motions  brought  under  Rule  109  and  that  the  reconsideration  pro- 
vided for  in  Rule  124  applies  only  to  motions  for  dissolution. 

It  is  well  established  that  no  appeal  lies  to  the  Commissioner  in 
the  first  instance  from  the  action  of  the  Primary  Examiner  denying 
motions  on  grounds  involving  the  merits  of  the  claims.  The  appeal 
and  so  much  of  the  petition  as  asks  that  the  decision  of  the  Examiner 
be  revised  and  reversed  are  accordingly  dismissed. 

It  remains  to  consider  that  portion  of  the  petition  w  hich  asks  that 
the  Primary  Examiner  be  directed  to  reconsider  his  actions  and,  if 
of  the  same  opinion,  to  set  a  limit  of  appeal  in  order  that  appeal  may 
be  taken  to  the  Board  of  Examiners-in-Chief. 

That  the  denial  of  a  motion  under  Rule  109  on  grounds  involving 
the  merits  of  the  claims  is  appealable  in  the  first  instance  to  the  Ex- 
aminers-in-Chief is  well  settled.  {Berry  v.  Fitzsimmons^  C.  D.,  1902, 
153;  99  O.  G.,  862;  Tlillard  v.  Fisher,  C.  D.,  1902,  448;  101  O.  G.^ 
2290;  Hillard  v.  Eckert,  C.  D.,  1902,  413;  101  O.  G.,  1831;  O'Connor 
v.  Vanderhilt,  C.  D.,  1903,  68;  102  O.  G.,  1782.)  The  only  question 
for  determination  is  the  procedure  to  be  followed  in  taking  the  ap- 
peal to  the  Examiners-in-Chief. 
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Formerly  in  case  of  motions  under  Rule  109,  as  well  as  in  motions 
for  dissolution,  if  the  matter  was  an  appealable  one  the  case  was  in 
condition  for  appeal  after  the  first  decision  of  the  Examiner.  A  dif- 
ferent course  of  procedure  was  established  by  Rule  124  as  amended 
June  12,  1906,  (122  O.  G.,  2690,)  in  the  case  of  motions  for  dissolu- 
tion. The  petition  presents  the  question  whether  this  course  of  pro- 
cedure is  also  applicable  to  motions  under  Rule  109.  The  reasons^ 
which  led  to  the  change  in  Rule  124,  set  forth  in  my  decision  in  the 
case  of  Newcamb  v.  Thomson,  (C.  D.,  1906,  232;  122  O.  G.,  3012,) 
apply  with  nearly  the  same  force  to  motions  under  Rule  109.  As 
stated  in  the  case  of  ex  parte  Sutton^  Steele,  and  Steele,  (C.  D.,  1906, 
111 ;  121  O.  G.,  1012,)  the  purpose  of  Rule  109  is  to  avoid  a  second  in- 
terference. If  the  claims  presented  under  Rule  109  are  to  become  the 
issue  of  an  interference  proceeding,  they  should  be  included  in  the 
pending  interference  and  not  in  a  second  interference  subsequently 
declared.  If  a  party  washes  to  appeal  from  an  adverse  decision  on 
the  merits  of  his  claims  presented  under  Rule  109,  he  should  be  per- 
mitted to  do  so  to  the  full  Extent  provided  by  law  in  order  that  the 
necessity  for  a  subsequent  ex  parte  appeal  and  the  possibility  of  a 
second  interference  may  be  avoided. 

No  difficulty  is  anticipated  in  applying  the  procedure  of  Rule  124 
to  motions  under  Rule  109.  In  the  case  of  motions  for  dissolution 
the  claims  are  already  in  the  applications.  Under  Rule  109  the 
claims  are  presented  by  a  proposed  amendment  which  accompanies 
the  motion,  and  the  practice  will  require  the  entry  first  of  the  amend- 
ment in  the  application.  The  rejection  of  the  claims  and  subsequent 
pro<»edure  will  then  follow  the  practice  indicated  in  Rule  124.  If 
the  Examiner  holds  that  the  claims  are  not  allowable  to  the  party 
bringing  the  motion,  under  the  former  practice  the  amendment  was- 
refused  admission,  while  under  the  practice  announced  in  this  de- 
cision the  amendment  will  be  entered  and  the  claims  rejected.  In 
neither  case  would  the  claims  be  added  as  counts  to  the  interference 
unless  the  decision  of  the  Examiner  is  reversed  on  appeal.  The  prac- 
tice indicated  above  is  not  believed  to  be  inconsistent  with  the  present 
wording  of  Rule  109.     The  rule  states  that — 

on  the  admission  of  such  amendment  tlie  intervention  shall  I)e  included  in  the 
interference. 

The  entry  and  rejection  of  claims  is  not  such  admission  of  the 
amendment  as  the  rule  contemplates  in  order  that  the  claims  may  be 
added  to  the  interference. 

The  Examiner  is  directed  to  enter  the  amendments  of  Copeland 
and  Townsend  in  their  applications  and,  in  view  of  his  decision  of 
record,  to  reject  the  claims,  also  to  set  a  time  for  reconsideration,  and 
if  after  reconsideration  he  adheres  to  his  original  decision,  to  finally 
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reject  the  claims  and  fix  a  limit  of  appeal  in  accordance  with  the  jTro- 
visions  of  Rule  124. 

The  petition  is  granted  to  the  extent  indicated. 


MacMuLKIN   V,  BOLLEE. 

Decided  November  5,  1906, 

(126  O.  G.,  1356.) 

1.  INTEBFEBENCE — PBIOBITY — INSUFFICIENCY   OF   DISCLOSURE  IN  APPLICATION. 

Where  M.,  a  patentee,  who  is  a  Junior  party  in  an  interference,  did  not 
talce  testimony,  but  relied  upon  the  insufficiency  of  the  disclosure  of  B.'s  ap- 
plication, which  was  pending  at  the  time  M.*s  application  was  filed,  and  his 
patent  issued,  and  it  subsequently  appears  that  B.*s  original  application 
did,  in  fact,  disclose  the  invention  in  issue.  Held  that  priority  of  invention 
should  be  awarded  to  B.,  the  senior  party. 

2.  Same — Same — Same. 

Where  in  his  original  drawing  B.  showed  a  valve  controlling  communica- 
tion between  several  chambers  and  a  passage  leading  to  the  cylinder  of  an 
engine  and  in  his  specification  referred  to  the  chambers  as  '*  carbureters  " 
supplying  sprayers  with  mixtures  varying  in  proportion  of  hydrocarbon 
contained  in  the  several  chambers,  Held  that  the  use  of  the  word  "  carbu- 
reter*' was  a  sufficient  disclosure  of  the  idea  of  providing  "hydrocarbon- 
inlets"  in  which  air  and  hydrocarbon  were  to  be  supplied  separately  to 
each  of  the  passages  controlled  by  the  valve,  as  called  for  by  the  issue. 

3.  Same — Declaration — Suggestion    of    Claims    Negatives    Presumption    of 

New  Matter  in  Substitute  Specification. 
Where  the  Elxaminer  stated  in  a  letter  to  B.  suggesting  the  claims  in  in- 
terference that  the  interference  was  not  declared  during  the  pendency  of 
M.'s  application  for  the  reason  that  B.'s  original  specification  so  obscurely 
presented  his  invention  that  it  could  not  be  understood  at  that  time,  Held 
that  the  Examiner^s  action  in  admiting  a  substitute  specification  and  draw- 
ing was,  in  effect,  a  ruling  on  his  part  that  the  substitute  specification  and 
drawing  did  not  contain  new  matter. 

Appeal  from  Examiners-in-Chief. 

carbubeter. 

Messrs,  Howson  c£?  Howson  for  MacMulkin. 
Mr.  Wm.  E.  Boulter  for  BoIIee. 

Moore,  Acting  Commissioner: 

^s  case  comes  before  me  on  appeal  from  the  decision  of  the  Ex- 

s-in-Chief  reversing  the  decision  of  the  Examiner  of  Interfer- 

nd  awarding  priority  of  invention  to  the  senior  party,  Bollee. 

1  invention  in  issue  is  an  improvement  in  carbureters  for  inter- 

jmbustion  engines.    The  object  of  the  invention  is  to  provide 

ins  for  varying  the  quantity  of  explosive  mixture  supplied  to  the 

»nder  without  altering  the  proportion  of  air  to  gas  in  the  mixture. 

s  object  is  accomplished  by  providing  a  plurality  of  carbureters. 
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together  with  a  valve,  by  means  of  which  one  or  more  of  the  carbu^ 
reters  can  be  placed  in  communication  with  the  cylinder.  The  sub- 
ject-matter in  issue  is  defined  in  the  following  counts : 

1.  A  vaporizer  for  liquid  hydrocarbons,  comprising  a  number  of  hydrocarbon- 
inlets,  a  separate  air-inlet  to  each  hydrocarbon-inlet,  a  common  outlet-pipe  and 
means  for  cutting  off  one  or  more  of  the  pairs  of  hydrocarbon-inlets  and  air- 
inlets  simultaneously,  as  described. 

2.  A  vaporizer  for  liquid  hydrocarbons,  comprising  a  number  of  Inlets  for 
hydrocarbon  and  means  at  all  times  to  supply  a  constant  flow  to  each  inlet, 
an  air-supply  to  each  said  inlet,  an  outlet  for  the  vaporized  mixture  and  a 
throttle- valve  between  the  individual  inlets  and  the  outlet  adapted  to  cut  off  or 
open  more  or  fewer  of  the  combined  air  and  hydrocarbon  inlets,  substantially 
as  described. 

3.  A  vaporizer  for  liquid  hydrocarbons,  comprising  an  outlet-pipe,  a  throttle- 
valve  opening  thereto,  a  body  part  containing  a  plurality  of  chambers,  a  sepa- 
rate passage  from  each  chamber  to  the  throttle- valve  and  an  air-supply  and  a 
hydrocarbon-supply  to  each  chamber,  the  throttle-valve  being  adapted  to  cut 
off  more  or  fewer  of  the  chamt>ers  from  the  outlet-pipe,  substantially  as 
described. 

MacMulkin,  the  junior  party,  has  taken  no  testimony,  but  contends 
that  the  invention  in  issue  was  not  disclosed  in  Bollee's  application 
as  originally  filed  and  that  no  amendment  embodying  the  invention 
was  filed  until  subsequently  to  the  filing  of  MacMulkin's  application. 
BoUee's  application  was  filed  August  3, 1903.  On  'September  3, 1903, 
the  Examiner  stated  that  the  invention  was  not  sufficiently  explained 
or  illustrated  and  declined  to  act  on  the  merits  of  the  claims. 
MacMulkin  filed  his  application  December  3,  1903,  and  his  patent 
was  granted  May  10, 1904.  On  July  14, 1904,  BoUee  filed  a  substitute 
specification,  and  on  August  22,  1904,  he  filed  a  substitute  drawing. 
The  Examiner  on  October  1,  1904,  directed  BoUee's  attention  to 
MacMulkin's  patent  and  suggested  to  him  for  the  purpose  of  declar- 
ing an  interference  the  claims  now  in  issue.  The  Examiner  informed 
Bollee  in  the  letter  suggesting  these  claims  that  interference  proceed- 
ings were  not  instituted  at  the  time  MacMulkin's  application  was 
pending,  for  the  reason  that  BoUee's  original  specification  so  ob- 
scurely presented  his  invention  that  it  could  not  be  understood  there- 
from. The  Examiner's  action  in  admitting  the  substitute  specifica- 
tion and  drawing  was,  in  effect,  a  ruling  on  his  part  that  the  substi- 
tute specification  and  drawing  did  not  contain  new  matter  and  that 
there  was  a  foundation  in  BoUee's  original  application  for  the  claims 
which  he  suggested  to  him.  The  Examiner  of  Interferences,  however, 
ruled  to  the  contrary;  but  the  Examiners-in-Chief  found  that  the 
invention  was  disclosed  in  BoUee's  original  application  and  accord- 
ingly awarded  priority  of  invention  to  him.  I  am  of  the  opinion 
that  the  conclusions  reached  by  the  Examiners-in-Chief  were  correct. 

In  the  drawing  of  his  original  application  Bollee  showed  a  vahc 
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controlling  communication  between  several  chambers,  which  he 
termed  "  carbureters,"  and  a  passage  leading  to  the  cylinder  of  the 
engine.  The  primary  purpose  of  a  carbureter  for  an  internal-com- 
bustion engine  is  to  form  a  mixture  of  air  with  hydrocarbon.  There 
can  be  no  question,  therefore,  that  the  mere  use  of  the  term  "carbu- 
reter "  was  a  sufficient  disclosure  of  the  idea  of  providing  "  hydro^ 
carbon-inlets,"  as  specified  in  the  issue.  It  is  contended  by  MacMul- 
kin  that  from  all  that  appears  in  Bollee's  application  he  might  have 
intended  to  supply  carbureted  air  from  a  reservoir,  or  if  he  intended 
to  use  an  oil -supply  he  might  have  used  a  common  mixer  leading  to 
the  various  passages  controlled  by  the  valve.  BoUee,  however,  in  his 
original  specification  stated  that  he  proposed  to  use  a  number  of  car- 
bureters, and  he  referred  to  the  several  chambers  controlled  by  the 
valve  as  "  carbureters."  He  furthermore  stated  that  practically  per- 
fect results  could  be  secured  by  the  use  of  two  carbureters.  In  this 
connection  the  following  passage  occurs  on  page  3  of  his  original 
specification : 

The  size  of  two  carbureters  Is  calculated  so  that  at  low  speeds  the  proper 
mixture  is  supplied  by  the  small  carbureter  alone,  while  at  high  speeds  it  is 
insured  by  the  two  carbureters  acting  together,  the  carbu ration  in  the  small  one 
becoming  too  rich  while  in  the  large  one  it  is  a  little  too  poor. 

In  claim  2  as  originally  filed  BoUee  also  referred  to  the  use  of  sev- 
eral carbureters  supplying  mixtures  containing  different  proportions 
of  air  and  hydrocarbon. 

The  language  referred  to  conclusively  shows  that  BoUee  did  not 
intend  to  supply  carbureted  air  from  a  reservoir  or  to  use  a  common 
mixer  communicating  with  the  several  passages  controlled  by  the 
valve.  If  he  had  done  either  of  these  things,  he  would  not  have  had, 
as  he  states,  a  mixture  from  one  carbureter  too  rich  in  hydrocarbon 
and  from  another  too  poor  in  hydrocarbon,  but  would  have  had  a 
mixture  of  the  same  strength  coining  from  all  of  the  openings  con- 
trolled by  the  valve.  Furthermore,  the  mere  fact  that  he  described 
the  use  of  several  carbureters  negatives  MacMulkin's  contention  that 
from  all  that  appears  in  the  specification  Bollee  might  have  intended 
to  supply  carbureted  air  from  a  reservoir  or  might  have  used  a  com- 
mon mixer.  If  he  had  proceeded  in  either  of  these  ways,  he  would 
not  have  had  a  phirality  of  carbureters,  as  described  in  his  original 
specification,  but  would  have  had  a  single  carbureter. 

Bollee's  original  specification  not  only  shows  that  he  intended  each 
of  the  passages  governed  by  the  valve  to  be  provided  with  an  air-inlet 
and  a  hydrocarbon-inlet,  as  specified  in  the  issue,  but  that  he  intended 
to  use  a  hydrocarbon-inlet  of  the  specific  character  shown  in  his 
amended  drawings — /.  ^.,  a  "  sprayer  " — for  in  lines  17  to  26  of  page  3 
he  referred  to  the  escape  of  the  liquid  fuel  from  the  sprayer. 
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I  am  of  the  opinion  that  it  would  be  impossible  for  any  one  skilled 
in  the  art  to  read  BoUee's  original  specification  in  connection  with  the 
drawing  accompanying  it  without  perceiving  that  air  and  hydrocar- 
bon were  to  be  supplied  separately  to  each  of  the  passages  controlled 
by  the  valve.  In  the  original  specification  a  plurality  of  carbureters 
is  referred  to,  and  the  drawing  shows  a  plurality  of  chambers  referred 
to  as  "  carbureters."  The  specification  refers  to  the  use  of  sprayers 
and  contains  a  statement  to  the  effect  that  the  several  chambers  or 
carbureters  supply  mixtures  varying  in  the  proportion  of  hydrocarbon 
contained  therein.  Such  a  result  could  be  secured  only  by  providing 
each  of  the  chambers  controlled  by  the  valve  with  means  for  supply- 
ing air  and  hydrocarbon.  In  other  words,  each  chamber  must  be 
what  BoUee  called  it  in  the  original  specification — a  "  carbureter  " 
containing  the  elements  common  to  the  carbureters  which  were  old 
and  well  known  long  before  the  filing  of  either  of  the  applications 
involved  in  this  interference. 

The  decision  of  the  Examiners-in-Chief  is  aijUrmed, 


Ex  PARTE  Hipp. 

Decided  December  6,  1906. 

(126  O.  G..  2189.) 

Oath — Before  Notaries  Public — Application  of  Act  of  June  29,  190G. 

The  act  of  June  29.  19(K),  n mending  section  r»,'»S  of  the  code  of  the  Dis- 
trict of  Coluinbin  relative  to  the  powers  of  notaries  public,  is  of  local  appli- 
cation only. 

On  Petition. 

FISH-HOOK. 

Mesaers.  Pavl  cf*  Paul  for  the  applicant. 
Allen,  Commissioner: 

This  a  petition  that  the  Primary  Examiner  be  directed  to  with- 
draw his  requirement  for  a  new  oath. 

The  oath  of  the  inventor  forming  part  of  the  application  was  sworn 
to  before  Richard  Paul,  a  member  of  the  firm  of  Paul  &  Paul,  the 
inventors  attorneys  of  record.  Under  the  provisions  of  the  act  of 
June  29,  1906,  amending  section  558  of  the  code  of  the  District  of 
(*olumbia,  the  Examiner  held  that  Paul  was  disqualified  from  admin- 
istering the  oath  in  this  case  by  reason  of  the  fact  that  he  is  the 
applicant's  attorney  of  record. 

The  provision  of  the  act  of  June  29,  1906,  relied  upon  by  the 
Examiner  reads  as  follows: 

And  provided  further,  that  no  notary  public  shall  be  authorized  to  take 
acknowledgments,  administer  oaths,  certify  pai>ers,  or  i)erform  any  official  acts 
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in  connection  with  matters  in  which  he  is  employed  as  counsel,  attorney, 
or  agent  or  in  which  lie  may  be  in  any  way  interested  before  any  of  the  De- 
partments aforesaid. 

In  an  qpinion  rendered  on  October  12, 1906,  the  Assistant  Attorney- 
General  for  the  Interior  Department  made  the  following  statement : 

It  cannot  be  properly  inferred  that  Congress  Uitended  by  this  provision  in 
an  act  having  local  application  only,  to  amend  the  general  laws  (section  4892, 
Revised  Statutes)  prescribing  the  officers  before  whom  applicants  for  patents 
may  nmke  the  oath  required. 

In  view  of  the  construction  placed  upon  the  statute  in  the  opinion 
referred  to  the  petition  is  granted. 


Clement  v.  Browne  v.  Stroud. 

Decided  January  10,  1907. 
(126  O.  G.,  2189.) 

1.  INTEBFEBENCE — DISSOLUTION — INOPERATIVENESS — MOTION  TO  TAKE  TESTIMONY. 

In  presenting  a  motion  to  dissolve  based  upon  alleged  inoperativeness 
there  is  no  necessity  for  a  showing  on  the  )jart  of  the  moving  party  tliat  his 
own  structure  is  not  inoperative,  since  dissolution  will  be  necessary  whether 
one  or  both  of  the  structures  is  inoperative ;  but  such  showing  is  necessary 
to  support  a  motion  before  the  Examiner  of  Interferences  for  permission 
to  take  testimony  on  the  question  of  operativeness. 

2.  Same — Same — Same — ^Affidavits  in  Support  of  Motion  to  Take  Testimony. 

Where  affidavits  are  presented  in  support  of  a  motion  to  take  testimony 
on  the  question  of  the  operativeness  of  the  opposing  party's  device,  they 
will  not  be  transmitted  to  the  Primary  Examiner  to  consider  the  suf- 
ficiency thereof,  as  they  are  not  pertinent  to  the  motion  to  dissolve,  but 
only  to  the  motion  to  take  testimony,  which  is  a  matter  for  the  considera- 
tion of  the  Examiner  of  Interferences. 

On  Motion. 

telephony. 

Mr.  Edward  E.  Clement  pro  se. 

Mr.  Charles  Neave  and  Messrs.  Mauro^  Cameron^  Lewis  cfe  Massie 
for  Browne. 
Mr.  George  L.  Cragg  and  Messrs.  Bacon  &  Milans  for  Stroud. 

Allen,  Commissioner: 

This  case  comes  up  on  motion  by  Stroud  that  the  interference  be 
transmitted  to  the  Primary  Examiner  with  instructions  to  fix  a  date 
for  hearing  the  parties  on  the  following  questions : 

""'  -»  sufficiency  of  the  showing  made  by  Browne  to  warrant 
is  motion  to  take  testimony  relative  to  the  inoperativeness 
lud  system,  and 
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2.  Whether  the  showing  of  inoperativeness  made  by  Browne  is  as 
fully  applicable  to  his  own  device  as  to  that  of  Stroud. 

The  third  ground  involves  the  questions  referred  to  in  the  second 
ground  mentioned  above. 

The  record  shows  that  Browne  filed  a  motion  to  dissolve  the  inter- 
ference on  the  ground  that  Stroud's  application  does  not  disclose  an 
operative  telephone  system.  This  motion  was  denied  by  the  Primary 
Examiner.  Thereupon  Browne  moved  before  the  Examiner  of  In- 
terferences for  permission  to  take  testimony  relative  to  the  question 
of  the  operativeness  of  the  system  disclosed  in  Stroud's  application. 
The  Examiner  of  Interferences  granted  the  motion ;  but  upon  appeal 
it  was  held  that  as  Browne  had  failed  to  show  that  the  arguments 
and  statements  of  facts  directed  against  the  operativeness  of  Stroud's 
device  did  not  apply  to  the  system  shown  in  his  own  application  the 
motion  should  not  have  been  granted,  and  the  case  was  remanded  to 
the  Examiner  of  Interferences  for  the  purpose  of  permitting  Browne 
to  cure  the  defect  referred  to.  Browne  has  now  filed  additional  affi- 
davits for  this  purpose,  and  it  is  the  object  of  the  motion  now  under 
consideration  to  have  this  additional  showing  considered  by  the  Pri- 
mary Examiner.  There  is  nothing  in  Rule  130  or  in  the  decisions 
relative  to  the  practice  to  be  followed  in  cases  of  this  kind  warranting 
such  action.  In  presenting  a  motion  to  dissolve  based  upon  alleged 
inoperativeness  there  is  no  necessity  for  a  showing  on  the  part  of 
the  moving  party  that  his  own  structure  is  not  inoperative.  Dis- 
solution will  be  necessary  whether  one  or  both  of  the  structures  is 
inoperative.  It  is  only  on  motion  before  the  Examiner  of  Interfer- 
ences for  permission  to  take  testimony  that  the  necessity  arises  for 
a  showing  that  the  alleged  ground  of  inoperativeness  does  not  apply 
to  the  structure  of  the  moving  party,  and  the  necessity  for  such 
showing  at  that  time  arises  from  the  fact  that  an  attack  upon  the 
operativeness  of  the  devices  disclosed  by  both  parties  does  not  relate 
to  the  question  of  priority  of  invention.  In  the  present  case  all  mat- 
ters necessary  to  the  determination  of  Browne's  motion  to  dissolve 
have  already  been  before  the  Primary  Examiner,  and  no  reason  is 
apparent  for  remanding  the  interference  to  him  again  for  the  con- 
sideration of  the  additional  affidavits  filed  by  Browne,  as  these  affida- 
vits have  been  filed  solely  for  the  purpose  of  showing  that  the  ques- 
tions raised  by  his  motion  relate  to  priority  of  invention,  a  matter 
not  within  the  jurisdiction  of  the  Primary  Examiner. 

The  motion  is  denied. 
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The   United   States   Playing   Card   Company   v,   C.   M.    Clark 
Publishing  Company. 

Decided  January  10,  1907. 

(126  O.  G.,  2190.) 

1.  Trade-Mabr    Interference — Mark    Used   to    Indicate    Grade   instead   of 

Origin  of  Goods  Not  a  Trade-Makk. 
The  price-lists  and  siiiuple  pack  of  cards  indicate  that  the  company 
adopted  the  marlt  to  designate  a  certain  grade  or  style  of  cards  which  they 
offered  for  sale  at  a  specified  price  and  to  distinguish  this  variety  of  cards 
from  numerous  other  styles  made  and  sold  by  said  company.  There  is  no 
evidence  that  the  mark  was  used  to  indicate  the  origin  or  manufacture 
of  the  cards;  but,  on  the  contrary,  a  fanciful  figure  labeled  ** Trade-Mark " 
appears  to  be  for  the  purix>se  of  indicating  the  origin  of  the  goods  and  to 
constitute  properly  the  trade-mark  of  the  company.  Held  that  the  mark 
in  controversy  was  used  by  said  company  as  a  grade,  quality,  or  style 
mark,  and  not  as  a  technical  trade-mark. 

2.  Same — Grade-Mark  Not  a  Valid  Trade-Mark. 

Where  a  mark  is  adopted  and  used  primarily  to  indicate  style,  grade,  or 
quality  of  goods,  and  not  for  the  purix)se  of  indicating  origin  or  manufac- 
ture of  the  goods,  Held  that  it  does  not  constitute  a  valid  trade-mark. 

Appeal  from  Examiner  of  Interferences. 

trade-mark  for  playing-cards. 

Messrs,  Briesen  <&  Knauth  for  The  United  States  Playing  Card 
Company. 

Mr.  A.  H.  Spencer  and  Mr.  F.  A.  Spencer  for  C.  M.  Clark  Publish- 
ing Company. 

Allen,  Commissioner: 

This  is  an  appeal  by  C.  M.  Clark  Publishing  Company  from  the 
decision  of  the  Examiner  of  Interferences  awarding  priority  of  adop- 
tion and  use  to  The  United  States  Playing  Card  Company  of  the 
word  "  Stage  "  as  a  trade-mark  for  playing-cards. 

The  senior  party,  C.  M.  Clark  Publishing  Company,  has  a  registra- 
tion of  the  mark  issued  November  29,  1904,  on  an  application  filed 
October  20, 1904.    It  took  no  testimony  and  stands  on  its  record  date. 

The  United  States  Playing  Card  Company  took  the  testimony  of 
three  witnesses  and  has  filed  several  exhibits  in  evidence.  This  evi- 
dence is  not  contradicted  and  must  be  held  to  establish  that  The 
United  States  Playing  Card  Company  adopted  and  used  the  word 
"  Stage  "  in  connection  with  a  certain  style  of  playing-cards  as  early 
as  1897. 

The  decision  in  this  case  turns  on  whether  the  evidence  is  held  to 
show  that  The  United  States  Playing  Card  Company  adopted  and 
used  the  mark  as  a  trade-mark  or  meivly  as  a  style  or  grade  mark. 
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The  decision  of  the  Examiner  of  Interferences  that  The  United  States 
Playing  Card  Company  adopted  and  used  the  mark  as  a  trade-mark 
as  early  as  1897  is  believed  to  be  in  error. 

Exhibits  1  to  19  are  the  semiannual  price-lists  of  The  United  States 
Playing  Card  Company  and  cover  the  period  from  January  1,  1897, 
to  January  1,  1906.  On  the  first  page  of  each  of  these  circulars  is  a 
mark  apparently  consisting  of  the  ace  of  spades  bearing  a  conven- 
tional figure  of  Columbia,  together  with  the  label  "  Trade  Mark." 
At  the  bottom  of  page  1  of  Exhibits  1,  2,  and  3  is  the  statement : 

"Bicycle**  and  other  brands  of  "  U.  S."  and  "National"  Playing  Cards 
(nearly  1,000  diflferent  kinds)  received  the  "Highest  Awards"  at  the  World's 
Fair.  Chicago.  The  highest  official  mark  of  distinction  ever  bestowed  upon 
playing  cards  in  America. 

The  other  pages  of  the  price-lists  quote  the  prices  of  a  large  number 
of  different  styles,  brands,  or  grades  of  cards.  Under  "  Class  D  "  of 
the  "  Wholesale  Price  List '  U.  S.'  Playing  Cards  "  is  the  statement : 

No.  Per  gross. 

C5x.  The  Stage  Playing  Cards,  gold  edges $72.00 

Professional  stars,  actors  and  actresses  of  the  stage. 

The  most  attractive  edition  of  playing  cards  ever  issued.  New  and  beautiful 
court  card  designs,  showing  portraits  of  world-renowned  celebrities  of  the 
stage.  Handsome  backs  in  gold  and  colors;  finest  linen  stock;  double 
enameled  and  highly  finished,  and  put  up  in  handsome  embossed  cases. 

The  price-lists  contain  no  reference  to  the  use  of  the  words  "  The 
Stage  "  or  "  The  Stage  Playing  Cards  "  as  a  trade-mark. 

Exhibit  20  consists  of  a  pack  of  cards  having  the  inscription — 

No.  65x.  The  Stage  Playing  Cards.     Gold  Edges. 
Copyrighted,  1806,  by  The  U.  S.  Playing  Card  Co.,  Cincinnati,  U.  S.  A. 

cm  the  face  of  the  box,  while  the  ace-of -spades  card  in  the  pack  has 
the  same  figure,  labeled  "  Trade  Mark,"  as  the  price-lists  mentioned 
above.  The  significance  of  the  word  "  Stage  "  appears  to  lie  in  the 
fact  that  the  aces  and  court  cards  are  decorated  with  the  portraits  of 
actors  and  actresses. 

The  price-lists  and  the  sample  pack  of  cards  indicate  that  The 
United  States  Playing  Card  Company  adopted  the  term  including 
the  word  ''  Stage  "  to  indicate  a  certain  grade  or  style  of  cards  which 
they  offered  for  sale  at  the  price  specified.  It  distinguishes  this  vari- 
ety of  cards  from  the  numerous  other  styles  made  and  sold  by  the 
company,  but  it  nowhere  appears  that  it  was  used  to  indicate  the 
origin  or  manufacture  of  the  cards.  On  the  contrarj',  the  fanciful 
figure  labeled  "  Trade  Mark,"  noted  above,  appears  to  be  for  pur- 
pose of  indicating  the  origin  of  the  goods  and  to  constitute  properly 
the  trade-mark  of  the  company. 

Concerning  the  testimony  the  witness  Ansley  states  that  he  is  the 
superintendent  of  the  stationery  department  of  the  American  K 
Company,  and  in  answer  to  the  leading  question— 
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Q.  9.  Have  you  ever  haDdled  any  of  the  U.  S.  Playing  Card  Company's  cards 
which  were  marked  with  a  trade-mark  "  Stage? " 

he  says: 

I  have.    I  have  a  pack  here. 

This  pack  is  then  offered  in  evidence  as  "  Exhibit  No.  20."  It  is 
evident  that  this  witness  does  not  mean  by  this  answer  that  the  mark 
was  used  otherwise  than  is  indicated  on  the  pack  itself. 

The  witness  Crusius  refers  to  "  these  '  stage '  cards,"  but  makes  no 
mention  of  the  use  of  the  mark  specifically  as  a  trade-mark. 

McCutcheon,  the  secretary  and  manager  of  The  United  States  Play- 
ing Card  Company,  testifies: 

The  word  "  Stage  "  was  adopted  as  a  trade-mark  in  1896  by  the  United  States 
Playing  Card  Company,  and  has  been  used  continuously  since  that  time  by  said 
company ;  and  at  all  times  since  there  have  been  for  sale  at  the  New  York  office 
cards  marked  as  shown  by  EiXhibit  20;  we  have  published  in  price-lists  and 
catalogues  and  offered  for  sale,  cards  marked  "  Stage."  A  copyright  was  ap- 
plied for  by  the  company  under  my  instructions  through  Briesen  &  Knauth,  in 
1896.  Shortly  after  this  copyright  was  issued,  the  cards  were  put  upon  the 
market  and  sold  both  in  this  country  and  foreign  countries.  It  will  be  noted 
that  all  the  price-lists  produced  by  Mr,  Ansley,  marked  from  1  to  19,  contain 
advertisements  of  our  trade-mark  **  Stage."     (Q.  3.) 

While  this  witness  refers  to  the  use  of  the  mark  as  a  trade-mark,  he 
does  not  state  that  it  was  used  to  indicate  the  origin  of  the  cards  or 
otherwise  than  to  indicate  a  certain  kind  of  cards. 

The  principle  that  where  a  mark  is  adopted  and  used  primarily  to 
indicate  style,  grade,  or  quality  of  goods  it  is  not  a  valid  trade-mark 
is  well  settled  by  the  following  decisions  of  the  United  States 
Supreme  Court:  Canal  Company  v.  Clark^  (1  O.  G.,  279;  13  Wall., 
311;)  Manufacturing  Company  v.  Trainer^  (C.  D.,  1880,  464;  17 
O.  G.,  1217;  101  U.  S.,  51;)  Lawrence  Manufacturing  Company  v. 
Tennessee  Manufacturing  Company^  (C.  D.,  1891,  415;  55  O.  G., 
1528;  138  U.  S.,  537;)  Columbia  Mill  Company  v.  Alcorn^  (C.  D., 
1893,  672;  65  O.  G.,  1916;  150  U.  S.,  460.) 

Chief  Justice  Fuller  in  Laurence  Manufacturing  Company  v. 
Tennessee  Manufacturing  Company^  supra^  said : 

Nothing  is  better  settled  than  tliat  an  exclusive  right  to  the  use  of  words, 

letters,  or  symbols,  to  Indicate  merely  the  quality  of  the  goods  to  which  they 

■"^ftxed,  cannot  be  acquired.    And  while  if  the  primary  object  of  the  mark 

iicate  origin  or  ownership,  the  mere  fact  that  the  article  has  obtained 

'ide  sale  that  it  has  also  become  indicative  of  quality,  is  not  of  itself 

to  debar  the  owner  from  protection,  and  make  it  the  common  property 

ade,  {Burton  v.  Stratton,  12  Fed.  Rep.,  696,)  yet  if  the  device  or  syml)ol 

i  adopted  for  the  purpose  of  indicating  origin,  manufacture,  or  owuer- 

at  was  placed  upon  the  article  to  denote  class,  grade,  style,  or  quality,  it 

t  be  upheld  as  technicaUy  a  trade-mark. 


DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS.  47 

In  Columbia  Mill  Company  v.  Alcorn^  mpra^  the  Court  stated: 

These  caies  esteblifih  tbe  following  propositions:  (1)  That  to  acquire  the 
right  to  the  ezdnsive  nse  of  a  name,  device,  or  symbol,  as  a  trade-mark.  It 
must  appear  that  it  was  adopted  for  the  purpose  of  identifying  the  origin  or 
ownership  of  the  article  to  which  it  Is  attached,  or  that  9uch  trade-mark  must 
fiolnt  distinctively,  either  by  Itself  or  by  association,  to  the  origin,  manufacture, 
or  ownership  of  the  article  on  which  it  is  stamped.  It  must  be  designed,  as 
Its  primary  object  and  purpose,  to  Indicate  the  owner  or  producer  of  the  com- 
modity and  to  distinguish  It  from  like  articles  manufactured  by  others. 
(2)  That  If  the  device,  mark,  or  symbol  was  adopted  or  placed  upon  the  article 
for  the  purpose  of  identifying  its  class,  grade,  style,  or  quality,  or  for  any 
purpose  other  than  a  reference  to  or  indication  of  Its  ownership.  It  cannot  be 
sustained  as  a  valid  trade-mark. 

The  evidence  is  found  to  show  that  The  United  States  Playing 
Card  Company  adopted  and  used  a  mark  the  prominent  feature  of 
which  is  the  word  "  stage  "  in  1897  as  a  grade,  quality,  or  style  mark 
for  playing-cards,  but  fails  to  show  that  it  adopted  and  used  it  as  a 
trade-mark  to  indicate  origin  or  manufacture  of  the  goods  prior  to 
the  filing  date  of  the  senior  party. 

The  decision  of  the  Examiner  of  Interferences  is  reversed. 


Webt  v.  Borst  and  Gboscop. 
Decided  November  17,  1906. 
(126  O.  G.,  2191.) 
I XTEBFEBENCE— Appeal — Disclaimer  by  Appellee— Appeal  Dismissed. 

Where  appeal  Is  taken  from  a  decision  of  the  £Ixamlners-ln-Chlef  on  the 
question  of  priority  and  the  appellee  files  a  motion  to  dismiss  tbe  appeal, 
accompanied  by  a  disclaimer  of  the  invention  in  issue  signed  by  the  appel- 
lant. Held  that  the  disclaimer  will  be  considered  a  concurrence  in  the 
motion  of  the  appellee  to  dismiss  the  appeal. 

Appeal  from  Examiners-in-Chief. 

cement-block  machine. 

Messrs.  C.  A.  Snow  cfe  Co.  for  Wert. 

Mr,  Edward  N.  Pagelsen  for  Borst  and  Groscop. 

MooBE,  Acting  Commissioner: 

This  case  comes  before  me  on  appeal  by  Wert  from  the  decision  of 
the  Examiners-in-Chief  affirming  the  decision  of  the  Examiner  of 
Interferences  awarding  priority  of  invention  to  Borst  and  Groscop 
and  also  on  motion  by  Borst  and  Groscop  that  the  appeal  be  dis- 
missed. The  motion  to  dismiss  is  based  upon  a  duly-executed 
disclaimer  of  the  invention  by  Wert,  which  disclaimer  accompanies 
the  motion.  Under  the  rules  the  disclaimer  cannot  be  given  effect  as 
such,  for  the  reason  that  parties  are  not  permitted  to  terminate  an 
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interference  by  disclaimer  after  the  preliminary  statements  have  been 
opened  and  approved.  The  filing  of  the  disclaimer  in  this  case, 
however,  clearly  indicates  Wert's  concurrence  in  the  motion  to  dismiss 
his  appeal  and  his  consent  that  the  judgment  of  priority  of  invention 
rendered  against  hikn  by  the  Examiners-in-Chief  shall  become  final. 
The  appeal  is  therefore  dismissed. 


Clement  r.  Browne  i\  Stroud. 

Decided  January  10,  1901, 

(126  O.  G.,  2589.) 

1.  I:«TCRFKBKlfCB — MOTION  TO  TAKE  TESTIMONY  ON  0PEBATI\^NESS — GoOD   FaITH. 

It  must  appear  from  the  showing  accomiwinylng  a  motion  to  take  testi- 
mony on  the  question  of  operativencss  that  the  moving  party  is  acting  in 
good  faith  and  that  the  matters  alleged  in  snpi)ort  of  the  motion  are  such 
as  to  Justify  the  setting  of  times  for  taking  testimony. 

2.  Sahe — Same — Hearing  on  Sufficiency  of  Showing — CJounteb  Affidavits. 

Motions  to  take  testimony  on  the  question  of  the  operativeness  of  an  op- 
posing party*s  device  will  generally  be  disposed  of  on  the  showing  made  by 
the  moving  party,  and  when  the  moving  party  files  affidavits  in  support  of 
his  motion  the  Office  will  hear  the  opposing  party  on*  the  sufficiency  of  the 
showing;  but  counter  affidavits  should  not  be  admitted. 

On  Petition. 

TELEPHONY. 

Mr.  Edirard  E.  Clement  pro  se. 

ytr.  Chas.  Xear^e  and  Messrs.  Mauro^  Cameron^  Lewis  cfc  Massie  for 
Browne. 

Mr.  George  L.  Cragg  and  Messrs.  Bacon  d*  Milans  for  Stroud. 

AiXEX,  Com  m  iasioner : 

This  is  a  [H^tition  by  Stroud  that  he  be  given  twenty  days  in  which 
to  n»ply  to  i^^rtain  affidavits  filed  on  behalf  of  Browne  in  connection 
with  the  lattorV  motion  for  permission  to  take  testimony  relative  to 
the  operativeness  of  the  structure  disclosed  in  Stroud's  application 
iuvolviHl  in  this  interference.  It  was  not  apparent  from  the  showing 
originally  made  in  support  of  Browne's  motion  that  his  reasons  for 
iH>nsidering  Stroud's  structuiv  inoperative  would  not  apply  to  the 
iievitv  disclosiHl  in  his  own  application,  as  required  by  the  decision 
ivndeivd  in  this  case  on  May  l>K  1006,  (C.  D.,  1906,  226;  122  O.  G., 
lH>88.)  Tpon  ap|)eal  from  this  action  of  the  Examiner  of  Interfer- 
ontH>s  granting  Browne's  motion  it  was  held  that  this  i:equirement 
iHMild  not  Ih>  disjHMisod  with,  and  the  case  was  remanded  to  the  Exam- 
iner of  Interfoivnces  for  the  purpose  of  permitting  Browne  to  remedy 
tlu>  defei*t  in  the  showing  accompanying  his  motion.    Browne  has  now 
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filed  affidavits  for  this  purpose,  and  the  present  petition  by  Stroud  is 
that  a  time  be  assigned  for  a  reply  to  these  affidavits. 

It  must  appear  from  the  showing  accompanying  motions  of  the 
kind  under  consideration  that  the  moving  party  is  acting  in  good 
faith  and  that  the  matters  alleged  in  support  of  the  motion  are  such 
as  to  justify  the  setting  of  times  for  taking  testimony.  No  good  rea- 
son is  apparent  for  permitting  the  opposing  party  to  file  counter  affi- 
davits or  to  make  any  reply  other  than  by  brief  or  argument.  As 
stated  in  the  decision  in  Lovrry  and  Cowley  v.  Spoon^  (C.  D.,  1906, 
381 ;  124  O.  G.,  1846,)  it  was  not  intended  that  the  question  of  opera- 
tiveness  should  be  exhaustively  considered  on  motions  for  leave  to 
take  testimony  relative  to  that  question.  To  permit  the  opposing 
party  to  file  counter  affidavits  would  result  in  a  complete  trial  of  the 
case  on  ex  parte  affidavits  as  a  condition  precedent  to  the  taking  of 
testimony.  Such  a  course  of  procedure  would  result  in  unnecessary 
expense  and  delay.  The  purpose  of  requiring  a  preliminary  showing 
is  to  prevent  the  expense  and  delay  of  taking  testimony  in  those  cases 
where  the  question  of  operativeness  can  be  determined  from  inspec- 
tion of  the  applications  or  patents  in  interference,  and  this  purpose 
will  be  best  accomplished  by  deciding  motions  of  this  character  on 
the  showing  made  by  the  moving  party.  'While  counter  affidavits 
should  not  be  considered  in  the  present  case,  Stroud  should  be  heard 
upon  the  sufficiency  of  the  supplemental-  showing  made  by  Browne. 
It  does  not  appear  that  so  long  a  period  as  twenty  days  should  be 
required  to  prepare  for  the  hearing  in  question.  The  Examiner  of 
Interferences,  however,  will  assign  such  date  for  hearing  as  in  his 
opinion  may  be  proper. 

The  petition  is  (/ranted  to  the  extent  imlicated. 


Weintraub  v.  Hewitt  and  Rogers. 

Decided  January  11,  1901, 

(126  O.  G.,  2589.) 

1.  Testimony  Under  Rule  130— Right  to   Make  Claims. 

The  question  whether  certain  elements  of  the  issue  are  not  present  In  one 
party's  structure,  but  can  only  be  read  into  such  issue  by  applying  limita- 
tions which  do  not  oi>erate  in  the  manner  defined  in  the  claims,  is  one  of 
fact,  ujion  which  the  opi)osing  party  may  be  i)ermitted  to  present  testimony. 

2.  Same— Identity  of   Invention. 

There  appears  to  be  no  warrant  for  the  taking  of  testimony  relative  to 
the  Identity  of  the  inventions  of  the  parties  to  an  interference.  If  the 
inventions  are  not  identical,  it  must  follow  either  that  one  of  the  parties 
has  no  right  to  malse  the  claims  in  issue  or  that  the  claims  are  indefinite 
and  ambiguous  and  do  not  with  sufficient  exactness  define  the  invention  of 
either  party.    This  is  not  a  question  of  priority  of  invention, 

80Q9T— H.  Doc  470, 60-1 i 
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Appeals  on  Motion. 

GAS  OR  VAPOB  ELECTRIC  APPARATUS. 

Mr,  Albert  G.  Davis  for  Weintraub. 

Mr,  Charles  A,  Terry  for  Hewitt  and  Rogers. 

Allen,  Commissioner: 

This  case  comes  before  me  on  appeal  by  Weintraub  from  the  de- 
cision of  the  Examiner  of  Interferences  denying  his  motion  for  leave 
to  take  testimony  relative  to  the  identity  of  the  inventions  of  the  par- 
ties to  this  interference  and  on  appeal  by  Hewitt  and  Rogers  from 
the  decision  of  the  Examiner  of  Interferences  granting  a  motion  by 
Weintraub  for  permission  to  take  testimony  for  the  purpose  of  show- 
ing that  Hewitt  and  Rogers  have  no  right  to  make  the  claims  corre- 
sponding to  certain  counts  of  the  issue. 

An.  examination  of  the  record  in  connection  with  the  briefs  and 
arguments  of  the  parties  indicates  that  the  motions  were  correctly 
disposed  of  by  the  Examiner  of  Interferences. 

Counsel  for  Hewitt  and  Rogers  contends  that  Weintraub's  argu- 
ments in  connection  with  his  motion  to  dissolve  are  inconsistent  with 
his  present  attitude  and  that  Weintraub  is  therefore  estopped  from 
now  alleging  that  Hewitt  and  Rogers  have  no  right  to  make  the 
claims.  I  am  of  the  opinion  that  a  party  should  be  permitted  to  con- 
tend both  that  the  issue  has  a  different  meaning  in  the  different  appli- 
cations and  that  his  opponent  has  no  right  to  make  the  claims  and 
that  there  is  therefore  nothing  in  the  record  to  prevent  Weintraub 
from  now  contending  that  Hewitt  and  Rogers  have  no  right  to  make 
the  claims  in  issue. 

Weintraub  contends  that  certain  elements  of  the  issue  are  not 
present  in  Hewitt  and  Rogers'  structure  and  that  the  claims  can  be 
read  upon  Hewitt  and  Rogers'  structure  only  by  applying  the  limita- 
tions of  the  claims  to  parts  of  Hewitt  and  Rogers'  structure  which 
do  not  operate  in  the  manner  defined  in  the  claims.  This  is  a  question 
of  fact,  and  Weintraub  should  be  permitted  to  take  testimony  rela- 
tive thereto.  Nothing  is  found  in  the  record,  however,  to  warrant 
the  taking  of  testimony  on  the  question  raised  by  Weintraub  in  his 
motion  relative  to  the  identity  of  the  inventions  of  the  parties  to  the 
interference.  If  the  inventions  of  the  parties  are  not  identical,  it 
must  follow  either  that  one  of  the  parties  has  no  right  to  make  the 
claims  in  issue  or  that  the  claims  are  indefinite  and  ambiguous  and 
do  not  with  sufficient  exactness  define  the  invention  of  either  party. 
The  Examiner  of  Interferences  has  properly  granted  Weintraub's 
motion  relative  to  Hewitt  and  Rogers'  right  to  make  the  claims, 
thus  enabling  him  to  present  testimony  relative  to  this  phase  of  the 
question  raised  by  his  other  motion.     The  record  contains  nothing 
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to  indicate  that  the  claim  as  applied  to  the  structure  of  either  or 
both  of  the  parties  is  indefinite  or  ambiguous  or  that  it  can  be  read 
with  different  meanings  upon  the  structures  of  the  two  parties.  The 
question  raised  by  such  a  showing,  if  made,  would  not  be  one  of 
priority  of  invention  of  the  subject-matter  defined  by  the  issue,  but 
would  amount  to  a  contention  that  the  issue  did  not  properly  define 
an  invention  made  by  either  of  the  parties.  I  am  of  the  opinion  that 
the  character  of  the  showing  and  the  nature  of  the  question  raised 
justified  the  decision  of  the  Examiner  of  Interferences  denying 
Weintraub's  motion  for  leave  to  take  testimony  relative  to  the  iden- 
tity of  the  inventions  of  the  adverse  parties,  for  the  reason  that  this 
motion  raises  no  question  not  involved  in  the  motion  relative  to 
Hewitt  and  Rogers'  right  to 'make  the  claims  in  issue,  except  the 
question  of  identity  of  meaning  of  the  issue  when  applied  to  the 
structures  of  the  respective  parties. 

The  decisions  of  the  Examiner  of  Interferences  are  affirmed. 


Ex  PARTE  Fleming. 

Decided  January  19,  1907. 
(126  O.  G..  2590.) 

1.  Petition — Amendment  Under   Rule  78. 

A  petition  for  the  entry  of  an  amendment  presented  under  Rule  78  after 
the  allowance  of  the  application  will  be  denied  where  the  amendment 
includes  claims  which  the  Examiner  In  his  report  upon  the  petition  states 
are  not  patentable. 

2.  Amendment  Under  Rule  78 — Discretion  of  Examiner. 

The  entry  of  claims  under  Rule  78  is  not  a  matter  of  right,  but  a  privi- 
lege allowed  applicants  where  claims  are  found  allowable  by  the  Examiner 
upon  such  consideration  of  the  case  as  he  may  deem  proper.  The  Exam- 
iner will  not  be  directed  to  consider  the  question  of  patentability  of  claims 
presented  after  his  report  upon  petition. 

Ox  Petition. 

ROLLER-BEARING. 

Messrs.  Hazard  d'  Harpham  and  Messrs.  Davis  cC*  Daris  for  the 
applicant. 

AixEX,  Commissioner: 

This  is  a  petition  for  the  entry  of  an  amendment  presented  under 
Rule  78  after  allowance  of  the  application. 

The  amendment  includes  claims  which  the  Examiner  in  his  report 
upon  the  petition  states  are  not  patentable.  The  Examiner  having 
reported  that  the  claims  are  not  patentable,  the  petition  must  Ik* 
denied.  A  review  of  the  Examiner's  position  upon  patentability 
can  not  be  undertaken  upon  petition  for  the  entry  of  claims  after 
allowance. 
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It  is  understood  that  the  Examiner  has  refused  to  consider  a  pro- 
posed amendment  and  argument  filed  after  the  entry  of  his  report 
upon  the  petition  and  that  an  order  is  desired  directing  consideration 
of  these  matters.  Entry  of  claims  under  Rule  78  is  not  a  matter  of 
right,  but  a  privilege  accorded  applicants  where  the  claims  are  found 
allowable  by  the  Examiner  upon  such  consideration  of  the  case  as  he 
may  deem  proper.  He  should  not  be  forced  to  consider  the  question 
of  patentability  upon  a  petition  of  this  kind.  The  time  for  amend- 
ment in  this  case  as  a  matter  of  right  has  expired.  No  hardship  or 
irreparable  injury  results  from  the  refusal  to  enter  the  claims,  as  the 
applicant  may  secure  consideration  of  the  same  as  a  matter  of  right 
by  forfeiture  and  renewal  of  his  application  or  by  abandoning  the 
same  in  favor  of  a  continuing  applicartion. 

The  petition  is  denied. 


The  Casey-Swasey  Company  v,  Eosenfield  Brothers  &  Company. 

Decided  October  15,  1906, 

(126  O.  G.,  2590.) 

1.  Trade- Mark   Interference — Nor  Res   Ad  judicata. 

The  appellants  took  no  testimony,  but  contend  that  the  rights  of  the 
respective  parties  are  res  adjudieata  by  reason  of  a  decision  of  the  appel- 
late conrt  of  Kentucky.  This  decision,  however,  is  not  of  record  in  this 
case.  The  judgment  of  the  court  was  neither  pleaded  nor  proved,  and  no 
certified  copy  of  the  decision  has  been  placed  in  evidence.  A  different 
record  from  that  filed  in  this  proceeding  was  before  the  court. 

2.  Same — Two  Interfering  Marks  Not  Entitled  to  Registration. 

Where  appellants  do  not  claim  to  be  the  first  to  adopt  and  use  the 
mark,  but  contend  that  they  have  as  good  a  right  to  the  mark  as  their 
opponent  and  that  the  mark  should  be  registered  to  both  parties  or  refused 
to  both.  Held  that  this  contention  is  inconsistent  with  the  provisions  of 
section  7  of  the  act  of  February  20,  1905. 

On  Appeal. 

TRADE-MARK    FOR    WHISKY. 

Mr.  A.  L.  Jackson  for  The  Casey-Swasey  Company. 
Mr.  A.  E.  Wallace  for  Rosenfield  Brothers  &  Company. 

MooRE,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences awarding  priority  of  adoption  and  use  to  The  Casey-Swasey 
Company  of  the  words  "  Kentuclcy  Comfort "  as  a  trade-mark  for 
whisky. 

The  Examiner  of  Interferences  held  that  the  testimony  in  behalf 
of  The  Casey-Swasey  Company  established  that  the  mark  in  issue 
was  adopted  by  The  Casey-Swasey  Company  not  later  than  1893 
and  has  been  in  continuous  use  since  its  adoption  by  this  firm  and  its 
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successors  and  that  as  this  date  is  prior  to  any  date  that  can  be 
awarded  Eosenfield  Brothers  &  Company  The  Casey- Swasey  Com- 
pany must  prevail.  This  finding  of  the  Examiner  of  Interferences 
is  believed  to  be  correct. 

The  senior  party,  Bosenfield  Brothers  &  Company,  took  no  testi- 
mony and  did  not  contest  the  interference  before  the  lower  tribunal. 
On  the  appeal,  however,  they  filed  a  brief  in  which  they  contend  that 
the  rights  of  the  respective  parties  to  the  proceeding  are  res  adjudi- 
cata  by  reason  of  a  decision  of  the  appellate  court  of  Kentucky, 
which  they  state  is  reported  in  104  Kentucky  Reports,  page  616. 
This  decision,  however,  is  not  a  matter  of  record  in  this  case.  The 
judgment  of  the  court  was  neither  pleaded  nor  proved,  and  no  cer- 
tified copy  of  this  decision  has  been  placed  in  evidence.  A  different 
record  from  that  filed  in  this  proceeding  was  before  the  court. 

According  to  appellants'  own  statement  as  to  the  nature  of  the 
court's  decision,  moreover,  it  does  not  appear  that  the  decision  of 
the  Examiner  of  Interferences  should  be  reversed.  They  do  not 
claim  to  be  the  first  to  adopt  and  use  the  mark,  but  they  contend  that 
they  have  as  good  a  right  to  the  mark  as  The  Casey-Swasey  Company 
and  that  the  mark  should  be  registered  to  both  parties  or  refused  to 
both.    They  state: 

It  l8  thoaght  by  this  appeUant  that  the  decision  of  the  Kentuelfy  court  of 
appeals  holding  both  parties  entitled  to  use  the  mark,  authorizes  the  honorable 
Commissioner  of  Patents,  under  section  7,  of  act  of  February  20,  1905,  to  order 
Its  registration  for  both  parties  so  as  to  enable  them  to  enforce  their  respective 
rights  ns  against  any  one  else  who  may  attempt,  at  any  time,  to  use  the  mark 
on  the  same  class  of  goods,  but  it  is  insisted  that  if  registration  is  refused  to 
one  party,  it  should  be  refnsed  to  both  under  the  same  section  of  law. 

Section  7  of  the  act  of  February  20,  1905,  however,  provides  for 
an  interference  proceeding  in  case  applications  are  filed  for  the  same 
or  interfering  marks,  and  states : 

The  Commissioner  ♦  ♦  ♦  may  refuse  to  register  both  of  two  interfering 
marks,  or  may  register  the  mark,  as  a  trade-mark,  for  the  person  first  to  adopt 
or  use  the  mark,  if  otherwise  entitled  to  register  the  same.    ♦    ♦    ♦ 

The  decision  of  the  Examiner  of  Interferences  is  found  to  be  in 
accord  with  the  evidence  of  record  and  is  therefore  affirmed. 


MiEL  V.  Young. 

Decided  October  29,  1906. 
(126  O.  G.,  2501.) 

1.    INTEBFEBENCE — RiOHT  TO  MAKE  CLAIM. 

A  party  cannot  be  deprived  of  the  right  to  make  a  clnlni  by  reason  of 
tbe  Ihct  that  his  structure  performs  some  function  in  addition  to  what  is 
caUed  for  by  the  claim. 
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2.  Same — Same — Limitation  of  Claim  by  Construction  Condemned. 

A  claim  made  by  a  patentee  Involveti  in  interference  with  an  applicant 
which  refers  broadly  to  reinforcing  means  should  not  be  limited  by  con- 
struction to  reinforcing  means  operating  in  a  specified  way  where  there  is 
nothing  in  the  record  to  show  that  such  a  limitation  is  necessary  to  render 
the  claim  patentable  over  the  prior  art,  and  where  it  Is  not  clear  that  the 
reinforcing  means  disclosed  by  the  applicant  does  not  operate  in  the  same 
way  as  that  disclosed  by  the  patentee. 

3.  Same — Same — One  Party  a  Patentee — Construction  of  Claim. 

The  fact  that  one  of  the  parties  to  an  interference  has  obtained  a 
patent  should  have  no  bearing  on  the  Interpretation  of  a  claim  in  issue  in 
determining  the  right  of  an  applicant  to  malse  such  claim.  If  the  terms 
of  the  claim  do  not  in  their  ordinary  meaning  define  the  invention  of  the 
patentee  as  he  wishes  to  have  it  defined,  he  may,  as  intimated  In  Andrews 
V.  Nilson,  (C.  D.,  1906,  717;  123  O.  G.,  1667,)  apply  for  a  reissue. 

Appeal  from  Examiners-in-Chief. 

STONE-SAW. 

Messrs.  Bartlett.  Brownell  cfe  Mitchell  for  Miel. 
Mr,  F,  G,  Dieterich  and  Messrs.  F.  G,  Dieterich  d*  Company  for 
Young. 

MooRE,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
reversing  the  decision  of  the  Examiner  of  Interferences  and  award- 
ing priority  of  invention  to  Miel. 

Miel  is  a  patentee.  His  application  was  filed  and  his  patent  issued 
during  the  pendency  of  Young's  application.  Upon  the  issuance  of 
Miel's  patent  Young  presented  in  his  application  a  claim  correspond- 
ing in  terms  to  claim  1  of  the  patent.  This  claim,  which  is  tte 
issue  of  the  interference,  reads  as  follows : 

In  a  stone-saw,  the  combination  of  a  saw-beam,  a  series  of  long  bearing- 
blades  carried  thereby,  and  removable  means  for  reinforcing  the  lower  ends 
of  the  blades  during  the  Initial  part  of  a  cutting  operation. 

Miel  filed  no  preliminary  statement,  and,  being  the  junior  party, 

an  order  to  show  cause  why  judgment  should  not  be  rendered  against 

him  was  issued.    Miel  thereupon  moved  that  the  interference  be 

dissolved  on  the  ground  that  there  was  no  interference  in  fact  and 

that  Young  had  no  right  to  make  the  claim  in  issue.     The  motion 

was  denied  on  both  grounds.    Miel  appealed  to  the  Commissioner 

from  that  part  of  the  Examiner's  decision  relative  to  the  question 

of  interference  in  fact;  but  it  was  held  that  there  was  no  reason 

he  contention  that  the  claims  had  different  meanings  in  the  ap- 

>ns  of  the  respective  parties.    The  Examiner  of  Interferences 

on  rendered  judgment  against  Miel,  and  the  latter  appealed 

Examiners-in-Chief.    He  based  his  appeal  on  the  contention 
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that  Young  had  no  right  to  make  the  claim  in  issue  and  that  the 
claim  had  different  meanings  in  the  cases  of  the  respective  parties. 
Before  discussing  the  question  at  issue  between  the  parties  it  will  be 
necessary  to  consider  the  structure  disclosed  in  their  applications. 

The  invention  in  issue  relates  to  means  for  supporting  the 
blades  of  stone-saws.  These  saws  consist  of  a  number  of  strips  of 
steel  projecting  perpendicularly  from  a*  saw-beam.  The  blades  in 
some  cases  are  several  feet  in  length.  The  sawing  is  effected  by  the 
ends  of  the  blades  forcing  an  abrasive  material  against  the  stone. 
Owing' to  the  great  length  of  the  blades  they  have  a  tendency  to 
vibrate;  but  after  they  have  entered  the  stone  they  are  prevented 
by  the  sides  of  the  kerf  from  vibrating  laterally. 

To  prevent  vibration,  Miel  shows  rigid  blocks  between  the  blades, 
the  blocks  being  notched  at  the  ends  to  receive  the  edges  of  the 
blades.  The  blocks  are  suspended  from  the  saw-beam  by  screw- 
threaded  bars  and  may  be  shifted  in  position  by  means  of  nuts 
on  the  rods.  As  the  sawing  progresses  it  is  necessary  either  to  re- 
move or  raise  the  blocks,  as  their  thickness  is  greater  than  the  width 
of  the  kerf  formed  by  the  saw.  In  his  specification  Miel  says  that 
he  may  taper  the  blades,  and  thus  draw  the  blocks  up  to  the  nar- 
rower portion  of  the  space  between  the  blades,  where  they  will  press 
upon  the  edges  of  the  blades  and  rigidly  unite  them. 

Young  unites  the  blades  of  his  saw  by  thin  strips  of  metal  having 
hooked  ends  which  pass  through  apertures  in  the  blades.  The  aper- 
tures are  perpendicular  to  the  faces  of  the  blades  with  the  exception 
of  a  slight  inclined  portion  at  one  end.  The  hooks  on  the  supporting 
members  correspond  in  form  with  the  apertures.  The  outer  sup- 
porting members  of  the  end  blades  are  threaded  and  provided  with 
a  nut,  by  means  of  which  all  of  the  supporting  members  may  be  put 
under  tension.  The  supporting-strips  are  thin  and  are  so  arranged 
that  they  can  enter  the  kerf  formed  by  the  saw. 

Miel  contends  that  the  supporting  member  shown  by  Young  is  not 
removable.  Upon  this  point  the  Examiners-in-Chief  state  that  it  is 
clear  that  the  reinforcing  devices  of  Young — 

are  not  the  readily-removable  reinforcing  means  of  the  Issue,  and  that  they  are 
not  Intended  to  be  removed  after  the  initial  cut  has  been  made  by  the  saw- 
blades,  and  furthermore  are  not,  because  of  the  fact  that  they  are  riveted  in 
place,  adapted  to  be  removed  after  the  Initial  part  of  the  cutting  operation  has 
been  completed. 

In  his  specification  Young  states  that  the  slots  in  the  blades  are 
slightly  beveled  to  receive  the  upset  or  rivet-over  portion  of  the 
inserted  strip  end.  This  language  has  reference  to  the  inclined  por- 
tion of  the  aperture  in  the  blade  referred  to  above.  From  the  use 
of  the  terms  "  upset  or  rivet -over ''  Miel  argues  that  the  connection 
is  a  permanent  one  and  that  the  means  for  reinforcing  the  lower  ends 
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of  the  blades  are  not,  as  specified  in  the  claim,  "  removable."    Young, 
however,  in  his  specification  states  that — 

the  blade  members  are  each  provided  with  several  of  the  slots  13  so  that  as  the 
blades  wear  down  the  strip-stays  12  may  be  moved  to  the  next  slot  higher. 

The  drawing  of  Young's  application  shows  that  the  strips  are  not 
riveted  to  the  blades  in  tha  sense  in  which  the  term  "  rivet "  is  ordi- 
narily used.  The  ends  of  the  strips  are  not  spread  or  upset  to  form 
a  head;  but  the  hooked  end  of  the  strip  is  merely  sprung  into  the 
correspondingly-shaped  slot  in  the  blade.  The  resiliency  of  the 
metal  would  doubtless  be  sufficient  to  permit  the  springs  to  be  forced 
into  the  slots  and  out  again.  As  no  permanent  connection  or  rivet- 
ing in  the  ordinary  sense  of  the  term  is  shown  and  as  Young  specific- 
ally states  that  the  strips  can  be  moved  from  one  position  to  another, 
it  cannot  be  held  that  he  has  no  right  to  make  the  claim  in  issue.  The 
fact  that  Young's  reinforcing  device  may  not  be  as  readily  removable 
as  Miel's  and  that  it  is  not  designed  to  be  removed  after  the  initial 
part  of  the  cutting  operation  is  completed  has  no  bearing  upon 
Young's  right  to  make  the  claim.  This  claim  merely  specifies  that 
the  device  shall  be  removable  and  is  in  no  way  limited  to  the  manner 
or  time  of  such  removal.  The  fact  that  Young's  reinforcing  means 
may  be  used  not  only  during  the  initial  part  of  the  cutting  operation, 
but  throughout  the  entire  operation,  does  not  deprive  him  of  the 
right  to  a  claim  to  "  means  for  reinforcing  the  lower  ends  of  the 
blades  during  the  initial  part  of  the  cutting  process."  A  party  can- 
not be  deprived  of  the  right  to  make  a  claim  by  reason  of  the  fact 
that  his  structure  does  not  only  what  the  claim  calls  for,  but  some- 
thing else  in  addition. 

The  Examiners-in-Chief  state  in  their  decision  that  as  the  claim 
was  originally  made  by  Micl  its  meaning  must  be  determined  from 
an  examination  of  his  patent.  Proceeding  upon  this  theory,  they 
have  laid  stress  upon  the  fact  that  Miel's  device  is  intended  to  be  re- 
moved after  the  initial  part  of  the  cutting  operation  is  completed. 
The  claim,  however,  is  silent  as  to  whether  the  reinforcing  means 
shall  be  removed  after  the  completion  of  the  initial  cutting  opera- 
tion, merely  specifying  that  it  shall  be  present  at  that  time.  Fur- 
thermore, Young,  if  he  so  desired,  might  remove  his  reinforcing 
means  at  this  juncture  instead  of  permitting  them  to  enter  the  kerf 
formed  by  the  saw. 

The  Examiners-in-Chief  in  support  of  their  ruling  that  Young 
has  no  right  to  make  the  claim  also  state  that  Miel's  device  is  de- 
signed to  prevent  the  blades  from  chattering  or  wabbling  laterally, 
while  Young's  structure  is  for  the  purpose  of  enabling  the  blades  of 
saw  "  to  stand  the  strain  of  their  work  " — that  is,  to  support  the 
longitudinally.    There  is  no  limitation  to  this  effect  in  the  claim, 
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which  refers  broadly  to  reinforcing  moans,  and  there  is  nothing  in 
the  record  to  show  that  such  a  limitation  is  necessary  to  render  the 
claim  patentable  over  the  prior  art.  Furthermore,  it  is  not  alto- 
gether clear  that  the  blades  would  not  be  supported  laterally  by 
Young's  device  as  fully  as  by  Miel's.  This  point,  however,  is  not 
important,  as  the  claim  contains  no  limitation  to  the  manner  in 
which  the  blades  are  supported.  Under  somewhat  similar  circum- 
stances the  following  language  was  used  in  the  case  of  Podlemh  and 
Podlesak  v.  Mclnnemey,  (C.  D.,  1906,  268;  123  O.  G.,  1989:) 

No  better  method  of  constrning  claims  is  perceived  than  to  give  them  in  each 
case  the  broadest  interpretation  which  they  will  support  without  straining  the 
language  in  which  they  are  couched.  This  method  would  seemingly  give  more 
uniform  and  satisfactory  results  than  are  obtained  by  methods  largely  in 
vogue — such,  for  example,  as  that  of  importing  limitations  from  the  specifica- 
tion according  to  the  exigencies  of  the  particular  situation  in  which  the  claim 
may  stand  at  a  given  moment. 

The  fact  that  Miel  is  a  patentee  should  have  no  bearing  upon  the 
interpretation  of  the  claim  in  issue.  If  the  terms  of  his  claim  do 
not  in  their  ordinary  and  natural  meaning  define  his  invention  as 
he  wishes  to  have  it  defined,  he  may,  as  intimated  in  Andrev)s  v. 
Nilsonj  (C.  D.,  1906,  717;  123  O.  G.,  1667,)  apply  for  a  reissue.  In 
that  case  the  Court  said : 

The  reasonable  presumption  is  that  an  inventor  intends  to  protect  his  inven- 
tion broadly,  and  consequently  the  courts  have  often  said  that  the  scope  of  a 
claim  should  not  be  restricted  beyond  the  fair  and  ordinary  meaning  of  the 
words,  save  for  tlie  purpose  of  saving  it.    ♦    ♦    ♦ 

The  senior  party  who  has  a  patent  may  not  be  heard  to  ask  that  his  claim 
be  rewritten  so  that  he  may  prevail  in  an  interference.  He  would  be  in  some- 
what better  position  had  his  patent  not  been  issued,  or  had  he  surrendered  it 
for  reissue. 

I  am  of  the  opinion  that  Young  has  fully  disclosed  the  invention 
defined  by  the  terms  of  the  interference  issue  and  when  those  terms 
are  taken  in  their  ordinary  and  commonly-accepted  meaning  and 
that  no  reason  exists  for  reading  into  the  issue  limitations  which 
are  not  contained  therein,  but  are  found  only  in  the  specification  of 
MiePs  patent. 

The  decision  of  the  Examiners-in-Chief  is  reversed. 


Browne  v,  Stroi  d. 

Decided  Fehruary  7,  VMl, 

(126  O.  G.,  3041.) 

8IXTICB — Petitions  and  Motions. 

All  petitions  and  motions  in  inter  partett  cases  must  be  accompanied  by 
pro^  <rf  lerTiee  or  by  copies  to  be  forwarded  by  tbe  Office. 
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On  Protest. 

TELEPHONY. 

Mr,  Charles  Neave  and  Messrs.  Mauro^  Cameron^  Lewis  <&  Massie 
for  Browne. 
Mr,  Oeorge  L,  Cragg  and  Messrs,  Bacon  <&  Milans  for  Stroud. 

Allen,  Commissioner: 

This  is  a  protest  by  Browne  against  the  action  of  Stroud  filing  a 
petition  in  the  above-entitled  interference  without  service  upon 
Browne  and  against  the  action  of  the  Office  entertaining  such  petition 
and  disposing  of  the  same  upon  its  merits. 

It  does  not  appear  that  protestant  has  any  objection  to  make  to  the 
decision  which  has  been  rendered  upon  the  petition.  This  protest 
might,  therefore,  be  dismissed  without  further  consideration.  It  ap- 
pears, however,  that  some  uncertainty  exists  as  to  the  proper  practice 
to  be  followed  in  the  matter  of  service  of  petitions  in  inter  partes 
cases,  and  advantage  will  therefore  be  taken  of  this  opportunity  to 
set  forth  a  definite  practice  to  be  followed  in  this  Office  in  such  cases. 

Hereafter  all  petitions  and  motions  in  inter  partes  cases  must  be 
accompanied  by  proper  evidence  of  service  upon  the  various  parties 
or  with  copies  to  be  forwarded  by  the  Office  to  such  parties.  Upon 
failure  to  comply  with  the  above  i-equirement  the  petition  or  motion 
will  not  be  set  down  for  hearing  or  receive  consideration  upon  its 
merits.  Exception  will  be  made,  however,  in  the  case  of  a  request  for 
rehearing,  which  request  will  be  considered  ex  parte. 

The  protest  is  dismissed. 


Ex  PARi'E  Hess. 

Decided  February  /,  1907. 

(120  O.  G.,  3041.) 

Abandonment  of  Application — Excuse  for  Delay. 

Confusion  upon  the  attorney's  docket  by  reason  of  Office  action  suggesting 
claims  for  interference  is  not  acceptable  as  a  showing  of  unavoidable  delay 
in  resiH)nding  to  the  prior  Office  action. 

On  Petition. 

BALL-BEARING. 

Mr,  Fenelon  B,  Brock  for  the  applicant. 

Allen  ,  Com  m  issioner : 

This  is  a  petition  that  the  application  be  held  not  abandoned  not- 
withstanding delay  bv  the  applicant  for  more  than  a  year  in  replying 
to  the  last  action  by  the  Office  upon  the  merits  of  the  application. 
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The  Office  action  upon  the  merits  is  dated  December  1,  1905.  On 
April  16, 1906,  the  Examiner  suggested  claims  for  the  purpose  of  in- 
terference proceedings.  No  reply  was  made  by  the  applicant  to  either 
action  until  December  24,  1906,  when  this  petition  and  the  accom- 
panying amendment  in  response  to  the  rejection  of  December  1, 1905, 
were  filed.  The  reason  for  the  delay  seems  to  have  been  confusion 
upon  the  attorney's  docket  of  the  dates  of  the  Office  actions  December 
1, 1905,  and  April  16,  1906,  the  attorney  assuming  that  he  had  a  year 
from  the  latter  date  for  his  action. 

This  reason  would  apply  to  any  case  in  which  the  Examiner  sug- 
gests claims  after  an  action  upon  the  merits  which  has  not  been  re- 
plied to  by  the  applicant.  Such  suggestion  of  claims  is  of  common 
occurrence,  and  it  must  be  held  to  be  the  duty  of  applicants  and  their 
attorneys  to  take  precautions  against  confusion  of  the  dates  of  the  two 
Office  letters.  It  would  seem  that  effective  precautions  might  readily 
be  devised.  Under  these  circumstances  the  delay  cannot  be  held  to 
have  been  unavoidable. 

The  petition  is  denied. 


Corey  v.  Eiseman  and  Misar. 

Decided  December  15,1906. 

(12C  O.  G.,  3421.) 
Testimony — Use  in  Second  Interference — Rule  157. 

Where  i\  was  denieil  the  privilege  of  Introducing  testimony  taken  In  his 
behalf  in  a  prior  interference  between  the  same  parties  in  view  of  the 
opposition  of  E.  and  M.  on  the  ground  that  they  were  not  represented  at 
the  taking  of  C/s  testimony,  a  motion  by  E.  and  M.  to  introduce  testimony 
taken  in  their  behalf  in  the  same  interference  should  not  be  granted  merely 
because  O.  was  represented  at  the  examination  of  their  witnesses. 

Appeal  on  Motion. 

AIR-BRAKE   CONTROLLER. 

Mr.  Albert  G.  Davis  for  Corey. 

Mr.  Charles  E.  Smith  for  Eiseman  and  Misar. 

• 

Allex,  Commissioner: 

This  is  an  appeal  by  Eiseman  and  Misar  from  the  decision  of  the 
Examiner  of  Interferences  denying  their  motion  that  testimony  taken 
in  their  behalf  in  a  prior  interference  between  the  same  parties  and 
the  same  applications  be  admitted  in  this  interference  under  the  pro- 
visions of  Rule  157. 

A  similar  motion  brought  by  Corey  was  denied  by  the  Examiner 
of  Interferences.  The  denial  of  that  motion  was  based  on  the  fact 
that  Eiseman  and  Misar  were  not  represented  at  the  taking  of  Corey's 
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testimony.  In  his  motion,  however,  Corey  offered  to  Eiseman  and 
Misar  the  pri\nlege  of  cross-examining  the  witnesses  whose  testimony 
he  wished  to  introduce.  Eiseman  and  Misar's  motion  now  under 
consideration  stands  upon  practically  the  same  basis  as  Corey's  pre- 
vious motion,  except  for  the  fact  that  Corey  was  represented  at  the 
examination  of  Eiseman  and  Misar's  witnesses.  Eiseman  and  Misar 
offer  in  their  motion  to  pei;mit  Corey  to  further  cross-examine  the 
witnesses,  if  he  desires  to  do  so.  Inasmuch  as  Eiseman  and  Misar 
opposed  the  grant  of  Corey's  motion,  it  does  not  seem  that  they  are 
in  a  good  p>osition  to  ask  that  their  motion  be  granted.  The  mere 
fact  that  Corey  was  represented  at  the  examination  of  Eiseman  and 
Misar's  witnesses  in  the  prior  interference  is  not  considered  sufficient 
to  justify  favorable  action  upon  the  present  motion  in  the  face  of 
Eiseman  and  Misar's  opposition  to  such  action  upon  Corey's  motion. 
The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex   PARTE    RciCHLING. 

Decided  December  IS,  1900, 

(126  O.  G.,  3421.) 

Issue — ^Withdrawal  from. 

Applications  will  not  be  withdrawn  from  issue  merely  for  the  purpose 
of  granting  the  applicant  more  time  than  is  i^ermitted  by  the  statute  for 
the  i)ayment  of  the  final  fee. 

On  Petition. 

MACHINE    FOR    MAKING    MOIJ>S    FOR    POUNDING,    WITH    DIRECT    AlB-raB88URE. 

M7\  Frank  V.  Krhsen  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  that  the  ahove-entitled  application  be  with- 
drawn from  issue  and  realiowed  upon  the  filing  of  a  certified  copy  of 
letters  testamentary. 

It  is  alleged  in  the  petition  that  the  applicant  died  recently,  that 
the  application  was  allowed  on  May  9, 1906.  and  that  as  the  executrix 
resides  in  Germany  it  will  be  inip<^sible  to  file  copies  of  letters  t&ta- 
mentary  prior  to  November  9,  when  the  six  months  allowed  by  law 
for  the  payment  of  the  final  fee  expire. 

The  withdrawal  of  the  application  from  issue  is  not  desired  for  the 
purpose  of  taking  any  action  therein,  but  merely  to  secure  more  time 
than  permitted  by  the  statute  for  the  payment  of  the  final  fee.  It  is 
not  thought  that  applications  should  be  withdrawn  from  issue  for 
this  purpose,  especially  in  view  of  the  fact  that  provision  has  been 
made  in  the  law  for  the  renewal  of  applications  upon  which  the  final 
fee  has  not  been  paid  within  the  time  prescribed  for  that  purpose. 

Petition  denied. 
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In  re  Setter. 

Decided  December  26,  1906. 

(126  O.  G..  3421.) 

PuBUC  Use — Proceedings  Instituted  Where  Applicant  Claims  Issue  of 
Interference  in  Which  He  is  Not  at  Present  Involved. 
Where  in  response  to  an  order  to  show  cause  why  publlc-nse  proceedings 
should  not  be  instituted  against  his  application  an  applicant  states  that  an 
interference  is  in  progress  involving  the  same  subject-matter  and  It  appears 
that  his  application  was  not  added  to  the  interference  by  reason  of  the 
progress  in  that  interference  already  made  when  his  application  was  filed, 
Held  that  public-use  proceedings  should  be  instituted,  as  a  finding  of  public 
use  applicable  to  this  application  would  cause  all  i)roceodings  upon  the 
applications  in  interference  and  this  application  to  terminate  with  the 
interference  now  pending. 

Ix  THE  Matter  of  the  protest  of  ceHain  parties  against  the  issue 
of  a  patent  to  Michael  Setter  and  the  request  that  public-use  pro- 
ceedings be  instituted. 

Meaars.  Bulkley  A  Duraml  for  Setter. 

J/r.  Charles  A,  Brown  for  Stromberg-Carlson  Telephone  Mfg. 
Co.,  protestant. 

Mr,  Curtis  B,  Camp  for  Kellogg  Switchboard  &  Supply  Co., 
protestant. 

Moore,  Acting  Commissioner: 

Upon  August  4,  1906,  an  order  was  issued  in  this  case  calling  upon 
the  applicant  Setter  to  show  cause  why  public-use  proceedings  should 
not  be  instituted  against  his  application.  In  response  thereto  it  has 
been  set  up  that  an  interference  is  in  progress  in  the  Office  involving 
the  same  subject-matter  which  is  alleged  to  have  been  in  public  use, 
and  it  is  urged  that  public-use  pi'oceedings  shoidd  not  be  instituted 
until  Setter  shall  have  had  an  opportunity  to  contest  with  the  pailies 
to  the  interference  or  with  the  party  who  shall  prevail  therein  the 
question  of  priority  of  invention.  It  is  understood  that  an  attempt 
was  made  to  have  the  Setter  application  included  in  the  interference, 
but  that  the  same  failed  by  reason  of  the  progress  which  had  already 
been  made  in  that  proceeding  when  this  application  was  filed. 

If  the  public-use  proceeding  is  instituted  now,  the  same  may  be 
carried  on  simultaneously  with  the  interference  proceeding,  and  it 
may  well  be  that  the  question  of  public  use  will  have  been  finally 
di.sposed  of  by  the  time  that  the  interference  is  concluded.  Indeed, 
it  is  possible  that  a  finding  of  public  use  applicable  to  the  Setter 
application  will  cause  all  proceedings  upon  the  applications  in  the 
interference  and  in  Setter's  application  to  terminate  with  the  inter- 
ference now  pending.  On  the  other  hand,  postponement  of  the  in- 
vestigation of  public  use  will  naturally  lead  to  a  new  interferervce.> 
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after  the  present  interference  shall  have  been  disposed  of,  between 
the  successful  party  therein  and  Setter,  with  the  possibility  of  public- 
use  proceedings  after  the  termination  of  such  second  interference.  It 
is  true  that  investigation  of  public  use  at  the  present  time  result- 
ing in  a  finding  against  Setter  will  preclude  a  contest  in  the  Patent 
Office  between  Setter  and  the  prevailing  party  to  the  interference 
upon  priority  and  may  result  in  the  grant  of  a  patent  to  one  who  is 
not  the  prior  inventor.  This  fact  is  not  believed  to  be  controlling, 
however,  in  the  present  case.  The  interest  of  the  public  and,  in 
general,  of  parties  in  an  early  termination  of  proceedings  in  the 
Patent  Office  and  an  early  issue  of  a  patent,  if  one  is  to  be  granted, 
outweigh  other  considerations  under  the  circumstances  of  the  pres- 
ent case  and  call  for  the  investigation  of  the  question  of  public  use 
without  further  delay.  In  reaching  this  conclusion  it  has  not  been 
necessary  to  consider  those  matters  submitted  by  the  protestants  to 
the  consideration  of  which  objection  was  made  by  the  applicant.  It 
is  not  deemed  expedient  or  proper  to  comply  with  the  request  of  the 
protestants  that  certain  limitations  be  imposed  in  this  order  upon  the 
scope  of  the  investigation  and  upon  the  effect  of  the  evidence  which 
may  be  adduced,  and  such  request  is  therefore  denied. 

It  is  directed  that  public-use  proceedings  be  instituted  without 
unnecessary  delay. 

DUKESMITH    r.    CORRINGTON    V.   TURNER. 

Decided  January  10,  1907. 

(126  O.  G.,  3422.) 

Jnterfebence — Motion  to  Dissolve — No  Appeal  from  Holding  that  Counts 

Have  Identical  Meaning. 

From  the  decision  of  tlie  Examiner  holding  that  there  is  interference 

in  fact  or  tliat  the  counts  of  the  issue  have  the  same  meaning  in  the  cases 

of  the  different  parties  no  appeal  is  permitted  under  the  provisions  of 

Rule   124. 

Appeal  on  Motion. 

FLUID-PRESSURE   BRAKE. 

Messrs.  Kay^  Totten  &  ^V inter  for  Dukesniith. 

Mr,  Murray  Corringtoii  pro  se. 

Mr.  Edward  A.   Wright  for  Turner. 

Allen,  Commissioner: 

This  is  an  appeal  by  Dukesmith  from  the  decision  of  the  Primary 
Examiner  denying  his  motion  to  dissolve  the  above-entitled  inter- 
ference on  the  ground  of  "  no  interference  in  fact." 
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From  the  decision  of  the  Examiner  holding  that  there  is  inter- 
ference in  fact  or  that  the  counts  of  the  issue  have  the  same  meaning 
in  the  cases  of  the  different  parties  no  appeal  is  permitted  under  the 
provision  of  Rule  124,  (amended  June  12, 1906,)  which  reads: 

No  appeal  will  be  permitted  from  a  decision  rendered  upon  motion  for  disso- 
lution affirming  the  patentability  of  a  claim  or  the  applicant's  right  to  make 
the  same  or  the  identity  of  meaning  of  counts  in  the  cases  of  different  parties. 

The  appeal  is  accordingly  dismiased. 


The  Albert  Dickinson  'Company  v,  Conklin. 

Decided  January  11,  1907, 

(126  O.  G.,  ;W22.) 

1.  Trade-Mark  Opposition — ^Amendment  Based  on  New  Grounds  Not  Per- 

missible. 
Where  the  notice  of  opposition  alleged  that  "  the  trade-mark  consists 
merely  of  the  word  *  King,'  without  any  distinctive  features,  is  merely  the 
name  of  an  individual,  and  its  registration  as  a  trade-mark  is  prohibited 
by  the  clause  (ft)  of  section  5  of  the  Trade-Mark  Act  of  February  20, 
1905,'*  and  the  opponent  desires  to  amend  by  adding  that  the  mark  is  not 
registrable  because  it  is  a  geographical  name  or  term.  Held  that  the  broad 
reference  to  clause  6  of  section  5  of  the  act  merely  conveys  the  idea  that 
in  this  part  of  the  act  is  to  be  found  the  prohibition  against  the  registra- 
tion of  names  of  individuals,  that  the  proposed  amendment  Is  based  on 
new  ground,  and  is  not  proper  subject-matter  for  an  amendment  filed 
after  the  expiration  of  the  thirty  days  prescribed  in  the  statute. 

2.  Same — General  Reference  Not  Sufficient. 

It  is  not  a  sufllcient  ground  for  a  notice  of  opi)osition  to  make  a  general 
reference  to  the  Trade-Mark  Act  or  to  some  part  thereof.  • 

Appeal  from  Examiner  of  Interferences. 

trade-mark  for  grass-seed. 

Messrs.  Munday^  Evarts^  Adcock  ct  Clarke  and  Mr.  H.  N.  Low  for 
The   Albert  Dickinson   Company. 
Messrs.  Munn  &  Go.  for  Conklin. 

Allen,  Commissioner: 

This  is  an  appeal  by  the  opponent,  The  Albert  Dickinson  Com- 
pany, from  the  decision  of  the  Examiner  of  Interferences  denying  a 
motion  for  leave  to  amend  the  notice  of  opposition. 

The  first  paragraph  of  the  notice  of  opposition  reads  as  follows : 
The  said  trade-mark  consists  merely  of  the  word  *'  King,"  without  any  dis- 
tiDctive  features,  is  merely  the  name  of  an  individual,  and  its  registration  as 
a  trade-mark  is  prohibited  by  the  clause  (6)  of  section  5  of  the  Trade-Mark 
Act  of  February  20,  1005. 
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The  opponent  now  desires  to  add  the  following  phrase  to  his  notice 
of  opposition: 

That  the  registry  of  the  alleged  trade-mark  sought  to  be  registered  woald 
be  illegal  because  the  word  '*King"  is  merely  a  geographical  uame  or  term, 
and  shall  not  bo  registered  under  the  terms  of  the  act  of  1905. 

It  is  contended  that  there  is  sufficient  foundation  for  this  amend- 
ment in  the  first  paragraph  of  the  original  notice  which  is  quoted 
above.  I  am  of  the  opinion,  however,  that  the  Examiner  of  Inter- 
ferences was  correct  in  holding  that  there  is  nothing  in  the  para- 
graph referred  to  to  indicate  that  the  opponent  desired  to  raise  any 
ground  of  opposition  other  than  that  the  word  "  King ''  is  non- 
registrable  for  the  reason  that  it  is  the  name  of  an  individual. 

The  broad  reference  to  clause  h  of  section  5  of  the  act  of  February 
20,  1905,  merely  conveys  the  idea  that  in  this  part  of  the  act  is  to  be 
found  the  prohibition  against  the  registration  of  names  of  indi- 
viduals. It  is  not  a  sufficient  groimd  for  a  notice  of  opposition  to 
make  a  general  reference  to  the  Trade-Mark  Act  or  to  some  part 
thereof,  even  if  that  reference  were  not,  as  in  the  present  case, 
coupled  with  other  words  indicating  a  ground  different  from  that 
which  is  subsequently  raised.  I  am  of  the  opinion  that  the  pro- 
posed amendment  to  the  notice  of  opposition  is  based  upon  a  new 
ground  and  is  not  therefore  proper  subject-matter  for  an  amendment 
filed  after  the  expiration  of  the  thirty  days  permitted  in  the  statute. 

The  decmon  of  the  Examiner  of  Interferences  is  affirmed. 


In  re  J.  (i.  B.  SlEGERT  &  HiJOS. 

DrcUlvil  January  //.  1007. 
(12i;  O.  G.,  342,1.) 

Trade-Marks— PrnLKATioN  in  Official  Gazettk. 

A  trade-mark  will  not  be  republished  merely  for  the  purpose  of  extending 
the  iJoriod  of  thirty  days  provided  by  statute  for  the  filing  of  opiiositlons. 

On  Petition. 

Mr,  Charles  S.  Jones  for  the  petitioner. 

A  LI.E N ,  Co  nun  /v.v i<nu  r: 

This  is  a  petition  that  the  trade-mark  of  Mifiniel  Bethencourt,  pub- 
lished in  the  Official  (tazette  of  September  25, 1906,  be  republished 
in  order  that  the  petitioner  may  have  time  in  which  to  execute  and 
forward  to  this  Office  a  notice  of  opposition. 

It  is  alleged  by  tlie  petitioners  attorney  that  the  petitioner,  Dr.- 
J.  G.  H.  8ie^ert-&  Ilijos,  n»sides  in  the  island  of  Trinidad,  and  the 
l)eriod  of  thirty  days  from  the  date  of  publication  is  not  sufficient 
for  the  preparation  of  the  opposition  papers  and  their  transmission 
to  and  from  the  island  of  Trinidad.    In  order  to  secure  additional 
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time  for  this  purpose,  the  petitioner  desires  to  have  the  trade-mark 
republished,  which  w,ould  have  the  effect  of  extending  for  another 
thirty  days  the  period  in  which  notices  of  opposition  may  be  filed. 
In  support  of  this  request  attention  is  directed  to  the  provision  of 
section  6  of  the  act  of  February  20,  1905,  that — 

the  Commissioner  shall  cause  the  mark  to  be  published  at  least  once  in  the 
OmciAL  Gazette  of  the  Patent  OflBce. 

It  is  contended  that  the  use  of  the  words  "  at  least  once  "  indi- 
cates that  where  it  becomes  necessary  under  peculiar  conditions, 
such  as  exist  in  this  case,  the  mark  may  be  republished.  The  lan- 
guage quoted  indicates,  as  contended,  that  in  certain  cases  the  mark 
may  be  republished.  The  fact,  however,  that  in  the  same  section  of 
the  statute  it  is  provided  that  notices  of  opposition  shall  be  filed 
within  thirty  days  of  the  date  of  publication  indicates  that  the 
authority  to  republish  a  mark  was  not  granted  for  the  purpose  of 
enabling  the  Commissioner  of  Patents  to  prolong  the  period  during 
which  notices  of  opposition  might  be  filed.  If  the  period  of  thirty 
days  had  been  considered  insufficient  for  the  purpose  indicated. 
Congress  would  undoubtedly  have  fixed  a  longer  period  or  would 
have  expressly  empowered  the  Commissioner  to  grant  an  extension 
thereof.  It  is  to  be  observed,  moreover,  that  the  petitioner  is  not 
dependent  solely  upon  opposition  proceedings  for  the  adjudication  of 
his  rights,  but  may  file  an  application  for  registration  and  secure  an 
interference  or  may  institute  cancelation  proceedings  after  the  regis- 
tration of  Bethencourt's  mark. 

The  petition  is  denied. 


Hanan  and  Gates  v.  Marshall. 

Decided  January  11,  1907. 

(126  O.  G.,  3423.) 

Appeal — Non-Appealable  Question — Appeal  Dismissed. 

Where  a  ruling  is  made  that  an  appeal  from  the  Examiner  of  Inter- 
ferences will  not  be  entertained  by  the  Commissioner  on  a  given  question, 
an  appeal  on  that  question  will  not  be  considered  even  though  filed  prior  to 
the  rendition  of  the  decision. 

Appeal  on  Motion. 

FOLDI  NO-  M  A'C  H I NE. 

Afr.  Nelson  W.  Howard  and  Mr,  A,  D,  Salinger  for  Hanan  and 
.Gates.     {Messrs.  Dodge  cf*  Sons  of  counsel.) 

Messrs.  Southgate  d*  Southgate  and  Messrs.  Davis  <&  Davis  for 
Karshall. 

90GG7— H.  Doc.  470,  eO-1 5 
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All£N,  Commissioner: 

This  is  an  appeal  by  Marshall  from  the  decision  of  the  Examiner 
of  Interferences  granting  Hanan  and  Grates's  motion  that  times  be 
set  for  taking  testimony. 

It  appears  from  the  record  that  Hanan  and  Gates  made  a  motion 
to  dissolve  on  the  groimd  that  there  is  no  interference  in  fact  be- 
tween Marshall  and  the  other  parties,  that  Marshall  has  no  right  to 
make  the  claims,  and  that  the  counts  are  unpatentable  if  construed 
broadly  enough  to  include  Marshall.  Since  the  filing  of  Marshall's 
appeal  it  has  been  decided  that  appeals  will  not  be  entertained  from 
the  decisions  of  the  Examiner  of  Interferences  on  motions  for  per- 
mission to  take  testimony  relative  to  questions  of  the  kind  raised  in 
this  case.  {Lowry  and  Cowley  v.  Spoon,  C.  D.,  1906,  381 ;  124  O.  G., 
1846.)  The  fact  that  the  present  appeal  was  filed  prior  to  the  ren- 
dering of  the  decision  referred  to  is  not  considered  a  sufficient  reason 
for  departing  from  the  rule  announced  in  that  decision. 

The  appeal  is  dismissed. 


Ex  PAKTE  BeNECKE. 

Decided  January  lU  1907. 

(126  O.  G.,  3423.) 

Appi.k'ation  Oath — Section  4S02,  IIeviskp  Statutes,  (^onstbited. 

Whore  an  applicant  is  not  a  citizen  of  any  country  and  so  alleges  in  his 
oath,  /[('hi  to  be  a  proiKir  compliance  with  the  re(iuirements  of  section  4892, 
Revi8(»d  Statutes,  and  that  this  section  should  not  be  construed  as  requiring 
citizenship  of  some  country  as  a  condition  precedent  to  the  grant  of  a 
patent. 

Ox  Petition. 

electrical  measuring  instrument. 

Messrfi.  Fischer  cf;  Sanders  and  Messrs,  Bacon  d*  Milans  for  the  ap- 
plicant. 

Allen  ,  Co  m  m  iss io n  e r : 

This  is  a  petition  from  the  refusal  of  the  Primary  Examiner  to 
accept  the  oath  forming  part  of  the  apj)lication.  It  appears  from  the 
record  that  in  the  oath  originally  filed  with  the  application  papers 
no  allegation  was  made  with  reference  to  the  applicant's  citizenship, 
the  omission  being  due,  according  to  applicant's  statement,  to  the 
fact  that  owing  to  his  prolonged  absence  from  his  native  country, 
Jermany,  he  has,  under  the  laws  of  that  country,  forfeited  his  status 
s  a  German  subject  and  has  never  become  a  citizen  of  the  United 
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States,  where  he  has  lived  since  his  departure  from  Germany.  Upon 
petition  from  the  Examiner's  objection  to  the  original  oath  it  was 
held  that  section  4892  of  the  Revised  Statutes  had  not  been  complied 
with  and  that  the  Office  had  no  authority  to  waive  the  requirement 
of  that  section  of  the  statute  that  applicants  for  patents  shall  state 
of  what  country  they  are  citizens.  Subsequently  to  the  rendering  of 
this  decision  the  applicant  filed  a  new  oath,  in  which  he  states  that 
he  is  not  a  citizen  of  any  country.  From  the  Examiner's  objection 
to  this  oath  the  present  petition  was  taken. 

Section  4886  of  the  Revised  Statutes  provides  that  any  person  hav- 
ing made  an  invention  as  therein  set  forth  may  obtain  a  patent  there- 
for. Reading  this  section  in  connection  with  section  4892,  I  am  of 
the  opinion  that  the  latter  section  should  not  be  construed  as  requir- 
ing citizenship  of  some  country  as  a  condition  precedent  to  the  grant 
of  a  patent.  The  original  oath  was  defective  for  the  reason  that  it 
c^ontained  no  allegation  whatever  regarding  citizenship.  The  oath 
now  on  file  sets  forth  the  true  state  of  facts  relative  to  the  question 
of  citizeaship  and  should  be  accepted  as  a  compliance  with  the  statute. 

The  petition  is  granted. 


Ex  PARTE  E.  C.  Atkins  &  Company. 

Decided  January  17,  190T, 

(126  O.  G.,  3424.) 

Tbaoe-Marks — Act  of  May  4,  11)06,  Construed. 

Section  1  of  the  act  of  May  4,  11)06,  amending  section  1  of  the  Trade- 
Mark  Act  of  February  20,  1906,  by  inserting  after  the  words  *'  a  description 
of  the  trade-mark  itself  "  the  words  **  only  when  needed  to  express  colors 
not  sliown  in  the  drawing,"  Is  construed  to  mean  that  the  drawing  should 
be  relied  upon  to  disclose  the  mark  and  that  a  description  of  the  mark 
should  be  |)ermitted  "only  when  needetl  to  express  colors  not  shown  in 
the  drawing." 

Same — Same. 

The  puriK)se  of  the  amendment  contained  in  section  1  of  the  act  of  May 
4,  l!X»f>,  is  to  make  tlie  registration  definite  by  limiting  it  to  the  disclosure 
in  the  drawing,  leaving  the  question  of  what  is  an  immaterial  variation  in 
the  mark  to  the  courts. 

Same — Same — ^Applies  to  Applications  Pending  at  Date  It  Became  Ej-fec- 

TIVE. 

The  fact  that  the  application  was  filed  under  the  former  statute  does  not 
excuse  the  applicant  from  comfilying  with  the  amended  statute,  since  the 
latter  makes  no  exception  of  applications  i)ending  at  the  date  it  became 
effective. 


(}H  i>r^UHU}}fH  or  tuk  r:oMMr.s8roxf:B  of  patents. 

On  F'KTfTroN. 

THAUryMAHK    FOR   8AW8. 

A/rAMfM,  lirndfnrd  (d  Hood  for  the  applicants. 

A  r if iK  M ,  (ImfmiiMtnfwr : 

TfiiK  IK  n  |w»tition  from  tlie  acrtion  of  the  Examiner  requiring  the 
v\\\\v{Ai\\U}\\  (roiu  iho.  nppliraiion  of  the  description  of  the  mark  and 
from  Ills  nwiiiiromont  iliat  the  class  of  merchandise  shall  conform  to 
flio  <'hiHsifirH<ioii  established  under  the  act  approved  May  4, 1906. 

Tlie  re<*ord  sliows  Mint  petiti(mers'  trade-mark  was  published  in 
Mie  Of-kkial  (l.A/riTK  of  May  15,  11K)0,  and  that  the  thirty  days 
nllowrd  for  (iliii^  o|)positions  expircMl  on  June  14,  1906.  If  the  mark 
hiid  fhi'U  licen  iuimediiitely  passed  for  registration,  it  would  have 
lipen  ip^iHleivd  on  tJuly  10,  MKM).  Since  the  mark  could  not  be  regis- 
ieriMl  liofiMT  .hily  I,  \\)i){\^  the  dale  on  which  the  act  approved  May  4, 
IIMMn  look  elFect,  ap|>licants  were  re(|uired  to  amend  their  application 
In  conform  to  Ihe  provisions  of  said  act  by  changing  the  class  of 
UHMchandise  to  read : 

riiiHH  L*0,  Tntlrry  m»t  hu'huhMl  in  (Mumh  (U,  niul  iMlKe-tiwIs — 

and  by  subs(i(u(in^  for  the  description  of  the  mark,  which  reads — 

UiVM  MiloptiHl  for  its  uMo  a  tradp-iiiark.  t»f  which  the  folhnvlng  Is  a  description: 
'I'ho  trademark  o^nHlnts  of  a  Kjkiu!»ol  coiuiH>stHl  of  the  letters  *'A  A  A" — 

the  statenuMit  - 

h«H  attoptetl  for  it><  \ij*o  tho  trailo mark  slioww  in  the  acvompauying  drawings. 

IViitionors  at  (he  heariii^  indicated  their  willingness  to  comply 
with  the  tiiNt  of  the  alH>vo  nMpiiivments  and  tileil  an  amendment  sub- 
stituting tho  title  of  the  class  sugp^sted  fv>r  thai  originally  g^ven. 

The  stWMul  txHpuivnuMU   of  the  Kxaminer  was  l^sed  on  the  act 
apptx^MHl  May  t»  UHV^  which  amondinl  s^vtion  1  of  the  act  of  Feb- 
ruarv  i^K  l:VV^.  l\v  ins^Mting  after  the  woixis — 
«   lUv^TUMion  of  tho  tnulo  nmrK   it>^Mf 
the  woixlv 

I\m  ix  ionoiN  coiuoi^i 
♦     •     ♦     \hi\\  '\  *v  ^r:.:o  .Mv  ,  tvir  ih:\i  :W  .;;:\cii,ni.v  '  .tv.:y  w1k»ii  need<>d  to  ex- 

:pM   v..    p>.si^i'\^v.\ .     ir.  oihov  \vo;%1n.   ;ho   •:»«    nHV4;i>  ;Iv  :i9inio  Jis  Tbongli  it 
jA  *?i^v,»v:pi«,v.  ,^;  \W  :";-,1o  rVi-.-V  'rs,''^.  ),•»••»    vt.'"  h-     •.•,>i.;  *.r;  oi.^x   whf*1l  needed 

1].  il.jv  ,s^:noM  ,>'.  |vi:i  ;*»iie*.^  srv  ',v^u^e^;  ;*  Iv  ii  error,  ll  is  not 
lh*Mis:f]u  \hu\  I  M.»>vi>)4^  .i;cn;*o:.  o1  i\«.c'x>*^  '■  J.i'.'cn.'iiur  ihe  ^^JiTme 
to  K>svo  ii  o]M)onM}  vnh  \hc  spnlK^ftTii  vbeiho:  ),;>  npplioMnan  :ishouId 
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contain  a  description  of  the  trade-mark.  On  the  contrary,  I  believe 
it  was  the  intention  that  the  drawing  should  be  relied  upon  to  disclose 
the  mark  and  that  a  description  of  the  mark  should  be  permitted 
•*oiily  when  needed  to  express  colors  not  shown  in  the  drawing." 
The  language  of  the  amended  section  appears  to  be  clear  and  definite, 
while  applicants'  interpretation  requiras  a  strained  construction. 

It  is  understood  that  the  purpose  of  this  amendment  is  to  make 
the  registration  definite  by  limiting  it  to  the  disclosure  in  the  draw- 
ing, leaving  the  question  of  what  is  an  immaterial  variation  in  the 
mark  to  the  courts.  It  thus  appears  that  the  object  of  the  amended 
statute  is  to  prevent  just  such  an  apparently  indefinite  extension  of 
the  scope  of  the  registered  mark  by  a  generic  description  as  the  peti- 
tioners contend  for.  In  view  of  this  interpretation  of  the  statute 
there  is  no  error  in  the  requirement  of  the  Examiner.  The  fact  that 
the  application  was  filed  under  the  former  statute  does  not  excuse 
petitioners  from  complying  with  the  amended  statute.  On  account 
of  the  thirty  days  allowed  by  section  6  of  the  act  of  February  20, 1906, 
for  the  filing  of  notices  of  opposition  after  publication  in  the  Official 
Gazette  it  was  impossible  to  register  petitioners'  mark  until  after 
the  statute  went  into  effect  on  July  1,  1906,  and  the  amended  statute 
makes  no  exception  of  applications  pending  at  the  date  it  became 
effective. 

The  petition  is  denied. 


A.  A.  BosENBiSH  &  Company  v.  The  Rose  Shoe  Manufacturing 

Company. 

Decided  May  26,  J906, 

(127  O.  G.,  391.) 

Teade-Mabk  Interference — Priority — (Credibility  of  Testimony. 

Where  the  testimony  presented  In  behalf  of  both  the  opposing  parties  is 
subject  to  uncertainty,  the  testimony  of  Rosenbush  concerning  the  adop- 
tion of  the  mark  in  1895  or  18J)G,  which  Is  supi)orted  by  the  testimony  of 
his  former  jmrtner,  licvle,  is  entitled  to  as  great  weight  as  the  testimony  of 
a  single  disinterested  witness  testifying  from  his  nnnidetl  memory  concern- 
ing tlie  adoption  of  the  mark  by  The  Kose  Shoe  Manufacturing  Company 
nearly  eight  years  after  the  event. 

On  Appeal. 

trade-mark  for  roots  and  shoes. 

Messrs.  Noyes  <&  Ilarriman  and  Mr.  Howard  A.  Cootnhs  for  A.  A. 
Rosenbush  &  Company. 
ifr.  C.  T.  Belt  for  The  Rose  Shoe  Manufacturing  ( -ompany. 
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^Vllen,  Commissioner: 

This  is  an  appeal  by  A.  A.  Kosenbush  &  Company  from  the  de- 
cision of  the  Examiner  of  Interferences  awarding  priority  of  adop- 
tion and  use  of  the  trade-mark  in  issue  to  The  Kose  Shoe  Manufac- 
turing Company. 

The  issue  is  the  word  "  Rose  "  as  a  trade-mark  for  shoes.  The  Rose 
Shoe  Manufacturing  Company  registered  this  mark  on  July  21, 1905. 
The  application  of  A.  A.  Rosenbush  &  Company  was  filed  <m  July  22, 
1905.  The  date  of  adoption  and  use  alleged  in  the  statement  of  The 
Rose  Shoe  Manufacturing  Company  is  1900.  The  statement  of  A.  A. 
Rosenbush  &  Company  alleges  adoption  and  use  in  1891.  The  Exam- 
iner of  Interferences  found  that  The  Rose  Shoe  Manufacturing  Com- 
pany have  established  adoption  and  use  in  and  from  the  spring  of 
1898  at  least  and  that  A.  A.  Rosenbush  &  Company  have  established 
adoption  aqd  use  in  and  from  the  spring  of  1899  and  no  earlier.  He 
therefore  decided  the  case  in  favor  of  The  Rose  Shoe  Manufacturing 
Company. 

The  Rose  Shoe  Manufacturing  Company  took  depositions  of  seven 
persons.  The  depositions  of  Bartold  and  Muckle  are  of  no  assist- 
ance in  determining  when  the  mark  was  adopted  and  used.  Nissen 
refers  to  the  date  1892;  but  it  is  not  clear  that  he  meant  to  testify 
to  use  of  the  trade-mark  "  Rose ''  at  that  time.  (Record  of  The 
Rose  Shoe  Manufacturing  Company,  p.  15,  Qs.  18-17.)  His  answer 
to  question  19  indicates  that  the  first  use  of  the  mark  within  his 
knowledge  was  not  long  prior  to  1900.  Leckinger  testifies  that  he 
has  bought  shoes  from  The  Rose  Shoe  Manufacturing  Company  and 
from  their  predecessor  for  the  past  nineteen  years.  When  asked 
what  trade-mark  was  associated  with  these  shoes,  he  answered 
"  Rose."  (Pp.  8-9,  Qs.  G-8,  13,  14,  and  16.)  I  cannot  gather  from 
the  testimony  that  this  witness  meant  to  state  that  the  trade-mark 
"  Rose ''  was  used  in  1886  or  at  any  other  definite  date  subsequent 
thereto.  The  testimony  of  Levis  is  likewise  unsatisfactory.  He  has 
made  boxes  and  printed  labels  for  The  Rose  Shoe  !ilanufacturing 
Company  since  1896.  (Pp.  7  and  8,  Qs.  4,  6,  and  10.)  He  was  asked 
what  the  firm-name  was  in  1896  and  after  answering  was  asked  and 
answered : 

Q.  8.  I  hand  you  three  (3)  cartons  bearing  the  word  "Rose"  and  ask  yoo 
if  these  are  some  of  the  boxes  you  have  nmde  and  labels  you  have  printed  as 
referred  to  in  your  preceding  answer V  (Cartons  referretl  to  produced  in  evi- 
dence and  markwl  "Exhibit  A/') 

A.  They  are. 

Q.  9.  Have  you  continuously  niade  these  l>oxes  and  printed  these  labels? 

A.  I  have. 

Q.  10.  Since  when? 

\.  I  have  made  the  box  for  the  '*  Rose  "  shoes  since  1896. 

rhe  witness  may  have  intended  to  testify  that  boxes  bearing  the 
ide-mark  "  Rose  "  were  made  in  1896 ;  but  it  is  not  at  all  certain 
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that  such  is  the  case.  The  propositions  are  wholly  statements  by 
counsel,  and  it  is  not  clear  as  to  just  what  the  witness  was  assenting. 
The  testimony  of  all  of  these  witnesses  is  insufficient  to  fix  any  date 
early  enough  to  avail  in  this  proceeding.  This  is  especially  true  in 
view  of  the  fact  that  the  dates  which  The  Rose  Shoe  Manufacturing 
Company  seeks  to  establish  are  long  prior  to  the  date  set  up  in  the 
statement  of  their  registration.  As  was  pointed  out  by  the  Exam- 
iner of  Interferences  on  the  authority  of  The  Gem  Cutlery  Company 
V.  Leach  (C.  D.,  1905,  58;  114  O.  G.,  2089,)  a  trade-mark  applicant 
may  prove  an  earlier  date  of  adoption  and  use  than  that  alleged  in 
his  statement;  but  to  avail  him  such  proof  must  be  clear  and  con- 
vincing. 

The  testimony  of  Hooker  and  Prusick  is  more  satisfactory.  The 
former  testifies  that  the  mark  was  used  by  The  Rose  Shoe  Manufac- 
turing Company  and  its  predecessors  from  before  early  in  1899,  when 
a  change  was  made  in  the  name  of  the  company.  The  latter,  who  is 
a  shoe  dealer,  asserts  that  he  has  bought  shoes  from  The  Rose  Shoe 
Manufacturing  Company  and  their  predecessors  continuously  since 
May,  1898,  bearing  the  trade-mark  "  Rose."  (P.  25,  Qs.  7-13.)  It 
is  not  apparent  how  he  fixes  the  date ;  but  he  is  a  disinterested  wit- 
ness, and  his  testimony,  so  far  as  appears,  is  worthy  of  belief.  It  is 
not  important  whether  the  date  fixed  is  correct  within  several  months, 
and  there  are  no  unquestioned  facts  or  circumstances  which  justify 
disregard  of  what  he  says.  It  is  concluded,  therefore,  that  the 
Examiner  of  Interferences  correctly  held  that  The  Rose  Shoe  Manu- 
facturing Company  is  entitled  to  a  date  of  adoption  and  use  as  early 
as  1898;  but  it  is  further  concluded  that  this  company  is  not  en- 
titled to  any  earlier  date. 

The  case  of  A.  A.  Rosenbush  &  Company  as  to  a  date  prior  to 
April  or  May,  1898,  rests  on  the  testimony  of  Rosenbush  and  Levie. 
Rosenbush  testified  in  part  as  follows: 

Q.  r>.  When  did  you  go  into  business  on  your  own  account  V 

A.  On  August  Ist,  1804.  I  went  into  iwirtnersliip  in  tlie  wholesiile  boot  and 
shcH*  I)n8ines8  in  Chicago,  flrni-nanie  being  Goldsmith,  RosiMibusli  &  Levie. 

Q.  0.  What  were  the  names  of  your  partners? 

A.  Samuel  Goldsmith  and  Jerome  M.  Levie. 

Q.  H.  How  long  did  this  partnership  continue? 

A.  This  partnership  continued  until  December  15,  181)8. 

Q.  10.  When  you  started  in  business  in  1804  did  you  immediately  begin  to 
sell  8ho<»s? 

A.  Yes,  sir. 

Q.  IL  Wliat  trade-marks,  if  any,  did  you  use  upon  the  shoes  sold  by  your 
concern? 

A.  We  used  the  word   **  Rose." 

Q.  14.  Now.  will  you  state  as  nearly  ns  iK)ssil>le  to  date  whtMi  you  first  sold 
shoes  bearing  this  "Rose"   trade-ma rkV 

A.  The  spring  of  1805. 
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Q.  15.  You  are  unable  to  fix  the  date  any  nearer  at  the  presait  time? 

A.  Yes,  sir. 

Q.  IS.  How  much  did  you  use  this  trade-mark  while  your  concern  was  doing 
business  at  Chicaji^o? 

A.  We  used  it  continuously  from  spring  of  1)5  to  the  spring  of  '98. 

Q.  19.  State  when,  as  nearly  as  you  can  remember,  the  last  shipment  of 
shoes  was  made  bearing  this  trade-nuirk  by  the  concern  of  which  you  were  a 
member? 

A.  About  November  of  1898. 

Levie  testifies  in  part  as  follows: 

Q.  7.  What  was  the  business  of  Goldsmith,  Rosenbush  ft  Levie? 

A.  Jobbing  shoes. 

Q.  8.  How  long  did  this  partnership  continue? 

A.  About  four  and  one-half  years. 

Q.  9.  You  commenced  then,  in  August,  1894? 

A.  Yes. 

Q.  11.  State  whether  or  not  Croldsmith.  Rosenbush  ft  Levie  used  any  trade- 
marks upon  the  shoes  sold  by  them? 

A.  Some. 

Q.  12.  What  trade-mark  did  they  use? 

A.  Well,  we  used  the  name  "Waddell"  used  the  name  "Rose"  and  several 
others. 

Q.  14.  When  did  you  first  start  to  use  the  name  "Rose'*  on  the  shoes  sold 
by  this  firm? 

A.  Can*t  tell  exactly — ^liaven*t  any  data  to  go  by.  It  was  between  1891  and 
1898. 

Q.  15.  Could  you  tell  whether  it  was  nearer  1S94  than  1898? 

A.  Well,  yes,  it  was  about  a  year, or  a  year  and  a  half  after  we  started  in 
business. 

Both  Rosenbush  and  Levie  give  the  names  of  a  number  of  dealers 
to  whom  their  firm  sold  shoes  bearing  the  trade-mark  in  issue.  It 
appears  that  the  firm  of  Goldsmith,  Rosenbush  &  Levie  went  out  of 
business  in  December  of  1898.  It  is  regarded  as  satisfactorily  estab- 
lished that  A.  A.  Rosenbush  &  Company  are  the  successors  of  that 
firm  and  that  they  acquired  whatever  rights  the  prior  firm  may  have 
had  in  the  trade-mark  in  issue.  I  reganl  the  testimony  of  Rosen- 
bush and  Levie  as  sufficient  to  establish  adoption  of  the  mark  in 
issue  by  the  predecessor  of  A.  A.  Rosenbush  &  Company  prior  to 
April,  1898,  the  earliest  date  which  the  evidence  will  support  for  The 
Rose  Shoe  Manufacturing  Company. 

It  is  true  of  the  testimony  of  Rosenbush  and  Levie,  as  it  is  of  that 
of  Rooker  and  Prusick,  that  the  witnesses  are  testifying  long  after 
the  event  and  that  the  dates  ai*e  not  fixed  by  one  scrap  of  physical 
evidence,  and  it  is  also  true  in  each  case  that  one  of  the  two  witnesses 
is  interested.  Yet  with  Rosenl>ush  and  Levie,  as  has  l^een  stated  of 
Prusick,  I  find  no  good  reason  to  doubt  their  veracity  or  believe  that 
they  were  mistaken  as  to  the  dates  and  facts  which  they  all^e.    The 
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Examiner  of  Interferences  rejected  their  testimony  for  the  following 
reasons: 

The  fact  that  KosenbUBh  does  not  remember  whether  or  not  any  of  the  shoes 
purchased  from  Goldsmith,  Rosenbush  &  liCvie  and  sold  after  he  had  removed 
to  Boston  bore  the  trade-mark  "  Rose,"  when  taken  In  connection  with  Levie's 
testimony  on  cross-examination,  that  many  marks  were  adopted  by  this  firm 
and  abandoned  (I-.evie,  X-Q.  2),  and  the  inconsistent  statements  of  Rosenbush 
and  I^vie  as  to  the  date  of  adoption  of  the  trade-mark  "  Rose,"  and  their  con- 
tradictory statements  as  to  the  kind  of  shoos  upon  which  this  trade-mark  was 
useil,  renders  the  testimony  insufficient  to  satisfactorily  establish  its  use  prior 
to  its  adoption  by  the  firm  of  A.  A.  Rosenbush  &  Co.,  as  will  hereinafter  appear. 

WTiether  the  shoes  shipped  to  Boston  bore  the  trade-mark  in  issue 
seems  to  me  to  be  of  no  consequence  here,  nor  do  I  find  in  the  pro- 
fessed inability  of  Rosenbush  to  remember  the  fact  an  indication  that 
his  memory  is  unreliable  as  to  the  facts  which  he  does  profess  to 
remember,  and  the  same  reasoning  applies  to  Levie's  admission  that 
several  marks  were  abandoned  It  does  not,  in  my  ophiion,  mate- 
rially weaken  his  assertion  that  the  use  of  the  mark  "  Rose  "  was  con- 
tinuous. The  slight  discrepancy  as  to  the  kinds  of  shoes  upon  which 
(he  marks  were  used  is  also  regarded  as  inconsequential.  The  fact 
is  not  relevant,  and  Levie  practically  admitted  an  uncertainty  as  to 
the  same,  which  does  not  appear  to  be  remarkable.  The  difference 
in  the  dates  of  adoption  fixed  by  the  two  witnesses  is  more  serious. 
Nevertheless,  their  testimony  taken  as  a  whole  convinces  me  that  in 
all  probability  the  firm  of  Goldsmith,  Rosenbush  &  Levie  adopted 
the  mark  some  time  in  the  years  1895  or  1896,  and  in  any  event  prior 
to  The  Rose  Shoe  Manufacturing  Company's  date  of  April  or  May  of 
1898.  I  am  particularly  well  satisfied  in  basing  my  decision  on  the 
probable  use  of  the  mark  by  Goldsmith,  Rosenbush  &  Levie  in  1895 
or  1896  by  reason  of  the  fact  that  The  Rose  Shoe  Manufacturing 
Company's  date  of  April  or  May,  1898,  is  subject  to  uncertainty  to  at 
least  the  same  extent,  being  fixed  by  a  single  witness  testifying  nearly 
eight  years  after  the  event  and,  so  far  as  appears,  from  his  unaided 
memory. 

The  decision  of  the  Examiner  of  Interferences  w  revei^sed,,  and  pri- 
ority of  adoption  and  use  is  awarded  to  A.  A.  Rosenbush  &  Company. 


FUNKE  V.   BaIJ)WIN. 

Decided  January  10,  1901, 

(127  O.  G.,  392.) 

1.  Trade-Marks — Cancelation  of  Kegistbation — Section  1.3  of  Act  of  1905 
Construed. 
Section  1.3  of  the  act  of  1905,  providing  for  the  cancelation  of  trade-mark 
registrations,  applies  only  to  those  registrations  made  under  that  act. 
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2.  Same — Same — Same — Not  Applicable  to  Registrations  Under  Acts  or  1881 
AND  1882. 
By  section  30  of  the  act  of  1905  all  legislation  inconsistent  with  the  provi- 
sions of  the  act  of  1905  is  repealed  except  the  Trade-Marli  Acts  of  1881  and 
1882  in  their  application  to  registrations  made  thereunder.  The  acts  of 
1881  and  1882  are  to  stand,  so  far  as  registrations  made  theremider  are 
concerned,  whether  consistent  with  the  act  of  1905  or  otherwise. 

Appeal  from  Examiner  of  Interferences. 

TRADE- MARK    FOR  LAMPS. 

Mr.  Grafton  L,  McGill  for  Funke. 
Messrs.  Kerr^  Paige  cf'  Cooper  for  Baldwin. 

Allen,  Commissioner: 

This  in  an  appeal  from  a  decision  of  the  Examiner  of  Interferences 
denying  an  application  for  cancelation  of  the  registration  of  a  trade- 
mark. 

The  registration  is  one  under  the  Trade-Mark  Act  of  1881.  The 
application  for  cancelation  is  made  under  section  13  of  the  Trade- 
Mark  Act  of  February  20,  1905.  The  Examiner  of  Interferences 
refused  cancelation  on  the  ground  that  the  provisions  for  cancelation 
of  registration  found  in  the  act  of  1905  do  not  apply  to  registrations 
under  the  act  of  1881  and  that  the  Office  is  without  other  authority 
to  cancel  the  registration  of  a  trade-mark. 

The  conclusion  of  the  Examiner  of  Interferences  is  believed  to  be 
correct. 

The  issue  of  a  certificate  of  registration  under  the  act  of  1905  for 
a  definite  period  is  by  the  act  made  subject  to  the  possibility  that  the 
Commissioner  of  Patents  may  cancel  the  registration  before  the  expi- 
ration of  this  period.  Such  a  cancelation  will  undoubtedly  com- 
pletely destroy  all  effect  of  the  registration.  The  right  to  sue  and 
prima  facie  evidence  of  ownership  which  the  registration  represented 
will  no  longer  exist.  Certificates  of  registration  under  the  act  of 
1881  were  issued  for  a  period  which  when  those  certificates  were 
issued  was  not  terminable  by  any  act  of  the  Commissioner  of  Patents. 
He  might  reregister  the  same  mark  to  another  party  and  issue  a  new 
certificate  thereon,  but  the  old  registration  and  certificate  would 
remain  in  force,  representing  the  same  right  to  sue  and  the  same 
prima  facie  evidence  of  ownership  as  when  first  issued.  Neither  were 
registrations  under  the  act  of  1881  terminated  b}'^  adverse  decisions 
in  the  courts  upon  the  supposed  trade-mark  rights  which  they  repre- 
sented. The  right  to  sue  and  to  assert  as  pj'ima  facie  evidence  of 
wnership  remained  inherent  in  the  registration  until  the  end  of  the 

Briod  for  which  it  was  issued,  notwithstanding  and  such  decisions 

hich  might  be  rendered. 
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The  question  which  is  now  presented  is  whether  section  13  of  the 
act  of  1905,  providing  in  general  terms  for  the  cancelation  of  trade- 
mark registrations,  authorizes  in  the  case  of  registration  under  the 
act  of  1881  curtailment  of  the  period  for  which  the  earlier  act  pro- 
vided that  such  registrations  should  represent  a  right  to  sue  and 
should  be  pnma  facie  evidence  of  ownership  of  a  trade-mark. 

The  answer  to  this  question  is  believed  to  be  found  in  section  80  of 
the  act  of  1905,  providing  as  follows: 

Sec.  30.  That  this  act  shaU  be  in  force  and  talce  effect  April  first,  nineteen 
hundred  and  five.  All  acts  and  parts  of  nets  inconsistent  with  this  act  are 
hereby  repealed  except  so  far  as  the  same  may  apply  to  certificates  of  registra- 
tion issued  under  the  act  of  Congress  api)roved  March  third,  eighteen  hundred 
and  eighty-one,  entitled  **An  act  to  authorize  the  registration  of  trade-marks  and 
protect  the  same,"  or  under  the  act  ai)i)roved  August  fifth,  eiglitetm  hundred  and 
eighty-two,  entitled  "An  act  relating  to  the  registration  of  trade-marks." 

All  legislation  inconsistent  with  the  provisions  of  the  act  of  1905  is 
repealed  except  the  Trade-Mark  Acts  of  1881  and  1882  in  their  appli- 
cation to 'registrations  made  thereunder.  The  acts  of  1881  and  1882 
are  to  stand,  so  far  as  registrations  made  thereunder  are  concerned, 
whether  consistent  with  the  act  of  1905  or  otherwise.  The  intention 
of  Congress  as  gathered  from  this  is  that  as  to  registrations  under  the 
act  of  1881  the  provisions  and  conditions  of  those  acts  only  are  to 
apply  and  that  the  act  of  1905,  except  as  it  duplicates  the  provisions 
of  the  earlier  acts,  applies  only  to  registrations  which  shall  be  made 
under  it.  It  is  concluded,  therefore,  that  section  V^  of  the  act  of  1905, 
providing  for  the  cancelation  of  trade-mark  registrations,  applies 
only  to  those  registrations  made  under  that  act. 

Of  the  many  arguments  advanced  by  the  appellant  it  is  only  neces- 
sary to  refer  here  to  that  alleging  an  express  distinction  in  the  present 
trade-mark  statute  of  those  sections  which  appl}'  only  to  registrations 
under  it,  leaving  the  remaining  sections,  including  section  13  upon 
cancelation,  applicable  to  all  registrations.  The  phrase  "  trade- 
marks registered  under  this  act"  appeal's  in  sections  17,  18,  19,  and  20 
of  the  act  of  1905,  and  from  this  the  appellant  infers  that  the  remain- 
ing sections  are  applicable  to  registrations  under  either  act.  This  in- 
ference, however,  is  believed  to  be  unwarranted,  for  the  reason  that 
the  phrase  in  question  appears  to  be  used  merely  to  distinguish  those 
suits  brought  upon  registrations  under  the  statute  from  those  which 
may  be  brought  upon  State  registrations  or  upon  comnum-law  rights. 

The  decision  of  the  Examiner  of  Interferences  denying  the  appli- 
cation of  Funke  for  the  cancelation  of  trade-mark  registration  of 
Baldwin,  No.  39,885,  of  March  3,  1903,  in  afiirmed. 
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Ex  PARTE  Barrett  and  Alter. 
Decided  January  15, 1907. 

(127  O.  G.,  847.) 

1.  Application,  Joint — Prosecution  of  by  One  Applicant  Whebe  CJoapplicant 

Refuses  to  Act. 
Where  one  of  two  Joint  inventors  seelcs  to  cause  the  abandonment  of 
their  application  by  preventing  amendment  thereof,  claiming  that  he  is  a 
sole  inventor,  and  also  files  a  written  abandonment  of  the  application.  Held 
that  permission  will  be  given  to  the  coinventor  to  prosecute  the  application 
through  an  attorney  of  his  own  selection. 

2.  Attorneys — ^Appointment  of  by  One  of  Two  Joint  Applicants. 

Where  the  attorneys  for  joint  applicants  are  prevented  from  amending 
the  application  by  one  of  the  joint  inventors,  who  in  order  to  cause  the 
case  to  become  abandoned  also  refuses  to  permit  them  to  give  an  associate 
iwwer  of  attoniey  to  an  attorney  of  the  other  joint  applicant's  selection. 
Held  that  an  attorney  appointed  by  the  coinventor  will  be  permitted  to 
prosecute  the  application. 

3.  Abandonment  of  Application — Must  Be  Signed  by  All  Joint  Inventors. 

Where  one  coapplicant  does  not  join  in  the  written  abandonment  of  an 
application,  it  can  be  given  no  effect. 

On  Motion. 

CONVERTIBLE  CUSHIONED  AND   NON-CUSHIONED  SEAT. 

Messrs.  Poole  cC  Brown  for  the  applicants. 

Allen,  Commissioner: 

This  case  comes  l)efore  me  on  motion  by  Lute  S.  Alter,  one  of  the 
joint  applicants,  that  he  l>e  permitted,  through  his  attorney,  John  H. 
McElmy,  to  amend  the  joint  application  above  entitled.  The  mo- 
tion is  accompanied  by  a  proposed  amendment  filed  on  October  31, 
1900. 

It  appeai-s  from  the  reconl  that  the  last  official  action  was  made  on 
Novemlxn*  11,  1S>05.  No  action  has  l>een  taken  by  the  applicant  since 
that  time  exa^pt  the  filing  of  the  proposed  amendment  referred  to 
alx)ve.  If  this  amendment  was  not  a  proper  action  imder  the  law, 
the  application  must  In*  oimsidered  as  having  become  abandoned  on 
NovemU^r  11,  It>Ot>.  At  the  time  of  executing  their  application  the 
joint  invenloiN  apjwinted  the  meml>ers  of  the  firm  of  Poole  &  Brown 
their  attorneys.  In  an  affidavit  in  sup|)ort  of  the  motion  Alter  states 
thai  he  has  learned  that  Rarivtt  is  now  exploiting  another  form  of 
the  invention  dt^sorilnnl  in  the  joint  application  and  has  expressed 
his  intention  of  abandoning  the  joint  invention  and  the  application 
theix^for.  Alter  has  sold  part  of  his  inten^t  in  the  invention  to  McEl- 
n\v  and  has  ap|H>inted  him  his  attorney.  In  an  affidavit  by  McElroy 
it  is  stateil  that  Harivtt  has  ivfusinl  to  join  with  Alter  in  giving  him, 
MoEliw,  a  iH>wer  of  attorney  to  pn^s^vute  the  application  and  has  re- 
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fused  to  authorize  the  original  attorneys,  Poole  &  Brown,  to  give 
McElroy  an  associate  power  of  attorney.  McElroy  also  states  that 
Poole  &  Brown  refused  to  give  him  an  associate  power,  for  the  rea- 
son that  they  were  not  authorized  to  do  so  by  Barrett,  and  that  Poole 
&  Brown  were  unable  to  amend  the  application  by  reason  of  the  fact 
that  Barrett  had  possession  of  their  copy  of  the  application  papers. 

In  an  affidavit  in  opposition  to  the  motion  Barrett  states  that  the 
invention  disclosed  in  the  application  is  not  a  joint  invention,  but  is 
his  sole  invention,  Alter  having  no  interest  or  participation  therein 
other  than  an  agreement  on  his  part  to  furnish  funds  to  procure  a 
patent.  Inasmuch  as  in  the  oath  accompanying  the  application  both 
parties  stated  that  they  were  joint  inventors,  it  would  be  unjust  in 
the  absence  of  other  evidence  to  base  any  action  adverse  to  Alter's 
interest  upon  Barrett's  subsequent  affidavit  to  the  contrary.  A  some- 
what similar  state  of  facts  was  presented  in  the  case  of  ex  parte  Ben- 
jamin  and  Bailey^  (C.  D.,  1892,  85;  59  O.  G.,  298,)  in  which  a  power 
of  attorney  given  by  one  of  the  joint  inventors  and  an  assignee  of 
the  joint  inventors  was  accepted. 

Barrett  has  filed  a  written  abandonment  of  the  application ;  but  as 
his  coapplicant,  Alter,  does  not  join  in  the  abandonment  it  can  be 
given  no  effect. 

The  motion  is  granted. 


Ex  PARTE  Brooks. 

Decided  January  15, 1907. 

(127  O.  G.,  847.) 

1.  Abandonment  of  Application — Withdrawal  from  Issue — Failure  to  Take 

Action. 
Where  an  application  is  withdrawn  from  issue  at  the  request  of  the  ai>- 
plicant  to  await  the  allowance  of  a  related  application  and  no  action  is 
taken  therein  until  after  the  expiration  of  the  statutory  period  allowed  for 
taking  action,  which  dates  from  the  notice  of  allowance,  the  application  is 
abandoned  in  the  absence  of  special  circumstances  excusing  the  delay. 

2.  Withdrawal  from  Issue  Does  Not  Extend  Statutory  Period  for  Action. 

Rule  166  was  intended  to  indicate  to  applicants  that  the  withdrawal  of 
an  application  from  issue  at  their  request  would  not  operate  to  extend 
the  {period  within  which  the  statute  requires  that  applications  be  prose- 
cuted. 

On  Petition. 

type- WRITING   machine. 

Messrft,  Gifford  cf*  Bull  for  the  applicant. 

Allen,  Commvisioner: 

This  case  came  before  me  for  consideration  of  a  petition  that  the 
application  be  passed  to  issue. 
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It  appears  from  the  record  that  the  application  was  passed  to  issue 
on  July  12,  1897.  On  January  12,  1898,  the  applicant  made  the  fol- 
lowing request: 

In  view  of  the  pendency  of  a  parent  appUcatlon  for  Letters  Patent  of  appli- 
cant Serial  No.  509,086,  involving  an  invention  related  to  that  covered  in  this 
case,  we  respectfully  request,  in  view  of  the  decision  of  the  Snpreine  Court  of 
the  United  States  in  Miller  v.  Eagle  M'fg  Co.,  that  this  case  be  withdrawn  from 
the  issue  files  pending  the  amendment  and  allowance  of  said  other  parent 
application. 

In  accordance  with  this  request  the  application  was  on  January  13, 
1808,  withdrawn  from  issue,  and  no  action  has  been  taken  by  the  ap- 
plicant since  that  date  except  the  filing  on  October  10,  1906,  of  the 
petition  now  under  consideration.  Rule  166,  in  force  at  the  time  the 
ai)plication  was  withdrawn  from  issue  and  continuously  since  that 
time  provides  that  whenever  the  Commissioner  shall  direct  the  with- 
drawal of  an  application  from  issue  on  request  of  an  applicant  such 
withdrawal  shall  not  operate  to  stay  the  period  of  one  year  running 
against  the  application,  which  begins  to  attach  from  the  date  of  the 
notice  of  allowance.  The  application  now  under  consideration  was 
filed  prior  to  January  1,  1898,  and  hence  the  applicant  was  entitled 
to  a  period  of  two  years  within  which  to  respond  to  oflScial  actions. 
It  appears,  therefore,  that  in  the  absence  of  some  special  circumstances 
justifying  the  applicant's  delay  of  eight  years  the  application  is 
abandoned. 

The  applicant's  reasons  for  desiring  to  withdraw  the  application 
from  issue  in  1808  are  not  clear.  In  the  case  of  ex  parte  Drawhaugh^ 
decided  in  1893,  (C.  D.,  1803,  85 ;  64  O.  G.,  155,)  it  was  held  that  there 
was  no  good  ground  for  the  practice  then  prevailing  of  requiring  that 
divisional  applications  should  issue  simultaneously.  There  was  noth- 
ing therefore  in  the  mere  fact  that  this  application  was  a  division  of  a 
prior  application  to  necessitate  or  justify  withholding  it  from  issue 
until  the  issuance  of  the  prior  application  or  any  other  division 
thereof.  In  his  request  for  withdrawal  of  the  application  from  issue 
the  applicant  did  not  explain  his  grounds  nor  state  what  bearing  the 
decision  in  Miller  v.  Eagle  Manufacturing  Company  had  upon  his  re- 
quest. It  is  not  apparent  that  it  had  any  bearing  whatever.  How- 
ever this  may  be,  the  Office  granted  his  request  and  withdrew  the  ap- 
plication from  issue.  Withdrawing  the  case  from  issue  could  work  no 
injury  to  the  public  or  to  other  inventors,  for  the  reason  that  under 
Rule  166,  referred  to  above,  the  application  would  become  abandoned 
two  years  after  it  had  been  passed  to  issue  whether  withdrawn  from 
issue  or  left  in  issue  and  permitted  to  become  forfeited.  It  is  clear 
that  Rule  16()  was  intended  to  indicate  to  applicants  that  the  with- 
drawal of  an  application  from  issue  would  not  operate  to  extend  the 
period  within  which  the  statute  requires  that  applications  be 
prosecuted. 
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•  If  it  appeared  that  a  valid  patent  could  not  have  been  issued  upon 
this  application  at  the  time  of  its  withdrawal  from  issue  or  at  any  time 
since  until  the  present,  there  might  be  reason  for  holding  the  appli- 
cant's action  justified  and  for  finding  that  the  application  was  not, 
in  fact,  abandoned;  but  there  is  nothing  whatever  in  the  record  to 
show  that  the  applicant  contends  that  such  is  the  case,  and  no  ground 
for  such  a  contention  is  apparent.  It  must  be  held,  therefore,  that 
this  application  became  abandoned  on  July  12,  1899,  two  years  after 
it  was  passed  to  issue. 
The  petition  is  denied. 


Ex  PARTE  BeTTENDORF. 

Decided  March  J,  J907, 

(127  O.  G.,  848.) 

Designs — Patentability — New  Appearance  Must  He  Ornamental. 

A  design  patent  for  an  article  will  be  granted  only  when  there  can  be 
found  in  such  article  a  new  ai)i)earance  created  by  inventive  process  which 
serves  the  purpose  of  enibelllshuicnt.  It  is  not  enough  that  the  design 
should  possess  features  of  utilitarian  attractiveness  which  would  com- 
mend it  to  persons  familiar  with  the  art  because  of  its  functional  value;  it 
must  possess  an  inherent  beauty. 

^\j»PEAL  from  Examiners-in-Chief. 

DESIGN  FOR  A   SIDE  FRAME  FOR   CAR-TRUCKS. 

Mr.  Frank  D,  Thoinason  for  the  applicant. 

Allex,  Commissioner: 

This  is  an  appeal  fmm  the  decision  of  the  Exaininers-in-<3hief  af- 
firming the  decision  of  the  Examiner  of  Designs  in  the  rejection  of 
a  design  for  side  frames  of  car-trucks. 

The  Examiner  found  the  design  claimed  devoid  of  patentable 
novelty  in  view  of  the  following  references:  Smyser,  October  24, 1899, 
No.  635,357;  Symons,  October  16,  1900,  No.  659,903;  Woods,  August 
7,  1900,  No.  655,386. 

Upon  appeal  the  Examiners-in-Chief  held  that  the  design  was 
not  found  in  or  suggested  by  the  references  and  reversed  the  decision 
of  the  Examiner  of  Designs.  Soon  after  this  decision  the  Examin- 
ers-in-Chief of  their  own  motion  reheard  the  case  and,  arriving  at 
the  conclusion  that  the  design  was  not  ornamental,  reversed  their 
first  decision  and  aflirmed  the  decision  of  the  Examiner  of  Designs. 
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It  is  from  the  later  decision  of  the  Examiners-in-Chief  that  this  ap- 
peal is  taken,  and  inasmuch  as  they  did  not  reverse  their  earlier  find- 
ing that  the  design  was  not  anticipated  by  the  references  the  sole 
question  to  be  determined  is  whether  the  design  claimed  is  an  orna- 
mental design  which  required  the  exercise  of  the  inventive  faculties 
in  its  construction. 

The  decision  of  the  Examiners-in-Chief  is,  in  my  opinion,  correct. 

The  changes  which  distinguish  the  appellant's  design  for  side 
frames  of  car-trucks  from  those  of  the  prior  art  as  summarized  in  his 
brief  are  as  follows: 

(a)  The  liomogenity  and  cotitlnuity  of  the  design  from  one  end  of  the  side 
frame  to  the  other  inclnding  the  journal-boxes. 

(6)  The  relatively  great  height  of  the  center  of  length  of  the  side  frame  as 
compared  to  that  of  the  ends  thereof  where  said  ends  merge  into  the  Journal- 
boxes,  which  convey  the  impression  of  lightness  and  speed. 

(c)  The  tapering  of  the  upper  arch  and  the  lower  arch  from  the  journal- 
boxes  to  the  common-guides,  which  help  give  the  center  of  length  of  the  side 
frame  the  appearance  of  power  and  strength. 

(d)  The  relatively  greater  height  of  the  journal-boxes  than  the  ends  of  the 
side  frame  merging  Into  the  same,  giving  the  side  frame  a  festoon-like  appear- 
ance hung  from  the  centers  of  the  wheels. 

(c)  The  slanting  appearance  of  the  column-guides. 

(/)  The  making  of  the  web  of  the  body  of  the  side  frame  in  the  same  plane 
and  the  distribution  of  flanges  upon  this  web  to  produce  a  pleasing  effect  and 
api)earance  of  advanced  and  depressed  surfaces. 

An  analysis  of  these  alleged  changes  discloses  the  fact  that  each  is 
based  upon  well-recognized  principles  of  machine  design  whose  ad- 
vantages are  within  the  knowledge  of  skilled  draftsmen  and  designers 
of  machinery,  (a)  relates  to  integrability  of  structure.  (6)  and  {c) 
disclose  the  standard  form  used  to  obtain  greatest  strength  with  the 
least  material,  (d)  provides  for  lowering  the  support  for  the  car-body 
to  give  it  greater  stability,  (e)  refers  to  the  means  for  providing  a 
broad  seat  for  the  springs  supporting  the  car-body.  (/)  is  for  the 
ordinary  means  of  laterally  strengthening  a  webbed  beam.  Each  of 
these  alleged  changes  is  clearly  for  a  utilitarian  effect.  It  is,  however, 
contended  that  by  combining  these  features  Bettendorf  has  produced 
a  design  which  would  appeal  to  men  who  are  connected  with  rail- 
roads. This  fact  was  i-ecognized  by  the  Examiners-in-Chief  in  their 
decision  upon  rehearing,  and  the  distinction  between  the  attractive- 
ness to  the  eye  of  persons  familiar  with  side  frames  of  cars  of  a  device 
embodying  well-recognized  mechanical  principles  and  an  ornamental 
device  is  clearly  stated  in  the  following  extract  from  their  decision: 

Wo  are  of  opinion  that  its  attractiveness  to  such  men  lies  wholly  in  the 
appn^hension  of  Its  utility,  in  its  sui)erior  adaptation  of  its  shapes  to  utilitarian 
ends.  Thoy  sei»  that  the  design  is  compart  lengthwise  by  reason  of  the  location 
of  the  journal-boxes  apilnst  the  end  of  the  fnune.  They  see  that  it  is  lowered 
by  making  the  inverted-arch  tires  farther  down  from  the  bearings  than  the 
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opper  tires  are  distant  from  those  bearings.  So  made  the  side  bar  is  not  only 
lower  but  is  stronger.  They  see  tliat  a  minimum  of  weight  is  attained  by 
skeletonising  the  side  bar  by  two  openings  near  its  ends  and  they  see  that  in 
doing  tliat  the  old  upper  truss  and  lower  truss  and  the  old  guides  are  made 
with  edge  flanges  which,  as  is  well  known,  add  strength  to  them.  They  also  see 
here  and  there  cross-webs,  which,.they  well  know,  also  add  to  the  strength  of  the 
parts  on  which  they  are  made  and  with  which  their  ends  are  connected.  All 
this  makes  the  design  attractive  to  them  as  practical  men  in  the  art. 

But  we  are  of  opinion  tliat  ttiis  utilitarian  attractiveness  is  far  from  orna- 
mentation.   We  find  nothing  beautiful  or  esthetic  in  the  structure. 

This  statement  of  the  Examiners-in-Chief  is  entirely  in  accordance 
with  my  views.  It  is  not  enough  that  the  design  should  comprise 
features  which  would  commend  it  to  persons  familiar  with  the  art 
because  of  its  functional  value ;  it  must  possess  an  inherent  beauty. 

The  principle  stated  in  my  decision  in  ex  parte  Knothe  (C.  D.,  1903, 
42;  102  O.  G.,  1294)  and  reiterated  in  ex  parte  Nickel  and  Crane 
(C.  D.,  1904, 135 ;  109  O.  G.,  2441)  applies  to  this  case. 

A  new  and  ornamental  design  will  be  found  in  an  article  of  manufacture 
wtien  there  can  be  found  in  such  article  a  new  appearance  created  by  inventive 
process  and  serving  the  purpose  of  embellishment.  Such  new  appearance  may 
be  superficially  applied  or  it  may  rest  more  or  less  deeply  in  the  structure  of 
the  parts,  but  it  must  be  a  creation  of  inventive  genius,  accomplishing  the  pur- 
pose of  ornament  and  not  used  for  its  functional  value.  It  will  be  found, 
weighed,  and  valued  by  the  test  of  ornament.    It  will  not  be  found  in  those 

articles  whose  visible  forms  are  only  modeled  to  develop  function. 

• 

I  find  nothing  in  the  appearance  of  the  design  claimed  by  the  appel- 
lant which  commends  itself  to  the  eye  or  even  suggests  the  beautiful. 
The  decision  of  the  Examiners-in-Chief  is  affirmed. 


KuGELE  y.  Blair. 

Decided  January  26,  1907 

(127  O.  G.,  1253.) 

INTERFERENCE — ACCESS    TO    OPPONENT'S    APPLICATION    PaBT    OF    WHICH    IS    CON- 
CEALED Under  Rule  105. 
Where  the  interfering  subject-matter  of  the  application  of  one  of  the 
parties  to  an  interference  is  disclosetl  to  the  other  by  means  of  a  certified 
copy,  as  provided  by  Rule  105,  an  auxiliary  invention  which  has  been  de- 
scribe<l  and  claimed  by  the  former,  but  whicli  might  be  omitted  without 
destroying  the  operativeness  of  the  invontion  in  issue,  will  not  be  disclosed 
where  the  latter  has  presented  no  claim  wliich  includes  this  invention  either 
broadly  or  si>ecifically. 
30097—H.  Doc.  470, 60-1 0 
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Appeal  on  Motion. 


Mr,  Nicholds  M.  Goodlett^  Jr,^  for  Kugele. 
Messrs,  War-field  cSi  Duell  for  Blair. 

Allen,  Commissioner: 

This  is  an  appeal  by  Kugele  from  a  decision  of  the  Primary  Ex- 
aminer denying  a  motion  to  furnish  him  with  copies  of  certain  por- 
tions of  Blair's  application,  which  have  been  concealed  in  accordance 
with  the  provisions  of  Rule  105. 

It  appears  that  the  Office  inadvertently  furnished  Kugele  with  a 
copy  of  Blair's  original  drawing,  and  it  is  urged  by  Kugele  that  the 
elements  which  are  shown  in  Blair's  original  drawing,  but  omitted 
from  the  certified  copy  furnished  him,  are  a  part  of  an  integral  indi- 
visible invention  which  he  is  entitled  to  inspect  in  order  to  determine 
the  propriety  of  certain  actions  which  he  is  entitled  to  take  under 
Rules  109  and  122. 

The  Primary  Examiner  has  held  that  the  matter  omitted  from  the 
certified  copy  of  Blair's  application  comprises  a  "  distinctively  di- 
visible and  independent  invention,"  which  Blair  is  entitled  to  conceal 
from  his  opponent.    I  am  of  the  opinion  that  this  conclusion  is  correct. 

The  subject-matter  of  Blair's  application  which  has  been  disclosed 
to  Kugele  includes  all  the  elements  of  the  issue  of  this  interference. 
The  matter  which  is  withheld  comprises  features  which  are  auxiliary 
to  the  invention  in  issue,  but  might  be  omitted  without  destroying  the 
operativeness  of  the  main  invention. 

Where  one  of  the  parties  to  an  interference  shows,  describes,  and 
claims  an  auxiliary  invention  which  is  not  essential  to  the  operative- 
ness of  the  invention  in  issue  and  the  other  party  has  presented  no 
claim  which  includes  this  auxiliary  invention  cither  broadly  or  spe- 
cifically, there  appears  to  be  no  reason  why  it  should  be  disclosed 
to  him. 

The  decision  of  the  Primary  Examiner  is  affinned. 


In  re  Hunter. 

Decided  February  28,  1907. 

(127  O.  G.,  1253.) 

Trade-Marks — ^Assignment — Must  be  Acknowledc.ed  to  Be  Recordable — Sec- 
tion 10  OF  Trade-Mark  Act  of  February  20,  1905,  Construed. 
In  order  that  an  assignment  of  a  trade-mark  may  be  r(>c<»rdable  in  this 
Office,  section  10  of  the  Trade-Mark  Act  of  February  20,  1905,  clearly  pro- 
vides that  the  assignment  must  not  only  be  by  an  instrument  in  writing, 
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but  that  it  must  be  acknowledged  according  to  the  laws  of  the  country  or 
State  in  which  the  same  is  executed.  If  the  laws  of  the  country  or  State  do 
not  require  assignments  of  trade-marks  to  be  acknowledged  or  are  silent 
on  this  point,  it  is  believed  to  be  necessary  in  order  to  comply  with  the 
section  mentioned  that  there  be  an  acknowledgement  such  as  the  laws  of 
the  country  or  State  provide  for  other  instruments  in  writing  or  legal  docu- 
ments of  similar  character. 

On  Petition. 

Messrs.  Wilkinson  cfe  Fisher  for  the  petitioner. 

Allen,  Commissioner: 

This  is  a  petition  from  the  refusal  of  the  Chief  of  the  Assignment 
Division  to  record  a  certain  assignment. 

Petitioner  has  filed  for  record  in  this  Office  an  assignment  of  Trade- 
Mark  No.  23,817,  registered  November  14,  1895,  from  Wailes  Dove 
and  Company,  Limited,  (the  old  company,)  and  Frank  Herbert  Hun- 
ter to  Wailes  Dove  &  Co.,  Limited,  (the  new  company,)  all  of  New- 
cas-tle-upon-Tyne,  Northumberland,  England.  The  assignment  is  not 
acknowledged,  and  for  this  reason  the  Chief  of  the  Assignment  Divi- 
sion refused  to  record  it. 

Section  10  of  the  Trade-Mark  Act  of  February  20,  1905,  which 
provides  for  the  recording  in  this  Office  of  trade-mark  assignments, 
is  as  follows: 

Sec.  10.  That  every  registered  trade-mark,  and  every  mark  for  the  registra- 
tion of  which  application  has  been  made,  together  with  the  application  for 
registration  of  the  same,  shall. be  assignable  in  connection  with  the  good-will  of 
the  business  in  which  the  mark  is  used.  Such  assignment  must  be  by  an  in- 
strument in  writing  and  duly  acknowledged  according  to  the  laws  of  the  country 
or  State  in  which  the  same  is  executed ;  any  such  assignment  shall  be  void  as 
against  any  subsequent  purchaser  for  a  valuable  consideration,  without  notice, 
unless  it  is  recorded  in  the  Patent  Office  within  three  months  from  date  thereof. 
The  Commissioner  shall  keep  a  record  of  such  assigimionts. 

It  appears  from  this  section  that  in  order  to  be  recordable  in  this 

Office  the— 

assignment  must  be  by  an  instrument  in  writing  and  duly  acknowhHlgod  accord- 
ing to  the  laws  of  the  country  or  State  in  which  the  same  is  executed. 

According  to  the  American  and  English  Encyclopwdia  of  Law: 

Acknowledgment  is  the  act  of  one  wlio  has  executed  a  deed,  in  going  before 
wwue  competent  officer  or  court  and  declaring  it  to  be  his  act  or  deed. 

The  object  of  acknowledgment  is  twofold;  first,  to  entitle  ai  d(HMl  to  be  re- 
corded; and,  second,  to  make  it  comi)etent  evidence  without  further  proof  of 
Its  execution. 

Petitioner  states  that  the  assignment  is  in  full  compliance  with 
lK)th  the  common  and  statute  law  of  England  and  is  sufficient  to  pass 
title,  and  he  contends  that  it  is  therefore  a  full  compliance  with  the 
.statute  quoted  above.    In  this  contention  petitioner  is  clearly  in  error. 
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It  may  not  be  necessary  that  the  assignment  should  be  acknowledged 
in  order  to  pass  title  in  England,  as  stated  by  petitioner ;  but  in  order 
to  be  recordable  in  this  Office  the  act  clearly  provides  that  the  assign- 
ment must  not  only  be  by  an  instrument  in  writing,  but  that  it  must 
be  acknowledged  according  to  the  laws  of  the  country  or  State  in 
which  the  same  is  executed.  If  the  laws  of  the  country  or  State  do 
not  require  assignments  of  trade-marks  to  be  acknowledged  or  are 
silent  on  this  point,  it  is  believed  to  be  necessary  in  order  to  comply 
with  the  section  mentioned  that  there  be  an  acknowledgment  such  as 
the  laws  of  the  country  or  State  provide  for  other  instruments  in  writ- 
ing or  legal  documents  of  similar  character.  Inasmuch  as  the  assign- 
ment in  question  contains  no  acknowledgment  whatever,  it  clearly 
does  not  comply  with  said  act. 
The  petitian  u  denied. 


Ex  PARIT.  MlDGLEY. 

Decided  January  10,  1907. 

(127  O.  G.,  1577.) 

1.  Abandonment  of  Application— When  Holding  is  Propeb. 

Where  twenty-seven  claims  were  rejected  on  August  0,  1005,  and  on  June 
9,  1006,  the  ai)plicant  amended  two  of  the  rejected  claims  and  added  two 
new  claims,  but  made  no  allusion  to  the  remaining  twenty-flve  rejected 
claims,  and  the  Examiner  on  August  14,  1906,  on  talking  up  the  case  in  the 
regular  course  of  his  work,  notified  applicant  that  his  case  was  abandoned, 
Held  that  the  Examiner's  action  is  entirely  in  accord  with  sound  reason 
and  well-established  practice  and  is  the  only  proper  action  which  could 
have  been  given  under  the  circumstances. 

2.  Same — Unresponsive  Action  Not  Entitled  to  Consideration, 

Petitioner's  contention  that  his  unresponsive  amendment  filed  within  the 
year  is  entitled  to  consideration  and  action  ui)on  its  merits  is  clearly  un- 
founded, since  the  statutes  provide  for  no  piecemeal  consideration  and  the 
rules  prohibit  the  same. 

ii.  Same — ^Vpplicant  Responsible  for  Failure  to  Comply  With  Rules. 

The  fact  that  the  Examiner  in  the  regular  course  of  business  did  not 
roach  applicant's  case  and  give  him  notice  of  the  insuflaciency  of  his  action 
until  after  the  year  allowed  for  action  had  expired  does  not  relieve  appli- 
cant of  the  necessity  of  taking  resi»onsive  action  within  the  year  required 
by  the  rules  or  shift  the  resiJonsibility  for  failure  to  comply  with  the  rules 
to  the  l»atent  Oflice. 

4.  Same — Application  Abandoned  Where  Delay  Was  Not  Unavoidable. 

Whore  the  delay  has  not  boon  terminated  by  the  filing  of  an  action  fully 
responsive  to  the  last  rejection  and  whore  no  good  reason  api)ears  why  such 
an  action  sluuild  not  have  boon  filial  within  the  year  allowed  therefor.  Held 
that  the  delay  was  not  unavoidable  and  that  the  ax)plication  is  abandoned. 


decisions  op  the  commissioner  of  patents.  85 

On  Petition. 
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Mr.  Canwlius  D.  Ehret  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  that  the  Examiner's  action  holding  the  case  aban- 
doned be  set  aside  as  improper  and  that  the  application  be  revived 
and  given  status  as  a  pending  application. 

It  appears  from  the  statement  of  the  Examiner  upon  the  petition 
that  twenty-seven  claims  in  this  application  were  rejected  on  August 
9,  1905;  that  on  June  9,  1906,  the  applicant  amended  two  of  the 
rejected  claims  and  added  two  new  claims,  but  made  no  allusion  to 
the  remaining  twenty-five  rejected  claims,  and  that  upon  August  14, 
1906,  the  Examiner,  taking  up  the  case  in  the  regular  course  of  his 
work,  held  that  it  w^as  abandoned. 

There  is  no  error  in  the  Examiner's  action.  It  is  entirely  in  accord 
with  sound  reason  and  well-established  practice  and  is  the  only  proper 
action  which  could  have  been  given  under  the  circumstances.  Rule 
69  provides  that  in  order  to  be  entitled  to  reconsideration  the  appli- 
cant must  distinctly  and  specifically  point  out  the  supposed  errors 
in  the  Examiner's  action.  The  applicant  has  made  no  attempt  to 
comply  with  this  rule.  Rule  171  provides  that  prosecution  of  an 
application  to  save  it  from  abandonment  must  include  such  proper 
action  as  the  condition  of  the  case  may  require.  These  rules  for  the 
conduct  of  proceedings  in  the  Patent  Office,  made  with  the  approval 
of  the  Secn^tary  of  the  Interior  and  not  inconsistent  with  law,  have 
all  the  force  and  effect  of  statutes.  (Sec.  483,  Rev.  Stats.)  No 
proper  action  in  accordance  therewith  having  been  taken  within  the 
year  following  the  official  action  of  August  9,  1905,  the  application  is 
clearly  abandoned  under  section  4804,  Revised  Statutes..  The  peti- 
tioner's contention  that  his  amendment  of  June  9,  1906,  is  entitled 
under  the  statutes  to  consideration  and  action  upon  its  merits  is 
clearly  unfounded.  The  statutes  provide  for  no  piecemeal  considera- 
tion, and  the  rules  referred  to  prohibit  the  same.  Nor  is  this  position 
a  merely  technical  one,  as  is  contended  by  the  petitioner.  The  same 
reasons  upon  which  the  requirement  for  action  by  the  applicant  within 
a  year  following  the  Office  action  is  based  require  that  his  action  shall 
be  fully  responsive  to  the  Office  action.  There  appears  to  have  been 
no  reason  why  the  applicant  in  this  case  should  not  have  furnished 
the  Examiner,  as  required  by  the  rules,  with  his  reasons  for  persisting 
in  the  twenty-five  rejected  claims.  There  was  certainly  no  reason 
why  the  Examiner  should  have  reconsidered  his  rejection  of  such 
claims  without  a  statement  of  such  reasons  from  the  applicant,  and, 
in  fact,  such  reconsideration  would  have  been  improper.     {Ex  parte 
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Affo)},  C.  I).,  1904,  541;  113  O.  G.,  1968.)  Action  by  the  Examiner 
without  reconsideration  of  the  rejection  of  the  twenty-five  unamended 
claims  loading  to  a  finding  that  the  case  was  otherwise  ready  for 
allowance  would  have  resulted  in  an  extension  of  the  period  for  prose- 
cution by  the  applicant  of  another  year  for  no  other  purpose  than 
the  filing  of  his  reasons  for  persisting  in  these  claims,  whidi  reasons 
could  and  sliould  have  l)et»n  filed  in  the  preceding  year. 

The  petitioner  contends  that  the  Examiner's  failure  to  act  upon 
the  cast^  and  give  notice  of  the  insufficiency  of  the  applicant's  action 
for  something  over  two  months  from  the  date  of  the  applicant's 
action  and  until  after  the  year  allowed  for  action  had  expired  is 
responsible  in  some  way  not  made  clear  for  the  petitioner's  failure 
to  file  pix>[K>r  action  within  the  proper  time.  The  Examiner  states 
that  the  case  was  acted  upon  by  him  in  the  regular  course  of  business. 
DiHVs  the  pressure  of  work  in  the  Patent  Office,  resulting  in  a  delay 
in  action  of  two  months  or  more,  relieve  applicants  of  the  necessity 
of  taking  responsive  action  within  a  year,  as  required  by  the  rules? 
Or  should  the  Examiners  single  out  those  cases  in  which  the  action 
taken  is  not  fully  responsive  and  give  notice  thereof  at  once  in  ad- 
vance of  action  uj>on  other  cases?  The  answer  to  each  of  these  ques- 
tions obviously  is  no.  The  requirement  of  the  practice  for  responsive 
actions  is  clearly  st*t  forth  in  the  rules  and  in  many  published 
divisions.  (A>  parU  VtniohKti,  C  D.,  UX)1,  161:  97  O.  G.,  957;  ex 
portt  Ku/hi\  0.  D.,  IWn.  iV>S :  97  O.  G.,  2981 :  tx  parte  Whifinff,  C.  D., 
15H>J,  T-i:  9S  O.  (i.,  l9tU>:  tx  ptfrtt  Alton.  C.  D.,  1904,  541:  113  O.  G., 
19tiS:  fx  /hirtt  Lhnh\  C,  D.,  lsHV>,  IIS:  li:>  O.  G.,  13:>9:  ex  parte  Bu- 
siuhin:.  0.  IX,  1905,  J4S:  117  O.  G.,  tW:  tx  ptrrtt  Sthtnult  and  Tan- 
im/v,  l\  IX,  iJHHi,  UVJ:  IlU  O.  G.,  t>SS.^  To  ivmply  with  this  require- 
uiont,  the  oxon*iso  of  moroly  onlinary  oaiv  is  in  general  necessary.  It 
is  not  allog^\l  that  mon^  than  that  would  have  l^een  required  in  this 
oa.*^\  l^loarly  the  ix\<|Hn\sibility  for  failure  to  ci^mply  rests  in  general 
ujHMi  the  applicant  or  his  roprtv^^ntativos  and  cannoi  be  shifted  to 
the  Patent  C'^lfiiv,     This  car^*  apjvars  lo  Iv  no  oxivption  to  this  rule. 

The  application  is  clearly  aUuuloiusi  mile^  the  delay  in  prosecut- 
ing the  siin\e  has  Uvr.  ur*avoidaMo.  The  delay  cannot  be  held  to 
ha\o  Uvr.  r.na voidable,  howoxer,  tiiv;,  lHvau><»  it  has  noi  as  yet  been 
tonnir.atix?  i\Y  iho  nl'.r.j:  of  ai:  av't:or.  tr.llv  n^ivMisive  to  the  rejec- 
tion of  Ar.cust  9,  IsVO.  .iv.d.  >^wv.d,  Kvaus^^  no  skxxI  resison  appears 
whv  suvl;  at*  action  shov,:.:  :;v»i  ha\o  Invr.  liKxi  within  the  year  orig- 
inalh  a'/.o^tv,  ihoivfv^r. 

4.    \<     .KTiTi^'t    i^    J^'tii'-d. 
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Adkins  and  Lewis  v.  Seeberoer. 

Decided  January  17,  liWl, 
(127  O.  (;.,  1578.) 

1.  Interference — Motion  for  Dissolution — Extension  of  Limit  of  Appeal. 

The  limit  of  ai>i)eal  will  not  be  extended  to  i)erniit  an  appeal  upon  motion 
to  transmit  a  motion  for  dissolution  wbore  the  transmission  of  said  motion 
would  merely  result  in  a  reconsideration  bj-  the  Primary  E2xaminer  under 
the  head  of  irregularity  in  declaring  the  Interference  of  the  facts  he  has 
already  considered  under  the  right  to  make  the  claims. 

2.  Same — Same — Same. 

A  long  and  unexcused  delay  in  filing  an  appeal  constitutes  a  sufficient 
reason  for  denying  an  extension  of  the  limit  of  appeal.  {Hewitt  v.  Stein- 
metz,  C.  D.,  1900,  174 ;  122  O.  G.,  1395.) 

3.  Same — Same — EIxercise  of   Supervisory  Authority  of  Commissioner. 

Where  the  question  presented  ui)on  a  motion  for  dissolution  can  be 
raised,  under  Rule  130,  at  final  hearing  before  the  Examiner  of  Interfer- 
ences and  uiK)n  api)eals  from  such  decision,  there  is  no  occasion  for  the 
exercise  of  the  supervisor^'  authority  of  the  Commissioner. 

On  Petition. 

ESCALATOR.- 

Messrs.  Dnncan  d*  Duncan  for  Adkins  and  Lewis. 
Messrs,  Coburn  d*  McRoherts  for  Seeberger. 

Allen^  Commissioner: 

This  is  a  petition  either  (1)  that  the  limit  of  appeal  from  the  deci- 
sion of  the  Examiner  of  Interferences  refusing  to  transmit  the  inter- 
ference upon  the  ground  of  irregularity  be  extended  and  the  accom- 
panying appeal  from  said  decision  be  entertained  or  (2)  that  the 
question  of  irregularity  in  the  declaration  of  the  interference  be  con- 
sidered by  the  Commissioner  under  his  supervisory  authority. 

The  motion  to  dissolve  alleged  irregularity  in  declaring  the  inter- 
ference and  that  Seeberger  has  no  right  to  make  the  claims  of  the 
issue.  The  contention  that  Seeberger  is  estopped  from  making  the 
claims  by  reason  of  his  failure  to  insert  them  in  his  application  under 
Rule  109  during  a  prior  interference  is  urged  in  support  of  both 
grounds  of  the  motion.  The  Examiner  of  Interferences  transmitted 
the  second  ground  and  refused  to  transmit  the  first  ground  of  this 
motion,  setting  a  limit  of  appeal  that  expired  June  7,  1906. 

The  Primary  Examiner  held  that  Seeberger  has  a  right  to  make 
the  claims,  whereupon  Adkins  and  Lewis  on  October  23,  1906, 
brought  the  present  j^etition.  No  excuse  whatever  is  made  for  the 
long  delay  in  filing  the  appeal,  and  this  alone  is  sufficient  reason  for 
denying  the  petition.  {Hewitt  wSteinmetz,  C.  D.,  1906,  174;  122 
O.  G.,  1395.)  Moreover,  if  the  appeal  should  lx»  granted  and  the 
motion  to  dissolve  again  transmitted  it  would  merely  result. in  a  re- 
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consideration  by  the  Primary  Examiner  under  the  head  of  irregular- 
ity of  the  very  facts  that  he  has  already  considered  under  the  right 
to  make  the  claims.  That  these  facts  were  properly  considered  under 
the  ground  of  the  right  to  make  the  claims  has  not  been  questioned. 
The  conduct  of  the  petitioners  in  prosecuting  that  ground  of  their 
motion  indicates  that  they  are  of  the  opinion  that  they  were  properly 
raised  under  said  ground. 

No  occasion  appears  for  the. exercise  of  supervisory  authority. 
Under  present  Rule  130  petitioners  can  raise  the  question  of  their 
opponent's  right  to  the  claims  at  the  final  hearing  before  the  Exam- 
iner of  Interferences  and  upon  appeals  from  such  decision. 

The  petition  is  denied. 


Ex  PARTE  Fowler,  Jr. 

Decided  January  11,  1907. 

(127  O.  «.,  1578.) 

1.  Abandoned  Application — What  is  Kesponsive  Action. 

On  October  16,  1905,  the  Examiner  finally  rejected  certain  claims.  The 
applicant  on  June  0,  190G,  fileil  an  amendment  substituting  new  claims  for 
those  rejected,  which  amendment  was  refused  entry  by  the  Examiner  in 
view  of  the  final  rejection.  On  September  24,  1906,  applicant  filed  a  re- 
quest for  reconsideration  of  the  final  rejection  and  refusal  of  his  amend- 
ment, accompanied  by  a  statement  of  rejisous  why  he  considered  said, 
actions  improper.  In  reply  he  wns  notified  by  the  Examiner  on  November 
3,  1906,  that  his  application  was  abandoned,  and  on  November  6,  1906,  he 
took  this  i^etition.  Held  that  if  the  final  rejection  of  October  16,  1905,  was 
proper,  the  condition  of  the  case  called  for  eitlier  a  cancelation  of  the  re- 
jected claims  or  an  appeal  to  the  P3xaminers-in-Chief,  and  since  such  action 
was  not  taken  within  the  year  the  case  is  abandoned:  but  in  case  the  final 
rejection  was  irregular  or  premature,  then  the  actions  of  June  6  and  Sep- 
tember 24  were  such  as  the  condition  of  the  case  required,  and  the  applica- 
tion is  not  abandoned. 

2.  Final  Rejection — When  Unwarranted. 

Where  api)ellant*8  letter  stated  that  the  prior  Office  action  was  not  un- 
derstood, requestcHl  that  the  i)ertinency  of  the  references  be  pointed  out  as 
a  guide  to  applicant  in  the  further  prosecution  of  the  case,  and  expressly 
stated  that  it  was  not  intendetl  as  a  re<iuest  for  reconsideration.  Held 
that  the  action  of  the  iJxaminer  in  treating  this  letter  as  calling  for  a  re- 
consideration and  in  finally  rejecting  the  claims  was  unwarranted. 

3.  Same — ^When  Premature. 

Where  In  the  Office  action  prior  to  the  final  rejection  a  claim  was  criti- 
cised, but  its  rejection  was  inadvertently  omitted.  Held  that  the  final  rejec- 
tion was  premature. 
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WEIGHING   AND   VENDING    MACHINE. 


Mr.  Jonathan  O,  Fowler^  Jr.^  'pro  se, 

Allen,  Commissioner: 

This  is  a  petition  from  the  actions  of  the  Primary  Examiner  finally 
rejecting  the  case,  refusing  to  enter  and  consider  an  amendment,  and 
holding  the  application  abandoned. 

After  numerous  actions  during  the  prosecution  of  this  application 
the  Primary  Examiner  on  October  16,  1905,  finally  rejected  certain 
claims.  In  response  to  this  action  the  applicant  on  June  6,  1906, 
presented  a  proposed  amendment.  On  June  25,  1906,  the  Primary 
Examiner  informed  applicant  that  the  proposed  amendment  would 
not  be  entered  or  considered  in  the  case.  Under  date  of  September 
24,  1906,  applicant  replied  by  a  further  argument  and  request  for 
reconsideration  of  the  final  action  and  refusal  of  the  amendment. 
He  was  notified  by  the  Primary  Examiner  on  November  3,  1906,  that 
as  he  had  not  made  a  responsive  action  within  a  year  from  the  final 
rejection  his  application  was  abandoned.  From  this  action  the  pres- 
ent petition  was  filed  on  November  6,  1906. 

If  the  final  rejection  of  October  16,  1905,  was  proper,  the  condition 
of  the  case  called  for  either  a  cancelation  of  the  rejected  claims  or  an 
appeal  to  the  Examiners-in-Chief,  and  since  such  action  was  not 
taken  within  the  year  it  would  follow  that  the  action  of  the  Examiner 
holding  the  case  abandoned  is  correct.  Petitioner,  however,  claims 
that  the  final  rejection  was  irregular  and  premature  and  desires  to 
further  prosecute  the  application  before  the  Primary  Examiner. 
Following  the  final  rejection  of  October  16,  1905,  Fowler  filed  on 
June  6, 1906,  an  amendment  consisting  of  thirty-two  claims  and  a  can- 
celation of  the  former  claims.  This  amendment  was  refused  entry 
by  the  Primary  Examiner  on  June  26,  1906,  in  view  of  the  final  rejec- 
tion of  October  16, 1905.  On  September  24, 1906,  applicant  filed  a  re- 
quest for  reconsideration  of  the  Office  actions  of  October  16, 1905,  and 
June  25,  1906,  accompanied  by  a  statement  of  reasons  why  he  con- 
sidered said  actions  improper.  Such  request  for  a  second  action  was 
necessary  under  the  provisions  of  Rule  145  to  entitle  applicant  to 
raise  the  question  of  the  propriety  of  the  final  rejection  by  petition. 
In  case  it  is  found  that  the  final  rejection  was  irregular  or  premature, 
then  the  request  for  reconsideration  of  September  24,  1906,  was  such 
an  action  as  the  condition  of  the  case  required,  and  since  it  was  taken 
within  the  year  after  the  final  rejection  it  must  follow  that  the  case 
is  not  abandoned.  {Ex  parte  Thayer,  C.  D.,  1906,  189;  122  O.  G., 
1724.) 
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Petitioner  contends  that  the  Office  action  of  July  8,  1905,  which 
the  Examiner  states  was  intended  as  a  rejection  of  all  of  the  fifty- 
eight  claims  of  the  case,  does  not  contain  a  rejection  of  claims  35, 
47,  48,  49,  and  50,  also  that  his  letter  of  July  14,  1905,  in  response 
thereto  was  not  a  request  for  reconsideration,  and  that  the  Examiner 
should  not,  therefore,  have  made  his  next  action  a  final  rejection. 

In  his  letter  of  July  14,  1905,  applicant  stated  that  a  part  of  the 
prior  Office  action  rejecting  certain  claims  is  not  understood.  He 
then  discussed  the  structures  intended  to  be  covered  by  said  claims 
and  concluded  with  the  statement: 

Applicant  begs  to  have  It  distinctly  understood  that  this  communication  is  in 
no  sense  to  be  regarded  as  a  re-presentatlon  of  the  claims  for  action,  but  simply 
as  a  request  that  the  iiertlnence  of  the  references  to  the  various  claims  may  be 
clearly  explained,  under  Rule  66,  as  a  means  of  aiding  applicant  to  judge  of 
the  propriety  of  further  prosecuting  or  altering  the  said  claims. 

In  order  to  avoid  any  mistake,  api>licant  desires  to  state  more  specifically 
that  what  he  wishes  is  to  have  each  part,  or  co(>i)erating  imrts,  of  the  Stall- 
werck  structure  iK>lnted  out  and  designated  by  its  api)ropriate  reference-symbol 
which  Is  the  equivalent  of  each  of  the  various  elements  of  the  claims  and  ixar- ' 
tlcularly  the  equivalent  of  one  of  the  eight  elements  of  the  combination  of 
parts  contained  in  claim  1  and  recited  above. 

The  same  information  is  also  desired  in  regard  to  the  Ubrig  machine^  and 
also  in  regard  to  the  Page,  Wallace.  Muller  and  Milo  machines  or  structures 
that  disclose  the  said  combination  of  parts. 

This  letter  requested  that  the  pertinency  of  the  references  be 
pointed  out  as  a  guide  to  applicant  in  the  further  prosecution  of  the 
case  and  expressly  stated  that  it  was  not  intended  as  a  request  for 
reconsideration.  The  Examiner,  however,  treated  this  letter  as  call- 
ing for  a  reconsideration,  and  in  his  letter  of  final  rejection 'stated 
that  the  "  references  have  Ikhmi  explained  and  their  pertinency  pointed 
out  many  times."  The  record  shows  that  on  three  occasions  applicant 
was  notified  that  upon  the  correction  of  slight  informalities  the  case 
would  be  passed  to  issue.  In  his  reply  to  this  petition  the  Examiner 
states  that  the  final  rejection  was  intended  to  cover  all  the  claims  in 
the  case.  These  facts  indicate  some  basis  for  applicant's  claim  that 
the  position  of  the  Office  with  res^x^ct  to  the  references  was  not  en- 
tirely updei'stood. 

In  view  of  all  the  circumstances  the  final  rejection  is  believed  to 
have  been  luiwarranted.  (A>  parte  Miller^  C.  D.,  1903,  147;  104 
O.  G.,  :i00.> 

Concerning  the  claims  which  petitioner  contends  were  not  rejected 
in  the  Office  letter  of  July  8,  1905,  said  letter  states: 

In  claim  .S5  It  Is  not  clear  what  limitation  is  covered  by  the  nesatlve  ex- 
pressl<»ii  In  the  last  line  of  sjild  claim. 

Claims  47.  4vS,  41)  and  50,  cover  merely  a  "  plurality ''  of  devices  for  actuating 
the  pMHls-delivery  iiuH'hanism.  and  are  regarded  as  presenting  nothing  patent- 
able over  the  construction  shown  by  the  imttMit  to  Ubrig  of  record. 
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Although  the  word  "  reject "  is  not  used,  the  language  clearly  indi- 
cates that  claims  47  to  50  were  intended  to  be  rejected  and  must  have 
l)een  so  understood.  This  is  not  the  case,  however,  with  respect  to 
claim  35,  which  is  merely  criticised.  The  Examiner  admits  that  the 
rejection  of  claim  35  was  "  inadvertently  omitted  from  the  Office 
letter,"  but  claims  that  it  is  not  materially  different  from  claims  M 
and  36  and  that  applicant  should  have  understood  that  "  it  was 
clearly  the  intention  of  the  Examiner  to  reject  it  along  with  the  rest." 
In  his  brief,  which  has  been  sworn  to,  petitioner  says: 

That  believing  claim  35  to  be  allowable  from  the  fact  that  the  same  had  not 
been  rejected,  the  final  rejection  of  the  application  was  a  surprise  to  your  peti- 
tioner against  which  he  was  not  able  to  guard  or  protect  himself. 

Since  claim  35  had  not  been  previously  rejected,  the  final  rejection 
is  held  to  have  been  premature. 

Having  found  that  the  final  rejection  was  irregular  and  premature, 
it  is  directed  that  it  be  set  aside  and  that  the  amendment  filed  June  6, 
1906,  be  entered  and  considered.  For  reasons  stated  above  it  follows 
that  if  this  amendment  is  a  proper  response  to  the  Office  action  of 
July  8,  1905,  the  application  is  not  abandoned. 

The  petition  is  granted  to  the  extent  indicated. 


Bay  State  Belttng  Company   r.  Kelton-Bruce  Manufacturing 

Company. 

Decided  January  /8,  1907. 
(127  O.  G.,  1580.) 

1.  Interference — Testimony — Control  of  Witnesses. 

The  Patent  Office  h^s  no  power  to  compel  the  attendance  of  witnesses  or 
to  enforce  the  production  of  evidence  of  any  Ijind.  {LiudHlrom  v.  Lipschuiz, 
C.  D.,  11)00,  39;  120  O.  G.,  904;  Kelly  et  aL  v.  Park  et  a/.,  C.  D.,  1897,  182; 
81  O.  G.,  1931.) 

2.  Same — Same — Books  Used  to  Kefresh  Memory  Need  Not  Be  Offered  in 

Evidence. 
Books  produced  at  the  examination  of  a  witness  for  the  purpose  of  re- 
freshing his  memory  need  not  l)e  ofTered  in  evidence.     (Laas  and  Sponrn- 
burff  V.  Scf}tt.  C.  D.,  1906,  021;  122  O.  G.,  352;  UcCormivk  v.  Clcal,  C.  D., 
1898,  492;  83  O.  G.,  1514.) 

3.  Same — Same — Suppression — Refusal  to  Place  Books  in  Evidence. 

Where  certain  books  were  referred  to  !)y  a  witness  for  the  purpose  of  re- 
freshing his  recollection,  and  ()pi)osing  counsel,  who  was  j;iven  an  oppor- 
tunity to  examine  them,  did  not  interiwsc*  any  objwtlon  to  the  hooks  or 
croes-examlne  the  witness  relative  to  the  entries,  Ilvld  that  a  subsequent 
refusal  to  produce  the  books  for  lnsi)ectlon  or  t(»  offer  them  in  evidence  does 
not  warrant  the  suppression  of  any  i>art  of  the  deiJosltlon  of  the  witness 
who  referred  to  said  books. 
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Appeal  from  Examiner  of  Interferences. 

TBADE-MABK  FOB  BELT  AND  LACE  LEATHEB. 

Mr.  George  N.  Goddard  for  Bay  State  Belting  Company. 
Messrs.  Pennie  cfe  Goldshorougk  for  Kelton-Bruce  Manufacturing 
Company. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interferences 
denying  the  motion  of  the  applicant,  the  Kelton-Bruce  Manufacturing 
Company,  that  the  opponent,  the  Bay  State  Belting  Company,  be  re- 
(juired  to  produce  for  inspection  and  to  offer  in  evidence  certain  books 
of  the  last-named  company  referred  to  by  one  of  their  witnesses, 
George  B.  Rowbotham,  or  in  lieu  thereof  that  certain  questions  and 
answers  be  stricken  from  the  record. 

The  decision  of  the  Examiner  of  Interferences  denying  the  motion 
that  the  Bay  State  Belting  Company  be  required  to  produce  the  books 
referred  to  and  to  offer  them  in  evidence  was  clearly  correct.  The 
Patent  Office  has  no  power  under  the  law  to  compel  the  attendance  of 
witnesses  or  to  enforce  the  production  of  evidence  of  any  kind. 
{Lindstrom  v.  Lipschxitz,  C,  D.,  1906,  39;  120  O.  G.,  904;  Kelly  et  cd. 
V.  Park  et  at.,  C.  D.,  1897, 182;  81  O.  G.,  1931.) 

The  decision  of  the  Examiner  of  Interferences  refusing  to  strike 
parts  of  Rowbotham's  deposition  from  the  record  was  also  correct. 
It  appears  from  the  record  that  the  books  referred  to  by  the  witness 
for  the  purpose  of  refreshing  his  recollection  were  produced  during 
his  examination  and  that  coimsel  for  the  applicant  was  given  an 
opportunity  to  inspect  the  items  referred  to  by  the  witness.  Appli- 
cant's counsel  did  not  at  the  time  the  books  were  produced  make  any 
attempt  to  inspect  them  other  than  to  refer  to  the  items  mentioned 
by  the  witness,  nor  did  he  cross-examine  the  witness  relative  to  the 
contents  of  the  books.  Several  days  after  the  examination  of  this 
witness  had  been  concluded  the  applicant's  counsel  entered  upon  the 
record  a  request  that  the  books  referred  to  be  produced  for  inspection 
and  offered  in  evidence.  Upon  opposing  counsel's  refusal  to  comply 
with  this  request  counsel  for  the  applicant  gave  notice  of  his  intention 
to  bring  the  motion  now  under  consideration.  It  is  well  settled  that 
books  produced  at  the  examination  of  a  witness  for  the  purpose  of 
refreshing  his  memory  need  not  be  offered  in  evidence.  {Laos  and 
Sponenburg  v.  Scott,  C.  D.,  1906,  621 ;  122  O.  G.,  352;  McCormick  v. 
deal,  C.  D.,  1898,  492;  83  O.  G.,  1514.)  The  failure  of  applicant's 
counsel  to  interpose  any  objection  to  the  books  or  to  cross-examine  the 
witness  relative  to  the  entries  therein  when  they  were  presented 
to  him  for  inspection  warrants  the  presumption  that  he  was  at  that 
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time  satisfied  with  the  authenticity  of  the  books  and  their  contents. 
No  reason  therefore  appears  for  striking  out  any  part  of  Rowbotham's 
deposition. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  Bullock. 

Decided  February  7,  1901. 

(127  O.  G.,  1580.) 

1.  CLAnfs — ^Independent  Inventions — Practice. 

Where  claims  presented  by  amendment  are  held  by  the  Examiner  to  be 
for  an  independent  invention  from  that  presented  in  the  other  claims,  Held 
that  the  question  of  whether  the  claims  are  in  fact  for  an  independent  in- 
vention must  be  settled  before  applicant  can  demand  an  action  upon  their 
merits.  If  for  an  independent  invention,  applicant  is  estopped  from  prose- 
cuting said  claims  on  their  merits  in  this  application,  and  they  should  be 
canceled.  This  question  is  the  same  as  that  ordinarUy  presented  in  a  re- 
quirement for  division,  with  the  exception  that  in  originally  presenting  and 
prosecuting  claims  to  one  invention  only  applicant  has  already  made  his 
election  and  has  now  no  choice  as  to  which  set  of  claims  he  will  cancel. 
{Ex  parte  Belle,  C.  D.,  1904,  221;  110  O.  G.,  1728;  ex  parte  Tuttle,  C.  D., 
1904,  537;  113  O.  G.,  1967.) 

2.  Same — Indefinite  and  Functional. 

Where  the  claim  is  riot  for  a  combination  of  which  the  **  means  "  for  the 
purpose  mentioned  is  an  element,  but  is  merely  for  means  as  an  element  and 
covers  all  possible  metins  for  accomplishing  a  certJiin  function  regardless  of 
structure,  Held  that  the  claim  is  indefinite  and  functional. 

On  Petition. 

clothes-drying  device. 

Mr.  F.  G.  Dieterich  and  Messrs,  Fred  G.  Dieterich  cfc  Company  for 
the  applicant. 

Allen,  Commissioner:    • 

This  is  a  petition  from  the  refusal  of  the  Examiner  to  forward  an 
appeal  to  the  Examiners-in-Chief. 

The  claims  originally  presented  were  all  rejected  as  covering  aggre- 
•  gations.  Present  claims  9  and  10  presented  in  applicant's  second 
amendment  were  held  in  the  following  action  of  the  Examiner  to  be 
for  an  independent  invention,  and  the  remaining  claims  were  rejected 
as  covering  aggregations.  Claim  0  was  also  objected  to  as  indefinite. 
Upon  a  repetition  of  this  action  applicant  filed  an  appeal  to  the 
Examiners-in-Chief  upon  all  of  these  points.  The  Examiner  refused 
to  forward  this  appeal,  for  the  reason  that  the  case  is  not  in  condition 
for  such  an  appeal  until  the  formal  objection  to  claim  9  is  cured  and 
until  the  question  of  whether  claims  9  and  10  cover  au  md^i^wdkeoX* 
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invention  is  finally  determined  and  an  examination  made  as  to  their 
novelty,  if  it  is  held  on  appeal  that  they  may  be  prosecuted  in  this 
case. 

The  question  whether  claims  9  and  10  are  for  an  independent  in- 
vention from  that  presented  in  the  other  claims  must  be  settled  before 
applicant  can  demand  an  action  upon  their  merits.  If  for  an  inde- 
pendent invention,  applicailt  is  estopped  from  prosecuting  said  claims 
on  their  merits  in  this  application,  and  they  should  be  canceled.  This 
question  is  the  same  as  that  ordinarily  presented  in  a  requirement  for 
division,  with  the  exception  that  in  originally  presenting  and  prose- 
cuting claims  to  tlie  invention  of  claims  1  to  8  only  applicant  has 
ah'oady  made  his  election  and  has  now  no  choice  as  to  which  set  of 
claims  he  will  cancel.  {Ex  parte  Selle^  C.  D.,  1904,  221 ;  110  O.  G., 
1728;  ex  parte  Tuttle,  C.  D.,  1904,  537;  113  O.  G.,  1967.) 

Claim  9  reads  as  follows : 

9.  In  a  device  of  the  class  described,  means  for  transferring  clothes-carrying 
rods  from  one  iiositiou  and  dei)ositing  them  on  a  suitable  support,  substantially 
as  shown  and  described. 

The  claim  is  clearly  indefinite  and  functional.  No  structure  by 
which  the  function  stated  is  accomplished  is  set  forth  in  the  claim. 
The  claim  is  not  for  a  combination  of  which  the  "  means  "  for  the 
purpose  mentioned  is  an  element,  but  is  merely  for  means  as  an  ele- 
ment and  covers  all  j)ossible  means  for  accomplishing  a  certain  func- 
tion regardless  of  structure.  {Ex  parte  Kotler^  C.  D.,  1901,  62;  96 
O.  a,  2684.) 

The  Examiner  was  right  in  refusing  to  forward  applicant's  appeal 
in  its  present  form.  The  case  is  in  condition  for  appeal  merely  on 
the  que»stion  whether  the  claims  cover  more  than  one  invention,  and 
the  appeal  should  be  limited  to  this  question. 

The  petition  is  denied. 


Ex  PARTE  M.  ZiMMERMANN  COMPANY. 
Decided  January  12.  1901. 
(127  O.  G.,  1001.) 

Trade-Marks — Practtce  Recjardixc.  Expression  of  Coix)B. 

Where  in  ini  application  for  rejjist ration  of  a  trade-mark  colors  are  lU- 
dicatcMl  in  the  drawing  by  conventional  lininp  in  aooordnnee  with  the  chart 
for  draftsmen  on  pajre  S7  of  the  Ilnles  of  Practice  in  the  T'nlted  States 
Patent  Olllce,  Ihid  that  if  color  forms  a  mat«»rial  featnre  of  the  mark  the 
colors  shi>nl<l  !»e  described  in  order  to  cinnpiy  fnlly  with  section  1  of  the  act 
of  May  1,  lfM¥;,  wliiie  if  color  is  not  an  essential  feature  a  new  drawing 
omitting  the  conventional  lining  used  to  express  color  should  be  flled» 
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On  Petition. 

TRADB-MABK  FOB  CURED  MEATS. 

Ur.  Titian  TF.  Johnson^  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  from  the  following  requirement  of  the  Examiner 
of  Trade-Marks : 

The  mark  Is  shown  in  the  drawing:  as  in  particular  colors.  Therefore  the 
:x>lor8  of  the  marls  should  be  described. 

The  labels  filed  with  the  application  show  the  letter  "  Z  "  in  red 
on  a  field  of  dark  blue  surrounded  by  an  annular  band  of  lighter 
blue.  These  colors  are  indicated  in  the  drawing  of  the  application 
by  lining  it  in  accordance  with  the  chart  for  draftsmen  on  page  87 
of  the  Rules  of  Practice  in  the  United  States  Patent  Office. 

So  far  as  the  drawing  is  concerned,  it  would  appear  that  applicant 
intends  to  make  color  an  essential  feature  of  its  mark.  This  appears 
to  be  admitted  by  the  applicant,  for  it  states  in  its  petition : 

Because  the  mark  has  been  shown  or  shaded  in  the  drawing  to  indicate  cer- 
tain colors  as  shown  by  the  "  draftsman's  chart,"  in  a  case,  of  this  sort  can 
only  show  that  the  draftsman  has  followed  his  subject  closely,  and  to  those 
familiar  with  the  "chart"  it  would  probably  appear,  if  they  thought  of  it 
at  all,  that  the  "  Z  "  was  printed  in  red,  but  it  does  not  necessarily  follow,  or 
follow  at  all,  that  the  color  is  a  part  or  essential  to  applicant's  mark,  unless 
he  so  expresses  It  in  his  statement,  and  relies  upon  the  color  to  form  a  part 
thereof. 

While  to  one  familiar  with  the  draftsman's  chart  the  lining  of  the 
mark  would  indicate  the  color  scheme,  to  one  not  thus  familiar  it 
would  not  express  color.  Therefore  if  color  forms  a  material  fea- 
ture of  the  mark  the  colors  should  be  described  in  order  to  comply 
fully  with  section  1  of  the  act  of  May  4,  1906,  which  requires — 

a  description  of  the  trade-mark  itself,  only  when  needed  to  express  colors  not 
chown  in  the  drawing. 

In  its  petition,  however,  applicant  disclaims  color  as  an  essential 
feature  of  the  mark.    It  states : 

In  this  case  colors  are  shown  or  indicated,  but  as  above  suggested  they  are 
not  Important  to  applicant  or  depended  upon  by  applicant  to  form  an  essential 
feature  of  his  trade-mark.  In  this  case  colors  are  not  needed  or  dei^ended  upon, 
and  no  expression  of  colors  should,  In  opinion  of  counsel,  appear  in  the 
Ktatement. 

If  such  is  the  case,  it  is  obvious  that  in  order  to  avoid  confusion  and 
ambiguity  color  should  not  be  indicated  in  the  drawing. 

If  petitioner  regards  color  as  a  feature  of  its  mark,  it  should  be 
described;  if  not,  a  new  drawing  should  be  filed  omitting  the  con- 
ventional lining  used  to  express  color. 

The  petition  is  denied. 
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Barber  v.  Wood. 

Decided  January  26,  1907. 

(127  O.  a,  1991.) 

1.  Interference — ^Motion  to  Take  Testimony  to  Show  Inoperativeness — ^Nor 

Appealable. 
Where  a  motion  for  permission  to  take  testimony  for  the  purpose  of  show- 
ing that  the  opiwnent's  device  is  inoi)erative,  i)endinff  the  determination  of 
a  motion  to  dissolve  the  interference,  was  denied  by  the  Examiner  of  Inter- 
ferences on  the  ground  that  the  rules  do  not  provide  for  the  taking  of  testi- 
mony in  interference  cases  prior  to  the  determination  of  a  motion  to  dis- 
solve, Held  that  no  appeal  lies  from  the  decision  of  the  Examiner  of  Inter- 
ferences on  the  question  of  taking  testimony  to  show  inoperativeness  and 
that  no  occasion  is  presented  for  the  exercise  of  the  supervisory  authority 
of  the  Commissioner. 

2.  Same — Inoperativeness  of  Opponent's  Device — Practice. 

Under  Rule  130  where  the  operatlveness  of  an  opponent's  device  or  his 
right  to  make  the  claim  is  material  to  the  right  of  a  party  to  a  patent  said 
party  may  urge  the  matter  at  final  hearing  before  the  Elxaminer  of  Inter- 
ferences as  a  basis  for  his  award  of  priority ;  but  as  a  condition  precedent 
to  such  right,  the  party  must  first  present  the  matter  upon  a  motion  for 
dissolution,  or  show  good  reason  why  such  motion  was  not  made  and 
prosecuted. 

On  Petition. 

sheet-delivery  mechanism. 

Me887'8.  Brown  c6  Seward  and  Mr,  Walter  F.  Rogers  for  Barber. 
Messrs,  Soutkgate  cfe  Southgate  for  Wood. 

Allen,  Commiaaioner: 

This  is  a  petition  by  Barber  that  under  the  exercise  of  my  super- 
visory authority  the  Examiner  of  Interferences  be  directed  to  retain 
the  custody  of  this  case  and  that  petitioner  may  be  permitted  to  take 
testimony  upon  the  question  of  inoperativeness  and  of  public  use. 

On  June  30,  1906,  in  response  to  an  order  to  show  cause  why  judg- 
ment on  the  record  should  not  be  entered  against  him,  Barber  brought 
a  motion  to  dissolve  this  interference  on  several  grounds,  including 
inoperativeness  and  public  use  of  Wood's  device,  all  of  which  were 
transmitted  to  the  Primary  Examiner  by  the  Examiner  of  Interfer- 
ences except  that  of  public  use.  An  appeal  w^as  taken  from  the  refusal 
to  transmit  this  ground. 

On  July  25,  1906,  Barber  made  a  motion  before  the  Examiner  of 
Interferences  for  an  order  permitting  him  to  take  testimony  in  sup- 
port of  the  ground  of  his  preceding  motion  that  the  Wood  invention 
is  in  certain  respects  inoperative  and  also  to  establish  public  use  and 
abandonment  by  Wood. 

The  portion  of  the  motion  relating  to  the  taking  of  testimony  on  the 

'lestion  of  public  use  was  dismissed  by  the  Examiner  of  Interferences 


DECISIONS  OF  THE  COMMISSIONEE   OF   PATENTS.  97 

on  the  ground  that  only  the  Commissioner  has  authority  to  institute 
public-use  proceedings.  Petitioner  has  not  made  such  a  showing 
as  would  warrant  the  institution  of  public-use  proceedings.  {Siebert 
V.  Bloomberg,  C.  D.,  1906,  325;  124  O.  G.,  628.) 

Concerning  the  taking  of  testimony  on  the  question  of  inoperative- 
ness, the  motion  was  denied  without  prejudice,  on  the  ground  that 
the  rules  do  not  provide  for  the  taking  of  testimony  in  interference 
cases  prior  to  the  determination  of  a  motion  to  dissolve.  In  Lowry 
and  Cowley  v.  Spoon  (C.  D.,  1906,  381;  124  O.  G.,  1846)  it  was  held 
that  no  appeal  would  lie  from  the  decision  of  the  Examiner  of  Inter- 
ferences on  the  question  of  taking  testimony  to  show  inoperativeness. 
Barber,  however,  asks  that  I  exercise  my  supervisory  authority  and 
reverse  the  decision  of  the  Examiner  of  Interferences. 

It  is  noted  that  the  Examiner  of  Interferences  has  not  finally  de- 
termined whether  Barber  should  be  permitted  to  take  the  desired  testi- 
mony for  use  at  final  hearing,  but  has  merely  held  that  he  should  not 
do  so  until  the  motion  to  dissolve  now  before  the  Primary  Examiner 
is  decided. 

I  find  no  occasion  for  the  exercise  of  supervisory  authority  in  this 
case. 

Under  Rule  130  where  the  operativeness  of  an  opponent's  device 
or  his  right  to  make  the  claim  is  material  to  the  right  of  a  party  to  a 
patent  said  party  may  urge  the  matter  at  final  hearing  before  the 
Examiner  of  Interferences  as  a  basis  for  his  award  of  priority ;  but 
as  a  condition  precedent  to  such  right  the  party  must  first  present 
the  matter  upon  a  motion  for  dissolution  or  show  good  reason  why 
such  motion  was  not  made  and  prosecuted.  Petitioner  apparently 
wishes  to  have  waived  this  preliminary  presentation  of  the  matter 
by  motion  to  dissolve.  I  do  not  find  that  the  circumstances  of  the 
case  warrant  a  waiver  of  this  preliminary  requirement  or  that  peti- 
tioner will  suffer  any  injustice  by  following  the  usual  course  of  pro- 
cedure. As  stated  in  Clement  v.  Browne  v.  Stroud,  (C.  D.,  1906,  461 ; 
125  0.  G.  992:) 

It  is  for  the  guidance  and  assistance  of  the  other  tribunals  of  the  Office 
that  Role  130  provides  that  a  motion  to  dissolve  shall  be  a  condition  precedent 
to  urging  before  the  Examiner  of  Interferences  that  an  opi)onent*s  claim  is 
anpatentable. 

The  consideration  of  the  grounds  of  the  motion  to  dissolve  upon 
the  papers  of  record  may  dispose  of  the  interference  without  the 
delay  and  expense  incident  to  the  taking  of  testimony.  From  the 
denial  of  the  motion  to  dissolve  upon  the  grounds  urged  there  is  no 
appeal  from  the  decision  of  the  Primary  Examiner,  (Rule  124,) 
while  if  the  motion  prevails  upon  the  matter  of  record  the  time  that 
would  be  consumed  by  taking  testimony  is  saved.  After  the  present 
30087— H.  Doc.  470, 60-1 7 
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seems  to  be  uselessly  complex  and  burdensome  in  its  application  to 
such  cases  as  the  present  one.  The  order  issued  in  the  present  case 
was  an  intentional  departure  from  that  practice. 

Under  Snider  v.  Bunnell^  supra,  this  case  would  have  been  sent  to 
the  Examiner  after  the  recommendation  by  the  £xaminers-in-Chief 
to  consider  the  matters  to  which  attention  had  been  called  and  to 
render  a  decision  thereon.  In  the  event  of  conflict  between  his  con- 
clusions and  those  of  the  Examiners-in-Chief  the  case  would  then  be 
forwarded  to  the  Commissioner  for  another  decision.  Two  decisions 
would  thus  be  rendered  by  the  OflSce  upon  the  merits  of  the  peti- 
tioner's application  for  patent,  in  addition  to  the  opinion  expressed 
by  the  Examiners-in-Chief,  without  appeal  or  other  action  upon  the 
part  of  the  petitioner.  If  the  decision  of  the  Commissioner  should 
be  adverse  to  the  applicant,  the  case  would  still  be  in  no  condition  for 
appeal  to  the  court  of  api>eals,  but  would  have  to  be  returned  to  the 
Primary  Examiner  for  the  institution  of  a  new  course  of  appeals  and 
pro  forma  decisions  by  the  Primary  Examiner  and  the  Examiners- 
in-Chief  before  that  end  could  be  attained.  It  is  designed  by  the 
practice  instituted  in  the  present  case  to  avoid  these  complications, 
in  those  cases  where  the  recommendation  of  the  Examiners-in-Chief 
covers  matters  considered  and  passed  upon  by  the  Primary  Exam- 
iner in  an  inter  partes  decision,  by  substituting  at  the  outset  the  entry 
of  a  rejection  pro  forma  by  the  Primary  Examiner,  putting  the  case 
at  once  in  condition  for  a  course  of  appeal  which  may  be  carried  to 
the  court  of  appeals  if  the  application  is  otherwise  in  condition 
therefor. 

It  is  not  to  be  i^resunied  that  the  Examinere-in-Chief  would  form 
an  opinion  adverse  to  a  party's  interest  and  call  attention  to  the  same 
upon  the  record  without  careful  consideration  in  those  cases  where 
the  grounds  of  their  opinion  had  already  been  considered  by  the 
Primary  Examiner  and  held  insufficient  to  warrant  such  adverse 
opinion.  'When  they  express  such  an  opinion  under  these  circum- 
stances, the  same  is  clearly  of  sufficient  force  to  bind  the  Primary  Ex- 
aminer and  sustain  his  pro  forma  rejection  of  claims  until  the  opin- 
ion is  withdrawn  by  the  Examiners-in-Chief  themselves  or  overruled 
by  the  Commissioner  or  court  of  appeals  in  the  regular  course  of 
appeal. 

The  decision  upon  priority  in  the  present  case  having  become  final 
through  the  failure  of  IIolz  to  appeal,  there  is  no  reason  for  further 
inter  partes  consideration  of  the  applications.  The  entry  by  the  Pri- 
mary Examiner  of  a  rejection  in  the  application  of  Hewitt  based  up- 
on the  opinion  expressed  by  the  Exaniiners-in-Chief  seems  to  open  to 
Hewitt  a  way  of  securing  final  determination  of  the  question  of 
patentability  attended  with  less  complication,  labor,  and  delay  than 
is  iA  general  incident  to  the  practice  heretofore  followed  in  Snider  v. 


DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS.  101 

Bunnell^  supra.  However  this  may  be,  the  fatA  that  the  opinion  of 
the  Primary  Examiner  upon  the  question  raised  is  of  record  in  the 
case  renders  further  consideration  thereof  by  him  unnecessary,  and 
the  fact  that  of  the  conflicting  opinions  of  the  different  tribunals  the 
later  opinion  comes  from  the  higher  tribunal  after  consideration  of 
the  position  taken  by  the  lower  renders  further  consideration  by  any 
tribunal  of  the  Office  of  the  question  superfluous  until  presented  by  a 
statutory  appeal. 

Tie  petition  ut  denied. 


Dixon  and  Marsh  v.  Graves  and  Wihttemore. 
Decided  March  5,  1907. 
(127  O.  G.,  1993.) 

1.  IlfTEaiFEBENCE — TESTIMONY  TO   SHOW   ISSUE  UNPATENTABLE  TO  EFTHEB   PaBTY 

^  Irrelevant  to  Question  of  Priority. 

Where  during  the  time  assigned  him  for  the  purpose  of  taking  testimony 
Dpon  the  question  of  priority  of  invention  one  party  tools  merely  the  testi- 
mony of  an  expert  for  the  puri)ose  of  showing  that  the  issue  is  not  patent- 
able to  either  party  over  the  prior  art,  Held  that  the  decision  of  the  Ebcam- 
iner  of  Interferences  was  proi)er  in  granting  a  motion  to  strilce  said  testi- 
mony from  the  record  on  the  ground  that  it  is  irrelevant  to  the  question  of 
priority. 

2.  Same—Unpatentability  of  Issue  to  All  Parties— Properly  Raised  by 

Motion  to  Dissolve  Under  Rule  122. 
Where  it  is  contended  that  the  non-patentability  of  the  issue  to  either 
party  to  the  interference  may  be  urged  at  final  hearing,  Held  that  during 
the  preliminary  stages  of  the  Interference  and  before  the  parties  have  been 
put  to  the  trouble  and  expense  of  taking  testimony  on  the  question  of 
priority  either  party  may  raise  the  question  of  the  patentability  of 'the 
Issue  by  motion  to  dissolve  the  interference  under  Rule  122.  Contestants 
are  thus  given  an  opportunity  to  have  determined  the  question  of  whether 
the  Office  was  right  in  declaring  the  interference  and  whether  the  proceed- 
ing should  continue  before  testimony  as  to  priority  is  taken.  It  is  essential 
to  the  orderly  proceeding  of  the  interference  that  the  question  of  patent- 
ability be  finally  settled  at  this  time,  and  for  this  purpose  the  rules  provide 
for  an  appeal  from  the  rejection  of  claims  based  on  the  decision  on  the 
motion  to  the  full  extent  permitted  by  law. 

3.  Same — Raite — Cannot  Be  Raised  Under  Rule  130. 

Where  it  is  contended  by  one  party  to  an  Interference  that  he  has  a 
right  to  urge  the  unpatentability  of  the  Issues  to  either  party  at  the  final 
.  hearing  under  Rule  130  and  to  take  testimony  in  support  thereof.  Held 
that  the  contention  is  erroneous  and  that  this  rule  permits  a  party  to  urge 
the  noo-patentabillty  of  a  claim  to  his  opponent  as  a  basis  for  the  decision 
upon  priority  of  invention  only  when  it  is  materal  to  his  own  right  to  a 
patmt. 
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4.  Same — Limited  to  Question  of  Priority  of  Invention. 

The  IJnited  States  Supreme  Court  in  the  case  of  ex  rel.  Qeorge  A.  Lowry 
V.  Frederick  I.  Allen,  Commissioner  of  Patents,  (C.  D.,  1906,  765;  125  O.  G., 
23G5,)  held  that  section  4904  of  the  Revised  Statutes  limits  the  declaration 
of  interferences  to  the  question  of  priority  of  Invention.  Should  a  party 
be  permitted  to  urge  that  the  claims  of  the  issue  are  patentable  to  neither 
party  in  the  interference,  a  decision  that  the-issue  Is  not  patoitable  would 
not  result  in  a  decision  of  priority  of  invention  in  favor  of  either  party  or 
in  the  issue  of  a  imtent  to  one  of  the  parties.  In  the  cases  contemplated  by 
Rule  130,  however,  a  decision  that  the  issue  is  not  patentable  to  one  party 
would  necessarily  result  in  a  decision  of  priority'  in  favor  of  the  other  party. 

Appeal  on  Motion, 

METHOD  OF  SHAPING  GLASS. 

A/efiftrft.  Rahevell  d*  Bynies  and  Mr.  H.  S.  Shepard  for  Dixon  and 
Marsh. 

Mr.  James  Whiftemore  and  Messrs.  Bacon  (t  Mil<ins  for  Graves  and 
AATiittemore. 

Moore,  Acting  Commissioner: 

This  is  an  appeal  by  Dixon  and  Marsh  from  the  decision  of  tiie 
Examiner  of  Interferences  granting  a  motion  brought  by  Graves  and 
Whittemore  to  strike  from  the  record  the  deposition  of  Daniel  C. 
Ripley  taken  on  behalf  of  Dixon  and  Marsh. 

The  Examiner  of  Interferences  granted  the  motion  on  the  ground 
that  the  testimony  of  Ripley  is  in  the  nature  of  an  expert  deposition 
intended  to  show  that  the  claims  corresponding  to  the  counts  of  the 
issue  are  not  patentable  to  either  party  and  that  it  is  irrelevant  to  the 
question  of  priority  of  invention.  I  am  of  the  opinion  that  the  Ex- 
aminer of  Interferences  is  correct  in  his  conclusion. 

It  is  admitted  by  Dixon  and  Marsh  that  the  deposition  of  Ripley 
is  in  the  nature  of  an  expert  opinion  directed  entirely  to  the  question 
of  the  patentability  of  the  issue  over  the  prior  art,  and  they  contend 
that  they  have  a  right  to  urge  the  unpatentability  of  the  issues  to 
either  party  at  the  final  hearing  and  to  present  evidence  of  this  char- 
acter in  supix)rt  thereof  for  consideration  at  said  final  hearing  in  the 
interference  proceding  under  Rule  130. 

Appellants  are  in  error  in  this  contention.  An  interference  is  a 
proceeding  instituted  for  the  purpose  of  determining  the  question  of 
priority  of  invention.  Before  the  interference  is  declared  the  issue 
must  be  found  patentable.  During  the  preliminary  stages  of  the 
interference  and  before  the  parties  have  been  put  to  the  trouble  and 
expense  of  taking  testimony  on  the  question  of  priority  either  party 
may  raise  the  question  of  the  patentability  of  the  issue  by  motion  to 
dissolve  the  interference  under  Rule  122.  Contestants  are  thus  given 
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an  opportunity  to  have  determined  the  question  of  whether  the  Office 
was  right  in  declaring  the  interference  and  whether  the  proceeding 
should  continue  before  testimony  as  to  priority  is  taken.  It  is  essen- 
tial to  the  orderly  proceeding  of  the  interference  that  the  question  of 
patentability  be  finally  settled  at  this  time,  and  for  this  purpose  the 
rules  provide  for  an  appeal  from  the  rejection  of  claims  based  on  the 
decision  on  the  motion  to  the  full  extent  permitted  by  law.  Neither 
the  rules  nor  the  practice  as  announced  in  the  cases  of  Sohey  v.  HoU- 
claiP  (C.  D.,  1905,  523;  119  O.  G.,  1922)  and  Potter  v.  Mcintosh, 
(C.  D.,  1906,  66;  120  O.  G.,  1823,)  recently  affirmed  by  the  Court  of 
Appeals  of  the  District  of  Columbia  in  Sohey  v.  HoUclaw  {post,  465; 
126  O.  G.,  3041)  and  Potter  v.  Mcintosh,  (decided  December  14, 
1906,  post,  505;  127  O.  G.,  1995;)  provide  for  raising  the  question 
of  the  patentability  of  the  issue  at  all  parties  as  a  matter  of  right  at 
the  final  hearing  or  on  appeal  from  the  decision  on  priority. 

The  contention  of  appellants  that  this  case  comes  under,  the  provi- 
sions of  Rule  130  is  erroneous.    Rule  130  reads : 

Where  the  patentabiUty  of  a  claim  to  an  opponent  is  material  to  the  right  of 
a  party  to  a  patent,  said  party  may  urge  the  non-patentability  of  the  claim  to 
his  opponent  at  final  hearing  before  the  Examiner  of  Interferences  as  a  basis 
for  the  decision  upon  priority  of  invention,  and  upon  appeals  from  such  decision. 
A  party  shaU  not  be  entitled  to  take  such  step,  however,  unless  he  has  duly 
presented  and  prosecuted  a  motion  under  Rule  122  for  dissolution  upon  the 
ground  in  question,  or  shows  good  reason  why  such  a  motion  was  not  presented 
and  prosecuted. 

This  rule  permits  a  party  to  urge  the  non-patentability  of  a  claim 
to  his  opponent  as  a  basis  for  the  decision  upon  priority  of  invention 
only  when  it  is  material  to  his  own  right  to  a  patent.  The  principle 
upon  which  this  rule  is  based  is  announced  in  the  decision  of  the  Court 
of  Appeals  of  the  District  of  Columbia  in  the  case  of  Podlesak  and 
Podlesak  v.  Mclnnemey,  (C.  D.,  1906,  558;  120  O.  G.,  2127,)  as 
follows : 

The  qaestion  of  the  right  of  a  party  to  make  a  claim  goes  to  the  very  foun- 
dation of  an  interference  for  if  the  party  has  not  such  right  the  interference 
£all&  If  it  be  incorrectly  held  that  such  party  has  a  right  to  make  the  claim 
priority  may  be  awarded  to  him  and  his  adversary  be  deprived  of  a  substantial 
ri^t  in  that  he  is  not  given  a  claim  where  he  necessarily  is  the  prior  inventor, 
hia  adversary  never  having  made  the  invention.  Manifestly  that  question  should 
not  be  finally  determined  by  the  Primary  Examiner  who  originally  declared  the 
interference.  We  therefore  take  jurisdiction  to  determine  that  question  in  this 
case  as  an  ancillary  question  to  be  considered  in  awarding  priority  of  invention. 

In  the  case  under  consideration  Dixon  and  Marsh  brought  a  motion 
to  dissolve  the  interference  on  the  ground  of  non-patentability  of  the 
issue  to  either  party.  The  Primary  Examiner  held  that  the  issue  is 
patentable  and  denied  the  motion.    To  now  permit  appellants  to  take 
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testimony  concerning  patentability  of  tho.  issue  and  to  contest  it  at 
final  hearing  would,  in  effect,  nullify  the  provision  of  Rule  124,  which 
reads : 

No  appeal  will  be  permitted  from  a  decision  rendered  upon  motion  for  dlsso 
lutlon  affirming  the  imtentablUty  of  a  claim  or  the  applicant's  right  to  malce 
the  same  or  the  identity  of  meaning  of  counts  in  the  cases  of  diflTerent  parties. 

The  authority  of  this  Office,  with  the  approval  of  the  Secretary  of 
the  Interior,  to  promulgate  Rule  124  has  been  recently  upheld  in  the 
decision-  of  the  United  States  Supreme  Court  in  the  case  of  The 
United  States,  ex  rel,  George  A.  Lowry,  v.  Frederick  I.  Allen,  Com- 
missiotier  of  Patents  (C.  D.,  1906,  765;  125  O.  G.,  2365.)  Moreover, 
this  decision  states,  concerning  the  purpose  of  an  interference : 

It  certainly  could  not  have  been  the  intention  to  destroy  all  dlstinctionR  in 
procedure.  But  we  are  not  left  to  inference.  The  statute  is  expUcit.  It  limits 
the  dwla ration  of  Interferences  to  the  question  of  priority  of  invention.  Sec- 
tion 4904  provides  that  In  case  of  conflict  of  an  application  for  a  patent  with 
a  pending  application  or  with  an  unexpired  patent  (as  in  the  case  at  bar,)  the 
Commissioner  shall  give  notice  thereof — 

"  and  shall  direct  the  Primary  Examiner  to  proceed  to  determine  the  question 
of  priority  of  invention,''    (Italics  ours.) 

And  It  is  provided  that  the  Commissioner  shall  issue  a  patent  to  the  party 
adjudged  the  prior  inventor,  unless  the  adverse  i>arty  appeals  from  the  decision 
of  the  Primary  Examiner  or  Examiners-in-Chlef,  as  the  case  may  be. 

Should  a  party  be  permitted  to  urge  that  the  claims  of  the  issue 
are  patentable  to  neither  party  in  the  interference,  a  decision  that 
the  issue  is  not  patentable  would  not  result  in  a  decision  of  priority  of 
invention  in  favor  of  either  party  or  in  the  issue  of  a  patent  to  one 
of  the  parties.  In  the  cases  contemplated  by  Rule  130,  however,  a 
decision  that  the  issue  is  not  patentable  to  one  party  would  necessarily 
result  in  a  decision  of  priority  in  favor  of  the  other  party.  (Greejuh 
wait  V.  Maf^k,  ante,  21 ;  126  O.  G.,  1063.) 

Since  the  rules  and  decisions  do  not  permit  the  non-patentability 
of  the  issue  to  all  the  parties  to  be  urged  at  final  hearing  on  the 
question  of  priority,  it  is  unnecessary  to  consider  the  further  con^ 
tention  of  appellants  that  they  have  a  right  to  take  testimony  in 
the  interference  proceeding  in  support  of  their  claim  that  the  issues 
are  not  patentable.  It  may  be  stated,  however,  that  the  practice  of 
not  permitting  the  introduction  of  such  testimony  is  well  established 
and  should  be  adhered  to,  for  reasons  stated  in  the  following  deci- 
sions: Huher  v.  Aikeii,  (C.  D.,  1899,  166;  88  O.  G.,  1525,)  Stroud  v. 
MilUr,  (C.  D.,  1902,  423;  101  O.  G.,  2075,)  and  Parkes  v.  Lewis, 
(C.  D.,  1906,  2;  120  O.  G.,  323.) 

TJie  decision  of  the  Exaviii^er  of  Interferen<^es  is  affirmed. 
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Dixon  v.  McElroy. 
Decided  January  11,  1907. 
(127  O.  G.,  2393.) 

Intebference — Pbeliminary  Statement — ^Amendment  of. 

Where  D.  was  notified  that  his  preliminary  statement  was  indefinite  and 
should  be  amended,  but  no  amendment  w^as  made,  and  the  present  motion 
was  not  brought  until  eight  mouths  later  and  after  testimony  had  been 
taken  by  D.,  and  was  inspired  by  a  statement  placed  on  the  record  by  his 
opponent.  Held  that  the  motion  was  properly  denied  in  the  absence  of  a 
showing  in  excuse  for  the  long  delay  in  bringing  the  motion  or  the  failure 
to  respond  to  the  requirement  for  a  more  definite  statement  or  of  a  satis- 
factory showing  of  accident  or  mistake  or  of  newly-discovered  evidence. 

Appeal  on  Motion. 

steam-jacket. 

Messrs.  Warf^ld  d^  Duell  for  Dixon. 
Mr.  Robert  M.  Pierson  for  McElroy. 

AiJ.EN,  ComviiHsion er : 

This  is  an  appeal  by  Dixon  from  the  decision  of  the  Examiner  of 
Interferences  denying  his  motion  to  amend  his  preliminary 
statement. 

Dixon  alleged  conception,  drawings,  disclosure,  and  reduction  to 
practice  '"  prior  to  November  30,  1900,"  in  his  original  preliminary 
statement.  He  now  desires  by  amending  his  preliminary  statement 
to  carry  back  his  date  of  conception,  drawings,  and  disclosure  to 
February,  18,  1892,  and  his  reduction  to  practice  to  "  the  years  1892, 
1903,  and  1894." 

The  Examiner  of  Interferences  upon  the  receipt  of  Dixon's  original 
preliminary  statement  notified  him  on  February  2,  1906,  that  the 
words  "  prior  to  "  were  indefinite  and  fixed  no  date  and  informed 
him  that  an  amended  preliminary  statement  "  stating  the  first  dates 
upon  which  Dixon  relies  "  must  be  filed  by  February  19,  1906,  or  he 
would  be  restricted  to  the  date  named  in  the  original  statement.  No 
amended  statement,  however,  was  filed  by  Dixon  in  response  to  this 
notice.  The  present  motion  was  brought  October  31, 1906,  over  eight 
months  later  and  after  testimony  had  been  taken  by  Dixon. 

It  appears  from  the  brief  filed  in  behalf  of  Dixon  that  his  attempt 
to  amend  his  preliminary  statement  at  this  time  is  inspired  by  the 
following  statement  placed  on  the  record  during  the  taking  of  tes- 
timony by  counsel  for  McElroy : 

Notice  is  liere  given  by  counsel  for  McElroy  that  the  testimony  of  witnesses 
for  Dixon  including  those  who  have  already  testified,  in  so  far  as  such  tes- 
tlnioDy  bears  upon  the  statutory  bar  of  public  use,  will  be  offered  in  evidence 
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for  McEIroy  in  this  or  a  proi>er  proceeding,  and  counsel  for  Dixon  is  offered 
the  opportunity  to  cross-examine  his  own  witnesses  or  rebut  their  testimony  so 
far  as  it  relates  to  public  use. 

Dixon  contends  that  the  amendment  should  be  pennitted  in  view 
of  this  statement  on  the  record,  as  without  the  amendment  he  cannot 
have  the  benefit  of  the  early  dates  in  the  interference  proceeding, 
while  testimony  concerning  them  might  be  effective  for  McElroy  in 
case  a  public-use  proceeding  should  be  instituted. 

This  contention  is  hypothetical  and  is  entitled  to  little  weight.  No 
showing  is  made  in  excuse  for  the  long  delay  in  bringing  the  motion 
or  the  failure  to  respond  to  the  requirement  of  the  Examiner  for  a 
more  definite  statement.  No  showing  is  made  of  accident  or  mistake 
or  of  newly-discovered  evidence.  Such  a  showing  of  a  satisfactory 
character  is  uniformly  required  as  a  basis  for  the  granting  of  a 
motion  to  amend  the  preliminary  statement. 

For  the  reasons  stated  the  decision  of  the  Examiner  of  Inter- 
ferences is  afjirnied. 


Karprnstein  v.  Hertzberq. 

Decided  January  IT,  1907. 

(127  O.  G.,  2303.) 

Interference — Preuminary  Statement — ^Amendment  op. 

The  question  of  amending  the  preliminary  statement  Is  a  matter  largely 
within  the  discretion  of  the  Examiner  of  Interferences.  Unless  It  be  shown 
that  such  discretion  has  been  abused  his  decision  will  not  be  disturbed. 

Appeal  on  Motion. 

massage  apparatus. 

M7\  J  allies  11.  Westcott  for  Karpenstein. 

Messrs.  Griffltij  Bernard  cf?  Cavanagh  and  Messrs,  Griffin  <6  Bernard 
for  Hertzberg. 

Allen,  Commissioner: 

This  is  an  appeal  by  Hertzberg  from  the  decision  of  the  Examiner 
of  Interferences  granting  Karpenstein's  motion  to  amend  his  pre- 
liminary statement. 

Karpenstein's  amended  statement  carries  back  his  date  of  reduc- 
tion to  practice  from  February  1,  1903,  to  July  1,  1902.  Hertzberg's 
alleged  date  of  reduction  to  practice  is  December  2,  1902. 

Notice  of  the  motion  was  given  prior  to  the  taking  of  testimony, 
and  a  stipulation  was  entered  into  that  said  amendment  should  be 

^ed  at  final  hearing. 
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Karpenstein  claims  that  he  was  not  advised  of  the  true  meaning  of 
the  term  "  reduction  to  practice  "  and  that  he  understood  it  to  mean 
"  a  device  that  was  commercially  practical  and  which  could  be  put 
upon  the  market  and  sold  at  a  profit."  The  Examiner  of  Interferences 
found  the  testimony  in  behalf  of  Karpenstein  to  be  consistent  with 
the  allegations  of  the  amended  statement,  and  he  was  of  the  opinion 
that — 

This  seems  to  be  one  of  those  cases  of  honest  mistake  in  making  the  prelimi- 
nary statement  where  the  rule  against  amendment  should  not  be  enforced  with 
such  strictness  as  to  deprive  an  inventor  on  technical  grounds  of  the  right  to 
prove  bis  true  dates.  • 

The  question  of  amending  the  preliminary  statement  is  a  matter 
largely  within  the  discretion  of  the  Examiner  of  Interferences.  Un- 
less it  be  shown  that  such  discretion  has  been  abused  his  decision  will 
not  be  disturbed.    I  find  no  such  abuse  of  discretion  in  this  case. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex   PARTE   PlETRO. 

Decided  February  12,  1907. 

(127  O.  G.,  2394.) 

1.  Tradb-Mabks — ^Registbation     by     Fobeignebs — Must     Ck)BBESP0ND     Wfth 

FOBEIGN    REGISTBATION. 

The  only  mark  which  a  foreign  applicant  is  entitled  to  register  in  this 
country  is  the  mark  which  he  has  registered  in  the  country  in  which  he  is 
located.  Such  mark  is  presumably  that  set  forth  and  shown  in  the  foreign 
registration,  and  the  Office  must  so  assume  until  furnished  with  proofs  to 
the  contrary. 

2.  Sahe — Sahe — Same— Dbawing. 

Where  a  foreigner  applies  for  registration  in  this  country,  his  registration 
in  the  country  in  which  he  is  located  will  be  presumed  to  set  forth  and 
show  his  trade-mark,  and  in  the  absence  of  proof  to  the  contrary  the  draw- 
ing of  his  application  for  registration  in  this  country  will  be  requinnl  to 
conform  to  such  foreign  registration. 

On  Petition. 

TBADB-MABK  FOB   STOMACH-TONIC. 

Messrs.  Wilkinson  cfe  Fisher  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  of  Trade-Marks 
requiring  a  new  drawing. 

The  applicant  is  a  subject  of  the  King  of  Italy,  residing  in  that 
country.  He  has  furnished  the  Office  with  a  certified  copy  of  his  reg- 
istration there,  as  required  by  Rule  17.    The  Italian  registrat\OYv  eoxa- 
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prises  applicant's  entire  label.  The  drawing  of  the  application  in  this 
country  comprises  a  signature  and  fanciful  device  taken  from  the 
label,  but  fails  to  include  a  large  amount  of  printed  matter  found  on 
the  latter.  The  applicant  contends  that  the  portions  of  the  label 
omitted  from  the  drawing  are  not  portions  of  the  trade-mark.  The 
Examiner  requires  that  they  be  shown  in  the  application  without  re- 
gard to  their  actual  relation  to  the  mark  in  order  that  the  registration 
in  this  country  may  conform  to  that  secured  abroad. 
Section  4  of  the  Trade-Mark  Act  of  1905  provides: 

Sec.  4.  That  an  application  for  registration  of  a  trade-mark  filed  in  this 
country  by  any  person  who  has  previously  regularly  filed  in  any  foreign  country 
which,  by  treaty,  convention,  or  law,  aflTords  similar  privileges  to  citisens  of  the 
United  States  an  application  fbr  registration  of  the  same  trade-mark  shall  be 
accorded  the  same  force  and  effect  as  would  be  accorded  to  the  same  appli- 
cation if  filed  in  this  country  on  the  date  on  which  application  for  registration 
of  the  same  trade-mark  was  first  filed  in  such  foreign  country :  ProtHded,  That 
such  application  is  filed  in  this  country  within  four  months  from  the  date  on 
which  the  application  was  first  filed  in  such  foreign  country:  And  provided. 
That  certificate  of  registration  shall  not  be  issued  for  any  mark  for  registration 
of  which  application  has  been  filed  by  an  applicant  located  In  a  foreign  country 
until  such  mark  has  been  actually  registered  by  the  applicant  in  the  country  in 
which  he  is  located. 

Under  this  section  of  the  statute  the  only  mark  which  the  applicant 
is  entitled  to  register  in  this  country  is  the  mark  which  he  has  regis- 
tered in  Italy.  The  mark  registered  in  Italy  is  presumably  that  set 
forth  and  shown  in  the  Italian  registration,  and  the  Office  must  so 
assume  until  furnished  with  proofs  to  the  contrary.  There  appears 
to  be  no  evidence  in  this  case  that  the  Italian  registration  is  a  regis- 
tration of  a  trade-mark  right  in  that  country  in  the  mark  shown  upon 
the  drawing  of  this  application.  There  was  therefore  no  error  in  the 
Examiner's  action  requiring  modification  of  the  same  to  conform  to 
the  registration  abroad. 

Petition  denied. 


Ex   PARTE   HOEY. 

Decided  March  37.  W06. 

(127  O.  G..  2815.) 

Patentabh^ity — Non-Invention — Change  of  Location. 

The  change  of  location  of  projections  on  the  seat  portion  of  a  bed-coach 
Held  to  relate  to  mechanical  skill. 

Appeal  from  Examiners-in-Chief. 

BED-COUCH. 

Mr.  Geo.  H.  Strong  and  Mr.  T.  W.  Fowler  for  the  applicant. 
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AujBN,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  rejecting  the  following 
claims: 

10.  The  combination  in  a  bed-couch  of  a  containing  box  or  case,  a  seat  hinged 
to  the  top  of  the  box  between  the  front  and  rear  edges  thereof,  said  seat  having 
rearward  projections  extending  from  its  under  side  and  beyond  and  below  the 
hinges,  and  within  the  box,  a  baclc  pivotally  connected  with  the  seat  and  a 
foldable  leg  connected  with  the  baclc  and  with  said  seat  projections. 

13.  In  a  bed-couch,  the  combination  of  a  hollow  base,  a  seat  hinged  to  the 
base  and  haying  rearward  projections  within  the  base  and  below  and  beyond 
its  hinges,  a  back  tumably  connected  with  the  seat  and  braces  connecting  the 
back  with  said  seat  projections  and  tiltable  in  unison  with,  and  normally  holding 
the  back  at  right  angles  to  the  seat. 

17.  The  combination  in  a  bed-couch  of  a  containing  box  or  base,  a  seat  hinged 
to  the  top  of  the  box,  between  the  front  and  rear,  said  seat  having  side  bars 
extending  back  of  and  below  the  hinges  and  within  the  box  and  a  suitable  stop 
between  the  side  bars  and  the  base  to  keep  the  seat  from  tilting  farther  back 
than  is  desirable. 

18.  In  a  couch,  the  combination  of  a  hollow  base,  a  seat  hinged  thereto  be- 
tween the  front  and  rear  thereof  and  having  projections  extending  behind  Its 
hinges,  a  back  hinged  to  the  seat,  hinged  legs  carried  by  the  back,  braces  hinged 
to  the  legs  and  to  said  rearward  projections  on  the  seat,  said  legs  and  braces 
codperating  with  the  back  to  hold  the  back  and  seat  at  right  angles  to  one 
another,  and  means  to  prevent  the  accidental  disarrangement  of  said  braces 
and  legs  relative  to  said  back  and  thereby  allow  th^back  and  seat  to  open  out, 
when  the  seat  is  opened  to  give  access  to  the  box. 

21.  In  a  couch,  the  combination  of  a  box,  a  seat  hinged  thereto  forward  of  the 
back  edge  of  the  box  and  forming  a  cover  therefor,  rearward  projections  on  the 
back  of  the  seat,  a  back  hinged  to  the  seat,  legs  hinged  to  the  back,  braces  hinged 
to  the  legs  and  to  said  rearward  projections,  said  legs  foldable  against  the  back 
with  the  pivots  of  the  braces  and  legs  in  front  of  the  lines  through  the  pivots 
of  the  legs  to  the  back  and  the  braces  to  the  projections  to  hold  the  back  at  right 
angles  to  the  seat,  and  said  seat  and  back  adapted  to  be  turned  in  unison  on 
the  seat-hinges  to  give  access  to  the  box,  means  for  holding  the  seat  in  lifted 
position,  and  means  to  prevent  the  legs  and  braces  falling  down  accidentally 
when  the  seat  is  in  such  lifted  position. 

The  reference  relied  upon  is  patent  to  Buhner,  April  9,  1901,  No. 
671,906. 

Claims  10  and  13  distinguish  from  the  device  of  Buhner  only  by 
providing  that  the  projections  from  the  back  of  the  seat  shall  extend 
from  the  lower  side  thereof  below  the  hinges  and  within  the  box  or 
base.  These  distinctions  do  not  involve  invention,  but  are  mere 
matters  of  mechanical  skill. 

Gaim  17  contains  an  additional  distinction  in  the  limitation  to  the 
stops  11  of  the  applicant's  drawing.  Buhner  sets  forth  in  his  speci- 
fication the  same  result  that  is  secured  by  the  use  of  these  stops. 
This  feature  of  the  applicant's  device  in  view  of  the  Buhner  disclo- 
sure likewise  involves  mei*e  mechanical  skill  and  not  invention. 
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Claims  18  and  21  have  been  refused  on  the  ground  that  they  in- 
volve an  unwarranted  departure  from  the  invention  claimed  in  the 
original  patent.  These  claims  include  means  for  preventing  acci- 
dental disarrangement  of  the  legs  relative  to  the  back  when  the  seat 
is  raised.  This  result  is  to  be  secured  through  engagement  of  the 
links  5  with  the  bottoms  of  the  slots  10  upon  motion  of  the  legs  6 
tending  to  displace  them  from  their  position  against  the  back  C. 
The  Examiners-in-Chicf  correctly  stated  that  no  such  construction 
was  shown  or  described  in  the  original  construction.  The  rejection 
of  claims  18  and  21  was  proper. 

The  decision  of  the  Examiners-in-Chief  holding  that  claims  10, 
13,  17,  18,  and  21  are  not  allowable  is  afilrmed. 


Ex   PARTE   TrEBON. 

Decided  February  i,  1907. 

(127  O.  G.,  2815.) 

1.  Abandonment— ^FAn^URE  of  ArrLicANx  to  Authorize  Attorney  to  Take  Ac- 

tion Does  Not  Excusi-:. 
The  failure  of  the  attorney  to  act  within  the  statutory  period  is  not  ex- 
cused by  tlie  alleffatiou  that  he  did  not  act  earlier  because  not  authorized 
by  the  applicant  to  do' so,  where  it  does  not  appear  tliat  he  coald  not  have 
been  earlier  authorized  to  proceed. 

2.  Same — Unavoidable  Delay. 

The  delay  of  more  than  one  year  in  resiK)nding  to  the  Office  action  is 
not  unavoidat)le  in  those  cases  where  action  might  have  been  taken  liad 
reasonable?  efforts  beini  exercised  to  that  end  at  any  time  within  the  x)eriod 
following  the  Office  action. 

3.  Same — Same — Intention  of  Applicant. 

Applications  are  abandoned  without  regard  to  what  the  intentions  of  the 
applicant  may  have  been  in  case  of  delay  for  more  than  one  year  in  re- 
siH^nding  to  the  Office  action  unless  the  delay  was  unavoidable. 

Ox  Petition. 

MAN  U  re-dropper. 

J/r.  J(fscph  L.  At/t'ififi  for  the  applicant 

Allen,  Co?nmmioner: 

This  is  a  renowal  of  a  petition  that  an  application  be  held  not 
abandoned  by  reason  of  dehiy  for  more  than  a  year  from  the  date  of 
the  Office  action  in  responding  thereto. 

It  is  urged  in  support  of  the  renewed  petition  that  the  applicant 
had  no  intention  of  al>andoning  the  application,  and  the  affidavit  of 
the  attorney  is  filed  alleging  that  he  did  not  act  earlier  because  Jiot 
authorized  by  the  applicant  to  do  so. 
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Reference  to  section  4894  of  the  Revised  Statutes  will  show  that 
applicntions  are  abandoned  without  regard  to  what  the  intention  of 
the  applicant  may  have  been  in  case  of  delay  for  more  than  one  year  in 
responding  to  the  Office  action  unless  the  delay  was  unavoidable.  The 
delay  is  not  unavoidable  in  those  cases  where  action  might  have  been 
taken  had  reasonable  efforts  been  exercised  to  that  end  at  any  time 
within  the  period  following  the  Office  action.  The  only  showing, 
therefore,  offered  in  this  case  why  action  was  not  earlier  taken  is  the 
affidavit  of  the  attorney  that  he  was  not  earlier  authorized  to  take  the 
same.  It  does  not  appear  that  he  could  not  have  been  earlier  author- 
ized to  proceed.  Abandonment  cannot  be  avoided  merely  by  an  alle- 
gation that  the  applicant  was  responsible  for  the  attorney's  inaction. 
In  such  cases  it  must  be  shown  that  the  applicant's  failure  to  proceed 
with  the  case  earlier  was  unavoidable. 

The  renewed  petition  is  denied. 


Bastian  i\  Champ. 

Decided  February  8,  VJOl. 

(127  O.  G.,  2816.) 

1.  INTEBFEBENCE — MOTION    TO    DISSOLVE — REJECTION    OF    CLAIMS — REQUEST    FOR 

FuBTiiEB  Explanation. 
Where  In  acting  upon  a  motion  to  dissolve  the  interference  the  Primary 
Examiner  held  the  counts  of  the  issue  unpatentable  and  upon  reconsidera- 
tion finally  rejected  the  claims,  Held  that  if  iietitioner  did  not  understand 
the  i)osition  of  the  Examiner  or  desired  a  more  specific  statement  of  his 
position  concerning  the  references  he  should  have  made  his  request  before 
the  dates  set  for  reconsideration  and  closing  of  the  case  before  the  Exam- 
iner. While  the  Examiner  should  indicate  the  grounds  for  his  rejection  as 
fully  as  in  the  ordinary  ex  parte  consideration  of  a  case,  the  applicant  can 
request  as  a  matter  of  right  a  more  complete  explanation  only  while  the 
case  is  still  pending  before  the  Examiner. 

2.  Haiie — Same — Same — Pbactice. 

Where  the  Examiner  rejected  the  claims  constituting  the  issue  in  his 
decision  dissolving  the  interference  and  not  in  the  application  files.  Held 
the  projier  practice  under  Rule  124  is  for  the  Examiner  to  indicate  his 
findings  regarding  the  claims  in  his  decision  on  the  motion  in  the  interfer- 
ence file  and  at  the  same  time  to  make  the  rejection  of  the  claims  alTected 
in  the  application  files.  In  making  such  rejection,  if  desired,  reference  may 
be  made  as  a  basis  therefor  to  the  findings  in  the  decision  on  the  motion. 
The  purpose  of  this  practice  is  to  enable  applicants  to  appeal  to  the  full 
extent  provided  by  statute  and,  if  an  appeal  is  desired,  to  require  the 
appeal  to  be  taken  at  once. 
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On  Petition. 

BOTTLE-FILLINQ   MACHINE. 

Mr.  William  0.  Belt  and  Messrs.  Bacon  <&  MUans  for  Bastian. 
Mr.  Thomas  B.  Hall  for  Champ. 

Allen,  Commissioner: 

This  is  a  petition  by  Champ  that  the  Examiner  be  directed — 
to  prepare  a  new  action  iu  which  he  shall  specifically  cite  and  apply  each  and 
all  the  references  upon  which  he  bases  his  rejection  of  the  several  counts  of 
the  above  interference. 

In  his  decision  upon  a  motion  for  dissolution  the  Examiner  held 
the  counts  of  the  issue  unpatentable  and  upon  reconsideration  finally 
rejected  the  claims.  Upon  the  last  day  of  the  limit  of  appeal  peti- 
tioner filed,  in  addition  to  this  petition,  an  appeal  to  the  Examiners-in- 
Chief  and  a  motion  for  a  rehearing  before  the  Primary  Examiner. 
The  Examiner  dismissed  the  motion  for  rehearing,  and  the  appeal 
is  still  pending. 

If  petitioner  did  not  understand  the  position  of  the  Examiner  or 
desired  a  more  specific  statement  of  his  position  concerning  the  refer- 
ences, he  should  have  made  his  request  before  the  dates  set  for  recon- 
sideration and  closing  of  the  case  before  the  Examiner.  No  such 
request  is  of  record,  and  petitioner  does  not  now  contend  that  he 
does  not  understand  the  position  taken  by  the  Examiner.  The  motion 
to  dissolve  specifically  sets  up  the  grounds  upon  which  it  is  based, 
and  it  appears  that  the  matter  has  been  fully  argued  inter  partes 
before  the  Examiner. 

Wliile  the  Examiner  should  indicate  the  grounds  for  his  rejection 
as  fully  as  in  the  ordinary  ex  parte  consideration  of  a  case,  the  appli- 
cant can  re(j[uest  as  a  matter  of  right  a  more  complete  explanation 
only  while  the  case  is  still  pending  before  the  Examiner.  It  is  be- 
lieved that  the  case  should  not  be  remanded  to  the  Primary  Examiner 
at  this  stage  of  the  proceeding  for  a  more  specific  statement  of  his 
i\>asons  for  rejection,  but  that  petitioner  should  pursue  his  appeal  to 
the  Examiners-in-Chief. 

It  is  noted  that  the  Examiner  has  rejected  the  claims  constituting 
the  issue  in  his  decision  dissolving  the  interference,  and  not  in  the 
application  files.  The  proper  practice  under  Rule  124,  however,  is  for 
the  Exauiiner  to  indicate  his  findings  regarding  the  claims  in  his  de- 
cision on  the  motion  in  the  interference  file  and  at  the  same  time  to 
make  the  rejection  of  the  claims  affected  in  the  application  files.  In 
making  such  rejection,  if  desired,  reference  may  be  made  as  a  basis 
therefor  to  the  findings  in  the  decision  on  the  motion.  The  purpose 
of  this  practice  is  to  enable  applicants  to  appeal  to  the  full  extent 
provided  by  statute  and,  if  an  appeal  is  desired,  to  require  the  appeal 
to  be  taken  at  once. 

The  petition  is  denied. 
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Ex  PARTE  Continental  Car  and  Equipment  Company. 

(127  O.  G.,  2816.) 

Decided  March  19,  1907. 

1.  Traoe-Mabks — Geographical — "  Ck)NTiNENTAL." 

The  word  "  Ck)ntinental "  as  applied  to  dump,  flat,  logging,  and  ballast 
push  and  mine  cars  is  primarily  geographical  and  not  registrable. 

2.  Same — Registbabilitt  Depends  Upon  Predominance  of  Arbitrary  Feature. 

The  registrability  of  a  trade-mark  depends  upon  the  predominance  of 
the  arbitrary  features  to  give  character  to  the  mark.  It  cannot  be  based 
upoQ  features  incapable  of  exclusive  appropriation  merely  because  they  are 
embellished  by  arbitrary  features  which  are  in  themselves  insignificant. 

3.  Same — Same — "Continental"    Not    Made  Registrable    by    Surrounding 

Same  with  Diamond-Shaped  Figure. 
The  geographical  word  "  Continental "  being  the  predominant  feature 
of  the  mark  by  which  the  goods  would  become  known,  a  diamond-shaped 
figure  surrounding  the  same  instead  of  being  a  further  distinguishing  fea- 
ture of  the  mark  serves  merely  as  a  frame  to  give  prominence  to  the 
inclosed  symbol  of  ownership. 

On  Appeal. 

TRADE-MARK  FOR  DUMP,  FLAT,  LOGGING,  AND  MINE  CARS. 

Messrs.  Robinson,  Martin  cfe  Jones  for  the  appellant. 
Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  itin  word  "  Continental "  within  a  diamond- 
shaped  figure  as  a  trade-mark  for  dump,  flat,  logging,  cane-ballast, 
push,  and  mine  cars.  This  mark  is  presented  for  registration  as  a 
technical  trade-mark. 

In  the  decision  in  the  Continental  Insuratu-e  Cojnpany  v.  Continen- 
tal  Fire  Association  (101  Fed.  Rep.,  255)  the  Court  said : 

We  think  tliat  the  word  "Continental,"  a  geographical  adjective,  meaning 
pertaining  to  or  relating  to  a  continent,  is  a  word  in  coftimon  use,  more  or  less 
deBcrlptlve  of  extent,  region,  and  character,  and  like  the  words  "  Columbian," 
••  International,"  "  Elast  Indian,"  and  some  other  geographical  adjectives,  it  can- 
not be  exclusively  appropriated  as  a  trade-mark  or  trade-name. 

It  is  therefore  clear  that  registration  of  this  word  alone  as  a  trade- 
mark is  prohibited  by  section  5  of  the  act  of  1905,  which  provides 
that  no  mark  which  consists  of — 

merely  a  geographical  name  or  term  shall  be  registered  under  the  terms  of 
this  act. 

The  diamond-shaped  figure  is  not  in  itself  claimed  by  the  appel- 
lant to  be  the  arbitrary  symbol  of  ownership.  It  is,  however,  urged 
that  this  figure  which  incloses  the  word  "  Continental  "  is  a  part  of 
the  mark  and  that — 

propOMd  trade-marks  are  to  be  considered  as  a  whole  and  not  with  reference 
to  what  may  be  regarded  as  their  distinguishing  feature. 

80007— H.  Doc  470, 60-1 8 
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Section  5  of  the  act  of  1905  provides: 

That  no  mark  by  which  the  goods  of  the  owner  of  the  mark  may  be  dis- 
tinguished from  other  goods  of  the  same  class  shall  be  refused  registration 
as  a  trade-mark  on  account  of  the  nature  of  such  mark  unless  such  mark — 

comprises  certain  stated  properties.  By  virtue  of  this  section  it  is 
necessary  that  a  technical  trade-mark  in  order  to  be  registrable  must 
consist  of  an  arbitrary  symbol  which  is  capable  of  exclusive  owner- 
ship, and  while  registration  of  such  a  trade-mark  will  not  be  refused 
because  the  mark  contains  other  features  not  in  themselves  capable 
of  exclusive  appropriation  its  registrability  depends  upon  the  pre- 
dominance of  the  arbitrary  features  to  give  character  to  the  mark. 
It  cannot  be  based  upon  features  incapable  of  exclusive  appropria- 
tion merely  because  they  may  be  embellished  by  arbitrary  features 
which  are  in  themselves  insignificant. 

In  the  decision  in  ex  parte  Hopkins^  (C.  D.,  1906,  452;  125  O.  G., 
670,)  which  has  recently  been  affirmed  by  the  Court  of  Appeals  of 
the  District  of  Columbia,  it  was  held  that  a  "  fantastic  winged 
figure  "  which  was  associated  with  the  words  '  Oriental  Cream '  as 
a  trade-mark  for  a  skin-lotion  was  "  relatively  so  small  as  to-  leave 
the  words  '  Oriental  Cream '  the  predominating  features  of  the 
mark,"  and  the  trade-mark  refused  registration  because  of  its  geo- 
graphical and  descriptive  character. 

In  ex  parte  Weil  (C.  D.,  1898,  612;  83  O.  G.,  1802)  Commissioner 
Duell  in  considering  the  registrability  of  the  word  "Yucatan  "  within 
a  square  figure,  after  holding  this  word  to  be  merely  a  geographical 
term,  said : 

As  "  Yucatan  "  taken  by  itself  is  not  registrable,  I  do  not  think  It  Is  made 
so  by  placing  it  within  a  square  figure. 

The  function  of  a  trade-mark  is  to  designate  the  origin  of  the  mer- 
chandise to  which  it  is  applied,  and  the  significant  features  of  trade- 
marks are  those  which  by  word  or  picture  symbolize  the  name  by 
which  the  manufacturer's  goods  are  known.  In  this  case  the  word 
"  Continental "  is  undoubtedly  the  predominant  feature  by  which 
the  goods  would  become  known,  and  the  diamond-shaped  figure  sur- 
rounding the  same,  instead  of  being  a  further  distinguishing  feature 
of  the  mark,  serves  merely  as  a  frame  to  give  prominence  to  the 
inclosed  symbol  of  ownership. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 
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The  United  States  Graphite  Company  v.  Bomhard. 

Decided  January  10,  1907. 

(127  O.  G.,  32l5.) 

Teade-Mabk  Intebference — Motion  to  Dissolve — Intebfebence  in  Fact. 

The  marks  of  the  parties  consist,  respectively,  of  the  words  "  Raven  ** 
and  "  Crow  "  accompanied  in  each  case  by  representation  of  a  blackbird 
perched  on  a  branch  of  a  tree.  Held,  there  is  no  interference  between  the 
words  **  Raven  "  and  "  Crow/*  and  although  there  is  a  certain  similarity 
In  the  representations  of  the  birds,  taking  the  marks  as  a  whole,  there  is 
no  such  resemblance  as  would  be  likely  to  cause  confusion  or  mistake  In 
the  mind  of  the  public  or  deceive  purchasers. 


On  Appeal. 


tbade-mabk  fob  stove-polish. 


Afr.  George  B.  Willcox  for  The  United  States  Graphite  Company. 
Mr.  George  W.  Colics  for  Bomhard. 

Allen,  Commissioner: 

This  is  an  appeal  by  the  United  States  Graphite  Company  from 
the  decision  of  the  Examiner  of  Trade-Marks  refusing  to  dissolve  the 
interference  on  the  ground  of  non-interference  in  fact. 

The  mark  of  the  United  States  Graphite  Company  consists  of  the 
word  "  Raven  "  and  a  representation  of  a  bird  purporting  to  be  a 
raven  perched  on  a  branch  of  a  tree. 

Bombard's  mark  comprises  the  word  "  Crow  "  and  a  representation 
of  a  bird  purporting  to  be  a  crow  perched  upon  a  branch. 

Both  parties  use  the  mark  in  connection  with  the  same  class  of 
goods — namely,  stove-polish. 

This  case  is  quite  similar  to  that  of  Gaines  (&  Co.  v.  Knecht  &  Son^ 
(C.  D.,  1906,  690;  123  O.  G.,  657,)  in  which  the  Court  of  Appeals 
of  the  District  of  Columbia  held  that  there  is  no  such  similarity  as 
would  lead  to  confusion  between  a  mark  consisting  of  the  words  "  Old 
Crow  '**  and  the  picture  of  a  crow  and  a  mark  composed  of  the  words 
*•  Raven  Valley  "  accompanied  by  a  pictorial  representation  of  three 
ravens  in  the  bare  limbs  of  a  tree;  also  to  the  case  of  W.  A.  Gaines  & 
Co.  v.  Carlton  Importation  Company^  (C.  D.,  1906,  731;  123 
0.  G.,  1994,)  where  in  holding  that  a  mark  consisting  of  the  words 
"  Old  J  "  and  "  Old  Jay  Rye,"  together  with  the  representation  of  a 
jay-bird  perched  on  the  branch  of  a  tree,  is  not  anticipated  by  a  mark 
composed  of  the  words  "  Old  Crow  "  and  a  picture  of  a  crow  the  Court 
of  Appeals  of  the  District  of  Columbia  stated : 

We  entirely  agree  with  the  Commissioner,  and  adopt  the  reasons  therefor 
giren  in  his  decision  as  follows: 

**  Both  marks  Include  the  word  "  old '  and  both  include  the  representation 
dC  a  bird,  bot  there  the  similarity  ends.    The  jay  as  disclosed  in  the  api^WeoiWoTi 
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and  in  the*  specimens  accompanying  it  is  entirely  different  in  appearance  from 
a  crow  and  could  by  no  iwsslbllity  be  mistaken  therefor.  The  name  *  Jay '  is 
entirely  different  in  sound  from  *  crow/  and  suggests  a  different  idea.  If  there 
is  to  be  any  confusion  between  the  marks,  it  must  be  because  of  the  association 
of  the  word  *old*  with  the  name  of  bird.  I  am  satisfied,  however,  tliat  this 
one  point  of  similarity  is  not  sufficient  to  confuse  the  public  nor  to  mislead 
purchasers  exercising  ordinary  care." 

In  the  present  case  there  is  clearly  no  interference  between  the 
words  "  Kaven  "  and  "  Crow,"  As  to  the  representations  of  the  birds 
there  is  a  certain  similarity,  in  that  both  represent  black  birds.  The 
positions  of  the  birds,  however,  are  different,  and  it  cannot  be  said 
that  the  pictures  are  any  more  prominent  in  the  trade-marks  than  the 
words.  Taking  the  marks  as  a  whole,  there  is  not  believed  to  be  such 
resemblance  as  would  be  likely  to  cause  confusion  or  mistake  in  the 
mind  of  the  public  or  deceive  purchasers. 

The  decision  of  the  Examiner  of  Trade-Marks  is  reversed. 


Beall,  Jr.,  v.  Lyon, 

Decided  February  28,  1907. 

(127   O.   G.,   3215.) 

INTEBFEBENCB — TESTIMONY — USE  IN   SUBSEQUENT  INTERFERENCE. 

Where  the  real  parties  in  interest  in  a  pending  interfer^ice  are  the 
same  as  in  a  prior  interference  and  the  inventions  involved  are  substan- 
tially the  same,  permission  may  be  obtained,  under  the  provisions  of  Rule 
157,  to  use  in  the  pending  interference  the  testimony  taken  in  the  former 
interference. 

Appeal  on  Motion. 

APPARATUS    FOR    USE    IN    MAKING    CONCRETE    PILES. 

Messrs.  John  B,  Thomas  cfc  Co,  and  Mr,  W,  S.  Duvall  for  Beall,  Jr, 
Mr.  Franklin  II.  Hough  and  Messrs.  Smith  &  Frazier  for  Lyon. 

Allen,  Commissioner: 

This  is  an  appeal  by  Lyon  from  the  decision  of  the  Examiner  of 
Interferences  granting  the  motion  of  Beall,  Jr.,  for  permission,  under 
the  provisions  of  Rule  157,  to  use  in  this  interference  the  depositions 
of  certain  named  witnesses  taken  in  the  interferences  of  Beall^  Jr.^ 
V.  Shuman^  Nos.  22,932  and  23,933. 

Lyon  contends  that  Rule  157,  under  the  authority  of  which  the 
Examiner  of  Interferences  granted  the  motion — 

is  invalid  if  it  be  construed  as  justifying  the  use  in  this  interference  of  depo- 
sitions of  witnesses  taken  in  another  interference,  unless  those  witnesses  are 
either  dead,  insane,  or  otherwise  incapable  of  appearing?  as  witnesses  In  the 
case. 

For  reasons  stated  in  my  decision  in  Kenny  and  Thordarson  v. 
O'Connell  v.  Baird  v.  Schmidt  (C.  D.,  1905,  257;  117  O.  G.,  1168) 
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this  contention  is  believed  to  be  in  error.  The  records  of  this  OflSce 
show,  and  it  is  admitted  by  Lyon,  (p.  5  of  brief,)  that  prior  to  the 
Beall^  Jr,^  v.  Shuman  interference,  noted  above,  Shuman  had  acquired 
a  right  to  the  Lyon  inventions  and  later  conveyed  them  to  the  Sim- 
plex Concrete  Piling  Company.  The  records  of  this  Office  also 
show  that  the  Shuman  patents  involved  in  said  Beall^  Jr.^  v.  Shuman 
interferences  are  assigned  to  the  Simplex  Concrete  Piling  Company 
and  were  assigned  to  said  company  prior  to  the  declaration  of  those 
interferences,  also  that  the  Lyon  patents  involved  in  this  interference 
are  now  likewise  assigned  to  the  said  Simplex  Concrete  Piling  Com- 
pany. 

The  Simplex  Concrete  Piling  Company  therefore  appears  as  the 
real  party  in  interference  in  both  sets  of  interferences.  The  invention 
involved  in  the  two  series  of  interferences  are  substantially  the  same. 
These  reasons  are  believed  to  warrant  the  introduction  of  the  evi- 
dence in  question. 

The  decimon  of  th^  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  Lincoln. 

Decided  February  IS,  1907. 

(127   O.    G.,   321G.) 

1.  Examination  of  Application — Citation  of  Refebences. 

Where  several  claims  are  rejected,  it  should  appear  in  the  Examiner's 
letter  whether  all  the  references  are  clttnl  against  each  claim  or  whether 
they  are  cited  distrlbntively  against  the  varous  claims.  In  the  latter  event 
It  should  be  made  clear  in  connection  with  each  claim  which  references 
are  relied  upon  in  the  rejection -thereof. 

2.  Same — Combination  of  Refebences. 

Where  references  cited  are  to  be  taken  jointly,  the  theory  upon  which 
they  are  combined  must  be  pointed  out.  The  Examiner  need  not,  however, 
ordinarily  apply  the  references  to  the  claim  element  for  element,  the  spec- 
ification and  drawings  of  the  references  being  ordinarly  sufficient  to  in- 
dicate their  application  to  the  claims. 

3.  Same — Explanation  of  Refebences^ 

If  any  doubt  exists  as  to  the  interpretation  placed  by  the  Examiner 
upon  a  feature  of  the  drawing  or  portion  of  the  specification,  he  will  fur- 
nish an  explanation  in  response  to  a  si)ecific  request  making  clear  the 
ancertainty  existing  in  the  mind  of  the  applicant 

On  Petition. 

abc-lamp. 

Jfr.  Albert  Lynn  Lawrence  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  that  the  final  rejection  entered  in  this  case  be 
withdrawn  and  that  the  Examiner  be  instructed  to  specifically  apply 
the  referenoes  which  have  been  cited. 
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The  first  and  second  actions  on  this  case  do  not  make  clear  upon 
what  theory  the  claims  are  rejected.  It  is  simply  stated  that  the 
claims  are  rejected  on  the  many  references  cited.  Where  several 
claims  are  rejected,  it  should  appear  in  the  Examiner's  letter  whether 
all  the  references  are  cited  against  each  claim  or  whether  they  are 
cited  distributively  against  the  various  claims.  In  the  latter  event 
it  should  be  made  clear  in  connection  with  each  claim  which  refer- 
ences are  relied  upon  in  the  rejection  thereof.  Furthermore,  where 
several  references  are  cited  against  a  claim  it  should  be  made  clear 
whether  each  reference  is  regarded  as  sufficient  in  itself  to  defeat  the 
claim  or  whether  the  references  are  to  be  taken  jointly.  If  to  be 
taken  jointly,  the  theory  upon  which  thef  are  combined  must  be 
pointed  out.  The  applicant  and  others  who  may  have  to  interpret 
the  Examiner's  action  should  not  be  left  to  surmise  to  determine  what 
was  in  the  Examiner's  mind  in  the  respects  hereinabove  referred  to. 
The  common  impression,  however,  that  the  Examiner  should  ordi- 
narily apply  the  references  to  the  claims  element  for  element  is  un- 
warranted. The  specifications  and  drawings  of  the  references  are 
ordinarily  to  be  had  by  the  applicant  or  his  attorney,  who  must  de- 
termine for  themselves  what  the  references  disclose  and  whether  they 
justify  the  action  based  by  the  Examiner  upon  them.  Of  course 
where  there  is  any  doubt  as  to  the  interpretation  placed  by  the  Ex- 
aminer upon  a  feature  of  a  drawing  or  portion  of  a  specification  the 
Examiner  will  furnish  an  explanation  in  response  to  a  specific  re- 
quest making  clear  the  imcertainty  existing  in  the  mind  of  the  appli- 
cant. 

The  first  and  second  actions  of  the  Examiner  were  not  clear;  but 
in  the  subsequent  action,  dated  November  25,  1905,  the  Examiner  ap- 
plied one  of  tlie  references  to  the  applicant's  device,  stating  that  the 
explanation  furnished  might  be  taken  as  a  sample  of  the  applicability 
of  the  remaining  references.  This  letter  may  l>e  fairly  taken  to  mean 
that  each  claim  is  met  in  each  of  the  references  and  to  be  a  suffi- 
cient statement  of  the  Examiner's  position  in  view  of  the  general 
character  of  the  applicant's  requests  for  explanation  thereof.  That 
the  present  attorney  did  not  get  a  copy  of  this  action  imtil  after  the 
final  rejection  of  October  9,  1900,  appears  to  have  been  due  to  no 
fault  of  the  Office,  the  Examiner  having  mailed  a  second  copy  thereof 
to  the  applicant  at  the  address  given  by  him  upon  July  2,  1906. 
Upon  August  29, 190G,  the  applicant  filed  an  action  calling  attention 
to  his  previous  arguments  traversing  tlie  sufficiency  of  the  references 
and  stating — 

spwifif  application  of  the  particular  references  to  the  claims  or  reconsidera- 
tion for  tht»  ronsons  provionsly  sot  forth  at  length  are  now  requested. 
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The  Examiner  complied  with  the  latter  of  these  alternative  re- 
quests and  finally  rejected  the  claims.  The  final  rejection  seems  to 
have  been  in  order,  and  no  good  reason  is  seen  why  it  should  be  set 
aside. 

Petitian  denied. 


Martin  v.  Mullin. 

Decided  April  2, 1901. 

(127  O.  G.,  3216.) 

1.  ilfxebfebbncb — motion  fob  dissolution — denial  by  a  party  of  his  own 

Right  to  Make  Claim — Transmission. 
A  motion  for  dissolution  based  upon  the  ground  that  the  moving  party 
has  no  right  to  make  the  claim  to  the  subject-matter  in  issue  should  not 
be  transmitted  to  the  Primary  Examiner. 

2.  Same — Concession  of  Priority  Not  Necessarily  Acquiescence  in  Identity 

OF  Claims. 
An  award  of  priority  may  mean  either  that  one  of  two  inventors  of  the 
name  thing  is  subsequent  in  date  to  another  or  that  one  party  is  the  only 
Inventor  of  the  issue,  because  the  other  never  Invented  the  same  at  all,  and 
there  seems  to  be  no  reason  why  this  should  not  be  as  true  where  the  award 
is  based  upon  concession  as  where  it  is  based  upon  testimony. 

Appeal  on  Motion. 

cable-grip. 

Mr.  Vernon  M.  Dorsey  for  Martin. 
Messrs.  Griffin  dk  Bemhard  for  Mullin. 

Allen,  Commissioner: 

This  is  an  appeal  by  Martin  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  his  motion  for  dissolution,  so 
far  as  the  same  relates  to  his  own  right  to  lay  claim  to  the  subject- 
matter  in  issue. 

The  Examiner  of  Interferences  refused  to  transmit  the  motion  on 
the  authority  of  my  decision  in  the  case  of  Miller  v.  Perham  (C.  D., 
1906,  157;  121  O.  G.,  2667,)  holding  that  a  party  will  not  be  per- 
mitted to  urge  his  own  lack  of  right  to  make  claims  upon  motion  for 
dissolution  of  interference  and  pointing  out  that  a  contest  as  to  pri- 
ority upon  claims  adopted  by  a  party  under  misapprehension  as  to 
his  right  to  make  them  may  be  avoided  by  concession  of  priority  with 
respect  thereto.  The  appellant  seeks  to  have  the  practice  set  forth 
in  that  decision  modified.  His  reason  is  that  the  award  of  priority 
by  the  Patent  Office,  based  upon  a  concession,  may  be  given  effect  by 
the  courts  as  a  determination  by  the  Patent  Office  of  identity  of  the 
appellant's  device  with  that  of  his  opponent.  He  also  fears  that  a 
oonoession  of  priority  will  be  interpreted  by  the  courts  as  an  acqui- 
escence upon  bis  part  in  such  determination. 


120  DECISIONS  OF  THE   COMMISSIONEB  OP  PATENTS. 

Nothing  is  found  in  the  above  reasons  justifying  modification  of 
the  practice  followed  in  Miller  v.  Perham^  supra. 

That  concession  of  priority  is  not  necessarily  acquiescence  in  the 
finding  of  identity  which  is  involved  in  the  declaration  of  interfer- 
ence is  believed  to  be  readily  capable  of  demonstl*ation.  An  award 
of  priority  is  the  usual  form  of  judgment  in  the  Patent  Office  and 
upon  appeal  therefrom  to  the  court  of  appeals  of  this  district  in  those 
cases  where  it  is  found  that  one  party  was  not  an  inventor  of  the  sub- 
ject-matter in  issue,  whether  the  finding  be  based  upon  the  proved 
derivation  of  the  invention  from  his  opponent  or  upon  the  failure  of 
his  exhibits  to  disclose  the  invention  in  issue.  An  award  of  priority 
is  also  proper,  under  Rule  130  of  the  Rules  of  Practice  of  the  Office, 
w-here  it  is  sliown  at  the  final  hearing  of  an  interference  that  the  ap- 
pli(*ation  of  a  party  relied  upon  as  evidence  of  invention  at  the  date 
thereof  does  not  warrant  the  claim  in  issue.  An  a^vard  of  priority, 
therefore,  may  mean  either  that  one  of  two  inventors  of  the  same 
thing  is  subsequent  in  date  to  another  or  that  one  party  is  the  only 
inventor  of  tlie  issue,  because  the  other  party  has  never  invented  the 
same  at  all,  and  there  seems  to  be  no  reascm  why  this  should  not  be 
as  true  where  tlie  award  is  based  upon  concession  as  where  it  is  based 
upon  testimony.  It  does  not  seem  that  there  should  be  any  difficulty 
in  presenting  these  facts  to  the  courts  or  in  showing  that  in  view 
tliereof  the  mere  fact  of  concession  of  priority  does  not  necessarily 
involve  acquiescence  in  the  finding  of  the  Patent  Office  upon  identity. 

That  th(»  courts  may,  nevertheless,  give  weight  to  the  finding  of  the 
Office  that  the  parties  disclosed  the  same  invention  is  no  reason  why 
the  Offi(!e  should  reconsider  the  conclusion.  If  the  courts  give  no 
more  weight  to  the  Office  decision  than  the  circumstances  under 
which  it  is  lendered  justify,  there  would  seem  to  be  no  just  cause  of 
complaint.  The  appeUant  seems  to  fear,  however,  that  the  courts 
may  give  the  Office  finding  upon  identity  more  weight  than  should 
be  given  to  an  ex  parte  conclusion  unattended  either  by  an  oppor- 
tunity for  argument,  a  demand  for  reconsideration,  or  an  appeaL 
The  facts  attending  the  adoption  of  claims  by  parties  upon  sugges- 
tion under  Rule  OG  and  the  practice  in  the  Patent  Office  subsequent 
to  the  adoj)tion  of  the  suggested  claims  in  the  matter  of  the  adopter^s 
right  to  make  the  same  being  presented  to  the  court,  it  is  not  to  be 
presumed  that  the  court  will  render  an  improper  decision  l)ecause  of 
a  concession  of  priority.  Moreover,  the  place  to  guard  against  de- 
cisions by  the  courts  whicli  are  not  warranted  by  the  facts  and  cir- 
cumstances would  seem  to  be  in  the  courts.  The  possibility  that  such 
a  decision  might  by  inadvertence  be  rendered  affords  no  rea.son  for 
conducting  proceedings  in  the  I^itent  Office  merely  to  determine  the 
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right  of  a  party  to  assert  claims  to  a  patent  when  no  one  but  him 
denies  that  he  has  that  right. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Daggett  v.  Kaufmann. 

Decided  March  22,  1907. 

(127  O.  a,  3641.) 

1.  IlfTERFEBENCB — MOTION  FOB   DISSOLUTION — INTERFERENCE  IN    FaCT. 

If  there  is  no  interference  in  fact,  it  is  either  because  one  of  the  parties 
has  no  right  to  malse  the  claims  or  because  the  claims  have  different  mean- 
ings In  the  applications  of  the  different  parties.  The  parties  will  not  be 
heard  to  deny  their  own  right  to  make  the  claims.  (Miller  v.  Perham, 
C.  D.,  1906,  157;  121  O.  G.,  2667.) 

2.  Same — Same — ^Appeal — ^Right  of  Opponent  to  Make  Claim. 

There  is  no  appeal  from  the  decision  of  the  Primary  Examiner  affirm- 
ing the  opponent's  right  to  make  the  claims  of  the  identity  of  meaning  of 
the  claims  in  their  respective  applications. 

3.  Same — Same — Exercise  of  Supervisory  Authority  of  Ck)MMissiONER. 

Where  at  the  hearing  upon  a  motion  for  dissolution  attention  is  directed 
to  a  patent  which  is  in  a  remote  art  and  it  appears  that  the  Examiner 
has  held  the  claims  in  issue  patentable  thereover,  no  such  unusual  circum- 
stances as  will  Justify  the  exercise  of  supervisory  authority  exist. 

Appeal  on  Motion. 

MANTI.E. 

Mr.  A.  B.  S  tough  ton  for  Daggett. 
Mr.  Joseph  L.  Levy  for  Kaufmann. 

Allen,  Commissioner: 

This  is  an  appeal  by  Kaufmann  from  the  decision  of  the  Primary 
Examiner  denying  his  motion  for  dissolution  of  the  interference. 

The  appeal  alleges  error  in  the  Examiner's  conclusions  that  the 
declaration  was  regular  and  that  there  is  interference  in  fact.  Ap- 
pellant also  called  attention  at  the  hearing  to  a  prior  patent  alleging 
anticipation  of  the  claims  in  issue  thereby. 

It  was  conceded  at  the  hearing  that  the  alleged  irregularity 
raises  no  other  questions  than  those  of  patentability  and  interfer- 
ence in  fact.  The  distinctions  between  the  several  grounds  of  dis- 
solution which  are  enumerated  in  Rule  122  have  been  frequently 
pointed  out  and  should  be  observed.  The  Primary  Examiner  did  not 
err  in  denying  the  motion  so  far  as  the  same  relates  to  the  regularity 
of  the  declaration,  and  his  decision  to  that  extent  is  affirmed. 


122  DECISIONS  OF  THE  COMMISSIONER  OF  PATBKId. 

If  there  is  no  interference  in  fact,  it  is  either  because  one  of  the  par- 
ties has  no  right  to  make  the  claims  or  because  the  claims  have  differ- 
ent meanings  in  the  applications  of  the  different  parties.  The  parties 
will  not  be  heard  to  deny  their  own  right  to  make  the  claims.  {MiUer 
V.  Perham,  C.  D.,  1906,  157;  121  O.  G.,  2667.)  There  is  no  appeal 
from  the  decision  of  the  Primary  Examiner  affirming  the  opponent's 
right  to  make  the  claims  or  the  identity  of  meaning  of  the  claims  in 
their  respective  applications.  (Kule  124.)  The  appeal,  so  far  as  it 
presents  the  question  of  interference  in  fact,  is  dismissed. 

The  patent  to  which  attention  was  called  is  in  a  remote  art,  and  the 
Examiner,  it  is  understood,  has  held  the  claims  in  issue  patentable 
thereover.  No  such  unusual  circumstances  as  will  justify  the  exercise 
of  supervisory  authority  exist. 

The  request  for  conrnderation  of  the  question  of  patentability  is 
denied. 


Ex  PARTK  The  Yaije  &  Towne  Manufacturino  Company. 

Decided  ApHl  5,  1907. 
(127  O.  G..  3641.) 

1.  Trade-AIarks — Name  of  Patented  Article — Regtstrable  Under  Ten-Year 

Proviso  of  Section  T)  of  Act  of  1905 — *'  Yale  **  for  Ii>CKS  and  Latches. 
Held  that  the  word  "  Yale  "  is  registrable  as  a  trade-mark  for  locks  and 
latches  iiuder  the  teu-year  proviso  of  section  5  of  the  act  of  1905,  although 
it  is  the  name  of  a  patented  article. 

2.  Same — Same — Exclusive  Use. 

The  function  of  the  name  of  a  patented  article  is  twofold:  (1)  It  desig- 
nates or  i(l(»ntifies  the  thing  i)atente<i,  and  (2)  it  indicates  the  original 
source  of  manufacture  of  the  article.  Where  a  word  or  name  which  has 
been  aiiplienl  to  a  patenteil  article  has  in  addition  to  its  descriptive  signifi- 
cance also  become  indicative  of  the  origin  of  the  article,  a  limited  right 
remains  in  the  original  maker  after  the  expiration  of  the  patent  to  exclude 
others  from  such  unqualified  use  of  the  word  or  name  as  would  deceive  a 
careful  public  into  the  belief  that  their  articles  are  those  of  the  original 
maker.  This  right  to  exclude,  it  is  believed,  satisfies  the  requirement  of 
"  exclusive  use  "  stated  in  the  ten-year  proviso  of  the  act  of  February  20, 
1JM)5. 

On  Appeal. 

TRADE- MARK    FOB    LOCKS    AND    KEYS. 

J//'.  Ilrnrt/  A,  Seymour  for  the  aj)plicant. 

Allen,  Com mimoDer. 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  re<rister  the  word  ''  Yale '"  as  a  trade-mark  for  locks  and 
latches. 
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Registration  was  refused  upon  the  ground  that  "  Yale  "  as  applied 
to  locks  is  the  name  of  a  patented  article,  the  patents  upon  which 
have  expired,  as  was  held  in  the  decision  of  Commissioner  Butter- 
worth  in  ex  parte  Yale  cfe  Tovme  Manufacturing  Company^  (C.  D., 
1897,  786;  81  O.  a,  801.) 

This  application  for  registration  is  presented  in  accordance  with 
the  ten-year  proviso  of  the  Trade-Mark  Act,  being  accompanied  by 
an  affidavit  alleging  actual  and  exclusive  use  of  the  trade-mark  by 
the  applicant  for  ten  years  next  preceding  the  passage  of  the  act  of 
February  20,  1905. 

The  Examiner  of  Trade-Marks  has  held  that  the  word  "  Yale," 
having  become  the  identifying  or  generic  name  of  a  patented  article, 
is  public  property  and  incapable  of  appropriation  by  any  one  and 
that  therefore  the  applicant  has  not  had  the  right  to  exclude  others 
from  the  use  of  this  mark  for  ten  years  next  preceding  the  passage 
of  the  act  of  February  20,  1905,  which  was  held  in  my  decision  in 
ex  parte  Cahn,  Belt  <&  Company  (C.  D.,  1905,  422;  118  O.  G.,  1936) 
to  be  a  prerequisite  to  registration  under  the  ten-year  proviso  of 
this  act.  In  my  opinion  the  position  taken  by  the  Examiner  of 
Trade-Marks  is  untenable  in  the  present  case. 

Upon  close  scrutiny  of  the  decisions  upon  the  subject  it  appears 
that  an  exclusive  right  in  the  name  of  a  patented  article  upon  the 
part  of  the  manufacturer  who  first  adopted  it  is  not  wholly  precluded 
by  the  expiration  of  the  patents  upon  such  article.  The  function  of 
the  name  is  such  cases  is  twofold:  First,  it  designates  or  identifies 
the  thing  patented,  and,  second,  it  indicates  the  sources  of  manufac- 
ture of  that  article.  Upon  the  expiration  of  the  patent  the  right  to 
use  the  word  or  name  as  the  means  of  designating  or  identifying  the 
article  passes  irretrievably  to  the  public ;  but  by  reason  of  the  second 
significance  of  the  mark  a  member  of  the  public  who  chooses  to  manu- 
facture the  article  and  designate  it  by  the  name  it  has  acquired  must 
so  distinguish  his  use  of  that  name  that  it  will  not  indicate  to  tlie 
public  that  the  article  is  the  product  of  the  original  maker. 

This  fact  was  recognized  in  the  leading  case  of  Singer  Manufac- 
turing Company  v.  June  Manufacturing  Company^  (C.  D.,  189C,  687; 
75  O.  G.,  1703;  163  U.  S.,  169)  in  which  the  Supreme  Court  of  the 
United  States,  while  holding  that  the  name  ^'  Singer  "  for  sewing- 
machines  had  become  public  property  by  reason  of  having  become 
the  generic  name  of  an  article,  the  patents  upon  which  had  expired, 
nevertheless  perpetually  enjoined  the  defendant  from — 

marking  upon  sewing-machines  or  upon  any  plate  or  device  connected  there- 
with or  attached  thereto  the  word  "  Singer,"  or  words  or  letters  equivalent 
thereto,  without  unmistakably  specifying  in  connection  therewith  that  such 
macbfiieB  are  the  product  of  the  defendant  or  other  manufacturer,  and  therefore 
sot  tlie  product  of  the  Singer  Manufacturing  (Company. 
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In  that  case  the  Court  said : 

It  is  obvious  that  if  the  name  dedicated  to  the  public,  either  as  a  conse- 
quence of  the  monopoly  or  by  the  voluntary  act  of  the  party,  has  a  twofold 
signiflcanee,  one  generic  and  the  other  pointing  to  the  origin  of  mannfactare 
nnd  the  name  is  availed  of  by  another  without  clearly  indicating  that  the 
machine,  upon  which  the  name  is  marked,  is  made  by  him,  then  the  right  to 
use  the  name  because  of  its  generic  signification,  would  imply  a  power  to  de- 
stroy any  good-will  which  belong  to  the  original  maker.  It  would  import,  not 
only  this,  but  also  the  unrestrained  right  to  deceive  and  defraud  the  public  by 
so  using  the  name  as  to  delude  them  into  believing  that  the  machine  made  by 
one  i)erson  was  made  l)y  another. 

To  say  that  a  ])erson  who  has  manufactured  machines  under  a  patented 
monoiK)ly  can  acquire  no  good-will,  by  the  excellence  of  his  work,  or  the  develop- 
ment of  his  business,  during  the  patent,  would  be  to  seriously  ignore  rights 
of  private  property,  and  would  be  against  public  policy,  since  it  would  deprive 
the  one  enjoying  the  [latent  of  all  incentive  to  make  a  machine  of  a  good 
quality,  because  at  its  termination  all  the  reputation  or  good-will  resulting 
from  meritorious  work  would  be  subject  to  appropriation  by  every  one.  On 
the  other  hand,  to  compel  the  one  who  uses  the  name  after  the  expiration  of 
the  patent,  to  indicate  that  the  articles  are  made  by  himself,  in  no  way  impairs 
the  right  of  us<s  but  simply  regulates  and  prevents  wrong  to  individuals  and 
injury  to  the  public. 

In  the  case  of  Singer  Manufacturing  Company  v.  Hippie  (109  Fed. 
Rep.,  152)  the  Court,  in  referring  to  the  decision  of  the  Supreme  Court 
in  Singer  Mamtfactiiring  Company  v.  June  Manufacturing  Company^ 
supra^  said : 

In  short  the  principle  of  that  decision  is  not  that  the  first  user  of  a  mark  indi- 
cative of  origin  forfeits  his  exclusive  right  thereto  for  that  purpose  by  allowing 
It  to  be  applied  for  the  additional  purpose  of  designating  the  thing  itself,  but 
that  this  monopoly  of  it  for  the  one  purpose  cannot  be  so  inforced  as  to  nullifjr 
the  general  right  to  apply  it  for  the  other. 

In  the  case  of  Centaur  Company  v.  Killenherger  (87  Fed.  Rep., 
725)  the  Court  said: 

The  right  to  manufacture  **  Castoria  "  according  to  Pitcher's  patented  proc- 
ess or  formula  nmy  be  free  to  the  world,  also  the  right  to  sell  the  manufactured 
article  by  the  name  "Castoria;"  but,  in  putting  it  upon  the  market,  the  new 
manufacturer  must  clearly  identify  his  goods,  and  not  engage  in  unfair  com- 
I)etltion,  nor  do  anything  which  will  tend  to  deceive  the  public,  and  induce 
them  to  take  his  goods  under  the  belief  that  they  are  those  which  it  has  thereto- 
fore beim  accustomed  to  purchase  under  the  same  name. 

It  is  therefore  clear  that  where  a  word  or  name  which  has  been  ap- 
plied to  a  patented  article  has  also  become  indicative  of  the  origin  of 
that  article  a  limited  right  remains  in  the  original  maker  after  the 
expiration  of  the  patent  to  exclude  others  from  such  unqualified  use 
of  the  word  or  name  as  would  deceive  a  careful  public  into  the  belief 
that  their  articles  are  those  of  the  original  maker.  This  right  to 
exclude,  it  is  believed,  satisfies  the  requirement  of  "exclusive  use'' 
stated  in  the  ten-year  proviso  of  the  act  of  February  20, 1905. 
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It  is  believed  that  the  same  reasons  and  principles  apply  in  many 
cases  of  geographical  and  descriptive  terms  and  names  of  individuals. 
Here,  as  in  the  case  of  the  name  of  a  patented  article,  the  first  adopter  • 
may  often  have  the  right  to  exclude  others  from  using  the  exact  term 
or  mark,  although  no  technical  trade-mark  right  could  exist.  {Elgin 
National  Watch  Company  v.  Illinois  Watch  .Case  Company^  C.  D., 
1901,273;  94  0.G.,755;  179  U.S.,  665;  Walter  Baker  &  Company  y. 
Baker,  CD.,  1897,  797;  78  O.  G.,  1427;  77  Fed.  Rep.,  884;  SJiaver 
et  al.  V.  BeUer  &  Merz  Company,  C.  D.,  1901,  424;  96  O.  G.,  2229; 
108  Fed.  Rep.,  821 ;  Genesee  Salt  Company  v.  Bumdp,  73  Fed.  Rep., 
818 ;  Am^erican  Waltham  Watch  Company  v.  Sandman,  96  Fed.  Rep., 
330.)  . 

The  affidavit  filed  by  the  applicant  in  the  present  case  affirms  the 
exclusive  use  required  by  the  statute  as  a  basis  for  registration  under 
the  ten-year  proviso.  In  view  of  the  authorities  and  conclusions  here- 
inabove discussed  no  reason  is  found  for  believing  that  there  was  not 
such  exclusive  use.  It  is  therefore  held  that  the  applicant  should  be 
permitted  to  register  the  mark  for  which  he  has  made  application  for 
registration. 

The  decision  of  the  Examiner  of  Trade-Marks  is  reversed. 


Ex  PARTE  Cross. 

Decided  January  19,  1907 

(128  O.  G.,  455.) 

Tbade-Mabks — **  OuvoiNT  "  Anticipated  by  "Oliveine." 

"Olivoint"  used  as  a  trade-mark  for  oiutment  for  skin  affections  so 
closely  resembles  the  mark  **  Oliveine  '*  registered  as  a  trade-mark  for  oint- 
ments and  salves  as  to  be  likely  to  cause  confusion  or  mistake  in  the  mind 
of  the  public  or  to  deceive  purchasers. 

On  Appeal. 

TBADE-MABK  FOB  OINTMENTS  FOB  ALL  SKIN  AFFECTIONS. 

Mr.  Francis  M.  Wright  and  Messrs,  Byrnes  cfc  2'owmend  for  the 
applicant 

Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  word  "  Olivoint "  as  a  trade-mark  for  oint- 
ments for  all  skin  affections. 

The  Examiner's  action  is  based  on  the  ground  that  the  mark  so 
closely  resembles  the  trade-mark  "  Oliveine,"  registered  to  Caldwell, 
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No.  14,043,  February  1,  1887,  for  ointments  and  salves,  as  to  be  likely 
to  cause  confusion  or  mistake  in  the  mind  of  the  public  or  to  deceive 
'  purchasers. 

The  decision  of  the  Examiner  is  believed  to  be  correct.  The  mark 
appears  to  be  in  the  same  class  as  those  mentioned  in  my  decisions  in 
ex  parte  Holhert,  (C.  D.,  1905, 139;  115  O.  G.,  2136,)  where  the  word 
"  Optine  "  was  refused  registration  by  reason  of  its  resemblance  to  the 
registered  mark  "  Optal,"  and  in  ex  parte  The  Dr.  Parker  Medicine 
Company,  (C.  D.,  1903, 378 ;  106  O.  G.,  1779,)  where  the  word  "  Liver- 
oid  "  was  refused  on  the  registered  marks  "  Liveraid  ^  and  "  Liverine." 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


In  r*:  Wilder. 

Decided  March  14, 1907, 

(128  O.  G.,  455.) 

Rejection  of  Claims — Cannot  be  Based  Upon  Evidence  Taken  in  Second 

INTKRFERENCE  WHICH   HaS   BeEN   HELD  TO  BE  RES  ADJUOICATA. 

Whore  in  ji  second  interference  the  question  of  priority  was  held  to  be  res 
ad  judicata  and  a  decision  rendered  In  favor  of  Blackford,  Blackford*8 
claims  corresponding  to  the  issue  of  the  interference  cannot  be  rejected  upon 
the  ground  that  they  are  anticipated  by  an  exhibit  introduced  into  the  sec- 
ond interference  by  Wilder.  Inasmuch  as  the  second  interference  should 
not  have  been  declared,  the  testimony  taken  therein  is  of  no  force  and  is  to 
be  given  no  effcnrt  for  any  purpose  whatever. 

In  the  Maiter  of  the  protest  of  William  H.  Wilder  against  the 
issue  of  a  patent  to  A.  J.  Blackford. 

Allen,  Comni isKioncr : 

This  is  a  protest  by  Wilder  against  the  issue  of  a  patent  to  Black- 
ford upon  an  invention  involved  in  the  interference  Bl<ickford  v, 
Wilder,  No.  22J02,  which  was  recently  decided  in  favor  of  Black- 
ford by  the  Court  of  Appeals  of  the  District  of  Columbia,  as  res 
ad  judicata,  {post,  491;  127  O.  G.,  1255.) 

Wilder  contends  that  Blackford's  claims  corresponding  to  the 
issue  of  the  interference  should  be  rejected  on  the  ground  that  they 
are  anticipated  by  an  exhibit  introduced  into  the  interference  by 
Wilder. 

It  does  not  appear  that  the  Office  can  find  from  the  testimony  taken 
in  the  second  interference  anticipation  of  the  claims  of  Blackford 
Avithout  finding  prior  possession  of  the  invention  by  Wilder;  but  this 
is  exactly  what  tlu»  Office  is  prevented  from  doing  by  the  decision  of 
the  court  in  the  second  interference.     The  decision  of  the  court  is 
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understood  to  amount  to  this :  that  the  second  interference  should  not 
have  been  declared  and  that  the  testimony  taken  therein  is  of  no 
force  and  is  to  be  given  no  effect  for  any  purpose  whatever. 

The  question  presented  by  the  protest  is  somewhat  analogous  to  the 
question  which  arises  in  those  cases  where  the  first  to  reduce  to  prac- 
tice is  held  to  be  estopped  from  asserting  his  right  to  a  patent  bj'^  rea- 
son of  delay  in  applying  therefor  or  in  disclosing  the  same  to  the 
public  (Mason  v.  Hepburn^  C.  D.,  1898,  510;  84  O.  G.,  147;  Mower 
V.  Duell^  Commissioner  of  Patents,  C.  D.,  1899,  395;  88  O.  G.,  191; 
Thomson  v.  Weston,  C.  D.,  1902,  521;  99  O.  G.,  864.)  If  the  con- 
tentions of  the  protestant  here  were  sound,  the  subsequent  inventor 
in  those  cases  should  be  denied  a  patent  upon  the  ground  of  anticipa- 
tion by  the  prior  reduction  to  practice  of  his  opponent.  It  is  not 
understood,  however,  that  such  was  the  intention  of  the  court  in  those 
cases,  and  such  has  not  been  the  practice. 

Prot-est  dismissed. ' 


HaRNISCH    V,    GUENIFFET,    BeNOIT,    AND    NiCAULT. 

Decided  March  25,  1907. 
(128  0.  G.,  455.) 

1.  Interference — Motion  to  Dissolve — ^Transmission  of. 

Where  on  appeal  from  the  decision  of  tAe  Primary  Examiner  dissolving 
an  interference  the  Examiners-in-Ghief  affirmed  the  decision  of  the  Exam- 
iner as  to  claims  2,  3,  and  4  and  reversed  it  as  to  claim  1,  and  thereupon 
one  party  filed  an  amendment  to  his  case,  while  the  other  party  brought  a 
motion  to  dissolve,  Held  that  the  decision  of  the  Examiner  of  Interferences 
refusing  to  transmit  the  motion  to  dissolve  to  the  Primary  Examiner  is 
correct,  since  the  motion  is  based  on  the  proposed  amendment  and  presup- 
poses its  entry. 

2.  Same — Amendment — Entry  of. 

Where  during  the  interference  proceeding  one  of  the  parties  filed  an 
amendment  canceling  the  claims  rejected  under  Rule  124  and  substituted  a 
substitute  specification  and  drawing,  Held  that  the  amendment  is  not  of  the 
character  permitted  under  the  rules  during  the  Interference  proceeding  and 
that  the  special  circumstances  are  not  such  as  to  warrant  its  admission. 

Appeal  on  Motion. 

cigarette-tube. 

Messrs.  Philipp,  Sawyer,  Rice  (&  Kennedy  for  Harnisch. 

Messrs.  Fraser  &  Usina  for  Gueniffet,  Benoit,  and  Nicault. 
Allen,  Commissioner: 

This  case  is  before  me,  first,  on  an  appeal  by  Harnisch  from  the 
refusal  of  the  Examiner  of  Interferences  to  transmit  his  motion  to 
dissolve  this  interference,  and,  second,  on  his  petition  that  the  Exam- 
iner of  Interferences  be  directed  to  transmit  the  case  to  the  Primary 
Examiner  for  the  consideration  of  an  amendment  filed  by  his  oppo- 
oe&tSy  as  well  as  the  above-mentioned  motion  to  dissolve. 
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» 

It  appears  that  upon  a  prior  motion  by  Hamisch  the  Primary  Ex- 
aminer dissolved  the  interference  on  the  ground  that  the  claims  form- 
ing the  issue  were  not  patentable  to  Gueniffet,  Benoit,  and  Nicault, 
and  he  rejected  the  claims  under  the  provisions  of  Rule  124.  On  ap- 
peal the  Examiners-in-Chief  affirmed  the  decision  of  the  Primary 
Examiner  as  to  claims  2,  3,  and  4  and  reversed  it  as  to  claim  1.  No 
appeal  was  taken  from  their  decision;  but  Gueniffet,  Benoit,  and 
Nicault  filed  an  amendment  consisting  of  a  substitute  specification 
and  drawing  and  canceled  the  rejected  claims  2,  3,  and  4,  but  made 
no  change  in  claim  1.  Harnisch  thereupon  filed  his  present  motion 
to  dissolve.  The  Examiner  of  Interferences  refused  to  transmit  this 
motion  on  the  ground  that  it  is  based  on  the  amendment  and  presup- 
poses its  entry  in  the  case.  He  held  that  since  said  amendment  had 
not  been  entered  and  could  not  be  entered  under  the  rules  without 
special  order  of  the  Commissioner  there  is  no  proper  foundation  for 
the  motion. 

The  decision  of  the  Examiner  of  Interferences  is  clearly  correct 
and  is  accordingly  affirmed.  Rule  109  provides  that  amendment  will 
not  be  permitted  during  an  interference  proceeding  without  the  con- 
sent of  the  Commissioner  except  as  provided  in  said  Rule  109  and  in 
Rules  106  and  107.  The  proposed  amendment  does  not  come  under 
either  of  these  exceptions. 

It  remains  to  consider  whether  the  special  circumstances  of  this  case 
are  such  as  to  make  it  an  exception  to  the  above  rules  and  to  warrant 
granting  the  petition  to  admit  the  amendment.  'The  Examiner-in- 
Chief  rejected  claims  2,  3,  and  4  on  the  ground  that  their  subject- 
matter  is  not  disclosed  in  a  prior  application  of  which  the  application 
in  interference  purports  to  be  a  division  and  that  they  are  conse- 
quently barred  by  certain  specified  patents.  The  amendment  appears 
to  have  been  filed  for  the  purpose  of  canceling  these  claims  and  of 
eliminating  from  the  specification  the  subject-matter  held  not  to  be 
disclosed  in  the  parent  case.  There  appears,  however,  to  be  no  good 
reason  why  this  amendment  should  be  entered  or  considered  prior  to 
the  termination  of  the  interference.  Concerning  claim  1,  the  Exami- 
ners-in-Chief held  that  it  is  broader  than  the  other  claims,  that  its 
subject-matter  is  disclosed  in  the  earlier  application,  and  so  far  as 
disclosure  is  concerned  it  might  have  been  made  in  the  first  case.  The 
Primary  Examiner  held  that  Gueniffet,  Benoit,  and  Nicault  had  a 
right  to  make  the  claim  in  the  present  application.  The  interference 
stands  dissolved  as  to  claims  2,  3,  and  4.  No  additional  claims  are 
presented  in  the  proposed  amendment,  and  no  amendment  is  necessary 
to  the  proper  determination  of  the  question  of  priority  in  the  inter- 
ference. It  is  not  the  practice  to  suspend  an  interference  proceeding 
to  permit  of  the  cancelation  of  the  claims  where  an  interference  is 


DECISIONS  OF  THE  COMMISSIONER   OF  PATENTS.  129 

dissolved  as  to  some  of  the  counts,  and  no  reason  appears  for  depart- 
ing from  the  usual  practice  in  this  case.  After  the  termination  of  the 
interference  the  application  will  be  held  for  such  revision  and  restric- 
tion as  may  be  necessary.    (Rule  96.) 

In  my  decision  in  Sanders  v.  Hawthorne  v.  Hoyt  (C.  D.,  1906,  467; 
125  O.  G.,  1347)  reasons  are  set  forth  why  in  amending  Rule  124  to 
provide  for  the  rejection  and  appeal  of  such  claims  involved  in  an 
interference  as  have  been  made  the  object  of  an  adverse  decision  upon 
their  merits  without  awaiting  the  termination  of  the  interference  it 
was  not  deemed  advisable  to  provide  for  amendment  of  the  case 
during  the  interference. 

There  are  additional  reasons  why  the  proposed  amendment  should 
not  be  admitted  during  the  interference  proceeding.  Hamisch  has 
filed  a  motion  to  dissolve,  referred  to  above,  which  he  desires  trans- 
mitted if  his  petition  to  have  the  amendment  entered  is  granted.  One 
of  the  grounds  of  the  motion  is  that  there  has  been  such  irregularity 
in  disclosing  the  interference  as  will  preclude  a  proper  determination 
of  the  question  of  priority,  such  irregularity  consisting  in  permitting 
the  entry  of  the  amendment,  and  thus  making  a  substantially  new 
application  for  Gueniffet,  Benoit,  and  Nicault  during  the  pendency  of 
the  interference.  In  other  words,  he  petitions  to  have  the  amendment 
entered  and  then  file  a  motion  to  have  the  interference  dissolved  on 
account  of  the  entry  of  said  amendment.  In  any  event  the  entry  of 
the  amendment  will  further  delay  the  interference  proceeding.  This 
delay  is  entirely  unnecessary,  since  the  status  of  claim  1  with  respect 
to  the  present  specification  is  clearly  fixed  by  the  decision  of  the 
Examiners-in-Chief.  No  injury  or  hardship,  so  far  as  appears,  can 
result  from  continuing  the  interference  with  the  application  in  its 
present  condition. 

There  is  no  necessity  for  considering  that  portion  of  the  petition 
relating  to  the  transmission  of  the  motion  to  dissolve  based  upon  the 
amendment  in  view  of  the  holding  that  the  amendment  is  not  admis- 
sible during  the  interference  proceeding. 

The  petition  is  denied. 


CusHMAN  V.  Edwards. 

Decided  April  ^.  1907. 

(128  O.  G.,  456.) 

I5TCSFEBENCE MOTION    FOR   DISSOLUTION — DIFFERENCE   IN    MEANING    OF   CLAIMS. 

The  provision  in  Rule  122  for  dissoliitiou  iii)ou  the  ground  of  dlflference 
In  the  meaning  of  claims  was  placed  there  to  cover  a  clean-cut  class  of 
cases  which  theoretical  considerations  show  may  arise,  but  which,  in  fact, 

aO007-~H.  Doc.  470t  QO-X--r— 9 
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are  of  very  rare  occurrence.  To  Justify  traumulsslon  of  a  motion  brought 
upon  this  ground,  facts  must  be  alleged  indicating  something  more  than  a 
IK>S8ible  lack  of  right  upon  the  part  of  one  or  the  other  of  the  parties  to 
use  the  language  of  the  claim  in  Issue. 

Appeal  on  Motion. 

DYNAMO-ELECTRIC   MACHINE. 

Messrs.  Roberts  cfe  Mitchell  and  Messrs,  Meyers^  Cushman  cC*  Rea 
for  Cushman. 

Messrs,  Foster  <!•  Freeman  and  Messrs,  Ilarjwr  (&  Allen  for 
Edwards. 

Allen,  Commissianer: 

This  is  an  aj^pcal  by  Cushman  from  the  decision  of  the  Examiner 
of  Interferences  refusing  to  transmit  a  supplemental  motion  for  dis- 
solution of  the  interference  cm  the  ground  that  the  claims  correspond- 
ing to  the  counts  of  the  issue  have  different  meanings  in  the  cases  of 
the  different  parties. 

.  Motions  to  dissolve  the  interference  have  been  transmitted  alleging 
non-patentability  of  the  issue  and  lack  of  right  upon  the  part  of 
Edwards  to  make  claims  corresponding  to  the  counts  of  the  issue. 
The  present  motion  was  denied  transmission  on  the  ground  that  it  is 
not  accompanied  by  a  sufficient  statement  of  facts  supporting  the 
allegations  of  differences  in  the  meanings  of  the  claims  in  the  differ- 
ent cases.  The  provision  in  llule  122  for  dissolution  upon  the  ground 
of  difference  in  the  meaning  of  claims  was  placed  there  to  cover  a 
clean-cut  class  of  cases  which  theoretical  considerations  show  may 
arise,  but  which,  in  fact,  are  of  very  rare  occurrence.  To  justify 
transmission  of  a  motion  brought  ui^on  this  gnmnd,  facts  must  be 
alleged  indicating  something  more  than  a  possible  lack  of  right  upon 
the  part  of  one  or  the  other  of  the  parties  to  use  the  language  of  the 
claim  in  issue.  The  lack  of  right  to  make  claims,  so  far  as  this  ques- 
tion is  properly  reviewable  cm  motion,  may  be  raised  by  a  motion 
entitled  in  appropriate  terms.  To  permit  the  same  question  to  be 
raised  in  a  motion  entitled  as  one  upon  another  ground  would  result 
in  useless  nuiltiplication  of  records  and  in  confusion  of  issues.  Noth- 
ing is'  alleged  in  this  case  in  support  of  the  motion  w^hich  has  been 
denied  transmission  which  may  not  be  fully  accounted  for  by  lack  of 
right  of  one  or  the  other  of  the  parties  to  make  the  claims  or  which 
indicates  that  any  other  reason  exists  for  dissolving  the  interference. 
Under  these  circumstances  the  refusal  to  transmit  the  motion  was 
right. 

The  decision  of  the  Examiner  of  Interferences  is  affii'med. 
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Pym  V,  Hadaway. 

Decided  April  «,  li)01. 
(128  O.  G.,  457.) 

IHTCBFEBElfCE — MOTION — ^APPEAL. 

Where  a  niotiou  for  penuissiou  to  take  testimony  iu  opposition  to  an 
cH>pODent*8  right  to  make  the  claims  iu  issue  for  use  at  final  hearing  under 
the  provisions  of  Rule  130  is  denied  by  the  Examiner  of  Interferences,  Held 
that  an  appeal  will  be  permitted  from  his  adverse  decision.  (Practice  an- 
nounced In  Lowry  and  Coicley  v.  Spoon,  C.  D.,  1906,  381 ;  124  O.  G.,  1846, 
and  Hanan  and  Gates  v.  Marshall,  ante,  65;  126  O.  G.,  3423,  modified.) 

MonoN  to  dismiss. 

TACK-PULLKR   AND    NAIL-DRIVER. 

Messrs.  Parker  cfc  Burton  and  Mr,  Geo,  H,  Maxwell  for  Pym. 
Mr.  Benjamin  Phillips  and  Messrs,  Phillips^  Van  Everen  cfe  Fish 
for  Hadaway. 

AujBN,  Commissioner: 

This  is  a  motion  by  Hadaway  to  dismiss  the  appeal  by  Pym  taken 
from  the  decision  of  the  Examiner  of  Interferences  denying  Pym's 
motion  for  an  order  authorizing  him  to  take  testimony  in  opposition 
to  Hadaway's  right  to  make  the  claims  in  issue. 

The  motion  to  dismiss  is  based  upon  statements  in  the  cases  of 
Lawry  and  Cowley  v.  Spoon  (C.  D.,  1906,  381 ;  124  O.  G.,  1846)  and 
Hanan  and  Gates  v.  Marshall  (ante,  65;  126  O.  G.,  3423)  that  no 
appeals  will  be  permitted  from  decisions  of  the  Examiner  of  Inter- 
ferences upoii  the  matter  of  taking  testimony  upon  an  opponent's 
right  to  make  claims.  The  statements  in  these  decisions  upon  this 
question  are,  however,  broader  than  was  necessitated  by  the  circum- 
stances of  the  cases.  In  each  of  them  the  Examiner  of  Interferences 
authorized  the  taking  of  testimony.  An  error  in  his  decision  would 
not  prevent  the  correct  determination  of  the  questions  in  issue  in  the 
interference.  When  permission  to  take  testimony  is  denied,  however, 
the  decision  may  operate  to  control  the  final  decision  upon  the  merits 
of  the  controversy  between  the  parties.  In  such  cases  it  is  believed 
that  an  appeal  would  be  permitted.  The  appeal  of  Pym  will  be  set 
down  for  hearing. 

The  m>otion  to  dismiss  PynCs  appeal  is  denied. 


Ex  PARTE  Grant. 

Decided  December  I!,  1906. 

(128  O.  G.,  8K).) 

1.  Abandoned  Appucation — By  Failurk  to  Take  Responsive  Action. 

Wbere  the  action  takeu  uetir  the  close  of  the  year  was  not  a  proiier  action, 
Held  tbat  the  applicant  has  a  perfect  right  to  delay  action  until  the  c\oi^  ol 
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the  year  allowed  by  law  therefor,  but  In  doiug  no  he  aiMues  the  risk  of  any 
mistake  in  the  character  of  the  action. 

2.  Same— Same. 

Since  earlier  action  by  applicant  would  have  permitted  correction  of  the 
mistake  within  the  year  and  since  it  does  not  appear  that  earlier  action 
could  not  have  been  taken,  the  failure  to  duly  prosecnte  the  application  can- 
not be  regarded  as  unavoidable,  and  it  is  therefore  abandoned  under  the 
statute. 

On  Petition. 

1»RINT1N(J    DEVICE. 

Mr.  Willium  J/.  Monroe  and  Mesara.  Hall  cO  Ileyhnun  for  the  appli- 
cant. 

Allen,  Commiufdoner: 

This  is  a  petition  from  the  action  of  the  Examiner  holding  the  ap- 
plication to  be  abandoned  by  reason  of  the  unresponsive  character  of 
the  only  action  filed  by  the  applicant  within  the  year  following  the  last 
Office  action. 

The  failure  to  take  proper  action  within  the  year  following  the 
Office  action  seems  to  have  been  due  to  the  ix>stponement  of  the  at- 
tempted response  until  near  the  close  of  that  period.  The  applicant 
has  a  perfect  right  to  delay  action  until  the  close  of  the  year  allowed 
by  law  therefor,  but  in  doing  so  he  assumes  the  risk  of  such  a  mistake 
as  occurred  in  this  case.  Since  earlier  action  by  the  applicant  would 
have  permitted  correction  of  the  mistake  within  the  year  and  since  it 
do<»s  not  appear  that  earlier  action  could  not  have  been  taken,  the  fail- 
ure to  duly  ))rose('ule  this  case  cannot  \)e  regarded  as  unavoidable  and 
the  same  is  therefore  abandoned  under  the  statute. 

l^hc  petition  /«  denied. 


Kx  PAKTK  TiiK  I)k  Ijonc;  I1cr)k  &  Eye  Company. 
Decided  January  t!K  WOT. 
(12.S  <).  <;.,  8S5.) 
1.  Tradk-Marks — *'  KrsTV   Never  I  "  for  Hooks  and  Eves — Desc^riptive — Nor 

UK.(a8TRARLK. 

Tho  phrasi*  *' KustV  NeA^er!"  is  clearly  the  predominant  feature  of  the 
mark  pros<'ntiHl  for  ro^ristratitin  and  hulicntos  that  the  hooks  and  eyes  are 
so  troatod  that  tlioy  will  never  rust  and  that  therefore  "  rust "  will  never  be 
transniltt«Hi  t«>  tho  jjtxHls  to  which  they  are  applied. 

SaMK — SaMK — SAMK — UkO     KKrTANGULAR     BACKGROUND     NOT     A     DlSTINCTH'E 

Featirk. 
The  fact  that  the  w«>rds  "  KustV  Never! "  appear  upon  a  red  rectangular 
iMckground  does  not  confer  registrability*  upon  the  mark.     It  Is  not  an 
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mmsDal  configuration  which  would  impress  itself  upon  the  memory  of  the 
purchaser,  hut  merely  serves  to  throw  the  words  "  Rust?  Never !  "  into  bold 
relief. 

On  Appeal. 

TRADE-MARK  FOR  HOOKS  AND  ETRS. 

Mr,  ir.  C.  Strawhridge  for  the  applicant. 

Allen,  Commisftioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  a  trade-mark  which  comprises  the  words 
"  Rust  t  Never!  "  on  a  red  rectangular  background  for  hooks  and  eyes. 

The  words  "  Rust?  Never!''  are  clearly  the  predominant  feature  of 
the  mark  presented  for  registration  and  indicate  that  the  hooks  and 
eyes  are  so  treated  that  they  will  never  rust  and  that  therefore  "  rust " 
will  never  be  transmitted  to  the  goods  to  which  they  are  applied. 

The  combination  "  Rust  ?  Never !  "  is  analogous  to  the  marks  "  No- 
rip  "  and  "  Felt-less  "  for  harness  sweat  pads,  which  were  held  to  be 
descriptive,  and  therefore  not  registrable.  {Ex  parte  The  Crescent 
Manufacturing  Company^  C.  D.,  1901,  160;  97  O.  G.,  750;  ex  parte 
McClain,  C.  D.,  1902,  185;  99  O.  G.,  2101.) 

It  is  urged  tbat  the  mark  offered  for  registration  presents,  as  a 
whole,  a  distinctive  appearance  to  the  eye,  and  therefore  constitutes  a 
valid  trade-mark.  This  contention  is  not  believed  to  be  well  founded. 
The  red  rectangular  background  is  not  an  unusual  configuration 
which  would  impress  itself  upon  the  memory  of  a  purchaser,  but 
merely  serves  to  throw  the  words  "  Rust  ?  Never !  "  into  bold  relief. 

TJie  decimon  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  Strauss. 

Deci<U'(t  April  //,  1007. 

(128  O.  (;.,  SK5.) 

I^jiBKii — ^The  Words  "  Red  Cross  "  Uefusri)  Registration  in  View  of  the  Act 
or  January  5,  1005. 
The  words  **  Red  Cross,"  whether  construed  as  "  the  sign  of  the  Red 
Cross "  expressed  in  language  or  as  the  alternative  of  the  sign  "  Red 
Cross,'*  clearly  come  within  the  spirit  and  intent  of  the  provisions  of  sec- 
tion 4  of  the  act  entitled  "An  act  to  incorporate  the  American  National  Red 
Cro0B,**  approTed  January  5,  1905,  prohibiting  the  use  of  •*  such  sign  or  any 
Inalgnta  colored  in  imitation  thereof  for  the  purposes  of  trade  or  as  an 
adTertlflenient  to  induce  the  sale  of  any  article  whatsoever." 
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as  waived  and  a  decision  will  be  I'endered  upon  an  appeal  in  which 
the  new  reference,  as  well  as  the  references  previously  cited,  will  be 
considered.  If  the  applicant  does  not  desire  to  amend,  a  rehearing  of 
the  appeal  will  be  granted  for  argument  upon  the  new  reference  upon 
request  therefor. 


Ex   PARTE  FaITI^NER. 

DeHtled  AinU  li),  1907. 

(V2S  ().  (J.,  88(5.) 

1.  SiTpposEii  Formal  Objections  Discovered  iiy  Issue  and  GAZi-rrrE  Division — 

Decision  of  Kxaminkb  Controllino. 
When,  in  the  revision  of  tlio  appHcation  in  the"  Issne  and  Gazette  Division. 
supi)ose(l  foruml  objections  are  discovered,  the  Examiner's  attention  should 
be  called  tliereto;  but  the  Examiner's  decision,  indorsed  uikju  tlie  reference- 
slip,  that  a  supiK)sed  oljjectlon  is  not  in  fact  one  or  that  correction  is  not 
accessary,  should  sc»ttle  the  matter  for  this  Office. 

2.  Name  of  Applicant — "  Ray  "  Full  Christian  Name — No  Affidavit  Neces- 

sary. 
The  name  "  Ray  **  is  commonly  used  as  a  full  Christian  name  and  no 
affidavit  should  be  requirinl  In  connwtlon  therewith. 

On  Petition. 

coal-cabinet. 

Messrs.  (\  A.  Snow  <(!•  Co.  for  the  a])pHcant. 

Allen,  ( 'om nthHioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  I'equir- 
ing  an  affichivit  that  Ray  is  the  full  first  name  of  the  applicant. 

The  Examiner  has  made  an  elaborate  report  upon  the  petition  in 
which  he  urges  that  the  requirement  was  unnecessary.  It  appears 
that  he  passed  the  case  to  issue  Avithout  requiring  such  an  affidavit, 
but  that  the  case  was  returned  to  him  from  the  Issue  and  Gazette 
Divisicm  with  a  request  that  he  require  one.  The  Examiner  there- 
u))on  made  the  reiiirirement,  although  it  appears  that  he  believed  the 
same  to  be  improper. 

I  am  of  the  opinicm  that  under  such  circumstances  there  is  no  occa- 
sion for  the  entry  of  the  requirement  by  the  Examiner.  When,  in 
the  revision  of  the  application  in  the  Issue  and  Gazette  Division, 
supposed  formal  objections  are  discovered,  the  Examiner's  attention 
should  be  called  thereto;  but  the  Examiner's  decision,  indorsed  upon 
the  referen(»e-slip,  that  a  supposed  objection  is  not  in  fact  one  or 
that  correction  is  not  necessary,  should  settle  the  matter  for  this 
Office.     The  resi)orisibility  in  such  cases  rests  with  the  Examiner, 
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and  no  reason  is  known  why  his  conclusion  should  not  be  binding 
upon  the  Chief  of  the  Issue  and  Gazette  Division.  This  petition 
might  well  be  dismissed,  with  instructions  to  follow  the  practice 
herein  announced.  It  may  be  stated,  however,  that  in  view  of  the 
facts  set  forth  in  the  Examiner's  statement  showing  common  accept- 
ance of  "  Ray  "  as  a  full  Christian  name  no  affidavit  should  be  re- 
<|uire<l  in  connection  therewith. 
Petition  (jranted. 


Ex  PARTE  Pittsburgh  Valve,  Fouxdry  and  CoxsTRrcTioN  Company. 

Decided  April  '>7.  VMl,  , 
(12S  O.  O.,  887.) 

1.  Trade-Marks — "Atwood"  Associated  with  an  Arbow-iiead  and  the  IjEtter 

"A'* — Not  Kkuistrable. 
Where  the  name  "Atwoo<l "  is  the  predominating  feature  of  the  mark 
and  It  appears  from  applicant's  siiecimens  to  be  applied  to  the  goods  merely 
as  raised  capital  letters  in  the  casting  bearing  th^  marlc,  the  association 
with  the  name  of  the  fanciful  symbol  is  not  considered  sufficient  to  render 
the  marlc  registrable  as  a  whole. 

2.  Same — Descriptive. 

A  statement  which  does  not  purport  to  be  a  description  of  the  mark,  but 
indirectly  states  the  nature  of  the  principal  feature  of  applicant's  mark, 
was  properly  objected  to  by  the  Examiner  of  Trade-Marks. 
o.  Same — Date  of  Adoption. 

The  date  of  adoption  and  use  of  applicant's  mark  means  the  whole  mark 
presented  for  registration,  and  it  is  not  apparent  that  any  ust^ful  purpose 
can  be  subserved  by  a  statement  as  to  the  date  of  use  of  the  various  fea- 
tures of  the  mark. 

Ox  Appeal. 

trade-mark  for  valves,  pipe-fitting.^  and  castings. 

Mr.  F.  iV.  Barber  for  the  applicant. 

Allex,  Commufsioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
in  refusing  to  register  the  mark  as  presented  and  in  requiring  that 
the  .statement  be  revised  to  omit  the  partial  description  of  the  mark 
contained  therein. 

The  mark  presented  for  registration  consists  of  tlie  word  "Atwood  " 
associated  with  an  arrow-head  and  the  letter  "A." 

The  Examiner  regarded  the  latter  portion  of  the  mark  as  a  fanciful 
and  arbitrary  sjrmbol  and  proper  subject-matter  for  registration. 
He  refused  registration  of  the  mark  as  a  whole  on  the  ground  that 
the  term  "Atwood  "  is  the  name  of  an  individual  and  is  not  associated 
with  a  portrait  of  the  individual  or  i)rinte(l  in  a  particular  or  (lis- 
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tinctive  manner,  and  therefore  is  not  registrable  as  a  technical  trade- 
mark" under  the  provisions  of  section  5  of  the  act  of  February  20, 
1905,  which  states — 

That  no  mark  which  consists  merely  in  the  name  of  an  Individual,  firm,  cor- 
{)oratlon,  or  association,  not  written,  printed,  impressed,  or  woven  in  some 
particular  or  distinctive  manner  or  in  association  with  a  iM>rtrait  of  the  indi- 
vidunl,    •     •     •    shall  be  ref^istered  under  the  terms  of  this  act 

This  conclusion  of  the  Examiner  is  considered  sound.  The  name 
"Atwood  "  is  the  predominating  feature  of  the  mark,  and  it  appears 
from  applicant's  specimens  to  be  applied  to  the  goods  merely  as  raised 
capital  letters  in  the  casting  bearing  the  mark.  The  association  with 
the  name  of  the  fanciful  symbol  is  not  considered  sufficient  to  render 
the  mark  registrable  as  a  whole.  In  this  respect  the  mark  is  similar 
lo  that  involved  in  re  Ferdinand  T.  Hopkins^  decided  by  the  Court  of 
Appeals  of  the  District  of  Columbia  February  5,  1907,  (poat^  549; 
128  O.  G.,  890.)  In  that  case  the  court  did  not  consider  the  mark 
consisting  of  the  words  *'  Oriental  Cream,  assiciated  with  an  eagle 
holding  a  scroll  in  its  beak  ■'  as  registrable,  notwithstanding  the  geo- 
graphical term  was  associated  with  a  "  fantastic  winged  figure." 

The  descriptive  statement  objected  to  by  the  Examiner  reads  as 
follows : 

The  trade-mark  was  first  used  by  said  corporation  on  December  15,  lOOG,  and 
has  been  continuously  useil  in  the  business  of  said  corporation  since  December 
15,  1900,  and  all  of  sjild  trade-mark  except  the  word  "Atwood*'  has  been  con- 
tinuously used  in  the  business  of  said  coriK)ration  since  April  15,  1904. 

Section  1  of  the  act  approved  May  4,  1900,  provides — 

That  the  owner  of  a  trade-mark  ♦  ♦  ♦  niay  obtain  registration  for  snch 
trade-mark  by  complying  with  the  following  requirements:  •  •  •  a  descrip- 
tion of  the  trade-mark  Itself,  only  when  needcnl  to  express  colors  not  shown  in 
the  drawing. 

In  my  decision  in  ex  jiflrte  E,  0,  Atkins  Company^  {ante^  67;  126 
O.  G.,  8424,)  affirmed  by  the  court  of  appeals  on  April  9,  1907,  this 
section  of  the  act  was  construed  to  mean  that  the  drawing  should  be 
relied  upon  to  disclose  the  mark  and  that  a  description  should  be  per- 
mitted only  w^heii  needed  to  express  color  not  shown  in  the  drawing. 
Although  the  above-mentioned  statement  does  not  purport  to  be  a 
description  of  the  mark,  it  indirectly  states  the  nature  of  the  principal 
feature  of  applicaiit's^mark.  Attempts  to  evade  the  express  terms  of 
the  act  by  indirect  desci'iptions  should  not  be  encouraged.  Inasmuch 
as  the  date  of  adoption  and  use  of  applicant's  mark  means  the  whole 
mark  presented  for  registration,  it  is  not  apparent  that  any  useful 
purpose  can  be  subserved  by  a  statement  as  to  the  date  of  use  of  the 
various  features  of  the  mark. 

7' he  dechiion  of  the  Kxa miner  in  affinned. 
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Ex  PARTE  The  De  Long  Hook  &  Eye  Company. 

Decided  January  19,  1907. 

(  128  O.  G.,  1291.) 
I 
Teade-Marks — "  Dull    Black  "    f^b    Hooks     and     Eyes — Descriptixt. — Not 
Registrable. 
The  words  **  Dull  Black'*  as  applied  to  hooks  and  eyes  are  obviously 
d«WTlptlve  of  the  color  of  these  articles  and  therefore  not  registrable. 

On  Appeal. 

tbade-mabk  for  hooks  and  kyks. 

Mr.  W.  C.  Strawhridge  for  the  applicant. 

Aixen,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  words  "  Dull  Black,"  appearing  upon 
a  red  oblong  background,  as  a  trade-mark  for  hooks  and  eyes. 

The  words  "  Dull  Black  "  are  the  distinctive  feature  of  the  mark 
by  which  the  goods  would  be  known,  the  red  oblong  background  serv- 
ing merely  to  bring  the  words  "  Dull  Black  "  into  prominence. 

"  Dull  Black  "  as  applied  to  hooks  and  eyes  is  obviously  descrip- 
tive, and  therefore  not  registrable.  Any  manufacturer  of  hooks  and 
eyes  has  the  right  to  enamel  his  articles  any  color  he  may  choose  and 
to  describe  the  color  so  applied.  This  being  a  common  right,  no  man- 
ufacturer can  exclusively  hold  the  right  to  any  particular  color 
against  others.  (Ex  parte  Olive  Wheel  Company^  C.  D.,  1898,  ()29; 
84  O.  G.,  1871;  ex  parte  Pearson  Tobacco  Company,  C.  D.,  1898, 
6i3;85  0.  G.,287.) 

The  {lecision  of  the  Examijier  of  Trade-Marks  Is  affirnied. 


Ex  parte  Ditryea. 
Decided  February  /,  1901, 

(128  O.  G.,  12Jn.) 

Abandoned  Appucation— Delay  Not  Unavoidable. 

Where  It  is  alleged  that  the  case  was  inadvertently  crossed  off  the  at- 
torney's docket,  and  therefore  overlooked  until  after  the  i)erIod  for  action 
bad  expired,  but  it  does  not  ap|)ear  that  there  was  any  intention  to  re8i)ond 
to  the  last  Office  action  until  near  the  close  of  the  year  allowed  therefor 
or  that  action  could  not  have  been  taken  in  the  earlier  part  of  this  period 
had  It  been  so  desired.  Held  that  the  delay  was  not  unavoldabh*  and  the 
case  is  abandooed. 
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On  Petition. 

DOUBLE-ACTINO    GAS    OR    VAPOR    ENGINE. 

J/r.  James  R.  Townnend  for  the  applicant. 
Allen,  C(ytmniHfdoner: 

This  is  a  petition  that  the  application  be  regarded  as  a  pending 
ease,  notwithstanding  a  delay  of  more  than  a  year  in  replying  to 
the  last  Office  action. 

It  is  set  forth  in  the  affidavit  accompanying  the  petition  that  the 
case  was  inadvertently  crossed  off  the  attorney's  docket,  and  there- 
fore overlooked  until  after  the  j>eriod  for  action  had  expired.  It 
appears,  however,  that  the  attorney  had  instructions  before  July, 
1905,  to  take  the  action  finally  taken  if  necessary,  but  delayed  taking 
#  the  same  after  the  Office  action  of  October  26,  1905,  repeating  the 
Office  action  of  July  2(5,  1004,  for  further  consultation  with  the  ap- 
plicant. It  does  not  appear  that  there  was  any  intention  to  respond 
to  the  Office  action  of  Octobt^r  26,  1905,  until  near  the  close  of  the 
year  allowed  therefor  or  that  action  could  not  have  been  taken  in 
the  earlier  part  of  this  period  had  it  been  so  desired.  Under  these 
circumstances  the  delay  cannot  be  held  to  have  been  unavoidable 
and  the  case  is  abandoned. 

Petition   denied. 


In  kk  BcKrrii  Brothers. 

lU'cUUd  rrhnmrif  2.>,  1907. 
(12S  O.  G.,  1291.) 

1.  PiriJLir  I'SK — Prima  Facie  (Use — Showino  Required. 

WIioiv  tbo  slnj^lo  alliilavit  iiix>n  Avhie'h  the  protest  rests  sets  forth  the 
conclusions  of  the  atliant  that  the  machine  alleged  to  have  l)eeii  In  public 
use  correspondiHl  to  a  certain  claim  of  the  application  instead  of  giviug  a 
d(»scription  of  the  machine  itsc^lf,  Jlchl  that  the  showhig  made  is  entirely 
Insullicient  to  justify  the  institution  of  a  public-use  proceeding. 

2.  Same — Same — Same. 

In  a  puhllc-us(»  i)rotest  the  facts  should  he  set  forth  as  fully  as  possible, 
so  that  the  Ottice  may  pass  u)K)n  the  identity  of  the  machine  used  with 
that  claimed  hy  the  applicant  and  u|>on  the  success  of  its  oi)eration  In  de- 
termining whether  i)roci»e<lings  shall  be  instituted.  CJorroborating  affi- 
davits should  also  be  tiled  if  «)ther  witnesses  are  to  be  relied  u]K>n.  Alto- 
gether, the  protestants  should  present  their  prima  facie  case  as  well  as  may 
Ih»  don(»  hy  alhdavits  so  as  to  give  the  applicant  opportunity  to  Intelligently 
op|M)se  the  institution  of  the  proceeding  and  the  consequent  delay  in  the 
pros(K-ution  of  his  a])i)lication. 


Messrs,  lidron  d'  Mlhins  for  the  protestants. 
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Allen,  Commissioner: 

This  is  a  protest  against  the  issue  of  a  patent  upon  a  certain  al- 
leged invention  alleging  the  bar  of  two  years'  public  use  or  sale. 

The  protest  was  once  dismissed  because  unaccompanied  by  an  offer 
to  produce  witnesses  and  bear  expenses.  It  has  been  reconsidered, 
however,  in  connection  with  the  offer  contained  in  the  attorney's  letter 
of  February  15,  1907,  to  produce  witnesses  and  bear  the  expenses 
of  taking  their  testimony. 

It  is  found  that  the  showing  made  is  entirely  insufficient  to  justify 
the  institution  of  a  proceeding  which  may  involve  considerable  delay 
and  some  expense  to  the  successful  party  in  the  interference.  The 
single  affidavit  upon  which  the  protest  rests  sets  forth  the  conclu- 
sions of  the  affiant  that  the  machine  alleged  to  have  been  in  public 
nse  corresponded  to  a  certain  claim  of  the  Hadaway  application  in- 
stead of  giving  a  description  of  the  machine  itself.  The  facts  should 
be  set  forth  as  fully  as  possible,  so  that  the  Office  may  pass  upon  the 
identity  of  the  machine  used  with  that  claimed  by  the  applicant  and 
upon  the  success  of  its  operation  in  determining  whether  proceedings 
shall  be  instituted.  Corroborating  affidavits  should  also  be  filed  if 
other  witnesses  are  to  be  relied  upon.  Altogether,  the  protestants 
should  present  their  priwAi  facie  case  as  well  as  may  be  done  by 
affidavits  so  as  to  give  the  applicant  opportunity  to  intelligently  op- 
pose the  institution  of  the  proceeding  and  the  consequent  delay  in  the 
prosecution  of  his  application. 

The  protest  is  again  dismissed. 


McCanxa  l\  Morris. 

Decided  Aprit  .),  Ji)07, 

(128  ().  (J.,  12i>*J.) 

INTEBFEBENCE — MOTION    TO    DISSOLVE — I)EFINITENE8S. 

A  motion  to  dissolve  on  the  j?round  of  non-pntentabllity  which  states 
that  a  given  count  "  does  not  Involve  jiatentable  invention  over  each  of 
the  following  letters  Patent "  after  which  certain  patents  are  si^ecifled  is 
not  open  to  the  objection  of  indefiteness. 

Appeal  on  Motion. 

LUBRICATOR. 

MessTH.  Cohum  cfe  McRoherts  for  McCanna, 
Mr.  Jesse  B.  Fay  for  Morris. 
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Allen  ,  Cammiamort  er : 

This  is  an  appeal  by  Morris  from  a  decision  of  the  Examiner  of 
Interferences  transmitting  a  motion  to  dissolve  the  interference. 

Appellant  assigns  as  reasons  for  appeal  three  errors  in  the  decision 
of  the  Examiner  of  Interferences,  the  first  tworof  which  relate  to  the 
delay  in  presenting  the  motion  to  dissolve,  the  third  relating  to  alleged 
indefiniteness  of  the  motion. 

No  reason  is  seen  for  disturbing  the  decision  of  the  Examiner  of 
Interferences  on  the  sufficiency  of  the  showing  in  excuse  for  the  delay. 

It  is  urged  that  the  motion  is  indefinite,  because  it  does  not  specify 
with  sufficient  particularity  the  reasons  or  grounds  for  the  allegation 
of  non-patentability  of  the  issue.  In  connection  with  count  1  the 
motion  states  that  this  count  *'  does  not  involve  patentable  invention 
over  each  of  the  following  Letters  Patent"  after  which  certain 
patents  are  specified.  Appellant  calls  attention  to  this  part  of  the, 
motion  and  contends  that  it  does  not  comply  with  the  requirements  of 
Heyne  et  al.  v.  De  Vilbiss,  (C.  D.,  lOOC,  450;  125  O.  G.,  669.)  In 
this  decision,  referring  to  the  citation  of  a  number  of  references,  it 
was  said : 

If  the  moving  party  Is  of  the  opinion  that  each  of  the  references  is  a  siiUstau- 
tial  anticiimtion  of  eiich  of  the  claims,  it  should  be  so  stated. 

The  part  of  the  motion  to  which  attention  is  directed  satisfies  this 
requirement  and  seems  not  to  be  violative  of  any  other  requirement 
of  that  decision. 

The  dechion  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  Golden  &  Co. 

Dccidrd  April  26,  1907, 

(128  O.  (J..  121)2.) 

1.  Tradk-Marks — Anticipation — Consideration  of  the  Mark  as  a  Whole. 

Tlio  riplit  to  roj^istratiou  of  a  marlc  In  view  of  earlier  registratious  must 
1h»  determined  from  consideration  of  the  entire  mark  shown  ui)on  the  appli- 
cation drawing.  It  is  tlie  niarlc  shown  w^hich  is  registered  and  not  any 
Kupi)osed  distingnishing  featnre  thereof.  However,  in  determining  the  sub- 
sftintial  identity  or  non-identity  of  two  niarl^s  it  is  obvionsly  necessary  to 
consider  tlie  comparative  proniinencMj  in  each  mark  of  those  features  which 
it  lias  in  conmion  witli  tlie  otlier  mark  and  those  featnres  in  which  it  differs 
tlierefrom. 

2.  Same — Same — Same — Elk's  Head,  t^c. 

Where  In  an  Interference  involving  marks  having  elks'  heads  promi- 
nently dis[>layed  thereon  the  decision  was  adverse  to  the  api^ellant.  Held 
that  registration  of  the  ai>i)ellant's  mark,  which  comprises  the  picture  of 
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an  elk*B  head  standing  out  prominently  thereon  and  having  in  addition 
thereto  the  inscription  **  Ells  Grove  Creamery,  Manufacturers  of  finest  pas- 
teurized Elgin  Butter"  presented  in  various  styles  of  lettering  and  set  off 
in  circles  and  scrolls  with  other  minor  ornamentation,  should  be  refused. 

On  Appeal. 

TRADE- MARK   FOB   It  UTTER. 

Mr.  E,  G.  Siggerif  and  Mr.  J.  H.  Siggers  for  the  a])plicants. 

Ai^LEN,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner. of  Trade-Marks 
refusing  trade-mark  registration  upon  the  above-entitled  application. 

This  application  was  recently  involved  in  an  interference  proceed- 
ing which  terminated  in  a  decision  that  neither  party  thereto  was 
entitled  to  any  exclusive  right  in  the  mark  in  issue  or  to  the  registra- 
tion thereof.  {Golden  <&  Company  v.  Heitz  li*  Company^  C.  I).,  190(), 
453;  125  O.  G.,  989.)  It  is  not  understood  that  the  applicants  ques- 
tion here  the  correctness  of  that  decision,  and  it  is  clear  that  they  have 
no  right  to  do  so.  Their  contention,  as  understood,  is  that  they  are 
entitled  to  register  the  mark  shown  in  their  application,  notwithstand- 
ing the  prior  adoption  of  marks  by  others  and  the  rights  of  others  to 
use  marks  established  in  the  interference,  and  this  by  reason  of  the 
differences  between  the  applicant's  mark  and  those  marks  which  were 
first  adopted  by  others  or  which  others  have  acquired  the  right  to  use. 
It  is  this  question  that  will  be  considered. 

Reference  may  be  made  first,  however,  to  the  exception  taken  by 
the  applicants  to  the  Examiner's  selection  of  a  portion  of  their  mark 
as  the  distinguishing  feature  in  the  rejection  thereof  on  the  interfer- 
ence record  and  to  their  contention  that  the  registrability  of  the  mark 
must  be  determined  from  consideration  thereof  as  an  entirety.  The 
applicants  are  right  in  their  contention  that  the  right  to  registration 
must  be  determined  from  consideration  of  the  entire  mark  shown 
upon  the  application  drawing.  It  is  the  mark  shown  which  is  regis- 
tered and  not  any  supposed  distinguishing  feature  thereof.  Never- 
theless the  difference  between  the  applicants  and  the  Examiner  upon 
this  point  appears  to  be  a  mere  matter  of  expression  and  point  of  view 
and  not  one  of  substance.  In  determining  the  substantial  identity 
or  non-identity  of  two  marks  it  is  obviously  necessary  to  consider  the 
comi>arative  prominence  in  each  mark  of  those  features  which  it  has 
in  common  with  the  other  mark  and  those  features  in  which  it  differs 
therefrom.  Such  consideration  is  of  the  mark  as  a  whole  and  is 
presumably  all  that  is  meant  by  the  Examiner  of  Trade-Marks  in  his 
reference  to  distinguishing  characteristics. 
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Considering  the  applicants'  mark  as  a  whole,  it  is  found  that  the 
same  has  the  picture  of  an  elk's  head  standing  out  prominently 
thereon  and  in  addition  thereto  the  following  inscription : 

ELK  GROVE  CREAMERY 

MANUFACTURERS  OF 

Fi:!^EST 

PASTEURIZED 

ELGIN  BUTTER. 

This  inscription  is  presented  in  various  styles  of  lettering  and  set  off 
in  circles  and  scrolls  with  other  minor  ornamentation. 

The  marks  of  Compton  Brothers  and  of  Heitz  &  Company,  upon 
which  the  interference  proceeding  was  decided  adversely  to  the  appli- 
cants, have  elks'  heads  prominently  displayed  thereon.  It  is  believed 
that  the  mark  of  the  applicants  taken  in  its  entirety  so  nearly  resem- 
bles the  marks  of  Compton  Brothers  and  Heitz  &  Company  estab- 
lished in  the  interference,  similarly  considered,  as  to  be  likely  to  cause 
confusion  or  mistake  in  the  mind  of  the  public  or  to  deceive  pur- 
chasers. Under  such  circumstances  registration  must  be  refused 
under  section  5  of  the  Trade-Mark  Act. 

The  action  of  the  Examiner  of  Trade-Marks  refuning  registration 
is  afjirmed. 


Pioneer  Suspender  Company  v,  Lewis  Oppenheimer's  Sons. 

DcrUUd  April  27,  JtW7. 
(IL'S  O.  <;.,  12i);{.) 

1.  Trade-Marks — Rkcjistration   for  Cartons — Invalid. 

Whore  a  mark  is  ro^istero<l  for  cartons,  but  tlio  actual  trade  which  the 
mark  roprosonts  is  in  mercliaiullsc  containetl  in  the  cartons.  Held  that  the 
rcijistration  is  invalid. 

2.  Same — Mark  Not  T'sed  on  Goods — Cancelation. 

Wh(»n»  certain  words  \v(*re  registered  as  a  trad(*-iiiark  for  merchnudise  of 
certain  characteristics  and  tlie  words  as  used  l>y  the  registrant  in  trade 
represented  poods  of  different  characteristics,  Held  'that  the  registration 
should  l)e  canceled. 
.•>.  Same — Same — Same — Section  1.')  Act  of  lJK)r)  Construed. 

Held  that  the  right  to  use  referred  to  in  the  first  ground  of  cancelation 
set  forth  in  section  V\  of  the  Trade-Mark  Act  means  a  right  of  exclnsive 
use  and  that  the  use  referred  to  in  the  second  ground  is  a  use  of  the  mark 
as  a  trade-mark  for  the  goods  mentioned  in  the  registration. 

On  Appkal. 

trade-mark  for  paper  boxes. 

Mr,  Mel  rill  e  Church  and  Mr,  John  P,  Croasdale  for  Pioneer  Sus- 
l)ciKler  Company. 
Metffir.s.  Wiedershcitn  d*  Fairbanks  for  Lewis  Oppenheiiuer's  Sons, 
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AiXEN,  Commissioner: 

This  is  an  appeal  by  Lewis  Oppenheimer's  Sons  from  the  decision 
of  the  Examiner  of  Interferences  sustaining  the  application  for  the 
cancelation  of  their  trade-mark  registration  47,163,  brought  by  the 
Pioneer  Suspender  Company. 

The  registration  of  the  Lewis  Oppenheimer's  Sons  is  of  the  words 
"  Combination  Sets  "  for  paper  boxes.  It  is  stated  in  the  registrants' 
brief  (p.  1)  that — 

The  trade-mark  in  question  is  **  Combination  Set "  as  applied  to  boxes.  The 
proofs  establisli  that  I^wis  Oppenheimer^s  Sons  first,  so  far  as  the  record  goes, 
used  the  words  "  Combination  Set "  or  "  Combination  Sets  "  in  connection  with 
boxes  which  were  put  out  to  the  trade  containing  suspenders,  garters,  and  arm- 
bands. So  far  as  the  record  shows  and  as  Oppeuheimers  believe,  they  also 
first  advertied  these  words  and  made  them  valuable,  both  in  connection  with 
the  boxes  themselves  and  with  the  boxes  as  containing  the  contents  mentioned. 

Lewis  Oppenheimer's  Sons  have  sold  boxes  independently  of  the  contents 
though  always  with  the  expectation  or  intention  that  suspenders,  garters,  and 
arm-bands  were  to  be  placed  in  the  boxes.  The  number  of  such  empty  boxes 
was  very  small.     (Stipulation  paragraph  4A.) 

It  was  testified  on  behalf  of  the  Pioneer  Suspender  Company  that 
this  company  has  been  selling  since  August,  1905,  a  combination  of 
suspenders,  garters,  and  arm-bands,  and  that  one  of  its  customers  was 
Marshall  E.  Smith  &  Brother,  and  the  following  letter  to  the  latter 
firm  was  introduced  in  evidence : 

Lewis  Oppenheimer's  Sons, 
**  Eagle  Make  "  Susi)eiTders,  Garters  and  Belts, 

027  Market  St.  and  618  Commerce  street. 
New  York, 
Chicago, 
Pittsburg, 
St.  Louis. 

Philadelphia,  December  15,  1905. 
Messrs.  Marshall  E.  Smhh  &  Bao., 

No.  25  S.  Eighth  St.,  Philadelphia,  Pa. 
Gentlemen  :  It  has  come  to  our  notice  that  you  are  offering  for  sale  garters, 
arm-bands  and  suspenders  packing  in  a  single  box,  as  Combination  Sets.     We 
beg  to  Inform  you  that  this  is  a  registered  trado-niark  of  ours,  and  would  ask 
yoo  to  kindly  not  offer  these  goods  under  this  name. 
Respectfully  yours, 

LKWIS    Ori'KNHEIMEB's    SONS. 

Die.  No.  1. 

It  is  clear  from  the  above  admissions,  testimony,  and  exhibit  that 
the  registration  should  be  canceled.  The  trade-mark  right  of  the 
registrants,  if  any  might  be  predicated  upon  their  use  of  the  words 
"  Combination  Sets,''  was  in  connection  with  the  sets  of  suspenders, 
garters,  and  arm-bands  and  not  in  connection  with  paper  boxes.  The 
registration  of  the  term  as  a  mark  for  boxes  looks  very  much  like  an 
30U97— H.  Doc.  470, 00-1 10 
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attempt  to  escape  the  objection  of  descriptiveness  which  is  inevitably 
suggested  when  the  words  are  considered  in  connection  with  the 
goods  for  which  they  were  evidently  in  fact  adopted. 

The  registrants  contend  that  none  of  the  conditions  under  which 
cancelation  is  authorized  by  the  statute  are  present  in  this  case.  Can- 
celation is  authorized  by  section  13  of  the  Trade-Mark  Act  if  it 
appear  upon  application  therefor  by  any  person  deeming  himself 
injured  by  the  registration — 

(1)  That  the  registrant  was  not  entitled  to  the  use  of  the  mark  at 
the  date  of  his  application  for  registration  thereof,  or 

(2)  That  the  mark  was  not  used  by  the  registrant,  or 

(3)  That  it  has  been  abandoned. 

It  is  believed  that  cancelation  is  authorized  in  this  case  under  both 
the  first  and  second  of  these  conditions.  The  right  to  use,  referred 
to  in  the  first  of  the  above  conditions,  is  believed  to  mean  a  right  of 
exclusive  use.  The  use  referred  to  in  the  second  condition  is  clearly 
a  use  of  the  mark  as  a  trade-mark  for  the  goods  mentioned  in  the 
registration. 

The  decision  of  the  Examiner  of  Interferences  is  believed  to  he 
Hght  and  is  affiimied. 


Beech  Hill  I^istillinc;  Company  /'.  Brown-Forman  Company. 

Decided  February  6',  1007. 

(128  (>.  G.,  1203.) 

Trade-Marks — **  Ten-Year  "  Proviso — Exclusive  Use  but  Not  Necessabilt 
Sole  Use  Required. 
The  word  "  Exclusive  *'  In  the  ten-year  proviso  of  section  5  o£  the  Trade- 
Marlc  Act  is  believed  to  necessarily  imply  the  right  to  exclude.  Provided 
there  is  a  clear  right  to  exclude,  however,  it  is  not  thought  that  there  mast 
necessarily  have  been  sole  use;  otherwise  use  by  another,  no  matter  how 
fraudulent  or  trivial,  would  defeat  the  right  to  registration  under  this  pro- 
vision of  the  statute. 

Same — Same — Same. 

Where  it  appears  that  eacli  i>arty  to  this  interference  independently 
originated  the  mark  and  neither  party  had  knowledge  of  the  use  of  the 
mark  by  the  otlier  party  until  nearly  two  years  after  the  Beech  Hill  Di»- 
tilling  Companj'^  began  using  the  mark  and  that  then  the  Brown-Forman 
Comimny  made  no  objection,  but  «c(piiesc(Hl  in  the  use  of  the  mark  by  the 
former  company,  Held  tliat  these  circumstances  do  not  show  such  exclusive 
use  on  the  i)art  of  the  Brown-Forman  Company  as  to  entitle  it  to  register 
the  mark  in  issue  under  the  ten -year  proviso  of  section  5  of  the  Trade- 
Mark  Act 
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On  Priority. 

TBADE-MABK   FOB   WHISKY. 

Messrs.  Mason^  Fenwick  &  Lawrence  for  Beech  Hill  Distilling 
Comptoy. 

Mr.  Arthur  E.  Wallace  for  Browu-Foriiian  Company. 

Moore,  Assistant  Commissioner: 

This  is  an  appeal  by  Brown- Forman  Company  from  the  decision 
of  the  Examiner  of  Interferences  that  it  is  not  entitled  fo  register 
the  trade-mark  forming  the  issue  of  this  interference.  Said  issue 
consists  of  the  words  "  Old  Tucker  "  or  "  J.  C.  Tucker  "  as  a  trade- 
mark for  whisky. 

The  mark  of  the  Beech  Hill  Distilling  Company,  the  junior  party, 
is  presented  for  registration  as  a  technical  trade-mark.  The  words 
**  Old  Tucker,"  arranged  in  a  fanciful  scroll,  are  presented  by  Brown- 
Forman  Company  for  registration  as  a  non-technical  trade-mark 
under  the  ten-year  proviso  of  section  5  of  the  act  of  February  20, 1905. 

The  Examiner  of  Interferences  found  that  the  trade-mark  was 
adopted  and  used  by  the  Beech  Hill  Distilling  Company  as  early  as 
January  15, 1902,  and  that  its  use  since  that  date  has  been  continuous. 
He  also  found  that  the  trade-mark  was  adopted  and  hais  been  con- 
tinuously used  by  Brown-Forman  and  Company  and  their  successor, 
the  Brown-Forman  Company,  since  at  least  as  early  as  October  21, 
1895;  also  that  the  Brown-Forman  Company  had  knowledge  and 
acquiesced  in  the  use  of  the  mark  "  J.  C.  Tucker  "  by  the  Beech  Hill 
Distilling  Company  since  December  1, 1903.  The  Examiner  of  Inter- 
ferences held  that  these  findings  warranted  the  conclusion,  under 
the  authority  of  section  7  of  the  Trade-Mark  Act,  that  neither  party 
is  entitled  to  register  the  mark — the  Brown-Forman  Company  be- 
cause it  htfs  not  had  the  exclusive  use  of  the  trade-mark  in  issue  for 
ten  years  next  preceding  the  passage  of  the  Trade-Mark  Act  of  1905 
and  the  Beech  Hill  Distilling  Company  for  the  reason  that  it  was  not 
the  first  to  adopt  and  use  the  mark. 

The  Beech  Hill  Distilling  Company  took  no  appeal  from  this  de- 
cision, and  on  December  17,  1906,  filed  a  formal  withdrawal  of  its 
application  involved  in  this  interference. 

The  Brown-Forman  Company,  however,  appealed  from  said  de- 
cision. I  am  of  the  opinion  that  the  Examiner  of  Interferences  was 
right  in  refusing  its  application  for  registration. 

The  only  question  involved  in  the  case  is  whether  the  evidence 
shows  that  the  Brown-Forman  Company  had  the  exclusive  use  of  the 
mark  for  ten  years  next  preceding  the  passage  of  the  Trade-Mark 
Act  of  February  20,  1905.      . 

There  is  no  dispute  in  this  case  on  the  question  of  priority  of 
adoption  and  use.    The  Beech  Hill  Company  does  not  claim  to  have 
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used  the  mark  prior  to  January,  1902.  The  Examiner  of  Inter- 
ferences found  that  the  Brown-Forman  Company  and  its  predecessor 
had  used  the  mark  "  since  at  least  as  early  as  October  21,  1895."  He 
--apparently  fixed  on  this  date  because  the  witness  Anawalt  states 
that  he  has  been  connected  with  said  companies  since  October  21, 1895, 
and  that  the  mark  has  been  in  use  by  them  since  that  date,  but  how 
long  prior  to  said  date  he  does  not  know.  (Q.  7.)  This  date  is  early 
enough  to  prove  prior  use  by  the  Brown-Forman  Company,  but  it 
does  not  show  use  for  ten  years  prior  to  the  statute  of  February  20, 
1905.  In  my  opinion,  however,  the  testimony  of  Brown,  the  orders 
for  Tucker  Rye,  (Exhibits  (},  II,  and  I,)  and  the  testimony  of  Barret 
to  the  printing  of  "  Old  Tucker  Rye  labels  "  for  the  Brown-Forman 
Company  in  1892  show  the  adoption  and  use  by  this  company  of  the 
mark  in  1892. 

It  remains  to  consider  whether  this  use  was  such  exclusive  use 
within  the  meaning  of  the  statute  as  to  entitle  the  Brown-Forman 
Company  to  registration. 

The  word  "  Exclusive  "  is  believed  to  necessarily  imply  the  right 
to  exclude.  As  stated  in  the  decision  in  ex  parte  Cakn^  Belt  <&  Can^ 
pany,     (C.  I).,  190r>,  422;  118  ().  G.,  1930:) 

The  word  "  exclusive  "  in  tlio  abovc»-q noted  proviso  is  particularly  significant 
It  necessiirilj-  inii)lM»s  the  right  of  the  ai)i>licaut  to  excinde  others  from  using  the 
niarlv  dnring  the  i)erii>d  niontloned,  and  not  merely  that  he  was  the  *o/r  user 
dnrinj?  that  period.  He  niijrht  be  the  only  actnal  nser  and  at  the  same  time 
niijjlit  liave  no  ri^^ht  to  prevent  others  fnmi  entering  the  field  and  using  the 
mark,  and  in  such  ease  lie  would  not  have  "exclusive"  use. 

Providing  there  is  a  clear  right  to  exclude,  it  is  not  thought  that 
there  must  necessarily  have  been  sole  use.  Otherwise  use  by  another, 
no  matter  how  fraudulent  or  trival,  would  defeat  the  right  to  regis- 
tration under  this  provision  of  the  statute. 

Brown,  the  piesident  of  the  Brown-Forman  Company,  testifies  that 
lie  (ii'st  learned  of  the  use  of  the  trade-mark  ''J.  C.  Tucker"  by  the 
Beech  Hill  Distilling  Company  on  December  1,  1903.  (X-Q.  25.) 
lie  states  that  he  wrote  to  this  company  about  the  matter  and  had  a 
reply  to  the  effect  that  some  one  in  its  employ  was  named  "J.  C. 
Tucker,  that  he  has  no  recollection  of  re])lying  thereto,  nor  does  he 
find  any  indication  of  having  done  so  in  the  records  of  his  office. 
(Q.  14,  X-Q.  *n.)  He  admits  on  cross-examination  that  since  De- 
cember, 100.*^,  ho  has  **  made  no  further  objection  to  the  Beech  Hill 
Distilling  (\>mi)any  to  the  use  by  them  of  their  brand  J.  C.  Tucker" 
(X-Q.  *U)  and  that  as  ])resident  of  the  Brown-Forman  Company 
he  would  be  the  proper  one  to  make  objection.     (X-Q.  35.) 

ninian,  of  the  Beech  Hill  Distilling  Company,  testifies  that  in 
lOOii  he  was  the  sole  owner  of  the  Beech  Hill  Distilling  Company 
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and  that  he  originated  the  brand  "J.  C  Tucker."  (Q.  7.)  He  fur- 
ther states  on  cross-examination  concerning  the  Brown- Forman  Com- 
pany: 

Q.  3.  How  long  have  you  known  of  their  use  of  the  brand  **  Old  Tucker?  " 

A.  I  think  it  is  about  two  years. 

Q.  4.  Did  you  not  know  or  hear  of  their  using  their  name  "  Old  Tucker  '* 
as  a  trade-mark  for  whiskies  prior  to  the  date  of  your  adoi»tion  of  the  **J.  C. 
Tucker"  brand? 

A.  No,  sir. 

The  evidence  shows  that  the  Beech  Hill  Distilling  Company  com- 
menced to  use  the  "J.  C.  Tucker  "  mark  in  January,  1902.  So  far  as 
the  evidence  discloses  it  appears  that  each  party  to  this  interference 
independently  originated  the  mark  and  that  neither  party  had  knowl- 
edge of  the  use  of  the  mark  by  the  other  party  until  December,  1903, 
nearly  two  years  after  the  Beech  Hill  Distilling  Company  began 
using  the  mark.  It  also  appears  that  following  the  letter  of  inquiry 
of  December,  1903,  the  Brown-Forman  Company  has  made  no  ob- 
jection to  the  use  of  the  mark  by  the  Beech  Hill  Distilling  Company, 
but,  on  the  contrary,  has  acquiesced  in  such  use.  These  circumstances 
do  not,  in  my  opinion,  show  such  exclusive  use  on  the  part  of  the 
Brown-Forman  Company  as  to  entitle  it  to  register  the  mark  in 
issue  under  the  ten-year  proviso  of  section  5  of  the  Trade-Mark  Act. 

The  decision  of  the  Examiner  of  InterferenccH  is  affinned. 


Ex  PARTE  Crescent  Typewriter  Supply  Company. 

Decided  Miireh  It,   1907. 

(128   O.    G.,    121)r».) 

1.  Tbade-Marks — Geographical — "  Orient." 

The  word  **  Orient "  us  applied  to  Ink-ribbons  and  carbon-paper  is  pri- 
marily geographical  In  significance,  and  therefore  not  registrable. 

2.  Same — Same — Association  with  Arbitrary  Symbol — "  Orient  '*  Within  a 

Wreath. 
The  fact  that  the  geographical  word  "Orient'*  is  printe*!  in  a  certain 
manner  and  Inclosed  within  a  wreath  does  not  make  the  word  registrable 
as  a  trade-mark. 

On  Appeal. 

TRADE-MARK    FOR    INK-RIBBONS    AND    CARBON-PAPER. 

Mr.  Guy  Cunningham  for  the  applicant. 

Moore,  Assistant  CommAssioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  a  mark  comprising  the  word  '*  Orient  "  inclosed 
in  a  wreath  as  a  trade-mark  for  ink-ribbons  and  carbon-paper  npon 
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the  ground  that  the  predominating  feature  "  Orient "  is  merely  geo- 
graphical in  significance. 

The  objection  of  the  Examiner  of  Trade-Marks  is,  in  my  opinion, 
well  founded. 

The  word  "  Orient "  as  applied  to  ink-ribbons  and  carbon-paper 
clearly  signifies  ribbons  or  paper  treated  with  an  ink  made  in  the 
Orient,  such  as  "  India  "  ink,  and  for  the  reasons  stated  in  the  de- 
cision in  ex  parte  Hopkins^  (C.  D.,  1906,  452;  125  O.  G.,  670,)  which 
has  recently  been  affirmed  by  the  Court  of  Appeals  of  the  District 
of  Columbia,  it  is  held  that  the  word  "  Orient "  is  merely  geograph- 
ical in  significance,  and  therefore  not  registrable  as  a  trade-mark. 

It  is,  however,  contended  that  the  mark  presented  does  not  include 
the  word  "  Orient,"  but  merely  the  letters  "  OR  '^  and  "  NT  '^  placed 
at  the  side  of  "  E  "  and  "  I  "  in  monogram.  This  contention  is  clearly 
refuted  by  the  fact  that  the  applicant  described  the  trade-mark  in 
the  statement  forming  part  of  his  original  application  as  follows : 

The  trade-uiark  consists  of  the  word  "  Orient  '*  inclosed  in  a  wreatb,  the 
letters  "  e  "  and  "  i "  of  the  word  **  Orient "  being  printed  as  a  monogram. 

The  fact  that  the  applicant  has  arranged  the  letters  which  spell 
the  word  "  Orient "  in  a  certain  manner  does  not  alter  the  signifi- 
cance of  the  word  or  render  it  capable  of  exclusive  appropriation, 
nor  does  the  fact  that  it  is  associated  with  a  wreath,  which  is  in  itself 
an  arbitrary  feature,  confer  registrability  upon  this  term.  In  their 
decision  in  ex  parte  Hopkins^  supra^  the  court  disregarded  an  arbi- 
trary "  fantastic  winged  figure  "  which  was  associated  with  the  words 
"  Oriental  Cream  "  and  denied  the  registrability  of  the  mark  in  view 
of  the  descriptive  character  of  the  predominating  words. 

In  ex  parte  Weil  (C.  D.,  1898,  612;  83  O.  G.,  1802)  Commissioner 
Duell,  holding  "'  Yucatan " '  to  be  a  merely  geographical  term,  said : 

As  **  Yucatan  '*  taken  by  itself  is  not  registrable,  I  do  not  think  it  is  made 
so  by  placing  it  within  a  square  figure. 

In  this  case  the  wreath  does  not,  in  my  opinion,  form  a  distinguish- 
ing feature  of  the  mark,  but  serves  merely  to  embellish  the  inclosed 
name  "  Orient,"  by  which  the  merchandise  will  undoubtedly  be 
known. 

2'he  derision  of  the  Exayriiner  of  Trade-Marks  is  affirmed. 


P2x    PARTE    KnAPP   and    CaDE. 

Dvcided  May  3,  1907. 

(128  O.  G.,  1687.) 

Amendment  After   Final   Kejection — Explanation   by   EjXAMINeb   Psiob  to 
Final  ItEJECTioN. 
Where  after  a  rejection  l)y  tlie  Primary  Examiner  an  appUcant  requeati 
a  reconsideration  and  files  an  argument  fully  presenting  tbe  case  npoD  the 
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merits  and  tbe  Ebutminer  in  view  tliereof  finally  rejects  the  claims,  be  can- 
not submit  new  claims  and  bave  tbem  entered  and  considered  thereafter 
upon  tbe  allegation  tbat  tbe  letter  asking  for  reconsideration  was  in  fact  a 
request  for  an  explanation  of  tbe  Examiner's  position. 

Request  for  reconsideration. 

ELECTBIC-CUBBENT  REGULATOR. 

Mr,  Robert  D,  Kinney  for  the  applicants. 

Allen,  Commissioner: 

This  case  is  before  me  upon  request  for  reconsideration  of  a  peti- 
tion taken  from  the  action  of  the  Examiner  adhering  to  a  final  rejec- 
tion and  refusing  to  admit  amendments  presented  thereafter. 

The  petition  has  been  reconsidered  without  discovery  of  any  merit 
therein.  A  request  for  explanation  of  the  Examiner's  position 
diould  be  full  and  specific  and  should  not  be  confused  with  the  argu- 
ment upon  the  merits  of  the  action.  No  such  request  was  made.  The 
case,  on  the  contrary,  was  fully  presented  to  the  Examiner  by.  the 
applicants'  action  of  May  5,  1906,  for  his  reconsideration,  and  such 
reconsideration  was  in  fact  requested  by  the  applicants.  That  a  final 
rejection  might  result  should  have  been  contemplated  by  the  appli- 
cants, and  the  newly-offered  claims  should  have  been  earlier  pre- 
sented. Applicants  should  fully  present  their  cases  upon  each  action. 
There  is  nothing  in  the  letter  of  final  rejection  to  excuse  the  presenta- 
tion of  the  new  claims  at  this  time,  nor  can  the  alleged  insufficiency 
of  the  Examiner's  prior  actions  afford  such  excuse,  as  the  explanation 
of  the  Examiner's  position,  which  the  applicants  contend  to  be  neces- 
sary, has  not  yet  been  furnished. 

As  a  matter  of  fact,  the  Examiner's  actions  appear  to  be  as  com- 
plete §s  need  be.  The  real  disagreement  between  the  Examiner  and 
the  applicants  is  one  of  merits,  which  should  be  settled  by  appeal  to 
the  Examiners-in-Chief  upon  the  finally-rejected  claims,  if  the  appli- 
cants still  regard  the  rejection  as  improper. 

The  petition  is  again  denied. 


Worcester  Brewing  Corporation  v.  Rueter  &  Company. 

Decided  May  h  1907. 

(128  C.  G.,  1687.) 

1.  TaADE-MABK0 — ^Tkn-Year  Proviso — Exclusive  Use  Does  Not  Necessarily 
Requibb  Sole  Me. 
The  word  "exclusive"  in  the  ten-year  proviso  is  lielieved  to  necessarily 
imply  the  right  to  exclude.  But  provided  there  is  a  clear  right  to  exclude 
ft  iB  not  thou^t  that  there  must  necessarily  have  been  sole  use.  Otherwise 
1UK  b7  another,  no  matter  how  fraudulent  or  trivial,  would  defeat  the  right 
to  regtatmtlOD  imder  this  proviso  of  the  act 
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2.  Same — Samk — Same. 

Where  it  ai)i>enr8  that  the  oi)i)Oser  at  the  time  of  Its  adoptiou  of  the  luark 
was  aware  of  the  fact  that  it  liad  been  used  for  a  long  time  as  a  trnde-uiark 
by  the  ai)i)lieaut  and  that  said  applicant  had  built  up  a  larj^e  business 
thereon  and  it  further  a])pears  that  the  applicant  has  not  acquiesced  in 
the  use  of  the  mark  by  the  o])i)oser  and  that  it  has  been  guilty  of  no  laches 
in  asserting  its  rights,  Held  that  the  a])plicaut  has  establisheil  a  mse  <if 
"  exclusive  use  "  within  the  meaning  of  the  last  proviso  of  section  5  and  is 
entitled  to  register  its  mark. 

{\  Same — Samf — Descriptive  Mark. 

The  fact  that  a  mark  is  descriptive  is  not  in  itstOf  a  bar  to  its  registration 
under  the  ten-year  jn'oviso.  (Citing  the  decision  of  the  Court  of  Apiteals 
of  the  District  of  Columbia  in  re  Cahn,  Belt  d  Company,  C.  D.,  190C,  627; 
122  O.  (;.,  ;U)4.) 

4.  Same — Same — Same — Right  to  PLxclude. 

It  has  btH*n  rei>eat<Hlly  held  by  the  courts  that  where  a  party  was  the  first 
to  apply  a  certain  mark  to  a  particular  class  of  goods  and  by  long  and 
extensive  use  the  mark  has  bt^come  indicative  of  the  origin  of  the  goods  he 
may  acquire  a  proi>erty  right  in  the  mark,  even  though  it  be  a  descriptive 
or  gtM)graphical  term,  which  the  courts  will  uphold  by  requiring  others  who 
use  the  mark  to  so  qualify  it  as  to  distinguish  their  goods  from  those  of 
the  original  user. 

On  Api'kal. 

trade- MARK   FOR  AI-E. 

Jfefisr'fi,  Sotff/if/afc  (0  Southf/ate  for  Worcester  Brewing  Corpora- 
tion. 

Mr,  (ieorije  11.  Maxirrll  for  Kueter  &  Company. 

Allen,  (■omniissioncr : 

'J'his  is  an  appeal  by  the  Worcester  Browing  Corporation  from  the 
decision  of  the  Examiner  of  Interfereiuies  dismissing  its  opposition 
and  holding  that  Kiielei'  c^  Company  has  a  right  to  register  tli^  word 
*'  Sterling  ■'  as  a  trade-mark  for  ale. 

The  api)lication  of  Kueter  &  Company  contains  all  the  allegations 
re(iiiii'ed  for  the  retristraticm  of  its  mark  as  a  technical  trade-mark, 
and  in  addition  the  declanitiim  contains  the  allegation,  required  of 
a])plicants  under  the  ten-year  proviso  of  section  5  of  the  Trade-Mark 
Act  of  February  i>0,  lOO,*)— 

Thnl  the  tra<le-niark  has  been  in  actnal  use  as  a  trade-mark  of  applicant  and 
its  i)re(lecessnrs  for  ten  y(»ars  next  i>receding  the  i)as8a>fe  of  the  act  of  February 
20.  11)05.  and  that  to  the  best  of  his  knowledge  and  belief  such  use  has  beoi 
exclusive. 

The  Examiner  of  Interferences  held  that  Rueter  &  Company  has 
the  right  to  register  its  mark  both  as  a  technical* trade-mark  and  aLso 
under  the  ten-year  })roviso. 

The  question  of  the  registiability  of  the  mark  under  the  ten-year 
proviso  of  the  1'iade-Mark  Act  will  1h»  first  considered.  The  testi- 
mony in  this  case  clearly  shows  that  the  applicant  has  actually,  ex- 
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tensively,  and  continuously  used  the  mark  in  issue  for  more  than  ten 
years  next  preceding  the  passage  of  the  act  of  February  20, 1905 ;  but 
the  Worcester  Brewing  Corporation  contends  that,  (p.  36  of  brief) — 

Of  coarse,  Rueter  &  Company  have  no  right  under  the  ten-year  clause  because 
the  use  by  the  Worcester  Brewing  Corporation  of  the  words  **  Worcester 
Sterling"  as  a  trade-mark  for  ale  at  any  time  prior  to  April  1,  1905,  would 
prevent  any  use  by  Rueter  &  Company  of  the  word  "  Sterling "  for  being  an 
exclusive  use  of  such  words  as  a  trade-mark  for  the  ten  years  next  preceding 
the  passage  of  the  act. 

This  contention  of  the  Worcester  Brewing  Corporation  is  believed 
to  be  erroneous.  In  the  case  of  ex  parte  Cahn^  Belt  <&  Company 
(C.  D.,  1905,  422;  118  O.  G.,  1936)  I  stated  concerning  the  ten-year 
proviso : 

The  word  "  exclusive  "  In  the  above-quoted  proviso  is  particularly  significant. 
It  necessarily  implies  the  right  of  the  applicant  to  exclude  others  from  using 
the  mark  during  the  period  mentioned,  and  not  merely  that  he  was  the  sole 
user  durhig  that  period.  He  migfit  be  the  only  actual  user  and  at  the  same  time 
might  have  no  right  to  prevent  others  from  entering  the  field  and  using  the 
mark,  and  In  such  case  he  would  not  have  '*  exclusive  '*  use. 

The  word  "  exclusive  "  is  believed  to  necessarily  imply  the  right  to 
exclude.  But  provided  there  is  a  clear  right  to  exclude  it  is  not 
thought  that  there  must  necessarily  have  been  sole  use.  Otherwise 
use  by  another,  no  matter  how  fraudulent  or  trivial,  would  defeat  the 
ri^l  to  registration  under  this  proviso  of  the  act. 

The  testimony  of  Finnigan  and  Maynard,  the  only  witnesses  testi- 
fying on  behalf  of  the  Worcester  Brewing  Corporation,  shows  that 
Finnigan  is  president,  a  director,  and  the  principal  owner  of  the 
Worcester  Brewing  Corporation  and  that  he  was  instrumental  in 
organizing  said  corporation  in  1899,  that  for  a  number  of  years  prior 
thereto  he  was  the  exclusive  agent  in  Worcester  for  the  Rueter  & 
Company  "  Sterling  Ale,"  and  that  such  agency  terminated  in  the 
summer  of  1900.  Thereafter  he  marketed  the  products  of  the  Worces- 
tor  Brewing  Corporation,  including  its  "Worcester  Sterling  Ale." 
Maynard,  the  secretary  and  treasurer  of  the  Worcester  Brewing  Cor- 
poration, admitted  on  cross-examination  (X-Q.  182)  that  so  far  as 
he  remembers  no  advertising  of  the  "  Worcester  Sterling  Ale  "  was 
done  by  the  Worcester  Brewing  Corporation  at  least  up  to  May,  1904. 
The  evidence  also  shows  that  the  right  of  the  opposer  to  use  the  mark 
in  issue  was  challenged  and  that  suit  was  brought  in  the  courts  of  the 
State  of  Massachusetts  as  soon  as  Rueter  &  Company  became  aware 
of  the  use  of  the  mark  by  the  Worcester  Brewing  Corporation. 
(Rueter's  testimony,  answer  52.)  The  above  suit  at  the  time  of  the 
final  hearing  in  this  opposition  proceeding  was  still  pending  before 
the  courts  of  Massachusetts.  It  thus  appears  that  the  Worcester 
Brewing  Corporation  at  the  time  of  its  adoption  of  the  mark  was 
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iiware  of  the  fact  that  *'  Sterling  "  had  been  used  for  a  long  time  as 
a  trade-mark  by  the  applicant  and  that  Rueter  &  Company  had  ex- 
tensively advertised  and  built  up  a  large  business  in  "  Sterling  Ale." 
It  further  appears  that  llueter  &  Company  has  not  acquiesced  in  the 
use  of  the  mark  by  the  Worcester  Brewing  Corporation  and  that  it 
has  been  guilty  of  no  laches  in  asserting  its  rights.  Under  these  cir- 
cumstances the  applicant  is  believed  to  have  established  a  case  of 
'"  exclusive  use ''  within  the  meaning  of  the  last  proviso  of  section  5 
and  is  entitled  to  register  its  mark  thereunder. 

The  Worcester  Brewing  Corporation  contends  that  the  word 
'•  Sterling  '■  is  not  registrable  because  it  is  descriptive  of  the  goods  to 
which  it  is  applied.  It  is  unnecessary  to  determine  whether  the  mark 
is  descriptive  in  considering  its  registrability  under  the  ten-year 
proviso,  since  the  fact  that  a  mark  is  descriptive  is  not  in  itself  a  bar 
to  its  registration  under  said  proviso.  The  Court  of  Appeals  of  the 
District  of  Columbia  in  re  Cahn.  Belt  ct  Compmnj  (C.  D.,  1906,  627; 
122  O.  G.,  354)  stated : 

It  is  clear  that  these  chaiijjes  were  made  for  the  purpose  of  itermitting  the 
registration  of  marlvs  wliich  wew  not  trade-ma rivs  hut  whieli  had  been  actually 
used  as  trade-marks  by  the  ai)plicants  or  their  predecessors  from  whom  they 
derived  title,  and  in  which  the  user  had  acquired  proi>erty  rights  for  more  than 
ten  years  next  i)receding  the  passage  of  the  act. 

It  has  been  repeatedly  held  by  the  courts  that  where  a  party 'was 
the  first  to  apply  a  certain  mark  to  a  particular  class  of  goods  and 
by  long  and  extensive  use  the  mark  has  become  indicative  of  the  ori- 
gin of  the  goods  he  may  acquire  a  property  right  in  the  mark,  even 
though  it  be  a  descriptive  or  geographical  term,  which  the  courts 
will  uphold  by  requiring  others  w^ho  use  the  mark  to  so  qualify  it 
as  to  distinguish  their  goods  from  those  of  the  original  user.  In  ex 
parte  The  Yale  d'  Towne  Manufarturuig  Company  {a7itej  122; 
127  O.  G.,  :)(>41)  I  stated: 

It  is  believeil  that  the  same  reasons  and  principles  apply  In  many  cafies  of 
geographical  and  descrii)tlve  terms  and  names  of  individuals.  Here,  as  In  the 
case  of  the  name  of  a  patented  article,  the  first  adopter  may  ofteu  have  the 
right  to  exclude  others  from  using  the  exact  term  or  mark,  although  no  tech- 
nical trade-mark  right  could  exist.  {Elfjin  Satutnal  Watch  Company  v.  Illinois 
Match  Case  Company,  C.  D.,  IWl,  271 J ;  94  O.  (;.,  755,  179  U.  S.,  065;  Walter 
Baker  d-  Company,  v.  Baker,  C.  D.,  1897,  797;  78  O.  G.,  1427;  77  Fed.  Rep.,  884; 
Sharer  ct  ah  v.  IlcUcr  t(-  Mcrz  Company,  C.  D.,  1901,  424;  96  O.  G.,  2229;  108 
Fed.  Hep.,  821;  Gcncscc  Salt  Company  v.  Burnap,  73  Fed.  Rep.,  818;  Ameri- 
can  Walt  ham  Watch  Company  v.  Sandman,  90  Fed.  Rep.,  330.) 

The  oi)p()ser  also  contends  that  llueter  &  Company  is  not  entitled 
to  register  the  word  '*  Sterling  "  because  it  used  the  mark  as  a  grade 
nuuk  rather  than  to  indicate  the  origin  of  the  goods.  "The  evidence, 
on  the  contrary,  is  believed  to  show  that  the  mark  as  used  by  Rueter 
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A  Company  was  intended  to  indicate  and  does  indicate  primarily  to 
the  purchasing  public  that  "Sterling  Ale  "  is  the  product  of  Rueter 
&  Company  and  that  any  indication  it  may  possess  as  to  the  grade 
or  quality  of  the  ale  is  secondary  and  subordinate.  This  contention 
cannot  be  sustained.  Columbia  Mill  Company  v.  Alcorn^  C.  D., 
1893,  672;  65  O.  G.,  1916;  150  U.  S.,  460. 

It  does  not  appear  that  the  official  sign  of  Rueter  &  Company  and 
its  registration  certificate  in  the  State  of  Massachusetts,  under  which 
the  Worcester  Brewing  Corporation  claims  that  applicant  is  estop- 
ped fron^  asserting  that  the  word  "  Sterling  "  constitutes  an  essential 
feature  of  its  trade-mark,  have  any  connection  with  the  mark  of  the 
application.  On  the  contrary,  they  evidently  relate  to  a  different 
and  distinct  sign  or  mark. 

Having  found  that  Rueter  &  Company  are  entitled  to  register  the 
word  "  Sterling "  under  the  ten-year  proviso  of  the  Trade-Mark 
Act,  it  is  unnecessary  to  consider  whether  the  mark  is  also  registra- 
ble as  a  technical  tc^de-mark.  But  one  application  for  registration 
of  the  mark  is  before  me,  and  upon  that  application  Rueter  &  Com- 
pany is  adjudged  entitled  to  registration. 

The  decision  of  the  Examiner  of  Interferenees  is  affimied. 


Hewitt  v.  Weintraub  v.  Hewitt  and  Rogers. 

Decided  April  26,  1907. 

(128  O.  G.,  1689.) 

INTKBPEBEHCC — ^TESTIMONY — RiGHT  TO  MAKE  CLAIMS— PbIOBITT. 

lu  an  interference  proceeding  where,  in  addition  to  the  taking  of  testi- 
mony as  to  who  was  the  first  inventor,  permission  was  obtained  to  take 
testimony  concerning  the  right  of  one  of  the  parties  to  make  the  claims  for 
nse  at  the  first  hearing  on  priority  under  Rule  130,  Held  that  the  rule  con- 
templates but  one  contest,  and  that  leading  to  an  award  of  priority,  and  not 
two  distinct  contests  and  two  separate  proceedings.  The  taking  of  testi- 
mony on  the  question  of  priority  should  not  therefore  be  suspended  until 
the  qoestlon  of  the  right  to  make  the  claims  has  been  determined. 

Appeal  on  Motion. 

GAS  OB  VAPOB  ELECTBIC  APPARATUS. 

Mr.  Charles  A.  Terry  for  Hewitt  and  Hewitt  and  Rogers.  (Mr, 
George  H.  Stockhridge  of  counsel.) 

Mr.  Albert  O.  Davis  for  Weintraub.  {Mr.  Alexander  D.  Lunt  of 
counseL) 

Mo(»tB,  Assistant  Commissioner: 

This  is  an  appeal  by  Huett  from  the  decision  of  the  Examiner  of 
Interferences  denying  his  petition  that  the  taking  of  testimony  for 
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Hewitt  upon  the  question  of  priority  be  suspended  until  the  question 
of  Iho  ri*rlit  of  the  senior  party,  Hewitt 'and  llogena,  to  make  claims 
corresponding  to  the  counts  of  the  issue  has  been  determined. 

Weintrauh's  i)relinunary  statement  failed  to  overcome  the  record 
(late  of  Hewitt  and  Rogers.  In  response  to  an  order  to  show  cause 
why  jud^i^nient  should  not  be  rendered  against  him  Weintraub  moveil 
to  dissolve  the  interference  on  the  ground  that  Hewitt  and  Rogers 
had  no  right  to  make  claims  corresponding  to  the  counts  of  the  issue. 
This  motion  was  denied;  but  Weintraub  obtained  ])ermission  to  take 
testimony  to  show  that  Hewitt  and  Rogers  had  no  right  to  make  the 
claims  for  use  at  the  final  hearing  on  priority  under  Rule  130. 
Times  were  therefore  set  by  the  Examiner  of  Interferences  for  the 
taking  of  testimony  by  all  parties. 

In  case  Hewitt's  petition  was  granted  the  first  contest  would  be 
between  W(?intraub  and  the  senior  party,  Hewitt  and  Rogers.  Then 
the  winning  party  would  have  to  contest  priority  with  the  junior 
j>arty,  Hewitt.  The  judgments  in  each  contest  wpuld  be  by  award  of 
j>riority  and  in  each  there  would  be  the  statutory  right  of  appeal. 
Hewitt  contends  that  there  are  two  distinct  contests  and  should  there- 

9 

fore  be  two  sei)arate  j)roceedings.  This  contention  is  erroneous.  If, 
under  Rule  V\0,  Weintraub  can  establish  that  Rogei*s  and  Hewitt 
have  no  right  to  make  the  claims,  the  judgment  will  be  an  award  of 
j)ri<)rity  in  his  favor  as  against  the  senior  party.  Tlie  rule  contem- 
plates ])ut  one  contest,  and  that  leading  to  an  award  of  priority.  To 
make  the  ciuestion  the  subject-matter  of  two  contests,  each  resulting 
in  an  award  of  priority  with  the  right  of  appeal  to  the  Court  of 
Appeals  of  the  District  of  Columbia,  would  be  piecemeal  action  and 
unnecessarily  ])roIong  the  contest. 

77ii*  dec'ifiion  of  the  H,i'(uuiiK'i'  of  I uterfrrrures  is  affirmed. 


MlNSTKR    /'.    ASIIWORTH. 

Decided  July  23.  VJOG, 

(12«  O.  G.,  20S5.) 

1.    INTKRFK«EN('K — KVIDFNCE — CoNSinEKATION      OF      DEPOSITION — FATLUBE    TO   AF- 
KOUI)  OlM'OKTl'Nn  V   KOR  CltOSS- EXAMINATION. 

Where  the  direcl  exaininaticm  of  a  witness  is  completed  and  after  an- 
sweriiiir  certain  (jiiestions  n|Mm  eross-exaniiiiation  he  Is  withdrawn  from 
the  stand  on  aeconnt  of  sickness  and  his  counsel  refuses  to  take  any  steps 
to  jirodnce  him  a^ain,  in  order  that  the  cross-examination  may  be  completed. 
on  the  ;rround  that  he  liad  been  sick  f«»r  over  a  year,  had  underirone  several 
r»|)erations,  and  tiiat  there  was  no  prohal>ility  that  ho  would  be  able  to  testify 
at  any  detinit*'  time  in  the  future,  if  at  all,  IleUl  that  in  so  far  as  the  an- 
swers ^'iven  on  dinn-t  «»xamination  were  not  tested  by  cross-examination 
the  dei)osilion  should  not  be  c<»nsidenHl. 
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2.  Same — Depositions — Notice  of  Taking — Notice  Waived. 

Where  a  record  as  made  up  by  the  officer  before  whom  testimony  is 
taken  in  an  interference  proceedinjc  shows  tlmt  counsel  for  one  of  the  par- 
ties desired  to  examine  certain  witnesses  as  to  wliom  no  notice  had  been 
given  by  opposing  counsel  and  the  latter  stated  that  while  he  had  no  ob- 
jection to  their  direct  examination  ho  did  not  care  to  cross-examine  and 
thereupon  went  away.  Held  that  the  deiwsitions  of  such  witnesses  will  not 
upon  motion  be  stricken  out  because  of  lack  of  notice,  notwi,tlistandlng  ai» 
affidavit  by  counsel  stating  that  he  had  refused  to  take  the  testimony  of 
such  witnesses. 

Appeal  from  Exaniiiiers-in-Chief. 

(•OfirKKATFNd    DOORS. 

Mr.  Robert  Klotz  and  Mr, ./.  H'.  Beckstrojn  for  Minister. 
Mr.  Charles  ^^\  La  Porte  for  Ashworth. 

Aixen,  Commissioner: 

This  is  an  appeal  by  Ashworth  from  a  decision  of  the  Examiners-' 
in-Chief  reversing  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  invention  to  Munster.  « 

The  issue  is  stated  in  three  counts,  which  are  as  follows: 

1.  The  combination,  with  a  door-opening,  of  a  swinging  door  and  a  pair  of 
slide-doors  arranged  to  close  said  oiK»nlng  and  connections  between  all  of  sjild 
doors  whereby  same  are  caused  to  open  and  close  simultaneously. 

2.  The  combination,  with  a  d(M)r-opening,  of  an  angularly-movable  door  and  a 
IMiir  of  slide-doors  for  closing  said  opening,  and  meiins  betwtHMi  all  of  said  doors 
for  opening  and  closing  them  together. 

3.  The  combination  with  a  single  door-opening,  of  a  swinging  door,  a  pair  of 
f«upen>osed  sliding  doors  movable  toward  and  from  each  rtther,  a  lever,  means 
for  moving  said  sliding  doors  in  opposite  directions  by  said  lever  and  means  for 
actuating  said  lever  by  said  swinging  door. 

Ashworth's  application  was  filed  March  21,  11)01,  and  Munster's 
application  was  filed  on  May  27,  11)0 J.  The  burden  is  upon  Munster 
to  establish  his  case  by  a  preponderance  of  evidence. 

Munster  alleges  conception,  disclosure,  and  the  making  of  sketches 
and  a  model  about  September  1,  1002,  and  reduction  to  practice  on 
May  1,  1008.  Ashworth  claims  conception  on  January  1,  100:3,  dis- 
closure in  April,  1903,  the  making  of  drawinjis  and  a  model  in  Feb- 
ruary' and  March,  respectively,  of  11)01,  and  no  ivihiction  to  practice 
other  than  his  constructive  reduction  to  practice  of  March  21,  1004. 

Both  parties  took  testimony.  The  Examiner  of  Interferences  found 
that  Munster  failed  to  establish  either  a  conception  or  iTductioii  to 
practice  prior  to  Ashworth's  date  of  filing  and  awarded  priority  to 
Ashworth.  On  the  other  hand,  the  Examiners-in-Chief  found  that 
Miinstor's  record  established  both  a  conception  and  reduction  to  prac- 
tice ^^rior  to  the  filing  of  Ashworth's  application  and  reversed  the 
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decision  of  the  Examiner  of  Interferences.  I  am  of  the  opinion  that 
the  evidence  shows  Munster  to  have  been  the  first  to  conceive,  but  the 
last  to  reduce  to  practice,  and  that  he  was  lacking  in  diligence. 

Ash  worth  has  raised  the  question  whether  the  testimony  of  Munster 
or  any  of  his  witnesses  can  be  considered  in  the  disposition  of  this 
case.  It  appears  that  in  taking  the  testimony  on  behalf  of  Munster 
the  inventor  was  produced  as  a  witness  and  his  testimony-in-chief  was 
taken,  and  witness  was  then  tendered  to  the  opposite  party  for  cross- 
examination,  and  he  w^as  cross-examined  at  some  length.  Before  the 
cross-examination  was  completed  a  recess  was  taken. 

The  witness  and  counsel  for  the  opposing  parties  haWng  met  pursu- 
ant to  tlie  adjournment,  the  witness  declared  that  he  was  too  ill  to  pro- 
ceed with  the  cross-examination  and  went  home  to  go  to  bed.  There- 
upon, it  appears  from  the  record,  counsel  for  Ashworth  stated  that  he 
was  willing  that  cross-examination  should  be  suspended  and  asked 
counsel  for  Munster  to  have  the  time  for  the  taking  of  testimony 
extended  and  to  give  him  due  notice  thereof.  Counsel  for  Munster 
refused  to  make  any  attempt  to  produce  the  witness  again  for  cross- 
examination,  on  the  ground  that  the  witness  had  been  sick  for  over 
a  year,  had  undergone  three  operations,  and  that  there  was  no  proba- 
bility of  witness  being  able  to  testify  at  any  definite  time  or  of  his 
ever  being  able  to  testify.  Counsel  for  Munster  has  made  no  attempt 
to  reproduce  him  in  order  that  the  cross-examination  may  be  com- 
pleted. It  is  now  urged  on  behalf  of  Ashworth,  as  it  was  urged  before 
the  Examiner  of  Interferences  and  the  Examiners-in-Chief,  that  the 
deposition  of  Munster  can  be  given  no  consideration,  as  he  did  not 
submit  himself  to  complete  cross-examination. 

In  so  far  as  the  answers  given  on  direct  examination  were  not 
tested  by  cross-examination,  it  is  believed  that  the  point  is  well  taken. 
That  the  direct  testimony  of  a  witness  cannot  be  considered  where 
there  has  been  no  opi)ortunity  to  cross-examine  seems  to  be  well  set- 
tled. ( The  People  v.  Cole,  43  X.  Y.,  508 ;  Heath  v.  Waters,  40  Mich., 
457;  Cl-em>ents  v.  Ben  jam  In^  12  Johns,  200;  Wigmore  on  Evidence, 
Vol.  II,  sec.  1300.)  In  a  few  cases  where  the  direct  examination  has 
been  completed  and  cross-examination  has  lx*en  prevented  by  circum- 
stances beyond  the  control  of  the  witness  or  the  party  in  whose  behalf 
he  testified  the  testimony  has  been  admitted.  (Arundel  v.  Ar^mdvL 
1  CIuhkI.,  Wis.,  00;  Forrest  v.  Kissam,  7  Hill,  N.  Y.,  463)  But  the 
circumstances  present  in  this  case  are  not  so  extraordinary  as  to 
constitute  an  exception  to  the  general  rule.  While  the  record  indi- 
cates that  the  witness  was  too  ill  to  undergo  further  cross-examination 
at  that  time,  there  seems  to  l)e  no  justification  for  the  refusal  of  his 
counsel  to  make  every  reasonable  effort  to  produce  the  witness  for 
further  cross-examination  at  some  future  time,  even  at  the  expense 
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of  some  delay  in  the  final  disposition  of  the  case.  For  these  reasons 
those  parts  of  Munster's  deposition  relating  to  conception  and  reduc- 
tion to  practice  of  the  invention  will  not  be  considered. 

The  question  is  also  presented  whether  or  not  the  testimony  of  the 
other  witnesses  produced  on  behalf  of  Munster  is  entitled  to  consid- 
eration, it  being  urged  by  appellant  that  it  is  not,  on  the  ground  of 
lack  of  proper  notice  of  the  taking  of  such  testimony.  It  appears  that 
the  notice  of  taking  testimony  stated  simply  that  at  a  certain  time  and 
place — 
I  shaU  proceed  to  take  Munster^s  testimony. 

At  the  time  and  place  stated  counsel  for  the  opposing  parties  met 
and  proceeded  to  take  the  testimony  of  Munster.  Prior  to  the  com- 
pletion of  his  testimony  the  proceedings  were  interrupted,  as  above 
pointed  out.  With  regard  to  subsequent  proceedings  the  record  as 
made  by  the  officer  taking  the  deposition  states  as  follows : 

Coansel  for  A.  P.  Munster  then  offered  to  very  briefly  examine  the  other  wit- 
neflses  preeent  and  turn  them  over  to  counsel  for  Ashworth  for  cross-examina- 
tion. Counsel  for  Ashworth  announced  that  while  he  had  no  objection  to  the 
direct  examination  of  other  witnesses  present,  he  would  not  care  to  cross- 
examine  them  and  went  away. 

Thereupon  the  testimony  of  three  other  witnesses  was  taken — Nich- 
olas M.  Munster,  son  of  the  inventor  and  an  assignee  of  a  part  in- 
terest in  the  invention,  Bernard  Heinig,  also  assignee  of  a  part  inter- 
est in  the  invention,  and  Robert  Klotz,  Munster's  attorney  of  record. 
Attorney  for  Ashworth  had  left,  and  hence  these  witnesses  wore  not 
cross-examined.  Prior  to  final  hearing  Ashworth  gave  notice  that  at 
the  final  hearing  he  would  move  that  the  testimony  of  all  of  these 
witnesses  be  stricken  out.  This  notice  was  accompanied  by  an  affi- 
davit of  counsel  for  Ashworth  stating  that  he  had  refused  to  take 
the  testimony  of  these  witnesses  under  the  circumstances  and  went 
away.  From  a  comparison  of  this  statement  with  the  statement  on 
the  record  of  the  officer  taking  the  deposition  quoted  above  it  is  at 
once  apparent  that  they  do  not  agree.  Under  these  circumstances 
the  statement  in  the  record  will  be  accepted  as  correct.  The  statement 
made  by  an  officer  charged  with  the  duty  of  correctly  recording  the 
testimony  of  a  witness  and  such  events  as  counsel  may  desire  to  have 
recorded  cannot  be  overcome  by  the  oath  of  a  single  witness.  More- 
over, an  affidavit  filed  by  counsel  for  Munster  in  opposition  to  the 
affidavit  of  Ashworth  denies  the  accuracy  of  such  affidavit  and  avers 
the  facts  to  be  as  stated  in  the  record.  The  statement  by  counsel  for 
Ashworth  that  he  had  no  objection  to  the  direct  examination  of  these 
witnesses  and  that  "  he  would  not  care  to  cross-examine  them  "  must 
be  considered  as  an  express  waiver  of  notice  and  of  the  right  to  -^oss- 
examine,  and  for  this  reason  the  depositions  of  the  witnesses  will  he 
received  and  given  full  weight. 
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With  the  inventor's  testimony  out  of  consideration  Munster^s  con- 
ception and  reduction  to  practice  must  be  established,  if  at  all,  by 
the  testimony  of  his  son  and  Bernard  Heinig. 

A  single  model  has  been  introduced  in  evidence  on  behalf  of  Mun- 
ster  which  is  relied  upon  to  establish  conception.  An  examination 
of  this  model  discloses  the  fact  that  it  embodies  all  the  elements  of 
the  issue.  The  testimony  shows  that  Munster  made  this  model  and 
that  it  was  in  existence  at  least  as  early  as  September  or  October, 
1902.  Without  a  discussion  of  the  testimony  in  detail  it  may  be  said 
that  it  is  believed  to  show  a  conception  of  the  invention  of  Munster 
in  September  or  October,  1902. 

The  testimony  tending  to  establish  an  actual  reduction  to  practice 
by  Munster  is  as  follows : 

By  Nicholas  M.  Munster : 

Q.  12.  A.  P.  Muuster's  preliminary  statement  says  that  he  built  some  33 
doors  for  Armour  and  Co.,  in  1903;  is  this  model  exactly  like  those  doorsV 

A.  Yes,  sir. 

Q.  13.  When  were  these  doors  put  up,  if  you  knowV 

A.  He  began  to  build  them  'in  May,  1003. 

Q.  14.  About  when  were  they  completed,  to  your  knowledge? 

A.  Some  time  in  October,  1903. 

*  A  *  *  *  «  « 

Q.  41.  Did  you  show  him  this  model  that  yon  liave  brought  here  and  offered 
in  evidence,  which  you  say  is  exactly  like  the  doors  put  up  at  Armour  &  Co.'s 
plant  in  October,  1903? 

A.  Yes,  sir. 

By  Bernard  Ileinlg: 
Q.  16.  Have  you  seen  the  doors  jmt  up  at  Armour  &  Co.'s  plant? 
A.  Yes. 

Q.  17.  When  did  you  first  see  those  doors V 
A.  When  I  went  down  to  label  them. 
Q.  18.  What  do  you  mean  by  "  label  them." 
A.  I  mean,  I  i)ut  *'  Patent  applied  for  "  upon  the  doors. 
Q.  19.  How  many  doors  did  you  label? 
A.  Thirty-three.. 

Q.  20.  About  what  time  did  you  go  down  to  label  those  33  doors? 
A.  After  the  application  for  patent  was  made  out. 
Q.  21.  Had  you  seen  the  doors  before  that  time? 

A.  No,  I  hadn't  seen  them  before,  but  I  heard  they  had  been  there  about  a 
year. 

The  deficiencies  in  this  testimony  are  apparent.     Question  12  pro- 
pounded to  Nicholas  M.  Munster  assumes  the  truth  of  the  preliminary 
statement  regarding  the  building  of  thirty-three  doors  for  Armour  & 
Compai.y  and  asks  if  those  doors  were  exactly  like  the  model.     He 
h\  that  they  were;  but  the  form  of  the  question  is  grossly  lead- 
nds  to  lessen  its  weight.     The  succeeding  questions  proceed 
le  assumption  and  ask  when  those  thirty-three  doors  were 
completed,  to  which  answer  is  made  that  his  father  began 
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to  make  the  doors  in  May,  1903,  and  that  they  were  completed  some 
time  in  October,  1903.  It  does  not  appear  anywhere  in  the  testimony 
that  Nicholas  M.  Munster  ever  saw  any  of  these  thirty-three  doors, 
and  for  this  reason  his  statement  that  they  were  like  the  model  can 
be  given  little  weight.  The  testimony  of  Heinig  appears  to  add  noth- 
ing of  consequence  on  the  question  of  reduction  to  practice.  While 
he  states  that  he  saw  thirty-three  doors  at  Armour  &  Company's  plant 
and  labeled  them  "  Patent  applied  for,"  this  took  place  after  Mun- 
ster's  application  was  made  out  in  the  latter  part  of  May,  1904.  *  He 
makes  no  statement  regarding  the  constructicm  of  these  doors.  He 
does  not  know  when  they  were  built  or  anything  about  them,  except 
that  he  "heard  they  had  been  there  about  a  year."  This  hearsay 
testimony  can  be  given  no  weight. 

The  testimony  is  deficient  in  another  respect.  It  fails  to  show  that 
the  doors  put  up  at  Armour's  plant,  assuming  it  to  be  proved  that 
they  were  constructed  as  claimed,  were  ever  operated  or  subjected  to 
any  tests  to  show  that  they  were  capable  of  successful  operation. 
Neither  of  the  witnesses  saw  these  doors  at  any  time  previous  to  the 
date  of  execution  of  Munster's  application,  and  while  Heinig  saw 
them  about  this  time  he  makes  no  statement  relative  to  their  construc- 
tion or  condition.  It  is  therefore  concluded  that  the  testimony  fails 
to  show  a  reduction  to  practice  by  Munster  prior  to  the  filing  of  his 
application.    Munster  was  therefore  the  last  to  reduce  to  practice. 

Ashworth  does  not  claim  to  have  conceived  the  invention  prior 
to  January,  1903.  For  the  purpose  of  this  decision  we  may  accept  this 
date  as  his  date  of  conception.  Munster's  evidence  having  established 
a  date  of  conception  as  early  as  Septeml>er  or  October,  1902,  he  is 
thus  the  first  to  conceive  and  the  last  to  reduce  to  practice.  In  order 
for  him  to  prevail,  he  must  therefore  show  that  he  was  exercising 
diligence  when  Ashworth  entered  the  field  and  up  to  the  time  of 
the  filing  of  his  application. 

The  evidence  does  not  show  that  anything  whatever  was  done 
by  Munster  after  October,  1903,  up  to  the  filing  of  his  application 
in  May,  1904,  and  there  appears  to  be  no  excuse  for  the  inaction. 
In  answer  to  question  15  Heinig  states  the  delay  was  caused  by 
Munster's  desire  to — 

demonstrate  the  utlHty  of  the  invention  in  nctiuil  service  *  *  ♦  and  in 
the  meantime  he  also  became  siclc. 

With  regard  to  appellee's  sickness  it  appears  that  he  did  not  be- 
come sick  before  March,  1904,  which  was  four  or  five  months  after 
the  thirty-three  doors  were  alleged  to  have  been  completed.  With 
regard  to  demonstrating  the  utility  of  the  invention  it  is  to  be  said 
that  the  record  does  not  show  that  the  doors  were  ever  actually  sub- 
jected to  any  tests.  For  these  reasons  the  excuses  for  the  delay  are 
30097— H.  Doc.  470, 60-1 11 
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insufficient,  and  it  must  be  found  that  Munster  was  lacking  in  dili- 
gence in  reducing  his  invention  to  practice. 

The  conclusion  is  that  Munster^s  evidence  does  not  sustain  his 
claim  to  prior  reduction  to  practice,  that  while  he  was -the  first 
to  conceive  he  was  the  last  to  reduce  to  practice,  and  that  he  was 
lacking  in  diligence. 

The  decision  of  the  Examiners-in-Chief  is  reversed^  and  priority 
of  invention  is  awarded  to  Ashworth. 


Dunbar  v.  Schellenger. 

Decided  May  17, 1907. 

(128  O.  G.,  2087.) 

Filing  of  Biix  in  Equity  by  Defeated  Tarty  to  Intebfekence  Will  Not  Stat 
Issue  of  Patent  to  Successful  Party. 
The  filing  of  a  bill  in  equity  under  section  4915,  Itevised  Statutes*  by  the 
defeated  party  to  an  Interference  will  not  operate  to  stay  the  issue  of  a 
patent  to  the  successful  party,  nor  will  it  justify'  the  Ck)mmissioncr  of  Pat- 
ents in  withholding  it  until  the  equity  proceeding  is  terminated,  (citing 
case  of  Sargcnty  C.  D.,  1877,  125 ;  12  O.  G.,  475,  and  WelU  v.  Boyle,  a  D. 
1888,36;  43  O.  G.,  753.) 

On  Petition. 

TEI.EPIIONE  SYSTEM. 

Messrs.  Jones  cD  Addington  and  Mr,  Robert  L,  Ames  for  Dunbar. 
Mr.  Charles  A.  Brown  for  Schellenger. 

Moore,  Acting  Commissioner: 

This  is  a  petition  by  Francis  W.  Dunbar  and  his  assignee,  the 
Kellogg  Switchboard  &  Supply  Company,  that  the  application  of 
Schellenger  be  withheld  from  issue  until  a  bill  in  equity  pending  in 
the  United  States  Circuit  Court  for  the  Western  District  of  New 
York  has  been  heard,  determined,  and  disposed  of. 

The  applications  of  Dunbar  and  Schellenger  have  been  in  inter- 
ference, in  which  contest  Schellenger  was  successful  both  in  the  Pat- 
ent Office  and  on  appeal  to  the  Court  of  Appeals  of  the  District  of 
Columbia.  Dunbar  then  filed  the  bill  in  equity  noted  above,  under 
the  provisions  of  section  4915,  Revised  Statutes,  for  the  purpose  of 
having  the  court  pass  upon  his  right  to  receive  a  patent.  He  re- 
quests that  in  the  meantime  no  patent  be  granted  on  the  application 
of  Schellenger. 

^he  question  raised  in  this  petition  was  considered  by  the  Secre- 
'  of  the  Interior  on  appeal  from  the  decision  of  the  Commissioner 
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of  Patents  in  the  case  of  Sargent,  (C.  D.,  1877,  126;  12  O.  G.,  475.) 
In  ordering  the  issue  of  the  patent  in  that  case  the  Secretary  said : 

If  the  decision  made  in  your  Office  is  erroneous,  Mr.  Burge  lias  liis  remedy  in 
the  coart,  bnt^pending  that  inquiry  executive  action  cannot  be  stayed.  Due  re- 
gard must  always  be  given  to  the  rights  of  all  parties  in  interest  in  any  pro- 
ceeding* but  if,  after  a  fair  consideration  of  all  the  questions  affecting  them, 
yoa  are  compelled,  in  obedience  to  law  and  the  facts  presented,  to  decide  in 
fiiTor  of  one  and  against  the  other,  so  that  your  Judicial  functions  are  ex- 
hausted, it  is  neither  equitable  nor  Just  that  the  party  who  has  established  his 
right  to  the  claim  in  controversy,  should  be  delayed  in  the  enjoyment  of  it,  so 
tSLT  as  it  depends  upon  your  action,  because  it  is  possible  that  another  tribunal, 
not  appellate,  may  determine  the  same  question  otherwise. 

If  the  filing  a  bill  in  equity  by  parties  asserting  adverse  claims,  to  retry 
questions  already  decided  by  your  Office,  could  be  permitted  to  stay  final  action 
on  your  part,  very  few  patents  for  really  valuable  inventions  would,  in  my 
opiiiloft»  hereafter  be  issued,  and  the  injurious  results  which  would  necessarily 
follow  would  be  beyond  calculation. 

This  ruling  of  the  Secretary  of  the  Interior  has  since  been  fol- 
lowed by  this  Office,  as  appears  from  the  decision  of  the  Commis- 
sioner of  Patents  in  WeUs  v.  Boyle,  (C.  D.,  1888,  36;  43  O.  G.,  753,) 
and  it  is  still  considered  controlling.  The  act  of  February  9,  1893, 
establishing  the  Court  of  Appeals  of  the  District  of  Columbia  and 
providing  for  an  appeal  to  said  court  from  the  decision  of  the  Com- 
missioner of  Patents  in  interference  cases  did  not  change  the  pro- 
visions of  section  4915  with  respect  to  bills  in  equity.  The  ruling 
made  in  the  above  decisions  are  therefore  applicable,  notwithstand- 
ing the  act  of  1893,  and  the  provision  for  a  review  by  said  court  of 
the  Commissioner's  decision  as  to  the  award  of  priority  is  all  the 
more  reason  why  the  issue  of  a  patent  to  the  successful  party  should 
not  be  withheld  after  the  court's  decision. 

In  view  of  the  ruling  of  the  Secretary  noted  above  and  for  reasons 
similar  to  those  stated  to  the  decision  of  the  Commissioner,  supra,  the 
petition  is  denied. 


Magic  Curler  Company  i\  Porter. 

Decided  May  23,  J907. 

(128  O.  a,  2088.) 

TBADB-MAftKS — OAKOELATION — REGISTa^NT^S  RiGHT  TO  THE  USE  OP  THE  MARK. 

The  right  registered  is  a  supposed  right  to  exclusive  use.  The  evident 
intentfoD  of  Oongress  was  to  permit  any  person  deeming  himself  to  be  in- 
jured by  a  registration  to  question  the  validity  in  the  Patent  Office  and  to 
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obtain  cancelation  thereof  if  the  registrant  had  no  trade-mark  right  therein 
at  the  time  of  his  application  for  registration,  or  if,  having  had  such  a  right 
at  tliat  time,  he  has  subsequently  lost  the  same. 

2.  Same — Same — Need  Not  Show  Why  Opposition  Was  Not  Filed. 

The  applicant  for  cancelation  need  not  show  wliy  an  opposition  was  not 
filed.  The  question  as  to  the  registrability  of  a  mark  is  not  res  ad  judicata 
by  reason  of  its  registration. 

3.  Same — Same — ^Allegation  of  Continuous  Use. 

The  allegation  of  continuous  use  of  the  mark  by  the  applicant  for  can- 
celation is  immaterial,  as  the  applicant  is  not  seeking  registration  and  may 
establish  u  case  for  cancelation  without  such  use. 

On  Appeal. 

haib-waveb. 

Messrs.  Wiedersheim  cfe  Fairbanks  for  Magic  Curler  Company. 

Messrs.  Louis  Bagger  cfc  Co.  for  Porter. 
Moore,  Acting  Commissioner: 

This  is  an  appeal  by  the  Magic  Curler  Company  from  the  decision 
of  the  Examiner  of  Interferences  dismissing  its  application  for  can- 
celation of  the  trade-mark  registration  of  Charles  F.  Porter. 

The  Magic  Curler  Company  has  applied  for  cancelation  upon  the 
jirround  that  the  registered  mark  is  the  name  of  an  individual  whose 
consent  to  registration  has  not  been  given  and  that  the  mark  is  de- 
scriptive and  that  the  Magic  Curler  Company  and  its  predecessors 
had  been  using  the  registered  mark  in  business  prior  to  the  alleged 
adoption  thereof  by  the  registrant  and  have  not  abandoned  it.  The 
Examiner  of  Interferences  held,  upon  motion  by  the  registrant, 
treated  as  a  demurrer  to  the  application  for  cancelationj  that  none 
of  these  allegations,  if  proved,  would  affect  the  registrant's  right  to 
the  use  of  the  mark.  He  did  not  consider  the  use  alleged  by  the 
Magic  Curler  Company  to  be  used  as  a  trade-mark  and  held  that  the 
case  does  not  therefore  fall  within  the  provisions  of  section  13  of 
the  Trade-Mark  Act  for  the  cancelation  of  registrations  through 
proceedings  in  the  Patent  Office. 

Section  13  is  as  follows: 

That  whonover  any  iH?rsou  shall  deem  himself  injured  by  the  registration 

of  a  trade-mark  in  the  Patent  Office  he  may  at  any  time  apply  to  the  €k>i]i- 

niissioner  of  Patents  to  cancel  the  registration  thereof.     The  Ck)i]iniissioner 

shall  refer  such  application  to  the  Examiner  in  charge  of  interferences,  who 

is  (4uiK)\verod  to  hear  and  determine  this  question  and  who  shall  give  notice 

thereof  to  the  registrant.     If  it  appear  after  a  hearing  before  the  Examiner 

"^*\t  the  registrant  was  not  entitled  to  the  use  of  the  mark  at  the  date  of 

application  for  registration  thereof,  or  that  the  mark  is  not  used  by  the 

trant,  or  has  beim  abandoned,  and  the  Examiner  sliall  so  decide,  the  CJom- 

-oner  shall  eancol  the  registration.    Appeal  may  be  taken  to  the  Ck)mniiB- 

or  in  person  from  the  decision  of  Examiner  of  Interferences. 
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The  question  is,  Does  the  provision  of  this  section  for  cancelation, 
when — 

the  registrant  was  not  entitled  to  tlie  use  of  the  mark  at  the  date  of  his  appli- 
cation for  registration  thereon — 

authorize  cancelation  generally  where  it  appears  that  the  registrant 
was  not  entitled  to  the  registration  obtained,  or  whether  cancelation 
under  this  provision  is  limited  to  those  cases  where  a  trade-mark 
right  resided  in  another  party?  This  •question  was  decided  by  the 
Commissioner  in  Pioneer  Suspender  Company  v.  Lewie  Oppen- 
heimer^a  Sons,  {ante,  144;  128  O.  G.,  1293,)  where  it  was  held  that  the 
right  to  use  referred  to  in  this  section  means  a  right  to  exclusive  use. 
There  seems  to  be  no  reason  why  the  consideration  of  the  right  to  reg- 
istration upon  an  application  for  cancelation  should  be  restricted  to 
a  determination  of  the  registrant's  right  to  use  the  mark.  The  right 
registered  is  a  supposed  right  to  exclusive  use.  The  evident  inten- 
tion of  Congress  was  to  permit  any  person  deeming  himself  injured 
by  a  registration  to  question  the  validity  thereof  in  the  Patent  Office 
and  to  obtain  cancelation  thereof  if  the  registrant  had  no  trade-mark 
right  therein  at  the  time  of  his  application  for  registration,  or  if, 
having  had  such  a  right  at  that  time,  he  has  subsequently  lost  the 
same.  There  is  more  reason  why  a  party  who  has  himself  no  trade- 
mark right,  but  who  is  harassed  in  his  business  through  an  improper 
registration,  should  be  permitted  to  overthrow  that  registration  than 
there  is  for  according  this  relief  to  one  who  is  the  possessor  of  a 
trade-mark  right.  The  latter  party  may  obtain  relief  against  injury 
through  the  invalid  registration  by  interference  proceedings,  regis- 
tration to  himself,  and  suit  thereon.  The  former  party,  though  liable 
to  the  same  injury,  has  not  the  same  opportunity  for  combating  it. 
In  the  face  of  these  reasons  the  meaning  which  the  statute  appears  to 
have  when  construed  strictly  in  accordance  with  the  exact  definitions 
of  the  words  used  is  believed  to  Ibe  accidental  and  not  controlling. 

As  the  conclusion  reached  herein  is  contrary  to  that  reached  by  the 
Examiner  of  Interferences  on  the  point  upon  which  the  case  turned 
before  him,  his  conclusions  unfavorable  to  the  appellee  on  other 
points  have  been  reviewed  and  the  appellee's  arguments  thereon 
considered.  The  conclusion  that  the  applicant  for  cancelation  need 
not  show  why  an  opposition  was  not  filed  and  that  the  registrability 
of  the  mark  is  not  res  adjudicata  by  reason  of  the  registration  are 
considered  to  be  right.  The  matter  of  allegations  by  the  applicant 
of  continuous  use  is  immaterial,  as  the  applicant  is  not  seeking  i-egis- 
tration  and  may  establish  a  case  for  cancelation  without  such  use. 

The  decision  of  the  Examiner  of  Interferences  is  reversed. 
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ElGHAKDS  V.   BCBKHOLDER. 

Decided  October  12,  1906. 

(128  O.  a,  2529.) 

INTEBFBRENCE — ^REDUCTION  TO  PRACTICE — SIMPLE  DEVICE — OSfOUIAJL  DBVIOE  NOT 

Produced. 
.  Where  the  device  in  issue  is  said  to  belong  to  that  class  of  simple  devices 
the  mere  production  of  which  without  test  is  regarded  as  an  actual  reduc- 
tion to  practice,  but  the  devfbe  originally  made  was  not  produced  in  evi- 
dence, and  the  testimony  tending  to  establish  the  identity  of  a  later  device, 
which  was  introduced  in  evidence,  with  the  original  device  is  so  g^ieral  as 
to  leave  it  uncertain  whether  this  later  device  is  of  the  same  strength,  size^ 
shape,  and  proportion  as  the  original,  Held  that  actual  reduction  to  practice 
is  not  proved. 

Appeal  from  Examiners-in-Chief. 

DOOR-HANGBB. 

Messrs.  Bond^  Adams^  PicJcard  &  Jackson  for  Richards. 
Messrs.  Ofpeld^  Towle  <&  Linthimim  for  Burkholder. 

Moore,  Assistant  Commissioner: 

This  is  an  appeal  by  Richards  from  a  decision  of  the  Examiners-in- 
Chief  affirming  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  invention  to  Burkholder  on  the  following  issue : 

1.  In  a  device  of  the  class  described,  the  combination  with  a  hollow  track 
opened  in  the  rear  for  the  reception  of  supporting-brackets,  of  supporting- 
brackets  bavin}?  fti)rin(;-heads  adapted  to  fit  the  inner  contour  of  said  hollow 
track,  substantially  as  desoribe<l. 

2.  In  a  device  of  the  class  described,  the  combination  with  a  hollow  track 
opened  in  the  rear  for  the  reception  of  supporting-brackets,  of  a'supporting- 
bnickot  made  of  a  single  pi(H»e  of  metal  and  having  a  spring-head  adapted  to 
fit  the  inner  contour  of  said  hollow  track,  substantially^  as  described. 

.3.  The  coml)inati()n  with  a  hollow  track  having  a  longitudinal  opening  In  one 
side,  of  a  supporting-bracket  having  portions  doubled  to  form  a  head  sprung  into 
said  hollow  track  and  arms  extending  transversely  through  said  opening  in  said 
track,  snl)stantially  as  described. 

4.  A  snpi)orting-brack(»t  for  a  hollow  slotted  track,  comprising  spring^rms 
having  attaching  ends,  and  a  connection  between  their  opposite  ends  adapted 
to  allow  normal  expansion  of  said  arms,  and  forming  a  head  to  fit  with  the 
track,  substantially  as  described. 

The  interference  was  declared  between  Richards's  application,  filed 
November  10,  1904,  and  a  patent  granted  to  Burkholder,  dated  Octo- 
ber 4,  1904,  on  an  application  filed  October  21,  1903.  Under  these 
circumstances  it  is  necessary  for  Kichards  to  establish  beyond  a  rea- 
sonable doubt  a  prior  reduction  to  practice  or  a  prior  conception 
coupled  with  diligence.     Both  of  the  lower  tribunals  held  that  he 

'd  failed  to  sustain  this  burden. 
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The  issue  relates  to  a  track  for  sliding  dooi-s,  consisting  of  a  tube 
dotted  in  the  rear  and  a  supporting-bracket  having  a  spring-head 
fitting  the  inner  contour  of  the  tube  and  adapted  to  slide  therein. 

I  fully  concur  in  the  reasoning  and  in  the  conclusions  reached-by 
the  Examiners-in-Chief,  and  it  is  deemed  unnecessary  to  discuss  the 
testimony  further,  except  to  state  the  view  which  I  take  of  the  evi- 
dence relating  to  the  two  devices  on  which  appellant  relies  for  a  re- 
duction to  practice. 

It  IS  claimed  that  a  full-sized  device  embodying  the  invention  was 
made  in  1902  and  placed  on  a  shavings-shed  which  stood  in  the  fac- 
tory-yard, where  it  remained  in  satisfactory  operation  for  at  least 
a  number  of  months.  Bichards  testified  that  this  device  consisted 
of  several  brackets  and  about  four  or  six  feet  of  tubular  slotted 
track  involving  the  construction  in  issue,  upon  which  a  door  of  the 
ordinary  size  was  hung. 

D.  W.  Simpson,  the  president  of  the  company  which  employed 
Richards  at  the  time  the  invention  was  made,  Le  Roy  Simpson,  who 
was  also  an  officer  of  the  company,  and  George  Wheeler,  an  employee 
closely  associated  with  Richards,  all  claim  to  have  seen  this  device 
on  the  shavings-shed;  but  their  testimony  is  so  conflicting  as  to 
attendant  circumstances  as  to  leave  the  question  in  much  doubt. 
Sichards  states  that  this  door  was  placed  on  the  shed  "  regardless 
of  closing  openings."  (Richards,  X-Q.  200.)  Le  Roy  Simpson 
claims  that  it  closed  a  small  opening.  (Le  Roy  Simpson,  Q.  11.) 
Wheeler  claims  to  have  seen  it  at  one  time,  some  time  after  July 
1902,  but  knows  very  little  about  it.  (Wheeler,  Q.  25.)  D.  W. 
Simpson  states  that  he  saw  this  test  on  the  shavings-shed ;  but  upon 
being  asked  how  the  brackets  were  fitted  to  the  track  he  said  they 
were  riveted  thereto.  In  a  later  answer  (Q.  25)  he  corrects  this 
statement  by  saying  that  he  understood  the  question  to  be  how  the 
first  brackets  (meaning  the  brackets  first  put  on  the  market)  were 
fitted  to  the  tubular  track.  There  seems  to  be  no  ambiguity  about 
the  question;  but  the  explanation  might  be  accepted  were  it  not  for 
the  fact  that  another  witness,  Tolman,  who  moved  the  shavings-shed 
in  1903,  testified  that  the  only  track  which  he  saw  on  the  shed  at  that 
time  was  riveted  to  its  sustaining-brackets.  (Tolman,  Q.  47.) 
Moreover,  this  witn^  states  that  there  was  no  opening  adjacent  the 
track,  (Q.  45,)  and  on  this  point  his  testimony  is  in  agreement  with 
that  of  the  inventor,  but  opposed  to  that  of  Le  Roy  Simpson. 

It  is  also  claimed  that  the  evidence  shows  a  successful  test  of  the 
invention  by  means  of  a  device  set  up  in  Richards's  workroom.  Rich- 
ards testified  (Q.  16)  that  he  put  uj)  in  his  room  a  full-sized  piece 
of  track  about  three  feet  long  with  brackets  to  fit  the  inside  of  the 
track,  hung  a  small  door  about  twelve  by  twenty-four  inches  (X-Q 
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'07)  thereon,  and  attached  a  set  of  weights  to  the  door.  This  device, 
he  states,  remained  for  some  time,  and  was  seen  by  Wheeler  and 
D.  W.  Simpson.  Wheeler  testified  (Q,  30)  that  he  saw  in  Richards's 
roojn  a  small  model  consisting  of  a  small  piece  of  track  mounted  on 
a  board,  having  a  hanger  to  fit  the  track.  He  described  the  construc- 
tion of  the  device  no  further  than  to  say  that  the  hanger  had  a  block 
about  a  foot  and  a  half  long  attached  to  it.  (Qs.  30-32.)  With  re- 
spect to  this  device  D.  W.  Simpson  says: 

I  first  saw  a  mounted  model  in  Mr.  Richards*s  room  composed  of  a  smaU  door 
about  two  feet  wide  and  about  a  foot  and  a  half  long.  The  testing  of  the 
hanger  and  track  occurred  some  time  later.  *  *  *  This  test,  to  which  I 
refer,  was  made  by  attaching  a  door  on  the  side  of  a  building.     (Q.  18.) 

Not  only  does  this  testimony  leave  the  question  of  the  precise  con- 
struction of  the  track  and  bracket  used  in  this  device  in  doubt,  but  it 
utterl}'^  fails  to  prove  that  the  device  was  subjected  to  the  tests  neces- 
sary to  constitute  a  reduction  to  practice. 

It  is  further  claimed  by  appellant  that  the  testimony  clearly  proves 
that  one  or  more  brackets  like  "  Richards's  Exhibit  Richards's 
Bracket"  were  actually  constructed  not  later  than  the  summer  of 
1902,  and  it  is  contended  that  even  though  it  be  conceded  that  there 
is  not  sufficient  proof  of  an  actual  test  of  the  invention  the  device  be- 
longs to  that  class  of  simple  devices  the  mere  making  of  which  is 
sufficient  to  give  to  the  inventor  the  benefit  of  an  actual  reduction  to 
practice.  This  contention  is  unsound.  In  the  first  place,  the  original 
device  is  not  produced  in  evidence,  and  the  witnesses  do  not  specifi- 
cally describe  the  structure  which  they  claim  to  have  seen  in  1902. 
The  general  character  of  their  testimony  is  illustrated  by  the  follow- 
ing questions  and  answers: 

Q.  7.  Please  look  at  the  braclset  I  now  hand  you,  marked  "  Richards*8  Ex- 
hibit Ricliards's  Rrncket,"  and  state  when  you  first  saw  a  bracket  of  that  shape - 
and  construction. 

A.  About  September  3,  1902.     (Richards's  Record,  p.  37.) 

Q.  18.  Did  you  see  such  bracket  and  track  in  any  other  place  than  on  that 
shavings-shed  at  the  time  you  returned  from  Euroi)e,  if  so,  please  state  where? 

A.  I  Siiw  them  in  Mr.  Richards's  department;  he  had  a  number  of  hand-made 
samples  around  the  bench,  hand-made  brackets.     (Richards's  Record,  p.  38.) 

Q.  8.  riease  look  at  the  bracket  I  now  hand  you  marked  **  Richards's  Ex- 
hibit Richards's  Bracket,"  and  state  when  you  first  saw  a  bracket  of  that  form 
ai]d  construction,  and  the  circumstances  under  which  yoft  saw  it. 

A.  I  saw  tills  stylo  of  bracket  first  as  I  recollect  it,  in  the  spring,  early 
spring  of  11K)3,  this  form  of  bracket,  however,  was  shown  to  me  by  Mr.  Richards 
being  made  of  tin.  It  was  shown  to  me  in  his  workroom.  (Richards's  Record, 
p.  57.) 

Q.  17.  You  have  testified  that  jou  first  sjiw  a  bracket  of  this  form  made  of 
when  did  you  first  see  one  made  of  iron  or  steel? 
A  few  days  later.     (Richards's  Record,  p.  58.) 
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This  testimony  is  too  general  in  character  to  be  accepted  as  proof 
beyond  a  reasonable  doubt  that  a  bracket  of  the  same  strength,  size, 
shape,  and  proportion  as  the  exhibit  in  evidence  was  made  at  the  time 
stated.  In  the  second  place,  it  is  doubtful  whether  or  not  the  con- 
struction in  issue  belongs  to  that  class  of  simple  devices  which  require 
no  actual  test  to  -determine  their  fitness  to  withstand  commercial 
use.  This  doubt  is  increased  by  the  fact  that  the  inventor  himself 
and  the  officers  of  the  company  which  employed  him,  who  had  had 
long  experience  with  devices  of  this  character,  deemed  it  necessary  to 
test  the  device  before  placing  the  same  on  the  market  or  applying 
for  a  patent  thereon.  The  testimony  of  all  the  witnesses  clearly  shows 
that  the  device  alleged  to  have  been  placed  on  the  shavings-shed  was 
placed  there  solely  for  the  purpose  of  testing  it  and  that  the  device 
alleged  to  have  been  set  up  in  Richards's  room  was  set  up  for  the 
same  purpose. 

The  decviion  of  the  Examiners-in-Chief  is  afftrmed. 


Ex  PARTE  Sacks. 

Decided  February  6,  J907. 

(128  O.  G.,  2530.) 

Trade-Marks — The  Word  "  Union  "  Geographical  and  Descriptive. 

The  word  "  Union  "  refused  registration  as  a  trade-mark  for  lieei-piates 
for  boots  and  shoes  on  the  ground  that  it  is  a  geograpliical  term,  also  for 
the  reason  that  it  is  commonly  used  as  a  descriptive  term  to  designate  the 
goods  made  hy  members  of  a  trade-union. 

On  Appeal. 

TRADE-MARK   FOR  BOOTS   AND   SHOES. 

Afr.  W.  P.  Preble^  Jr.,  for  the  applicant. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  word  "  Union  "  as  a  trade-mark  for  heel- 
plates for  boots  and  shoes. 

The  Examiner  refused  registration  on  the  ground  that  the  mark  is 
geographical  in  character  or  indicates  that  the  goods  are  union-made. 

The  action  of  the  Examiner  is  believed  to  be  correct. 

The  first  definition  of  "  Union  "  given  in  The  Century  Cyclopedia 
of  Names  is  "  The  United  States  of  America."  The  registration  of 
appellant's  mark  is  refused  in  view  of  the  above  definition,  and  of 
.section  5  of  the  Trade-Mark  Act  of  February  20, 1905,  which  provides 
that  no  mark  consisting  merely  of  "  a  geographical  name  or  term, 
i^hall  be  registered  under  the  terms  of  this  act,"  and  of  the  dec\9\ou?v  ol 
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the  courts  holding  such  terms  as  "  Columbia,"  {Columbia  MUl  Com- 
pany  v.  Alcorn,  C.  D.,  1893, 672 ;  65  O.  G.,  1916 ;  150  U.  S.,  460.)  "  Old 
Country"  and  "Our  Country,"  (Wrisley  Company  v.  Iowa  Soap 
Company,  122  Fed.  Rep.,  796,)  and  "Continental"  {Continental^ 
Insurance  Company  v.  Continental  Fire  Association,  101  Fed.  Sep., 
255)  to  be  geographical  and  not  capable  of  appropriation  as  trade- 
marks. 

In  Columbia  Mill  Company  v.  Alcorn,  supra,  the  United  States 
Supreme  Court  said : 

The  appellant  was  no  more  entitled  to  the  exclusive  use  of  the  word  "  Colum- 
bia" as  a  trade-mark  than  he  would  have  been  to  the  use  of  the  word 
"America,"  or  "United  States,"  or  "Minnesota,"  or  "Minneapolis."  These 
merely  geographical  names  cannot  be  appropriated  and  made  the  subject  of  an 
exclusive  property. 

The  word  "Union"  should  also  be  refused  registration  on  the 
ground  that  the  word  is  descriptive  of  a  characteristic  of  the  goods. 
The  words  "Union"  or  "Union  Made"  are  commonly  applied  to 
goods  to  indicate  that  they  are  made  by  members  of  the  trade-union 
to  distinguish  them  from  goods  made  by. non-union  workmen.  As 
applied  to  heel-plates  the  inference  would  be  that  they  are  made  by 
union  labor. 

That  it  is  the  practice  of  this  Office  to  refuse  to  register  the  word 
"  Union  "  as  a  trade-mark  appears  from  the  cases  of  ex  parte  The 
Union  Metallic  Cartridge  Company  (70  MS.  Dec,  400)  and  Martin 
n.  Taylor,  (71  MS.  Doc,  480,)  where  the  word  "  Union  "  was  refused 
registration  as  a  trade-mark  for  cartridges  and  cartridge-belts  and 
for  smoking  and  chew^ing  tobacco,  respectively. 

The  decision  of  the  Examiner  of  Trade-Marks  is  afjitmied. 


The  Ellison -Harvey  Co.  i\  Monarch. 

Decided  March  19,  1901. 

(128  O.  G.,  2530.) 

Tbade-Mabks — Interference  in  Fact — Bull's  Head  and  Entibe  Bull. 

Where  the  registrant's  mark  comprised  the  picture  of  the  head  of  a  bull 
and  the  words  **  Doherty's  Short  Horn  "  and  the  applicant's  mark  pre- 
sented for  registration  consisted  only  of  a  full-length  picture  of  a  bull, 
although  the  words  "  Old  Durham  Kye "  appear  on  the  label.  Held  that 
inasmuch  as  It  is  probable  that  the  goods  of  both  parties  would  be  known 
as  "bull"  whisky  interference  in  fact  exists.  {Coleman  v.  Crump^  70 
N.  Y.,  573,  580,  cited.) 

N  Appeal. 
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TBAOIhMABK  FOB  WHISKY. 

Mr.  Howard  A.  Coombs  for  The  Ellison-Harvey  Co. 
Mr.  Arthur  E.  Wallace  for  Richard  Monarch. 

AU4EN,  Commissioner: 

This  is  an  appeal  by  The  Ellison-Harvey  Co.  from  the  decision  of 
the  Examiner  of  Trade-Marks  denying  its  motion  to  dissolve  the 
interference  on  the  ground  of  non-interference  in  fact. 

Richard  Monarch  has  registered  as  a  trade-mark  for  whisky  the 
picture  of  the  head  of  a  bull  and  the  words  "  Doherty's  Short  Horn." 

The  Ellison-Harvey  Co.  shows  as  its  trade-mark  for  the  same  goods 
the  full-length  representation  of  a  bull. 

The  Examiner  of  Trade-Marks  held  that  the  distinguishing  feature 
of  each  mark  is  the  representation  of  the  bull  and  that  it  is  immaterial 
wllether  merely  the  head  of  the  bull  is  shown  or  the  full  length  of  the 
bull.  In  my  opinion  the  decision  of  the  Examiner  of  Trade-Marks 
is  correct. 

Appellant^s  label  contains  in  addition  to  the  picture  of  an  entire 
bull  the  words  "  Old  Durham  Rye  "  and  other  reading  matter.  It 
contends  that — 

goods  of  this  character  are  always  known  by  their  name,  and  a  purchaser 
desiring  '^Doherty's  Short  Horn"  wonld  not  be  misled  into  buying  "Old 
Dorham.** 

Appellant,  however,  has  applied  for  the  registration  of  a  mark 
consisting  merely  of  the  full-length  picture  of  a  bull.  Whether  this 
picture  is  intended  to  represent  a  Durham  bull  or  a  short-horn  bull 
does  not  appear  from  the  mark,  and  it  is  doubtful  whether  an  expert 
could  tell  from  the  representation. 

In  Coleman  v.  Cnimp  (70  N.  Y.,  573,  580)  an  injunction  was 
granted  restraining  defendant  from  infringing  plaintiff's  trade- 
mark consisting  of  the  figure  of  a  bull's  head  for  mustard,  whereby 
this  article  was  known  as  ''  bull-head  mustard,"  although  there  were 
certain  points  of  difference  between  the  bulls'  heads  used  by  the  re- 
spective parties.    In  this  case  the  court  said : 

Slight  variations  in  tlie  figure  of  the  head,  by  which  an  expert  might  detect 
a  resemblance  to  an  animal  of  a  diflferent  descent  or  breed  in  the  simulated 
trade-mark  from  that  which  might  be  supposed  to  have  been  in  the  eye  of  the 
artist  in  designing  the  original,  cannot  avail  the  defense.  There  is  a  general 
resemblance  in  all  the  buirs  heads  printed  and  made  exhibits  in  this  action. 
Any  difference  is  colorable,  and  would  not  prevent  the  ordinary  purchaser  from 
being  deceived. 

(See  also  Johnson  (&  Johnson  v.  Bauer  cfe  Blacky  82  Fed.  Rep.,  662, 
and  cases  therein  cited.) 
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The  fact  that  one  mark  shows  merely  the  head  of  a  bull  while  the 
other  shows  the  entire  bull  is  not  thought  to  be  material  or  to  be  a 
distinction  which  the  purchasing  public  would  appreciate.  (Corhin 
cfe  Son  Co.  V.  MUler^  Kohlhepp^  Giese  cfe  Co.^  C.  D.,  1902,  49;  98 
O.  G.,  1485.)  It  seems  probable  that  the  goods  of  both  parties 
would  be  known  as  "  bull  "  whisky.  It  is  believed  that  the  use  of  the 
two  marks  upon  the  same  class  of  goods  would  be  likely  to  cause  con- 
fusion in  the  trade  and  deceive  purchasers. 

The  decision  of  the  Examiner  of  Trade-Marks  is  af^rmed. 


Ex   PARTE   li.   &  A.    SCHARFP. 

Decided  AprU  IS,  1907. 

(128  O.  a,  2531.) 

1.  Trade-Marks — "  Spring  Hill  "  Anticipated  by  "  Spring  Valley." 

Held  that  the  words  "  Spring  HUl "  as  a  trade-mark  for  whisky  so 
nearly  resembles  a  prior  registered  mark  which  is  described  as  a  "cres- 
cent "  or  "  new  moon  "  and  the  words  "  Spring  Valley "  as  to  cause  con- 
fusion in  trade. 

2.  Same — ^Anticipation  op  "  Ten-Yea'r  "  Marks. 

The  allegation  of  ten  years'  exclusive  use  next  preceding  the  passage  of 
the  act  of  February  20,  1905,  does  not  confer  registrability  upon  the  mark 
if  it  so  nearly  resembles  a  registered  or  known  trade-mark  owned  and  in 
use  by  another  ui)on  merchandise  of  the  same  descriptive  properties  as  to 
bo  likely  to  cause  confusion  in  trade. 

On  Appeal. 

TRADE-MARK    FOR    \^IIISKY. 

Messrs.  Mason ^  Fenwick  rf*  Lawrence^  tor  the  applicants. 

Allen ,  Commission er : 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  words  "  Spring  Hill  "  as  a  trade-mark 
for  whisky  in  view  of  a  prior  registration  by  E.  Walters,  June'  25, 
1872,  No.  873,  of  a  trade-mark  the  essential  features  of  which  are  de- 
scril)ed  as  "  the  crescent "  or  "  new  moon  "  and  the  words  "  Spring 
Valley." 

The  trade-mark  of  the  applicants  is  presented  for  registration 
under  the  ten-year  proviso  of  the  act  of  1905.  The  allegation  of  ten 
years'  exclusive  use  next  preceding  the  passage  of  that  act  does  not, 
however,  confer  registrability  upon  the  mark  if  it  so  nearly  resembles 
a  registered  or  known  trade-mark  owned  and  in  use  by  another  and 
appropriated  to  merchandise  of  the  same  descriptive  properties  as  to 
be  likely  to  cause  confusion  in  the  mind  of  the  public.  As  stated  in 
my  decision  in  the  International  Silver  Company  v.  William  A. 
Rogers,  Limited,  (C.  D.,  1906,  301 ;  124  O.  G.,  318:) 

When  the  differences  between  marks  are  insignificant,  trifling,  or  not  read!]] 
fitinfirnishnhlf',  tin*  marks  are  the  same  for  all  practical  purposes,  and  it  Is 
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iK>t  reasonable  to  believe  that  the  intent  of  the  law  is  to  register  on  the 
gronnd  of  exclnsive  use^where  practically  the  same  marls  has  been  used  by 
otbers. 

In  the  present  case  the  initial  word  of  each  mark,  which  by  virtue 
of  its  position  is  the  most  prominent  feature  thereof,  is  the  same,  and 
it  is  believed  that  the  words  "  Hill "  and  "  Valley  "  in  the  respective 
marks  do  not  so  clearly  distinguish  the  marks  that  ai  purchaser  using 
ordinary  care  would  not  be  likely  to  mistake  one  for  the  other.  The 
fact  that  the  representation  of  a  crescent  appears  in  the  registered 
mark  is  immaterial,  since  the  name  "  Spring  Valley  "  is  the  predomi- 
nating feature  by  which  the  goods  would  }>e  known. 

The  decision  of  the  Examiner  of  Trade-Marks  is  a^rmed. 


Ex  PAKTE  Dodge  Manufacturing  Company. 

DefMcd  April  18,  1007, 

(128  O.  G.,  2531.) 

Tbadb-Mabkj — Representation  of  Merchandise  with  Mere  Name  of  an 
Individual  Appearing  Thereon — Not  Registrable. 
When  the  trade-mark  shown  in  the  drawing  comprises  tlie  representa- 
tion of  an  ingot  of  bearing  metal  of  a  particular  form  with  the  name 
"  Dodge "  cast  thereon  and  similar  bars  of  metal  are  shown  in  prior 
registrations.  Held  that  since  the  applicant  can  have  no  trade-marlc  in 
the  form  or  appearance  of  the  merchandise  or  in  the  mere  name  of  an 
individual  appearing  thereon  the  mark  is  not  registrable. 

On  Appeal. 

TRADE-MARK    FOR   BABRITT   OR   BEARING    METAL. 

Mr.  George  E,  Waldo  and  Messrs,  Davis  c6  Davis  for  the  applicant. 

Au.EN,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  a  trade-mark. 

The  mark  as  shown  upon  the  applicant's  drawing  consists  of  the 
name  "  Dodge"  cast  upon  a  bar  of  metal  of  a  particular  form.  The 
Examiner  calls  attention  to  the  registration  of  Hagenfield,  No. 
14,232,  April  5,  1887,  which  shows  a  bar  of  metal  of  similar  form  to 
that  of  the  applicant.  Another  bar  of  this  form  is  shown  by  the 
registration  of  the  New  York  Smelting  and  Refining  Company,  No. 
23,057,  May  16,  1893.  The  Examiner  states  in  his  statement  upon 
the  appeal  in  part  as  follows : 

The  mark  claimed  is  the  name  of  an  individual  and  it  is  submitted  that  the 
impressing  of  the  letters  of  the  name  on  the  blocks  of  an  ingot  of  bearing 
metal  in  the  common  way  in  which  ninrka  are  impressed  on  blocks  of  bearing 
metal  is  not  a  particular  or  distinctive  display  of  the  mark.    It  is  believed  that 
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tlie  mark  should  not  be  registered  as  a  technical  trade-mark.  In  this  con- 
nection it  is  noted  that  the  name  is  the  trade-mark  and  not  the  block  of  metal 
bearing  the  name.  In  other  words,  if  the  block  of  metal,  which  forms  no 
part  of  the  trade-mark,  were  removed  from  the  drawing  merely  the  name  of  an 
individual  in  an  ordinary  style  of  lettering  would  remain. 

The  position  taken  by  the  Examiner  is  correct  That  the  appli- 
cant can  have  no  trade-mark  in  the  form  or  appearance  of  the 
merchandise  is  well  settled.  Nothing  more  than  this  is  presented  for 
registration  in  this  case  but  the  name  of  the  individual. 

The  action  of  the  Examiner  refusing  registration  is  affirmed. 


Barber  v.  Wood. 

Bedded  January  26,  1907. 

(128  O.  G.  2835.) 

Interference— Motion  to  Dissolve—Transmission — Ground  op  Public  Use. 
Public  use  is  considered  in  the  practice  of  this  Office  as  a  separate  ques- 
tion requiring  an  investigation  independent  of  the  question  of  priority  of 
Invention  involved  in  an  Interference  proceedng.    A  motion  for  dissolution 
l)n8ed  upon  the  ground  of  public  use  should  not  therefore  be  transmitted. 

Appeal  on  Motion.* 

SHEET-DELIVERY  MECHANISM. 

Messrs.  Brown  cfe  Seward  and  Mr.  Walter  F.  Rogers  for  Barber. 
Messrs.  Southgate  cfe  Soxithgate  for  Wood.  - 

MooRE,  Assistant  Commissioner: 

This  is  an  appeal  by  Barber  from  the  decision  of  the  Examiner 
of  Interferences  refusing  to  transmit  his  motion  to  dissolve  so  far 
as  based  on  the  ground  of  public  use. 

On  June  30,  1906,  Barber  brought  a  motion  to  dissolve  this  inter- 
ference on  several  of  the  grounds  mentioned  in  Rule  122,  also  on 
the  ground  that  the  invention  of  the  issue  had  been  in  public  use  for 
more  than  two  years  prior  to  the  filing  of  Wood's  application  in- 
volved in  the  interference.  This  motion  was  transmitted  to  the 
Primary  Examiner  by  the  Examiner  of  Interferences  upon  all  the 
grounds  alleged  except  that  of  public  use. 

Public  use  is  considered  in  the  practice  of  this  Office  as  a  sepa- 
rate question,  requiring  an  investigation  independent  of  the  question 
of  priority  of  invention  involved  in  an  interference  proceeding. 
{Davis  V.  ^ Swift,  C.  D.,  1901,  134;  96  O.  G.,  2409;  Shrum  v.  Baum- 
gart^n,  C.  D.,  1903,  150;  104  O.  G.,  577.)  No  testimony  has  been 
taken,  and  there  is  nothing  in  the  case  upon  which  the  Primary 
Examiner  at  the  present  time  can  intelligently  consider  the  bar  of 
public  use.    No  error  is  found  in  the  refusal  to  transmit  this  ground. 
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Other  questions  are  raised  in  appellant's  brief ;  but  they  do  not  prop- 
erly r^te  to  the  question  appealed,  but  rather  to  matter  embraced 
in  api>ellant's  petition,  subsequently  filed,  and  will  be  considered  in 
disposing  of  said  petiticm. 
The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


KeFTH,   ErICKSON,  and   ErICKSON    V,    LUNDQUIST. 

Decided  March  6,  1907. 

(128  O.  a,  2835.) 

Intebfebence — Motion  to  Take  Testimony  Abroad — Sufficiency  of  Show- 
ing— ^Appeal. 
The  snfficlency  of  a  showing  in  support  of  a  motion  to  take  testimony 
abroad  is  a  matter  which  should  be  left  largely  to  the  discretion  of  the 
Examiner  of  Interferences,  and  his  decision  granting  such  a  motion  should 
not  be  reviewed  except  where  clear  error  is  made  to  appear. 

Appeal  on  Motion. 

automatic   EXCnANGE. 

Mr.  A.  Miller  Belfield  for  Keith,  Erickson,  and  Erickson. 
Mr.  Casper  L.  Redfield  for  Lundquist. 

MocmE,  Assistant  Commissioner: 

This  case  comes  up  on  an  appeal  by  Lundquist  from  a  decision  of 
the  Examiner  of  Interferences  granting  the  motion  of  Keith,  Erick- 
son, and  Erickson  to  take  testimony  abroad. 

The  substance  of  the  assignments  of  errors  is  that  the  Examiner 
of  Interferences  erred  in  holding  that  the  competency  of  the  pro- 
posed testimony  should  not  be  decided  on  motion  and  in  failing  to 
hold  the  showing  in  support  of  the  motion  insufficient. 

With  respect  to  the  first  alleged  error  it  is  believed  that  it  was  not 
the  intention  of  the  Examiner  of  Interferences  to  decide  that  the 
competency  of  the  proposed  testimony  should  not  be  considered  on 
motion.  On  the  other  hand,  the  decision  indicates  that  he  consid- 
ered the  proposed  testimony  and  found  that  it  appeared  to  be  com- 
petent, but  concluded  that  the  question  Avhether  it  was,  in  fact, 
competent  should  not  be  finally  decided.  The  decision  in  this  re- 
spect is  believed  to  be  correct  and  in  accordance  with  Rule  158  (2). 

With  respect  to  the  sufficiency  of  the  sliowing  in  support  of  the 
motion  it  is  believed  that  this  is  a  matter  which  should  be  left  largely 
to  the  discretion  of  the  Examiner  of  Interferences  and  that  his 
decision  granting  a  motion  to  take  testimony  abroad  should  not  be 
reviewed  except  where  clear  error  is  made  to  appear.    In  this  case 
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it  is  not  made  to  appear  that  the  Examiner  of  Interferences  has 
waived  any  requirement  of  the  rules  or  that  error  has  been  made  in 
the  interpretation  thereof. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Turner  v.  Macloskie. 

Decided  May  IS,  1907. 

(128  O.  G.,  2835.) 

Interference — Motion    for    Dissolution    Based    Upon    Contingency — Not 

Transmitted. 

A  motion  by  one  party  to  an  interference  to  dissolve  the  interference  as 

to  certain  counts  in  case  certain  other  counts  are  found  to  be  un|)atentable 

in  view  of  the  same  references  upon  a  motion  to  dissolve  brought  by  his 

opponent  sliould  not  be  transmitted. 

Appeal  on  Motion. 

AIB-BBAKE. 

Mr.  E.  A,  Wright  for  Turner. 
Mr.  Albert  G.  Davis  for  Macloskie. 

Moore,  Acting  Commissioner: 

This  is  an  appeal  by  Macloskie  from  the  decision  of  the  Examiner 
of  Interferences  refusing  to  transmit  his  motion. 

Macloskie  moved  to  dissolve  on  the  ground  that  counts  1,  2,  and  3 
arc  unpatentable  in  view  of  certain  patents  cited  in  case  counts  4,  5, 
G,  7,  and  8  are  found  unpatentable  in  view  of  the  same  patents  on 
Turner's  motion  to  dissolve.  Macloskie  states  that  he  regards  counts 
1,  2,  and  3  as  patentable  over  the  references  cited  and  brought  his 
motion  merely  because  of  Turner's  motion  to  dissolve  as  to  the  other 
counts  now  pending  before  the  Primary  Examiner.  His  contention 
is  that  the  patents  cited  are  as  pertinent  to  the  one  set  of  claims  as 
to  the  other  and  that  if  the  Examiner  dissolves  the  interference  as 
to  counts  4,  5,  G,  7,  and  8  on  said  references  he  should  do  the  same 
with  respect  to  counts  1,  2,  and  3. 

Macloskie's  motion  is  objectionable  in  form  in  that  it  is  based  on 
a  contingency  and  requires  that  the  patentability  of  counts  4,  5,  6,  7, 
and  8  be  first  considered.  The  Examiner  of  Interferences  properly 
refused  to  transmit  the  motion  for  this  reason  and  also  because 
Macloskie's  motion  was  brought  long  after  the  limit  allowed  for 
filing  such  motions. 

The  transmission  of  Macloskie's  motion  is  not  believed  necessary 
in  order  that  his  interests  may  be  properly  safeguarded.  If  his  con- 
tention is  true  that  the  references  are  as  applicable  to  one  set  of 
claims  as  to  the  other,  it  is  to  be  presumed  that  the  Examiner  will 
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take  notice  of  the  fact  in  considering  Turner's  motion  to  dissolve, 
and  if  in  his  opinion  they  are  pertinent  he  will  request  jurisdiction 
under  Rule  128  for  the  purpose  of  considering  the  patentability  of 
counts  1,  2,  and  3. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PABTE  MiLLETT  AND  KeED. 

Decided  May  2S,  1907. 

(128  O.  G.,  2836.) 

Bc8  Adjtjdicata—Pbacticb— Rejection. 

Wbere  an  application  is  filed  the  specification  and  claims  of  which  the 
Examiner  holds  to  be  substantially  the  same  as  those  of  a  prior  application 
of  the  same  party  the  claims  of  which  have  been  declared  unpatentable 
by  the  Commissioner  and  the  courts,  Held  that  the  application  should  be 
examined  and  the  claims  rejected  on  the  ground  that  the  question  of  their 
patentability  is  res  adjudicata. 

On  Petition. 

PBESSUBE-OAGE. 

Mr.  Ralph  W.  Foster  for  the  applicants. 

Moore,  Acting  Convmissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  examine  the 
application  as  to  its  merits. 

The  character  of  the  present  application  is  stated  by  the  Examiner 
as  follows : 

The  abOTe-named  application  is  the  last  of  a  continuous  series  of  four  appli- 
cations each  ba8(Hl  upon  the  same  subject-matter  as  the  others  and  each,  after 
the  orlgina],  purporting  to  be  a  continuation  of  its  immediate  predecessor 
and,  consequently,  oi  the  original.  That  each  before  the  present  one  was 
TOch  a  continuation  has  not  been  questioned.  The  specification  of  this  last 
application  has  been  rewritten  so  as  to  present  in  a  somewhat  (lifTercnt  manner 
from  tbe  preceding  ones,  the  alleged  difilculties  that  have  been  overcome  by  the 
applicants  In  making  their  assumed  Invention.  *  *  *  It  is,  therefore,  sub- 
mitted that  this  application  is  what  it  purports  to  be,  a  continuation  of  the 
prior  ones. 

The  claims  of  the  last  of  this  series  of  applications  prior  to  the 
present  application  were  held  to  be  unpatentable  by  the  various 
tribunals  of  the  Office  and  by  the  Court  of  Appeals  of  the  District 
of  Columbia.  Applicants  also  attempted  unsuccessfully  to  obtain 
the  issue  of  a  patent  thereon  through  a  bill  in  equity  under  the  pro- 
risions  of  section  4915  of  the  Bevised  Statutes.  Then  the  applicants 
filed  a  petition  before  the  Commissioner  of  Patents  to  reopen  their 
case  for  further  prosecution  under  Rule  142.     Said  petition  having 

30807— H.  Doc  470,  60-1 Vi 
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been  denied,  applicants  filed  the  present  application  on  February 
11,  1907. 

The  Primary  Examiner  declined  to  examine  this  latter  applica- 
tion as  to  its  merits  unle&s  directed  to  do  so  by  the  Commissioner, 
upon  the  ground  that  to  do  so  would  virtually  nullify  the  Commis- 
sioner's decision  refusing  to  reopen  the  prior  application  under 
Rule  142. 

This  rule  is  not  considered  applicable  to  the  present  case.  Appli- 
cants have  filed  a  new  application  with  the  specification  and  claims 
differing  in  certain  respects  from  those  of  the  prior  application. 
The  Examiner  regards  these  differences  as  unessentiaL  The  ques- 
tion of  whether  tlie  changes  are,  in  fact,  immaterial  or  whether  the 
present  application  is  properly  a  continuation  of  the  prior  applica- 
tion is  not  up  for  consideration  upon  this  petition.  The  single  ques- 
tion presented  is  what  disposition  should  be  made  of  the  application 
by  the  Examiner  nnder  the  circumstances  stated  and  in  view  of  the 
holding  of  the  Examiner. 

The  Court  of  Appeals  of  the  District  of  Columbia  has  held  in  the 
cases  of  Barratt  (C.  D.,  1899,  320;  87  O.  G.,  1075)  and  Fay  (C.  D., 
1900,  232;  90  O.  G.,  1157)  that  the  doctrine  of  res  adjudicata  may 
be  applied  in  the  discretion  of  the  Commissioner  to  new  applications 
of  the  character  that  the  Examiner  finds  to  exist  in  the  present  case. 

In  his  statement  the  Examiner  says : 

It  is  submitted  that  the  subject-matter  of  tlie  present  claims  bas  beeu 
already  adjudicated  uix)n  not  only  by  the  highest  tribunals  of  the  Office  but 
by  the  courts  as  well. 

In  view  of  this  opinion  the  Examiner  should  reject  the  claims  on 
the  ground  of  res  adjudicata  in  accordance  with  the  practice  set 
forth  in  ex  parte  Kenney,  (C.  D.,  1905,  441;  118  O.  G.,  2258.)  In 
this  case  the  Commissioner  stated : 

It  is  therefore  clear  that  this  Office  is  justified  in  refusing  to  consider  suc- 
cessive applications  for  the  same  subject-matter.  In  other  words,  it  is  not 
required  to  reexamine  the  question  of  patentability,  but  may  take  it  as  settled 
by  the  first  adjudication.  It  is  not  understood,  however,  that  the  ruling  of 
the  court  means  that  the  existence  of  the  second  application  may  l)e  ignored. 
It  is  on  file  and  must  be  disposinl  of  in  some  way.  It  is  obviously  necessary 
to  make  some  examination  of  it  before  it  can  be  determined  tliat  it  presents 
the  same  questions  as  were  adjudicated  in  the  first  case.  When  that  deter- 
mination is  reached,  however,  the  Office  may  refuse  to  examine  the  case  far- 
ther and  may  refuse  to  allow  it  lHK:ause  of  the  previous  adjudication.  Such 
refusal  to  allow  must  be  regarded  as  a  rejection,  and  therefore  the  Bzaminer 
should  state  clearly  and  definitely  that  the  claims  are  rejected. 

It  is  believed  that  the  applicant  is  entitled  to  a  review  of  the  Bxaminer*8 
ruling  by  the  st^voral  appc^Hate  tribunals.  That  review,  like  the  Bzaminer** 
action,  will  be  confined  to  the  question  whether  the  matter  is  reB  adfudicaia 
and  will  not  extend  to  a  nnrousideratlon  of  the  question  whether  the  claims 
cover  i)a  ten  table  subject-matter. 
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Although  the  letter  of  the  Examiner  refusmg  to  examine  the 
application  as  to  its  merits  for  the  reasons  stated  by  him  might  be 
construed  as  equivalent  to  a  rejection  of  the  same,  it  is  thought 
that  the  action  should  be  in  the  form  of  a  rejection  on  the  ground 
that  the  question  of  the  patentability  of  the  claims  is  res  adjudicata 
by  reason  of  the  adjudication  in  the  prior  application.  {Commis' 
daner  of  Patents  v.  Whiteley^  71  U.  S.  Sup.  Ct.,  522 ;  ex  parte  Nichols^ 
C.  D.,  1870,  71;  ex  parte  Le  Van,  C.  D.,  1872,  40;  1  O.  G.,  226;  ex 
parte  ArkeU,  C.  D.,  1877,  73;  11  O.  G.,  1111.  Having  entered  such 
an  action  in  the  case,  the  Examiner  need  not  further  examine  the 
merits  of  the  claims  unless  convinced  that  there  is  error  in  his  find- 
ing or  unless  it  is  reversed  on  appeal. 

The  petition  is  granted  to  the  extent  indicated. 


Babtian  v.  Champ. 

Decided  May  24,  1907. 
(128  O.  G.,  2837.) 

1.  Interference — Motion  to  Amend  Issue — Transmission  of. 

Where  a  certified  copy  of  a  imrt  of  an  application  was  filed  under  Rule 
106,  but  later  the  entire  case  was  thrown  open  to  inspection  by  order  of 
the  Couimissioner,  Held  to  excuse  delay  in  bringing  a  motion  to  amend 
under  Rule  100  as  to  claims  which  were  not  in  certified  copy, 

2.  Same — Same — ^Practice. 

Where  a  sufllcient  excuse  is  offered  for  the  delay  in  bringing  a  motion 
to  amend  as  to  certain  claims  thereof,  Held  that  the  entire  motion  should 
be  transmitted,  as  no  additional  delay  will  be  occasioned. 

Appeal  on  Motion. 

BOTTLE-FILLING    MACHINE. 

Mr.  WUliajH  O.  Kelt  and  Messrs.  Bacon  d;  Milan^s  for  Bastian. 
Mr.  Jesse  B.  Fay  for  Champ. 

Moore,  Acting  Commissioner: 

This  is  an  appeal  by  Champ  from  the  decision  of  the  Examiner 
of  Interferences  transmitting  Bastian*s  motion  as  a  whole  to  amend 
his  application  by  inserting  six  claims  for  the  purpose  of  having 
them  added  as  counts  to  the  issue  of  the  interference. 

The  motion  is  based  on  Rule  109  as  to  two  of  the  claims  and  on 
the  practice  set  forth  in  Churchyard  v.  Douglas  v.  Cutler  (C.  D., 
1903,  389;  106  O.  G.,  2016)  as  to  the  remaining  claims. 

A  certified  copy  under  Rule  105  of  a  portion  of  Champ's  applica* 
tion  was  originally  included  in  the  interference  as  declared  in  May, 
1906;  but  the  entire  application  of  Champ  was  thrown  open  to  the 
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inspection  of  Bastian  on  March  19, 1907,  as  the  result  of  an  order  of 
the  Commissioner.     The  present  motion  was  filed  March  23,  1907. 

It  is  conceded  by  Champ  that  the  above  facts  excuse  the  delay  in 
bringing  the  portion  of  the  motion  based  on  Rule  109;  but  he  appeals 
from  the  transmission  of  the  remainder  of  the  motion  on  the  ground 
that  no  satisfactory  excuse  has  been  made  for  the  delay  in  filing  the 
same.  The  question  of  the  transmission  of  a  motion  filed  outside  of 
the  usual  time  rests  largely  within  the  discretion  of  the  Examiner  of 
Interferences.  {Winter  v.  Slick  v.  Vollkommer^  C.  D.,  1901,  210;  97 
O.  G.,  1837;  Harrison  v.  Shoemaker,  C.  D.,  1904,  129;  109  O.  G., 
2170.)  The  action  of  the  Examiner  is  not  found  to  involve  an  abuse 
of  discretion,  and  it  will  not,  therefore,  be  disturbed.  In  view  of  the 
transmission  of  the  portion  of  the  motion  based  on  Rule  109  the 
transmission  of  the  remainder  of  the  motion  will  not  occasion  addi- 
tional delay. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


In  re  Battle  Creek  Sanitarium  Company,  Limited. 

Decided  April  i7,  1907. 

(128  O.  G.,  2837.) 

1.  Tbade-Mabk  Opposition — Allegation  of  I^se  of  Mark. 

An  alleged  use  of  the  mark  sought  to  be  registered  by  the  opposer  as  a 
part  of  its  name  and  in  its  advertising  is  not  a  trade-mark  use,  and  there- 
fore forms  no  basis  for  refusing  registration  to  the  applicant. 

2.  Same — ^Amendment. 

Amendment  to  an  op[K)sition  subsequent  to  the  expiration  of  thirty  days 
after  publication  will  not  be  permitted  where  It  would  result  in  presenting 
a  new  ground  in  an  oi)iK)sition  which  is  otherwise  invalid. 

On  Appeal. 

TBADE-MARK    FOR   BAKEBY   PBODUCTS,    ETC. 

Messrs.  Chappel  cf?  Eai^l  for  the  Battle  Cifeek  Sanitarium  Com- 
pany. 
Mr.  Fritz  von  Briesen  for  Fuller. 

Allen,  Commissiovcr: 

This  is  an  appeal  by  the  Battle  Creek  Sanitarium  Company,  Lim- 
ited, from  the  flecisiou  of  the  Examiner  of  Interferences  sustaining 
the  demurrer  of  Frank  Fuller  to  its  notice  of  opposition  to  the  reg- 
istration of  a  trade-mark. 

Frank  Fuller  is  an  applicant  for  the  registration  of  a  trade-mark. 
The  Battle  Creek  Sanitarium  Company,  Limited,  have  filed  a  notice 
of  opposition  to  such  registration.  The  opposition  is  based  upon 
alleged  use  of  the  mark  sought  to  be  registered  by  the  opposer  as  a 
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part  of  its  name  and  in  its  advertising.  The  applicant  by  demurrer 
has  denied  the  sufficiency  of  such  use  to  negative  his  right  to  registra- 
tion, and  his  demurrer  has  been  sustained  on  this  ground  by  the  Ex- 
aminer of  Interferences. 

I  am  of  the  opinion  that  the  position  taken  by  the  Examiner  of 
Interferences  is  right.  The  use  of  a  term  by  the  opposer  in  advertis- 
ing or  as  part  of  a  corporate  name  is  not  a  trade-mark  use  and 
would  not  form  a  ground  for  suit  by  the  applicant  upon  his  registra- 
tion should  it  be  granted.  Section  16  of  the  Trade-Mark  Act  limits 
the  right  to  sue  upon  the  registration  to  those  cases  where  the  mark 
or  an  imitation  thereof  has  been  affixed  by  the  defendant  to  the  mer- 
chandise. The  allegations  of  the  notice  of  opposition  in  this  case, 
if  proved,  would  therefore  form  no  basis  for  refusing  registration 
to  the  applicant,  and,  so  far  as  may  be  determined  from  such  allega- 
tions, the  registration  of  the  mark  of  the  applicant  cannot  result  in 
legal  injiuy  to  the  opposer. 

The  opposer  asks  leave  to  amend  its  notice  of  opposition  to  set  up 
use  of  the  mark  by  it  upon  merchandise.  This  would  be  to  lay  a 
ground  for  opposition  where  at  present  there  is  none  and  bring  the 
real  notice  of  opposition  after  the  statutory  time  for  bringing  such 
notices  has  expired.  It  is  believed  that  amendment  should  not  be 
permitted  in  such  cases,  and  permission  to  do  so  in  this  case  is  denied. 

The  decision  of  the  Examiner  of  Interferences  sustaining  the 
demurrer  dismissing  the  opposition  and  adjudging  that  Frank  Ful- 
ler is  entitled  to  the  registration  of  the  mark  for  which  he  has  made 
application  is  af^rmed. 


The  Peters  Cartridge  Company  v.  The  Winchester  Repeating 

Arms  Company. 

Decided  June  J,  1907,  / 

(128  O.  «.,  32S7.) 

Tkadk-Mabk  Opposition — "  Self  Loading  **  as  Applied  to  Cabtbidqes  a  De- 
scriptive Term. 
Where  an  applicant  desires  to  register  the  words  "Self  leading"  as  a 
trade-mark  for  cartridges  adopted  for  use  on  a  rifle  placed  upon  the  mar- 
ket by  applicant  and  called  a  "self-loading"  rifle  from  the  fact  that  the 
gun  reloads  itself.  Held  that  the  words  as  applied  to  the  cartridges  state 
the  purpose  for  which  they  are  made  and  sold,  that  the  reasons  for  the 
prohibition  of  the  statute  to  the  registration  of  marks  which  consist  merely 
of  descriptive  matters  are  applicable  to  this  case,  and  that  the  mark  is,  in 
ftict,  nothing  more  than  a  descriptive  term. 

On  Appeal. 


182  DEGI8I0KS   OF  THE  COMMISSIOKEB  OF  PATENTS. 

TBADE-MABK   FOB    CABTBIDGES. 

Messrs.  Seymour  &  Earle  for  the  applicant. 

Messrs,  Brown^  Darhy  (&  Hopkins  ior  The  Peters  Cartridge 
Company. 

Moore,  Commissioner: 

This  is  an  appeal  by  The  Winchester  Repeating  Arms  Company 
from  the  decision  of  the  Examiner  of  Interferences  sustaining  the 
opposition  to  its  registration  brought  by  The  Peters  Cartridge 
Company. 

The  applicant  seeks  to  register  the  words  "  Self  Loading "  as  a 
trade-mark  for  cartridges.  The  opposer  contends  that  these  words 
should  not  be  registered,  on  the  ground  that  they  are  descriptive.  It 
appears  that  the  applicant  has  placed  upon  the  market  a  rifle  which 
is  called  a  "  self-loading  "  rifle,  which  words  are  descriptive  of  the 
performance  of  the  gun  in  reloading  itself.  The  trade-mark  regis- 
tration sought  here  is  intended  to  cover  the  use  of  these  words  in 
connection  with  cartridges  adapted  for  use  with  that  rifle.  These 
words  when  so  applied  obviously  tell  to  those  in  the  trade  and  those 
using  such  goods  the  purpose  for  which  they  are  made  and  sold. 
They  convey  this  information  in  a  simple  and  direct  manner  by 
the  use  of  ordinary  words.  The  reasons  for  the  prohibition  of  the 
statute  to  the  registration  of  marks  which  consist  merely  of  de- 
scriptive matter  are  all  applicable  to  this  case,  and  it  is  believed  that 
the  mark  is,  in  fact,  nothing  more  than  a  clearly  descriptive  term. 
The  Circular  Loom  Case  {post^  452 ;  127  O.  G.,  393,  court  of  appeals,) 
is  entirely  pertinent.  The  mark  in  that  case  told  nothing  about  the 
goods  except  that  they  were  made  upon  a  particular  kind  of  a  ma- 
chine. The  statement  of  the  kind  of  a  machine  with  which  the  goods 
are  to  be  used  in  this  case  is  descriptive  in  the  same  manner,  and 
as  much  so. 

Appellant's  contention  that  the  opposer  has  not  made  out  a  case 
of  probable  injury  is  immaterial.  The  statute  prohibits  registra- 
tion of  a  mark  which  consists  merely  of  a  descriptive  term.  The 
Examiner  of  Interferences  has  found  that  the  applicant's  mark  is 
such  a  term,  and  I  am  of  the  opinion  that  this  conclusion  is  right 
No  registration  can  be  had  upon  the  appellant's  application,  there- 
fore, unless  this  conclusion  is  reversed  upon  appeal. 

The  decision  of  the  Examiner  of  Interferences  adjudging  that 
the  applicant  is  not  entitled  to  registration  is  affirmed. 
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Ex  PARTE  DoEBIiER. 

APPLICATION  FOR  PATENT. 

Decided  June  12,  1901. 

(128  O.  G..  3287.) 

IirmncBBNCE — Suggestion  of  Claims   Undeb  Rule  96 — Practice — Inventob 
AND  Assignees  Personally  Notified. 
In  all  cases  where  claims  are  suggested  for  the  purpose  of  interference 
nnder  the  provisions  of  Rule  96  copies  of  the  letter  containing  the  sug- 
gested claims  will  be  sent  to  the  applicant  and  to  the  assignees,  if  the 
inrentiou  is  assigned,  as  well  as  to  the  attorney  of  record. 

On  Reference. 

DBILL-CHUCK. 

Mr.  Harrie  E.  Hart  for  the  applicant. 

Moo^E,  Commissioner: 

This  case  has  been  referred  to  nie  by  the  Examiner  for  instructions 
as  to  whether  personal  notice  should  be  given  to  the  applicant,  as 
well  as  to  his  attorney  of  record,  of  certain  claims  which  are  to  be 
suggested  to  him  under  the  provisions  of  Rule  96. 

It  appears  from  a  communication  in  this  case  from  the  attorney 
of  record  that  he  has  received  letters  in  two  other  cases  in  which  he 
is  attorney  for  the  inventors  in  which  the  same  claims  are  suggested. 
He  states  that  these  three  applications  are  the  property  of  a  single 
corporation  and  that  he  wishes  to  be  advised  whether  there  is  a 
fourth  party  to  the  prospective  interference,  so  that  he — 

may  arrange  the  three  applications  in  order  not  to  conflict  with  one  another. 

While  there  appears  to  be  no  reason  to  doubt  the  statement  of  the 
attorney  that  these  three  applications  are  owned  by  the  same  cor- 
poration, there  are  no  assignments  of  record  in  this  Office  in  two  of 
said  applications. 

Rule  97  provides  that — 

Wheoever  it  shall  be  found  that  two  or  more  parties  whose  interests  are  in 
conflict  are  represented  by  the  stime  attorney,  the  Examiner  will  notify  each 
of  «ald  principal  parties,  and  also  the  attorney  of  the  fact. 

The  reasons  upon  which  this  rule  is  based  equally  warrant  the 
notification  of  the  principal  parties  of  claims  which  are  suggested  in 
applications  of  different  inventors  who  are  represented  by  the  same 
attorney. 

In  view  of  the  fact  that  under  the  provisions  of  Rule  96  the  fail- 
ure or  refusal  to  make  claims  whicli  are  suggested  for  the  purpose 
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of  interference  within  the  time  specified  acts  as  a  disclaimer  of  the 
invention  covered  by  such  claims  it  is  believed  that  notification  of 
suggested  claims  should  be  given  to  all  parties  of  interest  of  record 
in  the  application. 
Rule  107  provides  that — 

An  applicant  Involved  in  an  interference  may,  with  the  written  consent  of 
the  assignee,  when  there  has  been  an  assignment,  before  the  date  fixed  for  the 
filing  of  his  preliminary  statement  (see  Bnle  110,)  in  order  to  avoid  the  con- 
tinuance of  the  interference,  disclaim  under  his  own  signature,  attested  by  two 
witnesses,  the  invention  of  the  particular  matter  in  issue,  and  upon  such  dis- 
claimer and  the  cancelation  of  any  claims  involving  such  interfering  matter 
judgment  shall  be  rendered  against  him,  and  a  copy  of  the  disclaimer  shaU 
be  embodied  in  and  form  part  of  his  specification.     (See  Rule  182.) 

While  it  is  not  deemed  expedient  to  require  the  same  formality  of 
disclaimer  to  avoid  an  interference  in  respect  to  suggested  claims  as 
to  claims  already  incorporated  in  a  party's  application  or  to  require 
an  applicant  to  personally  sign  an  amendment  incorporating  sug- 
gested claims  into  his  application  it  is  believed  that  in  all  cases  the 
applicant  and  his  assignees,  if  the  invention  is  assigned,  should  be 
personally  notified  of  suggested  claims.  The  Examiner  will  therefore 
send  copies  of  the  letter  suggesting  claims  to  the  applicant  and  to 
the  assignees,  as  well  as  to  the  attorney  of  record  in  each  case,  and 
this  practice  will  be  followed  in  all  cases  where  claims  are  suggested 
for  the  purpose  of  interference  under  the  provisions  of  Rule  96. 


O'Brien  v.  Gale,  Sr.,  v.  Miuler  v.  Zimmer  v.  Calderwood. 

Decidetl  June  17.  1907. 

(128  O.  G.,  3288.) 


1.  Interference — Motions    fob    Dissolution — Setting    Limit    or 

Pbactice. 
Wliere  tlie  decision  of  the  £2xaminer  upon  motions  for  dissolution  in- 
cludes an  adverse  decision  upon  the  merits  of  a  party's  case  which  is  sub- 
ject to  reconsideration  under  the  provisions  of  Bnle  124,  no  limit  of  appeal 
should  be  set  in  any  of  the  motions  until  the  decision  is  roidered  upon 
the  rehearing. 

2.  Same — Same — Hearing  of  Appeals  by  Commissioner. 

Where  appeals  are  tal?en  from  the  decision  of  the  Examiner  npon  mo- 
tions for  dissolution  both  to  the  Commissioner  and  to  the  ESxaminers-in- 
Chiet  action  ui)on  the  appeal  to  the  Commissioner  will  be  suspended  until 
after  the  decision  of  the  E!xaminers-in-Chief  is  rendered,  in  order  that  all 
appeals  upon  the  motions  may  be  considered  at  the  same  time.  Where  the 
Examiner  upon  the  rehearing  entirely  dissolves  the  interference  the  ques- 
tion of  irregularity  in  declaration  of  the  interference,  l>ecomes  a  moot 
question  and  will  not  be  entertained  unless  the  decision  dissolving  the  int&t- 
ference  is  reversed  on  appeal. 

Appeal  on  Motion. 
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CUBBENT-GONTBOLIiENG    AFPABATU8. 

Mr.  Robert  Watson  for  O'Brien. 

Messrs.  Brovm  cfe  Darby  and  Mr.  C.  M.  Nissen  for  Ghile,  Sr. 
Messrs.  Jones  cfe  Addington  and  Mr.  E.  B.  H.  Tower^  Jr.^  for  Miller. 
Mr.  Albert  G.  Davis  for  Zimmer.     {Mr.  Robert  H.  Read  and  Mr. 
Frank  J.  Seabolt  of  counsel.) 
Mr.  G.  F.  De  Wein  for  Calderwood. 

Moore,  Commissioner: 

This  is  an  appeal  by  O'Brien  from  the  decision  of  the  Primary 
Examiner  denying  his  motion  to  dissolve  the  interference  on  the 
ground  of  informality  in  declaring  the  same. 

The  record  shows  that  O'Brien's  motion  to  dissolve  the  interference 
is  based  on  each  of  the  grounds  specified  in  Rule  122.  A  decision  on 
this  motion,  as  well  as  on  motions  to  dissolve  by  Zimmer  and  Miller, 
two  other  parties  to  this  interference,  was  rendered  by  the  Primary 
Examiner  on  April  4,  1907.  The  motion  by  O'Brien  to  dissolve  was 
denied ;  but  the  other  motions  to  dissolve  were  granted  in  part,  and 
the  interference,  at  least  as  to  the  party  Calderwood,  was  dissolved 
on  grounds  relating  to  the  merits.  In  the  decision  on  each  motion 
April  25, 1907,  was  fixed  by  the  Examiner  as  the  limit  of  appeal.  On 
April  13  the  Primary  Examiner  set  May  1,  1907,  as  the  date  for  re- 
hearing the  motions  of  Zimmer  and  Miller,  in  conformity  to  the  pro- 
visions of  Rule  124,  and  set  aside  the  limit  of  appeal  previously  fixed 
from  the  decisions  on  these  motions.  O'Brien,  however,  filed  this 
appeal  to  the  Commissioner  from  the  refusal  of  the  Examiner  to  dis- 
solve the  interference  on  the  ground  of  informality  in  its  declaration, 
which  appeal  also  came  on  for  hearing  on  May  1,  1907.  Final  de- 
cisions following  the  rehearing  on  the  motions  of  Zimmer  and  Miller 
have  not  as  yet  been  rendered  by  the  Primary  Examiner. 

While  the  Examiner  did  not  set  aside  the  limit  of  appeal,  April 
25,  1907,  fixed  in  his  decision  on  O'Brien's  motion,  and  O'Brien, 
therefore,  had  to  take  his  appeal  to  the  Commissioner  within  the 
time  fixed  in  order  to  save  his  right  of  appeal,  it  is  thought  that  the 
Primary  Examiner  should  have  also  set  aside  the  limit  of  appeal  on 
O'Brien's  motion,  so  that  all  the  appeals  could  go  forward  at  the 
same  time.  It  is  considered  the  proper  practice  where  a  time  is  fixed 
for  reconsideration  under  Rule  124  to  set  no  limit  of  appeal  on  any 
of  the  motions  for  dissolution  until  the  decision  is  rendered  on  the 
rehearing.  Otherwise  the  appeals  will  be  taken  piecemeal,  although 
ordinarily  no  material  advance  can  be  made  in  the  interference  until 
all  the  motions  for  dissolution  have  been  finally  disposed  of  by  the 
Primary  Examiner. 
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In  the  present  case  while  O'Brien's  motion  is  not  set  for  rehearing 
the  decision  already  rendered  bj'  the  Primary  Examiner  on  his  mo- 
tion may  be  affected  by  the  final  decision  of  the  said  Examiner  on 
the  other  motions.  Furthermore,  Miller  has  also  alleged  in  his 
motion  to  dissolve  irregularity  in  the  declaration  of  the  interference, 
and  it  is  possible  an  appeal  may  be  taken  to  the  Commissioner  from 
the  Examiner's  decision  on  this  ground  of  Miller's  motion.  Obvi- 
ously the  appeals  on  this  ground  should  be  considered  together, 
and  not  piecemeal.  Again,  in  case  the  Primary  Examiner  on  the 
rehearing  should  entirely  dissolve  the  interference  the  question  ap- 
pealed would  become  a  moot  question.  Under  the  practice  an- 
nounced in  Story  v.  Criswell^  (C.  D.,  1902,  262;  100  O.  G.,  683,) 
Fickinger  and  Blake  v.  Hulett  (C.  D.,  1904,  360;  111  O.  G.,  2492,) 
and  Newell  v.  Hubbard  (C.  D.,  1905, 128;  115  O.  G.,  1847)  an  appeal 
on  the  question  of  irregularity  in  the  declaration  of  the  interference 
will  not  bo  entertained  and  determined  unless  a  decision  dissolving 
the  interference  is  reversed  on  appeal. 

For  the  reason  stated  above  action  on  this  appeal  is  suspended 
until  the  question  of  dissolution  of  the  interference  on  grounds  re- 
lating to  the  merits  is  determined.  In  case  the  Examiners-in-Chief 
should  sustain  a  decision  of  the  Primary  Examiner  dissolving  the  in- 
terference and  an  appeal  be  taken  to  this  tribunal  both  appeals  on 
the  question  of  dissolution  will  be  considered  at  the  same  time. 


In   rr  Commercial  Mica  Company. 

Dcvidvd  March  30,  1907, 

(120  O.  O.,  47T>.) 

1.  Copies  of  Abandoned  Appucation — Appijoation  Referred  to  in  Patent. 

A  roferenoe  in  n  imtent  to  au  application  l»  not  sufllcient  to  justiCsr 
allowing  copies  of  tlie  application  to  be  made  where  the  reference  is  not  of 
sucli  a  nature  as  to  indicate  that  it  was  reiied  on  for  any  purpose  in  tiie 
pro(»tHHlinjr  eventuating  in  the  i^atent. 

2.  Same — Same — C^ektificate  of  Court. 

Petition  to  have  such  copies  made  denied  in  the  absence  of  a  certificate  of 
the  ci>urt  Iwfore  wliom  the  suit  is  ])ending. 

3.  Same— Same — Notice  to  Applicant  or  Assignee. 

Where  an  application  lias  been  abandone<1  a  long  time,  notice  of  the  peti- 
tion to  iusiHvt  should  be  given  to  the  owner  of  the  invention,  whether 
applicant  or  assignee. 

Mr.  Walter  Groesbeck  for  the  Commercial  Mica  Company. 
Mr.  E.  P.  Thompson  for  Dyer. 

Moore,  Acting  Commissioner: 

This  is  a  petition  by  the  Commercial  Mica  Company  for  permis- 
sion to  ins(>ect  and  be  furnisheil  with  copies  of  the  abandoned  appli- 
cation Serial  No.  435^17  of  Arthur  H.  S.  Dver. 
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The  petition  is  denied  for  the  following  reasons. 

First.  The  reference  by  Dyer  in  his  Patent  No.  483,646  to  his  ap- 
plication is  not  of  such  a  nature  as  to  indicate  that  it  was  relied 
upon  for  any  purpose  in  the  proceeding  eventuating  in  the  patent  or 
to  indicate  a  waiver  by  Dyer  of  his  right  of  secrecy  concerning  said 
application. 

Second.  The  petition  is  not  accompanied,  as  required  in  such 
cases,  by  the  certificate  of  the  court  before  whom  suit  is  pending. 
{Ex  parte  Heard^  C.  D.,  1905,  66;  114  O.  G.,  2381;  ex  parte  Brown^ 
C.  D.,  1906,  75;  115  O.  G.,  248.) 

Third.  No  service  was  made  upon  the  assignee  of  the  abandoned 
application.  Where  the  application  has  been  abandoned  for  a  long 
time,  service  upon  the  attorney  of  record  is  not  deemed  sufficient. 
It  does  not  appear  that  said  attorney  is  at  present  in  any  way  con- 
nected with  the  assignee  or  that  the  notice  to  the  attorney  ever 
reached  the  assignee.  In  a  case  of  this  kind  it  is  thought  that  service 
should  be  made  upon  the  owner  of  the  invention,  whether  applicant 
or  assignee,  for  the  same  reason  that  Rule  103  requires  in  case  of  a 
patent  notices  of  interference  to  be  forwarded  to  the  patentee  and 
assignee,  as  well  as  to  the  attorney  of  record.  Whether  the  owner 
of  the  invention  of  the  abandoned  application  enters  objection  is  a 
material  factor  in  considering  the  petition. 

The  petition  is  denied  without  prejudice. 


BoMHARD  V.  The  United  States  Graphite  Company. 

Decided  April  .9,  1901, 

(129  O.  G.,  471).) 

1.  Trade-Marks — OpPosmoN — Hearinus — Motion  to  Postpone. 

A  bearing  will  not  be  postixonert  bt^eause  bearings  before  two  tribunals 
of  the  Oflice  were  set  for  the  same  hour.  The  hearinjj  before  one  tribunal 
can  be  easily  arranged  to  foliow  the  termination  of  the  hearing  before  the 
other. 

2.  Same — Same — Issuing  Ordeb  to  Show  Cause — Practice. 

Order  to  show  cause  properly  issued  wltliout  setting  the  case  down  for 
a  hearing. 

3.  Same — Same — Same — Bi<tused  to  Extend  Time  fob. 

A  decision  of  the  Examiner  of  Interferences  denying  a  motion  to  extend 
time  to  show  cause  will  not  be  reversed  in  the  absence  of  a  clear  showing 
of  abuse  of  discretion. 

Appeal  on  Motion. 
On  I^etition. 
On  Motion. 
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TRADE-MABK   FOB  STOVE-POLISH. 

Mr.  George  W.  Colles  for  Bomhard. 

Mr.  George  B.  WUlcox  for  The  United  States  Graphite  Company. 

Moore,  Assistant  Commissioner: 

This  case  comes  before  me  upon  an  appeal  by  Bomhard  from  the 
decision  of  the  Examiner  of  Interferences  denying  his  motion  for  an 
extension  of  time  in  which  to  show  cause  why  his  opposition  should 
not  be  dismissed ;  upon  a  petition  by  Bomhard  to  set  aside  the  deci- 
sion of  the  Examiner  of  Interferences  dismissing  the  opposition  and 
to  reinstate  the  opposition  proceedings;  also,  on  a  motion  by  Bom- 
hard to  postpone  the  hearings  on  the  above  matters. 

Considering,  first,  the  motion  to  postpone  the  hearings  before  the 
Commissioner,  all  of  the  above  matters  were  set  down  for  hearing 
on  March  28,  1907,  at  ten  a.  m.  In  support  of  his  motion  Bomhard 
states  that  a  motion  before  the  Examiner  of  Interferences  was  also 
set  for  hearing  on  the  same  day  and  at  the  same  hour,  that  hearings 
before  two  different  tribunals  could  not  be  heard  at  the  same  time, 
and  that  the  notice  setting  the  hearings  is  therefore  irregular  and 
void.  This  showing  is  entirely  inadequate  as  a  basis  for  granting 
the  motion.  Where  a  hearing  is  set  for  a  certain  hour,  it  merely 
means  that  the  matter  will  be  heard  at  that  time  or  as  soon  thereafter 
as  it  may  be  reached  on  the  docket.  It  is  not  an  uncommon  practice 
in  this  Office  for  matters  to  be  set  for  hearings  before  various  tri- 
bunals at  the  same  time.  Many  attorneys  from  a  distance  desire  such 
an  arrangenient  so  that  several  matters  may  be  disposed  of  on  the 
same  trip.  In  such  a  case  it  is  easily  arranged  to  have  the  hearing 
before  one  tribunal  follow  the  termination  of  the  hearing  before 
another  tribunal. 

Bomhard  has  made  no  showing  of  circumstances  which  rendered 
it  impossible  for  him  to  attend  the  hearing  at  the  time  fixed  or  to 
prepare  his  case  properly  for  hearing  at  that  time.  Bombard's 
opponent  found  the  time  ample  for  him  to  be  represented  at  the 
hearing  and  to  file  a  brief.    This  motion  is  denied. 

Bomhard  contends  that  the  action  of  the  Examiner  of  Interfer- 
ences in  issuing  the  order  to  show  cause  why  the  opposition  should 
not  be  dismissed  upon  the  ex  parte  request  of  the  applicant  for  regis- 
tration and  without  any  formal  motion  or  opportunity  for  him  to  be 
heard  was  irregular.  This  contention  is  without  merit.  The  order 
of  the  Examiner  of  Interferences  of  August  10,  1906,  merely  sus- 
pended proceedings  in  the  opposition  cause  until  the  final  determina- 
tion of  the  pending  interference  Xo.  26,208  between  the  same  parties. 
Said  interference  having  been  finally  disposed  of  by  the  decision  of 
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the  Commissioiier  on  January  10, 1907,  it  was  the  duty  of  the  Exam- 
iner of  Interferences  to  take  up  the  opposition  proceedings  again 
without  waiting  for  the  parties  to  bring  the  matter  to  his  attention. 
The  practice  concerning  an  order  to  show  cause  is  indicated  in 
the  Commissioner's  decision  in  McHarg  v.  Schmidt  and  Mayland^ 
(C.  D.,  1903,  378;  lOB  O.  G.,  1780,)  which  states: 

If  there  were  good  reasons  why '  judgment  should  not  have  been  rendered 
against  McHarg  on  the  question  of  priority  under  Rule  119,  he  should  have 
broQgbt  them  forward  in  answer  to  the  order  to  show  cause.  If  he  was  dis- 
sattefied  with  the  judgment  which  was  rendered,  his  remedy  was  by  an  appeal 
from  the  judgment.  He  cannot  have  that  judgment  reviewed  on  appeal  from 
the  order  to  show  cause. 

No  error  is  found  in  this  action  of  the  Examiner  of  Interferences, 
and  the  petition  is  therefore  denied. 

It  remains  to  consider  Bomhard's  appeal  from  the  decision  of  the 
Examiner  of  Interferences  denying  his  motion  for  an  extension  of 
time  in  which  to  show  cause  why  his  opposition  should  not  be  dis- 
missed. Appellant  contends  that  the  Examiner  erred  in  setting  an 
unreasonably  short  time  in  which  to  make  said  showing.  Although 
the  order  to  show  cause  was  issued  on  February  1, 1907,  appellant  has 
not  as  yet  filed  his  showing.  His  failure  to  take  action  within  the 
time  set  appears  to  have  been  merely  a  matter  of  business  convenience. 

I  find  no  abuse  of  discretion  on  the  part  of  the  Examiner  of  Inter- 
ferences in  refusing  the  extension  of  time. 

The  decision  of  the  Examiner  of  Interferences  refusing  an  exten- 
sion of  time  is  therefore  affirmed.  As  heretofore  stated,  Bomhard's 
motion  and  petition  are  denied. 


Pym  v.  Hadaway. 

Decided  May  ii,  IdOl. 

(129  O.  G.,  480.) 

iHTlBrKBENCE — RlQHT    TO    MaKE    CLAIM — ^TESTIMONY    I'NDEB    RULE    130 — PBIMA 

Facie  Showing  op  Aoobkuation — Expert  Affidavits  Not  Accepted. 
Where  motion  l8  made  for  leave  to  tnke  testimony  under  the  provisions 
of  Rule  190  to  establlRh  that  the  claim  as  applied  to  one  i>arty's  structure  is 
a  true  combination,  while  as  applied  to  the  other  party's  stru(?ture  is 
merely  for  an  agi^egation,  affidavits  in  support  of  such  motion  which  con- 
sist wholly  of  the  opinion  of  expert  patent  lawyers  as  to  the  legal  effect 
of  the  claims  will  not  be  received. 

Appeal  on  Motion. 
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TACK-PULLER  AND   NAIL-DBIVEB. 

Messrs.  Parker  c(f  Burton  and  Mr.  George  H.  Maxwell  for  Pym. 
Mr.  Benjamin  Phillips  and  Messrs.  Phillips^  Van  Everen  <&  Fish 
for  Hadaway. 

M(K)KE,  Act  in  (J  C  o'tumission^er : 

This  is  an  appeal  from  the  decisiop  of  the  tJxaminer  of  Interfer- 
ences denying  a  motion  by  Pym  to  set  aside  his  decision  of  priority 
rendered  under  the  provision  of  Rule  114  and  to  issue  an  order  set- 
ting times  for  Pym  to  take  testimony  relative  to  Hadaway's  right  to 
make  the  claims  an  issue.  He  desires  to  prove  a  certain  commonly- 
used  hand  method  of  removing  lasting-tacks  and  driving  stay-tacks 
and  also  to  establish  by  expert  testimony  that  in  view  of  this  hand 
method  the  mechanism  shown  in  Hadaway's  application  is  in  fact 
and  in  law  an  aggi*egation  of  old  devices  so  far  as  the  issue  of  this 
interference  is  concerned. 

The  motion  is  supported  by  certain  affidavits  of  Clark,  Arnold, 
Everson,  and  Cushman,  which  the  Examiner  of  Interferences  found 
toJbe  insufficient  to  establish  a  prima  jaciv  case  which  would  warrant 
the  issuance  of  an  order  for  the  taking  of  testimony  to  show  that  the 
Hadaway  application  discloses  only  an  aggregJition  of  elements  or 
devices. 

In  a  decision  of  the  Commissioner  in  tliis  case  rendered  September 
18,  1906,  it  is  said  that— 

In  the  cnsos  of  Jmvr\i  and  Cowhy  v.  tipoon  (C.  I).,  11X)6,  224;  122  O.  G.,  2087) 
and  Broicn  v.  Stroud  (C.  D.,  11K)6,  22G;  122  O.  G.,  2688)  it  was  decided  that 
where  a  i)arty  makes  a  reasonable  showing;  before  the  Examiner  of  Interfer- 
ences of  inof)erativeness  of  liis  opponent's  device  and  tluit  sliowing  does  not 
extend  to  his  own  structure  he  may  be  permitted  to  talce  testimony,  provided 
that  the  proi)osed  testimony  is  of  a  character  to  justify  such  action.  No  reaison 
api)ears  for  making  any  distinction  between  a  case  where  a  imrty  alleges  that 
his  opi)onent's  device  is  inoperative  and  one  where  it  is  contended  that  the  oppo- 
nent has  no  right  to  make  the  claim  in  issue. 

The  Commissioner,  however,  held  that  such  testimony  should  be 
permitted  only  under  the  provisions  of  Rule  130  after  a  moticm  for 
dissolution  based  upon  this  ground  had  been  prosecuted  before  the 
Primary  Kxaminor.  The  record  shows  that  such  a  motion  by  Pym 
was  duly  considered  by  the  Primary  Examiner,  who  held — 

that  Hadaway  discloses  a  machine  in  which  the  elements  combined  in  the  sense 
of  a  iMitentable  combination  to  the  accomplishment  of  a  step  in  tlie  manufac- 
ture of  sho(»s  never  performed  by  a  machine  prior  to  the  dates  of  the  applica- 
tions of  Pym  and  Hadaway  in  this  interference,  so  far  as  this  record  shows. 

The  question  presented  upon  this  appeal  is  whether  there  is  a  suffi- 
cient showing  i)rosented  in  support  of  the  motion  to  warrant  the  tak- 
ing of  testimorn'  to  establish  facts  which  would  justify  a  contrary 
conclusion  to  that  expressed  by  the  Examiner.    The  affidavits  of 
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Clark,  Arnold,  and  Everson  relate  mei-ely  to  the  use  of  a  hand-tool 
for  withdrawing  lasting-tacks  and  driving  stay-tacks  where  neces- 
sary, which  has  been  employed  for  many  years. 

The  only  apparent  bearing  that  testimony  concerning  this  alleged 
fact  may  have  upon  the  issue  is  to  show  that  the  operations  of  pulling 
the  lasting-tacks  and  driving  the  stay-tacks  are  separate  operations, 
and  it  would  seem  that  any  objection  of  this  character  which  would 
operate  against  Hadaway's  claims  would  apply  with  equal  force  to 
the  same  claims  of  Pym's  application. 

The  affidavit  of  the  expert  Cushman  sets  forth  no  facts  which  do 
not  appear  upon  the  face  of  the  applications  of  the  opposing  parties. 
It  is  mainly  a  statement  of  reasons  why  in  the  opinion  of  the  affiant 
Hadaway^s  claims  cover  aggregations  of  old  devices  and  not  true 
combinations.  Whether  a  (^laim  covers  an  aggregation  or  a  combina- 
tion of  elements  is  a  question  of  law  which  the  tribunals  of  this  Office 
are  specially  qualified  to  determine.  The  Office  cannot  delegate  the 
interpretation  of  the  legal  character  of  the  claims  of  an  application 
to  experts  employed  by  the  opposing  parties.  It  is  believed  that 
testimony  consisting  wholly  of  the  opinion  of  expert  patent  lawyers 
as  to  the  legal  effect  of  claims  should  not  be  received.  The  purpose 
of  allowing  a  party  to  present  testimony  in  support  of  his  denial  of 
his  opponent's  right  to  make  the  claims  in  issue  is  solely  to  permit  the 
presentation  of  facts  bearing  upon  this  question  which  are  not  acces- 
sible to  the  officials  of  this  Office.  The  determination  of  the  legal 
bearing  of  such  facts  rests  upon  the  officials  of  this  Office. 

I  do  not  find  in  the  affidavits  in  support  of  Pym's  invention  any 
prima  facie  showing  of  facts  adverse  to  the  right  of  Hadaway  to 
make  the  claims  in  issue  and  not  applicable  to  tlie  claims  made  by 
Pym  which  would-  warrant  the  production  of  testimony  upon  this 
question. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  Walker. 

Decided  May  18,  1907. 

(129  O.  (i.,  481.) 

Pinal  Rejection — Pbematube. 

In  reiqwDHe  to  an  action  by  an  applicant  canceling  two  rejected  claims 
and  substituting  claims  therefor,  accompanied  by  an  argument  setting  forth 
how  the  substitute  claims  distinguished  from  the  references,  the  Examiner 
rejected  the  substitute  claims,  stating  that  ''  there  is  no  invention  in  appli- 
cant's device  over  the  art  cited."  Thereupon  the  applicant  asked  for  an 
expianation  of  the  grounds  of  rejection,  distinctly  stating  that  he  was  not 
asking  for  a  reconsideration,  in  response  to  which  the  ESxamlner  explained 
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the  references  and  finally  rejected  the  claims.  Held  that  the  final  rejection 
was  premature.  While  the  Examiner  contended  that  the  substitne  claims 
were  substantially  the  same  as  previous  claims  with  respect  to  which  the 
references  had  been  explained,  the  Examiner  did  not  finally  reject  the  claims 
on  the  first  action  nor  did  he  refuse  the  request  for  explanation  on  the 
ground  that  the  pertinency  of  the  references  had  been  preiriously  explained. 

On  Petition. 

COMBINATION  OFFICE  APPLIANCE. 

Mr.  David  N.  Harper  and  Mr.  George  E.  Kirk  for  the  applicant. 

Moore,  Acting  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  that  the  final  re- 
jection of  April  16, 1907,  was  premature  and  that  the  amendment  of 
April  22,  1907,  should  be  entered  and  considered  on  its  merits. 

On  April  1, 1907,  applicant  canceled  the  rejected  claims,  presented 
two  substitute  claims,  and  pointed  out  wherein  he  regarded  these 
claims  as  avoiding  the  references.  In  his  action  on  this  amendment 
the  Examiner  rejected  the  claims  on  the  reference  of  record  and 
stated  that — 

In  the  opinion  of  the  examiner  there  is  no  invention  in  applicants  device  over 
the  art  cited. 

In  response  to  this  action  applicant  requested  the  Examiner  to 
point  out  the  pertinency  of  the  reference  and  explain  the  ground  of 
rejection,  and  he  expressly  stated  that  his  letter  was  not  a  request  for 
reconsideration.  He  referred  to  his  argument  filed  with  the  claims 
in  his  former  action  setting  forth  the  alleged  novelty  over  the  refer- 
ence. In  reply  the  Examiner  explained  the  pertinency  of  the  ref- 
erence and  finally  rejected  the  claims.  Applicant  claims  that  the 
final  rejection  was  premature  and  filed  an  amendment,  which  the 
Examiner  refused  to  enter. 

The  Examiner  contends  that  the  substitute  claims  are  substantially 
the  same  as  the  former  claims  with  respect  to  which  the  pertinency 
of  the  reference  had  been  explained ;  but  it  is  noted  that  he  did  not 
finally  reject  the  new  claims  in  the  first  action  thereon.  In  his  action 
of  April  16,  1907,  the  Examiner  did  not  refuse  the  request  on  the 
ground  that  the  pertinency  of  the  reference  had  been  explained ;  but 
by  coupling  his  explanation  with  a  final  rejection  he  rendered  the 
information  of  no  avail  to  the  applicant  except  through  petition. 
The  letter  of  the  applicant  is  of  the  character  referred  to  in  ex  parte 
WatJiwright,  (C.  D.,  1906,  495 ;  125  O.  G.,  2047,)  ex  parte  Fowler,  Jr., 
{ante,  88;  127  O.  G.,  1578,)  and  ex  parte  Lincoln,  {ante,  117;  127 
O.  G.,  3216,)  rather  than  that  mentioned  in  the  case  of  ex  parte  Almy 
(C.  D.,  1905,  125;  115  O.  G.,  1584,)  cited  by  the  Examiner,  and  the 
Examiner  should  not  have  finally  rejected  the  claims  in  his  response 
thereto.    Applicant  is  prosecuting  the  case  with  great  diligence,  and 
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although  the  Examiner  has  stated  that  in  his  opinion  there  is  no 
novelty  in  the  device  it  is  possible  that  applicant  wishes  to  amend 
his  claims  in  order  to  distinguish  more  clearly  from  the  reference 
or  to  present  them  in  better  form  on  appeal. 

The  final  rejection  is  thought  to  have  been  premature,  and  the 
petition  is  accordingly  granted. 


In  RE  The  National  Railway  Materials  Company. 

Decided  May  23,  1907, 
(120  O.  G.,  481.) 

1.  INTEBFEBENCE — INTERVENTION  BY  EXCLUSIVE  LICENSEE. 

An  exclusive  licensee  of  an  Invention  will  not  be  permitted  to  intervene 
In  the  prosecution  of  nn  interference  so  long  as  tlie  interference  is  being 
prosecuted  in  good  faith  by  his  licensor. 

2.  Same — Same — ^Access  to  Records. 

Where  it  appears  that  the  inventor  has  entered  the  employment  of  a 
company  which  is  the  assignee  of  his  opponent  in  an  Interference  proceed- 
ing, the  exclusive  licensee  of  said  inventor  will,  u\)on  request,  be  furnished 
with  copies  of  all  notices  in  the  interference  and  papers  accompanying  the 
ftame.  Including  the  preliminary  statements,  when  approved,  and  the 
notices  for  talcing  testimony,  and  will  also  be  permitted  to  be  present  at 
all  proceedings  in  the  interference. 

On  Petition. 

Messrs.  Chamberlin  d*  Wilkinson  for  Smith. 

Mr.  Russell  M.  Everett  and  Messrs.  Bacon  rf*  Milans  for  Allen. 

Messrs.  Davis  A*  Daris  for  the  petitioner. 

Moore,  Acting  Commissioner: 

This  is  a  petition  by  The  National  Railway  Materials  Company  for 
leave  to  intervene  and  contest  the  interference  Smith  ^\  Allen  in 
behalf  of  John  H.  Allen's  application. 

It  appears  from  an  affidavit  by  Hall,  the  president  of  The  National 
Railway  Materials  Company,  that  Allen  gave  to  this  company  an 
exclusive  license  to  manufacture  and  sell  railway  offset  joints  in  ac- 
cordance with  the  invention  set  forth  in  his  application  involved 
in  this  interference.  A  paper  purporting  to  be  a  copy  of  the 
license  accompanies  the  petition^and  its  authenticity  is  not  denied  by 
Allen.     By  the  terms  of  this  agreement  the  licensee  is  empowered — 

♦  ♦  ♦  to  the  exclusion  of  aU  others  to  manufacture  and  sell  within  the 
United  States  railway  joints  embodying  the  said  invention  of  the  party  of  the 
flmt  part  (Allen)  and  to  receive  all  the  profits  and  advantages  of  such  manu- 
fkctnre  and  sale,  as  hereinafter  iiamcKl  to  the  end  of  the  term  of  the  patent  for 
which  Letters  Patent  will  be  granted. 

90697— H.  Doc.  470, 60-1 13 
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The  license  also  contains  the  following  provision : 

V.  It  is  understood  and  Agreed  between  the  parties  hereto  that  the  party  of 
the  first  part  is  to  thoroughly  protect  i>arty  of  the  second  part  in  all  rights  to 
the  iMitent  herein  mentioned  against  any  action  in  law  or  interference  on  the 
iwrt  of  others  by  giving  testimony  favorable  to  the  party  of  the  second  part  and 
such  assistance  as  the  case  may  require. 

It  appeal's  that  because  of  a  default  in  payment  of  certain  royal- 
ties Allen  has  notified  his  licensee  that  this  license  stands  revoked. 
The  Office  cannot  undertal^e  to  determine  the  rights  of  parties  under 
their  contracts,  and  inasmuch  as  the  mere  non-payment  of  royalties 
when  due  is  insufficient  in  the  absence  of  an  express  agreement  to 
cause  the  annulment  of  the  license  {Xew  Yo7*k  Phonograph  Co.  v. 
Kdison  et  al.^  136  Fed.  Rep.,  600;  Waffnei*  Typewriter  Co.  wWatkin^^ 
84  Fed.  Rep.,  62;  Consolidated  Middlings  Ptrrifier  Co.  v.  Wolf  et  al.j 
C.  D.,  1886,  461;  37  O.  G.,  567;  28  Fed.  Rep.,  814)  the  validity  of 
this  license,  the  terms  of  which  are  not  denied,  will  not  now  be 
questioned. 

It  is  alleged  that  since  granting  this  license  Allen  has  become  an 
employee  of  the  Quincy  Manchester  Sargent  Company,  a  competitor 
of  the  petitioner  company,  which  also  employs  the  opposing  party, 
Smith,  and  it  is  stated  that  in  the  affiant's  belief  this  interference  pro- 
ceeding has  been  resorted  to  by  Allen  and  Smith  in  an  effort  to  de- 
prive Allen's  licensee  of  its  rights  imder  the  agreement  with  Allen, 
above  referred  to. 

Hall  further  avers  that  Allen,  under  the  coercion  of  his  employer, 
the  Quincy  Manchester  Sargent  Company,  has  declined  to  permit  his 
licensee,  The  National  Railway  Materials  Company,  to  prosecute  this 
interference  or  to  be  repretrented  therein  by  counsel. 

It  has  been  the  uniform  practice  of  this  OflSce  to  decline  to  pennit 
any  perscm  other  than  the  assignee  of  the  entire  interest  of  an  inven- 
tion to  prosecute  an  application  or  an  interference  to  the  exclusion  of 
the  applicant,  (Reiner  v.  Macphaih  C.  D.,  1800,  106;  80  O.  G.,  521; 
e.v  parte  McTanunant/,  C.  I).,  1900,  168;  03  O.  G.,  751;  ex  parte  Sand- 
stronu  C.  D.,  1004,  486:  113  O.  G..  8:)0:  ex  parte  Ilertford,  C.  D., 
1004,  487;  113  O.  G.,  851 ;)  but  the  equitable  assignees  have  been  per- 
mitted to  inspect  and  to  obtain  copies  of  the  applications  of  their 
assignors.  There  appears  to  l^  no  reason  for  departing  from  this 
practice  in  the  present  instance.  The  records  show  that  preliminary 
statements  have  been  filed  by  both  parties  within  the  period  allowed 
by  this  Oflice,  and  the  proceedings  have,  to  the  present  time,  pro- 
gi-essed  in  a  regular  nuinner.  I  am  of  the  opinion,  therefore,  that 
under  the  circumstances  of  this  case  The  National  Railway  Materials 
Company  should  not  Ik?  i)ermitted  to  intervene  in  the  prosecution  of 
the  interference,  but  that  it  is  entitled  to  be  kept  fully  informed  of 
the  status  of  the  interference.    In  the  case  of  Rehier  v.  Macphail^ 
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9upra^  the  equitable  owner  of  an  application  was  permitted  access  to 
the  records  of  the  interference  where  the  assignor  had  refused  to 
defend  the  interference.  The  reasons  for  permitting  Allen's  licensee 
to  be  kept  fully  informed  of  the  status  of  the  present  interference 
appears  to  be  equally  well  founded. 

This  petition  is  opposed  by  Allen  upon  the  ground  that  a  licensee 
is  not  an  equitable  owner  of  the  application  and  is  therefore  not  en- 
titled to  be  heard.  While  a  licensee  is  not  permitted  to  prosecute  a 
suit  in  equity  in  his  own  name  against  a  third  party  for  infringement, 
it  is  well  settled  that  a  licensee  of  an  exclusive  right  may  join  the 
patentee  as  a  co-complainant  whether  the  patentee  is  willing  or  un- 
willing. (Birdsell  v.  Shaliol,  C.  D.,  1S85,  126;  30  O.  G.,  261;  112 
U.  S.,  485;  Littleikld  v.  Perry,  7  O.  G.,  964;  21  Wall.,  205;  Paper 
Bag  Machine  Cases,  C.  D.  1882,  197;  21  O.  G.,  1275;  105  U.  S.,  766; 
Brush  Electric  Company  v.  California  Electric  Light  Company,  52 
Fed.  Rep.,  945 ;  Excelsior  Wooden  Pipe  Company  v.  City  of  Seattle, 
117  Fed.  Rep.,  140.)  It  is  therefore  believed  that  a  licensee  having  an 
exclusive  right  has  such  an  equitable  interest  in  the  application  of  his 
licensor  as  entitles  him  to  knowledge  of  the  steps  taken  in  the  prose- 
cution of  an  interference,  especially  where  it  appears  that  the  licensor 
by  reason  of  his  position  is  likely  not  to  make  a  bona  fide  contest  of 
the  interference. 

In  view  of  the  facts  stated  it  is  directed  that  the  attorneys  for  The 
National  Railway  Materials  Company  be  furnished,  upon  their  re- 
quest, copies  of  all  notices  in  the  interference  and  papers  accompany- 
ing the  same,  including  the  preliminary  statements,  when  approved, 
and  the  notices  for  taking  testimony,  and  that  they  be  permitted  to 
be  present  at  all  proceedings  in  the  interference.  If  in  the  future 
conduct  of  the  interference  any  evidence  of  collusion  shall  appear, 
leave  is  given  to  renew  this  petition. 

In  view  of  the  fact  that  Allen  has  already  filed  his  preliminary 
btatement  the  petitioner's  request  that  the  times  for  filing  preliminarj' 
statements  be  extended  thirty  days  is  denied. 

The  petition  is  granted  to  the  extent  indicated. 


Ex    PARTE    FlXDYD. 

APPLICATION    FOR   PATENT. 

Decided  June  8,  1901. 

(129  O.  Gm  482.) 

JuBisDicnoif  OF  E^xaminers-in-Chief. 

Cases  are  considered  to  be  "  |)eiiding  before "  the  Exaniiners-in-Chief 
for  the  purpose  of  entertaining  a  motion  for  rehearing  (Rnle  142)  until  the 
expiration  of  the  statutory  period  or  si>ecified  limit  of  appeal  or  unfll  such 
appeal  sball  have  been  taken* 

Ox  Bbqcibt. 
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SPBING-PLANK   SEAT  FOB  CAB-TRUCKS. 

Messrs.  O-fjUeld^  Towle  cfe  Linthicum  for  the  applicant. 

Billings,  Assistant  Commissioner: 

This  is  a  request  by  the  Board  of  Examiners-in-Chief  that  jurisdic- 
tion of  this  case  be  restored  to  them  for  the  purpose  of  including  in  a 
recommendation  heretofore  made  a  certain  proposed  claim. 

This  request  is  approved. 

Hereafter  cases  will  be  considered  to  be  "  pending  before  "  the  Ex- 
aminers-in-Chief for  the  purpose  of  entertaining  a  motion  for  rehear- 
ing (Rule  142)  until  the  expiration  of  the  statutory  or  specified  limit 
of  appeal  or  until  such  appeal  shall  have  been  taken. 


The     PtiRFECT     Safety    Paper     Company  v.  George     La  Monte 

&  Son. 

Decided  May  24,  1901. 

(129  O.  G.,  869.) 

Tkade-Mabks — Opposition — Qualified   Withdrawal  of  Application   Not   Ac- 

CKPTED. 

Whon»  in  an  opix)sition  proceeding  the  appHcant  for  registration  files  a 
withdrawal  of  its  application  which  purports  to  merely  withdraw  or  aban- 
don the  present  api)Iication  and  does  not  abandon  its  claim  to  the  trade- 
mark involved  or  to  the  right  to  registratloii  of  the  mark,  it  will  not  be 
accepted.  The  applicant  will  not  be  i>ermitted  by  such  a  withdrawal  to 
oacaiw  judgment  in  an  opiwsition  i)roceeding  and  at  the  same  time  reserve 
the  determination  of  the  questions  hivolved  for  whatsoever  time  It  may  feel 
inclined  t(i  raise  the  same 

Appeal  on  AFotion. 

TRADE-MARK    FOR    WRITING    AND   PRINTING   PAPEB. 

Meftfivs.  Di/rcn forth.  D f/ re n forth,  Lee  d'   Wiles  for  The  Perfect 
Safety  Paper  Co. 
Messrs,  Kenyon  cf*  Kenyon  for  George  La  Monte  &  Son. 

Moore,  .  1  rthtg  Com m  tsslojier : 

This  is  an  appeal  by  the  applicants  from  the  decision  of  the  Exam- 
iner of  Interferences  sustaining  the  opposition. 

The  decision  of  the  Examiner  of  Interferences  sets  forth  the  facts 
of  the  case  as  follows: 

This  is  a  motion  by  Ooor^e  T^  Monte  &  Son  that  the  above-entitled  cause  be 
dismissed,  for  the  reason  that  the  applieant  Georpe  I^  Monte  &  Son,  has  filed 
-    formal    notice   t»f   withdrawal    or   abandonment    of   the  application    herein 
Ived.    In  the  letter  of  abandonment  of  the  application  the  following  state- 
appears: 
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**The  applicant  states,  however,  that  it  merely  withdraws  or  abaudoiis  the 
present  application,  and  does  not  abandon  its  claim  to  the  said  trade-mark  here 
Involved,  or  to  the  right  of  registration  of  said  mark." 

The  opposer  objects  to  any  action  taken  in  this  case  which  would  preclude  its 
opposition  from  taking  effect,  should  renewed  application  be  made  for  registra- 
tloQ  of  the  mark  nnder  the  general  provisions  of  the  law,  either  by  amendment 
of  the  present  application  or  by  the  filing  of  a  new  application. 

It  is  believed  that  the  facts  set  forth  justify  the  action  taken.  Any 
other  course  would  permit  any  applicant  in  an  opposition  proceeding 
to  escape  judgment  in  due  course  and  at  the  same  time  reserve  the 
determination  of  the  questions  involved  for  whatsoever  time  he  may 
feel  inclined  to  raise  the  same.  There  seems  to  be  no  good  reason  why 
such  a  course  should  be  permitted. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Becker  ?♦.  Otis, 
patent  interference. 

Decided  June  lU  1907. 
(129  O.  G.,  1267.) 

EWCE — Motion  to  TBAifsifir  Motion  to  Amend — Delay. 
Where  the  Primary  Examiner  refused  to  dissolve  an  interference  on  the 
groand  that  the  senior  party  tiad  no  right  to  make  the  claims,  but  the  Ex- 
aminer of  Interferences  under  Rule  130  decided  that  he  had  no  right  to  make 
the  claims.  Held  that  this  state  of  facts  was  sufficient  to  excuse  delay  in 
bringing  a  motion  to  amend  the  'issue  uuder  the  practice  announced  in 
Churchward  v.  Douglatt  v.  Cutler,  (O.  D.,  1903,  389;  106  O.  G.,  2016,)  es- 
pecially in  view  of  the  recent  decisions  of  the  court  of  ap|H*als  in  Hlackford 
r.WUder  {past,  491;  127  O.  G.,  1255)  and  HoHne  v.  Wende  (post,  015;  129 
O.  G.,  2858.) 

Appeal  on  Motion. 

DUlfP-CAB. 

Mr.  Henry  A.  Seymonr  for  Becker. 

J/r.  Thomas  F,  Sheridan  for  Otis.  {Mr.  George  L.  WiJl'f'nson  and 
Afr.  Walter  A.  Scott  of  counsel.) 

Moore,  Commissioner: 

This  is  an  appeal  by  Otis  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  to  the  Primary  Examiner  a  motion 
to  add  certain  counts  to  the  issue  on  the  ground  that  no  showing  was 
made  why  the  claims  were  not  earlier  presented. 

The  record  shows  that  the  interference  was  declared  in  May,  1906. 
The  dates  set  up  in  Beckers  preliminary  statement  failed  to  over- 
oome  the  filing  date  of  the  Otis  application,  and  Becker  was  ordered 
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of  C.  D.  De  Koning  Tilly.  Subsequently  Tilly  filed  application  Serial 
No.  25,859,  which  was  added  to  the  interference.  The  mark  of  the 
Holland  Medicine  Company  consists  of  the  portrait  of  Claes  Tilly  in 
an  oval  frame,  under  which  is  the  name  "  Claes  Tilly  "  and  the  figures 
"  169C."  The  mark  of  the  earlier  application  of  Tilly  is  composite  in 
nature  and  shows,  among  other  features,  portraits  of  seven  indi- 
viduals, including  that  of  Claes  Tilly,  also  the  figures  "1696."  The 
later  application  of  Tilly  consists  merely  of  the  portrait  of  Claes 
Tilly  in  an  oval  frame.  The  motion  does  not  seek  to  dissolve  the 
interference  as  to  the  application  of  the  Holland  Medicine  Company 
and  the  later  application  of  Tilly. 

The  Examiner  of  Trade-Marks  held  that  the  marks  of  the  appli- 
cation of  the  Holland  Medicine  Company  and  the  earlier  application 
of  Tilly  so  closely  resemble  each  other  by  reason  of  the  common 
features  of  the  Claes  Tilly  portrait  and  the  figures  "  1696  "  as  to  be 
likely  to  cause  the  public  to  mistake  one  mark  for  the  other  and  to 
permit  the  goods  of  one  applicant  to  be  palmed  off  for  the  goods  of 
the  other. 

I  am  of  the  opinion  that  the  decision  of  the  Examiner  of  Trade- 
Marks  is  correct  and  that  the  prominence  of  the  portrait  and  the 
figures  "  1696,"  constituting  the  main  features  of  the  Holland  Medi- 
cine Company's  mark,  in  the  composite  mark  of  the  earlier  Tilly  ap- 
plication is  likely  to  cause  confusion  and  to  enable  the  goods  of  one 
concern  to  be  substituted  for  those  of  the  other.  The  question,  how- 
ever, is  not  free  from  doubt,  but  is  one  upon  which  the  testimony  in 
the  interference  may  throw  additional  light.  Moreover,  the  interfer- 
ence must  at  any  event  be  continued  as  to  the  application  of  the  Hol- 
land Medicine  Company  and  the  later  application  of  Tilly.  Should 
the  evidence  taken  in  the  interference  proceeding  establish,  in  the 
opinion  of  the  Examiner  of  Interferences,  the  fact  that  no  interfer- 
ence exists  or  that  there  has  been  irregularity  in  declaring  the  same, 
he  may  direct  attention  to  the  fact  under  Rule  48. 

The  decision  of  the  Eiranunev  of  Trade-Mark^  is  affirmed. 


Pkak  i\  Brush. 

PATKNT  INTERFERENCE. 
Decidrd  July  ;7,  1iW7, 
(129  O.  O.,  12as.) 
I  NTl-'.BFEBENCE — TESTI  M  ON  Y — PKI  NTI  NG. 

The  fact  that  only  oiu*  pjirty  has  taken  testimony  constitutes  no  sufficient 
reason  for  excusing  him  from  printing  the  same. 

On  Petition. 
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GUN. 

Mr.  J.  L.  Atkins  for  Peak. 

*Vr.  N.  8.  Wright  and  Mr.  G,  C.  Shoemaker  for  Brush. 

BiLXiNGS,  Assistant  Commissioner: 

This  is  a  petition  by  Peak,  the  junior  party  to  the  above-entitled 
interference,  that  he  be  excused  from  printing  his  testimony.  The 
grounds  of  the  petition  are  that  Peak  is  the  junior  party  by  less  than 
a  months  and  consequently  was  obliged  to  take  testimony.  The  senior 
party  took  no  testimony. 

Peak's  counsel  wishes  to  conduct  the  case  with  as  little  expense  as 
possible  to  his  client. 

The  rules  regarding  the  printing  of  testimony  are  clear  and  specific, 
and  in  the  interests  of  good  practice  they  must  be  enforced.  The  rules 
only  provide  for  excusing  a  party  from  printing  his  testimony  where 
that  party  makes  a  satisfactory  showing  of  poverty.  There  is  no 
such  allegation  in  this  case.  While  the  Office  would  like  to  take  any 
action  consistent  with  good  practice  to  relieve  applicants  from  ex- 
I^nse,  it  is  very  clear  that  to  make  an  exception  to  this  rule  would  be 
equivalent  to  abrogating  the  same.  It  is  essential  for  obvious  reasons 
that  parties  be  required  to  print  their  testimony  unless  they  are  in  fact 
too  poor  to  do  so. 

The  practice  of  the  Office  will  not  admit  of  the  grant  of  this  peti- 
tion.   //  is  therefore  denied. 


HORNE   V.  SOMERS  &  CoMPANY. 

Decidtd  Xoremhrr  21,  1906. 

(121)  (>.  O.,  1009.) 

1.  Trade-Marks — Interference — Practice. 

The  questiou  of  intorference  in  fact  will  not  bo  consldorod  u\Hm  an  ap- 
l»eal  oil  priority. 

2.  Same — Same — Use  of  Mark  in  Interstate  Commerce. 

(*ontinuons  uso  <»f  mark  in  interstate  <'oniinorce  not  necessary  to  entitle 
applicant  to  register  the  niarlt. 
:;.  Same — Same — Interference  Between  Applicant  and  Reoistrant. 

Tlie  fact  that  one  of  the  iMirtit^s  is  a  r(»f?istrant  iUk^s  not  necessarily  create 
a  Uir  to  tlie  other  |»arty*s  obtaininf?  registration. 

Api'eal  from  Examiner  of  Interferences. 

TRAOK-MARK    FOR  RYE   WHISKY. 

Mr.  Arthur  O.  Wallare  and  Messrs.  Mason,  Fenwick  t6  Lawrence 
for  Home. 
Mr.  R.  n.  McNeiU  and  Mr.  W.  E.  Nattrens  for  Somers  &  Co. 
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MoDRE,  Assistant  Commissioner: 

This  is  an  appeal  by  Somers  &  Company  from  the  decision  of  the 
Examiner  of  Interferences  awarding  priority  of  adoption  and  use  to 
Home  of  the  words  "  Poplar  Log  "  or  "  Old  Poplar  Log  "  as  a  trade- 
mark for  whislgr. 

The  Examiner  of  Interferences  in  awarding  priority  to  Home  held 
that  the  testimony  shows  that  Home  adopted  the  mark  in  issue  for 
wliisky  prior  to  1884,  the  earliest  date  of  adoption  alleged  by  Somei-s 
&  Company,  and  that  Home  has  used  it  continuously  from  the  date 
of  its  adoption  to  the  present  time  as  a  trade-mark  for  whisky. 

No  error  is  found  in  the  conclusions  of  the  Examiner  of  Inter- 
ferences. 

Somers  &  Company  contend  that  because  they  use  the  mark  on 
corn  whisky,  while  Home  uses  it  on  rye  whisky,  there  is  no  interfer- 
ence in  fact  If  Somers  &  Company  desired  to  raise  this  question, 
thoy  should  have  done  so  by  motion  to  dissolve  prior  to  the  taking 
of  testimony,  as  provided  in  Rule  49  of  the  rules  of  the  Patent  Office 
relating  to  trade-marks.  For  reasons  similar  to  those  stated  in 
Potter  v.  Mcintosh  (C.  D.,  1906,  183;  122  O.  G.,  1721)  and  Sohey  v. 
Holsdaw  (C.  D.,  1905,  523;  119  O.  G.,  1922)  this  question  will  not  be 
considered  upon  this  appeal  on  priority.  It  is  noted,  however,  that 
the  application  of  Somers  &  Company  is  for  the  use  of  the  mark  on 
whisky,  and  not  merely  on  com  whisky. 

Somers  &  Company  also  contend  that  Home  has  not  shown  the 
necessary  use  in  interstate  commerce  to  entitle  him  to  register  the 
mark.  Somers  &  Company,  however,  admit  (pp.  4  and  5  of  brief) 
that  Home  proved  specific  sales  of  whisky  bearing  the  mark  of  the 
issue  outside  of  the  State  of  Tennessee  by  Xewman,  Home's  agent, 
while  on  a  trip  to  New  York  City  in  1903.  Additional  sales  made 
outside  of  the  State  are  also  established  by  Home,  notably  to  Cain 
in  North  Carolina  and  to  George  of  Cartersville,  Ga.,  in  the  year 
1874. 

It  is  not  understood  that  the  statute  requires  that  the  use  in  inter- 
state eommeree  should  have  been  ccmtinuous  to  entitle  the  applicant 
to  register  the  mark.  In  the  case  of  Sleepy  Eye  Milling  Company  v. 
r.  F.  Klaia-e  Tva  and  Coflee  Co?npany  (C.  D.,  1898,  662;  85  O.  G., 
1905)  this  Office  held: 

The  only  other  \K)h\t  to  which  I  deem  it  neoefisary  to  refer  as  having  any 
heiirin;:  on  the  (|iiestlon  of  priority  is  the  ono  nrgeil  by  counsel  for  registrant — 
that  npplicaut  has  shown  no  nse  of  the  mark  in  commerce  witli  foreign  na- 
tions or  Indian  tribes.  Tlie  testimony.  h<>wever,  I  deem  sufficient  to  show  use 
in  foreijrn  eonnnene.  and  the  athdavit  fi^rming  a  imrt  of  the  application  has 
bit'n  aci'eptiHl  by  the  Otliee  as  a  compliance  with  the  requirement  of  the  law 
as  to  use  in  foreijai  commerce.  Tlie  time  when  the  mark  was  used  In  foreign 
connnerce  by  the  Sleepy  Kye  Milling;  Company  la  of  no  moment  so  long  as  that 
use  occurriHl  before  the  application  for  rcjjjistration  was  filed.    The  Sleepy  EJye 


DECISIONS  OF  THE  COMMTSSIONEI^  OF   PATENTS.  203 

MllliiU?  Company  having  a  valid  trade-mark  at  couinion  law  oaiiuot  Im»  de- 
prived of  it  by  the  fact  that  one  later  to  adopt  and  use  the  mark  in  Stsite  or 
interstate  commerce  was  earlier  to  U8e  it  in  foreign  commerce. 

This  decision  was  under  the  statute  of  1881,  but  is  applicable  to  the 
registration  of  trade-marks  used  in  interstate  commerce  which  the 
act  of  February  20,  1905,  includes,  together  with  trade-marks  used 
in  commerce  with  foreign  nations  and  witli  Indian  tribes,  as  entitled 
to  registration. 

The  fact  that  Home  is  an  applicant,  while  Somers  &  Company 
obtained  a  registration  of  the  mark  on  December  30,  1902,  does  not, 
as  contended  by  Somers  &  Company,  necessarily  create  a  bar  under 
section  5  of  the  Trade-Mark  Act  against  Home's  obtaining  a  regis- 
tration of  the  mark.  Section  7  of  the  act  provides  that  the  Commis- 
sioner-may declare  an  interference  in  such  cases  as  may — 
register  the  mark,  as  a  trade-mark,  for  the  person  first  to  adopt  ami  use  the 
mark. 

The  Examiner  of  Interferences  has  carefully  and  fairly  analyzed 
the  testimony  on  behalf  of  Home.  A  review  of  this  testimony  here 
is  unnecessary.  It  is  believed  to  establish  that  Home  adopted  the 
mark  prior  to  the  date  claimed  by  Somers  &  Com2)any,  that  his  use  of 
the  mark  has  been  continuous,  and  that  it  has  been  used  in  interstate 
commerce. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


De  FeRRANTI    V,  LlNDMARK. 
PATENT  INTERFERFNCK. 
DccUled  March  tiK  VJOl. 

(12!>  ().  c;t,  ir»io.> 

Application  Date — Foreign  Application — Section  4S87  of  the  Revised  Stat- 
utes Construed. 
T'nder  the  second  clause  of  section  4887  of  the  Revised  Statutes  as 
amended  March  3,  1903,  an  application  for  patent  in  the  T'nited  States  is 
not  entitled  to  the  date  of  an  application  filed  by  tlu»  applicant  in  a  for- 
eljni  c-onntry  prior  to  March  3,  1JM)3,  althoufjh  the  T'nitwl  States  applica- 
tion was  filed  after  this  date. 

Appeal  from  Examiners-in-Chief. 

steam -turbine. 

Messrs.  Spear^  Mi/Idhton,  Donaldson  d'  Spear  for  Do  Ferranti. 
J//'.  Park  Benjamin  and  Messrs.  Wilkinson  rf*  Fisher  for  Lindmark. 

Moore,  Assistant  Commissioner: 

This  is  an  appeal  by  De  Ferranti  from  the  decision  of  the  Exam- 
iners-in-Chief affirming  the  decision  of  the*  Examiner  of  Interferences 
awarding  priority  of  invention  to  Linchnark. 
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An  application  for  patent  for  au  invention  or  discovery  or  for  a  design  filed 
in  this  ooantry  by  any  person  who  lias  previously  regularly  filed  an  application 
f6r  a  patoit  for  the  same  invention,  discovery,  or  design  in  a  foreign  country 
which,  by  treaty,  convention,  or  law,  affords  similar  privileges  to  citizens  of  the 
United  States  shall  have  the  same  force  and  effect  as  the  same  application 
would  have  if  filed  in  this  country  on  the  date  on  which  the  application  for 
patent  for  the  same  invention,  discovery,  or  design  was  first  filed  in  such  foreign 
Goantry,  provided  the  application  in  this  country  is  filed  within  twelve  montlis 
in  cases  within  the  provisions  of  section  forty-eight  hundred  and  eighty-six  of 
the  Revised  Statutes,  and  within  four  months  in  cases  of  designs,  from  the 
earliest  date  on  which  any  such  foreign  application  was  filed.  But  no  patent 
shall  be  granted  on  an  application  for  patent  for  an  invention  or  discovery  or 
a  design  which  had  been  patented  or  described  in  a  printed  publication  in  this 
or  any  foreign  country  more  than  two  years  before  the  date  of  the  actual  filing 
of  the  application  in  this  country,  or  which  had  been  in  public  use  or  on  sale 
in  this  country  for  more  than  two  years  prior  to  such  filing. 

The  statute  does  not  state  in  express  terms  whether  it  is  retro- 
spective in  its  effect.  Unless  it  clearly  appears  to  have  been  the 
intention  of  the  enacting  body  that  the  statute  is  to  be  given  a  retro- 
active effect  it  is  a  well-settled  rule  that  the  law  is  not  to  be  construed 
retrospectively,  and  this  is  especially  true  where  such  a  construction 
wii]  affect  vested  rights.  The  Supremo  Court  of  the  United  States 
in  IJeong  v.  United  States  (112  U.  S.,  536,  659)  said  it  is  the  settled 
doctrine  of  this  Court  that— 

yfords  iu  a  statute  ought  not  to  have  a  retrospective  operation  unless  they  are 
^  clear  strong  and  imperative  that  no  other  meaning  can  be  annexed  to  them, 
or  unless   tti^  intention  of  the  legislature  cannot  be  otherwise  satisfied. 

The  present  Commissioner  of  Patents  in  the  cases  of  Stif  v. 
Galbraith  and  Brown  v.  Lindmark^  aupra^  held  that  the  act  of  March 
3  1903  Tvas  not  intended  to  have  and  did  not  have  a  retroactive  effect. 
In  the  former  decision  the  Commissioner  said : 

It  la  to  t>e  noted  that  the  second  clause  of  the  law  refers  only  to  the  filing 
fA  an*application  and  its  effect,  and  by  similar  reasoning  it  would  seem  that  it 
mvpUea  only  to  applications  filed  under  the  amended  law.    It  appears,  further- 
mot^  Wiat  to  apply  it  to  cases  filed  before  the  iwisstige  of  the  amendment  might 
^*ttitfe  \e»tea  rights.    It  might  render  invalid  initonts  which  were  valid  before 
*^e  I    o^tfl^  ^^  the  amendment.     It  does  not  merely  make  competent  evidence 
^^  *%tt^w     ^as  not  evidence  before,  as  contended  by  Galbraith,  but  confers 
*»!*      ^1J^^   opUcant  a  distinct  right  which  he  did  not  have  before.     It  does  not 
*^l^^l   *^  t\  J.    prove  what  he  has  done  by  evidence  of  different  character,  but 
h^C^l^  ^  H4  i  '    ^^^^  effect  to  the  act  itself.    Prior  to  the  amendment  of 

J^    4j}i'      ^^  a  foreign  application  or  other  acts  |)erformc»d  abroad  were 
wItbJP  t^®  meaning  of  the  law,  {RouHHcan  v.  Brown,  C.  D., 
jjn^,)   whereas  under  the  amended  law  the  filing  of  a 
/irelve  months  before  the  application  here  is  an  act 
^I)on  the  applicant  a  distinct  right.     It  api)ear8, 
^^^JauHe  of  section  4887,  Revised  Statutes,  was  not 
0<^oX  be  given  a  retroactive  effect. 
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In  both  of  the  above-cited  cases  the  United  States  applications  were 
filed  prior  to  March  3,  1903.  The  present  case  differs  theisefrom  in 
that  De  Ferranti's  domestic  application  was  filed  subsequently  to 
March  3,  1903,  and  his  foreign  application  prior  thereto.  The 
reasons  upon  which  tlie  conclusions  were  based  in  the  above  decisions 
appear  to  be  equally  applicable  to  the  present  case.  To  give  the 
T'nited  States  application  filed  subsequently  to  the  date  of  the  act  the 
benefit  of  the  foreign  application  filed  prior  to  .the  act  would  make 
the  act  retroactive  and  might  disturb  vested  rights  and  render  invalid 
jiatents  which  were  valid  before  the  act,  in  the  same  manner  as  would 
the  extension  of  the  provisions  of  that  act  to  applications  filed  in  the 
T'nited  States  prior  to  the  date  of  the  act. 

In  the  present  case,  under  the  statutes  in  force  prior  to  March  3, 
11K)3,  I^indmark  had  an  undoubted  right  to  a  patent  at  the  time  he 
filed  his  Ignited  States  applicaticm  <m  January  16, 1903;  but  if  the  act 
of  March  3,  1JK)3,  is  given  the  constniction  contended  for  by  De  Fer- 
ranti  this  right  was  taken  from  him  by  the  passage  of  this  act.  Furth- 
ermore, had  Lindmark's  patent  issued  prior  to  March  3,  1903,  his 
patent,  which  was  valid  at  the  date  of  its  issue,  would  be  rendered 
invalid  by  the  act.  Such  a  construction  would  make  the  act  retro- 
spective under  the  following  definition  given  by  the  Supreme  Court 
of  the  United  States  in  Stxirges  v.  Carter^  (114  U.  S.,  519:) 

rpon  principlo,  ovory  jfTatutc  which  takes  away  or  imimirs  vested  rii^hts 
jK-(iiiin»(l  iindiM-  (^xistlnjr  laws,  or  croatos  a  new  obHgation,  iuiiK>tses  a  new  duty, 
or  attaches  a  new  disjibility,  in  respect  to  transactions  or  ecu sidcrat ions  already 
I>ast,  mnst  be  deemed  retrosi)ective. 

Again,  the  ai)plication  of  De  Ferranti  can  be  given  the  benefit  of 
his  foreign  application  only  by  construing  the  act  retroactively. 
Piior  to  tlie  act  of  March  3,  1908,  the  filing  of  a  foreign  application 
was  not  an  act  of  invention.  That  statute  makes  the  filing  of  a 
foi-eign  a]>plicatioii  followed  within  twelve  months  by  an  application 
in  this  country  an  act  of  invention  and  confers  a  distinct  right  upon 
the  applicant.  The  filing  of  the  foreign  application  and  the  filing  of 
the  iloniestic  a])plication  are  rehited  and  continuous  acts,  and  both 
must  be  performed  to  secure  the  benefit  of  the  act  of  March  3,  1903. 
The  filing  of  the  two  applications  constitutes  the  "  act  of  invention  " 
in  the  Ignited  States  as  of  the  date  of  the  foreign  application.  Where 
the  domestic  application  was  filed  subsequently  to  March  3, 1903,  and 
the  foreign  a])plicati()n  prior  thereto,  it  is,  therefore,  only  by  giving 
the  act  a  retroactive  efi'ect  that  the  foreign  application  can  inure  to 
the  benefit  of  the  domestic  application. 

Since,  as  stated  above,  the  act  cannot  l>e  construed  retrospectively 
and  since  I.indniark  was  the  fii-st  to  file  his  application  in  the  United 
States,  he  is  entitled  to  the  award  of  priority. 

The  decmon  of  the  ExaNii)ierS'in-Chief  w  affirmed. 
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In  re  The  Bullock  Electric  Manufacturing  Company. 

Decided  March  SO,  1907. 

(129  O.  Gm  1611.) 

1.  ABAlfDONCD  APPUCATIONS — PETITION   TO   INSPECT. 

A  i»etltloii  to  igsiKH-'t  an  abandontnl  application  will  1)e  denied  wliere 
the  refereuc*e  to  the  abandoned  application  in  api)licant's  imtent  is  not  of 
Buch  a  nature  as  to  indicate  that  it  was  relied  uiwn  for  any  purpose  in  the 
proceeding  eventuating  in  the  rmtent  or  to  indicate  a  waiver  by  the  patentee 
of  the  right  of  secrecy  concerning  said  application. 

2.  Saiie — Same — Practice. 

Such  iKJtitions  should  be  accompanied  l)y  a  certificate  of  the  court  Ijefore 
whom  a  suit  is  i)endiug. 

3.  Same— Same — Service. 

Where  an  application  has  bc»en  abandoned  a  long  timo»  service  of  i)etition 
to  insi)ect  uik>u  the  attorney  of  record  is  not  sufficient,  but  service  should 
be  made  ui)Ou  the  owner  of  the  invention,  whether  ai)plicaut  or  assignee. 

On  Petition. 

J/r.  Charles  E.  Lord  for  The  Bullock  Electric  Manufacturing 
Company. 

Mr.  E.  P.  Thompson  for  Dyer. 

MiK)RE,  Acting  Commissioner: 

This  is  a  petition  by  The  Bullock  Electric  Manufacturing  Company 
for  permission  to  inspect  and  to  l)c  furnished  with  coi^ies  of  an  aban- 
doned application  of  Arthur  H.  S.  Dyer. 

The  petition  is  denied  for  the  following  reasons: 

First.  The  reference  by  Dyer  in  his  Patent  No.  483,640  to  his  ap- 
plication is  not  of  such  a  nature  as  to  indi(!ate  that  it  was  relied  ui)on 
for  any  purpose  in  the  proceeding  eventuating  in  the  patent  or  to 
indicate  a  waiver  by  Dyer  of  his  right  of  secrecy  concerning  said 
application. 

Second.  The  petition  is  not  accompanied,  as  required  in  such  cases, 
by  the  certificate  of  the  couit  before  whom  a  suit  is  pending.  {Ex 
parte  Heard,  C.  D.,  1905,  66;  114  O.  G.,  2381;  e.v  parte  Brown,  C.  D., 
1905,  71;  115  O.  G.,  248.)  Furthermore,  it  does  not  appear  that 
|)etitioner  has  such  an  interest  as  entitles  him  to  have  access  to  said 
application.  Petitioner  does  not  allege  that  suit  has  been  instituted, 
but  merely  that  he  has  been  thi-eatened  with  suit  on  the  Dyer  patent. 

Third.  No  service  was  made  upon  the  assignee  of  the  abandoned 
application.  AVhere  the  application  has  Ix^en  abandoned  for  a  long 
time,  service  upon  the  attorney  of  record  is  not  deemed  sufficient.  It 
does  not  appear  that  said  attorney  is  at  present  in  any  way  connected 
with  the  assignee  or  that  the  notice  to  the  attorney  ever  reached  the 
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was  analogous  to  the  invention  at  issue.  The  Examiner  responded  by 
finally  rejecting  the  claims. 

It  does  not  appear  that  the  Examiner  has  answered  the  contenti(m 
of  the  applicant  as  to  the  reasons  why  he  regai'ds  the  patent  cited  as 
belonging  to  the  same  art  so  as  to  justify  its  citation  in  this  case.  It 
is  quite  clear  that  if  an  appeal  should  be  taken  from  the  final  rejection 
it  would  be  necessary  for  the  Examiner  to  touch  upon  this  subject.  It 
is  believed  that  the  Examiner  should  do  so  before  an  appeal  is  made 
necessary. 

The  petition  is  granted. 


Py3I    i\  H  ADA  WAV. 

PATENT   INTERFEKENCK. 

Decided  June  l-h  fi>07. 

(121)  O.  G.,  207:5.) 

1.   INTFXFERENCE — LIMIT  OP  APPKAL. 

Where  a  Judguieut  on  the  ri»c(>nl  is  nMuleivd  and  Ji  limit  of  apiHMil  sot, 
the  runnlni?  thereof  is  not  stayeil  l)y  tiliiij?  a  iK»titlon  to  set  the  ease  down 
for  hearing  under  Rule  130. 
2.  Same— Practice — Rule  130. 

A  refusal  to  reoi)en  a  cast*  to  iwrniit  Examiner  of  Interferences  to  eoii- 
Hldor  a  iK»titloii  and  sot  ease  down  f<)r  liearin;:  muler  Rule  130  pn»i>er  where 
it  aiUKnirs  from  a  consideration  of  the  record, that  the  question  souj;ht  to  be* 
niiHod  iH  not  one  of  priority. 
S.  Same — Same— Same. 

A  iMirty  is  deprive<l  of  no  ri^rhts  by  a  refusal  to  si»t  for  liearln;^  under 
Rule  ViO  a  case  where  the  objections  ur^ed  apiiust  one  party's  lase  ai>ply 
equally  well  to  that  of  the  other. 
PETITION  for  rehearing. 

TACK-PILLKB   AND    XAIL-UKIVKR. 

McHsrH.  Parker  cfe  Bt/rtoh  and  Mr.  Geo.  11.  Maxwell  for  I\vni. 
Mr.  Benjamin  Phillips  and  Messrs.  Phillips^  Vdn  Ereren  <.(•  Fish 
for  Hadaway. 

MooRF.,  C(ymmissionrr: 

T\i\s  \8  a  i)ctition  by  Pyni  for  a  rehearing  of  his  i^otition  that  jnris- 

«Vict\oT\\>e  Tostorod  to  the  Examiner  of  fntorferences  for  the  purpose 

^^  ftxWaday  certain  for  "  final  hearing"*  (Rule  130)  in  the  above- 

<-'iit\t\^»(\  interference  and  for  a  rehearing  in  tlie  matter  of  the  appeal 

^*X>t||  .1    decision  r;/  tho  Examiner  of  Interferences  holding  that  he 

^'^55  ^.'iLQiit^^^hority  *^  ^'^  ^'^^'  ^'^^  down  for  final  hearing  except 
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upon  jurisdiction  for  that  purpose  being  restored  by  the  Commis- 
sioner. 

The  petition  was  decided  by  the  Assistant  Commissioner;  but  hi 
view  of  the  fact  that  in  that  decision  he  construed  my  decision  of 
May  14,  1907, 1  have  considered  the  petition  for  rehearing.. 

Taking  up  the  second  part  of  the  petition  first,  the  record  shows 
that  when  the  preliminary  statements  were  opened  it  w^as  found  that 
Pym  had  failed  to  overcome  the  prima  facie  case  made  out  by  the 
record.  Therefore  a  motion  was  made  to  dissolve  the  interference, 
which  was  finally  transmitted  as  to  certain  grounds  thereof.  After 
this  motion  was  transmitted  Pym  moved  that  he  be  given  permission 
to  take  testimony  to  establish  certain  facts  set  forth  in  one  of  the 
<2:rounds  of  the  motion  for  dissolution.  The  Commissioner  refused  to 
allow  testimony  to  be  taken  for  this  purpose,  and  the  motion  to  dis- 
solve was,  after  due  proceedings  had,  denied  by  the  Primary  Exam- 
iner. The  Examiner  of  Interferences  therefore,  in  acordance  with 
the  usual  practice,  rendered  a  decision  in  favor  of  Hadaway.  This 
decision  was  rendered  December  19,  1900,  and  the  limit  of  appeal  set 
to  expire  January  S,  1907. 

On  January  2, 1907,  Pym  filed  a  motion  that  the  decision  of  Decem- 
ber 19,  190(),  be  set  aside  and  that  he  be  authorized  to  take  testimony 
to  show,  first,  how  the  result  attained  b}^  the  machines  of  Pym  and 
Hadaway  was  attained  prior  to  the  lladaway  invention;  second,  that 
the  mechanism  shown  in  the  Hadaway  application  is  in  law  and  in 
fact  an  aggregation  of  old  elements  so  far  as  this  interference  is  con- 
cerned; third,  that  the  invention  shown  in  the  application  of  Pym  is, 
on  the  other  hand,  for  a  legitimate  combination.  This  motion  was  not 
accomi)aiiied  by  a  motion  to  stay  the  running  of  the  limit  of  appeal  or 
to  extend  the  same. 

Oil  February  15,  1907,  the  motion  was  denied  by  the  Examiner  of 
Tnterfereiices,  ami  his  decision  was  affirmed  on  appeal.  Pym  then 
brought  a  motion  that  the  case  be  set  down  for  final  hearing  in  ac- 
cordance witli  the  requirements  of  Rule  130.  This  motion  was  dis- 
missed by  the  Examiner  of  Interferences  on  the  gi'ound  that  he  had 
no  jurisdiction  in  the  case,  the  limit  of  appeal  from  the  judgment  of 
December  19,  190r),  having  expired. 

This  decision  was  right.  It  is  the  well-settled  practice  of  the  Office 
that  the  l)ringing  of  motions  or  taking  petitions  to  the  Commissioner 
will  not  stay  the  running  of  the  limit  of  appeal  from  a  decision  on 
priority.  The  P^xaminer  of  Interferences  could  not  set  the  case  down 
for  final  hearing  without  setting  aside  the  decision  of  December  19, 
1900,  in  favor  of  Hadaway,  and  this  he  had  no  authority  to  do,  the 
case  being  no  longer  within  his  jurisdiction. 

It  is  contended  by  counsel  for  Pym  that  the  Examiner  of  Interfer- 
ences was  in  error  in  rendering  the  decision  of  December  19,  1906,  in 
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view  of  Pym's  motion  of  June  21,  1906,  to  take  testimony  and  the 
statement  in  the  Commissioner's  decision  affirming  the  decision  of  the 
Examiner  of  Interferences  dismissing  this  motion,  that — 

If  Pym  desireB  to  take  teetlmony  relative  to  the  matter  above  referred  to  lie 
ahould  proceed  in  accordance  witli  Rule  130  and  tlie  decisions  above  referred  to, 
flrrt  prosecuting  liis  motion  to  dissolve  before  the  Primary  Examiner  and  subse- 
qaeotly  If  necessary,  bringing  his  motion  before  the  Examiner  of  Interferences 
for  leave  to  take  testimony. 

This  contention  is  not  well  taken.  The  motion  to  dissolve  was 
brought  by  Pym  in  response  to  the  order  of  March  IG,  1906,  to  show 
cause  why  judgment  on  the  record  should  not  be  rendered  against 
him.  This  motion  having  been  denied  by  the  Primary  Examiner, 
there  was  nothing  to  show  why  judgment  sliould  not  be  rendered  in 
accordance  with  the  regular  established  practice. 

As  to  the  first  part  of  the  present  petition  it  was  found  upon  taking 
up  the  petition  to  restore  the  jurisdiction  of  the  Examiner  of  Inter- 
ferences that  the  question  which  it  was  desired  to  argue  was  not  one 
of  priority,  and  therefore  not  one  coming  within  the  pi-ovisions  of 
Rule  130.  This  had  been  pointed  out  in  my  dec*ision  dated  May  14, 
1007,  {ante,  189;  129  O.  G.,  480,)  as  follows: 

♦  ♦  ♦  it  wonld  seem  that  any  objection  of  this  character  which  would  oper- 
ate against  Hadaway's  claims  would  ai)ply  with  equal  force  to  the  same  claims 

of  Pym's  appUcation. 

•  •««««« 

I  do  not  find  in  the  affidavits  in  support  of  Pym's  invention  any  prima  facie 
fflHm'lng  of  facts  adverse  to  the  right  of  Hadaway  t<»  make  the  claims  in  issue 
and  not  applicable  to  the  claims  made  by  Pym  which  would  warrant  the  pro- 
duction of  testimony  upon  this  question. 

Rule  130  was  intended  to  cover  those  cases  where  it  was  contended 
that  one  party  had  a  right  to  make  the  claims,  but  the  other  did  not, 
and  that  therefore  the  latter  was  not  entitled  to  the  date  of  filing  of 
his  application  as  a  date  of  conception  and  constructive  reduction 
to  practice  of  the  invention  in  issue.  Manifestly,  to  bring  a  case 
within  this  rule  the  criticism  applied  to  one  case  must  not  apply 
e(|i]all}'  as  well  to  the  other,  for  then  neither  party  would  be  entitled 
to  the  claims  in  issue  and  the  questicm  of  priority  would  be  a  moot 
one. 

It  is  contended  that  the  decision  refusing  to  restore  jurisdiction  to 
the  Examiner  of  Interferences  has  deprived  Pym  of  his  right  to  have 
the  question  which  he  desires  to  argue  passed  upon  by  the  Court  of 
Appeals  of  the  District  of  Columbia. 

This  contention  is  not  sound.  Not  every  case,  as  pointed  out  above, 
comes  within  the  provisions  of  Rule  130,  and  until  it  has  been  shown 
that  it  does  come  within  the  provisions  of  this  rule  a  party  has 
no  right  to  argue  the  question  of  the  mm-patentability  of  the  claims 
ill  issue  to  his  opponent  before  the  Examiner  of  Interferences.    The 
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case  would  have  been  in  the  same  state  as  at  present  if  the  Examiner 
of  Interferences  had  refused  to  set  the  case  down  for  final  hearing 
on  the  ground  that  it  did  not  come  within  the  provisions  of  Rule  130 
and  an  appeal  had  been  taken  from  that  refusal.  Manifestly,  in 
that  case  it  could  not  be  said  that  in  affirming  such  a  decision  the 
Commissioner  had  deprived  the  party  of  any  rights  to  which  he 'was 
entitled  under  the  rules. 

The  petition  for  reheaHng  is  denied. 


Clausen  v.  Dunbar  v,  Schellenger. 

Decided  May  15,  1907. 

(129  O.  Gm  2409.) 

1.  INTERFEKENCE — REOPENING — DELAY    IN    BRINGING    MOTION — ORIGINALITY. 

Whero  after  judgment  bad  been  rendered  against  C,  a  junior  i>arty, 
fur  failure  to  take  testimony  and  later  in  anotber  interference  S.  admitted 
a  disclosure  of  tbe  issue  of  tbis  interference  to  bim  by  C,  but  C.  waitetl 
over  a  year  after  obtaining  Icnowledge  of  tbis  fact  before  bringing  a  mo- 
tion to  reopen,  IlrUl  tbat  tbe  long  delay  indicates  tbat  tbe  motion  was  not 
brougbt  in  good  faitb,  but  merely  for  tbe  puriK)se  of  delay,  and  tbe  motion 
to  reoi)en  denied. 

2.  Same — Samp: — Evidence  of  Originality  Long  After  Final  Judgment  Not 

Keceived. 
Wbore  judgment  was  rendered  against  C.  by  default  and  long  after- 
ward it  ai)i)(?ared  from  testimony  in  a  different  interference  tbat  C.  dis- 
c1()S(m1  the  invention  to  S.,  tbe  successful  i)arty,  Held  tbat  C,  baving  failed 
to  contest  tlie  cinestion  of  originality  or  to  move  promptly  to  have  tbe  case 
rcopcncul  for  the  introduction  of  newly-discovered  evidence  as  to  tbis  fact, 
has  no  greater  right  to  contest  tbe  patentability  of  tbe  issue  to  S.  than  any 
other  member  of  the  i)ublic  and  that  right  of  S.  to  make  tbe  claim  is  not  a 
matter  for  inter  partcit  consideration. 

Ox  Motion. 

TELEPHONE  SYSTEM. 

Mf'ssrs.  J  ones  d'  A(Idi)u/ton  and  Mr.  Robert  L.  Ames  for  Dunbar. 
Mr.  Charh's  A.  Brown  for  Schellenger. 
Mr.  a.  C.  Bulldey  for  Clausen. 

MooHE,  Actinc/  Commissioner: 

This  is  a  motion  by  Clausen,  who  was  formerly  the  junior  party 
to  this  interference.  No.  22,71)5,  that  jurisdiction  be  restored  to  the 
Examiner  of  Interferences  to  consider  a  motion  to  reopen  the  case 
for  the  purpose  of  enabling  Clausen  to  present  certain  alleged  newly- 
discovered  evidence — 

showinjr,  or  tending  to  show,  that  the  sjiid  Clausen  is  tbe  first  inventor  of  some 
or  all  of  the  subject-matter  of  sjiid  interference. 


DECISIONS  OF  THE  COMMISSIONER  OF   PATENTS.  213 

The  record  shows  that  Clausen  presented  before  the  Commissioner 
m  motion  to  reopen  the  interfernece  based  upon  this  ground  which 
was  dismissed  in  a  decision  rendered  April  15, 1907,  upon  the  ground 
of  informality,  since  motions  to  reopen  should  be  heard  and  deter- 
mined in  the  first  instance  by  the  Examiner  of  Interferences,  and  no 
motion  to  restore  his  jurisdiction  for  this  purpose  was  presented.  In 
that  decision  the  Commissioner  said : 

It  may  be  stated,  however,  that  even  though  a  motion  to  restore  jurisdiction 
bad  been  brought,  it  would  not  have  been  granted  under  the  present  circumstancs 
because  the  motion  to  reopen  is  not  in  proper  form.  It  does  not  point  out  with 
sufficient  clearness  the  character  or  scoi^e  of  the  evidence  to  be  adduced  and 
no  attempt  is  made  to  account  for  the  long  delay  in  bringing  the  motion.  More- 
over, the  fact  that  no  excuse  is  offered  for  the  delay,  taken  in  connection 
with  the  circumstances  that  the  reasons  now  given  for  failing  to  prosecute  the 
interference  at  the  proper  time  differ  widely  from  the  reasons  given  in  the 
letter  of  March  14,  1904,  indicate  tl\at  the  motion  is  not  brought  in  good  faith 
but  rather  for  the  purpose  of  delay. 

The  questions  to  be  considered  upon  the  present  motion  are  whether 
the  motion  to  reopen  is  in  proper  form  and  whether  it  is  brought  in 
good  faith  and  not  for  the  purpose  of  delay.  {Newell  v.  Clifford  v. 
Rose,  C.  D.,  1906, 164;  122  O.  G.,  730.) 

The  alleged  newly-discovered  evidence  comprises  a  deposition  made 
between  July  5  and  July  18, 1905,  by  Schellenger,  the  successful  party 
in  this  interference,  in  another  interference,  Clausen  v.  Dean^  No. 
23,797.  It  is  alleged  that  this  deposition  contains  admissions  by 
Schellenger  that  Clausen  disclosed  to  him  a  sketch  showing  the  inven- 
tion in  issue.  It  is  also  desired  to  produce  other  evidence,  the  nature 
of  which  does  not  appear,  to  show  that  he  was  the  first  inventor  of 
some  of  the  counts  of  the  issue. 

The  record  shows  that  Clausen  did  not  take  testimony  during  the 
time  set  for  that  purpose,  but  filed  a  letter  upon  March  14,  1904, 
denying  the  patentability  of  the  issue  and  refusing  to  prosecute  the 
interference  for  this  reason.  Subsequently  on  April  5,  1904,  judg- 
ment was  rendered  against  him  by  the  Examiner  of  Interferences, 
and  no  appeal  from  that  decision  was  taken.  Testimony  was  taken 
by  Dunbar  and  Schellenger  and  judgment,  of  priority  rendered  by 
the  Examiner  of  Interferences.  Appeals  were  prosecuted  through 
the  successive  tribunals  of  the  Office  and  the  Court  of  Appeals  of 
the  District  of  Columbia,  and  final  judgment  was  rendered  in  favor 
of  Schellenger. 

In  July,  1905,  when  Schellenger's  deposition  containing  the  alleged 
newly-discovered  evidence  was  taken,  this  case  was  pending  before 
the  Board  of  Examiners-in-Chief  on  appeal  from  the  decision  of  the 
Examiner  of  Interferences.  Clausen,  however,  did  not  endeavor  to 
liave  the  case  reopened  until  more  than  a  year  later,  September  12, 
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1I)0(),  when  the  case  was  jjending  before  the  Court  of  Appeals  of  the 
District  of  Cohmibia. 

It  is  well  settled  that  motions  to  reopen  an  interference  for  the 
purpose  of  introducing  newly-discovered  evidence  should  be  "pre- 
sented promptly  after  the  discovery  of  such  evidence.  It  is,  however, 
urged  by  Clausen  that  a  motion  to  reopen  could  not  be  entertained  by 
the  Examiner  of  Interferences  until  a  final  determination  of  the 
question  of  priority  by  a  final  appellate  tribunal.  For  the  reasons 
stated  in  my  decision  in  Clement  v.  Richards  v.  Meissner  (C.  D., 
11)04,  321;  111  O.  G.,  1627)  it  is  competent  for  the  Commissioner  to 
onlei-tain  a  motion  to  restore  jurisdiction  to  the  Examiner  of  Inter- 
ferences to  hear  and  determine  a  motion  to  reopen  while  the  case  Ls 
pending  before  any  of  the  appellate  tribunals  of  this  Office.  This 
contention  is  therefore  without  foundation.  No  other  excuse  for  the 
delay  in  bringing  the  present  motion  is  found. 

It  does  not  appear  from  the  facts  stated  in  the  affidavits  in  support 
of  this  motion  that  the  evidence  now  sought  to  be  introduced  could 
not  have  been  acquired  if  Clausen  had  chosen  to  take  testimony  dur- 
ing the  time  originally  set.  In  view  of  his  failure  to  show  his  ina- 
bility to  s(»curo  this  evidence  while  a  party  to  the  interference,  the 
fact  that  Clausen  not  only  failed  to  prosecute  the  interference,  but 
specifi(!ally  declined  to  do  so  and  acquiesced  in  the  judgment  ren- 
dered against  him,  and  further  waited  more  than  a  year  after  having 
obtained  knowledge  of  the  very  facts  he  now  wishes  to  introduce  as 
jww  evidence,  and  until  the  final  adjudication  of  the  interference  in 
favor  of  Schellenger,  before  making  any  effort  to  have  the  case  re- 
opened, is  believed  to  show^  that  the  motion  is  not  brought  in  good 
faith,  hut  merely  for  the  purpose  of  delay.  It  was  urged  in  behalf  of 
Clausen  at  the  hearing  that  in  view^  of  the  fact  that  the  present  prac- 
tice in  interference  proceedings  allows  a  party  to  an  interference  to 
contest  his  oj:)p()nentV  right  to  the  claim  in  issue,  providing  the  ob- 
jections do  not  apply  to  his  own  claim,  Clausen  should  not  have  been 
(lr()pj)ed  from  the  interference  and  that  he  is  now  entitled  to  contest 
Schelh^nger's  right  to  make  the  claim.  This  contention  is  not  be- 
lieved to  he  Avell  founded.  Clausen  did  not  choose  to  contest  the  right 
of  Schellenger  to  the  claims  in  issue  either  by  the  production  of  tes- 
timony or  by  argument  at  the  final  hearing  of  the  case.  The  decision 
of  ])ri()rity  adversely  to  him  therefore  finally  disposed  of  his  claim 
to  the  invention  in  issue,  and  he  was  properly  excluded  from  the 
further  prosecuticm  of  the  interference. 

It  is  also  ui-ged  that  in  the  testimony  pre^^ntexJ  in  the  interference 
of  (IdHscn  V.  Deem  the  Office  has  evidence  that  Schellenger  has  not 
the  right  to  the  claims  in  issue  in  this  interference  in  view  of  his  ad- 
mission that  Clausen  disclosed  a  drawing  to  him  showing  the  inven- 


DECISTOKS  OF  THE  COMMISSIONER   OF  PATENTS.  215 

tion  covered  by  some,  if  not  all,  of  the  counts  of  the  issue,  and  Clausen 
contends  that  it  is  incumbent  upon  the  Office  to  issue  a  patent  to  the 
first  inrentor  and  that  therefore  this  interference  should  be  reopened 
for  the  purpose  of  receiving  evidence  relative  to  his  right  to  the  claims 
in  issue. 

Clausen  has  been  given  every  opportunity  to  establish  the  superior- 
ity of  his  claim  to  the  invention  in  issue  and  in  view  of  the  judgment 
rendered  against  him  upon  his  default  has  no  greater  right  to  contest 
the  patentability  of  the  issue  to  Schellenger  than  any  other  member 
of  the  public.  Schellenger's  right  to  make  the  claim  is  not  therefore 
a  matter  for  inter  partes  consideration,  and  there  is  no  reason  for 
reopening  this  interference  for  the  purpose  of  such  consideration. 

The  motion  is  denied. 


Ex  PARTE  Smith  &  Hemenway  Company. 

APPLICATION  for  REGISTRATION  OF  TRADE-MARK. 

Decided  June  26,  1907. 

(129  O.  G.,  2500.) 

1.  Tbade-Mabks — ^Anchor  and  Crown  With  Letters  "S"  and  "H"  Antici- 

pated BT  Anciiob  and  Star. 
The  mark  coniprisin}^  the  representation  of  an  anchor  surmounted  by  a 
crown  with  the  letters  "  S  "  and  **  H  "  near  the  opposite  sides  of  the  shank 
of  the  anchor  Held  to  be  anticipated  by  the  representation  of  an  anchor 
with  an  arrow  and  a  star  superimposed  uiK)n  the  shank  of  the  anchor. 

2.  Same — Registration  Under  Act  of  1S81  Not  Conclusi\-e  of  Dissimilarity 

OF  Marks. 
The  fact  of  registration  under  the  act  of  1881  should  weigh  in  favor  of 
the  applicant  for  registration  where  the  near  resemblance  of  the  appli- 
cant's mark  with  that  of  a  prior  registration  is  doubtful,  but  does  not  war- 
rant registration  of  the  mark  under  the  act  of  1905  where  the  similarity  of 
the  marks  is  clearly  apitarent. 

On  Appeal. 

trade-mark  for  knimss,  cutting-pliers,  etc. 

J/r.  E.  B.  stocking^  for  the  applicant. 

Mo<»Ri'^  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  a  trade-mark  which  comprises  the  representation 
of  an  anchor  surmounted  by  a  crown  with  the  letters  "  S  "  and  "  H  " 
near  the  opposite  sides  of  the  shank  of  the  anchor  in  view  of  a  prior 
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ro^ristralion  to  Jacoby  &  Wester,  No.  20,953,  April  5, 1802,  of  a  trade- 
mark, the  essential  features  of  which  are  described  as  the — 

roi)reseiitatloii  of  an  anchor  and  a  transverse  arrow  and  a  star  superimposed 

upon  the  shank  of  the  anchor — 

for  merchandise  of  the  same  descriptive  character. 

It  appears  that  the  mark  of  the  applicant  was  registered  under 
the  act  of  1881,  and  it  is  urged  that  in  view  of  this  fact  registration 
should  not  now  be  refused.  While  the  fact  of  registration  under  the 
act  of  1881  should  weigh  in  favor  of  the  applicant  for  registration  in 
cases  where  the  near  resemblance  of  the  applicant's  mark  with  that 
of  a  prior  registration  is  doubtful,  it  does  not  w^arrant  the  registra- 
tion of  the  mark  under  the  act  of  1905  where  the  similarity  of  the 
niai'ks  is  clearly  apparent. 

It  is  (rontended  in  the  present  case  that  the  registered  trade-mark — » 

*  *  *  rests  for  its  distinction  upon  the  association  of  an  arrow  and  star 
with  an  anchor  wiiich  is  a  (liffcrcnt  essential  comi)osition  from  the  letters  **  S  " 
and  '*  II "  Willi  tlie  crown  wliicli  in  the  applicant's  marls  are  associated  with 
ji  (liftercjit  tyi)e  of  anchor,  and  that  the  marks  as  a  whole  are  clearly  independ- 
ent of  each  other. 

This  contention  is  not  believed  to  be  well  founded.  The  predomi- 
nant feature  of  each  mark  which  would  impress  the  eye  of  the  pur- 
chaser is  the  anchoi",  and  doubtless  the  goods  of  each  party  is  known 
as  the  ''  anchor  "  brand.  I  am  therefore  of  the  opinion  that  the  ap- 
})licaiit's  mark  so  nt^arly  resembles  the  mark  of  the  registrant  as  to 
cause  confusion  in  the  mind  of  the  purchasing  public. 

In  the  case  of  I>((ss,  ludcUff  cO  Gretton.  v.  Christian  Feigen^pan 
(1)()  Fed.  Kep.,  liOt'))  a  trade-mark  which  consisted  of  a  red  equilat- 
eral triauirular  figure  was  held  to  be  infringed  by  a  nearly-equilateral 
y(h\  triangle  bearing  (ho  letters  "  C  "*  and  "  F  "  in  monogram  and  hav- 
ing a  gold  border  and  certain  scroll  ornamentation  in  each  corner. 
In  the  cjise  of  // fffr/this-on-  ct  al.  v.  Hluviherg  (C.  D.,  1892,  052;  (U 
().  (i..  1017;  51  Fed.  Kep.,  8:21))  a  trade-mark  consisting  of  the  word 
'*  Star  "  and  a  symbol  of  a  six-point  star  was  held  to  be  infringed 
by  a  iive-|)oint  star  and  crescent. 

The  similaiity  between  the  applicant's  mark  and  that  of  the  regis- 
trant is  in  my  ()i)inion  (|uite  as  great  as  the  similarity  between  the 
contlicting  marks  in  the  cases  above  cited.  It  is  therefore  held  that 
registration  of  the  api)licant\s  mark  was  properly  refused,  notwitli- 
standing  the  fact  that  this  mark  was  registered  b}'  the  applicant 
under  the  i)r()visions  of  the  act  of  1881. 

77/r  (Jic'ix'io)!  of  the  Kd'din'tmv  of  Trade-Marks  in  affrmed. 
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Serrell  V.  Donnelly. 

PATENT  interference. 

Decided  July  6,  1901, 

(129  O.  G.,  2501.) 

1.  INTEBFEBENCE — RECOMMENDATION  OF  EXAMINEB8-IN-CHIEF   UNDER  llULE  12G — 

Not  Decided  by  Commissioner  Without  Remanding  to  Pbimaby  Ex- 
aminee. 
The  recommendation  of  the  Examinors-ln-Chief  that  the  issue  is  not  pat- 
entable is  not  a  final  decision  of  this  question  by  them,  and  as  the  statutes 
provide  for  appeals  to  the  Court  of  Appeals  of  the  District  of  Columbia 
ouly  after  successive  appeals  have  been  taken  to  the  Eximilners-in -Chief 
and  the  Commissioner  from  a  second  rejection  of  the  Primary  Examiner  the 
question  of  patentability  will  not  be  reviewed  by  the  Commissioner  until 
it  has  been  finally  passed  upon  by  the  lower  tribunals. 

2,  Same — Same — ^Action  by  Pbimaby  Examinee — Pbactice. 

Where  a  case  is  remanded  to  the  Primary  Examiner  by  the  Commissioner 
npon  reference  by  the  Examiners-in-Chief  under  Rule  126,  the  Primary 
Examiner  will  enter  a  pro  form-a  rejection  of  the  claims.  (Holz  v.  Hewitt, 
ante,  98;  127  O.  G.,  1902.)  He  may,  however,  in  such  action  include  any 
recommendation  he  may  deem  proi)er  in  order  that  the  Examlners-ln-Chief 
niay  have  the  benefit  of  his  expert  knowledge  of  the  art  if  the  case  comes 
before  them  on  api)eal. 

Appeal  from  Examiners-in-Chief. 

Ox  Petition. 

steam-heatino  appabatus. 

Mr.  Ernest  TL  Hunter  for  Serrell. 

Messrs.  Gifford  cfe  Bull  and  Messrs.  Foster^  Freeman  d'  Watson  for 
Donnelly. 

MooBE,  Commissioner: 

This  case  is  before  me  on  an  appeal  by  Serrell  from  the  decision  of 
the  Examiners-in-Chief  upon  the  question  of  priority  of  invention 
and  also  upon  a  petition  by  Serrell  that  the  case  be  remanded  to  the 
Primary  Examiner  in  accordance  with  a  recommendation  of  the 
Examiners-in-Chief  in  connection  with  their  decision  upon  the  ques- 
tion of  priority  that  in  their  opinion  the  issue  is  unpatentable. 

It  is  urged  in  behalf  of  Donnelly  that  the  case  should  not  be  trans- 
mitted to  the  Primary  Examiner,  but  that  the  patentability  of  the 
issue  should  be  determined  by  the  Commissioner  in  connection  with 
his  decision  on  the  question  of  priority,  under  the  provision  of  Rule 
12C,  that— 

If  the  case  shall  not  be  so  remanded  the  Primary  Examiner  will,  after  judg- 
DieQtf  consider  any  matter  affecting  the  rights  of  (>itlH4'  party  to  a  imtt^nt  which 
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inaj'  havo  been  called  to  his  attention  unless  the  same  shall  have  been  previ- 
ouslj'  disposed  of  by  the  Commissioner. 

It  is  contended  that  this  last  clause  of  Rule  126  contemplates  that 
the  Commissioner  may  dispose  of  the  question  raised  by  the  recom- 
mendation of  the  Examiners-in-Chief  without  remanding  the  case 
to  the  Primary  Examiner  and  that  the  circumstances  of  the  present 
case  warrant  such  action. 

The  recommendation  of  the  Examiners-in-Chief  that  in  their 
opinion  a  claim  is  unpatentable  is  made  upon  their  own  initiative  and 
is  not  a  final  decision  upon  this  question  by  them.  It  is  not,  therefore, 
believed  to  be  advisable  for  the  Commissioner  to  review  the  question 
of  patentability  of  such  claims  until  this  question  has  been  finally 
decided  by  the  lower  tribunals  after  opportunity  has  been  given  to 
the  applicants  to  present  arguments  to  overcome  such  objections. 

Sections  4903,  4909,  4910,  and  4911  of  the  Revised  Statutes  and 
section  9  of  the  act  of  March  3, 1897,  provide  for  appeal  to  the  Court 
of  Appeals  of  the  District  of  Columbia  from  the  rejection  of  claims 
only  after  successive  appeals  have  been  taken  from  a  second  rejection 
of  the  claims  by  the  Primary  Examiner  to  the  Examiners-in-Chief 
and  to  the  Commissioner.  If,  therefore,  the  Commissioner  should 
now  review  the  recommendation  of  the  Examiners-in-Chief  and  hold 
the  claims  to  be  unpatentable,  the  cases  of  the  parties  would  be  in  no 
condition  for  aj^peal  to  the  Court  of  Appeals  of  the  District  of  Colum- 
bia upon  the  question  of  patentability,  but  would  have  to  be  returned 
to  the  Primary  PLxaniiner  for  the  institution  of  a  new  course  of 
appeals  and  "pro  forma  decisions  by  the  Primary  Examiner  and 
Exaniiuers-in-Chief  before  that  end  could  be  attained. 

For  the  Commissioner  now  to  review  the  recommendation  of  the 
Exaniiners-in-Chief  would  be,  in  effect,  to  invoke  the  supervisory 
authority  of  the  Commissioner  to  decide  a  question  in  an  irregular 
manner,  although  the  specific  procedure  for  the  determination  of  this 
question  is  provided  for  by  the  rules  and  has  long  been  followed  by 
the  Office.  The  supervisory  authority  of  the  Commissioner  will  be 
exercised  only  where  a  manifest  error  luos  been  coinmitted.  In  the 
present  case  the  Examiners-in-Chief  clearly  acted  within  their  au- 
thority, and  there  is  no  reason  for  departing  from  the  regular  pro- 
cedure in  this  case. 

The  case  is  hereby  remanded  to  the  Primary  Examiner,  and  he  is 
directed  to  reject  the  claims  which  are  in  the  opinion  of  the  Exam- 
iiKM-s-in-Chief  unpatentable,  in  accordance  with  the  practice  an- 
nounced in  llolz  v.  Ileicitf,  {ante,  98;  127  O.  G.,  1992.)  The  Exam- 
iner may  in  such  action  include  any  recommendation  he  may  deem 
proper  in  order  that  the  Examiners-in-Chief  may  have  the  benefit  of 
his  expert  knowled<2:e  of  the  art  if  the  applicant,  persisting  in  the 
'•"iected  claims,  appeals  to  the  Examiners-in-Chief. 
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Decision  np<Mi  the  question  of  priority  is  suspended  pending  the 
final  determination  of  the  question  of  the  patentability  of  the  issue. 
The  petition  is  granted. 


Wickers  and  Furlong  v.  Weinwurm. 

Decided  June  28,  1901. 

* 

(129  O.  G.,  2501.) 

IliTKBFEaENCB — EbCTBNBION   OF   TiME   FOB    TAKING   TESTIMONY — PRACTICE. 

It  is  weU  settled  that  no  appeal  lies  from  the  decision  of  the  Examiner 
of  Interferences  on  motion  to  extend  the  time  for  taking  testimony,  and  the 
mlBciency  of  the  showing  made  in  support  of  the  motion  will  not  be  con- 
sidered by  tbe  Ckmimissioner  on  petition  except  in  cases  where  it  appears 
that  there  has  been  a  clear  abuse  of  discretion  operating  to  the  injury  of 
one  of  the  parties. 

On  Pbtition. 

METHOD  OF  PRODUCING  ADJUSTED  PRINTING-PLATES. 

Mr.  John  T.  Canavan  and  Messrs.  Griifin  rf?  Bemhard  for  Wickers 
and  Furlong. 

Mr.  Walter  F.  Rogers  for  Weinwurm. 

BiLUNGS,  Assistant  Commissioner: 

This  is  a  petition  by  Wickers  and  Furlong  that  the  decision  of  the 
Examiner  of  Interferences  dated  May  31,  1907,  granting  two 
months'  extension  of  time  for  taking  testimony  to  Weinwurm,  be  set 
aside.  Under  the  practice  which  is  now  well  settled  there  is  no  ap- 
peal from  the  decision  of  the  Examiner  of  Interferences  on  such 
motions.  The  decision  can  only  be  modified  by  the  exercise  of  the 
supervisory  authority  of  the  Commissioner.  This  authority  will  not 
!je  exercised  except  in  cases  where  it  appears  that  there  has  been  a 
clear  abuse  of  discretion  operating  to  the  injury  of  one  of  the  parties. 

It  is  urged  in  behalf  of  Wickers  and  Furlong  that  the  showing 
made  by  Weinwurm,  upon  which  the  Examiner  of  Interferences 
granted  the  motion,  does  not  measure  up  to  the  requirements  of  such 
showing  as  laid  down  in  the  rules.  It  is  believed  that  the  showing 
does  meet  the  requirements.  This  being  tlu3  case,  the  sufficiency  of 
the  same  is  within  the  discretion  of  the  Examiner  of  Interferences. 
His  decision  cannot  be  set  aside  or  modified  merely  because  upon  a 
review  thereof  a  tribunal  in  authority  might  have  acted  differently 
in  the  first  instance.  To  take  such  action  would  be  tantamount  to 
the  allowance  of  appeals  in  all  such  cases. 

The  petition  is  denied. 
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Illinois  Hydraulic  Cement  Manufacturing  Company  v.  Utica 
Hydraulic  Cement  Company. 

Decided  April  2S,  1907. 

(129   O.    a,   2502.) 

1.  Trade-Mabks — Showing  Required  of  Applicant  for  Cancelation. 

Where  the  Examiner  of  Interferences  required  the  applicant  for  can- 
celation of  a  rejjisterecl  mark  to  file  in  duplicate  affidavits  showing  the 
facts  upon  which  it  relied  in  its  application  for  cancelation  before  further 
action  would  be  taken,  11  eld  the  action  of  the  Examiner  of  Interferaices 
is  deemed  reasonable  and  proper  in  requiring  an  applicant  for  the  cancela- 
tion of  a  registered  mark  to  make  such  a  showing  of  facts  as  would  estab- 
lish, if  proved,  that  the  registrant  was  not  entitled  to  the  use  of  the  mark  at 
the  date  of  his  application  for  registration  thereof  or  that  the  mark  is  not 
used  by  the  registrant  or  has  been  abandoned.  (Sec.  13  of  Trade-Mark 
Act  of  February  20,  1905.) 

2.  Same — Same — Prima    Facie   Case   Necessary. 

Where  application  is  made  for  the  cancelation  of  a  registration,  Held 
that  unless  a  prima  facie  case  is  made  out,  such  as  is  required  for  the 
institution  of  a  i)ublic-use  procei^ding  in  case  of  application  for  patent,  it 
is  not  thought  that  the  registrant  should  now  be  called  upon  to  defend 
its  right  or  forfeit  its  registration  uiwn  its  failure  to  do  so. 

3.  Same — Same — Same. 

Where  the  application  for  cancelation  is  in  the  form  of  an  affidavit 
sworn  to  by  the  president  of  the  company  filing  the  application  and  con- 
tains positive  allegations  of  facts  which,  if  true,  constitute  proper  ground 
for  cancelation  of  the  registration  under  the  statute.  Held  that  a  prima  fade 
case  is  made  out  such  as  will  warrant  instituting  the  cancelation  pro- 
ceeding and  rwiuiring  the  registrant  to  file  its  plea,  answer,  or  demurrer. 

On  Petition. 

TRAOK-MARK    FOR  HYDRAULIC    CEMENT. 

Mr,  John  II,  Wliipple  for  Illinois  Hydraulic  Cement  Manufac- 
turing Company. 

Me^ssrs,  Mason^  Fen  trick  cf?  L<nrrettre  for  Utica  Hydraulic  Cement 
Company. 

Allen,  Commisi<i()ner: 

This  is  a  petiti(m  by  the  Hlinois  Hydraulic  Cement  Manufacturing 
Company  that — 

*  *  *  the  Examiner  in  charge  of  Interferences  be  advised  that  the  require- 
ment to  file  the  aflidavits  as  made  by  him  in  tlie  letters  of  November  15  and 
December  1,  IDOG,  be  not  insisted  ui)on,  and  directed  to  disregard  said  order  of 
dismissal  and  procoHl  to  give  notice  to  the  registrant  and  to  hear  and  determine 

the  merits  of  the  question. 

On  November  7,  1,00(),  the  Illinois  Hydraulic  Cement  Manufac- 
turing Company  filed  an  application  for  the  cancelation  of  Trade- 
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Mark  No.  54,487,  registered  June  26,  190C,  by  the  Utica  Hydraulic 
Cement  Company.  The  Examiner  of  Interferences  on  November  15, 
1906,  required  the  applicant  for  cancelation  to  file  in  duplicate  affi- 
davits showing  the  facts  upon  which  it  relied  in  its  application  for 
cancelation  before  further  action  would  b^  taken.  Not  having  com- 
plied with  the  requirement,  the  Examiner  of  Interferences  on 
December  18,  1906,  notified  the  applicant  that  its  application  for 
cancelation  would  be  dismissed  unless  it  showed  cause  on  or  before 
December  28,  1906,  why  such  action  should  not  be  taken.  No 
showing  having  been  made  w^hich  the  Examiner  of  Interferences 
deemed  sufficient,  he  dismissed  the  application  for  cancelation  on 
January  17,  1907,  without  notifying  the  registrant  of  the  filing  of 
said  application. 

The  action  of  the  Examiner  of  Interferences  is  deemed  reasonable 
and  proper  in  requiring  an  applicant  for  the  cancelation  of  a  regis- 
tered mark  to  make  such  a  showing  of  facts  as  would  establish,  if 
proved,  that  the  registrant  was  not  entitled  to  the  use  of  the  mark  at 
the  date  of  his  application  for  registration  thereof  or  that  the  mark 
is  not  used  by  the  registrant  or  has  been  abandoned.  (Sec.  13  of 
Trade-Mark  Act  of  February  20,  1905.) 

The  mark  of  the  Utica  Hydraulic  Cement  Company  was  published 
in  the  Official  Gazette  on  May  8,  1906,  and  under  section  6  of  the 
Trade-Mark  Act  applicant  had  a  right  to  oppose  the  same  within 
thirty  days  after  the  publication.  It  did  not,  however,  oppose  the 
registration  of  said  mark,  and  the  certificate  *  of  registration  was 
issued  to  the  Utica  Hydraulic  Cement  Company  on  June  26,  1906. 
Section  16  of  the  Trade-Mark  Act  of  February  liO,  1905,  makes  this 
registration  prima  facie  evidence  of  ownership.  Unless  a  inima  fade 
case  is  made  out,  such  as  is  required  for  the  institution  of  a  public- 
use  proceeding  in  case -of  application  for  patent,  is  it  not  thought 
that  the  registrant  should  now  be  called  upon  to  defend  its  right  or 
forfeit  its  registration  upon  its  faihire  to  do  so.  The  Examiner  of 
Interferences^however,  is  believed  to  be  in  error  in  holding  that  such 
a  showing  has  not  been  made  in  this  cas(\  The  application  for  the 
cancelation  of  the  registration  is  in  the  form  of  an  affidavit  sworn  to 
by  C.  B.  Lihme  as  president  of  the  Illinois  Hydraulic  Cement  Manu- 
facturing Company.  It  contains  the  positive  allegation  that  this 
applicant  has  used  continuously  since  1901  the  word  "  Utica  "  by 
affixing  it  to  the  sacks  and  barrels  containing  the  cement  made  by  it 
at  its  factory  in  the  village  of  Utica  "  for  the  purpose  of  naming  and 
describing  such  cement,  its  character  or  quality  and  the  place  of  its 
manufacture;"  also  that  the  word  "Utica"  was  not  in  the  actual 
and  exclusive  use  as  a  trade-mark  of  the  registrant  for  ten  years  next 
preceding  the  passage  of  the  act  of  February  20,  1905.    Inasmuch  as 
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the  registration  appears  to  have  been  granted  under  the  tan-year 
proviso  of  section  5  of  the  act  of  February  20,  1905,  a  prima  facie 
case  is  believed  to  be  made  out  such  as  will  warrant  instituting  the 
cancelation  proceeding  and  requiring  the  registrant  to  file  its  plea, 

answer,  or  demurrer. 
The  petition  is  granted. 


Ex  PARTE  Shaw. 

APPLICATION   FOR  REISSUE  OF  PATENT. 

Decided  June  6,  1907. 

(129  O.  G.,  2857.) 

ItECOMMENDATIONS  UNDKB  UuLE  139 — ^ACTION  OF   PRIMABT  EXAMINES — PBACTICE. 

The  recoiumeiidatiou  of  the  Kxaminers-in-Chief  under  Rule  139  that  in 
their  opiniou  claims  are  uot  imtentable  is  binding  upon  the  Primary  Bxam- 
iner,  and  he  should  enter  a  pro  forma  rejection  of  such  claims  upon  the 
grounds  stated  by  the  Examiners-lu-Chief.  If  the  E2xaminer  is  of  the  opin- 
ion that  the  claims  should  l>e  rejected  for  any  other  reasons,  they  ^oald 
also  be  stated  in  liis  letter  of  rejection. 

Appeal  from  Examiners-in-Chief. 

FLUID-PBESSUBE  FEED  FOR  BOCK-DBILUB. 

Messrs,  Masoti^  Femoich  (£•  Lawrence  for  the  applicant. 

M(H)RE,  Conunlssioner : 

This  case  is  before  nie  ii|X)n  appeal  from  the  decision  of  the  Exam- 
iners-in-Chief. 

The  Exaininers-in-Chief  reversed  the  action  of  the  Examiner  as  to 
nppealod  chums  1,  2,  3,  and  4,  but  in  their  decision  stated : 

We  arc,  howovor,  of  the  opinion  tliat  the  first  four  claims  should  be  rejected 
upon  the  grounds,  first,  tliat  there  is  obviously  no  invention  in  equipping  any 
drill  with  a  brace-bar  extending  from  its  rear  end  to  any  proximate  fixed  object, 
and,  second,  that  they  include  an  invention  which  was  not  covered  by  the  origi- 
nal patent.  (Corbin  Cabinet  Loek  Co.  v.  Eagle  Loek  Co.,  C.  D.,  1898,  612;  65 
O.  G.,  KHiC;  Parker  d-  Whipple  Co.  v.  Yale  Lock  Co.  et  al.y  C.  D.,  1887,  584;  41 
O.  G..  811;  123  U.  S.,  99.) 

No  recommendation  accompanied  this  statement  of  the  Examiners- 
in-Chief ;  but  inasmuch  as  it  sets  forth  new  reasons  for  the  rejection 
the  case  is  hereby  remanded  to  the  Examiner  under  the  provisions  of 
Rule  139.  It  is  believed  that  the  practice  in  cases  remanded  to  the 
Primary  Examiner  under  Rule  139  should  follow  that  announced  in 
the  decision  in  Iloh  v.  Hewitt^  (ante^  98;  127  O.  G.,  1992,)  in  which 
it  was  held  that  where  a  case  is  remanded  to  the  examiner  under  Rule 
120  the  Examiner  should  enter  a  pro  forma  rejection  of  the  claims  in 

ler  that  the  case  would  be  put  in  condition  for  a  course  of  appeals 
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which  might  be  carried  to  the  Court  of  Appeals  of  the  District  of 
Columbia.    In  that  case  Commissioner  Allen  said : 

It  is  not  to  be  presumed  that  the  Examiner-lii-Chlef  would  form  an  opinion 
adverse  to  a  party's  interest  and  call  attention  to  tUe  same  upon  the  record 
without  careful  consideration  in  those  oases  where  the  grounds  of  their  opinion 
bad  already  been  considered  by  the  Primary  Examiner  and  held  insufficient  to 
warrant  such  adverse  opinion.  When  they  express  such  an  opinion  under  these 
eircumstancefs,  the  same  is  clearly  of  sufficient  force  to  bind  the  Primary  Exam- 
iner and  sustain  his  pro  forma  rejection  of  claims  until  the  opinion  is  withdrawn 
by  the  Elxaminers-in-Chief  themselves  or  overruled  by  the  Commissioner  or 
court  of  appeals  in  the  regular  course  of  appeal. 

The  recommendations  of  the  Examiners-in-Chief  in  cases  remanded 
to  the  Primary  Examiner  under  the  provisions  of  Rule  139  are  as 
binding  upon  him  as  those  in  cases  remanded  under  Rule  126.  The 
£xaminer  is  therefore  directed  to  enter  a  rejection  pro  forma  of 
claims  1  to  4  upon  the  grounds  stated  in  the  decision  of  the  Exam- 
iners-in-Chief. If  in  his  opinion  these  claims  should  be  rejected  for 
any  other  reasons  which  have  not  been  considered  by  the  Examiners- 
in-Chief,  such  reasons  should  also  be  stated  in  his  letter  of  rejection. 
Upon  final  rejection  of  these  claims  appeal  will  lie  to  the  Examiners- 
in-Chief,  Action  upon  the  appeal  now  before  me  is  suspended  pend- 
ing the  determination  of  the  lov^-er  tribunals  of  the  patentability  of 
claims  1  to  4. 


Ex  PARTE  Actien-Geseli^chaft  fur  Anilin-Fabrikation. 

APPLICATION  FOR  REGISTRATION  OF  TRADE-MARK. 

Decided  June  22,  1907, 

(129  O.  G.,  2857.) 

Tbadk-Mabks — Foreign  Applicant — Uequibemknts  for  Registration  by  **  Ten- 
Yeab  "  Proviso. 
The  requirement  that  a  foreigner  who  applies  for  registration  shall  show 
either  that  the  mark  has  been  registered  in  the  country  where  he  resides  or 
is  located  or  that  he  has  a  manufacturing  establishment  within  the  terri- 
tory of  the  United  States  is  applicable  to  those  cases  where  registration  Is 
flon^ht  under  the  "  ten-year  **  proviso  as  well  as  where  the  mark  is  a  techni- 
cal trade-mark. 

On  Appeal. 

tbade-mabk  for  substantive  colors. 

Messrs.  O.  E.  Duffy  <£•  Son  for  the  applicant. 

BiixiNOS,  Assistant  Commissioner: 

This  is  an  appeal  from  the  Examiner  of  Trade-Marks  and  purports 
to  be  from  the  requirement  that  applicant  file  a  certified  copy  of  its 
registration  in  Germany.    In  fact,  it  is  an  appeal  from  the  action  of 
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the  Examiner  of  Trade-Marks  refusing  to  register  a  mark  on  the 
ground  that  applicant  has  not  complied  with  the  requirements  of  the 
statute. 

It  appears  that  applicant  is  a  corporation  organized  under  the  laws 
of  (Jermany  and  located  at  Berlin  and  that  registration  was  refused 
because  applicant  neither  stated  in  its  declaration  that  its  mark  was 
registered  in  Germany  in  accordance  w^ith  the  requirements  of  section 
2  of  the  Trade-Mark  Act  of  February  20,  1905,  nor  that  it  had  a 
manufacturing  establishment  within  the  territory  of  the  United 
States,  as  provided  in  section  3  of  the  act  of  May  4,  1906.  The  re- 
quirement that  a  certified  copy  of  the  German  registration  be  filed 
was  in  accordance  with  Rule  17  of  the  Trade-Mark  Rules  and  the 
decision  in  ex  parte  Beckett,  (C.  D.,  1905,  464;  119  O.  G.,  340.) 

It  is  stated  in  the  brief  filed  on  behalf  of  applicant  that  it  cannot 
file  a  certified  copy  of  a  German  registration  of  its  mark,  since  the 
mark  has  never  been  registered  in  (Jermany.  It  is  contended,  how- 
ever, that  since  this  application  is  filed  under  the  "  ten-year  "  clause 
of  section  5  of  the  act  of  1905  such  German  registration  is  not  neces- 
sary in  order  to  obtain  registration  in  this  country. 

Section  2  of  the  act  of  February  20, 1905,  provides  as  follows : 

If  the  applicant  resides  or  is  located  in  a  foreign  country,  tlie  statement  re- 
quired sliall,  in  addition  to  the  foregoing,  set  forth  that  the  trade-mark  has  been 
n^gisttM'od  hy  tlio  applicant,  or  that  an  ai)plicatlon  for  the  registration  thereof 
has  l)een  filed  by  him  in  the  foreign  country  in  which  he  resides  or  is  locateil 

4>         «         4> 

Section  4  i)rovides — 

That  certificnte  of  registration  shall  not  be  issued  for  any  mark  for  registra- 
tion of  which  jipi)licjition  has  been  fiitnl  by  an  applicant  located  in  a  foreign 
country  until  such  mark  lins  been  actually  registereti  by  the  applicant  in  the 
country  in  which  he  is  located. 

The  ''  ten-year  "  proviso  of  section  5  is  as  follows: 

That  nothing  herein  shall  prevent  the  registration  of  any  mark  by  the  appU- 
cant  or  his  predecessors,  or  by  those  from  whom  title  to  the  mark  is  derived,  in 
coniuierce  with  foreign  nations  or  among  the  several  States,  or  with  Indian 
trihes,  which  was  in  actual  and  exclusive  use  as  a  trade-mark  of  the  applicant 
or  his  predecessors  from  whom  he  derived  title  for  ten  years  next  preceding  the 
I)assi\ge  of  this  act. 

I'his  proviso  manifestly  refers  to  the  grounds  given  in  section  5  for 
refusing  the  registration  of  a  mark  and  does  not  relate  back  to  the 
requirements  of  the  preceding  sections. 

The  reason  for  the  rexiuirement  that  a  certified  copy  of  applicant's 
foreign  registration  be  filed  is  not  that  the  Office  may  have  evidence 
tliat  ap])licant  is  the  owner  of  the  mark  in  question,  but  that  the  Office 
may  have  evidence  that  the  applicant  has  coniplieci  with  the  require- 
ment of  section  4  above  cited. 

"^he  decision  of  the  t\eaminir  of  Trade-Marks  is  affirmed^ 
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KuTTROFF  V.  Cassella  Color  Company. 

OPPOSITION. 

Decided  July  1,  1907, 
(129  O.  G.,  3159.) 

1.  Tbadb-Mabkb — Opposition — Identity  of  Masks. 

Held  that  the  mark  "  Alizarine  Blacli  4  B  "  of  the  applicant  so  nearly 
resembles  the  mark  **  Alizarine  Black  4  **  of  the  opposer  and  the  words 
'^Alizarine  Black  3  B  "  used  by  the  Farbenfabriken  of  Elberfeld  Company 
as  to  cause  confusion  in  trade  and  is  therefore  not  registrable  under  the 
ten-year  proviso  of  section  5  of  the  act  of  1905. 

2.  Same — Same — Testimony  Showing  Use  by  Third  Parties  Considered. 

The  stipulated  use  of  the  mark  ''Alizarine  Black  3  B. "  by  parties  other 
than  those  directly  involved  in  this  proceeding  is  admissible  to  show  that 
the  applicant  did  not  have  exclusive  use  of  the  mark  for  ten  years  next 
preceding  the  passage  of  the  act  of  February  20,  1905. 

3.  Same — Same — Descriptive  Use  of  Mark  by  Other  Parties. 

Where  the  use  by  others  of  the  mark  sought  to  be  registered  has  been 
as  a  descriptive  use  rather  than  a  continued  trade-mark  use,  but  it  appears 
that  the  mark  was  *'  used  in  the  usual  and  regular  order  of  business  on 
the  tins  or  kegs  or  whatever  containers  contained  the  colors,"  Held  that 
such  use  was  similar  to  a  trade-mark  use  and  would  render  the  users  liable 
under  section  16  of  the  trade-mark  act  to  be  held  as  infringers  if  the  appli- 
cant's mark  should  be  registered,  and  that  since  such  use  if  subsequent  to 
applicant's  would  infringe,  when  prior  thereto  it  is  good  cause  for  refusing 
registration. 

Appeal  from  Examiner  of  Interferences. 

tradk-mark  fob  dyestuffs. 

Mr.  Anthony  Gref  and  Messrs,  Foster^  Freeman  cfe  Watson  for 
Kuttroff. 

Mr.  J.  D.  CapUnger  for  Cassella  Color  Company. 

Moore,  Commissioner: 

This  is  an  appeal  by  the  Cassella  Color  Company  from  the  de- 
cision of  the  Examiner  of  Interferences  holding  that  it  is  not  entitled 
to  register  the  words  "Alizarine  Black  4  B  "  as  a  trade  mark  for 
dyestuffs. 

No  testimony  was  taken  by  the  applicant.  A  stipulation  was  filed 
that  two  or  more  competent  witnesses,  if  called  on  behalf  of  Adolph 
Kuttroff,  the  /)pposer,  w^ould  testify  to  certain  facts. 

The  Examiner  of  Interferences  found  that — 

It  Is  h^ld  that  the  mark  "Alizarine  Black  4  B"  of  api)licat  so  nearly  re- 
neiobles  the  mark  "Alizarine  Black  4 ''  of  opponent  and  the  words  "Alizarine 
Black  3  B  "  of  the  Farbenfabriken  of  Elberfeld  Company  as  to  cause  confusion 
90697— H.  Doc.  470,  60-1 15 
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infringers  if  applicant's  mark  should  be  registered.  Since  such  use 
if  subsequent  to  applicant's  would  infringe,  when  prior  thereto  it  is 
good  cause  for  refusing  registration. 

The  third  ground  of  the  decision  of  the  Examiner  of  Interferences 
for  holding  applicant  not  entitled  to  register  its  mark — namely,  "  that 
the  name  '  Alizarine  Black  4  B  '  is  a  grade  mark" — is  believed  to  be 
unwarranted.  In  the  absence  of  proof  concerning  the  character  of  the 
use  of  the  mark  by  applicant  it  cannot  be  told  whether  the  mark  was 
used  to  indicate  the  grade  or  tlie  origin  of  the  goods. 

The  decision  of  the  Examiner  of  Interferences  is  a^rmed  upon  the 
first  two  grounds  noted  by  him  for  sustaining  the  opposition. 


Ex  PARTE  Nestle  and  Anglo-Saviss  Condensed  Milk  Company. 

APPLICATION    FOR    REGISTRATION    OF   TRADE-MARK. 

Decided  July  11,  1007, 

(129  O.  G.,  3160.) 

1.  Tbade-Mabks — Classification — Division. 

The  scope  of  the  classes  of  merchandise  established  under  section  2  of  the 
act  of  May  4,  1906»  is  peculiarly  within  the  knowledge  of  the  Examiner  of 
Trade-Marks,  and  his  conclusions  upon  questions  of  classification  will  not  be 
diflturbed  except  in  cases  of  obvious  error. 

•J-  Same — Same— Division. 

Where  it  api^ears  from  the  labels  submitted  as  specimens  that  "coffee 
with  milk  "  is  intended  for  use  in  making  beverages  only  and  that  **  cocoa 
with  milk"  and  "chocolate  with  milk"  are  adaptetl  to  be  used  in  making 
•*  chocolate  freams,"  "  blanc-mange,"  and  for  '*  other  culinary  purposes," 
Held  that  the  requirement  that  the  former  be  classified  in  Class  46,  Cofl:ee, 
tea,  and  substitutes,  and  the  latter  in  Class  47,  Confectionery,  in  order  to 
preserve  the  established  lines  of  classes  is  well  founded. 

On  Appeal. 

TRADE-MABK  FOB  INFANTS'  FOOD,  COFFKE  WITH  MILK,  CHOCOLATE  WITH   MILK,  COCOA 

WITH    MILK. 

Mr.  James  Hamilton  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  requiring  divi- 
sion of  the  application  for  registration  of  a  certain  trade-mark  for 
roffee  with  milk,  chocolate  with  milk,  cocoa  with  milk,  in  Class  4(), 
••  Coffee,  tea,  and  substitutes." 

The  Examiner  holds  that  "  coffee  with  milk  *'  is  properly  classifi- 
able in  Class  46,  but  that  ''  chocolate  with  milk ''  and  ''  cocoa  with 
milk ''  are  not  properly  classifiable  in  that  class,  and  that  all  such 
preparations  as  the  latter  are  classified  in  Class  47,  Confectionery. 
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It  is  contended  by  the  appellant  that  the  goods  upon  which  his  mark 
is  used  are  '^  chocolate  and  cocoa  condensed  with  milk  for  exclusive 
use  as  table  beverages,"  that  they  are  put  on  the  market  in  liquid 
form,  and  should  therefore  be  included  in  Class  46. 

The  Examiner  in  his  statement  relative  to  the  merchandise  in- 
cluded in  Class  46,  "  Coffee,  tea,  and  substitutes,"  holds  that  the  term 
'^  substitutes "  does  not,  however,  include  all  beverages,  but  is  in- 
tended to  include  what  are  commonly  known  as  "  coffee  substitutes  " 
and  "  coffee  surrogates  " — that  is,  preparations  for  making  beverages 
in  imitation  of  coffee.  Preparations  for  making  beverages  in  imita- 
tion of  tea  are  also  included  under  the  term  "substitutes."  He 
further  states  that — 

Cboc*()lato  atul  cocoa  are  used  for  other  piiri)08e8  than  for  makinnf  beverages. 
The  s<iKK*inieii  labels  filled  by  the  applicant  show  that  the  particular  preparations 
may  be  usihI  for  malting  chocolate  creams,  blanc-mange,  and  other  culinary 
products,  and  all  chocolate  and  cocoa  and  preim rations  thereof  have  been  classi- 
fied in  Class  47,  Confectionery,  for  the  reason  that  they  are  essentially  con- 
fectionery and  that  their  use  in  the  manufacture  of  beverages  Is  only  one  of 
the  uses  to  which  they  may  be  put. 

The  scope  of  the  classes  of  merchandise  established  under  section  2 
of  the  act  of  May  4,  1906,  is  peculiarly  within  the  knowledge  of  the 
Examiner  of  Trade-Marks,  and  his  conclusions  upon  questions  of 
classification  will  not  be  disturbed  except  in  cases  of  obvious  error. 

In  the  present  case  the  labels  filed  as  specimens  indicate  that  the 
"  coffee  and  milk  "  preparation  is  intended  for  use  only  in  making 
beverages,  while  the  cocoa  and  chocolate  preparations  are  said  to  be 
"  excellent  for  chocolate  creams,  blanc-mange,  and  pther  culinary 
uses."  It  is  therefore  believed  that  the  action  of  the  Examiner  in 
requiring  division  in  order  to  preserve  the  established  lines  of  classes 
above  indicated  is  well  founded. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex    PARTE    SyLVESTERSEN. 

API'LICATION   FOR  PATENT. 

Dvvidcd  July  18,  1907. 

(121)  O.  (;..  31G0.) 

Dbawinos— Amkndments  of — Sufficiency  of  Disclosure  in  SPEcmcATioN 
AM>  Claims. 
Wlioro  in  the  orijrinal  si)ecittcation  one  member  is  said  to  be  secured  to 
a  part  '*  by  nn^ans  (»f  a  bolt  or  i»ivot "  and  in  an  original  claim  the  member 
is  rt'fcTn^l  to  as  b(»ing  "  wnnwtetl  adjustably  *'  with  such  part  but  no 
means  for  p(>rniittin^  such  adjustment  is  shown  in  the  drawing,  Held  that 
amendUKMit  t(»  the  drawing  shouhl  be  [HTUiitted  to  show  suitable  means  for 
IterfoniiiuK  the  function  claimed,  if  sui»i)urted  by  u  supplemeutai  oath. 

Jv  Petition. 
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PLOW. 

Mebstra.  C.  A.  Snow  cfe  Co.  for  the  applicant. 

MooRE,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  refusing  to  per- 
mit certain  amendments  to  the  drawing. 

The  invention  relates  to  a  plow  for  turning  back  into  ditches  the 
furrow  slice  or  material  excavated  therefrom  in  the  process  of  making 
the  ditch.  It  comprises,  in  addition  to  the  usual  plow,  a  supplemental 
cutting  member  attached  to  the  rear  leg  of  a  bifurcated  landside-arch. 
In  his  specification  the  applicant  states  that  this  cutting  member  is 
secured  to  the  rear  leg  of  the  landside-arch  "  by  means  of  a  bolt  or 
pivot"  Braces  are  shown  extending  from  rigid  members  of  the  plow 
to  the  rear  end  of  the  cutting-blade  20 ;  but  the  means  for  connecting 
such  braces  to  the  cutting-blade  is  not  shown  in  the  drawing  or  dis- 
closed in  the  specification.  In  original  claim  5,  however,  the  cutting 
member  is  referred  to  as  "  connected  adjustably  with  the  rear  leg  of 
said  arch."  The  Examiner  holds  that  since  no  means  is  shown  or 
described  for  adjusting  the  cutting  member  20  to  different  positions 
it  is  to  be  presumed  that  the  cutter  is  fixed  by  a  bolt  to  the  rear  leg  of 
the  arch,  and  that  if  the  applicant  had  contemplated  adjusting  the 
bar  on  the  pivot  he  would  have  described  some  mechanism  whereby 
auch  adjustment  could  be  accomplished,  and  that  therefore  an  amend- 
ment to  the  drawing  to  show  a  means  for  adjusting  the  cutting-blade 
20  is  not  warranted  by  the  original  disclosure. 

The  position  of  the  Examiner,  in  my  opinion,  is  untenable.  The 
statement  in  the  original  specification  that  the  cutter  20  is  secured 
to  the  leg  of  the  landside  by  a  pivot  or  bolt,  when  taken  in  connection 
with  the  statement  in  claim  5  that  the  cutter  is  adjustable,  is  believed 
to  constitute  a  sufficient  disclosure  of  the  adjustable  feature  of  this 
invention  to  warrant  amendment  to  the  drawing  showing  an  ordinary 
means  for  adjusting  said  cutter.  As  stated  in  my  decision  in  ex  parte 
Wareham,  (C.  D.,  1901,  204;  97  O.  G.,  ICOO:) 

Under  the  practice  laid  down  in  ex  parte  Snyder  (C.  D.,  18S2,  22;  22  O.  G., 
1975)  an  applicant  may  be  i)ermitted  to  add  to  his  drawing — 
"to  supply  suitable  connections    *    *     *    or  other  manifest  defects  or  oinis- 
sious  in  features  essential  to  the  oi)eration  of  the  invention  or  to  the  com[)lete- 
oeHs  of  the  diclosure.** 

In  view  of  the  fact  that  the  applicant  in  his  original  application 
claimed  the  means  for  effecting  the  function  of  adjusting  the  cutter 
and  disclosed  a  pivot  about  which  such  adjustment  might  be  made, 
amendment  to  the  drawing  should  be  permitted  to  show  suitable 
means  for  performing  the  function  claimed.  The  proposed  amend- 
ment should,  however,  be  supported  by  proper  supplemental  oath 
under  Rule  48. 

The  petition  is  ff ranted. 
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ElCHEUlERQER   AND   HiBNER  V.   DiLLON. 

PATENT  INTERl-^ERENGE. 

Decided  AuguHt  IS,  1907. 

(129  O.  G.,  3161.) 

1.  Interference — Motion   for  Dissolution — Glaiiis  Made  Under  Protest — 

Informality  in  Declaration. 
Where  suggested  claims  wore  made  by  the  Joint  applicants  under  protest, 
with  a  statement  that  they  did  not' think  they  had  a  right  to  make  the 
same,  giving  their  reasons  therefor.  Held  that  the  declaration  of  interfer- 
ence did  not  constitute  informality  within  the  contemplation  of  the  rules 
and  that  the  transmission  of  a  motion  for  dissolution  liased  upon  this 
ground  was  proiierly  refuseij. 

2.  Same — Same— Same— Moving  Party's  Right  to  Make  Claims. 

Where  claims  have  been  su^^gested  to  an  applicant  and  he  made  the  same 
under  protest,  with  a  statement  that  he  does  not  believe  he  lias  a  right  to 
make  them,  and  where  after  insi)ecting  the  other  i)arty*s  application  he  still 
contends  tliat  he  has  no  right  to  make  these  claims,  Held  that  lie  should 
be  i)ermitted  to  argue  the  question  before  the  Primary  Examiner,  and  the 
motion  to  dissolve  should  therefore  be  transmitted.  {MUler  v.  Perham, 
C.  I).,  lOOf;,  157:  121  O.  G.,  2C(>7,  modified.) 

Appeal  on  Motion. 

doiler-flue  cleaner. 

MeHfirfi,  TI,  C.  Evert  d'  Co,  for  Eichell)erfi:er  and  Hibner. 

Mr,  Frederick  G,  Fischer  and  Messrs.  Collam^r  d'  Co.  for  Dillon. 

BiLLiNc.s,  Acting  Commissioner: 

'i'hi.s  is  an  aj)j)cal  by  Eichell)erger  and  Hibner  from  the  decision  of 
the  P^xaininor  of  Interferences  refusing  to  transmit  their  motion  to 
dissolve  as  to  tlie  first,  second,  and  fourth  grounds  and  the  first  part 
of  the  tliird  ground  tliereof. 

The  motion  to  dissolve  was  based  on  four  grounds: 

1st.  Informality  in  the  declaration  of  the  interference. 

2d.  Non-patentability  of  the  issue. 

*M\.  Lack  of  right  on  the  j)art  of  Eichelberger  and  Hibner  to  make 
the  claims  and  lack  of  right  on  the  j)art  of  Dillon  to  make  the  claini.^. 

4th.  That  the  claims  have  ditl'erent  meanings  in  the  two  applica-' 
tions. 

An  examination  of  the  motion  shows  that  the-  alleged  informality 
consists  in  the  fact  that  the  interference  was  declared,  although  when 
the  applicants  made  the  claims  which  were  suggested  to  them  they 
did  so  under  protest  and  with  a  statement  that  they  did  not  think 
they  had  a  right  to  make  the  same,  giving  their  reasons  therefor. 
This  was  not  such  an  informality  in  the  declaration  of  interference  as 
contemplated  in  the  rules,  for  after  the  applicant  had  filed  an  amend- 
ment containing  claims  which  had  previously  been  made  by  another 
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applicant  the  proper  course  for  the  Examiner  was  to  declare  the 
interfei'cnce. 

In  support  of  the  second  ground  fifteen  patents  were  cited.  It  was 
not  stated  whetlier  each  of  these  references  was  relied  on  to  anticipate 
each  claim,  or,  if  they  were  to  be  combined,  in  Avhat  manner  this  was 
to  be  done.  This  ground  of  the  motion  does  not  therefore  conform 
to  the  practice  as  laid  down  in  the  decision  Ileyne^  Hayivard^  and 
McCarthy  v.  I)e  Vilhhs,  Jr.,  (C.  D.,  190G,  460;  125  O.  G.,  609,)  and 
transmission  thereof  was  j)roperly  denied. 

The  reasons  given  in  support  of  the  fourth  ground  are  general  and 
do  not  point  out  the  specific  portion  of  the  claims  which  are  alleged 
to  have  diflferent  meanings  in  the  two  aj)plications,  and  this  ground  of 
the  motion  is  therefore  t(M)  indefinite  to  be  transmitted. 

In  the  third  ground  of  the  motion  the  contention  is  made  that  the 
moving  party  has  no  right  to  make  claims  corresponding  to  some  of 
the  counts  of  the  issue.  This  part  of  the  motion  was  refused  pri- 
marily in  accordance  with  the  practice  laid  down  in  Miller  v.  Perhan^ 
(C.  D.,  190(),  157;  121  O.  G.,  2GG7.)  It  appears,  however,  from  the 
record  that  after  the  Examiner  had  suggested  these  claims  to  the 
appellant  under  provisions  of  Kule  OG  the  appellant  filed  an  amend- 
ment contain ing^these  claims,  accompanying  the  same  with  a  statement 
that  the  claims  were  filed  under  protest,  for  the  reason  that  he  did 
not  believe  they  could  be  rightfully  based  on  the  structure  disclosed 
by  him.     Specific  reasons  were  given  for  this  belief. 

WTiere  claims  have  been  suggested  to  an  applicant  and  he  makes  the 
same  under  ])rotest,  accompanying  the  protest  with  a  statement  that 
he  does  not  believe  he  has  a  right  to  make  them,  giving  his  reasons 
for  that  statement,  and  where  after  inspecting  the  other  party's  appli- 
cation he  still  contends  that  he  has  no  right  to  make  these  claims,  he 
should  Ix*  permitted  to  argue  the  question  before  the  Primary  P^xam- 
iner.  The  practice  announced  in  Miller  v.  Perhan^  supra^  is  modified 
tg  this  extent. 

The  decision  of  the  Examiner  of  Interferences  refusing  to  grant 
the  motion  as  to  the  first,  second,  and  fourth  grounds  thereof  is  af- 
frmed.  His  decision  refusing  to  transmit  the  first  part  of  the  third 
ground  is  reversed. 


Ex  PARTE  The  Sauers  Milling  Company. 

Decidod  April  23,  J 907, 

(129  O.  G.,  3161.) 

TbadE'Mabks — **  Infallible  " — Descripti\^ — Not   Registrable. 

Held  that  tbe  word  **  Infallible "  as  applied  to  ttour  is  descriptive  or 
indicative  of  the  quality  of  the  flour,  and  therefore  not  registrable. 

On  Appeal. 
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TRADE- MARK   FOR  FLOUR. 

Mr.  Bruce  S,  Elliott  and  Measrs.  Meyers^  Cxi^hman  c6  Rea  for  the 
applicant. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  word  ''  Infallible  "  as  a  trade-mark  for  wheat- 
flour  on  the  ground  that  the  word  describes  the  character  or  quality 
of  the  goods. 

Appellant  contends  that — 

The  word  **  Infallible  *'  as  used  by  the  appellant,  is  used  in  a  purely  arbi- 
trary way  and  comes  within  the  rulinps  which  your  Honor  and  the  courts  have 
frequently  and  almost  uniformly  made  that  the  word  sou$;ht  to  be  registered  or 
under  consideration  was  merely  suj^pestlve  of  a  i)ossible  result. 

The  mark  is  not  regarded  as  arbitrary  and  fanciful  or  as  merely 
suggestive,  as  contended  by  appellant. 

The  Century  Dictionary  defines  "  infallible ''  as  "  unfailing  in  char- 
acter or  effect ;  exempt  from  uncertaintj'  or  liability  to  failure;  abso- 
lutely trustworthy,"  and  it  refers  to  the  quotation,  "He  *  *  * 
mended  china  WMth  an  infallible  cement,"  as  an  example  of  its  proper 
use.  Given  its  customary  meaning,  the  word  ''  Infallible  "  as  applied 
to  flour  is  considered  as  descriptive  or  indicative  of  the  quality  of  the 
flour  and  to  mean  that  the  flour  never  fails  to  make  good  bread  or 
other  food  product.  Since  the  word  "  infallible  "  is  in  common  use 
as  descriptive  of  character  or  indicative  of  quality,  it  is  not  open  to 
appropriation  by  any  one  memlxu'  of  the  public  in  connection  with  a 
particular  kind  of  merchandise. 

I'he  decision  of  the  Exainimr  is  afprmcd. 


ANHEUSER-Brsni  Brewixo  Association  /'.  D.  G.  Yuengltng  &  Son 

l\    KOEHLER    /'.    IIaUICII    &    CoMPANY     \\    PeTER    StUMPF    BrEWIVG 

Company  i\  Ruppert. 

TRADE-MARK    INTERFERENCE. 

nccidrd  May  2,S,  J907. 

(120  ().  o.,  :r>oi.) 

1.  Tbade-Marks — Identity  of  Merchandise— Beer  Not  Included  in  "Wines 

AND    Liquors." 

Wb(?re  the  niercbancliso  upon  whicb  a  trade-mark  is  used  is  stated  in 

the  registration  of  such  mark  to  be  "  wines  and  Hqiiors,"  it  is  doubtful 

whether  the  registrant  meant  l).v  tliis  statement  that  bis  mark  bad  been 

used  upon  beer,  and  in  the  absence  of  more  convincing  evidence  that  It 

"as  used  upon  beer,  and  not  merely  ui)ou  wines  and  distillates,  tbe  resls- 
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tratlon  should  not  be  held  to  anticipate  an  application  for  the  registration 
of  a  similar  marlc  for  beer. 
2.  Same — Public    Mark— Eagle. 

The  action  of  the  Office  in  issuing  a  number  of  registrations  of  trade- 
marks which  include  the  rei)re8entation  of  an  eagle  for  beer  does  not  in- 
dicate that  the  Office  has  recognized  the  rer)resentation  of  an  eagle  for 
beer  as  common  property. 

8»  Same — Estoppel   by   Pbiob   Registrations. 

Where  an  applicant  for  the  registration  of  the  representation  of  an  eagle 
as  a  trade-mark  has  several  prior  registrations  of  a  trade-mark  which 
includes  the  capital  letter  "A"  entwined  with  the  figure  of  an  eagle.  Held 
that  he  is  not  estopped  by  his  prior  registrations  from  obtaining  registra- 
tion upon  his  present  application. 

4.  Same — Interference  in  Fact— Oases  of  Doubt. 

In  case  of  doubt  upon  the  question  of  interference  of  marks  the  deter- 
mination thereof  should  be  post[)oued  until  final  hearing  in  order  to  get 
the  benefit  of  any  testimony  that  may  be  taken  on  the  subject. 

Appeals  on  Motion. 

trade-mark  for  beer. 

Afr.  George  H.  Knight  and  Messrs.  Knight  Brothers  for  Anheuser- 
Busch  Brewing  Association. 

Messrs,  Redding^  Kiddle  ck  Greeley  and  Mr.  Titian  W.  Johnson 
for  D.  G.  Yuengling  &  Son. 

Messrs.  Burger  d*  Baird  for  Koehler. 

Messrs.  Crosby  d*  Gregory  for  Habich  &  Company. 

Mr.  Jvlien  Gunn  for  Peter  Stuinpf  Brewing  Company. 

Mr.  Joseph  L.  Atkins  for  Ruppert. 

MooRE,  Acting  Commissioner: 

This  case  comes  up  upon  appeals  by  (1)  the  Peter  Stumpf  Brew- 
ing Company,   (2)   the  Anheuser-Busch  Brewing  Association,  and 

(3)  Jacob  Ruppert  from  the  decision  of  the  Examiner  of  Trade- 
Marks  upon  Ruppert 's  motion  for  dissohition. 

This  interference  as  redeclared  involved  nine  applications  and  regis- 
istrations,  as  follows:  (1)  Ruppert  application  No.  5,958;  (2)  Rup- 
pert application  No.  10,330;   (3)   Ruppert  registration  No.  10,004; 

(4)  Anheuser-Busch   Brewing  Association   application   No.   9,759; 

(5)  Yuengling  &  Son  application  No.  19,580;  (0)  Yuengling  &  Son 
registration  No.  30,707;  (7)  Koehler  registration  No.  27,091;  (8)  Ha- 
bich &  Company  registration  No.  25,124;  (9)  Stumpf  Brewing  Com 
pany  registration  No.  23,522. 

The  Examiner  of  Trade-Marks  dissolved  the  interference  as  to 
Ruppert's  application  No.  5,958,  the  Anheuser-Busch  application, 
and  Habioh  &  Company's  registration.    The  dissolution  as  to  Rup- 
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pert's  application  No.  5,958  was  based  upon  the  ground  that  the  mark 
shown  tlierein  is  not  registrable.  Ruppert  has  taken  no  appeal  from 
the  decision  upon  this  point.  In  fact,  he  has  expressed  his  concur- 
rence therein,  so  that  this  application  need  not  be  further  considered. 

The  dissolution  as  to  the  Anheuser-Busch  Brewing  Association 
application  No.  9,759  was  based  upon  the  grounds,  first,  that  the 
registration  to  E.  Simpson  &  Company,  No.  G20,  dated  January  2, 
1872,  anticipates  the  earliest  date  of  use  claimed  by  the  Anheuser- 
Busch  Brewing  Association;  second,  that  the  mark  shown  in  the 
Anheuser-Busch  Brewing  Association  application  is  nothing  more 
than  an  eagle,  which  has  become  a  public  mark  for  beer,  and,  third, 
that  many  earlier  registrations  to  this  party,  all  including  certain 
other  features  associated  with  the  eagle,  now  shown  alone,  establish 
an  estoppel  upon  this  party  precluding  its  registration  of  this  mark. 
The  Anheuser-Busch  Brewing  Association  has  appealed  from  the 
Examiner's  decision  upon  these  questions. 

The  dissolution  as  to  Habich  &  Company's  registration  was  based 
upon  the  ground  that  the  mark  there  shown  is  not  so  similar  to  the 
marks  of  the  remaining  parties  as  to  be  liable  to  cause  confusion  in 
trade  or  to  deceive  purchasers.  This  conclusion  is  traversed  by  the 
Anheuser-Busch  Brewing  Association  in  the  sixteenth  ground  of  its 
appeal.    The  remaining  parties  have  acquiesced  therein. 

In  addition  to  the  appeals  of  Ruppert  and  the  Anheuser-Busch 
Brewing  Association  there  is  one  taken  by  the  Peter  Stumpf  Brewing 
Company. 

(1 )  It  does  not  appear  that  the  appeal  of  the  Peter  Stumpf  Brewing 
Company  is  founded  upon  the  denial  of  any  motion  brought  by  that 
company  or  upon  the  grant  of  a  motion  brought  by  any  of  its  oppo- 
nents. It  has  no  right  of  appeal  under  such  circumstances,  and  the 
appeal  taken  is  therefore  dismissed. 

(2)  The  first  question  raised  by  the  appeal  of  the  Anheuser-Busch 
Brewing  Association  is  whether  this  association  is  shown  by  the  reg- 
istration of  E.  Simpson  &  Company,  No.  C20,  dated  January  2,  1872, 
to  have  been  anticipated  in  its  adoption  of  an  eagle  as  a  trade-mark 
for  beer.  This  registration  states  that  the  mark  shown  had  been  used 
for  ten  years  for  wines  and  liquors.  It  is  very  doubtful  whether  the 
registrant  meant  by  this  statement  that  his  mark  had  been  used  upon 
beer.  In  the  absence  of  more  convincing  evidence  that  it  was  used 
upon  beer  and  not  merely  upon  wines  and  distillates,  the  registration 
should  not  be  held  an  anticipation  here  unless  beer,  and  wines  and 
distillates  are  to  be  considered  goods  of  the  same  descriptive  proper- 
ties, I  am  of  the  opinion  that  they  are  not  to  be  so  considered.  They 
^•epresent  different  manufacturing  interests  and,  to  a  large  extent, 

ferent  retail  business.    They  are  made  by  distinctly  different  proc- 
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and  have  widely  different  physical  characteristics.  It  is  held 
that  the  Examiner  was  in  error  in  his  conclusion  that  the  Anheuser- 
Busch  Brewing  Association's  application  should  be  refused  upon 
this  reference. 

The  second  question  raised  by  the  Anheuser-Busch  Brewing  Asso- 
ciation's appeal  is  whether  the  eagle  for  beer  is  a  public  mark.  The 
Examiner's  conclusion  that  it  is  rests  upon  a  large  number  of  regis- 
trations for  beer  in  which  an  eagle  appears  as  a  part  of  the  mark. 
He  states  that  these  registrations  show  that  this  Office  has  recognized 
the  eagle  for  beer  as  common  property.  Each  of  the  registrations 
referred  to  is  subsequent  in  date  to  the  date  of  the  use  claimed  by  the 
Anheuser-Busch  Brewing  Association.  It  is  not  understood  how  the 
action  of  the  OflSce  issuing  any  number  of  registrations,  which  issues 
the  present  applicant  had  no  duty,  and  probably  no  opportunity  to 
oppose,  could  take  away  rights  which  this  party  may  have  acquired 
by  prior  adoption  and  use  of  its  mark.  It  is  held  that  the  Plxaminer 
erred  in  finding  that  registration  by  the  Anheuser-Busch  Brewing 
Association  is  barred  on  this  ground. 

The  third  question  presented  by  the  Anheuser-Busch  Brewing  Asso- 
ciation's appeal,  that  of  estoppel,  rests  upon  the  action  of  this  party 
in  making  application  for  and  obtaining  several  registrations  under 
the  acts  of  1870,  1881,  and  1905  of  marks  including  an  eagle,  which 
marks,  like  those  upon  labels  furnished  with  the  present  application, 
include  the  capital  letter  '*  A  "  entwined  with  the  figure  of  the  eagle. 
Why  an  estoppel  should  arise  from  these  registrations  is  difficult  to 
perceive.  It  was  the  practice  of  the  Office  at  one  time  to  require  the 
mark  registered  to  include  all  the  consequential  features  of  the  mark 
used  by  the  labels  furnished  with  the  registration.  This  practice  was 
overturned  by  the  court  of  api)eals  in  the  case  of  the  Standard  Under- 
ground Cable  Company^  (C.  D.,  190G,  087;  123  O.  G.,  050,)  wherein 
the  Court  held  that  the  applicant  was  free  to  elect  how  much  of  the 
mark  used  should  be  shown  upon  the  drawing  of  his  registration. 
The  Anheuser-Busch  Brewing  Association's  application  seems  to  be 
strictly  in  accordance  with  this  decision.  No  reason  is  seen  why  this 
applicant's  prior  registrations  in  conformity  to  an  earlier  practice 
should  preclude  him  from  registration  now  in  the  manner  made  pos- 
sible by  the  decision  in  the  Standard  Underground  Cable  Company 
case,  supra. 

If  the  inclusion  of  features  of  a  mark  in  a  registration  corresponded 
to  the  limitation  of  the  claim  of  a  patent,  doubtless  the  Anheuser- 
Busch  Brewing  Association  woiild  now  be  estopped  from  registering 
a  mere  eagle  on  the  ground  of  dedication  and  abandonment.  There 
is,  however,  no  such  analogy.    In  a  trade-mark  case  the  mark  is  ordi- 
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narily  registered  as  used,  and  such  a  registration  is  undoubtedly  in- 
tended to  aflford  a  basis  for  suit  against  the  subsequent  adopter  of 
any  mark  causing  confusion  therewith  and  mistake  in  trade,  no  mat- 
ter how  much  of  the  registered  mark  may  have  been  omitted  in  the 
creation  of  the  mark  which  is  confused  therewith.  It  is  held  that  the 
Anheuser-Busch  Brewing  Association  is  not  estopped  from  obtaining 
registration  upon  its  present  application  by  its  previous  registrations. 

The  fourth  question  raised  by  the  Anheuser-Busch  Brewing  Asso- 
ciation's appeal  is  whether  there  is  interference  between  the  An- 
heuser-Busch Brewing  Association's  mark  and  that  of  the  Habich  & 
Company's  registration.  It  is  believed  that  the  conclusion  of  the 
Examiner  of  Trade-Marks  upon  this  question  was  right.  The  mark 
and  that  of  the  appellant  are  not  so  similar,  in  my  opinion,  as  to 
cause  confusion  in  trade  or  deceive  purchasers.  It  is  recognized  that 
in  case  of  doubt  upon  a  question  of  interference  of  marks  the  deter- 
mination thereof  should  be  postponed  until  final  hearing  in  order  to 
get  the  benefit  of  any  testimony  that  may  be  taken  on  the  subject.  No 
doubt  is  entertained,  however,  as  to  the  non-interference  of  the  Habich 
&  Company's  registration  with  the  registrations  and  applications  of 
the  remaining  parties. 

(3)  The  appeal  of  Jacob  Ruppert  is  from  the  refusal  of  the  Ex- 
aminer of  Trade-Marks  to  dissolve  the  interference  between  his  ap- 
plication No.  10,336  and  registration  No.  10,004  and  the  applica- 
tions and  registrations  of  the  remaining  parties.  There  is,  in  my 
opinion,  no  chance  of  confusion  between  the  mark  of  registration 
No.  10,004  and  the  remaining  marks,  and  the  interference  should  be 
dissolved  as  to  this  registration.  It  is  believed  that  the  interference 
should  proceed  upon  the  remaining  cases — namely,  the  application  of 
Kuppert,  No.  10,330,  the  Anheuser-Busch  Brewing  Association  ap- 
plication, the  I).  G.  Yuengling  &  Son  application,  the  D.  G.  Yueng- 
ling  &  Son  registration,  the  registration  of  Koehler,  and  that  of  the 
Peter  Stunipf  Brewing  Company.  The  eagle  is  so  prominent  in 
each  of  these  marks  as  to  make  confusion  and  deception  a  probable 
consequence  of  their  concurrent  use  by  different  parties.  The  par- 
ties should  be  given,  an  opportunity  to  produce  evidence  regarding 
actual  conflict. 

The  decision  of  the  Examiner  of  Trade-Marks  dissolving  the  ap- 
plication of  the  Anheuser-Busch  Brewing  Association  from  the  in- 
terference and  refusing  to  dissolve  out  the  registration  of  Jacob 
Ruppert,  No.  10,004,  Is  rerersed  and  is  affirmed  upon  the  dissolution 
as  to  the  Habich  &  Company's  registration  and  the  refusal  to  dissolve 
as  to  the  remaining  registrations  and  applications. 
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Ex    PARTE    MeINHARDT. 

APPLICATION    FOR   PATENT. 

Decided  July  25,  1907. 

(129  O.  a,  3503.) 

Patentability — System  fob  Spacing  Fbee-Hand  Lettebs — Nor  an  Art, 
Machine,  Manufactube,  ob  Composition  of  Matteb. 
A  "  system  '*  which  consists  In  the  adoption  of  a  certain  scale  for  the 
height  of  letters  and  then  determining  in  terms  of  this  scale  the  proper 
width  of  the  letters  and  the  spaces  between  consecutive  letters.  Held  to  be 
neither  an  art,  machine,  manufacture,  or  composition  of  matter,  and 
therefore  not  i)atentable.  although  the  system  as  such  is  apparently  new 
and  useful. 

Appeal  from  Examiners-in-Chief. 

SYSTEM    FOB   SPACING   FBEE-HAND   LETTEBS. 

Mr.  Thomas  F,  Meinhardt  pro  se, 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  decision  of  the  Primary  Examiner  rejecting  tlie  fol- 
lowing claims: 

1.  A  system  for  spacing  free-hand  letters,  consisting  of  a  complete  spacing- 
guide  which  is  comi)osed  from  a  mechanical  scale  of  sixteen  units,  dividing  the 
desired  height  of  a  letter  into  four  equal  parts,  and  constituting  the  bottom 
guide-line,  the  4th,  8th,  12th  and  16th  units  as  the  five  principal  guide-lines, 
which  facilitates  the  construction  of  the  letter  in  correct  optical  iJifoportion,  as 
described. 

2.  A  system  for  spacing  free-hand  letters,  consisting  of  a  mechanical  scale  of 
sixteen  units  and  a  complete  si)acing-guide  which  indicates  in  horizontal  direc- 
tion the  exact  number  of  units  of  the  said  mechanical  scale  required  for  the 
variable  areas  of  the  letters  to  be  formed,  in  comparative  optical  relation  to  any 
other  letters  with  which  they  may  be  grouped,  also  the  exact  number  of  units  of 
the  said  mechanical  scale  required  for  the  variable  si)aces  between  separate 
letters  in  any  desired  combination. 

The  Examinei*s-in-Chief  rejected  the  claims  on  the  ground  that 
the  system  set  forth  therein  is  not  a  subject-matter  which  is  patentable 
under  the  statute,  although  the  system  as  such  is  apparently  new  and 
useful. 

As  stated  by  the  Examiners-in-Chief,  the  statute,  section  4886,' 
provides  that  patents  may  be  obtained  for  any  new  and  useful  art, 
machine,  manufacture,  or  composition  of  matter  or  any  new  and  use- 
ful improvement  thereof,  and  as  it  is  apparent  that  the  system  is 
neither  a  machine,  manufacture,  nor  a  composition  of  matter,  if  pat- 
«*ntable  at  all  it  must  l>e  as  an  '*  art,"  or,  as  it  is  usually  termed,  a 
"  process." 
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Robinson  in  his  work  on  pa4:ents,  section  159,  thus  defines  an  art: 

Au  art  or  or)eration  is  an  act  or  a  serieH  of  acts  performed  by  some  physical 
agent  upon  some  pbysical  object  and  producing  in  such  object  some  change 
either  of  character  or  condition. 

In  In  re  Westoii  (C.  D.,  1901,  290;  94  O.  G.,  1786)  the  Court  of 
Appeals  of  the  District  of  Columbia  in  discussing  the  question  of 
process  claims  came  to  the  conclusion,  from  a  consideration  of  the 
decisions  on  the  subject,  that  there  are  two  classes  of  processes  which 
if  new^  and  useful  are  patentable:  first,  those  which  involve  a  chemical 
or  other  elemental  action,  and,  second,  those  which  are  of  a  mechani- 
cal nature  and  which,  although  perhaps  best  illustrated  by  mechanism, 
are  not  absolutely  dependent  on  a  machine. 

Appellant's  system  consists  in  the  adoption  of  a  certain  scale  for 
the  heiglit  of  his  letters  and  then  determining  in  terms  of  this  scale 
the  proi)er  width  of  the  letters  and  the  spaces  between  consecutive 
letters. 

It  is  evident  that  such  a  system  conforms  to  neither  of  the  above 
quoted  definitions  of  a  patentable  "  art "  or  "  process." 

It  would  seem  rather  to  be  such  a  plan  as  is  referred  to  by  Robinson 
in  his  work  on  patents,  section  166,  as  follows: 

Hence  a  plan  or  theory  of  action  which,  if  carried  into  practice,  could  produce 
no  physical  resnlts  proceeding  directly  from  the  operation  of  the  theory  or  plan 
itself,  is  not  an  art  within  tbe  meaning  of  the  patent  law,  however  greatly  it 
may  i)romote  tbe  comfort  or  tbe  welfare  of  mankind.  It  Is,  indeed,  a  means 
and  may  accomi>lisb  au  imi)ortant  end,  but  it  lies  outside  the  domain  of  the 
industrial  arts;  and  its  inventor,  if  he  is  entitled  to  protection  from  any  source, 
must  seek  it  from  tbe  Copyrigbt  and  not  the  patent  law. 

Appol hint's  device  being  neither  an  art,  machine,  manufacture,  nor 
composition  of  matter  nmst  be  held  to  be  not  patentable. 
The  decision  of  the  Exaininers-in-Chief  w  affirrried 


Ex   PARTE   MeINHARDT. 

APPLICATION    1X)R    PATENT. 

Decided  A  ugmt  5,  1901. 

(121)  O.  C,  3503.) 

Patrntartltty— System  for  wSpactng   Free-Hand  Letters — Rehbabino. 

While  it  is  conceivable  that  some  person  after  lonpj  and  arduous  study 
mijrbt  discover  a  new  metbod  for  solving  certain  mathematical  problems 
which  was  mucb  simpler  and  sborter  tban  any  known  method,  such  method 
would  not  be  :i  proper  sul>ject  f<»r  i»atent.  So,  in  tbe  present  case,  appli- 
cant's plan  for  sjuicin;:  fre(»-band  letters,  no  matter  what  Its  merit,  does  not 
come  witbin  tbe  classes  for  which  i)rotection  can  be  secured  under  the 
latent  laws. 

On  Petition. 
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«  SYSTEM  FOB  SPACING   FBEE-HAND   LETTEBS. 

Mr.  Thomas  F.  Meinhardt  pro  se. 

BiLXJNGS,  Acting  Commissioner: 

This  is  a  petition  for  a  rehearing  of  the  apf^al  from  the  decision 
of  the  Examiners-in-Chief  affirming  the  action  of  the  Primary  Ex- 
aminer rejecting  the  claims. 

On  July  18,  1907,  a  decision  was  rendered  affirming  the  decision  of 
the  Examiners-in-Chief. 

The  arguments  advanced  by  applicant  have  been  carefully  consid* 
ered.  They  go  to  show  that  applicant's  discovery  is  a  meritorious  and 
useful  one;  but  that  such  is  the  case  has  not  been  disputed.  It  cannot 
be  held,  however,  that  this  plan  for  spacing  letters  is  a  patentable 
invention  within  the  meaning  of  the  statute. 

It  is  conceivable  that  some  person  after  long  and  arduous  study 
might  discover  a  new  method  for  solving  certain  mathematical  prob- 
lems which  was  much  simpler  and  shorter  than  any  known  method ; 
but  such  method  would  not  be  a  proper  subject  for  a  patent.  So,  in 
the  present  case,  applicant's  plan,  no  matter  what  its  merit,  does  not 
come  within  the  classes  for  which  protection  can  be  secured  under  the 
patent  laws. 

This  conclusion  is,  however,  not  necessarily  a  final  determination 
of  applicant's  right  to  a  patent,  for  the  law  provides  that  if  a  party 
is  dissatisfied  with  a  decision  of  the  Commissioner  of  Patents  lie  may 
take  an  appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia. 
(Rules  148-149.) 

T/ie  petition  for  rehearing  is  denied. 


Ex  PARTE  Green. 

Decided  March  lU  1907, 

(130  O.  G.,  209.) 

1.  Final  Rejection — Formal  Objection  Does  Not  Render  Premature. 

Where  the  Examiner  points  out  certain  formal  objections  in  liis  letter 
finally  rejecting  the  claims  of  an  application,  Held  that  the  final  rejection 
is  not  thereby  rendered  premature. 

2.  Abandonment — Claims  Presented  After  Final  Rejection  Unaccompanied 

BY  Showing  Does  Not  Avoid. 
Where  after  final  rejection  the  applicant  presents  an  amendment  curlnj: 
informalities  and  containing  claims  wbich  differ  substantially  from  thosi> 
finally  rej(»cted,  but  does  not  make  a  showing  of  good  and  suflicient  reasons 
why  tlie  amendment  was  not  cMirller  presenttnl.  Held  that  the  amendment  is 
inadmissible,  although  it  would  have  l)een  proper  to  cui*e  the  informalities 
by  proper  amendment,  and  that  such  action  does  not  relieve  the  ai)plicatio!i 
from  its  condition  as  subject  to  appeal  or  save  it  from  abandonment. 

On  Petition. 
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METHOD  FOB  EXTRACTING,  CONVEYING,   BTEBIUZINO,  AND   MOISTENING  QIBT. 

Mr.  Nicholas  Dm  Bois  for  the  applicant. 

MooRE,  Acting  Commissioner: 
This  petition  requests  that  the  Examiner  be  advised  that — 

♦  ♦  ♦  your  i)etitioner's  proposed  amendments  dated  March  17,  1906,  and 
April  20,  1906,  i-espectively  be  admitted  and  considered  without  withdrawing 
the  application  from  the  condition  of  appeal,  and  that  he  be  directed  to  incorpo- 
rate said  proposed  amendment,  to  the  end  that  the  claims  may,  upon  appeal 
to  the  Board  of  Examiners- in-Chief,  be  in  condition  for  intelligent  action  on  the 
merits  by  that  tribunal. 

Following  several  actions  in  the  case,  all  the  claims  were  rejected  on 
December  20,  1905.  On  January  8,  1906,  applicant  amended  by  can- 
celing claims  1  and  2  and  substituting  two  new  claims  therefor.  Con- 
cerning these  claims,  applicant  stated  in  his  amendment : 

The  foregoing  claims  1  and  2  are  in  substance  the  same  as  the  claims  on 
which  the  Examiner's  action  was  based. 

In  his  action  of  February  24,  1906,  the  Examiner  criticised  and 
finally  rejected  the  claims  as  follows  : 

The  parenthetical  clause  in  claims  1  and  2  should  be  canceled,  because  it  is 
not  clear  and  because  it  sets  out  nothing  i)ositively.  The  expression  '*  moist 
suction  "  la  meaningless. 

The  claims  are  again  rejected  on  the  references  and  reasons  of  record,  and 
as  the  claims  have  not  been  amended  in  matter  of  substance,  this  action  is  made 
final. 

Appeal  lies  to  the  Examiners-in-Chief. 

Petitioner  contends  that — 

♦  ♦  *  In  view  of  the  new  objection  raised  by  the  Examiner  the  final 
rejection  at  this  time  was  premature. 

The  claims,  as  applicant  admits,  had  not  been  amended  in  matter 
of  substance.  No  new  grounds  of  rejection  were  cited  by  the  Exam- 
iner. The  final  rejection  was  therefore  not  premature.  The  fact  that 
certain  formal  objections  were  made  did  not  prevent  the  final  rejec- 
tion from  being  proper. 

The  circumstances  in  this  case  are  similar  to  those  in  the  case  of 
ex  parte  Serery,  (C.  D.,  1901,  244;  97  O.  G.,  2745,)  in  which  it  was 
stated : 

The  petitioner  contends  that  the  requirement  for  a  showing  does  not  apply, 
since  in  his  opinion  the  application  was  not  in  condition  for  appeal.  He  calls 
attention  to  the  rule  which  requires  that  all  formal  matters  be  settled  before 
appeal  is  taken  and  argues  that  since  such  matters  had  not  been  settled  when 
the  letter  referred  to  was  written  the  consideration  of  the  merits  of  the  case 
could  not  properly  be  closed  by  the  Examiner. 

All  of  the  rules  must  be  construe<l  together,  and  when  so  construed  the  Exam- 
iner clearly  has  authority  to  finally  rejtvt  tlie  claims  before  all  formal  matters 

e  settled,  and  such  final  rejection  has  as  much  force  as  if  there  were  no  con- 

>versy  as  to  formal  matters.    It  is  merely  necessary  that  the  formal  matters 
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be  disposed  of  before  au  appeal  Is  forwarded.  This  subordiuation  of  formal 
defects  to  matters  of  merits  is  for  the  purpose  of  facilitating  the  prosecution 
of  the  case  upon  its  merits  and  Is  believed  to  be  founded  upon  good  reason  and 
to  work  to  the  interest  of  parties  having  business  before  the  Office.  The  ques- 
tion of  main  interest  is  the  merits,  and  the  iwstponement  of  formal  matters  is 
for  the  purpose  of  preventing  delay  in  reaching  a  conclusion  upon  that  question. 
To  permit  the  postponement  of  such  matters  to  result  in  delays  in  settling 
qoestions  of  merits  would  be  to  defeat  the  very  purpose  for  which  the  rule  was 
adopted. 

The  Examiner  holds  that  the  claims  which  applicant  seeks  to  have 
admitted  differ  substantially  from  the  finally-rejected  claims.  This 
is  admitted  by  applicant,  for  in  the  proposed  amendment  containing 
said  claims  he  says : 

The  claims  now  submitted  are  in  substance  different  from  the  canceled  claims 
in  thajt  they  clearly  recite  that  the  suction  Is  induced  by  an  agent  not  In  contact 
with  the  article  being  operated  upon  and  that  the  dirt  is  extracted  by  the  suc- 
tion of  air  free  from  moisture  likely  to  be  injured  by  wetting  the  article  to 
which  it  is  applied. 

Applicant  did  not  make  a  showing  duly  verified  of  good  and  suflS- 
cient  reasons  why  the  amendments  were  not  earlier  presented,  as 
required  by  Rule  68.  Without  such  a  showing  the  amendments  sub- 
mitted were  not  admissible,  although  it  would  have  been  proper  to 
cure  the  informalities  by  proper  amendment.  {Ex  parte  Paige ^  C.  D.. 
1904,  59;  108  O.  G.,  1587.)  Such  an  amendment,  however,  under 
the  provisions  of  Rule  68  would  not  relieve  the  application  from  its 
condition  as  subject  to  appeal  or  save  it  from  abandonment. 

The  final  rejection  of  February  24,  1906,  having  been  proper,  a 
responsive  action  thereto  such  as  would  save  the  case  from  abandon- 
ment would  have  been  an  appeal  to  the  Examiners-in-Chief.  Inas- 
much as  no  such  action  has  been  taken  within  the  year  provided  by 
statute,  the  application  is  abandoned.  (Ex  parte  Thayer^  C.  D.,  1906, 
189;  122  0.  a,  1724.) 

The  petition  is  denied. 


Ex  PARTE  The  Rat  Biscuit  Company. 

APPLICATION  FOR  REGISTRATION  OF  TRADE-MARK. 

Decided  August  5.  1907. 

(130O.  G.,  300.) 

Tbade-Mabks— **  Rat  Bis-Kit**  for  Poisonous  Compound  for  Rats  and  Mice — 

Descriptive — Nor  Registrable. 

The  words  **  Rat  Bis-Kit "  indicate  a  pnKluct  to  bo  eaten  by  rats,  which 

would  be  understood  by  the  public  to  contain  a  rat-poison.     Heldy  therefore, 

to  be  deseriptiye  and  not  registrable  as  a  trade-mark  for  a  poisonous  com- 

pound  for  rats  and  mice. 

On  Affbai^. 

a0007— H.  Doc,  470,  60-1 16 
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TRADE- MARK  FOR  POISONS  FOB  ANIMALS. 

Mr,  H.  A.  Toulmin  for  the  applicant. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  by  The  Rat  Biscuit  Company  from  the  decision  of 
the  Examiner  of  Trade-Marks  refusing  to  register  the  words  "  Rat 
Bis-Kit"  as  a  trade-mark  for  poisonous  compound  for  rats  and 
mice. 

Registration  was  refused  on  the  ground  that  the  mark  is  descrip- 
tive of  the  character  or  quality  of  the  goods. 

Section  5  of  the  Trade-Mark  Act  of  P>bruary  20,  1905,  provides 
that  no  mark' shall  be  registered  which  consists — 

merely  iu  words  or  devices  which  are  descriptive  of  tl^e  goods  with  which  they 
are  used  or  of  the  character  or  quality  of  such  goods. 

The  words  are  not  descriptive  of  the  goods,  but  are  descriptive  of 
the  character  and  use  thereof.  The  word  "  Bis-Kit,"  which  is  merely 
a  misspelling  of  the  word  "  biscuit,''  indicates  that  the  compound  is 
sometliing  to  be  eaten  and  the  word  "  Rat "  that  it  is  to  be  eaten  by 
rats.  As  it  is  not  customary  to  feed  rats,  it  will  be  understood  by 
every  one  that  the  compound  is  a  rat-poison  put  up  in  the  form  of  a 
biscuit,  which  might  be  of  rectangular  form,  like  the  well-known 
*'  Uneeda  "  biscuit. 

In  the  case  of  Barrett  Chemical  Co.  v.  Stern^  (176  N.  Y.,  27;  68 
N.  E.  Rep.  05,)  wliere  the  word  "  Roachsault,"  used  on  a  compound 
for  destroying  insects,  was  held  to  be  descriptive,  and  therefore  not 
a  valid  trade-mark,  the  Court  of  Appeals  of  New  York  said: 

The  word  "  roach  "  can  be  used  as  descriptive  of  the  common  insect  whose 
life  is  sought  to  bo  dcstroywl  by  the  use  of  the  article  and  so  the  word  "  salt" 
may  l)o  used  since  it  is  a  word  in  common  use  to  describe  chemical  preparations 
and  an  article  for  the  preparation  of  food.  The  two  words  may  be  written  and 
us(?d  as  one  word  to  describe  a  salt  to  be  used  for  the  purpose  of  destroying 
roaches.  *  *  *  The  case  in  its  legal  asi)ect  is  the  same  as  if  each  party 
had  labeled  his  goods  *'  Koach  Poison  "  instead  of  "  Roach  Salt." 

Tlie  principles  thus  announced  by  the  court  are  applicable  to  the 
facts  in  this  case. 

The  decision  of  the  Kxaminer  of  Trade-Marks  is  affirmed. 


Gc)Ui{D  r.  CiiARLKs  Jacqiin  et  CiE.,  Inc. 

OPPOSITION. 

DrcUhil  June  29,  J 907. 

(130  O.  G.,  QTyTy.) 

Trade-Mark  Opposition— Similarity  of  Marks  Including  Common  Featube. 

II dd  that  lli(»  mark  of  the  apiwllant,  which  consists  of  the  representation 

of  a  cro.ss  having  rays  radiating  from  its  upi>er  portion,  associated  with  the 
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title-phrase  "  Liqueur  de  St.  Dominic/*  and  the  name  **  Charles  Jacquin  et 
Cie**  appearing  above  and  below  the  title-phrase,  the  whole  inclosed  in  a 
circular  border  of  dots  and  crosses  arranged  alternately,  does  not  so  nearly 
resemble  the  mark  of  the  opponent,  which  comprises  the  words  "  Veritable 
Benedictine,'*  "  D.  O.  M.,'*  and  the  representation  of  a  **  cross,**  as  to  cause 
confusion  in  the  mind  of  the  public,  where  crosses  of  various  tyi)es  have 
been  used  upon  liqueurs  and  cordials  by  many  other  dealers. 

2.  Same — Same— Unfair  Competition  in  Tbade  Not  Considered. 

The  question  of  unfair  comi)etition  in  trade  cannot  be.  considered  in  an 
opposition  proceeding. 

3.  Same — Limitation  by  Registration. 

Where  it  is  stated  in  the  certificate  of  registration  that  the  essential  fea- 
tures of  the  trade-mark  are  the  words  "  Veritable  Benedictine,*'  "  D.  O.  M.," 
and  a  **  cross,**  Held  that  the  registrant  having  limited  himself  in  the  regis- 
tration to  a  mark  containing  these  features  is  not  entitled  broadly  to  the 
use  of  a  cross  so  as  to  exclude  others  from  the  use  of  the  stime  regardless 
of  ttie  similarity  of  the  marks.  (Citing  Richtcr  v.  Reynolds  ct  aZ.,  C.  D., 
1894.  260;  67  O.  G.,  404;  59  Fed.  Rep.,  577.) 

On  Appeal. 

TRADE-MARK  FOR  CORDIAL. 

Mr.  A.  Parker-Smith  for  Gourd. 

Me99Ts.  Straley  d&  Haahrouck  for  Charles  Jacquin  et  Cie.,  Inc. 

MooBE,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences dismissing  the  opposition  of  Henry  E.  Gourd  to  the  registration 
by  Charles  Jacquin  et  Cie.  of  a  trade-mark  for  cordial,  consisting  of 
the  representation  of  a  cross  having  rays  radiating  from  the  upper 
portion,  associated  with  the  title-phrase  "  Liqueur  de  St.  Dominic," 
and  the  name  "  Charles  Jacquin  et  Cie  "  appearing  above  and  below 
said  title-phrase,  the  whole  inclosed  by  a  circular  border  of  dots  and 
crosses  arranged  alternately. 

The  grounds  of  opposition  on  which  the  appeal  is  based  may  be 
summarized  as  follows! 

1.  That  Henry  E.  Gourd  is  the  agent  in  the  United  States  for  the 
sale  of  a  cordial  known  as  "  Benedictine,"  which  is  manufactured  by 
the  Societe  Anonyme  de  la  Distillerie  de  la  Liqueur  Benedictine  de 
L'Abbaye  de  Fecamp  as  successor  to  A.  I^grand,  that  this  company 
has  used  as  its  trade-mark  the  representation  of  a  Latin  cross,  and 
that  the  trade-mark  sought  to  be  registered  so  nearly  resembles  that 
of  the  opposer  as  to  cause  confusion  in  the  mind  of  the  public. 

2.  That  the  trade-mark  sought  to  be  registered  is  anticipated  by 
trade-mark  registration  No.  10,410  to  I^grand. 

The  answer  of  the  applicant  comprises  a  formal  denial  of  the  alle- 
gations of  the  notice  of  opposition  and  the  additional  defense  that 
the  Latin  cross  has  been  so  generally  used  in  the  past  by  other  firms 
in  connection  with  their  trade-marks  for  cordials  that  it  has  become 
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public  proi^erty  and  that  if  the  opposer  ever  had  the  right  to  use  a 
Latin  cross  the  same  has  been  lost  by  reason  of  his  acquiescence  in 
the  general  use  of  the  same  by  other  manufacturers  and  dealers  in 
wines  and  cordials. 

Some  months  after  the  notice  of  opposition  was  filed  Gourd  filed 
a  motion  that  he  be  allowed  to  amend  his  notice  of  opposition  by  in- 
cluding certain  registrations  of  Legrand  which  it  was  alleged  antici- 
l^ated  the  mark  of  the  applicant. 

This  motion  was  denied  by  the  Examiner  of  Interferences  on  the 
ground  that  the  reasons  given  why  these  registrations  were  not  in- 
cluded in  the  original  notice  of  opposition  were  insufficient  to  watrant 
their  admission. 

It  is  not  necessary  to  consider  whether  this  was  a  proper  ground  for 
denying  the  motion,  for  clearly  these  registrations  furnish  new 
grounds  of  opposition  and  as  such  could  not  be  filed  after  the  expira- 
tion of  the  thirty  days  allowed  by  the  statute  for  filing  notices  of 
opposition. 

As  pointed  out  by  the  Examiner  of  Interferences,  the  question  of 
tmfair  competition  in  trade  cannot  be  considered  in  a  proceeding  of 
this  kind.  The  question  to  be  here  determined  is  whether  the  mark  of 
applicant  so  nearly  resembles  a  mark  used  by  the  opposer  as  to 
cause  confusion  in  the  mind  of  the  public  and  deceive  purchasers 
and,  if  so,  whether  the  opposer  has  the  exclusive  right  to  use  this 
mark. 

It  was  found  by  the  Examiner  of  Interferences  that  Charles 
Jacquin  ct  Cie.  had  used  its  mark  since  1896,  that  the  Societe 
Aiionynie  de  la  Distillerie  de  la  Liqueur  Benedictine  de  L'Abbaye 
de  Fecamp,  which  for  brevity  will  be  referred  to  as  the  "  Societe," 
had  used  for  many  years  prior  to  this  date  a  mark  one  of  the  features 
of  which  is  a  Latin  cross.  He  held  further,  however,  that  the  mark 
used  by  the  opi)oser  does  not  so  closely  resemble  that  of  the  applicant 
as  to  cause  confusion  in  the  mind  of  the  public  or  deceive  purchasers 
and  that  the  oj^poser  has  not  the  exclusive  right  to  the  use  of  a  Latin 
cross  broadly  as  a  trade-mark  for  cordials. 

The  testimony  has  been  discussed  fully  by  the  Examiner  of  Inter- 
ferences, and  his  conclusions  as  to  the  use  of  their  marks  by  the  re- 
spective parties  is  correct. 

From  an  inspection  of  the  mark  of  the  applicant  and  of  that  which 
(jrourd  testifies  has  been  used  by  the  opposer  I  am  of  the  opinion  that 
these  marks  are  not  so  alike  as  to  cause  confusion  in  the  mind  of  the 
public. 

There  remains  to  be  considered,  therefore,  only  the  question  whether 

^  "  Societe  "  accjuired  broadly  such  a  right  to  the  use  of  a  Latin 
s  by  reason  of  using  it  as  one  feature  of  its  mark  as  to  exclude 
rs  from  the  use  thereof. 
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The  record  shows  the  use  of  crosses  of  various  types  on  various 
kinds  of  liqueurs  and  cordials  by  others  than  the  "  Societe."  It  does 
not  appear  that  any  attempt  has  been  made  to  stop  such  use.  Accord- 
ing to  the  testimony  of  Gourd  various  suits  have  been  brought  by 
the  "  Societe  "  against  alleged  infringers  but  all  these  suits  turned 
on  the  question  of  unfair  competition  in  trade.  On  cross-examina- 
tion on  the  point  Gourd  testified  as  follows : 

X-Q.  56.  And  was  the  sole  issue  in  all  these  procedings  and  in  nil  the  others 
which  you  have  not  named,  merely  the  shape  of  the  bottle? 

A.  The  issue  rested  upon  the  shape  of  the  bottle,  the  labels,  caps,  seals  and 
the  general  appearance  of  the  bottle. 

X-Q.  57.  Then  do  I  understand  you  correctly  that  each  one  of  these  suits 
was  for  unfair  competition  of  trade? 

A.  In  a  general  way  they  were,  as  they  v^ere  instituted  against  counterfeiters 
or  imitators  of  the  Benedictine  package. 

It  would  appear  from  these  facts  that  the  "  Societe  "  did  not  con- 
sider that  it  was  entitled  broadly  to  the  use  of  the  representation  of 
a  cross  as  a  trade-mark  for  cordial. 

In  only  one  of  the  certificates  of  registration  of  Legrand  intro- 
duced in  evidence  is  it  stated  that  the  cross  is  an  essential  feature 
of  the  mark,  and  in  that  one  the  essential  features  of  the  mark  are 
said  to  be  the  words,  letters,  and  symbol  "  Veritable  Benedictine," 
"  D.  O.  M.,"  and  a  "  cross." 

The  question  of  the  effect  of  such  a  limited  registration  arose  in 
the  case  of  Richter  v.  Anchor  Remedy  Company^  (52  Fed..  Rep.,  455,) 
where  it  was  held  that  a  registrant  who  had  in  his  registration  stated 
that  the  essential  feature  of  his  mark  was  the  repi*l^sentation  of  a 
red  anchor  on  an  oval  space  or  field  was  not  entitled  to  the  use  of  an' 
anchor  broadly.  The  decision  was  affirmed  on  appeal,  {Richter  v. 
Reynolds  et  ah,  C.  D.,  1894,  20();  07  O.  G.,  404;  59  Fed.  Rep.,  577,) 
where  the  Court  said : 

•  ♦  ♦  Ah  late  as  July  7,  1885,  he  registered  as  his  trade-mark  an  accu- 
rately and  distinctively  defined  design,  the  "  essential  feature  of  which  "  (as  he 
then  declared)  "is  the  representation  of  a  red  anchor  in  the  oval  space."  As 
evidence  tending  to  show  what  was  really  claimed  or  had  l>eeu  intended  to  be 
appropriated  the  court  below  was  clearly  right  In  taking  this  Into  consldora- 
tioD,  and,  in  our  opinion,  it  was  right,  also,  in  concluding  therefrom  that  the 
roinplainant*s  intention  was  to  confine  his  claim  of  trade-mark  to  the  s|)ecilic 
device  designated  and  described,  and  which  he  further  declanMl  to  be  the  one 
which  he  had  **  adopted.*' 

Under  the  doctrine  laid  down  in  these  decisions  it  is  hold  that  hav- 
ing limited  himself  in  his  registration  as  pointed  out  above  I^grand 
and  his  successors  in  business  are  not  entitled  broadly  to  the  use  of 
a  Latin  cross  as  a  trade-mark  for  cordials  and  to  exclude  others  from 
the  use  of  the  same  regardless  of  the  similarity  of  the  marks. 

The  decman  of  the  Examiner  of  Interferences  in  afjirmed. 
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Cutler  v.  Carighofp. 

Decided  July  SI,  1907. 

(130  O.  G.,  656.) 

1.  Interference — Motion   to   Transmit   a   Motion   to   Dissolve — Delay  in 

Brinoing. 
Where  the  reasons  which  are  alleged  to  excuse  delay  In  bringing  a  mo- 
tion appear  clearly  from  the  record.  It  is  only  necessary  for  the  moving 
party  to  call  attention  thereto. 

2.  Same — Same — Same. 

The  fact  that  similar  motions  have  been  brought  in  companion  inter- 
ferences constitutes  no  sufficient  excuse  for  delay  in  bringing  a  motion  to 
dissolve. 

Appeal  on  Motion. 

motor-control  system. 

Meftftrfi.  Jones  d*  Addington  and  Mr.  E.  B.  H.  Tower^  Jr.^  for  Cut- 
ler. 

Mr.  Albert  G.  Darin  for  Carichoff.  {Mr.  Arthur  A.  Buck  and 
Mr.  Iloicard  M.  Morse  of  counsel.) 

B1LI.INGS,  Assistant  Commissioner: 

Tliis  is  an  appeal  by  Cutler  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  a  motion  to  dissolve  the  above- 
entitled  interference.  The  motion  was  filed  more  than  six  months 
from  the  expiration  of  the  time  within  which  it  should  have  been 
brought.  The  Examiner  of  Interferences  refused  to  transmit  the 
motion  because  the  moving  party  did  not  accompany  his  motion  with 
'  a  sufficient  showing  of  the  reasons  for  delay.  It  is  contended  by  the 
appellant  that  the  reasons  are  to  be  found  in  the  record  and  that  it 
is  not  necessary  in  such  cases  to  again  set  forth  these  reasons  in  the 
affidavit.  It  is  believed  that  in  many  instances  the  reasons  for  delay 
do  appear  clearly  from  the  record,  and  when  such  is  the  case  it  is  only 
necessaiy  for  the  moving  party  to  call  attention  to  these  reasons 
in  order  to  justify  the  transmission  of  the  interference.  The  reasons, 
however,  appearing  in  the  record  in  this  case,  which  reasons  are 
specified  in  the  affidavit  filed  by  counsel  accompanying  the  motion, 
are  not  thought  to  justify  the  long  delay.  The  hearings  on  the 
motions  in  the  companion  interferences  have  already  been  had  be- 
fore the  Primary  Examiner,  and  the  transmission  of  this  motion 
would  entail  more  expense  upon  the  appellee.  There  is  no  reason  why 
this  motion  could  not  have  been  brought  when  the  other  motions 
were  l)rought,  for  it  is  alleged,  and  not  denied,  that  the  questions  in- 
volved befoie  the  P^xaminer  in  the  companion  interferences  are  prac- 
tically the  same.     Counsel  for  api^llee  well  states  in  his  brief  that — 

It  sbouUl  be  noted  also  that  tbe  refusal  to  transmit  this  motion  imposes  no 
hardsbip  wbatever  upon  Cutler  since  the  ground  set  up  in  it  is  substantially 
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the  same  as  that  alleged  in  the  motions  filed  by  him  in  the  companion  interfer- 
ences upon  which  he  has  already  had  a  chance  to  argue,  and  if  the  Primary  Ex- 
aminer should  grant  these  motions  he  could,  and  of  course  would,  if  he  thought 
it  necessary,  request  Jurisdiction  of  the  present  interference  in  order  that  he 
might  take  action  therein  consistent  with  his  decisions  in  the  companion  inter- 
fereucee. 

On  the  other  hand,  should  the  Primary  Examiner  deny  the  mo- 
tions which  are  now  before  him  it  would  clearly  be  a  hardship  on  the 
appellee  to  transmit  the  present  motion. 

The  deciHion  of  the  Examiner  of  InterfereneeR  in  affirmed. 


The  Drevet  Manufagtitring  CoAfPANV  v.  The  Liquozone  Company. 

Decided  January  2t,  1901. 

(130  O.  G.,  977.) 

1.  Trade-Mabks — OpposmoN — Practice. 

Where  no  pleading  was  tiled  In  response  to  a  notice  of  opposition  and  no 
action  taken  in  response  to  an  order  to  show  cause  why  the  opposition 
should  not  be  sustained.  Held  that  a  Judgment  sustaining  such  notice  of 
opposition  was  proi)er. 

2.  Ramb — Same — ^Allegation  of  Adoption  and  Use. 

An  allegation  in  a  notice  of  opi)osition  that  the  opposer  adopted  **  Glyco- 
sone"  as  a  trade-mark  for  a  remedy  for  the  treatment  of  germicidal 
diseases  and  that  its  use  was  begun  prior  to  the  use  of  the  trade-mark 
"Liquozone"  and  that  it  is  still  sold  to  a  large  extent  is  a  sufficient  allega- 
tion of  ownership  and  continuous  use. 

3.  Same — Same — Similarity  of  Marks. 

Where  two  marks  which  are  not  identical  in  appearance  are  similar  in 
sound  and  it  is  alleged  that  such  similarity  has  caused  confusion  in  trade 
and  the  applicant  does  not  see  fit  to  put  the  opi)o«»r  to  proof  of  the  allega- 
tion, the  contention  as  to  similarity  should  l>e  sustained. 

On  Appeal. 

trade-mark  for  okrmkidal  rrmkdiks. 

Mensrs.  Mason^  Fenwirk  ci*  Lawrence  for  The  Drevet  Manufac- 
turing Company. 

MeiiHrs.  Rector  cf*  Ilthhen  and  Mef<srs,  Bacon  ct*  Milans  for  The 
Liquozone  Company. 

Mcx)RE,  Assistant  Commissioner: 

This  is  an  ap{)eal  by  The  Liquozone  Company  from  the  decision  of 
the  Examiner  of  Interferences  sustaining  a  notice  of  opposition  of 
The  Drevet  Manufacturing  Company. 

The  record  shows  that  the  Examiner  of  Interferences  overruled  a 
demurrer  to  the  notice  of  opposition  and  set  times  for  the  filing  of  a 
plea  or  answer.    Xo  pleading  was  filed,  and  at  the  expiration  of  the 
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time  allowed  an  order  was  issued  to  show  cause  within  thirty  days 
why  the  notice  of  opposition  should  not  be  sustained.  No  further 
action  was  taken  by  the  applicant,  and  at  the  end  of  the  thirty 
days  judgment  was  rendered  sustaining  the  notice  of  opposition. 

The  above  procedure  is  in  accordance  with  the  practice  of  the 
United  States  courts  of  equity  leading  to  a  decree  fro  canfesso.  By 
analogy  to  the  practice  of  the  courts  the  question  to  be  determined 
upon  this  appeal  is  whether  the  allegations  of  the  notice  of  opposition 
are  sufficiently  distinct  and  positive  when  taken  as  true  to  warrant 
the  decision  refusing  registration  of  the  trade-mark  in  issue.  {Ohio 
Central  Railroad'  C(ytnpany  v.  Central  Trust  Company  of  New  York^ 
133  U.  S.,  83.) 

The  trade-mark  presented  for  registration  by  The  Liquozone  Com- 
pany is  the  word  "  Liquozone  "  for  a  germicidal  medicine. 

The  grounds  of  opposition  are  stated  as  follows: 

The  Drevet  Manufacturing  Co.  are  the  manufacturers  and  sole  proprietors 
of  Glyeozone,  a  germicidal  remedy  which  is  a  thoroughly  scientific  and  legiti- 
mate preparation  for  the  treatment  of  germicidal  diseases. 

Glyeozone  was  on  the  market  for  a  number  of  years  prior  to  the  introduction 
of  Liquozone  on  the  market,  and  is  still  sold  to  a  large  extent.  Liquozone  be- 
ing so  similar  In  sound  to  Glyeozone  when  properly  pronounced,  has  caused 
confusion  and  unfair  coni|)etltlon  in  trade,  and  also  deception;  parties  calling 
for  Glyeozone  being  furnished  with  Liquozone  in  numerous  instances. 

It  is  urged  by  the  applicant  that  the  notice  of  opposition  fails  to 
.  allege  that  the  opponent  ever  used  the  word  "  Glyeozone  "  as  a  trade- 
mark or  that  the  use  of  the  word  "Glyeozone  "  was  continuous  from 
a  date  prior  to  the  date  of  adaption  of  the  trade-mark  "  Liquozone  " 
by  the  applicant.  It  is  also  urged  that  the  words  "  Glyeozone  "  and 
"  Licjuozone  ■'  are  not  so  similar  as  to  cause  confusion  in  the  mind  of 
the  public. 

These  contentions  are  not  well  founded.  The  statements  in  the 
notice  of  opposition  that  The  Drevet  Manufacturing  Company  is  the 
manufacturer  and  sole  proprietor  of  the  remedy  "  Glyeozone  '■  for 
the  treatment  of  germicidal  diseases,  that  its  use  was  begun  prior  to 
the  use  of  the  trade-mark  **  Liquozone  "  by  the  applicant,  and  that  it 
is  still  sold  to  a  large  extent,  when  given  an  ordinary  meaning  are 
clearly  sufficient  allegations  of  ownership  and  of  continuous  use  of 
this  trade-mark  by  the  opponent. 

The  words  "  Liijuozone  "  and  "  (ilycozone  ''  are  not  identical  in  ap- 
pearance. They,  however,  contain  a  common  final  syllable,  "  ozone," 
signifying  an  oxidizing  agent,  and  are  susceptible  of  substantially 
the  same  pronunciation.  The  notice  of  opposition  alleges  that  the 
similarity  in  sound  has  caused  confusion  in  trade.  The  appellant  has 
not  seen  fit  to  put  the  opponent  to  proof  of  this  allegation  or  to  take 
testimony  in  contradiction  of  the  same.    Under  these  circumstances 
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the  contention  of  the  opponent  that  "Liquozone  "  so  closely  resembles 
"  Glycozone "  as  to  bar  registration  of  the  former  word  should  be 
sustained. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Brown  v.  Inwood  and  Lavenberg. 
•  Decided  May  17.  1907. 

(130  O.  G.,  978.) 

1.  intkbfebbrce — motion   fob   dissolution — transmission — ^application   of 

References. 
Where  a  motion  for  dissolution  refers  to  the  prior  art  cited  in  the  records 
of  the  applications  and  gives  no  information  as  to  what  patents  are  to  be 
urged  against  the  respective  counts  or  how  they  are  to  be  used  or  combined 
to  anticipate  fnvention  stated  in  said  counts,  Held  that  the  motion  is  too 
indefinite  and  transmission  of  the  same  was  properly  refused. 

2.  Same — Motion  to  Amend — Question  of  New  Matter — Transmission. 

The  contention  that  the  motion  to  amend  contains  new  matter  relates  to 
the  merits  and  is  a  matter  for  the  consideration  of  the  Primary  Examiner 
and  not  the  Ebcaminer  of  Interferences.  The  motion  was  therefore  prop- 
erly transmitted. 

Appeal,  on  Motion. 

MEANS  FOR  MARINO  BOX-BLANKS. 

Messrs.  Bulkley  <&  Durand  and  Messrs.  Davis  d*  Davis  for  Brown. 
Messrs.  Dyrenforth^  Dyrenforth  cf?  Lee  for  Inwood  and  Lavenberg. 

Moore,  Acting  Commissioner: 

This  case  is  before  me  on  appeals  by  Brown  (1)  from  the  decision 
of  the  Examiner  of  Interferences  refusing  to  transmit  the  first 
ground  of  his  motion  to  dissolve  and  (2)  from  the  decision  of  the 
Examiner  of  Interferences  transmitting  the  motion  of  Inwood  and 
Jjavenberg  to  amend  their  application  under  Rule  109. 

Under  his  first  appeal  Brown  contends  that — 

•  •  ♦  the  Examiner  of  Interferences  erred  in  Ignoring  the  fact  that  the 
two  connts  in  question  were  alleged  to  be  not  patentable  "  in  view  of  the  prior 
art,  particularly  as  disclosed  in  the  records  of  the  applications  herein  in- 
volved:  "  and  for  the  further  reason  that  the  Examiner  of  Interferences  erred 
in  passing  ui)on  the  i»ertinency  and  relevancy  of  the  WalktT  patent  set  up  in  the 
motion  as  an  anticipation  of  the  counts  in  question. 

The  ground  of  the  motion  based  upon  the  prior  art  is  entirely  too 
indefinite  to  ^satisfy  the  requirements  of  the  present  practice  con- 
cerning motions  to  dissolve.  It  gives  the  opjwnent  no  information  as 
to  what  patents  are  to  be  urged  against  the  respective  counts  or  how 
appellant  proposes  to  use  or  combine  the  patents  to  anticipate  the 
invention  of  said  counts. 
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Concerning  the  patent  to*  Walker,  the  motion  does  not  state  that 
it  alone  is  relied  upon  to  anticipate  the  counts,  but  rather  that  it  is 
to  be  used  in  connection  with  the  machine  by  which  it  is  alleged  the  box 
of  the  Walker  patent  was  made.  The  nature  of  this  machine  or  where 
it  may  be  found  is  not  disclosed  in  the  motion.  The  Examiner  of  In- 
terferences refusecj  to  transmit  this  ground  of  the  motion  on  account 
of  its  indefiniteness,  and  not  for  the  reason  that  the  patent  cited  is 
not  pertinent.  • 

This  ground  of  the  motion  was  properly  refused  transmission  by 
the  Examiner  of  Interferences. 

The  second  appeal  of  Brown  alleges  that  the  motion  of  his  op- 
ponents to  amend  should  not  have  been  transmitted,  for  the  reason 
that  the  amendment  seeks  to  introduce  new  matter  into  the  appli- 
cation. This,  however,  relates  to  the  merits  and  is  clearly  a  matter 
for  the  consideration  of  the  Primary  Examiner  and  not  the  Ex- 
aminer of  Interferences.  No  error  is  found  in  the  decision  of  the 
Examiner  of  Interferences  transmitting  this  motion. 

Both  (lecisiona  of  the  Examiner  of  Interferences  are  affirmed. 


LuTHY  &  Co^rPANY  V.  Peoria  Drill  &  Seeder  Company. 

INTERFERENCE. 

Deculeit  June  19,  1907. 

(i:50  O.  G..  978.) 

1.  Trade-Mark  Interference — Use  of  Mark. 

A  mere  casual  use  of  a  mark  Is  iusufflclent  to  establish  a  right  to  protec- 
tion In  the  use  thereof. 

2.  Same — Same. 

Slight  and  immaterial  chanjjes  in  an  article  to  which  a  trade-mnrk  Is 
api)lieU  do  not  render  the  use  of  said  marie  fraudulent. 

On  Appeal. 

trade-mark  for  seeding-machines. 

M7\  L.  M,  Thurlow  and  Mr,  Wallace  Greene  for  Luthy  &  Company. 
Mr.  ^V.  V.  Tnfft  and  Mr.  E.  M.  Giles  for  Peoria  Drill  &  Seeder 
Company. 

Moore,  Conim isHioncr: 

This  is  ail  appeal  by  the  Peoria  Drill  &  Seeder  Company  from  a 
decision  of  the  Examiner  of  Interferences  awarding  priority  of  adop- 
tion and  use  of  the  trade-mark  ^'  Mogul "  for  seeding-machines  to 
Luthy  &  Company. 

The  Peoria  Drill  &  Seeder  Company,  a  corp)oration  organized  and 
existing  under  the  laws  of  Illinois,  is  the  successor  in  business  of 
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Selby,  Starr  &  Company,  whose  business,  including  its  good-will  and 
trmde-marks,  it  acquired  on  January  2,  1905. 

Appellant  is  engaged  in  manufacturing  farm  machinery,  as  was' 
its  predecessor,  while  Luthy  &  Company  are  engaged  in  jobbing  such 
madiinery.  In  November,  1904,  Luthy  &  Company  entered  into  a 
contract  with  Selby,  Starr  &  Company  whereby  the  latter  agreed  to 
«11  and  the  former  a^eed  to  buy  certain  machines,  including  "  Force 
Feed  End  Gate  Seeders  (Double)."  This  seeder  is  a  broadcast  seeder 
for  grain  adapted  to  be  supp)orted  by  the  end-gate  of  a  wagon,  the 
mechanism  of  the  seeder  being  driven  by  gearing  leading  to  one  of 
the  rear  wagon-wheels.  It  was  to  this  type  of  seeder  that  the  trade- 
mark was  applied,  and  it  does  not  appear  that  it  was  applied  to  any 
other  type  of  seeder.  This  machine  is  referred  to  in  the  record  as  the 
"  double- fan  end-gate  seeder  "  or  "  double-fan  seeder." 

On  January  7, 1905,  the  Peoria  Drill  &  Seeder  Company  addressed 
a  letter  to  Luthy  &  Company,  which  was,  in  part,  as  follows  : 

We  desire  thut  you  let  iis  know  what  name  you  desire  to  have  stenciled  on 
the  hoppers  of  the  double-fan  seeders  for  which  you  recently  arranged  with  our 
Mr.  Pattlson  for  the  sale,  so  that  we  can  get  stencils  ready  and  have  unme  on 
the  printed  matter. 

On  January  10, 1905,  Luthy  &  Company  sent  a  reply,  in  which  they 
said: 

You  may  stencil  our  double-fan  seeders  "Mogul,  Luthy  &  Co.,  Peoria,  Illi- 
nois;** as  this  is  the  name  we  have  decided  to  use  on  our  double-fan  seeders. 

On  behalf  of  the  Peoria  Drill  &  Seeder  Company  it  is  claimed  that 
in  a  conversation  previously  held  between  Pattison,  the  secretary  and 
general  manager  of  the  Peoria  Drill  &  Seeder  Company,  and  Voor- 
hees,  the  manager  of  Luthy  &  Company,  Pattison  suggested  a  number 
of  names  to  Voorhees  for  use  on  the  double- fan  seeder,  which  included 
the  name  "  Mogul."  This  is  denied  by  Voorhees,  and  the  testimony 
of  thfe  witness  and  of  others  in  the  employ  of  Luthy  &  Company  is 
submitted  to  prove  that  the  name  was  selected  by  them  independently 
from  a  list  of  names  prepared  by  Flenner,  the  assistant  manager  of 
Luthy  &  Company,  and  submitted  to  Voorhees.  The  testimony  on 
this  point  was  fully  discussed  by  the  Examiner  of  Interferences,  and 
it  is  deemed  unnecessary  to  again  discuss  it  in  detail,  it  being  sufficient 
to  say  that  the  evidence  seems  to  warrant  the  conclusion  that  the 
name  **  Mogul "  was  adopted  by  Luthy  &  Company  on  January  10, 
1905,  independently  of  any  suggestions  received  from  the  officers  of 
the  Peoria  Drill  &  Seeder  Company.  The  evidence  further  shows 
that  Luthy  &  Company  have  continuously  used  the  mark  since  its 
adoption  on  double-fan  seeders. 

In  the  declaration^  of  the  application  filed  by  appellant  it  is  stated 
that  the  mark  in  issue  was  adopted  January  1,  1905 ;  but  evidence  is 
presented  tending  to  show  that  it  was  adopted  for  this  macUlnft  ^^ 
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early  as  August,  1904.  It  is  claimed  that  in  the  summer  and  fall  of 
1904  from  ten  to  sixteen  double-fan  end-gate  machines  like  the  one 
'  furnished  to  Luthy  &  Company  were  made  and  stenciled  "  Mogul," 
one  of  which  was  sent  to  the  Des  Moines  fair  in  August,  1904,  some  of 
the  remainder  being  kept  at  the  factory  and  others  being  sent  to  va- 
rious jobbing  firms  in  the  Middle  West,  among  which  firms  were  the 
Eastern  Moline  Plow  Company,  of  Indianapolis,  Ind.,  and  Liniger  & 
Metcalf,  of  Omaha,  Nebr.  It  is  satisfactorily  shown  by  the  evidence 
that  a  machine  of  the  double-fan  type  like  that  furnished  to  Luthy 
&  Company  was  made  and  exhibited  at  the  Des  Moines  fair  in  August, 

1904,  as  claimed,  and  that  this  machine  was  stenciled  "  Mogul."  It  is 
also  shown  by  the  evidence  that  prior  to  the  making  of  the  machine 
the  parties  interested  in  its  manufacture  had  suggested  the  use  of  the 
mark  "Mogul"  therefor;  but  the  evidence  is  deemed  insufficient  to 
show  that  this  mark  was  placed  on  any  machine  sold  or  sent  out  as 
a  sample  prior  to  January  10,  1905,  except  that  exhibited  at  the  Des 
Moines' fair.  In  answer  to  cross-question  209  Pattison  states  that  he 
does  not  know  of  any  seeder  sold  and  delivered  prior  to  January  10, 

1905.  As  to  the  sample  machines,  while  both  Roby  and  Pattison  say 
that  some  were  sent  out  prior  to  January  10, 1905,  and  that  they  were 
stenciled  "  Mogul,"  Roby  does  not  appear  to  have  any  positive  knowl- 
edge, but  apparently  merely  assumes  that  they  were  stenciled  "  Mo- 
gul," because  he  thought  that  all  the  sample  machines  that  were  sent 
out  were  so  stenciled. 

While  I  am  not  convinced  by  the  evidence  that  any  seeder  marked 
"  Mogul ''  of  the  kind  under  discussion  was  ever  put  out  by  the  Peoria 
Drill  &  Seeder  Company  or  its  predecessors  prior  to  January  10, 1905, 
other  than  the  machine  exhibited  at  the  Des  Moines  fair,  I  do  not 
deem  this  material  to  a  disposition  of  this  case.  It  may  be  assumed 
for  the  purposes  of  this  case  that  sample  machines  so  marked  were 
placed  with  prospective  customers  prior  to  January  10,*  1905;  but  the 
law  requires  more  than  a  mere  casual  use  of  a  mark  to  establish  right 
to  protection  in  the  use  thereof.  There  must  be  evidence  of  adoption 
and  use  under  such  "  circumstances,  as  to  publicity  and  length  of  use, 
as  to  show  an  intention  to  adopt  it  as  a  trade-mark  for  a  specific 
article."  {Kohler  Manufacturhig  Company  v.  Beshore^  C.  D.,  1894, 
277;  ()7  O.  G.,  078;  50  Fed.  Rep.,  572,  57G;  Menendez  v.  Holt,  C.  D., 
1889,  344;  40  O.  G.,  071;  128  U.  S.,  514.)  It  is  believed  that  the 
evidence  fails  to  show  adoption  and  use  of  this  mark  by  appellant  or 
its  predecessors  for  the  purpose  of  identifying  the  seeder  to  which  it 
was  applied  as  its  i)rodu(!t  for  the  following  reasons: 

At  the  time  the  contract  of  November  24,  1904,  was  made  Selby, 
Starr  &  Company  said  nothing  whatever  about  the  adoption  of  the 
word  "  Mogul ''  for  the  double  seeder.  The  contract  described  the 
seeder  as  a  *'  Force  Feed  End  Gate  Seeder  (Double) ;"  but  it  was  not 
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referred  to  by  the  name  alleged  to  have  been  adopted  for  it,  although 
several  of  the  other  items  of  the  contract  were  referred  to  by  their 
trade-mark  names.  Although  Pattison  claimed  to  have  suggested 
the  word  "  Mogul "  to  Voorhees  in  a  conversation  held  about  eTanuary 
5  or  6,  1906,  he  did  not  tell  Voorhees  that  his  company  had  decided 
to  use  this  name  on  the  double-fan  seeder.  (P.  D.  &  S.  Company  rec- 
ord, p.  42  X-Q.  183.)  On  January  7  the  letter  above  referred  to  was 
written  asking  what  name  Luthy  &  Company  had  decided  to  use  on 
the  seeder,  in  response  to  which  Luthy  &  Company  wrote  that  they 
had  decided  to  use  "  Mogul,"  to  which  no  protest  whatever  was  made. 
On  the  other  hand,  the  seeders  delivered  to  Luthy  &  Company  subse- 
quently were  so  stenciled,  and  Luthy  &  Company  were  never  advised 
by  the  Peoria  Drill  &  Seeder  Company  that  it  had  adopted  this  mark 
or  intended  to  use  the  same  until  the  fall  of  1905,  when  Luthy  &  Com- 
pany failed  to  renew  their  contract.  Moreover,  the  contract  provided 
that  the  right  was  reserved  to  the  Peoria  Drill  &  Seeder  Company  to 
sell  other  parties  under  a  different  brand.  Therefore  when  Luthy  & 
Company  selected  the  brand  "  Mogul "  appellant  was  not  at  liberty 
to  use  that  mark  according  to  the  terms  of  the  contract,  at  least  in 
Luthy  &  Company's  territory,  and  it  appears  that  it  did  not  use  it  on 
madiines  sold  within  or  outside  of  such  territory  until  Luthy  &  Com- 
pany failed  to  renew  their  contract  in  the  fall  of  1905.  There  is  some 
evidence  tending  to  show  the  use  of  the  mark  by  appellant  concur- 
rently with  .Luthy  &  Company  during  the  season  of  1905 ;  but  I  am 
of  the  opinion  that  the  record  fails  to  establish  the  use  thereof  prior 
to  the  fall  of  1905,  except  as  above  stated  in  the  summer  and  fall  of 
190i.  In  this  connection  it  is  significant  to  note  that  a  circular  which 
was  put  out  by  the  Peoria  Drill  &  Seeder  Company  dated  October  23, 
1905,  referred  to  a  number  of  prominent  dealers  who  sold  Mogul 
seeders  the  previous  season,  (season  of  1905,)  each  of  whom  it  appears 
was  a  customer  of  Luthy  &  Company,  and  not  of  the  Peoria  Drill  & 
Seeder  Company.  It  is  significant  that  this  circular  did  not  contain 
the  names  of  one  or  more  customers  of  the  Peoria  Drill  &  Seeder  Com- 
pany if  it  had  made  the  sales  as  alleged.  This  evidence  indicates  that 
appellant  did  not  sell  seeders  marked  "  Mogul "  to  any  one  except 
Luthy  &  Company.  The  record  also  shows  that  appellant  sold  some 
of  these  double-fan  seeders  under  the  name  "  Duplex."  (P.  D.  &  S. 
Company  record,  p.  27,  Q.  56.)  These  circumstances  indicate  that 
appellant  never  had  a  fixed  intention  to  use  the  mark  "  Mogul "  to 
designate  the  origin  of  the  double-fan  seeder  of  the  construction  ex- 
hibited at  the  Des  Moines  fair  in  August,  1904,  and  that  the  use  of 
the  mark  in  the  summer  or  fall  of  1904  was  a  mere  casual  one,  in- 
sufficient to  secure  an  exclusive  right  thereto. 

Evidence  was  presented  on  behalf  of  the  Peoria  Drill  &  Seeder 
Company  to  show  that  the  seeders  manufactured  for  Luthy  &  Covx- 
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pany  by  J.  A.  Engel  &  Company  for  the  season  of  1906,  which  were 
placed  upon  the  market  as  '^  Mogul "  seeders,  differed  in  construction 
from  those  furnished  by  appellant,  and  it  is  contended  that  the  use  of 
the  mark  on  such  changed  construction  was  fraudulent.  While  it 
appears  that  the  constructions  were  not  precisely  the  same,  the  differ- 
ences were  slight  and  immaterial  to  the  present  controversy  in  view 
of  the  fact  that  the  mark  was  adopted  and  used  by  Luthy  &  Company 
to  indicate  the  goods  of  their  selection  and  not  of  their  manufacture. 
(Menendez  v.  Holt^  supra.) 

The  decision  of  the  Examiner  of  Interferences  awarding  priority 
of  adoption  and  use  to  Luthy  &  Company  is  afjinned. 


Latshaw  v.  Durr  v.  Kaplan. 

PATENT   INTERFERENCE. 

Decided  September  5,  1907. 

(130  (>.  G.,  980.) 

1.  Interference — Reopening. 

An  Interference  will  not  be  reoiKjned  for  the  purpose  of  introducing  newly- 
discovered  evidence  where  it  does  not  appear  that  the  evidence  could  not 
have  been  discovered  at  the  time  of  taking  testimony. 

2.  Same — Appeal — Rehearing. 

An  appeal  from  the  Exuminers-in-Chief  will  not  be  reheard  for  the  pur- 
pose of  considering  a  patent  of  one  of  the  parties  to  the  interference  which, 
is  not  in  evidence. 

On  Petition. 

PULLEY. 

Messrs.  Kay^  T often  &  Wi?iter  for  Latshaw. 
Messrs.  Bakewell  c&  Byrnes  for  Duff. 
Messrs.  Kay^  Totten  c5  Winter  for  Kaplan. 

JMooRE,  Commissioner: 

This  is  a  petition  by  Duff  that  the  case  be  reopened  t&  permit  him 
to  offer  in  evidence  a  patent  granted  to  him  on  April  4,  1905,  No. 
786,274,  and  that  his  appeal  from  the  decision  of  the  Examiners-in- 
Chief  be  reheard  in  view  of  said  patent. 

This  petition  is  supported  by  the  afBdavit  of  George  H.  Parmelee, 
of  counsel  for  Duff,  who  alleges  that  this  patent  was  not  called  to  his 
attention  nor  to  that  of  any  member  of  the  firm  of  Bakewell  &  Byrnes, 
attorneys  of  record,  until  after  the  decision  of  the  Examiners-in- 
Chief.  ^ 

It  appears  that  the  decision  largely  turned  on  which  of  the  parties 
to  the  interference  first  suggested  the  use  of  a  solid  arm  for  a  split 
pulley  and  that  the  patent  in  question  shows  such  an  arm  in  a  split 
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gear-wheel.  The  application  on  which  this  patent  was  granted  was 
filed  August  25, 1904,  and  it  is  contended  that  as  this  date  is  prior  to 
any  date  which  Latshaw  claims  for  conception  of  the  invention  in 
issue  it  proves  conclusively  that  DuflP  was  the  first  inventor. 

The  fact  that  a  patent  was  issued  to  Duff  is  not  conclusive  proof 
that  he  was  the  inventor  of  the  invention  shown  therein,  and  it  would 
be  manifestly  improper  to  admit  the  patent  in  evidence  without 
allowing  Latshaw  an  opportunity  to  take  testimony  with  respect 
thereto. 

It  is  well  settled  that  in  order  to  reopen  a  case  for  the  purpose  of 
taking  additional  testimony  it  must  be  shown  that  such  evidence  could 
not  have  been  sooner  discovered.  Such  is  not  the  case  here.  Fre- 
quent reference  is  made  in  the  record  to  a  gear-wheel  which  Duff 
made,  and  in'answer  to  cross-question  216  Duff  stated  that  an  applica- 
tion for  patent  on  this  construction  had  been  filed. 

The  fact  that  Duff  did  not  appreciate  tliat  this  patent  might  have  a 
bearing  on  the  case,  and  therefore  did  not  call  the  attention  of  the 
attorneys  to  it,  amounts  to  an  error  in  judgment,  and,  as  pointed 
out  by  Commissioner  Mitchell  in  Loivrahie  v.  Thurmond^  (C.  D.,  1890, 
140;  52  O.  G.,  1949,)  such  an  error  affords  no  ground  for  reopening  a 
case. 

Since  the  patent  referred  to  is  not  in  evidence  and  cannot  at  this 
stage  of  thp  proceedings  be  put  in  evidence  for  the  reasons  above 
stated,  there  is  no  reason  why  the  appeal  should  be  reheard. 

The  petition  is  denied. 


Ex  PARTE  McKee. 

APPLICATION    I'X)R   PATENT. 

Decided  September  5,  1907, 

(130  O.  G.,  980.) 

Abandonment  and  Revival — Unavoidable  Delay. 

The  fact  that  the  Office  did  not  suggest  claims  from  a  coixnidlnp  applica- 
tion does  not  render  applicant's  delay  in  prosecuting  his  case  unavoidable. 

On  Petition. 

TIE-PLATE. 

Messrs.  Christy  rf?  Christy  and  J/r.  I).  S.  Wofcott  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  renewal  petition  that  this  case,  which  became  abandoned 
for  lack  of  prosecution,  be  revived. 

It  appears  that  the  claims  of  this  application  were  rejected  on  ref- 
erences and  that  no  response  was  made  to  this  action  witliin  a  year 
therefrom.    It  is  alleged  that  subsequently  to  the  filing  of  this  a\)^lv- 
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cation  an  application  was  filed  by  one  De  Remer  for  substantially  the 
same  invention,  which  application  was  passed  to  issue  without  sug- 
gesting the  claims  thereof  to  the  petitioner,  and  the  patent  to  De 
Remer  was  issued  on  May  14,  1^7.  This  fact,  however,  in  no  way 
renders  applicant's  delay  in  prosecuting  his  case  unavoidable.  It  may 
be  that  had  such  claims  been  suggested  this  case  would  have  been  fur- 
ther prosecuted ;  but  the  fact  that  they  were  not  so  suggested  consti- 
tutes no  excuse  for  applicant's  inaction. 

It  is  also  alleged  that  the  delay  was  unavoidable,  because  applicant 
became  convinced  that  the  position  of  the  Examiner  in  rejecting  said 
claims  could  not  be  changed  and  that  he  was  unavoidably  delayed  in 
consulting  with  his  attorney.  It  is  not  stated,  however,  how  this  con- 
sultation was  prevented,  nor  does  it  appear  why  the  attorney  could 
not  have  asked  for  a  reconsideration  of  the  action  of  the  Examiner 
and  endeavored  to  show  why^the  claims  were  not  met  in  the  references. 

The  petition  is  denied. 


The  Thomson  Wood  Finishing  Company  v.  Rinald  Brothers, 
trade-mark  interference. 

Decided  June  1^  1901. 
(130  O.  G.,  980.) 

Trade-Mark  Interference — Abandonment. 

A  declaration  of  abandonment  filed  for  the  purpose  of  terminating  an 
interference  must  be  unconditional  and  unequivocal.  {Gahriclaon  v.  Felbel, 
C.  D.,  1906,  108;  121  O.  G.,  G91.) 

On  Petition. 

trade- MARK   FOR  PAINTS. 

Messrs.  Wiedersheim  d'  Fairbanks  and  Messrs.  Howsan  &  Howson 
for  The  Thomson  Wood  Finishing  Company. 
Mr.  T.  W.  Johnson  and  Mr.  Horace  Pettit  for  Rinald  Brothers. 

Billings,  Assistant  Commissioner: 

This  is  a  petition  that  jurisdiction  be  restored  to  the  Examiner  of 
Interferences  for  the  purpose  of  considering  the  following  motion : 

*     *     *     that  the  judjjment  entered  in  this  ease  on  May  11th,  1907,  be  modified 
by  the  addition  thereto  of  the  words  "  and  it  is  held  tliat  Rinald  Brothers  are 
>t  entitled  to  register  the  word  *  Porceline  "  or  the  word  *  Porcelain '  as  a  trade- 
rk  for  paints,  enamels,  or  varnish-paints; 

,  if  it  be  held  that  this  modification  is  not  proper,  that  a  date  be 
c  for  a  hearing  on  the  proofs  taken. 

It  appears  that  on  May  9,  1906,  Rinald  Brothers  filed  an  abandon- 
ment of  the  word  "  Porceline ''  as  a  trade-mark  for  paints.    This 
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abandonment  was  accompanied  by  a  statement  that  they  had  no  in- 
tention of  abandoning  the  trade-mark  "  Porcelain." 

On  this  abandonment  the  Examiner  of  Interferences  on  May  11, 
1907,  rendered  judgment  of  priority  of  adoption  and  use  of  the  mark 
in  issue  in  favor  of  The  Thomson  Wood  Finishing  Company. 

This  statement  of  abandonment  was  not  so  unequivocal  and  uncon- 
ditional as  required  by  the  rules.  {GahrieUon  v.  Felhel^  C.  D.,  1906, 
108;  121  O.  G.,  691.)  The  case  is  therefore  remanded  to  the  Exam- 
iner of  Interferences  with  directions  to  vacate  the  judgment  of  May 
11,  1907,  and  resume  proceedings. 

The  petitio7i  is  granted  to  the  extent  indicated. 


Ex   PARTE    XlEDEXFUHR. 

APPLICATION  FOR  PATENT. 

Decided  August  U  1907. 

(130  O.  G.,  981.) 

EXECUTOBS    AND  ADMINISTRATORS    OF    FOREIGN    INVENTORS — GERMANY — PROOF    OF 
A  UTHOBIZ  ATION. 

Where  it  appears  that  the  applicant,  wlio  was  a  subject  of  the  Emperor 
of  Germany  and  resided  in  Germany,  is  dead  and  application  is  made  by 
Mrs.  NiedenfCihr,  his  alleged  administratrix,  to  prosecute  the  application. 
Held  that  in  addition  to  a  properly-authenticated  certificate  of  inheritance 
there  should  be  filed  either  a  certificate  of  a  (ierman  court  of  record  that 
Mrs.  Niedenftlhr  is  entitled  to  administer  the  estate,  such  certificate  being 
properly  proved  by  the  certificate  of  a  consular  or  diplomatic  officer,  or 
else  a  formal  statement  to  that  efifect  from  the  German  Embassy  or  the 
German  consulate. 

On  Petition. 

PROCESS   FOR  THE    MANUFACTURE  OF    SULFURIC    ACID. 

Messrs.  Wriffht,  Brown^  Qiiinhy  ct  May  and  Mr.  A.  ^V.  Harrison 
for  Mrs.  Olga  Xiedenfiihr,  administratrix  of  estate  of  H.  H. 
Xiedenfiihr. 

Billings,  Assistant  Commissioner: 

This  is  a  petition  that  an  amendment  filed  March  8,  1907,  by  Olga 
Xiedenfiihr,  as  administratrix  of  Heinrich  Hugo  Xiedenfiihr,  the 
applicant,  be  entered. 

It  appears  that  the  applicant  was  a  resident  of  Grermany  and  died 
on  April  21, 1906.  On  March  8,  1907,  an  amendment  was  filed  in  re- 
sponse to  the  Ofiice  action  of  March  8,  1906,  signed  by  Olga  Xieden- 
fiihr, as  administratrix  of  the  applicant.  This  amendment  was  ac- 
companied by  a  certificate  of  inheritance,  showing  that  there  were  two 
heirs  of  the  applicant,  Olga  Xiedenfiihr,  his  widow,  and  Henriette 
a0097--H.  Doc.  470,  60-1 17 
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Niedenfiihr,  his  mother,  and  an  agreement  showing  that  Henriette 
Niedenfiihr  had  sold  her  share  of  the  estate  to  Olga  Niedenfiihr. 

These  papers  Were  certified  to  by  a  notary,  whose  authority  was 
certified  to  by  the  consul-general  at  Berlin.  A  letter  was  also  filed 
from  an  attorney  in  Berlin  stating  that  under  the  Grennan  law  Olga 
Niedenfiihr,  as  sole  heir,  was  entitled  to  administer  the  estate,  and 
that  the  certificate  of  inheritance  was  properly  certified  to  by  a  notary 
was  sufficient  proof  of  her  authority,  and  that,  further,  it  was  impos- 
sible to  file  copies  of  letters  testamentary,  as  required  by  Rule  25,  as 
the  German  law  did  not  provide  for  such. 

The  Examiner  held  that  since  the  amendment  was  not  accompanied 
by  a  certified  copy  of  letters  of  administration  in  favor  of  Mrs.  Olga 
Niedenfiihr  she  had  no  authority  to  make  an  amendment  to  the  case 
and  that  it  was  abandoned. 

Subsequently  there  were  filed  a  power  of  attorney  from  Mrs.  Nie- 
denfiihr to  Messrs.  Wright,  Brown,  Quinby  &  May  and  a  letter  from 
the  acting  German  consul  at  Baltimore  to  A.  W.  Harrison,  who  rep- 
resents Wright,  Brown,  Quinby  &  May,  in  answer  to  a  request  made 
of  the  German  embassy  as  to  the  law  as  to  the  appointment  of  ad- 
ministrators. In  this  letter  it  is  stated  that  the  German  law  makes 
no  provisions  for  the  grant  of  letters  of  administration,  but  the  assets 
and  liabilities  pass  directly  to  the  heirs  to  whom  the  court  issues  a 
certificate  of  inheritaitoe. 

In  ex  parte  Iluch  (80  MS.  Dec,  147,  16  Gourick'a  Digest^  75-77), 
the  widow  of  a  foreign  inventor  filed  a  certified  copy  of  the  will,  to- 
gether with  a  certificate  of  a  judge  of  the  Royal  Prussian  Court  at 
Hanover,  Germany,  setting  forth  the  death  of  the  inventor  and  stat- 
ing that  his  widow  was  authorized  under  the  law  of  Germany  to  ad- 
minister upon  the  estate,  and  it  was  held  that  this  was  sufficient  to 
comply  with  the  requirements  of  section  4896  of  the  Revised  Statutes. 
In  the  present  case  the  certificate  of  inheritance  and  the  agreement 
of  sale  properly  certified  have  Iwen  filed ;  but  the  only  statement  that 
Mrs.  Niedenfiihr  is  entitled  under  the  German  law  to  administer  the 
estate  and  that  the  papers  on  file  are  sufficient  evidence  under  the 
German  law  of  such  authority  is  contained  in  the  letter  above  referred 
to  from  the  acting  German  c(msul  at  Baltimore,  which,  it  is  to  be 
noted,  is  a  personal  letter  written  to  counsel  in  this  case. 

In  order  to  complete  the  records,  there  should  be  filed  either  a  cer- 
tificate of  a  (jerman  court  of  record  that  Mrs.  Niedenfiihr  is  entitled 
to  administer  the  estate,  such  certificate  l)eing  properly  proved  by  the 
certificate  of  a  consular  or  diplomatic  officer,  or  else  a  formal  state- 
ment to  that  eifoct  from  the  German  embassy  or  the  Grerman  consulate 
at  Baltimore. 

The  petition  ih  denied  without  prejudice  to  its  renewal  upon  the  fil- 
>f  the  court  certificate  or  the  formal  statement  of  the  German  law. 
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Sandaoe  V.  Dean  v.  Wright  v.  McKenzie. 

PATENT  interference. 

Decided  August  3,  1907. 

(130  O.  G.,  981.) 

1.  Interference— Testimony — Surrebuttal. 

Where  an  inventor  testifying  in  rebuttal  on  behalf  of  his  oi)i)onent  denies 
that  he  is  the  inventor  of  a  part  of  the  invention  in  issue,  his  testimony 
constitutes  such  legal  sun)rise  as  will  entitle  his  assignee,  who  is  prosecut- 
ing the  invention,  to  take  surrebuttal  testimony. 

2.  Samb — Same — Same. 

Where  the  instances  alleged  to  show  that  the  inventor  has  testified 
falsely  amount  to  no  more  than  a  difference  of  opinion  between  the  wit- 
neflB  and  the  afllant,  a  motion  to  take  surrebutal  testimony  should  be 
denied. 

Appeal  on  Motion. 

voting-machine. 

Messrs  Minium  cfe  Woemer  for  Sandage. 

Messrs.  Peirce  cfe  Fisher  for  Dean. 

Mr.  Francis  M.  Wright  pro  se. 

Messrs.  Wilkinson  cfe  Fisher  for  McKenzie. 

BiLUN(;8,  Assistant  Commissioner: 

This  case  comes  up  on  an  appeal  by  Sandage  from  a  decision  of  the 
£xaminer  of  Interferences  granting  a  motion  by  McKenzie  for  leave 
to  take  surrebuttal  testimony  and  a  cross-appeal  by  McKenzie  from 
so  much  of  the  decision  as  limits  the  scope  of  this  testimony. 

It  appears  that  the  interference  is  being' prosecuted  by  McKenzie's 
assignee,  The  U.  S.  Standard  Voting  Machine  Co.  McKenzie  was 
not  called  as  a  witness  by  his  assignee,  but  was  called  in  rebuttal  by 
Sandage. 

It  is  alleged  that  many  of  the  statements  made  by  McKenzie  are  un- 
true, and  it  is  desired  to  take  surrebuttal  to  show  this. 

The  Examiner  of  Interferences  held  that  McKenzie's  assignee 
should  be  permitted  to  take  surrebuttal  testimony  with  respect  to  what 
is  known  as  the  "  spear-head,"  but  that  the  showing  made  as  to  the 
rest  of  the  testimony  did  not  justify  taking  surrebuttal  with  respect 
thereto. 

The  "  spear-head  "  construction  is  shown  in  McKenzie's  drawing 
and  is  included  in  each  of  the  counts  as  "  laterally-movable  wedge- 
shaped  plates."  This  being  true,  McKenzie's  assignee  could  have 
no  reason  to  anticipate  that  McKenzie  wouhl  deny  that  he  was  the 
inventor  thereof.    Having  made  such  a  denial,  his  assignee  is  clearly 
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entitled  to  take  siirrebuttal  on  this  point.  If  the  statement  of  Mc- 
Kenzie  that  he  was  not  the  inventor  of  the  device  shown  in  his  ap- 
plication was  allowed  to  go  uncontroverted,  the  Office  would  be  jus- 
tified in  refusing  to  grant  a  patent  on  such  an  application  based 
on  McKenzie's  inventorship,  and  this  statement  having  been  made 
during  the  taking  of  Sandage's  rebuttal  McKenzie's  assignee  would 
have  no  opportunity  to  deny  it  unless  the  motion  to  take  surrebuttal 
should  be  granted. 

As  to^the  rest  of  McKenzie's  testimony,  it  appears,  as  noted  in  the 
decision  of  the  Examiner  of  Interferences,  that  many  of  the  instances 
pointed  out  in  the  affidavit  of  Keiper,  filed  in  support  of  the  motion 
as  showing  that  McKenzie  had  testified  falsely,  amount  merely  to 
differences  of  opinion  between  McKenzie  and  Keiper.  Evidently 
this  is  no  ground  for  taking  surrebuttal  testimony. 

As  to  McKenzie's  statement  that  he  never  saw  certain  drawings,  it 
ai)pears  that  McKenzie  testified  that  he  never  saw  these  drawings 
before  the  applications  of  which  they  form  a  part  were  filed.  The 
fact  that  McKenzie  signed  the  drawings  of  one  of  his  applications, 
as  alleged,  does  not  in  any  way  show  that  he  was  testifying  falsely 
when  he  denied  having  seen  the  drawings  of  other  applications. 

No  error  is  found  in  the  decision  of  the  Examiner  of  Interferences, 
and  it  /*  accordinyly  a-ffirmed. 


Ex  PARTE  RaVELLI. 

APPLICATION  FOR  PATENT. 
Decided  August  8,  1907. 

(130  O.  G.,  I>82.) 

Application — Pkriod  of  Onk  Year  After  Filing  of  Application  in  Fobeign 
Country  Not  Extended. 
Whore  the  ai)i)licant  filed  an  application  in  a  foreiiiai  country  on  May  7, 
1!KH».  and  a  patent  was  granted  thereon,  an  application  filed  in  this  country 
after  May  7,  11)07,  eainiot  l)e  reireived.  Applications  which  the  law  re- 
(piires  to  be  filed  in  this  Ottlce  within  a  certain  time  cannot  be  held  to  be 
so  filed  l)y  reason  of  the  fact  that  they  are  in  the  hands  of  the  postal  aa- 
thofities. 

Same — Same — Revised  Statutes  4S!)4  iNAPPLiCABLi-i^ 

Section  1801  of  the  Kevis<Ml  Statutes  only  a])plie8  to  applications  which 
already  have  a  status  in  this  Office  and  is  not  applicable  to  cases  in  which 
an  application  Is  filed  in  this  Office  more  than  one  year  from  the  date  upon 
which  the  applicant  filwl  an  application  in  a  foreign  country  and  upon 
which  he  has  received  a  patent. 

On  Petition. 
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APPARATUS   FOR    UTILIZING    THE    POWER   OF    THE    SEA-WAVES. 

Alfred  MiUler  for  the  applicant. 

BiLUNGS,  Acting  Commissioner: 

This  is  a  petition  that  the  provisions  of  section  4887  of  the  Revised 
Statutes  be  waived  in  respect  to  the  above-entitled  aj^plication  and 
that  the  same  be  accepted  as  having  l>een  filed  within  the  period  of 
twelve  nionths  provided  for  by  such  section. 

It  appears  from  the  applicant's  oath  that  he  acknowledges  the  filing 
of  an  application  for  patent  on  the  same  invention  on  the  7th  day  of 
May,  1906,  in  Italy,  and  it  is  admitted  that  this  patent  has  been 
granted.  The  application  for  patent  was  filed  in  this  Office  on  May 
31,  1907.  The  applicant  states  that  the  application  would  have 
been  filed  in  this  Office  within  the  year,  which  expired  May  7,  1907, 
if  it  had  not  been  for  the  delay  of  the  postal  authorities  in  deliver- 
ing to  counsel  in  New  York  city  packages  containing  the  application 
papers,  for  they  show  by  postmarks  that  they  arrived  in  New  York 
on  May  5. 

It  has  been  repeatedly  held,  however,  that  applications  which  the 
law  requires  to  be  filed  in  this  Office  within  a  certain  time  cannot 
be  held  to  be  so  filed  by  reason  of  the  fact  that  they  are  in  the  hands 
of  the  postal  authorities. 

It  is  urged  by  the  petitioner  that  section  4894,  which  provides  that 
an  application  may  be  revived  upon  a  showing  satisfactory  to  the 
Commissioner  that  delay  in  the  prosecution  of  the  application  within 
one  year  was  unavoidable,  should  l)e  made  applicable  to  this  case. 
That  section  of  the  statute  only  applies  to  applications  which  already 
have  a  status  in  this  Office.  It  is  clear  that  it  is  not  applicable  to 
such  cases  as  this,  where  an  application  is  filed  in  this  Office  more 
than  one  year  from  the  date  upon  which  the  applicant  has  filed  an 
application  in  a  foreign  country  upon  which  he  has  already  received 
a  patent. 

It  is  clear  that  the  Conmiissioner  has  no  authority  under  the  stat- 
utes to  grant  this  petition,  and  it  !s  therefore  denied. 


POE  V.  SCHARF. 
Decided  May  77,  1907. 
(130  0.  (J..  l.WJ.) 

1 3ITEBFEIENCE — PRIORITY — DILIGENCE. 

Where  Poe,  who  was  the  first  to  conceive,  but  the  last  to  constructively 
reduce  to  practlre,  was  diligent  iit  the  time  Scharf  eiitertMl  the  field  and 
the  delay  of  thn»e  months  between  this  time  and  the  filing  of  his  appli- 
cation Is  due  to  no  inaction  on  the  part  of  Poe,  bnt  to  the  t«iet  WivxX.  V\i^ 
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attorney  for  his  assignee,  who  was  particularly  skilled  in  the  art  and  pre- 
pared all  its  i)atent  applications,  was  delayed  by  other  worit  which  had 
accumulated  bocausi't  of  his  sickness,  and  the  testimony  shows  that  there 
was  no  intentional  delay  upon  his  part  in  the  preparation  of  Poe's  apidi- 
cntion,  Held  that  Poo  was  not  lacking  in  diligence. 

Appeal  from  Examiners-in-Chief. 

LINOTYPE  MACHINES. 

M7\  Philip  T.  Dodge  and  Mr.  R.  F.  Rogers  for  Poe. 
Messrs.  Redding,  Kiddle  cfe  Greeley  for  Scharf. 

MooRE,  Acting  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
reversing  the  decision  of  the  Examiner  of  Interferences  in  awarding 
priority  of  invention  to  Poe. 

The  issue  of  the  interference  as  originally  declared  contained  fif- 
teen counts ;  but  upon  reference  to  the  Primary  Examiner  on  the  rec- 
ommcndation  of  the  Examiner  of  Interferences  under  Rule  126  it 
has  been  dissolved  as  to  count^i  1,  2,  4,  and  7.  The  question  of  pri- 
ority of  invention  as  to  counts  3,  5,  6,  and  8  to  15,  inclusive,  remains 
to  l^e  considered. 

The  following  claims  serve  to  illustrate  the  character  of  the  inven- 
tion : 

8.  In  n  1inotyi)e  mncbine,  the  combination  with  an  assembler  and  means  to 
discharso  the  nsscmibUnl  Une  from  the  assembler,  of  means  to  turn  the  assem- 
bler, the  means  for  disoharj;ing  the  line  being  under  the  control  of  the  means 
for  turning  tlie  assi»ml)lor. 

11.  In  n  linotype-machine,  the  combination  with  an  assembler  and  means  to 
discharge  tlu*  assembled  lino  tlierefrom,  of  a  single  lever  adapted  to  lock  the 
assembler  in  either  of  its  iK)slti(ms,  to  turn  the  assembler  and  to  control  the 
discliargo  of  the  Hue  therefrom. 

15.  In  a  linotyi^e-machine.  the  combination  of  an  assembler  having  .sliding 
parts,  a  lever  to  turn  the  assembler  from  its  receiving  to  its  discharging  poel- 
tlon  and  vice  versa,  an  actua ting-bar,  said  sliding  parts  including  a  spring- 
pawl  and  a  latch  normally  holding  the  pawl  away  from  the  actuatlng-bar,  means 
to  release  tlie  pawl  from  the  latch  so  that  it  may  engage  the  bar,  and  means 
to  disengage  the  pawl  from  the  bar  again,  both  of  which  means  are  operated 
through  the  lever. 

Both  inventors  are  residents  of  Canada,  and  the  effective  date  of 
conception  of  each  is  the  date  of  his  introduction  of  the  invention 
into  this  country.  Neither  party  claims  an  actual  reduction  to 
practice  of  the  invention,  but  relies  upon  the  date  of  filing  of  his  ap- 
plication as  his  date  of  constructive  reduction  to  practice. 

It  is  undisputed  that  Scharf  introduced  his  invention  into  this 
country  by  a  coinniunication  to  his  attorneys  which  was  received  by 
them  November  4, 1901.    His  application  was  filed  December  19, 1904. 

The  Examiner  of  Intei-fei-ences  and  the  Examiners-in-Chief  found 
that  Poe  introduced  his  invention  into  this  country  by  a  description 
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of  the  invention  accompanied  by  blue-prints  which  were  sent  to 
Dodge,  the  president  of  The  Mergenthaler  Linotype  Company,  in 
May,  1904.  The  sufficiency  of  the  disclosure  of  the  invention  by 
means  of  the  description  and  blue-prints  was  disputed  before  the 
lower  tribunals,  but  was  not  contested  at  the  hearing  upon  this 
appeal.  It  is  not  disputed,  however,  that  the  invention  was  fully 
disclosed  by  Poe  to  Dodge  and  to  a  draftsman,  Kittredge,  and  pencil 
drawings  made  illustrating  the  invention  in  October,  1904,  which  is 
prior  to  Scharf  s  available  date  of  conception.  The  sole  questions 
to  be  determined  are,  therefore,  whether  Poe  was  active  when  Scharf 
entered  the  field  November  4,  1904,  and  diligent  in  his  endeavor  to 
constructively  reduce  the  invention  to  practice  during  the  interval 
between  that  date  and  the  date  upon  which  he  filed  his  application, 
February  4,  1905.  The  conclusion  of  the  Examiners-in-Chief  that 
Poe  was  diligent  during  this  period  differs  from  that  reached  by  the 
Examiner  of  Interferences.  The  testimony  shows  that  upon  October 
13,  1904,  Poe  visited  New  York  and  upon  October  19  had  an  inter- 
view with  Dodge,  at  which  it  was  arranged  that  he  should  be  given 
the  services  of  a  draftsman  to  make  patent  drawings,  and  that  he 
should  remain  in  New  York  and  superintend  the  making  of  these 
drawings.  Kittredge,  the  draftsman  who  was  employed,  finished  the 
drawings,  which  are  a  part  of  Poe's  application,  in  pencil  on  or  before 
Octdjer  26,  1904,  and  upon  October  29  Poe  returned  to  Montreal. 
Kittredge  completed  the  drawings  in  ink  and  turned  them  over  to 
Dodge  November  8,  1904.  It  is  therefore  clear  that  Poe  was  active 
at  the  time  Scharf  entered  the  field. 

On  November  12  Dodge  wrote  to  Poe  requesting  a  brief  memoran- 
dum to  guide  him  in  preparing  the  application,  and  upon  November 
16  wrote  again,  acknowledging  its  receipt. 

December  14  Dodge  wrote  to  Poe,  stating: 

I  hope  to  send  you  the  application  papers  to-morrow.  I  have  been  called 
away  repeatedly  and  overwhelmed  with  work,  hence  the  delay. 

The  application  papers  were  sent  to  Poe  January  10,  1905,  and 
were  accompanied  by  a  letter  from  Dodge,  stating: 

I  am  sending  you  herewith  the  long-delayed  application  papers.  I  rather  fear 
that  I  have  overlooked  some  of  your  points,  or  that  I  have  not  properly  ampli- 
fied them.  I  wish  you  would  slash  into  the  specification  and  into  the  claims, 
which  were  necessarily  prepared  in  haste,  and  make  any  improvements  you 
see  fit 

On  January  16  Poe  returned  the  application  papers  to  Dodge  with 
certain  suggestions,  and  upon  January  25  Dodge  sent  the  application 
in  proper  form  for  execution  to  Poe.  The  record  shows  that  the 
papers  were  executed  January  80  and  the  application  filed  February 
4,  1905. 


^64  DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS. 

Poe's  invention  is  assigned  to  The  Mergenthaler  Linotype  Com- 
pany, of  which  Dodge  is  president,  and  it  appears  that  because  of  his 
familiarity  with  linotype-machines  Dodge  prepares  all  the  applica- 
tions for  patent  filed  by  this  company.  Dodge  states  that  the  delay 
in  filing  Poe's  application  was  due  to  pressure  of  other  work  which 
came  upon  him  by  reason  of  his  position  and  which  had  accumulated 
because  of  his  severe  sickness  in  April,  June,  and  July,  1904. 

It  is  shown  by  Scharf  (stipulation,  p.  16,  Scharf  s  record)  that  dur- 
ing the  period  from  November  2,  1904,  to  February  4,  1905,  Dodge 
filed  thirty-three  applications  for  patent,  and  it  is  contended  that  the 
delay  in  filing  Poe's  application  was  merely  for  the  purpose  of  bud- 
ness  convenience.  It  is  further  urged  that  the  preparation  of  Poe's 
application  might  have  been  delegated  to  others,  since  the  invention 
is  not  in  itself  particularly  complicated,  and  that  therefore  the  reasons 
for  delay  in  filing  were  not  of  such  a  compelling  nature  as  should 
excuse  the  lack  of  diligence  in  constructively  reducing  the  invention 
to  practice. 

While  these  contentions  are  not  without  force,  it  is  believed  that 
there  was  no  such  lack  of  diligence  as  should  cause  the  forfeiture  of 
Poe's  rights.  It  is  undisputed  that  Poe  was  first  to  conceive,  and  his 
personal  efforts  to  have  the  application  filed  are  beyond  criticism. 
The  delay  of  three  months  in  filing  the  application  after  the  draw- 
ings had  l>een  placed  in  the  hands  of  the  assignee  is  not,  in  my  opinion, 
unreasonable  in  view  of  the  circumstances  above  referred  to.  Where 
the  preparation  of  a  large  number  of  applications  in  a  particular  art 
is  customarily  placed  in  the  hands  of  one  person  who  is  most  highly 
skilled  in  that  art,  it  is  easily  understood  how  the  preparation  of  one 
may  be  temporarily  postponed,  and  Dodge's  letter  of  December  It 
indicates  that  this  is  what  occurred  in  the  present  case.  Dodge's  let- 
ters of  December  14,  1904,  and  January  10,  1905,  clearly  show  that 
there  was  no  intent  to  abandon  the  invention  and  no  intentional  delay 
in  preparing  Poe's  application. 

In  the  recent  case  of  Woods  v.  Poor^  (postj  651;  130  O.  G.,  1313;) 
decided  by  the  Court  of  Appeals  of  the  District  of  Columbia  April  2, 
1907,  the  facts  were  analogous  to  those  in  the  present  case  and  the 
period  of  delay  was  almost  the  same.  Woods  conceived  the  invention 
in  September,  1903,  and  filed  his  application  January  27,  1904.  Poor 
conceived  his  invention  about  November,  1,  1903,  and  filed  his  appli- 
cation December  17,  1903.  It  was  shown  that  in  October  or  Novem- 
l)er,  1903,  Woods  embarked  in  business  for  himself,  but  did  nothing 
in  respect  to  his  invention  but  discuss  the  invention  with  an  employee 
with  a  view  to  overcoming  certain  supposed  defects.  In  that  case 
the  Court  said: 

Taking  Into  consideration  the  nature  of  the  invention,  tbe  circumstances  sur- 
ounding  him  at  tlie  time,  tlie  comparatively  short  time  between  his  date  of  con- 
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cepCkm  and  tbe  date  Poor  entered  the  field,  his  promptness  in  filing  his  appli- 
cation thereafter,  and  the  fact  that  the  reduction  to  practice  was  constructive 
and  not  actual  in  each  case,  we  conclude  that  Woods  has  shown  that  degree  of 
diligence  which  the  law  requires  and  that  he  is  justly  entitled  to  the  fruits  of 
his  dlBCOTery. 

In  the  present  case  the  reduction  to  practice  of  each  party  was 
constructive.  Poe  was  active  at  the  time  Scharf  entered  the  field. 
It  is  clearly  shown  that  there  was  no  intentional  delay  upon  the  part 
of  the  assignee  in  filing  Poe's  application.  The  period  of  delay  was 
not  long,  and  the  circumstances  causing  the  postponement  of  the 
preparation  of  the  application  were  reasonable.  I  find,  therefore,  no 
reason  why  Poe  should  be  deprived  of  the  benefits  of  his  invention 
or  his  rights  subordinated  to  those  of  Scharf. 

The  decman  of  the  Examhiers-iU'Chief  is  aifirmed. 


Ex  PARTE  International  Corset  Company. 

APPLICATION   FOR   REGISTRATION   OF  TRADE-MARK. 

Decided  June  24,  1901. 

(130  O.  (}.,  1310.) 

1.  Trade-Mabks — ^Anticipation. 

"La  Camllle"  for  corsets  Held  to  be  anticipated  by  "CamlUe  Roya] 
Combination  '*  for  feminine  apparel. 

2.  Same — Identity  of  Mebchandise — Feminine  Appabel — Corsets. 

Held  that  the  term  "  feminine  apparel "  stated  as  the  particular  de- 
scription of  the  goods  to  which  the  resflstrant's  marlc  is  applied  is  compre- 
hensive enough  to  include  "  corsets.** 

On  Appeal. 

TRADE-MARK  FOR  CORSETS. 

Messrs.  Poole  d'  Brown  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  words  "  La  Camille  "  as  a  trade-mark  for 
corsets  in  view  of  the  registration  by  C.  Caen,  November  11,  1890, 
No.  18,G03,  of  the  words  "  Camille  Royal  Combination  "  for  feminine 
apparel. 

It  is  contended  by  the  appellant  that  his  mark  does  not  so  nearly 
resemble  that  of  the  registrant  as  to  cause  confusion  in  the  mind  of 
the  public  and  that  corsets  do  not  fall  within  the  class  of  goods 
covered  by  the  registration. 

In  my  opinion  neither  of  these  contentions  is  well  founded.^  The 
salient  feature  of  each  mark  by  which  the  goods  would  be  identified 
is  clearly  the  word  "  Camile,"  and  the  use  of  these  marks  upon  goods 
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of  the  same  descriptive  properties  would  be  likely  to  cause  confusion 
in  trade. 

The  class  of  goods  to  which  the  registered  trade-mark  is  appropri- 
ated is  set  forth  in  the  statement  of  the  registration  as  "  garments  " 
and  the  particular  description  of  goods  comprised  in  such  class  upon 
which  the  mark  is  used  as  "  feminine  apparel."  It  is  apparent  that 
the  registrant  by  using  the  broad  telm  "  feminine  appareL"  intended 
to  cover  all  body-garments  worn  by  women  and  girls. 

The  facts  in  this  case  are  closely  analogous  to  those  in  ex  parte 
A.  Stein  <&  Company,  (C.  D.,  1898,  635;  85  O.  G.,  147,)  in  which 
registration  of  a  trade-mark  for  garters,  which  closely  resembled 
a  registered  trade-mark  for  "  wearing-apparel  for  «ien  and  boys," 
was  refused.    In  that  decision  Commissioner  Duell  said : 

It  is  apparent  that  the  registrant  intended  to  cover  the  class  of  wearing- 
apparel  used  by  men  and  boj-s.  In  view  of  the  decisions,  both  of  the  courts 
and  of  the  Office,  I  am  of  the  opinion  that  where  an  applicant  intends  to 
cover  a  class  broadly  it  is  unnecessjiry  to  mention  every  particular  descrip- 
tion of  goods  comprised  in  snch  class.  (Smith  et  ah  v.  Reynolds  d  Jacobs,  3 
O.  G.,  214;  rx  parte  Boehm  d  Co.,  C.  D.,  1S75,  103;  8  O.  G.,  319.)  Under  these 
decisions  I  thhik  that  the  registrant  would  •be  protected  by  the  courts  in  the 
use  of  the  trade-mark  when  applied  to  gai*ters.  I  think,  therefore,  that  the 
applicants  are  anticipated  by  the  present  registration.  (Ex  parte  Manny  d 
Co..  17  MS.  Dec.,  455.) 

It  may  be  that  the  registered  mark  is  not  in  use  or  that  Its  owner  has  not 
nse<l  it  and  does  not  care  to  use  it  in  connection  with  such  articles  as  garters. 
I  think  it  would  bo  proiK»r  for  the  Office  to  register  the  mark  if  applicants 
should  file  a  written  statement  from  the  registrant  evidencing  his  consent. 

The  term  "  feminine  apparel "  is  clearly  comprehensive  enough  to 
include  corsets,  and  unless  evidence  is  presented  showing  that  the 
registrant's  mark  is  not  used  upon  corsets  it  is^believed  that  registra- 
tion of  the  api)licant's  mark  should  be  refused. 

71u'  (h'cifiion  (ff  the  E.vaniintr  of  Trnd^-MarkH  in  affirmed. 


WeNDR    /'.  HORINE. 

PATENT  INTERFERENCE. 
Dvcidid  September  6,  1907, 

(laoo.  (}.,  i:n].) 

1 .  Interference— Reopexixo — Practice. 

The  Court  of  ApptMils  of  the  district  of  Columbia  having  held  that  a 
second  iulerference  Involving  claims  differing  merely  in  scope  from  those 
Involved  in  the  first  interference  should  not  have  l)€en  declared,  the  latter 
will  not  be  reoi>ened  for  the  purpose  of  allowing  the  issue  of  the  second 
interference  to  be  contested  therein. 
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2.  Same — Same — Same. 

The  fact  that  a  proceeding  by  bill  in  equity  ilnder  section  4915  Revised 
Statutes  might  prove  slow  and  expensive  should  not  outweigh  the  ueces- 
sity  for  proper  and  orderly  procedure  in  an  interference. 

On  Petition. 

MANIFOLDING  APPARATUS. 

Mr.  George  E.  WaMo  for  Wende. 

Messrs.  Bond^  Adams^  Pickard  (&  Jackson  for  Horine. 

MooRE,  Commissioner: 

This  is  a  petition  by  Wende  that  the  Commissioner,  under  the  ex- 
ercise of  his  supervisory  power,  reinstate  the  interference  Wende  v. 
Horine^  No,  20,587,  and  remand  the  same  to  the  Primary  Examiner 
with  instructions  to  amend  or  re-form  the  issue  of  the  interference 
by  adding  thereto  certain  counts  of  the  issue  of  a  second  interference, 
No.  24,488,  between  the  same  parties. 

The  interference  No.  20,587,  which  petitioner  desires  to  have  re- 
instated, was  determined  by  the  decision  of  the  Commissioner  award- 
ing priority  in  favor  of  Horine  on  JTanuary  2, 1904,  and  this  decision 
became  final  through  the  failure  of  Wende  to  take  an  appeal.  Horine 
subsequently  took  out  his  patent,  whereupon  Wende  copied  certain 
claims,  and  a  second  interference,  No.  24,488,  was  declared  between 
the  same  cases,  but  upon  counts  differing  somewhat  in  scope.  In  the 
second  interference  Wende  prevailed  upon  certain  counts  before  the 
various  tribunals  of  the  Patent  Office,  but  upon  appeal  to  the  Court  of 
Appeals  of  the  District  of  Columbia  that  court  held  {post^  615 ;  129 
O.  G.,  2858)  that  the  case  came  within  the  rules  laid  down  in  Black' 
ford  V.  Wilder  {post,  491;  127  O.  G.,  1255)  and  that  Wende  by  ac- 
quiescing in  the  decision  in  the  first  interference  was  estopped  from 
again  litigating  in  a  second  interference  the  same  subject-matter  upon 
claims  differing  merely  in  scope.  Wende  now  seeks  to  reopen  the  first 
interference  in  order  that  he  may  contest  therein  the  subject-matter 
of  the  second  interference. 

It  is  contended  by  Horine  that  the  Commissioner  is  without  au- 
thority to  grant  petitioner's  request.  It  is  unnecessary  to  discuss  this 
contention,  since  even  if  possessed  of  the  authority  I  do  not  consider 
that  the  circumstances  of  the  present  case  would  justify  the  exercise 
of  that  authority.  The  first  interference  was  finally  determined  over 
three  years  ago.  To  excuse  the  long  delay  of  Wende  in  bringing  his 
motion  or  petition  would  require  a  most  extraordinary  showing.  In- 
stead of  bringing  his  motion  promptly  Wende  chose  to  pursue  another 
course,  which  the  court  held  was  an  improper  one.  He  now  wishes  to 
retrace  his  steps  and  i^ursue  the  other  course.    This  is  clearly  not  such 
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a  showing  of  extraordinary  circumstances  or  unavoidable  delay  as 
would  justify  reopening  the  interference. 

Another  reason  why  the  interference  should  not  be  reopened  is  that 
Wende  claims  to  have  a  remedy  by  bill  in  equity  under  section  4915, 
Revised  Statutes ;  but  he  states  that  he  anticipates  such  remedy  would 
prove  slow  and  expensive.  Even  if  the  latter  remedy  is  subject  to  the 
disadvantages  mentioned  this  should  not  outweigh  the  necessity  for 
proper  and  orderly  procedure  in  the  case.  Wende  has  had  his  day  in 
court  so  far  as  the  interferences  mentioned  are  rioncemed,  and  where 
Congress  has  provided  still  another  remedy  his  proper  course  is  to 
seek  relief  iti  that  way.  Moreover,  Horine  has  his  patent,  so  that  the 
only  question  to  be  determined,  if  the  interference  should  be  rein- 
stated, would  be  Wende's  right  to  a  patent;  and  as  to  this  he  admits 
he  has  an  adequate  remedy  by  bill  in  equity. 

The  petition  is  denied. 


Ex  PARTE  The  Rainier  Company. 

APPLICATION    FOR   REGISTRATION   OF   TRADE-MARK. 

Derided  June  2/,  1907. 
(130  O.  O..  1311.) 

1.  Tbade-Marks — "  Rainier  " — Surname. 

The  primary  sljeailficance  of  the  word  *' Rainier"  which  forms  part  of 
applicant's  nanit*  is  that  of  the  name  of  an  Individual,  and  it  is  therefore 
not  registrable  as  a  trade-mark. 

2.  Same — Same — Not  Written  in  Fanciful  Manner. 

The  word  "Rainier"  written  In  large  script  letters,  with  a  flourish  ex- 
tending from  the  letter  '*  R  "  beneath  certain  letters  of  the  word.  Held  not  to 
b(»  such  a  distinctive  display  of  the  name  as  required  by  the  act  of  1905 
to  confer  registrability  upon  the  mere  name  of  an  individual. 

On  Appeal. 

trade-mark  for  motor-cars,  AC. 
Mr.  11.  A.  ^yeRt  for  the  appellant. 

BiLLiNCJS,  Assistant  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  word  '*  Kainier  ■*  as  a  trade-mark  for  auto- 
mobiles. 

Registration  was  refused  on  the  ground  that  the  word  "  Rainier'' 
^s  geographical  and  on  the  further  ground  that  it  is  the  mere  name 

an  individual  not  written  in  a  particular  or  distinctive  manner. 
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That  the  word  ^^  Rainier  ^'  is  the  name  of  an  individual  is  not  con- 
troverted by  the  applicant;  but  it  is  contended,  first,  that  it  is  not 
merely  the  name  of  an  individual,  and,  second,  that  if  it  is  merely 
the  name  of  an  individual  it  is  written,  printed,  or  impressed  in  a 
peculiar  and  distinctive  manner,  and  therefore  registrable. 

This  first  contention  is  based  on  the  ground  that  besides  being  the 
name  of  an  individual  Rainier  is  the  name  of  a  mountain  in  Wash- 
ington. This  use  of  the  word  is,  however,  not  its  principal  use,  and 
its  primary  significance  is  as  the  name  of  an  individual,  as  is  shown 
by  the  fact  that  the  word  constitutes  the  distinguishing  feature  of 
applicant's  name,  which  is  apparently  derived  from  the  name  of  an 
individual.  It  is  held,  therefore,  that  within  the  meaning  of  the 
Trade-Mark  Act  this  name  is  merely  that  of  an  individual. 

The  word  is  written  in  large  script  letters  with  a  flourish  extending 
from  the  letter  "  R  "  beneath  certain  letters  of  the  word. 

This  is  not  such  a  distinctive  display  of  the  name  as  required  by 
the  Trade-Mark  Act.  A  similar  question  came  up  in  ex  parte  United 
States  Brewing  Company,  (C.  D.,  1906,  437;  125  O.  G.,  352,)  and  it 
was  held  by  the  Commissioner  that  a  family  name  printed  in  script 
on  a  diagonal  line,  the  letters  being  shaded  so  as  to  appear  in  per- 
spective and  with  a  paraph  under  the  word,  was  not  such  a  distinctive 
display  as  to  justify  registration. 

The  decision  of  the  Examiner  of  Trade-Marka  in  ajfirnied. 


Smith  i\  Fox. 

Decided  July  IS,  1907. 

(130  O.  G.,  1312.) 

Interference — Motion  to  Transmit  a  Motion  to  Dissolve — Delay  in  Bringing. 
Where  the  heariug  ou  a  motion  to  transmit  a  motion  to  dissolve  is  ex- 
tended by  stipulation  of  the  i)arttes  aud«  before  the  hearing  an  amended 
motion  is  filed  stating  the  grounds  of  the  first  motion  more  8i)ecifically, 
Held  that  the  motion,  if  in  proi)er  form,  should  have  been  transmitted  even 
if  the  first  motion  was  not  sufliciently  si)ecific. 

Appeal  on  Motion. 

steam-turbine. 

Messrs.  Goepel  &  Goepel  for  Smith. 
Mr.  Albert  G.  Davis  for  Fox. 

BiixiNOS,  Assistant  Commissioner: 

This  is  an  appeal  by  Smith  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  an  amended  motion  to  dissolve  the 
above-entitled  interference. 
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to  9  in  view  of  certain  prior  patents.  The  Examiner  held  that  the 
allegation  made  in  the  motion  was  indefinite.  It  is  stated  in  the 
motion  that  each  of  the  counts  from  1  to  9,  inclusive,  is  unpatentable 
in  view  of  the  eight  cited  patents,  and  it  is  said : 

Each  of  the  counts  Is  also  met  4n  each  of  the  above  patents,  singly  or  In 
combination. 

This  statement  is  clearly  alternative,  and  therefore  the  motion  in 
this  particular  instead  of  being  clear  and  specific,  which  was  the  end 
desired  to  be  accomplished  by  inaugurating  the  present  practice,  is 
vague  and  indefinite. 

The  decision  of  the  Exam'mer  of  Interferences  is  affirmed. 


Ex  PARTE  Walters. 

Decided  January  19,  1907. 

(130  O.  G.,  1483.) 

Anticipation — Patent — Failure   of    Specification   to   State   Chabacteb  or 
Material. 
Where  the  specification  of  a  patent  cited  as  an  anticipation  does  not  state 
of  what  material  the  article  is  composed,  it  cannot  ordinarily  be  assumed 
.  to  be  of  any  particular  material. 

Appeal  from  Examiners-in-Chief 

BANDAGE. 

Messrs  Wiedirshetni  tfc  Fairbanks  for  the  applicant. 

Moore,  ^4 ssistan  t  Com  in  issioner : 

This  is  an  api>eal  from  a  decision  of  the  Examiners-in-Chief  re- 
fusing the  allowance  of  the  following  claims : 

1.  A  bandage  having  its  inner  or  contact  face  comiwsed  wholly  of  soft  rubber, 
and  having  means  associated  therewith  for  adjustment  uix)n  the  anatomy  of 
the  wearer. 

2.  A  bandage  comi>osod  of  soft  rubber,  and  having  a  flap  for  bridging  the 
ends  of  the  bandage  thus  to  present  a  continuous  structure,  the  flap  being  also 
of  soft  rubber. 

3.  A  bandage  comiwsed  of  soft  rubber  and  having  its  terminals  reinforced, 
adjusting  means  associated  with  the  reinforced  portion,  and  a  soft-rubber  flap 
bridging  the  gap  between  the  terminals. 

4.  A  bandage  comiwsed  of  soft  rubber,  and  having  its  tenninals  reinforced 
and  provided  with  lacing-eyos,  and  a  flap  secured  to  the  inner  side  of  one  end 
of  the  bandage  and  bridging  the  gap  between  the  terminals. 

5.  A  bandage  comi)osed  of  soft  rubber  and  having  a  flap  for  bridging  Its  ends 
m  positioned  ui)on  the  wearer,  the  flap  in  conjunction  with  the  body  of  the 
iage  forming  a  continuous  and  unbroken  sweating  zone. 

A  bandage  composed  of  soft  rubber  and  having  its  terminals  reinforced 
.  provided  with  lacing-eyes,  and  a  flap  secured  to  the  Inner  side  of  one  end 
the  bandage  and  bridging  the  gap  between  the  terminals,  the  back  of  the 
AUdage  being  wider  than  the  front 
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The  references  are  Rowley,  July  27,  1875,  No.  165,955;  Wilson, 
November  12,  1901,  No.  686,498;  Barnett,  August  12,  1902,  No. 
706,715;  Ewing,  April  21,  1903,  No.  725,688. 

The  object  of  the  invention  is  stated  to  be — 

♦  ♦  ♦  to  retain  the  natural  beat  of  the  body  or  part  to  which  the  bandage 
is  applied  and  to  stimulate  circulation,  thereby  preventing  and  curing  inflamma- 
tory and  muscular  rheumatism,  reducing  objectionable  adipose  tissue  and 
preventing  formation  thereof;  to  obviate  the  necessity  of  employment  of  sup- 
porting-straps to  hold  the  device  in  i)osition  upon  the  wearer ;  to  dispense  with 
the  employment  of  fabric  in  the  making  up  of  the  bandage  and  also  of  bones, 
stays  and  other  additions  \irhich  would  render  it  uncomfortable  in  use;  and 
generally  to  Improve  bandages  of  this  character. 

The  most  pertinent  references  are  the  patents  to  Ewing  and  Bar- 
nett. The  patent  to  Ewing  discloses  a  bandage  composed  of  textile 
fabric  and  soft  rubber,  the  soft  rubber  forming  a  continuous  lining 
adapted  to  lie  next  to  the  body  of  the  wearer,  lacing-eyes  to  secure 
the  ends  of  the  bandage  together,  and  a  flaj)  to  bridge  the  gap  be- 
tween the  ends  of  the  bandage  when  laced  together.  Although  the 
specification  does  not  specify  of  what  material  this  flap  is  made,  it  is 
represented  in  the  drawings  in  the  same  way  as  another  part  which 
is  said  to  be  composed  of  drilling — a  textile  material.  It  is  thought, 
therefore,  that  this  flap  cannot  be  assumed  to  be  of  soft  rubber. 

The  patent  to  Barnett  discloses  a  bandage  made  of  "  a  single  sheet 
of  rubber  or  gutta-percha."  As  the  properties  of  gutta-percha  are 
very  different  from  soft  rubber,  it  can  scarcely  be  concluded  that  the 
"  sheet  of  rubber  "  described  by  this  patentee  is  the  soft  rubber  of 
appellant.  This  bandage  is  primarily  intended  to  fit  the  abdojnen, 
and  in  order  to  give  it  the  proper  form  the  sheet  is  gored  at  points, 
the  edges  of  the  gores  are  secured  together,  and  strips  of  rubber  se- 
cured over  the  joints.  These  strips  present  an  irregular  surface, 
which  tends  to  chafe  the  skin. 

Appellant  uses  soft  rubber  instead  of  the  gutta-percha  or  equiva- 
lent of  the  Barnett  patent,  and  she  does  away  with  the  textile  back- 
ing of  the  Ewing  patent  except  for  a  fabric  strip  to  strengthen  the 
eyelets;  but  what  seems  more  important,  she  uses  a  flap  of  soft  rub- 
ber and  so  disposes  it  as  to  make,  with  the  main  portion  of  the  band- 
age, a  continuous  "  sweating  "  zone.  The  structure  as  a  whole  ap- 
pears to  present  a  slight  improvement  over  the  prior  art  sufficient  to 
sustain  claims  2  and  3,  which  include  the  bandage  composed  of  soft 
rubber  and  tlie  soft-rubber  flap.  Claims  1,  4,  5,  and  6  do  not  prop- 
erly bring  out  the  distinctioits  of  appellant's  construction  over  the 
prior  art  and  should  not  be  allowed. 

The  decision  of  the  Examiners- in-Chief  is  affirmed  as  to  claims  1, 
4, 5,  and  6,  and  reversed  as  to  claims  2  and  3. 
aOG97— H.  Doc  470,  60-1 18 
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Ex    PARTE    StREATOR    MeTAL    STAMPING    GOHPANT, 

APPLICATION   TOR  REGISTRATION   OF  TRADE-MARK. 

Decided  September  10,  1907. 
(130  O.  G..  1483.) 

Trade-Marks — Red  Cross  Act. 

A  mark  an  essential  feature  of  which  Is  a  cross  printed  In  red  properly 
refused  registration  under  the  act  of  January  5,  1905,  since  such  a  cross  is 
a  colorable  imitation  of  the  cross  of  the  American  National  Red  Groea 

On  Appeal. 

TRADE-MARK  FOR  CARPET-SWEEPERS. 

Messrs,  Parker  rf*  Carter  for  the  applicant. 

MooRE,  Comm  isslon er : 

This  is  an  appeal  by  the  Streator  Metal  Stamping  Company  from 
a  decision  of  the  Examiner  of  Trade-Marks  refusing  to  register  as 
a  trade-mark  for  carpet-sweepers  a  mark  the  essential  feature  of 
which  is  a  red  cross. 

Registration  was  refused  under  authority  of  the  act  of  Congress 
approved  January  5,  1005,  entitled  "An  Act  to  Incorporate  the 
American  National  Red  Cross."  Section  4  of  this  act  provides  in 
part  as  follows : 

Nor  shall  it  be  lawful  for  any  i}erson  or  corporation,  other  than  the  Red 
C'ross  of  America,  not  now  lawfully  entitled  to  use  the  sign  of  the  red  cross 
hereafter  to  use  such  sljpni  or  any  insignia  colored  in  imitation  thereof  for  the 
purposes  of  trade  or  as  an  advertisement  to  induce  the  sale  of  any  article 
whatsoever. 

The  applicant  does  not  claim  to  have  adopted  its  mark  prior  to 
the  passage  of  this  act,  but  contends  that  the  act  should  be  construed 
narrowly,  and  that  as  the  cross  of  its  mark  is  not  exactly  the  same 
as  the  red  cross  of  the  Red  Cross  Society  the  mark  should  be 
registered. 

Applicant's  mark  comprises  the  representation  of  a  cross  inclosed 
in  a  circle  which  cuts  the  arms  of  the  cross.  Both  circle  and  cross  are 
described  as  printed  in  red  and  are  so  shown  in  the  specimens  on  file. 
The  cross  of  the  Red  Cross  Society  has  rectangular  arms. 

The  difference  between  the  two  crosses  is  not,  however,  sufficient  to 
entitle  the  applicant  to  register  its  mark.  The  cross  printed  in  red 
is  certainly  a  colorable  imitation  of  the  red  cross  of  the  American 
National  Red  Cross,  whether  it  be  an  exact  copy  of  that  croGS  or 
differs  slightly  therefrom. 

It  is  also  contended  that  the  act  referred  to  is  unconstitutional; 
but  it  is  deemed  unnecessary  to  discuss  that  matter.    The  question 
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of  the  constitutionality  of  an  act  of  Congress  is  one  which  this  Office 
cannot  pass  upon,  but  which  must  be  left  to  the  courts  to  decide. . 
The  decmon  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Planten  v.  Canton  Pharmacy  Company. 

trade-3iark  interference. 

Decided  September  19,  1907. 

(130  O.  G.,  1484.) 

1.  Tbade-Mabks — Motions  fob  Dissolution — Interfebence  in   Fact — Marks 

Shown  in  Drawings  Alone  Considered. 
In  determining  the  question  of  interference  in  fact  between  two  trade- 
niarlcs  which  are  presented  for  registration  only  the  marlcs  disclosed  in  the 
applications  of  the  respective  parties  are  to  be  considered. 

2.  Same — Same — Same. 

Held  that  interference  in  fact  exists  between  the  words  "Black  Caps" 
written  In  script  on  a  black  rectangular  background  and  a  mark  comprising 
the  words  **  Black  Capsules  "  printed  in  Roman  letters  on  a  similar  back- 
ground. 

Appeal  on  Motion. 

trade-mark  for  pharmaceutical  preparations. 

Mr.  James  L.  Ewin  for  Planten. 

Mr.  A.  S.  Pattison  for  Canton  Pharmacy  Company. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  a  motion  of  the  Canton  Pharmacy  Company  to  dis- 
solve this  interference  on  the  ground  that  there  is  no  interference 
in  fact  between  the  trade-marks  disclosed  in  the  applications  of  the 
respective  parties. 

The  trade-mark  of  the  Canton  Pharmacy  Company  consists  of  the 
words  "  Black  Caps "  written  in  script  upon  a  black  rectangular 
background.  The  trade-mark  disclosed  in  the  application  of  John 
Kutgert  Planten  consists  of  the  words  "  Black  Capsules  "  in  Roman 
type  on  a  black  rectangular  background. 

The  specimens  filed  by  Planten  disclose  a  black  rectangular  back- 
ground having  thereupon  the  words  "  Planten's  C  &  C  or  Black  Cap- 
sules.'' 

It  is  contended  upon  behalf  of  the  appellant  that  it  is  necessary  to 
consider  the  entire  mark  used  by  Planten  upon  the  goods  as  his  trade- 
mark and  not  merely  that  which  is  shown  in  the  drawing  forming  a 
part  of  his  application.    It  is  urged  that  the  marks  when  thus  con- 
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sidered  are  sufficiently  distinguished  to  avoid  confusion  in  the  mind 
of  the  public. 

This  contention  is  untenable.  The  court  of  appeals  in  re  Standard 
Underground  Cable  Company  (C.  D.,  1906,  687:  123  O.  G.,  656) 
refused  to  restrict  an  applicant  to  the  registration  of  a  device  in- 
cluding all  the  matter  shown  in  his  specimens  and  held  that  the 
applicant  had  the  right  to  designate 'the  part  of  the  mark  shown 
which  he  considered  his  trade-mark. 

In  that  decision  the  Court  said: 

The  act  is  silent  as  to  the  use  to  which  the  specimens  are  to  be  put  The 
drawing  is  manifestly  to  he  furnished  for  photolithographic  purposes.  It  may 
be  that  the  si>ocimens  may  be  required  for  the  purpose  of  showing  that  the 
mark  has  actually  been  used,  how  affixed  to  the  goods,  and  that  the  claimed 
mark  actually  aitprars  uix)n  the  specimens  furnished.  It  does  not  seem  to  us 
that  it  is  to  be  presumed  that  the  si)ecimens  are  to  be  furnished  in  order  that 
the  Commissioner  of  Patents  may  i>ass  uiK)n  the  question  as  to  how  much  of 
the  matter  which  ai>iK?ars  ui>on  the  si)eciniens  constitutes  the  mark.    •    •    • 

We  re|>eat  that  we  do  not  think  that  Congress  intended  to  confer  upon  the 
Commissioner  of  Patents  authority  to  say  to  an  applicant  how  much  or  how 
little  of  the  embellishments  api)earing,  in  connection  with  what  may  be  called 
the  essential  fesiture  of  a  trade-mark,  form  an  actual  imrt  of  the  trade-mark. 
Rather  do  we  think  that  this  right  of  selection  and  designation  rests  with  the 
aiiplicant.  No  general  rule  can  [>ossibly  be  applied,  and  where  this  is  the  case,  it 
is  unwise  to  attempt  to  exercise  a  power  not  expressly  vested  in  an  execntive 
officer. 

Planten  has  in  his  application  for  registration  averred  that  he  is 
the  owner  of  the  trade-mark  shown  in  his  drawing,  and  thisy  in  view 
of  the  decision  of  the  court  above  cited,  is  all  that  can  be  considered 
in  determining  whether  or  not  there  is  interference  in  fact.  The 
similarity  in  appearance  and  in  the  significance  of  these  marks  is 
in  my  opinion  such  as  would  ha  likely  to  cause  confusion  in  the  mind 
of  the  public  and  to  deceive  purchasers. 

The  decision  of  the  Examiner  of  Trade-Marks  refusing  to  dissolve 
the  interference  is  right  and  is  aifirrned. 


SuCiDEN    AND   PiDGIN    V.   LaGAXKE   AND   SmITH    1\   MARSHALL. 

PATENT   INTERFERENCE. 

Decided  June  13,  1007. 

(130  ().  <;..  1484.) 

Jntlrferexce — Motion  to  Dissolve — Transmission. 

A  motion  to  dissolve  <»n  the  ground  of  IrreKularity  in  the  declaration  of 
the  interferoiKM*  properly  rofiistnl  trnnsmissiou  where  the  alleged  Irregn- 
hirity  is  that  tho  issue  of  th<»  i  ►resent  interference  is  substantially  the  same 
as  that  of  a  f(»rnier  intorforonce  which  the  I*rimary  Examiner  dissolved. 

Appeal  on  Motion. 
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CALCULATING  AND  TYPE-WRITING  MACHINES. 

Messrs.  Wright^  Brown^  Quinby  &  May^  for  Sugden  and  Pidgin. 
Mr.  E.  G.  Siggers  for  Laganke  and  Smith. 
Messrs.  Bates^  Fonts  c&  Hull  for  Marshall. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  by  Laganke  and  Smith  from  a  decision  of  the 
Examiner  of  Interferences  in  part  denying  their  motion  to  transmit 
a  motion  to  dissolve  the  above-entitled  interference. 

The  Examiner  of  Interferences  refused  to  transmit  that  part  of  the 
motion  which  alleged  that  there  had  been  an  irregularity  in  the  decla- 
ration of  the  interference  such  as  to  prechide  the  proper  determination 
of  the  question  of  priority  of  invention.  The  ground  of  irregularity 
as  contemplated  by  the  rule  relates  to  some  formal  error  in  the  decla- 
ration of  the  interference  and  does  not  contemplate  those  errors  which 
necessarily  arise  because  there  has  been  an  alleged  mistake  in  consid- 
ering questions  relating  to  the  merits. 

As  stated  in  the  decision  of  the  Examiner  of  Interferences,  the 
alleged  irregularity  consists  in  the  fact — 

•  •  ♦  that  the  declaration  of  this  interference  is  on  substantially  the  same 
Issue  as  that  of  a  former  interference  which  the  Examiner  dissolved  on  the 
ground  that  the  combination  of  a  book  type-writer  and  an  adding-machine  was 
not  patentable,  the  issue  of  the  present  Interference  differing  only  from  the  first 
by  the  inclusion  of  the  ordinary  features  of  a  book  type-writer,  which  in  no  way 
affect  the  combination. 

The  Examiner  of  Interferences  was  right  in  holding  that  this 
objection  forms  no  basis  for  a  motion  to  dissolve  on  the  ground  of 
irregularity,  since  it  relates  to  the  patentability  of  the  issue. 

The  decision  of  the  Examine)'  of  Interferences  is  affirmed. 


Ex  PARTE  Collins. 

APPLICATION  FOR  REGISTRATION  OF  TRADE-MARK. 

Decided  July  22,  WOl, 

(130  O.  G.,  1485.) 

Tbade-Mabks — Anticipation — Expired  Registration. 

An  expired  registration  is  still  evidence  to  some  extent  of  the  existence 
of  a  marlv,  and  tlie  Office  is  not  justified  in  permitting  registration  of  the 
same  marls  or  a  similar  marls  by  another  until  he  has  in  some  way  overcome 
the  registration? 
Same — Same — Same — Foreign  Applicant. 

Inasmuch  as  the  act  of  1881  did  not  require  that  applicants  residing  in  a 
foreign  country  obtain  registration  in  that  country  as  a  prerequisite  to 
registration  in  this  country  and  since  the  laws  of  Great  Britain,  where  the 
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applicant  resides,  provides  for  re-registration  of  marks,  Held,  that  in  the 
absence  of  proof  the  expiration  of  the  trade-mark,  registration  under  sec- 
tion 5  of  the  act  of  1881  will  not  be  presumed  merely  because  more  tliau 
fourteen  years,  the  period  of  registration  in  Great  Britain,  has  elapsed  since 

registration  in  this  country. 

On  Appeal. 

TRADK-MABK  FOR  PORTLAND  CEMENT. 

Mr.  Rh'hard  11.  Manning  for  the  applicant. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  as  a  trade-mark  for  cement  a  mark  consist- 
ing of  three  pyramids  with  their  bases  united  and  the  word  "  Pyra- 
mid "  appearing  therebelow. 

Registration  was  refused  on  the  prior  registrations*  of  Knight, 
Bevan  &  Sturge,  No.  11,787,  December  16,  1884,  and  No.  18,782,  No- 
vember 2, 1886.  In  the  former  of  these  the  representation  of  a  pyra- 
mid is  claimed  as  a  mark  for  cement;  m  the  latter  the  word 
"  Pyramid." 

Applicant  does  not  contend  that  the  mark  shown  in  these  regis- 
trations is  not  so  nearly  like  his  as  to  cause  confusion  in  trade  and 
deceive  the  public,  but  contends  that  under  section  5  of  the  act  of  1881 
these  registrations  expired  in  1898  and  in  1900,  respectively,  and 
therefore  aie  not  available  as  references. 

It  appears  that  Knight,  Bevan  &  Sturge  are  or  were  at  the  time 
the  marks  were  registered  residents  of  Great  Britain,  doing  business 
in  the  city  of  L(mdon.     Section  5  of  the  act  of  1881  is  as  follows: 

Section  .''».  I'liat  a  certificate  of  registry  sliall  remain  in  force  for  thirty  years 
from  its  date,  except  in  cases  where  tlie  trade-marlf  is  claimed  for  and  applied 
to  nrticles  not  mannfactnrod  in  this  country,  and  in  which  it  receives  protection 
under  the  laws  of  a  foreign  country  for  a  shorter  period,  in  which  case  it  shall 
cease  to  have  any  force  in  this  country  by  virtue  of  this  act  at  the  time  that 
such  trademark  ceases  to  be  exclusive  pro[)erty  elsewhere.  At  any  time  dur- 
ing the  six  months  prior  to  the  expiration  of  thirty  years,  such  registration  may 
be  renewed  on  the  same  terms  and  for  a  like  i)eriod. 

The  original  registration  of  a  trade-mark  in  Great  Britain  is  for  a 
period  of  fourteen  yeai^s.  Applicant  therefore  contends  that  the 
registrations  are  of  no  force  and  effect.  It  does  not  appear,  however, 
that  the  trade-marks  in  question  were  registered  in  Great  Britain  at 
the  time  they  were  registered  hei'e,  such  prior  ivgistrations  not  being 
required  by  the  act  of  1881  as  a  prerequisite  to  the  registration  in  this 
country.  Furthermore,  the  laws  of  Great  Britain  provide  for  the 
re-registration  of  a  mark,  and  it  does  not  appear  that  the  marks  in 

estion  have  not  been  re-registered. 
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Moreover,  if  the  registrations  of  Knight,  Bevan  &  Sturge  have  ex- 
pired they  would  still  be  evidence  to  some  extent  of  the  existence  of 
a  mark  substantially  the  same  as  that  of  applicant,  and  for  the  rea- 
sons i>oinled  out  in  ex  parte  The  Star  Distillery  Company  (C.  D., 
1905,  493;  119  O.  G.,  964)  and  Schneider  v.  The  Union  Distilling 
Company,  (C.  D.,  1906,  129;  121  O.  G.,  1676,)  with  reference  to  the 
marks  registered  under  the  invalid  act  of  1870,  the  Office  would  not 
be  justified  in  registering  applicant's  mark  until  he  has  in  some  way 
overcome  these  registrations. 

The  decision  of  the  Examiner  of  Trade-Marh^  is  affirmed. 


Martin  v.  Goodrum  v,  Dyson  v,  Lattig  and  Goodrum. 

patent  interference. 

Decided  July  31,  1901. 

(130  O.  G.,  1480.) 

Motion  to  Dissolve — Non-Patentability — Reference  Failing  to  Antedate 
Allegations  of  Pbeliminaby  Statement — Transmission. 
Although  the  date  of  a  reference  relied  uix>u  In  a  motion  to  dissolve  al- 
leging anticipation  of  the  Issue  is  later  than  the  date  of  conception  set  up 
in  the  preliminary  statement  of  the  opposing  party,  the  motion  may  never- 
theless be  transmitted  in  order  that  the  Primary  Eb^aminer  may  consider 
the  pertinency  of  the  reference  and  permit  the  filing  of  an  affidavit  alleging 
the  facts  required  by  Rule  75  outside  of  those  contained  in  such  preliminary 
statement. 

Appeal  on  Motion. 

telephone  system. 

Messrs.  Bulkley  cC*  Dyrand  for  Martin. 

Messrs.  Church  t£'  Rich  for  Goodrum. 

Mr.  Thos.  n.  Ferguson  for  Dyson. 

Messrs.  Church  <&  Rich  for  Lattig  and  Goodrum. 

BiLLiNQS,  Assistant  Commissioner: 

This  is  an  appeal  by  Martin  from  the  decision  of  the  Examiner 
of  Interferences  transmitting  Dyson's  motion  to  dissolve  the  inter- 
ference. 

It  is  alleged  in  behalf  of  Martin  that  that  portion  of  the  motion 
which  sets  forth  an  alleged  bar  to  the  grant  of  a  patent  to  him 
should  not  have  been  transmitted,  because  the  reference  cited  in  the 
motion  is  on  its  face  not  a  reference  for  his  application.  Martin  al- 
leges in  his  preliminary  statement  a  date  of  conception  prior  to  the 
filing  date  of  the  application  upon  which  the  patent  cited  as  a  refer- 
ence was  granted.  The  proofs  to  l)e  submitted  by  Martin  if  effective 
to  warrant  a  decision  in  his  favor  in  the  interference  would  also  be 
effective  to  overcome  the  reference  cited.    In  such  cases  the  interfer- 
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ence  should  continue  without  requiring  a  party  to  set  forth  his  case 
by  means  of  the  ex  parte  affidayits  provided  for  in  Rule  75.  The  ap- 
pellee however,  contends  that  the  appellant  should  be  required  tit 
least  to  file  an  aflSdavit  setting  forth  the  other  facts  required  to  be 
alleged  by  Rule  75  before  Martin  should  have  standing  in  this  inter- 
ference. It  is  believed  that  this  contention  has  sufficient  force  to 
warrant  the  transmission  of  the  motion  to  the  Primary  Examiner 
to  consider  the  pertinency  of  the  reference  cited  and  to  permit  the 
filing  of  an  affidavit  by  Martin  alleging  the  facts  required  by  Rule 
75,  should  he  be  able  to  do  so,  in  addition  to  those  which  he  has 
already  set  forth  in  his  preliminary  statement. 
The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


In  re  U.  S.  Standard  Voting  Machine  Company. 

Decided  August  10,  1907. 

(130  O.  G.,  1486.) 

Copies  of  Affidavit  Filed  Under  Rule  75 — Certificate  of  Court  Required. 

The  Patent  Office  will  not,  upon  the  request  of  the  defeated  party  of  an 
interference  proceeding,  furnish  copies  of  an  affidavit  filed  ex  parte  by  his 
opponent  under  Rule  75  to  overcome  a  reference  against  claims  not  Involved 
in  the  interference  merely  uix»n  a  showing  that  petitioner  has  brought  a 
suit  in  equity  under  Sec.  4915  Rev.  Stats,  to  determine  priority  of 
invention  and  desires  a  copy  of  such  affidavit  for  use  in  such  suit.  Under 
such  circumstances  a  copy  will  l>e  furnished  only  upon  a  certificate  of  the 
court  that  such  affidavit  would  constitute  material  and  proper  evidence  in 
such  suit. 

On  Petition. 

Jfr,  MelrJllc  Churc/i  for  the  U.  S.  Staiulai'd  Voting  Machine  Com- 
pany. 

Mr,  Willia??i  A,  Megrath  for  James  C.  Garrett. 

Billings,  Act  lug  Commissioner: 

This  is  a  petition  by  the  U.  S.  Standard  Voting  Machine  Company 
that  it  be  permitted  to  have  a  certified  copy  of  an  aflSdavit  (paper 
No.  49)  filed  under  Kule  75  by  Garrett  in  his  application  Xo.  552,153. 
The  U.  S.  Standard  Voting  Machine  Company  is  the  assignee  of  the 
application  of  Davis,  Xo.  727,200,  formerly  involved  with  said  appli- 
cation of  Garrett  in  interference  Xo.  22,102,  Daris  v.  Garrett. 

Petitioner  and  its  assignor  have  made  rej^eated  but  unsuccessful 
efforts  extending  over  a  number  of  years,  not  only  in  the  Patent 
Office,  but  before  the  Seci'etary  of  the  Interior  and  the  courts,  to 
obtain  acceas  to  said  affidavit. 
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Petitioner  represents  that  after  the  adverse  decision  in  the  inter- 
ference by  the  Court  of  Appeals  of  the  District  of  Columbia  a  suit  in 
equity  was  brought  in  the  United  States  Circuit  Court  for  the  Dis- 
trict of  New  Jersey  under  section  4915,  Revised  Statutes,  for  the  pur- 
pose of  having  the  said  Davis  adjudged  entitled  to  a  patent  for  the 
invention  constituting  the  issue  of  said  interference  and  that  peti- 
titioner  deems  said  affidavit  material  evidence  in  its  behalf. 

The  record  shows  that  the  said  affidavit  was  filed  by  Garrett  prior 
to  the  declaration  of  the  interference  for  the  purpose  of  overcoming 
the  Davis  patent.  No.  526,668,  issued  on  an  application  filed  June  13, 
1894,  and  cited  as  a  reference  against  his  claims  39,  40,  41,  and  270. 
It  should  be  noted  that  these  claims  were  not  involved  in  the  inter- 
ference, nor  are  they  involved  in  the  present  court  proceeding. 

Petitioner  claims  that  it  is  advised  and  believes  that  in  said  affidavit 
Garrett  states  that  he  actually  constructed  a  machine  embodying  the 
subject-matter  of  said  claims  prior  to  June,  1894,  and  that  if  such  is 
the  case  it  contradicts  his  testimony  given  in  the  interference  proceed- 
ings that  he  never  constructed  a  machine  prior  to  December,  1894. 
Petitioner  states  that  he  therefore  desires  a  copy  of  said  affidavit  for 
the  purpose  of  attacking  Garrett's  credibility  as  a  witness  in  the  pend- 
ing court  proceeding. 

In  this  contention  petitioner  starts  out  with  a  false  premise.  It  is 
not  necessary  that  Garrett  should  have  actually  constructed  a  machine 
prior  to  June,  1894,  in  order  to  overcome  the  Garrett  patent  under 
Rule  75.  As  stated  in  ex  parte  Gasser^  (C.  D.,  1880,  94;  17  O.  G., 
607:) 

The  applicant,  therefore,  must  state  on  oath  facts  showing  either  that  a 
reduction  to  practice  had  been  made  before  the  filing  of  the  application  on  which 
the  imtent  was  granted,  or  that  the  invention  had  been  conceived  before  that 
time  and  by  due  diligence  connected  with  a  subsequent  reduction  to  practice. 

See  also  ex  parte  Donovan,  (C.  D.,  1890, 109 :  52  ().  G.,  309.) 

In  view  of  petitioner's  repeated  efforts  to  obtain  access  to  this  affi- 
davit it  is  believed  to  be  not  improper  to  state  that  said  affidavit  has 
been  inspected  and  is  not  found  to  disclose  the  inconsistency  alleged 
by  petitioner. 

Petitioner  bases  his  right  to  a  certified  copy  of  said  affidavit  on  sec- 
tion 892  of  the  Revised  Statutes. 

On  an  appeal  by  Davis  to  the  Secretary  of  the  Interior  from  a 
former  denial  by  the  Commissioner  of  a  petition  for  said  affidavit  the 
Acting  Secretary  of  the  Interior  held,  {Davis  v.  Garrett,  C.  D.,  1904, 
578;  112  O.  G.,  1211:) 

Upon  the  merits  of  the  matter  presented,  it  is  not  open  to  question,  and  is 
admitted,  that  the  Commissioner  of  Patents  Is  not  bound  to  submit  for  either 
public  or  private  inspection  many  papers  file<l  in  his  Office  in  support  of  applica- 
ti0D8  for  patents.  This  is  in  accord  with  a  manifest  public  policy,  declared  by 
the  rules  governing  procedure  in  that  Office  and  recognized  by  the  courts,  and,  in 
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my  judgment,  no  good  reason  is  shown  and  none  exists  why  a  party  to  an  inter- 
ference proceeding  should  be  permitted  to  examine  papers  relating  to  claims  not 
involved  in  the  interference,  even  though  the  i)arty  in  whose  interest  the  pai)er8 
were  filed  happens  to  be  a  party  to  such  proceeding. 

In  Electric  Light  Company  v.  Commissioner  of  Patents  (C.  D., 
1891,  271 ;  54  O.  G.,  267;)  and  Bulkley  v.  Bntterworth,  (C.  D.,  1897, 
685;  81  O.  G.,  505;)  where  it  was  attempted  by  mandamus  proceed- 
ings to  compel  the  Commissioner  of  Patents  to  furnish  copies  of 
applications,  the  court  held  that  section  892  does  not  require  or 
authorize  the  Commissioner  to  furnish  such  copies.  In  *he  latter 
case  the  Court  said : 

No  itersou  is  required  to  submit  his  private  papers  to  others  or  produce 
them  in  court  on  the  demand  of  a  party  to  a  suit  on  his  allegation  or  claim 
that  they  are  material  evidence  for  such  party,  but  only  in  obedience  to  the 
mandate  of  the  court  in  which  such  suit  is  pending,  and  it  Is  only  reasonable 
that  when  a  i)ublic  officer  has  under  his  control  a  paper  or  document  in  its 
nature  private,  or  such  as  the  public  generally  is  not  entitled  to  have  access 
to  as  a  public  record',  he  should  not  be  compellable  to  produce  it  or  deliver 
copies  of  it  until  he  has  some  information  from  the  court  In  which  the  case 
is  i)euding  that  it  is  required  as  evidence.  The  certificate  or  order  which  the 
regulation  in  question  provides  fur  is  the  equivalent  of  a  subpoena  duces  tecun^^ 
and  the  statute  in  question  was  enacted  to  avoid  the  necessity  of  using  such 
process  to  obtain  papers  required  as  evidence  from  the  Executive  Departments 
of  the  (lovernment.  The  court  in  which  a  suit  Is  pending  and  not  the  Depart- 
ment officer  is  the  appropriate  tribunal  to  determine  whether  a  given  paper 
should  be  pruduced  as  evidence,  and  it  is  not  to  be  doubted  that  the  re8ix>ndait 
uiK)n  such  certificate  from  the  Circuit  Court  of  the  United  States  for  the 
Northern  District  of  California  would  furnish  the  copies  requested. 

The  affidavit  of  (larrett  in  question  does  not  relate  to  the  claim 
forming  the  issue,  and  its  relevancy  to  the  suit  in  question  is  not 
apparent.  Under  these  circumstances  it  is  not  believed  that  this 
Office  would  be  warranted  in  permitting  petitioner  to  have  access  to 
said  affidavit  or  in  furnishing  it  with  a  certified  copy  thereof  without 
a  certificate  of  the  court  before  which  the  suit  is  pending  that  said 
affidavit  would  constitute  material  and  proper  evidence  in  said  suit. 
{In  re  Heard,  C.  IX,  1005,  GG;  114  O.  G.,  2381;  in  re  Benedict  and 
Morse??,  C.  1).,  IDOn,  170;   11(>  ().  a,  874.) 

7'he  petition  iff  denied. 


S  T  O  N  E    r.   F  E  S  S  E  N  D  E  N. 

PATENT   INTERFERENCE. 

Derided  August  15,  1907. 

(130  O.  G.,  14S7.) 

IXTERFEBENCE — ^ACCESS  TO  RECORDS  OF  ANOTHER  INTERFERENCE. 

AVhere  S.  nniuesteil  coi^ies  of  the  decision  of  the  Exauiluer  upon  a  motion 
for  dissolution  In  another  interference  to  which  F.  was  a  party  and  wlilcb 
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is  referred  to  in  F.'s  record,  Held  that  siuce  S.  was  uot  a  party  to  the  other 
interference  and  the  claims  forming  the  issue  of  that  interference  are  not 
made  by  S.  he  should  be  denied  access  to  the  record  of  tliat  interference, 
even  though  the  issue  thereof  is  based  upon  the  same  structure  as  that  upon 
which  the  claims  in  the  present  interference  are  drawn. 

On  Petition. 

SPACE  TELEGBAPHT. 

Messers.  Browne  cfc  Woodworth  and  Messrs,  Foster^  Freeman^ 
Watson  J  &  Coit  for  Stone. 

Mr.  Francis  W.  H.  Clay  ior  Fessenden. 

Billings,  Acting  Commissioner: 

This  is  a  petition  by  Stone  that  he  be  permitted  to  obtain  copies  of 
certain  papers  containing  actions  upon  the  merits  of  certain  claims  of 
Fessenden  not  included  in  the  issue  of  this  interference.  The  papers 
which  Stone  requests  copies  of  comprise  a  decision  of  the  Primary 
Examiner  upon  a  motion  for  dissolution  in  another  interference, 
Vreeland  v.  Fessenden  v.  Schloemilch^  to  which  Stone  is  not  a  party, 
the  decision  of  the  Board  of  Examiners-in-Chief  upon  appeal  by 
Vreeland  from  the  decision  of  the  Examiner  upon  the  motion  for  dis- 
solution, and  a  subsequent  action  of  the  Examiner  in  that  interference 
relative  to  Fessenden's  claims.  It  is  contended  by  Stone  that  he  is 
entitled  to  access  to  all  the  data  of  actions  upon  claims  relating  to 
the  invention  in  issue  and  that  the  claims  forming  the  issue  of  the 
other  interference  do  not  relate  to  a  divisible  invention  from  that 
involved  in  the  present  interference.  Stone  now  has  access  to  the 
specifications  and  all  the  claims  of  Fessenden's  application  and  is 
therefore  in  possession  of  sufficient  information  to  enable  him  to 
determine  the  propriety  of  any  action  which  he  is  entitled  to  take 
in  this  interference.  No  reason  therefore  appears  why  he  should  be 
permitted  access  to  records  of  an  interference  in  which  he  is  not 
involved.  The  fact  that  the  claims  of  the  other  interference  are  based 
upon  the  same  structure  as  that  upon  which  the  claims  involved  in 
this  interference  are  drawn  is  not  thought  to  be  material  so  long  as 
these  claims  are  not  made  by  Stone. 

In  Stone's  request  for  access  to  these  papers  he  states  that  he  does 
not  ask  to  see  the  data  relating  to  the  applications  of  Vreeland  and 
Schloemilch  in  the  other  interferences,  but  only  to  the  subject-matter 
relating  to  the  Fessenden  application.  It  would  be  impracticable 
in  many  cases,  as  in  the  present,  for  the  Office  to  furnish  extracts  of 
decisions  upon  motion  for  dissolution  in  other  cases,  since. in  such 
decisions  the  merits  of  each  party's  application  is  discussed  with  more 
or  less  particularity  in  connection  with  the  applications  of  the  other 
parties  and  disclosure  would  be  made  to  the  moving  party  of  subject- 
matter  of  applications  which  are  not  concerned  in  the  present  inter- 
ference. 
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It  is  l)elicvo(l  that  tlio  Office  would  not  he  justified  in  permitting 
Stone  to  have  copies  of  the  papers  requested  in  view  of  the  facts  above 
stated. 

The  petition  is  denied. 

Kx   PARTE  F'lEIJ). 

DevUU'il  lUi'vmbvr  IS.  1906, 

(VM)  ().  (J.,  1(W7.) 

Interference — Suspension— Postponement  of  Time  fob  Opening  Preliminabt 
Statements. 
An  interference  relating  to  a  machine  will  not  be  suspended  and  the 
time  for  opening  the  preliminary  statements  i)ostiK)ned  In  order  that  one 
of  the  parties  may  take  out  a  patent  upon  an  application  covering  a  closely 
relatetl  i)rocess  not  involved  in  the  interference  before  the  existence  of  such 
aijplication  is  tllscovertHl  by  his  opi^onent  through  access  to  the  machine  ap- 
plication which  contains  a   cross-reference  thereto. 

On  Petition. 

method  of  actincj  x-pon  warp-threads. 

Messrs.  KinfVj/  d-  Booth  for  the  apj)rK'ant.  {Messrs.  Dodge  <&  Sons 
of  counsel.) 

M(K  )RE,  V 1  ssi.sta/i  t  Com  m  ission er : 

This  is  a  ])etition  for  suspension  of  interference  proceedings  and 
postponement  of  the  time  for  opening  the  preliminary  statements 
therein  in  order  that  the  petitioner  may  tak(»  out  a  patent  upon  an 
application  not  involved  in  the  interference  before  the  existence  of 
such  application  is  discovered  by  his  opponent  through  access  to  the 
application  in  interference  which  contains  a  cross-reference  to  the 
application  which  it  is  desired  to  issue. 

On  November  1,  1000,  the  Examiner  made  the  following  action  in 
the  case  which  is  not  involved  in  the  interference: 

The  anien(l(Ml  method  claims  are  conslileretl  to  be  allowable,  but  this  applica- 
tion must  be  withheld  from  issue  pending  a  decision  on  the  question  of  priority 
of  invention  of  the  subj(H*t -matter  of  sn<b  apparatus  claims  of  the  original  appli- 
cation as  are  invoiveil  in  the  issues  of  the  interference  proceedings  now  under 
way. 

The  applicant  brought  a  petition  from  this  action,  which  was 
recently  granted.  Prioi*  to  the  grant  of  said  petition  the  present 
petition  for  suspension  of  procc^lings  in  interference  was  brought. 

It  seems  clear  that  this  Office  should  no  more  suspend  an  inter- 
ference proceeding  for  a  party  in  order  that  an  application  of  his 
not  involved  theiein  may  be  issued  as  a  patent  lx?fore  his  opponents 
obtain  knowledge  thereof  than  it  should  withhold  his  application 
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from  issue  for  the  sole  purpose  of  permitting  such  knowledge  to 
be  obtained.  The  Office  is  not  interested  in  pursuing  one  of  these 
courses  rather  than  the  other,  and  there  seems  to  be  no  point  to  the 
statement  in  the  brief  last  filed  that  the  Office  in  refusing  to  grant 
the  requested  suspension  of  the  interference  is  taking  an  advantage 
in  the  matter.  Nor  does  it  appear  that  in  withholding  the  applica- 
tion from  issue  pending  the  determination  of  the  question  whether 
issue  should  be  suspended  imtil  the  interference  is  concluded  the 
Office  has  been  guilty  of  any  wrong  to  the  applicant,  as  charged  in 
said  brief.  The  applicant  has  no  right  at  any  time  in  the  matter 
of  an  application  for  patent  to  any  other  status  than  that  which  has 
resulted  through  the  regular  course  of  the  prosecution  of  his  applica- 
tion. He  is  not  injured  in  any  legal  sense  by  any  delay  in  the  issue 
of  his  application  incident  to  the  proper  determination  by  the  Patent 
•Office  of  the  propriety  of  issuing  the  same.  In  this  case  the  Examiner 
was  of  the  opinion  that  the  application  should  be  withheld  from  issue 
pending  the  determination  of  the  question  of  priority  in  the  interfer- 
ence proceedings.  There  are  some  reasons  which  may  be  urged  in 
support  of  this  position,  and  the  language  of  Rule  lOG  might  well 
have  been  taken  to  authorize  the  same.  Being  of  this  opinion,  the 
Examiner  properly  withheld  the  case,  and  the  fact  that  his  judgment 
has  been  reversed  upon  appeal  affords  the  petitioner  no  good  reason 
to  complain  of  the  delay  incident  to  obtaining  such  reversal. 

The  petitioner  states  that  refusal  to  suspend  the  interference,  result- 
ing in  the  disclosure  to  his  opponents  of  the  existence  of  the  applica- 
tion not  involved  therein,  gives  them  information  to  which  they  have 
no  right  in  law  or  in  equity.  I  find  in  this,  however,  no  reason  why 
the  suspension  should  be  granted.  It  does  not  appear  that  the  peti- 
tioner has  any  right  in  law  or  equity  to  have  this  information  kept 
from  his  opponents.  A  disclosure  of  such  information  under  the  cir- 
cumstances of  this  case  is  fully  contemplated  by  the  very  decision 
upon  which  the  petitioner  has  relied  in  his  contention  for  the  early 
issue  of  his  application.  In  the  decision  ex  parte  Atwood,  (C.  D., 
1888,  74;  44  O.  G.,  341,)  referring  to  the  application  involved  in  inter- 
ference and  to  the  application  not  involved,  but  which  had  been  held 
up  by  the  Examiner  in  view  of  the  interference.  Commissioner  Hall 
stated: 

Not  only  this,  but  in  the  present  application  I  understand  there  is  a  cross- 
reference  to  the  apiNiratns  application,  and  I  infer  that  there  is  a  similar  cross- 
reference  in  the  latter.  If  there  is  not  there  should  be,  and  it  should  still  be 
introduced.  This  gives  the  other  party  to  the  interference  notice  of  the  exist- 
ence of  the  present  application  for  the  process,  and  if  he  does  not  choose  to 
promptly  file  his  application  for  such  process  (If  he  claims  to  be  the  inventor  of 
it,)  and  thus  bring  himself  Into  interference  with  it,  he  ought  not  to  be  allowed 
by  indirection  to  do  what  he  refuses  to  do  directly — tie  up  the  present  applica- 
tlOD  and  delay  issuance  upon  an  imaginary  or  supposititious  Interference  not 
contemplated  and  not  provided  for  in  the  rules. 
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No  good  reason  is  found  in  the  matters  which  have  been  called  to 
my  attention  for  suspending  proceedings  in  the  interference.  It 
seems  clear  that  this  Office  should  not  take  action  in  a  proceeding  for 
no  other  purpose  than  to  insure  to  a  party  a  business  advantage  which 
he  might  otherwise  fail  to  secure. 

The  petition  is  denied. 


Ex  PARTE  Williams. 

Decided  December  J5,  1906, 
(130  O.  G.,  1688.) 

PATKNTAniLITY — C'lIANGES   INVOLVING  MECHANICAL   SKILL  ONLT— NO  INVENTION. 

Where  the  device  shown  iii  the  application  differs  from  that  of  a  prior 
patent  merely  in  the  shape  of  the  i^rooves  in  which  a  sealing  mixture  is  to 
be  placed,  Held  that  it  would  be  a  mere  matter  of  meelianical  skill  to  adapt 
the  shap<^  of  the  groove  to  the  nature  of  the  sealing  material  to  be  used. 

Appeal  from  Examiners-in-Chief. 

nVRIAL-CASE. 

Mearn,  Robinnon^  Martin  d;  Jones  for  the  applicant. 

M(K)RE,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-iii-Chief 
affirming  the  Primary  Examiner's  rejection  of  the  following  claim : 

An  outside  burial-case  consisting  of  a  cement  body  of  suitable  form  and  size 
to  receive  a  casket  having  an  open  top  with  a  shoulder  and  an  upwardly -stand- 
ing flange  outside  of  the  shoulder  around  the  upper  edge  of  the  wall,  the  flange 
having  an  inwardly-facing  groove,  a  cement  cover  adai)ted  to  close  the  top  of 
the  case  and  rest  on  the  shoulder  and  having  around  its  edge  an  outwardly- 
facing  gr(K)vo,  the  groove  of  the  cover  and  the  groove  of  the  flange  together 
forming  an  upright  ellii>tical  siuice,  and  the  cover  and  flange  arranged  to  pn^ 
vide  an  oi)en  joint  to  receive  in  connection  with  said  elliptical  space  a  liquid 
cement,  substantially  as  set  forth. 

The  claim  was  rejecrted  on  the  ground  that  the  structure  specified 
therein  is  anticipated  in  the  patent  to  Zarling,  No.  712,030,  granted 
()ct()l>er  i28,  1002.  In  the  patentee's  structure  the  grooves  in  the 
cover  and  the  wall  of  the  case  are  rectangular  in  cross-section,  while 
in  the  applicant's  structure  the  grooves  are  of  curved  outline  in  cross- 
section,  forming,  as  stated  in  the  claim,  an  elliptical  space  when  the 
cover  is  in  place. 

It  is  contended  on  l)ehalf  of  the  applicant  that  the  construction 
shown  by  the  patentee  conld  not  be  lx»tter  devised  to  facilitate  the 
formation  of  cracks  and  defects  in  the  joint-filling  and  that  the  form 
of  the  grooves  is  such  Ihat  when  the  joint  filling  or  sealing  material 
is  poured  in  air  will  be  trapped  and  prevent  the  grooves  from  being 
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properly  filled.    These  defects,  it  is  contended,  are  overc9me  in  the 
joint  shown  in  the  application  and  defined  in  the  appealed  claim. 

It  is  not  apparent  that  the  sealing  material  which  the  patentee 
states  is  to  be  poured  into  the  groove  or  the  liquid  cement  mentioned 
in  the  claim  would  not  properly  fill  the  groove  shown  in  the  patent 
or  that  air  would  be  trapped  in  the  groove.  It  would  seem,  on  the 
contrary,  that  a  liquid  of  a  consistency  to  permit  its  being  poured  into 
the  comparatively  narrow  channels  shown  in  the  patent  and  in  the 
appellant's  application  would  fill  the  rectangular  space  of  the 
patentee's  structure  as  completely  as  the  elliptical  space  to  which  the 
appealed  claim  is  limited.  Moreover,  even  if  it  were  satisfactorily 
established  that  the  patentee's  structure^ is  defective  for  the  reasons . 
referred  to  by  the  appellant  nothing  more  than  ordinary  mechanical 
skill  would  be  required  to  adapt  the  shape  of  the  sealing-grooves  to 
the  nature  of  the  sealing  material  used  in  closing  the  casket. 

The  decision  of  the  Exctmhiers-in-Chief  is  afjirraed. 


Ex  PARTE  Smith. 

APPLICATION    FOR   DESIGN    PATENT. 

Decided  fieptembcr  ,5,  1907, 

(130  O.  (i..  1(JK8.) 

£hc8ioN — Font  or  Type — Patentability. 

Where,  as  in  the  art  of  printing,  the  field  of  inventive  design  is  limited 
to  modifications  of  detail  in  predetermined  forms  of  letters,  and  an  inventor 
has  succeeded  in  producing  a  new  font  having  clearly  distinguishing  char- 
acteristics running  through  the  whole,  and  the  esthetic  value  of  his  pro- 
duction is  confirniod  by  an  extensive  demand  for  the  same,  it  is  believed 
tbat  he  should  be  granted  the  right  to  a  lawful  monopoly  of  the  results 
of  his  labor  for  the  limited  time  provided  by  the  design  statutes. 

Appeal  from  Examiners-in-Chief. 

DESICxN    FOB   A    FONT   OF   TYPE. 

3fr.  Ernest  W,  Bradford  for  the  applicant. 

MooRE,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  P]xaminer  of  Designs  and  refusing  a  patent 
upon  a  design  for  a  font  of  type  in  view  of  the  design  patent  to  Capi- 
tain,  No.  36,461,  July  21,  1903.  The  Examiners-in-Chief  agree  with 
the  Examiner  of  Designs  that  the  peculiarities  of  the  individual  let- 
ters of  the  appellant's  font  do  not  bear  such  relation  to  the  font  as 
a  whole  as  to  render  it  patentable  and  that  the  differences  in  ih^ 
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appellant's,  font  over  that  of  the  patent  are  not  such  as  involved  the 
exercise  of  the  inventive  faculties. 

The  fonts  of  type  disclosed  in  both  the  application  and  the  patent 
are  of  the  bold  characters  used  in  advertising  and  comprise,  in  gen- 
eral, the  "  Roman  "  form  of  letters. 

In  the  font  disclosed  in  the  patent  the  letters  are  composed  wholly 
of  heavy  lines,  which,  while  varying  somewhat  in  breadth  in  different 
parts  of  the  letters,  when  obs(Tved  in  a  line  of  type  give  an  impres- 
sion of  bold  uniformity  of  heavy  lines.  In  the  font  shown  by  the 
appellant  the  letters,  which  include  a  plurality  of  straight  lines, 
comprise  certain  heavy  lines  and  other  thin  lines,  which  the  appellant 
well  states — 

gives  the  letter  an  oi)en  and  easily-read  character  while  at  the  same  time,  be- 
cause of  the  tlilck  lines,  it  has  a  heavy  appearance. 

The  letters  embodying  curved  lines  are  similarly  distinguished  and 
where  joined  to  straight  lines  form  well-defined  angles  instead  of  be- 
ing provided  with  fillets.  The  serifs  in  the  appellant's  font  are  formed 
of  much  thinner  lines  than  thos(»  of  the  patented  font.  The  union 
between  the  main  parts  of  the  letters  and  their  serifs  is  also  dis- 
tinguished by  sharply-deliiK^l  angles.  Where  fillets  are  employed, 
as  in  the  letters  E,  F,  L,  T,  and  Z,  they  are  formed  of  straight  lines 
terminating  short  of  tlie  points  of  the  letters,  while  the  fillets  of  the 
corresi)onding  lettei's  of  tlie  patented  font  merge  into  the  curved  or 
rounded  points  of  the  letters.  By  reason  of  these  features  the  "  coun- 
ters "*  or  o})en  spaces  within  appellant's  letters  are  made  more  prom- 
inent, giving  the  letters  an  open  appearance  when  assembled  in  words. 
This  characteristic  is  common  to  all  the  letters  of  the  alphabet, 
both  in  the  capitals  and  the  small  or  lower-case  letters,  and  is  the  real 
distinguishing  feature  of  the  appellant's  font.  I  do  not  agree  with 
the  opinion  of  the  lower  tribunals  that  the  peculiarities  of  the  indi- 
vidual letters  of  the  appellant's  font  do  not  bear  a  definite  relation  to 
the  whole. 

It  remains  to  be  considered  whether  the  differences  between  the  ap- 
pellant's font  and  that  of  the  reference  involved  invention  and  not 
merely  the  exercise  of  mechanical  skill  and  whether  the  design  is 
ornamental  in  character. 

The  "  Eoman  "  form  of  type  is  used  both  by  the  appellant  and  by 
the  patentee.  The  question  of  invention  is  therefore  limited  to 
whether  the  variation  in  the  details  of  the  letters  is  such  as  involved 
the  exercise  of  anything  more  than  mechanical  skill. 

The  style  of  letter  designed  by  the  patentee  is  uniform  in  character, 
but  has  an  individuality  which  has  been  recognized  to  involve  patent- 
ability. The  appellant's  font  by  reason  of  the  ojx^n  character  of  the 
lettei's,  produced  more  or  less  by  changes  in  detail,  has  an  individu- 
ality which  clearly  distinguishes  it  from  that  of  the  reference.     No 
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confusioii  would,  in  my  opinion,  be  likely  to  exist  between  these  fonts 
when  used  upon  the  printed  page,  whether  found  side  by  side  or  in 
separate  places. 

It  is  believed  that  more  than  ordinary  skill  of  a  designer  was  re- 
quired to  produce  the  font  of  type  presented  by  the  applicant,  which 
differs  not  merely  in  individual  letters  but  as  an  entirety  from  the 
font  disclosed  in  the  reference. 

The  esthetic  value  of  a  new  font  of  type  is  in  a  great  measure  de- 
pendent upon  the  harmonious  eflfect  produced  upon  the  eye  of  the 
observer  by  the  predominant  characteristics  of  the  font.  In  the  de- 
cision in  re  Schraubstadter  (C.  D.,  1906,  541;  120  O.  G.,  1167)  the 
Court  of  Appeals  of  the  District  of  Columbia  said  that — 

The  eye  to  which  the  design  i8  to  api^eal  is  that  of  the  ordinary  man  and  not 
the  eye  of  the  artist. 

In  the  art  of  printing,  and  esi>ecially  the  advertising  branch  of 
that  art,  the  measure  of  the  artistic  value  may  often  be  determined  by 
the  extent  of  use  of  the  font,  for  if  the  font  does  not  as  a  whole  com- 
mend itself  to  the  purchaser  the  demand  therefor  will  fail.  In  the 
present  case  there  is  no  doubt  that  the  appellant's  font  of  type  is 
ornamental  in  appearance,  and  the  fact  that  it  has  gone  into  very 
extensive  use,  as  sliown  by  aflSdavits  on  record  in  this  case,  confirms, 
in  my  mind,  the  artistic  value  of  the  design. 

Where,  as  in  the  art  of  printing,  the  field  of  inventive  design  is  lim- 
ited to  modifications  of  details  in  predetermined  forms  of  letters  and 
an  inventor  has  succeeded  in  producing  a  new  font  having  clearly  dis- 
tinguishing characteristics  running  througli  the  whole  and  the  es- 
thetic value  of  his  production  is  confirmed  by  an  extensive  demand 
for  the  same,  it  is  believed  thai  he  should  l)e  granted  the  right  to  a 
lawful  monopoly  of  the  results  of  his  labors  for  the  limited  time 
provided  by  the  design  statutes. 

The  decision  of  the  KxaminerS'in'Chief  is  reversed. 


Ex  PARTE  Meyer. 

APPLICATION  FOR  PATENT. 
Decided  Hcptemher  17,  1907. 

(130  O.  (}.,  1689.) 

Withdrawal  of  Application  from  Issue. 

An  appUcatlon  will  not  be  withdrawn  from  issue  for  the  purpose  of  per- 
mitting the  applicant  to  adoj)!  claims  of  a  patent  where  it  api>ears  that 
the  question  of  interference  between  the  applications  of  the  resi)ective 
parties  was  considercnl  by  the  Examiner  before  the  cases  were  allowed. 

On  Petition. 

3O907--H.  Doc.  470,  (K)-l 19 
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METALLIC   8EALIN0-CAP. 

Messrs,  Barthel  cfe  Barthel  for  the  applicant. 

MooRE,  Commissioner: 

This  is  a  petition  that  the  application  be  withdrawn  from  issue. 

As  the  ground  for  the  petition  it  is  stated  that  a  patent  to  Parker, 
No.  855,198,  was  issued  May  28,  1907,  on  an  application  copending 
with  this  application,  that  the  Parker  patent  contains  claims  domi- 
nating and  conflicting  with  applicant's  invention  and  the  claims 
drawn  thereon,  and  that  applicant  was  given  no  chance  to  contest 
the  same. 

The  petition  is  not  accompanied  by  an  amendment  containing  the 
claims  of  the  Parker  patent  which  it  is  stated  applicant  has  a  right 
to  make.     This  of  itself  is  sufficient  ground  for  denying  the  petition. 

In  his  statement  the  Examiner  says  that  the  question  of  inter- 
ference between  this  application  and  the  Parker  application  was 
carefully  considered,  and  it  was  decided  there  were  no  conflicting 
claims.  It  is  not  the  practice  of  the  Office  to  \<^ithdraw  a  case  from 
issue  unless  the  Office  has  made  an  obvious  mistake,  except  in  a  case 
where  irremediable  injury  would  occur. 

In  this  case  applicant  is  not  without  his  remedy,  for  he  can  allow 
the  case  to  become  forfeited,  renew  the  same,  and  present  the  claims 
of  the  Parker  patent  which  he  thinks  he  is  entitled  to  make. 

The  petition  is  denied. 


JOSLEYN   V,  HULSE. 

PATENT  INTERl^RENCE. 

Decided  June  20,  1907, 

(130  O.  Gm  1689.) 

1.  Interference — Motion  for  Dissolution — Transmission  of. 

Where  a  motion  to  dissolve,  on  tlie  gronnd  that  the  adverse  party  had 
no  right  to  malie  the  claims  and  that  his  application  did  not  show  an 
operative  device,  was  brought  nearly  two  months  after  the  expiration  of 
the  thirty  days.  Held  that  the  fact  that  attorneys  were  busy  with  other 
matters  and  that  it  was  necessary  to  malce  certain  models  constitutes  no 
sufficient  excuse  for  the  delay,  especially  as  no  showing  was  made  why  it 
was  necessary  to  make  so  many  models  or  to  talce  so  long  a  time  to  com- 
plete them. 

2.  Same — Same — Same. 

The  pendency  of  a  motion  under  Rule  109  is  no  excuse  for  the  delay  in 
Ting  a  motion  to  dissolve. 

L  ON  Motion. 
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TYPE-WRITING    MACHINE. 

Mr,  Jacob  Felhel  for  Joslcyn. 
Messrs.  Knight  Bros,  for  Hulse. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  by  Josleyn  from  a  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  to  the  Primary  Examiner  a  motion 
to  dissolve  on  the  ground  that  Hulse  has  no  right  to  make  the 
claims. 

The  Examiner  of  Interferences  refused  to  transmit  the  motion  on 
the  ground  that  it  was  brought  long  after  the  expiration  of  the 
thirty  days  allowed  for  bringing  such  motions  and  that  no  sufficient 
excuse  had  been  given  for  such  delay. 

The  reason  alleged  why  Hulse  has  no  right  to  make  the  claims  is 
that  his  application  does  not  disclose  an  operative  device. 

Motions  on  the  ground  of  inoperativeness  are  not  favored,  and  it 
is  incumbent  upon  a  party  bringing  such  a  motion  to  do  so  promptly. 

It  appears  that  nearly  two  months  elapsed  between  the  expiration 
of  the  thirty  days  and  the  bringing  of  the  motion  to  dissolve. 

In  explanation  of  this  delay  it  is  stated  in  affidavits  accompanying 
the  motion  that  it  was  found  necessary  to  make  certain  models  and 
that  the  attorneys  for  Josleyn  were  exceedingly  busy  with  this  matter 
and  with  other  matters. 

It  is  well  settled,  as  pointed  out  by  the  Examiner  of  Interferences, 
that  the  mere  fact  tliat  the  attorneys  were  busy  with  other  matters 
will  not  excuse  delay.  Furthermore,  it  does  not  appear  why,  if  it  was 
necessary  to  test  the  question  of  inoperativeness  by  making  models, 
it  was  necessary  to  make  so  many  of  them  or  why  it  should  have  taken 
so  long  a  time  to  complete  them.  The  models  exhibited  at  the  hearing 
were  small  and  apparently  could  have  been  made  in  a  short  time 
by  a  mechanic  skilled  in  the  art. 

The  fact  that  there  is  now  pending  before  the  Primary  Examiner 
a  motion  to  amend  under  Rule  109  is  no  excuse  for  the  delay  in  bring- 
ing the  present  motion.  {Townsend  v.  Copcland  v.  Rohinson^  C.  D., 
1906,  350;  124  O.  G.,  1210.) 

Moreover,  if  this  motion  should  be  transmitted  merely  because  of 
the  pendancy  of  another  motion  a  third  motion  might  be  brought 
before  the  Primary  Examiner  had  decided  this  one  and  its  transmis- 
sion urged  on  the  same  ground.  Such  practice  would  tend  to  cause 
endless  delays. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 
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Dyson  v.  Land  v.  Dunear  v.  Browne, 
patent  interference. 

Decided  Augmt  /7,  1907. 
(130  O.  G.,  1000.) 

1.  intebfebence — ^motion  to  suppress  testimony — ck>n 81  deration  postponed 

Until  Final  Heabing. 
Where  a  consideration  of  a  motion  to  suppress  testimony  would  involve  a 
consideration  of  a  large  iK)rtion  of  the  record,  a  decision  upon  the  motion 
will  be  postponed  until  final  hearing. 

2.  Same — Same — Question  of  Right  to  Take  Subbebuttal  Testimony. 

The  right  to  take  siirrebuttal  testimony  is  not  merely  dependent  upon  the 
propriety  of  ()piK)nent*s  testimony  and  is  therefore  not  affected  by  a  reCusal 
to  consider  a  motion  to  suppress  prior  to  final  hearing. 

Appeal  on  Motion. 

telephone  system. 

Mr,  George  Z.  Cragg  for  Dyson. 
Mr.  Thomas  S.  Ferguson  for  Land. 
Messrs.  Bacon  <&  MUans  for  Dunbar. 

Mr.  Charles  Neave  and  Messrs.  Mauro^  Cameron^  Lewis  <&  Mosaic 
for  Browne. 

Billings,  Acting  Commissio?wr: 

This  is  an  appeal  by  Browne  from  the  decision  of  the  Examiner  of 
Interferences  dismissing  his  motion  to  strike  out  certain  portions  of 
the  deposition  of  Harry  G.  Webster,  a  witness  testifying  in  behalf 
of  Dyson.  The  record  shows  that  the  motion  as  brought  before  the 
Examiner  of  Interferences  also  requested  the  suppression  of  parts  of 
the  testimony  of  Dyson  and  of  Land,  together  with  certain  exhibits 
of  the  latter.  The  present  appeal  is  confined  to  the  action  of  the  Ex- 
aminer of  Interferences  in  dismissing  the  motion  to  suppress  the 
deposition  of  Webster.  The  Examiner  of  Interferences  in  his  de- 
cision dismissing  the  motion  held  that  the  consideration  of  this  mo- 
tion would  involve  a  re\dew  of  a  large  portion  of  the  records  of  the 
case  and  dismissed  the  motion  without  prejudice  to  the  right  of 
Browne  to  renew  the  same  at  the  final  hearing.  The  action  of  the 
Examiner  of  Interferences  is  in  accordance  with  the  well-established 
practice  of  the  Office  {Talhott  v.  Monell,  C.  D.,  1902,  216;  99  O.  G., 
2965;/7fl'ZZ  V.  .17v6>;y/,  C.  D.,  1902,  418;  101  O.  G.,  1833;  Royce  v. 
Kcmpshall,  C.  D.,  1905,  4G1;  119  O.  G.,  888)  and  should  not  be  dis- 
turbed unless  an  obvious  eiTor  has  been  committed.  It  may  be  ob- 
hat  in  the  cases  cited  by  Browne  in  support  of  his  contention 
motion  to  suppress  testimony  should  be  decided  prior  to  the 
ring  the  testimony  which  it  was  found  necessary  to  suppress 
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was  apparent  without  reviewing  a  large  part  of  the  record  of  the  case 
in  which  it  was  involved. 

It  is  alleged  in  the  motion  and  also  in  the  affidavit  of  McKnight,  of 
counsel  for  Browne,  that  the  deposition  of  Webster  comprises  expert 
testimony  and  information  evidence.  It  is,  however,  apparent  from 
statements  in  McKnight's  affidavit  that  the  testimony  of  Webster 
refers  to  testimony  of  Browne,  Morowck,  McDonough,  and  other  wit- 
nesses and  also  to  certain  exhibits  presented  by  Browne.  It  is  there- 
fore apparent  that  the  consideration  of  Browne's  motion  would  in- 
volve the  consideration  of  a  large  portion  of  the  record,  which  would 
necessarily  be  reviewed  upon  the  final  hearing  of  the  case. 

It  is  urged  by  Browne  that  the  decision  should  be  rendered  upon 
the  question  of  the  suppression  of  Webster's  testimony  prior  to  the 
final  hearing  in  order  that  he  may  know  whether  to  bring  the  motion 
for  permission  to  take  surrebuttal  testimony.  As  well  stated  by  the 
Examiner  of  Interferences : 

Tbe  right  to  take  surrebuttal  testimony  is  not  merely  dependent  upon  the 
propriety  of  opponent's  testimony.  If  the  opponent's  testimony  is  improper  It 
wiU  not  be  considered  and  surrebuttal  is  unnecessary.  If  it  is  proper  the  right 
to  take  surrebuttal  founded  upon  this  alleged  impropriety  falls.  It  is  clear  that 
llie  sarprlse  which  will  authorize  surrebuttal  testimony  must  reside  in  some- 
thing else  than  the  fact  that  the  opi)onent  has  offered  inadmissible  evidence. 

It  is  not  therefore  apparent  that  the  refusal  to  consider  the  motion 
to  suppress  testimony  at  this  time  will  impose  any  hardship  upon 
Browne. 

The  d-ecision  of  the  Examiner  of  Interferences  w  affirmed. 


Underwood  Typewriter  Company  v,  A.  B.  Dick  Company. 

OPPOSITION. 

Decided  August  27,  1907. 

iVM)  ().  (}.,  KKK).) 

1.  OpposmoN — Testtmony — Suppression. 

Rebuttal  testimony  taken  for  the  purpose  of  establishing  facts  not  alleged 
in  the  notice  of  opposition  or  which  should  have  been  offered  as  jmrt  of 
the  testiniony-in-chlef  is  improper  rebuttal,  and  a  motion  to  suppress  the 
same  will  be  granted. 

2.  Same — Same — Printed  Kecord. 

•  Where  the  motion  to  suppress  was  granted  after  the  testimony  was 
printed,  it  will  be  a  sufliclent  compliance  with  the  ruling  in  Marconi  v. 
Shoemaker  v.  Fessenden  (C.  I).,  1906,  149;  121  O.  (}..  2664)  for  the  docket 
clerk  to  indicate  in  the  usual  manner  in  the  printed  record  the  matter 
which  has  been  expunged. 

Appeal  on  Motion. 
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TBADE-MABK  FOB  DUPLICATINQ-lf ACHINES   AND   PARTS  THEBBOF. 

Messrs,  Mason^  Fenwick  cfc  Lawrence  for  Underwood  Typewriter 
Company. 
Mr.  S.  O.  Edmonds  for  A.  B.  Dick  Company. 

Billings,  Acting  Commissioner: 

This  is  an  appeal  by  the  Underwood  Typewriter  Company  from  the 
decision  of  the  Examiner  of  Interferences  holding  that  certain  testi- 
mony taken  by  said  company  in  rebuttal  was  not  proper  rebuttal  testi- 
mony and  that  it  sliould  for  that  reason  be  expunged  from  the  record. 

An  examination  of  the  record  shows  that  in  the  notice  of  opposition 
it  was  alleged  that  the  A.  B.  Dick  Company  was  not  entitled  to  regis- 
ter the  word  "  Mimeograph  "  as  a  trade-mark  for  duplicating-ma- 
chines  on  the  ground  that  that  word  was  the  name  of  a  patented 
article,  the  patent  having  expired.  In  the  rebuttal  witnesses  are  called 
for  the  purpose  of  showing  that  the  word  "  mimeograph  "  was  gener- 
ally used  in  the  trade  to  identify  any  one  of  a  number  of  duplicating- 
machines  for  doing  similar  work.  It  is  very  clear  that  this  testimony 
is  taken  for  the  purpose  of  establishing  facts  not  alleged  in  the  notice 
of  opposition,  for  the  notice  of  opposition  alleges  that  the  word 
particularly  identifies  the  machine  of  a  certain  patent. 

On  the  other  hand,  if  the  notice  of  opposition  could  be  construed 
broadly  enough  to  warrant  the  presentation  of  such  testimony,  which 
has  been  talcen  in  rebuttal  and  which  has  been  objected  to  by  the 
A.  B.  Dick  Company,  it  is  very  clear  that  this  testimo'ny  should  have 
been  made  a  part  of  the  testimony- in-chief. 

Viewed  in  either  light  the  testimony  objected  to  is  improper  re- 
buttal testimony,  and  the  Examiner  of  Interferences  was  right  in 
granting  tlie  motion. 

It  is  set  forth  in  the  appeal  that  the  Examiner  of  Interferences  did 
not  indicate  in  wliat  manner  the  testimony  should  have  been  ex- 
punged. This  has  l)een  clearly  indicated  by  the  Commissioner  in  the 
case  of  Marconi  v.  /Shoemaker  v.  Fessenden^  (C.  D.,  1900,  149;  121 
O.  G.,  2004.)  The  facts  in  this  case,  however,  differ  from  those  in 
the  Marconi  case,  in  that  the  motion  to  strike  out  was  not  brought 
until  after  the  testimony  of  the  Underwood  Typewriter  Company 
had  been  printed.  While  the  excuse  for  the  delay  in  bringing  the 
motion  is  regarded  as  sufficient,  yet  in  view  of  the  fact  that  the  mo- 
tion was  not  brought  until  after  the  testimony  had  been  printed  it 
will  be  a  sufficient  compliance  with  the  ruling  in  this  case  for  the 
docket  clerk  to  indicate  in  the  usual  manner  in  the  printed  record  the 
testimony  which  has  been  expunged. 

The  decision  of  the  Examiner  of  Interfennces  is  affirmed. 
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Gordon  v.  Wentworth. 

Decided  March  22,  1907. 

(130  O.  G.,  2065.) 

1.  INTEBFEBENCE — PWOBITY — REDUCTION  TO  PRACTICE — TEST. 

As  a  general  rule,  before  a  machine  can  be  considered  as  a  reduction 
to  practice  it  must  be  subjected  to  a  test,  and  the  test  must  demonstrate 
the  fitness  of  the  machine  for  a  useful  purpose. 

2.  Same — Same — Same — Evidence  of  Successful  Test. 

The  mere  general  statements  of  witnesses  that  a  device  operated  success- 
fully, unsupported  by  the  production  of  the  articles  upon  which  the  machine 
operated  at  the  time,  must  be  regarded  as  meager  evidence  of  a  successful 
test 

8.  Same — Same^Same — Same — Successful  Operation  of  Device  at  Trial. 
If  a  machine  may  be  successfully  operated  at  the  time  testimony  Is  taken, 
this  fkct,  taken  in  connection  with  statements  of  witnesses  that  it  operated 
successfully  when  first  constructed,  may  be  considered  sufficient  evidence 
of  a  successful  test  where  it  appears  that  the  device  has  not  been  changed 
in  the  meantime. 

4.  Same — Same — Same — Evidence  that  Device  was  Unsuccessful. 

Where  after  an  alleged  successful  test  a  device  is  thrown  aside  and 
apparently  forgotten  until  knowledge  is  gained  of  a  rival's  successful  in- 
vention, notwithstanding  an  apparent  demand  for  such  a  device,  Held  that 
such  conduct  carries  a  strong  presumption  that  the  device  was  regarded 
only  as  an  unsuccessful  experiment. 

Appeal  from  Examiners-in-Chief. 

heel-skat-forming  machine. 

Messrs.  Phillips^  Van  Everen  <ff  Fish  for  Gordon. 
Messrs.  Wood  cfc  Wood  for  Wentworth. 

Moore,  Assistant  Commissioner: 

This  is  an  appeal  by  Gordon  from  a  decision  of  the  Examiners-in- 
Chief  affirming  the  decision  of  the  Examiner  of  Interferences  award- 
ing priority  of  invention  to  Wentworth. 

The  issue  is  as  follows : 

1.  a  machine  for  beating  out  shoe-uppers,  having,  in  combination,  two  series 
upper  upon  the  Insole  at  opposite  sides  of  the  shoe  and  arranged  to  exert  a 
of  rotating  beaters  arranged  to  act  simultanwiisly  upon  the  lower  edge  of  a 
shoe-upper  at  op|K)slte  sides  of  the  shoe  and  beat  out  the  lower  edge  of  the 
upi)er  upon 'the  Insole,  and  means  for  actuating  said  beaters,  substantially  as 
described. 

2.  A  machine  for  beating  out  shoe-uppers,  having,  in  combination,  two  series 
of  rotating  beaters  acting  simultaneously  to  beat  out  the  lower  edge  of  a  shoe- 
npper  upon  the  Insole  at  opposite  sides  of  the  shoe  and  to  draw  the  upper  over 
the  edge  of  the  insole  toward  the  medial  line  of  the  insole,  and  m^ns  for  actu- 
ating said  beaters. 
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r^.  A  luachiDG  for  beating  out  shoc-iipperR,  having.  In  combination,  two  series 
of  rotating  beaters  acting  simultaneously  to  beat  out  the  lower  edge  of  a  shoe- 
upper  upon  the  insole  at  opposite  sides  of  the  shoe  and  arranged  to  exert  a 
wiping  action  on  the  upi)er  from  the  edge  of  the  sole  toward  the  medial  line  of 
the  sole,  and  means  for  actuating  said  beaters. 

The  invention  relates  to  the  manufacture  of  shoes,  and  more  espe- 
cially to  a  machine  for  pressing  down  or  beating  out  the  lower  edge 
of  the  upper  about  the  heel  in  order  to  fold  this  portion  of  the  upper 
over  the  inner  sole  before  the  outer  sole  and  heel  are  applied.  The 
purpose  is  to  make  the  upper  conform  to  the  last  and  to  furnish  a 
smooth  seat  upon  which  the  heel  portion  of  the  sole  may  rest. 

Wentworth's  application  was  filed  December  8, 1904.  Gordon's  ap- 
plication was  filed  March  23,  1905. 

Gordon  claims  to  have  reduced  the  invention  to  practice  in  1902, 
while  Wentworth  does  not  claim  to  have  conceived  the  invention  prior 
to  1004.  The  lower  tribunals  found  that  Gordon  built  a  machine  in 
1902  which  appears  to  contain  the  elements  of  the  issue ;  but  they  held 
that  it  did  not  constitute  a  reduction  to  practice,  because  the  proofs 
failed  to  show  that  it  was  a  successful  machine.  I  am  of  the  opinion 
that  the  conclusions  reached  below  were  correct. 

It  is  clear  that  Gordon  was  the  first  to  conceive  the  invention.  It 
is  equally  clear  that  he  was  not  exercising  diligence  when  Wentworth 
entered  the  field.  Hence  the  only  question  which  need  be  considered 
is  whether  the  Gordon  machine  of  1902  constituted  a  reduction  to 
practice. 

The  evidence  show^s  that  this  machine,  which  is  in  evidence  and 
known  as  "  Gordon's  Exhibit,  Gordon  Machine,"  was  made  prior  to 
August,  1902,  and  tried  on  twenty-four  pairs  of  dummy-shoes  at  the 
Albany-street  factory,  Boston,  of  the  United  Shoe  Machinery  C!om- 
pany.  It  was  then  sent,  in  August,  1902,  to  Snow's  shoe  factory,  at 
Brockton,  Mass.,  where  it  was  operated  for  half  a  day.  Shortly  after 
this  it  was  returned  to  the  Albany-street  factory,  where  it  remained 
unused  until  May,  1903,  when,  at  the  instance  of  the  inventor,  it  was 
sent  to  a  training-school  at  Lynn,  Mass.,  maintained  by  the  United 
Shoe  Machinery  Company,  where  men  were  taught  the  use  of  the 
lasting-machines  of  the  company  for  the  purpose  of  taking  positions 
with  shoe  manufacturers  as  operators  on  lasting-machines.  It  ap- 
pears that  the  machine  remained  here  for  above  five  or  six  weeks,  dur- 
ing which  time  it  w^as  operated  more  or  less,  after  which  it  was  re- 
turned to  the  Albany-street  factory,  where  it  remained  until  the  filing 
of  Gordon's  application.  This,  briefly  stated,  is  a  history  of  this  ex- 
hibit machine  which  is  now  claimed  as  a  reduction  to  practice. 

As  a  general  rule,  before  a  machine  can  be  considered  as  a  reduc- 
tion to  practice  it  must  be  subjected  to  a  test,  and  the  test  must  dem- 
onstrate the  fitness  of  the  machine  for  a  useful  purpose.    The  evi- 
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dence  seems  to  show  clearly  that  the  "  Gordon  Exhibit,  Gordon  Ma- 
chine "  was  operated  at  Snow's  factory,  Brockton,  Mass.,  in  August, 
1902,  and  at  the  Lynn  school  about  May,  1903,  and  the  question  to  be 
determined  is  the  measure  of  success  which  attended  these  trials. 
The  evidence  to  be  considered  on  this  point  consists  of  the  testimony 
of  the  witnesses  as  to  the  character  of  the  work  done  by  the  machine 
at  the  time  the  test  took'  place,  the  character  of  the  work  done  by  the 
machine  at  the  time  the  testimony  was  taken,  and  the  presumptions 
arising  from  the  conduct  of  the  inventor  and  his  assignee. 

There  is  no  direct  evidence  tending  to  show  the  character  of  the 
work  done  by  the  machine  in  1902  and  1903  except  the  conclusions 
of  the  witnesses  that  it  operated  successfully  and  performed  the 
functions  for  which  it  was  designed.  In  the  absence  of  more  specific 
testimony  or  the  production  of  some  of  the  articles  on  which  the 
machine  operated  at  that  time  these  conclusions  of  the  witnesses  must 
be  regarded  as  meager  evidence  of  a  successful  test.  During  the 
taking  of  the  testimony  the  exhibit  machine  was  operated  in  the 
presence  of  counsel  of  both  parties  and  the  results  of  such  operation 
are  shown  in  a  number  of  exhibit  shoes  introduced  into  evidence 
by  both  parties.  If  these  exhibits  show  that  the  machine  may  be  suc- 
cessfully operated  now,  it  would  seem  a  sufficient  confirmation  of  the 
opinions  of  the  witnesses  who  saw  the  original  test,  and  who  state 
that  it  was  successful,  it  appearing  that  the  machine  has  not  been 
changed  in  the  meantime. 

A  mere  inspection  of  these  exhibits  is  not  sufficient  to  enable  a 
determination  to  be  made  as  to  the  succeasful  operation  of  the  ma- 
chine. Whether  a  given  heel-seat  is  a  good  heel-seat  or  a  heel-seat 
which  will  satisfy  the  requirements  of  the  trade  is  a  technical  matter 
which  can  be  properly  passed  upon  only  by  those  skilled  in  the  man- 
ufacture of  shoes,  and  for  this  reason  I  shall  be  guided  by  the  expert 
testimony  introduced  on  this  point.  The  testimony  is  quite  contra- 
dictory and  unsatisfactory.  Certain  exhibits  were  made  with  the 
"  Gordon  Exhibit,  Gordon  Machine  "  by  one  of  the  appellant's  wit- 
nesses. Two  other  exhibits  were  made  by  one  of  appellee's  witnesses. 
Appellant  claims  that  the  operator  for  appellee  tried  to  get  as  poor 
results  as  possible,  while  appellee  claims  that  appellant's  operator 
did  not  operate  the  machine  the  way  it  was  designed  to  be  operated. 
Appellant's  witnesses  state  that  the  exhibits  produced  are  as  good 
as  the  average  work  done  in  factories  to-day,  while  appellee's  wit- 
nesses state  that  a  machine  which  would  not  produce  better  work 
would  be  absolutely  useless.  Under  those  circumstances  seemingly 
unimportant  details  brought  out  by  the  witnesses  must  be  given 
greater  weight  than  would  be  the  case  were  the  testimony  more  in 
harmony. 
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The  allegation  of  appellee  that  the  machine  was  not  operated  in  the 
way  it  was  intended  to  be  operated  is  supported  by  the  testimony. 
The  two  rotating  hammers  which  operate  to  beat  out  the  upper  are 
designed  first  to  operate  on  the  center  portion  of  the  upper  at  the 
back,  at  which  time  the  hammers  lie  side  by  side,  after  which  by  push- 
ing the  heel  of  the  shoe  farther  into  the  machine  the  hammers  spread 
apart  and  simultaneously  operate  on  opposite  sides  of  the  heel  por- 
tion. In  connection  with  Gordon's  Exhibit  Shoes  Nos.  1,  2,  3,  and  4, 
which  Gordon's  witness  Gifford  subjected  to  the  Gordon  Exhibit, 
Gordon  Machine,  and  which  exhibits  are  I'elied  upon  to  show  that  the 
machine  will  make  a  satisfactory  heel-seat,  Gifford  was  asked : 

X-Q.  20.  When  this  exhibit  is  thns  first  presented  to  the  Gordon  machioe, 
yon  first  present  one  of  these  upstanding  edges  upon  one  side  of  the  colter  tack 
to  the  hammers,  and  then  present  the  upstanding  edge  on  the  other  side  to  the 
hammers,  do  you  not,  or,  at  least,  you  did  so  yesterday? 

A.  Yes,  sir ;  this  Is  the  way  I  oiwrated  the  machine  yesterday. 

It  is  not  clear  that  a  machine  operated  in  the  way  which  this  wit- 
ness operated  it  would  be  a  satisfactory  machine,  and  these  tests  do 
not  satisfactorily  prove  that  the  machine  would  produce  a  satisfac- 
tory product  when  operated  in  the  way  it  was  designed  to  operate. 

Moreover,  even  if  these  exhibit  shoes  had  been  produced  by  the 
machine  when  operated  in  the  way  it  was  designed  to  operate  it 
would  not  avail  appellant,  because  the  testimony  of  his  own  witnesses 
leaves  in  doubt  the  question  whether  the  results  produced  are  satis- 
factory. Of  the  experts  called  by  Gordon,  Tarr  states  that  Exhibits 
Nos.  1  and  2  are  very  fair  heel-seats,  that  No.  3  is  a  good  heel-seat, 
and  that  No.  4  is  an  excellent  heel-seat.  (Record,  p.  246.)  Arnold 
states  on  direct  examination  (Kecord,  p.  251)  that  Exhibit  No.  1  is  a 
''  good  "  heel-seat,  that  No.  2  is  a  "  pretty  good  "  heel-seat,  that  No.  3 
is  a  "  good  average  "  heel-seat,  and  that  No.  4  is  an  "  extra  good  heel- 
seat,  as  good,  if  not  better,  than  the  average  run  in  tha  common  fac- 
tory to-day.-'  If  an  "extra  good''  heel-seat  is  only  as  good  as  the 
average  heel-seat  used  by  manufacturei's,  it  would  seem  that  heel- 
seats  which  are  denominated  "  good,"  *'  pretty  good,*'  and  a  "  good 
average  heel-seat ''  were  not  as  good  as  average  heel-seats,  and  for 
this  reason  would  not  be  satisfactory. 

It  appears,  further,  from  the  testimony  that  the  machine  will  not 
operate  on  the  larger  sizes  of  shoes  made  in  the  ordinary  factory. 
This  objection  is  met  by  appellant  by  the  argimient  that  it  could  be 
made  to  operate  on  all  sizes  and  shapes  of  shoes  by  making  the  de- 
vice larger  and  that  in  any  event  if  the  machine  operated  successfully 
on  certain  sizes  of  shoes  that  is  suflicient  to  constitute  a  reduction  to 
practice.  It  is  not  clear  that  a  machine  which  could  operate  only  on 
certain  sizes  and  shapes  of  shoes  would  be  entitled  to  be  considered  as 

'Auction  to  practice.    In  this  connection  it  is  unportant  to  note  the 
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testimony  of  Fredericks,  who  was  the  foreman  of  the  Lynn  school, 
where  Gordon's  machine  was  operated  to  a  greater  extent  than  any- 
where else.  In  testifying  for  Gordon  on  his  direct  examination  he 
states: 

Q.  11.  Did  you  experiment  with  the  machine  in  1903  upon  the  regular  work 
of  that  school,  and,  if  so,  what  was  the  result  of  the  experiments? 

A.  We  could  run  it  satisfactorily  on  the  small  sizes  of  shoes,  and  do  the 
work  even  better  than  we  were  doing  it  by  hand,  and  our  cases  run  from  G  to 
11  generally  and  the  machine  would  not  take  a  shoe  and  do  a  satisfactory  Job 
on  it  of  a  larger  size  than  8,  and  in  doing  that  we  cou1dn*t  run  the  machine 
to  advantage,  for  the  reason  that  in  carrying  the  shoes  back  and  forth,  part  of 
the  case  by  machine  and  part  doing  by  hand,  it  confused  the  help  and  the 
cases  were  mixed  up  continually  all  the  time. 

Nor  is  it  clear  that  by  the  mere  enlargement  of  the  parts  of  the 
machine  it  could  be  made  to  operate  on  all  sizes  or  shapes  of  lasts, 
because  the  hammers  are  mounted  to  move  about  a  fixed  axis.  For 
this  reason  it  would  seem  that  if  the  hammers  were  so  made  as  to  be 
in  proper  position  to  operate  with  a  wide  last  they  would  not  sus- 
tain precisely  the  same  relation  to  the  shoe  when  operating  in  con- 
nection with  a  narrow  last.  In  these  cases  the  hammers  sustain 
different  relations  to  the  articles  operated  upon,  and  it  is  a  question 
of  doubt  whether  the  results  would  be  the  same,  and  this  doubt  could 
only  be  removed  by  building  a  machine  with  the  proposed  changes, 
which  was  not  done. 

There  is  another  circumstance  which  throws  doubt  on  the  question 
of  the  success  of  the  Gordon  machine.  Gordon  testified  that  his 
purpose  was  to  provide  a  mechanism  which  would  do  the  work  that 
had  theretofore  been  done  by  hand.  It  appears  from  the  testimony 
of  expert  Arnold,  testifying  in  behalf  of  Gordon,  (Record,  p.  253, 
X-Q.  25,)  that  in  the  hand  operation  the  operator  hammers  the  sides 
of  the  last  adjacent  the  sole  as  well  as  the  turned-over  edge  of  the 
counter  and  upper.  The  Gordon  machine  operates  only  on  the 
turned-over  edge.  It  therefore  appears  that  the  machine  performs 
only  a  part  of  tlie  hand  operation  to  take  the  place  of  wliich  it  was 
designed.  The  testimony  tends  to  indicate  that  this  is  one  of  the 
features  which  causes  tlie  product  to  fall  short  of  commercial  re- 
quirements and  renders  the  machine  impractical.  This  circumstance 
is  not  of  itself  sufficient  to  show  that  the  machine  was  not  a  success; 
but  it  is  one  of  the  circumstances  which  tends  to  show  that  it  did 
not  accomplish  what  it  was  intended  to  accomplish  or  any  other 
result  which  tended  to  materially  improve  the  art. 

But  the  product  of  the  inventor  and  the  assignee  furnishes  the 
strongest  evidence  that  the  utility  of  the  machine  was  not  made  ap- 
parent by  the  trial  at  Snow's  factory  in  August,  1902,  as  is  now 
claimed,  or  by  the  later  trials  at  the  Lynn  school  in  1903.    After  the 
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test  at  Snow's  factory  the  machine  was  returned  to  the  Albany-street 
factory  of  the  assignee  company,  the  United  Shoe  Machinery  Com- 
pany. Here  it  remained  unused  for  months,  until  at  the  inventor's 
solicitation  it  was  sent  to  the  Lynn  school  for  further  trial.  While 
it  is  now  claimed  that  the  trials  at  Snow's  factory  fully  demonstrated 
the  success  of  the  machine,  the  inventor  was  not  satisfied  to  go  ahead 
and  make  the  changes  which  he  thought  were  necessary  without  a 
further  trial,  and  it  was  for  this  purpose,  the  inventor  states,  (Bec- 
ord,  pp.  38,  39,  X-Q.  104,)  that  he  asked  to  have  the  machine  sent  to 
the  Lynn  school.  But  the  contemplated  changes  were  never  made, 
and  the  inventor  lost  sight  of  the  machine  entirely  from  the  spring 
of  1903  to  the  time  this  proceeding  was  instituted.  It  appears,  that 
the  United  Shoe  Machinery  Company  lost  their  interest  in  this  ma- 
chine immediately  after  the  trial  at  Snow's  factory  in  August,  1902, 
and  it  was  only  revived  by  knowledge  obtained  about  two  years  later 
through  their  Cincinnati  representative  that  Wentworth  had  in 
operation  a  successful  machine  for  accomplishing  similar  results. 
The  testimony  shows  that  a  machine  which  would  accomplish  the 
results  which  it  is  now  claimed  the  Gordon  machine  did  and  will 
accomplish  was  urgently  demanded  by  the  trade.  The  inactivity  of 
the  inventor's  assignee  in  the  face  of  this  demand  tends  strongly  to 
show  that  the  Gordon  machine  was  not  a  reduction  to  practice,  but 
only  an  abandoned  experiment.  On  Ix^half  of  appellant  it  is  claimed 
that  tliis  (conduct  is  satisfactorily  explained  by  the  testimony  show- 
ing that  about  the  time  Gordon  completed  his  machine  another 
inventor  employed  by  the  ITnited  Shoe  Machinery  Company  was 
working  on  a  machine  designed  to  accoiuplish  the  same  purpose  and 
something  in  addition  thereto  and  that  it  was  customary  where  they 
had  two  or  more  machines  for  accomplishing  the  same  purpose  to 
withhold  them  all  until  it  could  be  determined  whether  one  or  all 
should  be  adopted  for  use  on  the  market.  The  otber  machine  is 
referred  to  in  the  record  as  the  McFeeley  machine.  A  number  of 
the  McFeeley  machines  were  made  and  put  in  the  hands  of  manu- 
facturers, and  it  is  claimed  that  this  machine  was  still  in  the  experi- 
meutal  stage  when  they  heard  of  Wentworth's  device  and  that  it  was 
in  the  experimental  sta<re  as  late  as  the  taking  of  testimony  in  this 
case  in  January,  lOOG.  It  is  rather  remarkable  that  the  utility  of  the 
Gordon  machine  was  demonstrated  after  a  half-day's  use,  while  to 
show  the  utility  of  a  similar  device  it  required  the  building  of  several 
machines  and  their  trial  for  more  than  a  year.  Moreover,  it  seems 
improbable  that  a  machine  whose  successful  operation  had  been  satis- 
factorily demonstrated  should  l)e  thrown  aside  for  about  three  years 
in  order  to  experiment  with  a  machine  designed  to  accomplish  sub- 
stantially the  same  results  when  all  the  time  a  machine  of  that  char- 
'^ter  was  urgently  in  demand.     The  explanation  given  for  the  delay 
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in  placing  appellant's  device  on  the  market  or  in  filing  an  application 
is  regarded  as  of  no  substantial  merit.  The  conduct  of  the  inventor 
and  his  assignee  is  alone  sufScient  to  warrant  the  conclusion  that  the 
Gordon  machine  was  only  an  abandoned  experiment.  But  aside 
from  this  consideration  it  is  believed  that  the  testimony  fails  to  over- 
come the  burden  imposed  upon  appellant  of  proving  that  the  Gordon 
machine  constituted  in  law  a  reduction  to  practice. 

The  decision  of  the  Examiners-in-Chief  awarding  priority  of  in- 
vention to  Wentworth  is  aiftrmed. 


Parker  o.  Cork  hill. 

patent   interference. 

Decided  September  26,  1907, 

(130  O.  G.,  2067.) 

1.  Interference— Reopening. 

A  motion  to  reopen  a  ca»e  for  the  piiri)08e  of  allowing  a  party  to  print 
testimony  taken  by  his  opi)oneut  will  he  denied  where  such  motion  was 
broui^t  after  the  decision  of  the  Examiner  of  Interferences  was  rendered 
and  no  satisfactory  reason  for  such  delay  is  given. 

2.  Same — Same — Piecemeal  Conduct  or  Case. 

A  piecemeal  conduct  of  a  case  cannot  be  allowed.  Where  a  contestant 
elects  to  stand  upon  the  record  as  presented  at  final  hearing  he  is  bound  by 
the  decision  rendered  thereon. 

Appeal  on  Motion. 

BOX-MAKING     MACHINE. 

Messrs  Hazard  cO  Ilarpham  and  Mr,  Wallace  Greene  for  Parker, 
Mr.  David  A.  Gourick  for  Corkhill. 

MooRE,  Commissioner: 

This  is  an  appeal  by  Parker  from  the  decision  of  the  Examiner  of 
Interferences  denying  his  motion  that  tlie  case  be  reopened  and  that 
he  be  permitted  to  print  the  testimony  filed  in  behalf  of  his  opiX)nent 
Corkhill. 

The  record  shows  that  final  hearing  in  the  case  was  had  before  the 
Examiner  of  Interferences  on  March  20,  1907,  and  his  decision  was 
rendered  April  9,  1907.  Parker's  motion  that  the  interference  be 
reopened  and  that  he  l>o  permitted  to  print  the  testimony  filed  by 
Corkhill  was  not  made  until  May  21,  1907,  which  is  over  a  month 
after  the  decision  of  the  Examiner  of  Interferences  was  rendered. 
Parker  was  aware  at  the  time  of  the  final  hearing  that  Corkhill's 
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testimony  had  not  been  printed ;  but  no  steps  were  taken  by-  him  to 
have  the  same  printed  in  order  that  it  might  be  considered  until 
after  the  adverse  decision  as  to  his  rights  had  been  rendered  by  the 
Examiner  of  Interferences. 

No  satisfactory  account  for  the  delay  in  presenting  this  motion  has 
been  made.  A  party  cannot  be  permitted  to  try  his  case  piecemeal. 
Having  elected  to  stand  upon  the  record  as  presented,  Parker  is 
bound  by  the  decision  in  the  interference  upon  the  facts  presented  at 
the  final  hearing  in  the  case. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  F.  Blumenthal  &  Co. 

APPLICATION   l'X)R  REGISTRATION  OF  TRADE-MARK. 

Decided  August  7,  1901. 

(130  O.  G.,  2068.) 

1.  Tbade-Marks — "Golden  Brown  Color"  Descriptive. 

The  words  "  Golden  Brown  Color  No.  21 "  refused  registration  as  a  trade- 
mark for  leather,  since  the  words  "  Golden  Brown  Color "  are  descriptive 
of  the  character  or  quality  of  the  goods. 

2.  Same — Descriptivk  Words  Associated   with   Arbitrary   Symbols. 

Descriptive  words  are  no  less  so  because  associated  with  some  arbitrary 
symbol. 

3.  Same — Descriptive  Words  Arranged  in  an  Arbitrary  Manner. 

Combining  descriptive  words  in  an  arbitrary  manner  does  not  render  a 
mark  registrable. 

On  Appeal. 

TRADE- MARK   FOR  LEATHER. 

Messrs.  Bartlett^  Brownell  cfe  Mitchell  for  the  applicant. 

Billings,  Assistant  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Trade-Marks 
refusing  to  register  as  a  trade-mark  for  leather  "  Golden  Brown 
Color  No.  21." 

The  ground  upon  which  the  registration  was  refused  is  that  the 
words  "  Golden  Brown  Color  "  indicate  the  color  of  the  goods  and 
are  therefore  descri])tive  of  the  character  or  quality  of  the  goods. 

Applicant,  while  admitting  that  these  words  are  descriptive,  con- 
tends that  they  are  not ''  merely  "  descriptive,  since  they  are  connected 
with  the  term' "  No.  21.-' 

This  contention  is  thought  to  be  not  well  taken.  As  pointed  out 
in  ex  parte  Jewell  and  Vinson^  (C.  D.,  1903,  348;   106  O.  G.,  1242,) 
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where  registration  of  the  words  "  Ox  Blood  "  combined  with  a  pic- 
torial representation  of  the  horns  of  an  ox  as  a  trade-mark  for  paints 
was  refused,  descriptive  words  are  no  less  descriptive  because  asso- 
ciated with  some  arbitrary  symbol. 

The  words  are  combined  in  a  peculiar  way ;  but  this  does  not  con- 
fer registrability  on  the  mark.  The  Trade-Mark  Act  provides  that 
the  name  of  an  individual  may  be  registered  as  a  trade-mark  if 
written,  printed,  impressed,  or  woven  in  a  particular  or  distinctive 
manner;  but  no  such  provision  is  made  with  respect  to  descriptive 
words  or  devices. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Braunstein  V,  Holmes. 

Decided  March  21,  1907. 
(130  O.  G.,  2371.) 

IHTEBFEBKNCE — PBIOBITY — ORIGINALITY. 

Where  an  invention  Is  reduced  to  practice  by  B.  while  working  as  an 
assistant  of  H.  and  In  pursuance  of  a  general  plan  arranged  by  H.  and  his 
associate  officers  with  a  view  to  the  attainment  of  the  result  actually  ac- 
complished by  such  invention,  the  presumption  is  that  the  reduction  to 
practice  is  a  result  of  H.'s  disclosures  to  B.,  and  in  order  for  the  matter  to 
prevail  on  the  question  of  priority  he  must  affirmatively  show  that  he  was 
an  independent  inventor. 

Appeal  from  Examiners-in-Chief. 

EXPLOSIVE  AND  PROCESS  OF  MAKING  SAME. 

Messrs,  Ilowson  cfc  How  son  for  Braunstein. 
Messrs.  Harding  cS;  Harding  for  Holmes. 

MooRE,  Assistant  Commissioner: 

This  is  an  appeal  by  Braunstein  from  a  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  invention  to  Holmes  on  the  following  issue : 

An  explosive  consisting  of  a  mixture  of  nltro-starch  and  ammonium  oxalate. 

Prior  to  the  invention  in  controversy  it  was  known  that  "  nitro- 
starch  "  was  a  powerful  explosive ;  but  it  was  not  used  commercially, 
owing  to  the  fact  that  it  was  unstable — ^that  is,  that  at  ordinary  tem- 
peratures it  decomposed  and  exploded.  It  was  discovered  by  one  of 
the  parties  to  this  proceeding  that  the  difficulty  could  be  overcome  by 
mixing  the  compound  w^ith  ammonium  ox£^late. 

Each  contestant  claims  to  have  made  the  invention  while  em- 
ployed in  the  eastern  laboratory  of  the  E,  I.  du  Pont  de  Nemours 
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Powder  Comiiany.  Holmes,  the  senior  applicant,  entered  the  employ 
of  the  company  about  June  1,  1903,  while  Braunstein  entered  their 
employ  about  October  1,  1902.  Braunstein  claims  to  have  conceived 
the  invention  prior  to  Holmes's  employment  by  the  company,  while 
Holmes  claims  that  the  invention  was  the  outcome  of  a  series  of 
experiments  planned  by  him  and  executed  in  part  by  Braunstein 
as  his  assistant.  Upon  these  contentions  the  subordinate  tribunals 
found  in  favor  of  Holmes. 

The  evidence  clearly  shows,  and  it  seems  to  be  undisputed,  that 
Braunstein  performed  the  physical  acts  constituting  the  actual  reduc- 
tion to  practice  which  both  claim.  The  precise  relation  existing  be- 
tween the  parties  at  the  time  of  this  reduction  to  practice  is  a  closely- 
contested  question.  It  is  deemed  unnecessary  to  discuss  in  detail  the 
testimony  which  has  l:)een  adduced  on  this  point.  The  evidence  seems 
to  show  clearly  that  shortly  after  Holmes  entered  the  employ  of  the 
company  in  June,  1003,  he  was  assigned  to  make  a  research  on  wh^t 
is  referred  to  in  the  record  as  the  "  nitro-starch  problem."  A  num- 
ber of  reports  were  introduced  into  evidence  which  show  in  connec- 
tion with  the  other  evidence  that  he  was  investigating  this  problem 
during  the  months  of  June,  July,  and  August,  1903.  His  work  broad- 
ened out  as  he  proceeded,  and  it  was  determined  by  the  officers  of 
the  company  that  one  of  the  laboratory  employees  should  be  assigned 
to  assist  him,  and  Braunstein  was  chosen  for  this  purpose,  beginning 
his  work  in  this  capacity  about  September  1,  1903.  The  testimony 
of  Reese  and  Emery,  who  wei*e  the  director  and  assistant  director, 
respectively,  of  the  laboratory,  and  of  Murrill,  who  appears  to  have 
been  in  charge  of  tho  laboratory  in  the  absence  of  Reese  and  Emery, 
and  the  testimony  of  other  employees  of  the  laboratory,  all  tending 
to  show  that  Braunstein  was  working  as  Holmes's  assistant,  is  deemed 
suflici(Mit  to  overcome  the  testimony  of  Braunstein  that  he  was  work- 
ing independently  of  Holmes,  and  of  Heard,  a  coemployee,  to  the 
effect  that  he  never  knew  that  Braunstein  was  working  as  Holmes's 
assistant  and  that  he  never  heard  Holmes  give  Braunstein  any  in- 
strn(»tions.  Moreover,  Dawson,  a  stenographer  called  as  a  witness 
by  Braunstein,  who  wrote  out  the  earlier  reports  made  by  Holmes 
and  Braunstein,  admitted  that  Holmes  sometimes  revised  the  reports 
of  Braunstein.  That  Braunstein  was  working  as  Holmes's  assistant 
at  the  time  the  invention  was  reduced  to  practice  is  believed  to  be 
clearly  established. 

The  evidence  further  shows  that  prior  to  the  assignment  of  Braun- 
stein as  Holmes's  assistant  a  g*»neral  plan  had  l)een  laid  out  by 
Holmes  for  the  investigation  of  a  series  of  ammonium  comix>unds 
with  respect  to  llicir  *'  stabilizing  "  effect  on  nitro-s-tarch.  These  com- 
pounds included  ammonium  oxalate,  which  is  the  specific  ammonium 
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compound  mentioned  in  the  issue.  This  plan  was  laid  before  the 
officers  of  the  eastern  laboratory  and  approved  by  them,  and  about 
September  1,  1903,  Braunstein  was  assigned  to  Holmes  to  assist  in 
carrying  out  this  investigation. 

Under  these  circumstances  the  burden  is  upon  Braunstein  to  show 
that  he  communicated  the  invention  to  Holmes  or  that  it  was  in  his 
possession  prior  to  his  association  with  Holmes. 

The  evidence  adduced  on  these  points  consists  of  the  testimony  of 
Braunstein,  Heard,  and  Souder.  Braunstein  testified  that  as  early  as 
June,  1903,  he  made  tests  of  several  nitro-starch  powders,  one  con- 
taining carbonate  of  ammonia  and  another  ammonium  oxalate.  He 
further  testified  that  he  again  took  up  the  problem  in  July,  1903, 
making  up  at  this  time  several  nitro-starch  powders  containing 
ammonium  carbonate.  The  testimony  of  Souder,  with  whom  Braun- 
stein was  boarding,  is  to  the  effect  that  about  June,  1903,  Braunstein 
told  him  that  he  was  working  on  an  article  known  as  nitro-starch  in 
an  endeavor  to  make  it  stable  and  that  he  was  quite  assured  that  he 
had  discovered  the  right  process.  Heard  testified  that  about  the  1st 
of  May,  1903,  Braunstein  spoke  to  him  about  a  stable  nitro-starch 
powder  and  that  some  time  later  Braunstein  spoke  to  him  concerning 
the  same  problem  and  stated  that  he  had  tried  ammonium  carbonate 
as  a  stabilizing  agent.  The  testimony  of  Souder  is  of  practically  no 
weight,  as  he  mentions  no  specific  materials,  and  that  of  Heard  is 
insufficient,  as  he  does  not  fix  the  date  of  the  alleged  disclosure  with 
sufficient  certainty,  and  he  does  not  mention  ammonium  oxalate, 
which  is  the  specific  material  called  for  by  the  issue.  As  to  the  July 
experiments  there  appears  to  be  no  testimony  whatever  to  corroborate 
that  of  the  inventor. 

Brftunstein  further  testified  that  he  disclosed  the  invention  to 
Holmes;  but  this  is  flatly  denied  by  the  latter,  and  there  is  no  other 
evidence  sufficient  to  prove  Braunstein's  claims  in  this  regard.  More- 
over, the  alleged  disclosure  took  place  subsequently  to  Braunstein's 
assignment  as  Holmes^s  assistant  and  subsequently,  therefore,  to  the 
time  when  it  had  been  determined  by  Holmes  and  the  officers  of  the 
laboratory  to  try  a  number  of  ammonium  compounds  as  stabilizers, 
including  the  specific  material  specified  in  the  issue. 

Braunstein  has  failed  to  discharge  the  burden  imposed  upon  him 
by  reason  of  his  later  filing  date  and  his  relation  to  the  senior  party 
when  the  invention  was  reduced  to  practice,  and  Holmes  is  therefore 
entitled  to  the  award  of  priority. 

The  decision  of  the  Examiners-in-Chief  is  a^rmed. 

30997— H.  Doc.  470,  60-1 ^20 
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FORDYCE  V.  StOETZEL. 

Decided  March  22, 1907. 
(130  O.  G^  2372.) 

Interference— pRioBiTY— Diligence — ^Wobk  on  Auxiuabt  Invention. 

Work  on  an  iinxiliary  invention  which  the  inventor  regarded  as  neces- 
sary to  the  commercial  success  of  his  invention  cannot  be  regarded  as  god- 
stituting  diligence  where  the  evidence  does  not  satisfactorily  show  the 
nature  of  the  exi>erlmeuts  or  when  they  were  made. 

Appeal  from  Exaiiiiiiers-iii-Chief. 

pneumatic-tube  system. 

Mr.  J.  JStuart  Husk  and  Mr.  Edwin  C.  Oilman  for  Fordyce. 
Messrs.  Poole  d>  Brown  and  Mr.  Harry  P.  Simonton  for  Stoetzel. 

Moore,  Assistant  Commissioner: 

This  is  an  appeal  by  Fordyce  from  the  decision  of  the  Examiners- 
in-Chicf  affirming  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  invention  to  Stoetzel. 

The  issue  is  set  forth  in  seventeen  counts,  but  one  of  which  need  be 
stated  to  indicate  the  character  of  the  invention. 

1.  In  an  apparatus  of  the  character  described,  a  transit-tube  through  which 
carriers  are  transmitted,  an  air-valve  controlling  the  iMSsage  of  air  through 
said  tube  and  normally  closed,  an  exhaust-tube,  mechanism  under  the  control 
of  Hsiid  exhaust-tube  for  operating  said  valve  and  mechanism  operated  by  the 
inst'rtion  of  u  carrier  into  said  tube  for  oi)ening  said  air-valve  and  allowing 
a  passage  of  air  through  said  tube  for  driving  carriers. 

This  interference  is  between  an  application  of  Stoetzel  and  a  pat- 
ent inadvei-tently  granted  Fordyce  during  the  pendency  of  Stoet- 
zel's  application.  Stoetzel's  application  disclosing  the  invention  in 
issue  was  filed  April  25,  1904.  Fordyce  filed  his  application  August 
25,  1904.  The  burden,  therefore,  is  upon  Fordyce  to  establish  prior- 
ity of  invention  by  a  preponderance  of  evidence.  {Fnrman  v.  Dean^ 
C  D.,  1905,  582;  114  O.  G.,  1552.) 

The  invention  in  controversy  relates  to  improvements  in  pneu- 
iiiatic-desi^atch  systems  for  retail  and  department  stoi'es,  in  which 
the  air  in  the  transit-tube  is  exhausted  and  the  carrier  impelled  to 
its  destination  b}'  the  air  which  enters  the  tube  behind  the  carrier. 

In  some  of  the  systems  in  use  the  transit-tubes  are  open  at  the 
leceiving  end  and  a  partial  vacuum  maintained  therein  by  a  pump 
or  l)lowor  which  draws  a  continuous  current  of  air  through  the 
transit-tulx*.  This  causes  considerable  waste  of  power,  since  the 
blower  is  oj)erated  continuously  whether  carriers  are  being  trans- 
mitted or  the  system  is  idle.  In  the  invention  in  issue  a  normally 
closed  valve  is  provided  between  the  exhausting  mechanism  and  the 
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transit-tubes  which  upon  the  introduction  of  a  carrier  is  automatic- 
ally opened  by  a  supplemental  pneumatic  system  to  allow  the  ex- 
haust to  become  effective  in  the  despatch-tube  only  during  the  trans- 
mission of  the  carrier.  In  order  to  provide  for  the  maximum  saving 
of  power,  it  is  desirable  to  have  in  connection  with  this  conveyer 
sfvstem  an  automatically-regulable  suction  device  which  will  develop 
more  or  less  power,  according  to  the  demand  upon  the  system  by  the 
number  of  carriers  in  use. 

Stoetzel  alleges  in  his  preliminaiy  statement  that  he  x;onceived  the 
invention  in  issue  on  or  about  June  15,  1902,  and  that  he  reduced  it 
to  practice  in  December,  1902.  His  application  for  patent  was  filed 
April  25, 1904. 

Fordyce  alleges  conception  March  21,  1895,  and  reduction  to  prac- 
:ice  in  March,  1901.  The  application  upon  which  Fordyce's  patent 
was  granted  was  filed  August  25,  1904. 

The  testimony  presented  in  behalf  of  Fordyce  shows,  and  it  is 
not  disputed,  that  in  the  spring  of  1901  Fordyce  equipped  a  single 
line  of  pneumatic-despatch  tubing  with' a  system  of  valves  such  as 
are  defined  by  the  issue,  and  his  claim  to  priority  rests  upon  the  suffi- 
ciency of  the  evidence  to  establish  the  fact  of  reduction  to  practice 
in  this  device  or  diligence  in  reducing  the  invention  to  practice  after 
Stoetzel's  filing  date,  since  no  intermediate  reduction  to  practice  is 
alleged. 

The  Examiners-in-Chief  and  the  Examiner  of  Interferences  held 
that  the  device  constructed  by  Fordyce  in  1901  was  merely  experi- 
mental in  character  and  did  not  constitute  a  reduction  to  practice  of 
the  invention.  They  also  held  that  Fordyce  was  not  diligent  in 
reducing  the  invention  to  practice  when  Stoetzel  entered  the  field, 
reduced  the  invention  to  practice,  and  filed  his  application. 

In  my  opinion  the  conclusions  of  the  lower  tribunals  are  correct. 

The  device  which  was  made  by  Fordyce  in  the  spring  of  1901 
embodied  the  invention  in  substantially  the  form  shown  in  the  draw- 
ings of  his  application.  The  automatic  valves  were  applied  to  a 
despatch-tube  which  was  used  for  testing  and  experimental  purposes 
in  the  shops  of  the  Bostedo  Pneumatic  Tul>e  Company,  whei*e  For- 
dyce was  employed,  and  the  system  tested  for  a  short  time,  after 
which  it  was  dismantled.  (Fordyce,  Q.  51.)  According  to  the  tes- 
timony of  Fordyce  and  of  Chase,  who  was  also  in  the  employ  of  the 
Bostedo  Pneumatic  Tul)e  Company  in  1901,  the  test  of  this  device 
satisfactorily  demonstrated  that  it  would  save  power.  Fordyce  was 
of  the  opinion,  however,  that  in  order  that  this  device  should  be 
made  commercially  successful  it  would  be  necessary  to  have  a  coop- 
erating speed-regulator  for  the  blower,  so  that  the  exhaust  could  be 
varied  in  proportion  to  the  number  of  carriers  being  transmitted. 
He  therefore  laid   aside  transmitting  mechanism   until   he   could 
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develop  a  suitable  speed-regulator.  This  was  not  accomplished  until 
subsequent  to  the  date  upon  which  he  filed  his  application.  (For- 
dyce,  X-Qs.  36  and  51.) 

It  is  contended  by  Fordyce  that  the  device  made  by  him  in  the 
spring  of  1901  constituted  a  reduction  to  practice  and  iliat  inasmuch 
as  in  his  own  opinion  the  cylinder  and  piston  mechanism  for  con- 
trolling the  valve  was  not  adapted  to  commercial  use  with  any  known 
type  of  blower  or  compressor  (X-Qs.  105-106)  he  was  justified  in 
delaying  the -filing  of  an  application  for  patent  during  the  progress 
of  experiments  to  perfect,  a  suitable  power-controlling  device  for  the 
blower. 

The  argument  advanced  by  Fordyce  in  excuse  of  the  delay  in  filing 
his  application  is  refuted  by  the  fact  that  when  his  application  was 
finally  filed  the  problem  of  the  speed^regulator  for  the  blower 
remained  unsolved  by  him. 

The  admissions  of  Fordyce  that  the  1901  device  was  merely  an  ex- 
perimental apparatus  and  was  not  adapted  to  be  placed  upon  the 
market  (Q.  59;  also  Chase,  Q.  54)  when  taken  in  connection  with 
the  delay  of  nearly  three  and  one-half  years  in  constructing  a  prac- 
tically operative  system  or  filing  an  application  clearly  warrants  the 
conclusion  that  the  device  did  not  constitute  a  reduction  to  practice 
of  the  invention. 

The  testimony  relating  to  Fordyces's  investigations  in  respect  to  a 
suitable  regulator  for  the  blower  does  not  satisfactorily  establish  dili- 
gence in  the  endeavor  to  perfect  his  invention  into  a  commercial  form. 
He  offers  the  testimony  of  two  electrical  experts,  Markle  and  Parker, 
to  show  that  variable-speed  electrical  motors  had  not  been  satisfac- 
torily developed  in  1901  and  to  indicate  the  necessity  of  original  re- 
search upon  variable-speed  regulators.  Fordyce  states  that  he  per- 
formed a  large  number  of  experiments  relating  to  speed-regulators 
of  various  types  and  finally  succeeded  in  constructing  a  satisfactory 
device  in  the  fall  of  1904.  It  is  stipulated  that  if  Frederick  A.  Spear, 
the  general  agent  of  the  Lamson  Consolidated  Store  Service  Com- 
pany, with  which  Fordyce  has  been  connected  since  1903,  were  called 
as  a  witness  he  would  testify  that  "  Fordyce  made  numerous  experi- 
ments regarding  devices  to  control  blowers  for  pneumatic-despatch- 
tube  systems."  Chase  describes  a  single  experiment  in  1901  with 
coned  pidleys  (Q.  60)  and  states  that  Fordyce  made  other  experi- 
ments at  various  times.  Fordyce  also  tells  of  observing  certain  ex- 
I)eriments  made  by  others  upon  variable-speed  regulators.  There  is, 
however,  no  satisfactory  evidence  to  the  nature  of  the  experiments 
performed  by  Fordyce,  and  it  does  not  appear  when  the  alleged  .ex- 
periments were  made.  During  the  interval  between  the  spring  of 
1901  and  August,  1904,  no  experiments  appear  to  have  been  made 
which  included  the  invention  in  issue.    The  automatic  valve-operat- 
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ing  mechanism  "  was  stored  on  the  shelves  in  the  factory  of  the  Bos- 
tedo  Company,"  (Chase,  Q.  50,)  and  the  tuBing  was  frequently  used 
by  Fordyce  in  the  development  of  other  inventions.  (Fordyce,  X-Q. 
66.)  The  record,  moreover,  shows  that  during  this  period  Fordyce 
filed  six  applications  for  patent  upon  these  other  inventions. 

This  testimony  is  clearly  insufficient  to  show  that  Fordyce  was  dili- 
gently endeavoring  to  reduce  the  invention  to  practice  at  the  time 
Stoetzel  filed  his  application  April  25,  1904,  or  at  any  time  prior 
to  his  own  filing  date,  August  25,  1904.  His  lack  of  diligence  can- 
not be  excused  because  of  his  inability  to  procure  a  supposedly  neces- 
sary auxiliary  invention  which  had  not  been  developed  and  which 
might  never  have  been  produced.  In  view  of  these  facts  Stoetzel  is 
clearly  entitled  to  the  award  of  priority  of  invention. 

If,  however,  it  could  be  conceded  that  Fordyce's  experiment  in 
1901  constituted  a  reduction  to  practice,  the  testimony,  in  my  opinion, 
shows  that  the  invention  was  concealed  in  the  shops  of  the  Bostedo 
Pneumatic  Tube  Company  for  such  a  period  of  time  as  would  sub- 
ordinate his  rights  to  those  of  Stoetzel,  who  installed  and  success- 
fully operated  several  systems  embodying  this  invention  prior  to  the 
date  upon  which  Fordyce  filed  his  application.  {Mason  v.  Hepburn^ 
C.  D.,  1898,  510;  84  O.  G.,  147;  Warner  v.  Smith,  C.  D.,  1898,  517; 
84  O.  a,  811 ;  Fefel  v.  Stacker,  C.  D.,  1901,  269 ;  94  O.  G.,  433.) 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 


Kentucky  Distili-jiries  and  Warehouse  Company  v.  P.  Dempsey  & 

Company. 

opposition. 

Decided  September  26,  J 907, 

(130  O.  G..  2373.) 

1.  Trade-Mabk   Opposition — Registbation   of   a   Non-Technical   Mask   Mat 

Be  Opposed  by  Owner  of  a  Similar  Non-Technical  Mark. 
Where  an  applicant  seeks  to  register  a  mark  under  the  ten-year  proviso 
of  section  5  of  the  act  of  1(K)5  and  the  repistration  oT  that  mark  is  opposed 
by  a  party  who  claims  ownership  of  a  mark  consisting  of  a  surname  or  a 
geographical  term  which  resembles  the  applicant's  mark.  Held  that  the 
notice  of  opposition  will  not  be  dismissed  upon  the  ground  that  the  op- 
poser's  mark  is  not  a  proper  trade- mark. 

2.  Same — Proof  of  Confusion  in  Trade. 

Where  the  opposer  alleged  in  his  notice  of  opposition  that  confusion  In 
trade  had  occurred,  but  introduced  no  testimony  that  such  confusion  had- 
taken  place,  and  where  the  marks  are  not  so  nearly  alike  that  in  the 
absence  of  proof  as  to  actual  confusion  it  can  be  held  that  confusion  would 
be  likely  to  occur,  the  applicant's  mark  will  not  be  refused. 
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3.  Same — Same — ^I>oubtful  Similarity — **  Mayfield,"  "Mayfaib." 

Held  that  the  marker  *' Mayfield"  and  *'Mayfalr"  are  not  bo  nearly 
alike  that  in  the  absence  of  proof  as  to  actual  confusion  it  can  be  held  that 
confusion  would  be  so  likely  to  occur  as  to  Justify  refusing  to  register  the 
applicant's  mark. 

Appeal  from  Examiner  of  Interferences. 

TBADK-MARK   FOR   WHISKY. 

Mr,  James  L.  Ilopkhis  for  Kentucky  Distilleries  and  TTarehouse 
Company. 
Mr,  James  H,  Chvrchill  for  P.  Dempsey  &  Company. 

Moore,  Covwiissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Interferences 
dismissing  the  opposition  and  holding  that  the  applicant  is  entitled 
to  register  the  mark  for  which  application  has  been  made. 

The  mark  of  the  applicant  is  "  Mayfair,"  while  that  of  the  op- 
ponent is  '"  Mayfield. '^ 

The  opposition  is  brought  on  the  ground  that  the  Kentucky  Dis- 
tilleries and  Warehouse  Company  is  the  sole  and  exclusive  owner  of 
the  word  "  Mayfield  "  as  a  trade-name  for  whisky  and  that  the  word 
"  Mayfair  "  similarly  used  is  calculated  to  deceive  the  public  into 
the  l)elief  that  the  goods  bearing  the  trade-mark  are  those  of  the 
oj)ponent  and  that  the  public  has  been  so  deceived. 

It  appears  from  the  record  that  the  applicant  adopted  its  mark 
about  1885  and  that  the  o^jponent  and  its  predecessors  in  business 
have  used  the  word  "  Mayfield  "  continuously  since  about  1872. 

It  is  contended  by  appellant  that  the  opposition  should  be  dis- 
missed for  Die  reas(m  that  '^  Mayfield  ''  is  not  a  proper  trade-mark, 
l)eing  both  a  surname  and  a  geographical  name. 

The  contention  is  thought  to  l)e  not  well  taken.  Applicant  seeks 
to  register  its  mark  under  the  ten-year  clause  of  the  Trade-Mark  Act 
of  1905 — that  is  to  say,  it  alleges  that  it  has  had  exclusive  use  of  its 
mark  for  ten  years  next  preceding  the  passage  of  the  act.  Mani- 
festly, if  some  one  else  had  prior  to  the  time  when  applicant  adopted 
its  mark  adojited  and  used  continuously  since  such  adoption  a  mark 
which  was  either  tlio  same  as  aj)plicantV  or  so  nearly  the  same  as  to 
cause  confusion  in  trade  and  deceive  the  j)ublic,  applicant's  use  was 
not  exclusive. 

If,  therefore,  the  testimony  shows  that  the  marks  are  so  similar 
that  confusion  in  trade  has  taken  place  or  if  it  is  evident  from  an 
inspection  of  the  marks  that  confusion  in  trade  will  be  likely  to 
occur,  OVolf  Bros,  d'  Co.  v.  Ilamiltoh  Brown  Shoe  Co,^  C.  D.,  1906, 
445;  125  O.  fi.,  0G7,)  the  opi^osition  should  lx»  sustained. 

Although  opponent  alleged  in  his  notice  of  opposition  that  con- 

ision  in  trade  had  occurred,  he  introduced  no  testimony  to  show 
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that  such  confusion  had  taken  place.  It  is  contended  by  counsel  for 
opponent  that  on  cross-examination  certain  of  applicant's  witnesses 
admit  that  there  has  actually  been  confusion  in  the  use  of  the  two 
marks;  but  the  testimony  upon  careful  examination  does  not  bear 
out  the  contention. 

The  testimony  of  Hunt,  a  liquor  dealer,  on  this  point  is  as  follows : 

Cross-int  25.  Did.  you  ever  bear  or  know  of  any  confusion  arising  from  a 
similarity  between  tbe  names  *'  Mayfield  "  and  "  Mayfair?" 
(Objected  to  as  not  proper  cross^xamination.) 
A.  I  did  bear  tbat  tbere  was  some  controversy  about  it. 

In  answer  to  recross-question  19,  Cox,  a  salesman  for  P.  Dempsey 
&  Co.,  states  that  on  one  occasion  some  one  asked  him  if  the  whiskj' 
he  was  selling  was  anything  like  that  sold  by  Peter  Moran  for  forty 
cents  a  pint,  and  that  he  afterward  found  that  Moran  was  selling 
Mayfield  whisky.  It  appears  from  Cox's  answer  to  cross-question  20 
that  this  question  was  asked  as  a  joke;  but  even  if  this  were  not  true 
such  a  chance  question  asked  of  a  salesman  would  not  establish  such 
confusion  in  trade  as  to  justify  holding  that  the  applicant  was  not 
entitled  to  register  his  mark. 

It  would  seem  to  have  been  a  comparatively  easy  matter  to  have 
established  that  confusion  had  arisen  between  the  marks  if  such  had 
been  the-  case.  The  marks  are  not  so  nearly  alike  that  in  the  absence 
of  proof  as  to  actual  confusion  it  can  be  held  that  confusion  would 
be  so  likely  to  occur  as  to  justify  refusing  to  register  applicant's 
mark.  It  is  true  that  the  first  syllable  of  the  two  words  "  Mayfield  " 
and  "Mayfair"  are  the  same;  but  this  is  also  true  of  the  words 
*'  Cuticura  "  and  "  Cuticle,"  the  former  of  which  was  held,  in  Potter 
Dnig  and  Chemical  Co.  v.  Pas  field  Soap  Co.,  (106  F.  R.,  914,)  not  to 
be  infringed  b\^  the  latter. 

The  decifiion  of  the  Examiner  of  InterferenceH  is  affirmed. 


Dixon  and  Marsh  v.  Graves  and  Whittemorr. 

patent  interference. 

Decided  October  Jh  1901. 

(130  O.  G.,  2374.) 

Interference — Consideration    of    Patentability   on    Appeal   on    Priority — 

Supervisory  Authority. 

The  question  of  the  patentability  of  issue  will  bo  considered  on  apiieal  on 
priority  only  under  the  supervisory  authority  of  the  Commissioner  for  the 
purpose  of  correcting  a  manifest  error. 

Appeal  from  Examiners-in-Chief. 
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METHOD  OF  8HAFIN0  GLASS. 

Messrs.  Bakewell  dk  Byrnes  and  Mr.  H.  S.  Shepard  for  Dixon 
and  Marsh. 

M7\  James  Whit  fern  ore  and  Messrs.  Bacon  cfc  Milana  for  Graves 
and  '^^^littemo^e. 

MooRK,  (Umwiisswner: 

This  is  an  appeal  by  Dixon  and  Marsh  from  a  decision  of  the 
£xaminers-in-Chief  affirming  the  decision  of  the  Examiner  of  In- 
terferences awarding  priority  of  invention  to  Graves  and  Whittemore. 

Graves  and  Whittemore  are  the  senior  parties.  The  only  testimony 
taken  by  the  junior  parties  was  that  of  an  expert,  tending  to  show 
that  the  issue  is  not  patentable,  which  testimony  was  upon  motion 
suppressed,  and  priority  of  invention  was  awarded  to  Graves  and 
Whittemore  on  the  record  dates. 

The  sole  contention  on  this  appeal  is  that  the  issue  is  not  i>atentable 
to  either  party.  This  question  has  been  before  the  Primary  Examiner, 
both  ex  parte  and  inter  partes^  and  in  each  case  he  has  hdd  the  issue 
to  be  patentable.  Both  the  Examiner  of  Interferences  and  the  Ex- 
aminers-in-Chief  upon  appeal  on  priority  have  refused  to  recommend, 
under  Rule  126,  that  the  claims  be  rejected  as  being  without  patent- 
able novelty.  Under  these  circumstances  the  question  presented 
will  be  considered  only  under  my  supervisory  authority  for  the  pur- 
pose of  correcting  a  manifest  error.  No  such  error  is  apparent  here, 
and  priority  of  invention  is  therefore  awarded  to  Graves  and 
Whittemore. 

The  decision  of  the  FJxaminers-in-Chief  is  affirmed. 


Felbei.  r.  Fox. 

PATENT  INTERFERENCE. 

Decided  October  i/,  lOOlf. 

(l.SO  O.  (;.,  2375.) 

1.  Interference — Judgment  on  Record — Order  to  Show  Cause — Sufficiency 
OF  Showing. 
Where  In  response  to  an  order  to  the  junior  party  to  show  cause  why 
judgment  of  priority  should  not  be  rendered  against  him  because  his  alleged 
date  of  conception  was  subsequent  to  the  filing  date  of  the  senior  party 
the  junior  party  flies  a  statement  alleging  that  certain  of  the  counts  are 
specific  to  his  structure  and  that  the  subject-matter  covered  thereby  was 
not  shown  or  described  by  the  senior  party.  Held  to  be  Insufficient,  as  the 
question  sought  to  be  raised  was  one  which  should  have  been  raised  by  a 
motion  to  dissolve  rather  than  by  the  mere  filing  of  a  statement. 
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2.  Same — ^Delat  in  Filing  Motion — Chabacteb  of  Showing  Required. 

A  mere  unverified  statement  accompanying  a  motion  filed  one  day  late 
stating  that  the  moticm  could  not  be  brought  sooner  on  account  of  other 
work  is  insuflScient.  A  showing  in  excuse  for  delay  should  be  under  oath, 
and  it  should  state  facts  from  which  the  Office  may  Judge  whether  or  not 
the  delay  was  excusable. 

8.  Practice — ^Adherence  to  Rules  Necessary. 

While  it  is  not  the  desire  of  the  Office  to  be  too  technical,  it  is  better  to 
insist  upon  a  reasonable  and  Just  compliance  with  the  rules  of  the  Office, 
though  it  may  work  a  hardship  in  an  individual  case,  than  to  adopt  a 
course  that  would  result  practically  in  abrogating  the  rules,  with  consequent 
confusion.  (Keller  v.  Wethey  v.  Roberts,  Q.  D.,  1897,  157;  81  O.  Q.,  331; 
Bstes  v.  Oause,  C.  D.,  1899,  164;  88  O.  G.,  1336.) 

On  Petition. 

type- writing  machine. 

Mr.  Jacob  Felbel  pro  se. 

Messrs,  Chappell  cfe  Earl  for  Fox. 

Billings,  Assistant  Commissioner: 

This  is  a  petition  by  Felbel  that  the  judgment  of  priority  of  inven- 
tion in  favor  of  Fox  rendered  by  the  Examiner  of  Interferences  be  set 
aside  and  an  inter  partes  hearing  upon  the  merits  of  Felbel's  showing 
be  granted. 

The  records  of  this  interference  show  that  on  July  5, 1907,  the  Ex- 
aminer of  Interferences  gave  notice  that  judgment  on  the  record 
would  be  rendered  against  Felbel  unless  he  shoul4  on  or  before  August 
5,  1907,  show  good  and  sufficient  cause  why  such  action  should  not  be 
taken.  The  ground  of  the  notice  was  that  the  date  of  conception  al- 
leged by  Felbel  of  the  invention  in  issue  was  subsequent  to  the  filing 
date  of  the  senior  party.  This  notice  was  given  under  the  provisions 
of  Rule  114,  which  is  as  follows: 

114.  If  the  junior  party  to  an  Interference,  or  If  any  party  thereto  other  than 
the  senior  party,  falls  to  file  a  statement,  or  if  his  statement  fails  to  overcome 
the  prima  fade  case  made  by  the  respective  dates  of  appHcation,  such  i>arty  will 
be  notified  by  the  Examiner  of  Interferences  that  Judgment  upon  the  record  will 
be  rendered  against  him  at  the  expiration  of  thirty  days,  unless  cause  is  shown 
why  such  action  should  not  be  taken.  Within  this  period  any  of  the  motions 
permitted  by  the  rules  may  be  brought.  Motions  brought  after  Judgment  on  the 
record  has  been  rendered  will  not  be  entertained  unless  sufficient  reasons  appear 
for  the  delay. 

One  day  after  the  time  set  by  the  Examiner  of  Interferences  within 
which  cause  should  be  shown  Felbel  filed  a  statement  of  reasons  why 
in  his  opinion  judgment  should  not  be  rendered  against  him  as  to  cer- 
tain counts  of  the  issue,  the  reasons  being  that  the  claims  correspond- 
ing to  these  counts  were  specific  to  Felbel's  invention  and  were  not 
shown  and  described  in  Fox's  application.  The  Examiner  held  the 
showing  to  be  insufficient  under  the  order  to  show  cause  and  rendered 
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judgment  of  priority  of  invention  in  favor  of  Fox,  the  senior  party, 
The  Examiner  of  Interferences  held  that  the  showing  made  by  Felbel 
in  order  to  be  heard  by  the  proper  tribunal  of  the  Office  was  such  as 
should  have  been  made  in  a  motion  to  dissolve  the  interference. 
Felbel  contends — 

That  Rule  114,  relating  to  the  showing  of  cause  why  Judgment  Rhonld  not  be 
rendered,  does  not  specify  tlmt  such  showing  must  be  made  by  way  of  "  motion 
to  dissolve,"  or  even  by  motion. 

This  Office  has  found  by  experience  that  in  order  to  properly  trans- 
act business  the  questions  which  are  sought  to  be  raised  by  applicants 
appearing  before  it  must  be  presented  according  to  certain  procedure. 
To  permit  applicants  to  raise  questions  in  the  Office  by  merely  filing 
papers  setting  forth  those  questions  and  without  regard  to  the  proced- 
ure which  is  well  established  and  settled  by  a  long  line  of  decisions 
would  rasult  in  endless  confusion,  both  to  the  parties  practicing  before 
the  Office  and  to  the  officials  whose  duty  it  is  to  pass  upon  these  ques- 
tions. While  ex  parte  petitions  are  sometimes  considered  in  an  iiUer 
partes  case,  to  do  so  is  the  exception  and  not  the  rule.  Where,  as  in 
this  case,  the  junior  party  fails  to  overcome  the  filing  date  of  the 
senior  party,  it  follows  as  a  matter  of  course  that  judgment  must  be 
rendered  against  the  junior  party  unless  he  can  show  to  the  satisfac- 
tion of  the  Office  some  valid  reason  why  the  judgment  should  not  be 
entered.  In  the  present  case  applicant  was  given  thirty  days  within 
which  to  present  these  reasons.    Rule  114  states: 

Within  this  period  any  of  the  motions  i)ermitted  by  the  rules  may  be  brought. 

This  provision  of  the  rule  permits  the  junior  party  to  present  to 
the  Office  any  reason  which  in  his  opinion  requires  that  judgment  be 
not  rendered.  It  is  well  settled  that  these  reasons  should  be  brought 
in  the  form  of  a  motion.  The  api)licant  has  stated  in  his  brief  several 
of  the  motions  which  might  be  brought,  as  follows: 

To  amend  liis  preliminary  statement;  to  dissolve  the  interference  for  uny 
•cause;  to  amend  his  application;  to  shift  the  burden  of  proof;  to  stay  proceed- 
ings; to  permit  an  assignee  to  intervene  and  prosecute. 

Every  one  of  these  questions  should  be  raised  by  a  motion.  Each 
of  them  may  be  heard  and  determined  by  the  Examiner  of  Interfer- 
ences, except  questions  relating  to  the  dissolution  of  the  interference. 
Felbel,  howevei*,  did  not  bring  any  of  the  above-mentioned  motions, 
nor  did  he  raise  any  of  the  above-mentioned  questions,  except  that 
which  should,  if  raised  at  all,  l>e  presented  in  a  motion  to  dissolve. 
This  latter  question,  it  is  well  settled,  must  be  heard  and  determined 
by  the  Primary  Examiner.  As  said  by  the  Examiner  of  Inter- 
ferences, Fell>el  contends — 

*    *     *    that  Fox  is  not  entitled  to  make  claims  corresponding  to  certain  connts 
>f  the  issue.     Such  a  question  can  only  l)e  raised  on  motion  to  dissolve. 
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Inasmuch  as  it  is  very  clear  that  the  question  raised  by  Felbel  is 
one  which  if  granted  would  result  in  the  dissolution  of  the  interfer- 
ence, it  becomes  necessary  to  consider  Rule  122,  which  provides  for 
motions  to  dissolve  an  interference.    This  rule  provides,  in  part : 

Such  motions,  and  all  motlonR  of  a  similar  character,  should  be  accompanied 
by  a  motion  to  transmit  the  same  to  the  Primary  Gxamlner,  and  such  motion  to 
transmit  should  be  noticed  for  hearing  upon  a  day  certain  before  the  Examiner 
of  Interferences. 

It  is  well  settled,  also,  that  where  motions  are  made  they  should 
be  accompanied  by  proof  of  service  upon  the  opposing  party.  Felbel 
merely  stated  that  he  sent  a  copy  of  his  statement  to  the  opposing 
party ;  but  this  is  not  proof  of  service  as  required  by  the  rule.  Rule 
153  states,  in  part: 

In  contested  cases  reasonable  notice  of  all  motions,  and  copies  of  motion 
papers  and  affidavits,  must  be  served,  as  provided  in  Rule  154  (2).  Proof  of 
Buch  service  must  be  made  before  the  motion  will  be  entertained  by  the  Office. 

Rule  154  (2)  states  specifically  how  service  may  be  made.  The 
statement  filed  by  Felbel  in  this  case, was  filed  late,  and  it  was  accom- 
panied by  a  mere  ex  parte  unverified  statement  that — 

Owing  to  unavoidable  delay  in  securing  copies  of  Fox*s  file,  and  the  necessity 
for  acting  in  other  interferences  and  on  pending  cases  within  prescribed  times, 
it  has  been  im[X)S8ible  to  malse  this  showing  previously. 

It  is  well  settled  by  the  practice  of  this  Office  that  when  motions 
or  other  papers  are  filed  late  they  must  be  accompanied  by  a  verified 
showing  of  facts  upon  which  the  Office  may  base  conclusions  as  to  the 
sufficiency  of  the  reasons  alleged  for  the  delay.  With  the  exception 
of  the  fact  that  the  statement  filed  by  Felbel  in  answer  to  the  order 
to  show  cause  was  specific  he  has  complied  with  none  of  the  formal 
requirements  so  well  established  by  the  practice  which  are  necessary 
in  order  to  insure  consideration  of  the  question  raised.  While  it  is 
not  the  desire  of  the  Office  to  be  too  technical,  yet  applicants  must  be 
required  to  follow  the  simple  and  well-known  procedure  laid  down  in 
the  rules  and  in  a  long  line  of  decisions.  As  so  well  stated  by  former 
Commissioners,  it  is  better  to  insist  upon  a  reasonable  and  just  com- 
pliance with  the  rules  of  the  Office,  though  it  may  work  a  hardship  in 
an  individual  case,  than  to  adopt  a  course  that  would  result  practically 
in  abrogating  the  rules,  with  consequent  confusion.  {KelUr  v. 
Wethey  v.  Roberts,  C.  D.,  1897,  157;  81  O.  G.,  331;  Estes  v.  Gause^ 
C.  D.,  1899,  164;  88  O.  G.,  1336.) 

The  decision  of  the  Examiner  of  Interferences  was  right,  and  the 
petition  is  denied. 
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Ex  PASTE  Isaacs  &  Speed. 

APPLICATION   FOR  PATENT. 

Decided  June  20, 1901.  * 

(130  O.  G.,  2717.) 

Patentabiity — Prior   Patent  op  Applicant  Discjlosino  but  Not  Olaimihq 
Invention. 
A  patent  disclosing  a  process  and  apparatus  and  claiming  only  the  proc- 
ess is  no  bar  to  the  allowance  of  an  application  covering  the  apparatus 
filed  by  the  same  party  within  two  years  after  the  grant  of  the  patent. 
{Ex  parte  Mullen  d  Mullen,  C.  D.,  1890,  9;  50  O.  O.,  83^.) 

Appeal  from  Examiners-in-Chief. 

nELICALLY-rORRUQATED   PIPE. 

Mr.  WiJJiam  F.  Booth  and  Messrs.  Bacon  ds  Milans  for  the  appli- 
cants. 

Moore,  Acting  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Examiner  rejecting  the  following  claims: 

1.  A  fluid-pipe  line  composed  of  sections  each  section  being  formed  with  end 
couplings,  and  having  a  helically-directed  cross-sectionally-convex  elevation  on 
its  inner  wall  terminating  short  of  its  end  couplings. 

2.  In  an  apparatus  for  tho  method  stated  and  in  combination  with  means  for 
supplying  the  lighter  and  heavier  fluids  to  a  pii>e-llne,  the  pipe-line  having  a 
belioally-directed  cross-sect ionally  concavo-convex  impression  In  Its  walla,  the 
convexity  being  presente<l  inwardly  to  form  an  elevation  on  the  Interior  of  the 
pilie-line. 

.3.  lu  an  apparatus  for  the  method  stated  and  In  combination,  a  plpe-llne  hav- 
ing a  helically-directed  cross-sect  ionally  concavo-convex  Impression  In  Its  walls, 
the  convexity  being  presented  inwardly  to  form  an  elevation  on  the  Interior  of 
the  pipe-line,  means  for  supplying  lighter  and  heavier  fluids  to  the  plpe-Une  In- 
cluding connected  pipes,  and  a  screw-threaded  connection  between  said  means 
and  the  pipe-line,  the  impression  lA  the  walls  of  the  pipe-line  terminating  short 
of  said  connection. 

The  references  are  Haas,  August  17,  1886,  No.  347,594;  Morrison, 
December  18,  1894,  No.  581,000;  A\Tiitney,  May  29,  1900,  No.  650,575; 
Isaacs  &  Speed,  May  10,  1904,  No.  759,374. 

The  Examiner  rejected  the  claims  upon  the  patent  to  Isaacs  & 
Speed  in  view  of  the  patent  to  Morrison,  holding  that  the  adoption 
i)f  corrugations  of  the  latter  in  lieu  of  the  helical  obstructions  shown 
in  the  patent  to  Isaacs  &  Sj^eed  would  not  involve  invention.  He 
also  cited  the  patents  to  Haas  and  AMiitney  as  showing  the  prior  art 
in  respect  to  corrugated  tubes. 

The  Hxaminers-in-Chief  properly  held  the  earlier  patent  to  Isaacs 
%i  Speed,  which  is  for  a  process  and  was  granted  less  than  two  years 
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prior  to  the  filing  date  of  this  application,  to  be  too  late  to  constitute 
a  disclosure  which  would  defeat  the  present  application,  for  the 
reasons  fully  stated  in  ex  parte  Mullen  &  Mullen  (C.  D.,  1890,  9;  50 
O.  G.,  887)  and  the  decisions  cited  therein.  They,  however,  held 
the  state  of  the  art  to  be  sufficient  to  anticipate  the  appealed  claims.  I 
do  not  entirely  agree  with  the  conclusions  of  the  Examiners-in-Chief. 

Claim  1  comprises  nothing  more  than  a  pipe-line  composed  of 
sections  of  pipe  of  the  form  disclosed  in  the  patent  to  Whitney,  con- 
nected by  ordinary  end  couplings,  and  was  correctely  held  to  be 
unpatentable. 

Claims  2  and  3,  however,  in  my  opinion  comprise  new  structural 
combinations  adapted  to  effect  a  result  which  is  not  suggested  in  any 
of  the  references  other  than  the  earlier  patent  to  the.  applicants, 
which  is  not  a  valid  reference.  These  claims  call  for  means  for  sup- 
plying lighter  and  heavier  fluids  to  a  pipe-line  having  helical  corru- 
gations. The  helical  corrugations  of  the  sections  of  pipe  cause  the 
denser  fluid  to  form  around  and  incase  the  lighter  fluid  thereby  inter- 
vening between  the  latter  and  the  pipe-walls  and  reducing  the  fric- 
tion, which  impedes  the  progress  of  the  lighter  fluid. 

In  the  patent  to  Morrison  the  corrugations  of  the  outer  cylinder 
by  contacting  with  the  inner  cylinder  form  merely  a  spiral  conduit  of 
substantially  rectangular  cross-section,  which  is  not  adapted  to  pro- 
duce the  same  function  as  the  structure  called  for  by  the  claims.  The 
patents  to  Whitney  and  Haas,  while  showing  corrugated  pipes,  con- 
tain no  suggestion  of  the  function  which  is  performed  by  the 
structure  set  forth  in  the  applicants'  claims.  This  case  is  analogous 
to  the  case  of  Potts  v.  Creager,  (C.  D.,  1895,  143;  70  O.  G.,  494,)  in 
which  the  Supreme  Court  of  the  United  States  said : 

As  a  result  of  the  authorities  upon  this  subject,  it  may  be  said  that,  if  the 
new  use  be  so  nearly  analogous  to  the  former  one,  that  the  applicability  of 
the  derice  to  its  new  use  would  occur  to  a  person  of  ordinary  mechanical 
flkill,  it  is  only  a  case  of  double  use,  but  if  the  relations  between  them  be 
remote,  and  especially  if  the  use  of  the  old  device  produce  a  new  result,  it  may 
at  least  Involve  an  exercise  of  the  inventive  faculty.  Much,  however,  must 
still  depend  upon  the  nature  of  the  changes  required  to  adapt  the  device  to 
its  new  use. 

The  same  court  reiterated  this  statement  in  the  later  case  of  Hohha 
v.  Beach,  (C.  D.,  1901,  311 ;  94  O.  G.,  2357.) 

In  the  present  case  the  provision  of  means  for  supplying  both 
lighter  and  heavier  fluids  to  the  pipe-line  comprises  a  change  which 
adapts  the  old  corrugated  form  of  pipe  to  its  new  use,  and  this  in  my 
opinion  involved  sufficient  exercise  of  the  inventive  faculty  to  war- 
rant the  allowance  of  claims  2  and  3. 

The  decision  of  the  Examiners-in-Chief  is  affirmed  as  to  count  1 
and  is  reversed  as  to  counts  2  and  3. 
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Proutt  V.  Johnston  and  Johnston. 

PATENT   INTEKFERENCE. 

Decided  June  2.J.  1907. 

(130  O.  G.,  2718.) 

Final  Judgment  by  Patent  Office — ^Appeal  to  Court  Pending. 

Judgment  iu  aii  iuterference  proceeding  will  not  be  made  final  by  the 
Patent  Office  after  the  filing  of  a  notice  of  appeal  to  the  Ck)urt  of  Appeals 
of  the  District  of  Columbia  and  pending  such  appeal,  on  the  ground  that 
such  notice  was  filed  one  day  outside  the  forty-day  i)eriod  set  by  the  Rules 
of  that  court  for  filing  notice  of  appeal,  it  being  regarded  as  within  the 
discretion  of  the  court  to  waive  a  strict  adherence  to  the  rule  and  to  enter- 
tain the  appeal  notwithstanding  the  delay  in  filing  the  notice. 

On  Motion. 

electric-cibcuit  cut-out. 

Messrs,  Knight  Brothers  for  Proutt. 

Messrs,  Munn  dc  Company  for  Johnston  and  Johnston. 

Moore,  Comviissioner: 

This  is  a  motion  by  Johnston  and  Johnston  that  judgment  in  this 
interference  be  made  final  and  the  interference  determined  upon  the 
ground  that  Proutt  failed  to  file  an  appeal  to  the  Court  of  Appeals 
of  the  District  of  Columbia  within  forty  days  after  the  decision  of 
the  Commissioner  adversely  to  him  upon  the  quel^tion  of  priority  of 
invention. 

The  record  shows  that  the  decision  of  the  Commissioner  was  ren- 
dered April  11,  1907,  and  that  notice  to  the  Conmiissioner  of  appeal 
to  the  Court  of  Api^eals  of  the  District  of  Columbia  was  filed  May  29, 
1907,  w^hich  is  one  day  outside  of  the  forty  days  allowed  by  Kule  21 
of  the  rules  of  the  Court  of  Appeals  of  the  District  of  Columbia  and 
Rule  149  of  the  Rules  of  Practice  of  the  Patent  Office.  It  is  con- 
tended that  there  is  no  regular  notice  of  appeal  in  the  present  case 
which  the  Court  of  Appeals  of  the  District  of  Columbia  can  pos- 
sibly entertain. 

The  time  within  which  an  appellant  is  required  to  give  notice  to 
the  Commissioner  of  Patents  and  to  the  Court  of  Apj^eals  of  the 
District  of  Columbia  is  fixed  by  a  rule  of  that  court  and  not  by 
statute.  It  is  therefore  within  the  discretion  of  that  court  w^iether 
or  not  a  strict  adherence  to  the  letter  of  that  rule  will  be  insisted  on. 
While  in  the  cases  cited  by  the  petitioner  the  court  of  appeals  has 
refused  to  entertain  a^^peals  w^iere  notice  has  been  given  to  the  Coln- 
missioner  a  considerable  time  after  the  expiration  of  the  forty  days 
and  has  also  indicated  that  strict  adherence  to  the  rule  would  be  in- 
sisted on,  it  has  not  held  that  no  excuse  for  failure  to  give  notice 
within  forty  days  will  be  considered  or  accepted.  In  re  Bryant 
^n.  D.,  1890,  048*;  9  App.  D.  C,  447)  the  Coui-t  said. 
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The  second  section  of  Rule  20  provides  that  ai)peals  from  decisions  of  the 
Ck>n]ini8sioner  of  Patents  **  shall  be  taken  within  forty  days  from  the  date  of 
the  ruling  or  qrder  api)ealed  from,  and  not  afterwards ;  "  and  the  present  appeal 
has  been  taken  in  plain  disregard  of  that  rule.  Not  even  an  excuse  is  sought 
to  be  given  for  the  delay.  Now,  while  some  rules  of  the  court,  from  their 
Iieculiar  nature  and  application,  may  have  in  them  an  inherent  element  of  elas- 
ticity that  would  justify  their  modification  from  time  to  time  in  si)ecial  cases, 
rules  of  c*ourt  are  intended  to  be  a  law  for  the  court  itself,  as  well  as  for  parties 
nud  counsel,  until  they  are  changed  in  pursuance  of  the  same  iiower  under 
which  they  have  been  promulgated;  and  to  no  rule  is  rigid  adherence  required 
more  than  to  those  which  prescribe  the  time  within  which  appeals  are  to  be 
taken,  and  which  in  their  nature,  as  long  as  they  are  in  force,  are  intended  to 
have  the  effect  of  statute. 

Before  these  rules  were  promulgated  there  was  much  controversy  in  regard 
to  the  time  to  l>e  allowed  for  the  taking  of  appeals  from  the  Commissioner  of 
Patents,  and  this  rule  was  made  for  the  express  purpose  of  setting  the  con- 
troversy at  rest.  We  do  not  feel  that  we  are  at  lil>erty  ourselves  to  disregard 
the  rule  or  to  permit  it  to  be  disregarded  by  parties  to  proceedings  in  the 
Patent  Office. 

We  come  to  this  conclusion  more  readily  in  tlie  present  case  for  the  reason 
'  that  even  upon  a  consideration  of  the  merits  of  the  case  we  see  no  sufficient 
reason  to  disturb  the  decision  of  the  Commissioner  of  Patents. 

In  view  of  the  fact  that  appeals  of  which  notice  has  not  been  given 
to  the  Commissioner  of  Patents  within  forty  days  of  the  date  of  his 
decision  have  not  been  dismissed  by  tHe  couit  of  appeals  pro  fonna^ 
it  is  not  believed  that  further  action"  should  be  taken  by  this  OflBice  in 
the  present  case  upon  the  assumption  that  the  court  would  not  in  any 
event  consider  the  appeal. 

Furthermore,  it  does  not  appear  that  any  gi-eat  hardship  will  be  im- 
posed upon  Johnston  and  Johnston  by  the  postponement  of  action 
upon  this  case  pending  the  decision  of  the  court  upon  the  question 
presented,  since  they  are  already  in  possession  of  a  i)atent  upon  the 
subject-matter  in  issue,  and  the  rejection  of  Proutt's  claims  in  view 
of  the  decision  upon  priority  cannot  affect  their  rights. 

The  motion  is  denied, 

LiPscHUTZ  V,  Floyd. 

PATENT     INTERFERENCE. 

Decided  ^September  12,  1007. 

(130  O.  G.,  2718) 

INTERFERENCI:: — PRACTICE    UNDER    RULE    124 — SUPERVISORY    AUTHORITY    OF    (.COM- 
MISSIONER. 

No  appeal  lies  from  a  favorable  decision  on  the  right  to  make  the  claims 
or  the  identity  of  meaning  of  the  counts  in  the  cases  of  different  parties, 
and  such  a  decision  will  be  reviewed  on  i>etition  in  the  exercise  of  the  Com- 
missioner's sui)ervi8ory  authority  only  to  correct  some  palpable  error  in  the 
decision  which  is  clear  and  evident  on  its  face. 

Appeal  and  Petition. 
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CAS-TBUCK  BIDE  FBAlf  E. 

Mr,  Charles  G.  Hawley^  for  Lipschutz. 
Messrs.  Ofjield^  Toxcle  &  Linthicxim  for  Floyd. 

Moore,  Cammissioner: 

This  case  comes  up  on  an  appeal  by  Lipschutz  from  the  action  of 
the  Primary  Examiner  holding  that  Floyd  has  a  right  to  make  a 
claim  in  the  terms  of  count  1  and  that  said  count  has  the  same  mean- 
ing when  read  upon  the  disclosure  of  both  parties,  and  a  petition  that 
in  the  exercise  of  my  supervisory  authority  I  dissolve  the  interference 
on  the  ground  that  there  is  no  interference  in  fact  Floyd  has  filed 
a  motion  to  dismiss  both  the  appeal  and  the  petition. 

As  to  the  appeal.  Rule  124  specifically  provides  that  no  appeal  will 
be  permitted  from  a  decision  affirming  the  applicant's  right  to  make 
a  claim  or  the  identity  of  meaning  of  counts  in  the  cases  of  different 
parties. 

The  appeal  is  therefore  dismissed. 

As  to  the  petition,  it  is  well  settled  that  the  supervisory  authority 
of  the  Commissioner  will  be  exercised  only  in  exceptional  cases  and 
then  only  to  correct  some  palpable  error  in  the  decision  of  the  Ex- 
aminer which  is  clear  and  evident  on  its  face.  No  such  case  exists 
here.  The  questions  which  applicant  seeks  to  have  reviewed  were 
considered  by  the  Examiner  in  his  decision.  Applicant  under  the 
guise  of  a  petition  merely  seeks  to  have  the  same  points  reviewed  that 
he  attempts  to  have  reviewed  on  appeaL 

The  petitian  is  dismissed. 


BoRc;  t\  Strauss. 

.  PATENT  INTERFERENCE. 

Dcridrd  October  7,  1907. 

(1J5U  O.  G.,  2710.) 

intekference — pbeliminary  statement — second  proposed  amendment — 
Showing  Required. 
Where  after  decision  iii)on  u  motion  for  dissolution  a  party  moves  to 
amend  his  preliminary  statement  and  it  is  held  that  the  showing  in  8upi)ort 
thereof  is  insufficient  to  warrant  such  amendment,  a  second  motion  to 
amend  will  not  be  granted  where  no  good  reason  appears  why  the  showing 
then  made  could  not  have  been  presented  in  connection  with  the  first  motion. 
Parties  cannot  be  permitted  to  tr>'  their  cases  piecemeal  and  experimentally. 
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2.  Same — Same — Same — Same. 

Amendmeuts  to  preliminary  statements  are  to  be  permitted  after  a  party 
has  had  an  opimrtunity  to  inspect  his  opi)onent's  case  only  in  cases  when* 
bona  fide  mistakes  of  fact  have  been  made  and  a  full  and  clear  showing  is 
made  that  there  was  no  negligence  in  discovering  the  true  facts. 

Appeal  on  Motion. 
On  Petition. 

BRIDGE: 

Mr.  George  E,  Waldo  for  Borg. 
Messrs.  Parl'er  d*  Carter  for  Strauss. 

Moore,  Coram  issioh  e r : 

This  case  is  before  me  on  appeal  by  Borg  from  the  decision  of*  the 
Examiner  of  Interferences  denying  a  second  motion  by  him  to  amend 
his  preliminary  statement  and  also  upon  petition  by  Borg  that  the 
decision  of  the  Examiner  of  Interferences  denying  said  motion  be 
set  aside  and  that  the  Examiner  be  instructed  to  decide  the  motion 
on  its  merits  upon  full  consideration  of  affidavits  presented  by  him. 

The  record  shows  that  after  the  preliminary  statements  in  this  case 
had  be^n  approved  Borg  moved  to  dissolve  the  interference  upon  the 
ground,  inter  alia^  that  Strauss^had  no  right  to  make  the  claims. 

This  motion  having  been  denied  by  the  Primary  Examiner,  Borg 
presented  a  motion  for  leave  to  file  an  amended  preliminary  statement 
setting  back  his  dates  of  conception  and  reduction  to  practice  of  the 
invention.  The  Examiner  of  Interferences  denied  this  motion  on 
the  ground  that  the  alleged  mistake  in  Borg's  original  statement  was 
one  of  law^  and  not  of  fact  and  that  there  was  no  showing  of  such 
care  and  diligence  in  the  preparation  of  that  statement  as  would 
warrant  an  amended  preliminary  statement. 

Appeal  was  taken  from  this  decision  of  the  Examiner  of  Inter- 
ferences; but  prior  to  the  hearing  on  appeal  Borg  presented  addi- 
tional affidavits  in  support  of  his  motion  to  amend  and  moved  that 
the  motion  to  amend  be  remanded  to  the  Examiner  of  Interferences 
for  reconsideration  in  connection  with  said  affidavits.  The  Assistant 
Commissioner  denied  the  motion  to  remand  on  the  ground  that  the 
showing  in  excuse  of  the  faihire  to  present  these  affidavits  in  conjunc- 
tion with  the  original  motion  to  amend  was  insufficient.  Subse- 
quently the  decision  of  the  Examiner  of  Interferences  upon  the 
motion  to  amend  was  affirmed  in  my  decision  rendered  June  28,  1907, 
the  additional  affidavits  filed  by  Borg  not  being  considered. 

On  August  2,  1907,  Borg  again  moved  to  amend  his  preliminary 
statement  in  view  of  the  affidavits  above  referred  to,  together  with  an 
affidavit  by  his  attorney  showing  why  the  original  motion  to  amend 

30097—11.  Doc.  470,  (K)-l 21 
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did  not  include  a  full  showing  of  the  facts  now  presented.     In  this 
affidavit  the  attorney  for  Borg  states: 

That  the  failure  of  said  Borjr  to  iiialvo  a  fuller  and  more  complete  showing  at 
the  time  he  pn^senteil  his  original  motion  to  amend  was  for  the  reason  that 
affiant  advised  him  (Horg)  tliat  in  his  (afiiant^s)  opinion  the  showing  would  be 
sufflcient.  *  *  *  p^urthermore,  relying  on  the  case  of  Fotclcr  v.  Boyce  v. 
Temple  airl  (ioodrum,  (C.  D.,  1904,  22;  108  O.  G.,  561,)  attorney  for  Borg 
advised  sjiid  Ror^  that  in  case  the. showing  on  the  first  motion  was  not  suffi- 
cient he  could  bring  a  second  motion  to  amend  on  additional  showing  and  that 
therefore  it  was  advisable  to  disclose  no  more  of  his  case  than  was  necessary 
to  secure  the  amendment  asked. 

In  the  case  referred  to  the  second  motion  by  Fowler  to  amend  his 
preliminary  statement  was  denied  for  the  reason  that  this  party  did 
not  exercise  reasonable  care  in  the  preparation  of  his  original  state- 
ment. This  case  does  not  in  any  waj^  support  the  contention  of  Borg. 
On  the  contrary,  it  clearly  indicates  that  the  Office  will  not  consider 
additional  showing  made  upon  a  second  motion  where  such  showing 
might  as  well  have  Ixeen  made  in  the  first  instance. 

The  affidavit  of  Borg's  attorney  clearly  shows  that  there  was  no 
good  reason  why  the  entire  showing  now  relied  upon  in  support  of  the 
motion  to  amend  could  not  have  been  presented  when  the  motion  was 
first  made.  Parties  cannot  be  permitted  to  try  their  cases  piecemeal 
and  experimentally.  Amendments  to  preliminary  statements  are  to 
be  permitted  after  a  party  has  had  an  opportunity  to  inspect  his  op- 
ponent's case  only  in  cases  where  bo7iu  fide  mistakes  of  fact  have  been 
made  and  a  full  and  clear  shoAving  is  made  that  there  was  no  negli- 
gence in  discovering  the  true  facts. 

The  decision  of  the  Examiner  of  Interferences  in  this  case  is  right 
and  is  afiiVmed,  and  the  j)etition  is  denied. 


EmMKT  v.    Fn^LAGAR. 

PATENT   IXTERFEltENCE. 

DeeUJed  Oetober  .0,  1007. 

(130  O.  (;.,  2711).) 

iNTERFl-niKNrE — MOTTON    TO    DiSSOLVK — OaTH    TO    KeISSUE    APPLICATION    INSUFFI- 
CIENT. 

A  motion  to  dissolve  nn  intorfori'iice  involving  a  reissue  appHcation, 
allej^ing  that  tlu»  oath  acconipanyinjx  the  application  was  insutflclont  to  war- 
rant till'  grant  of  a  reissued  patent,  should  be  transmitted  to  the  Primary 
Examiner. 

Appeal  on  Motion. 
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TURBINE. 

Mr.  A.  G.  Davis  and  Messrs.  Dyer  c&  Dyer  for  Emmet. 
Mr.  Thos.  F.  Sheridan  for  Fullagar. 

Moore,  Commissioner : 

This  is  an  appeal  by  Fullagar  from  a  decision  of  the  Examiner  of 
Interferences  granting  Emmet's  motion  to  transmit  to  the  Primary 
Examiner  a  motion  to  dissolve  the  interference. 

The  motion  to  dissolve  is  divided  into  two  sections,  one  relating 
to  FuUagar's  reissue  application  filed  October  31,  1906,  and  the  other 
to  FuUagar's  reissue  application  filed  January  7,  1907,  each  of  which 
is  involved  in  this  interference.  Only  one  ground  is  urged  for  dis- 
solving the  interference — namely,  that  Fullagar  is  not  entitled  to 
claim  the  subject-matter  of  the  issue  in  these  reissue  applications. 
It  is  contended  on  behalf  of  Fullagar  that  the  motion  to  transmit 
should  have  been  denied,  for  the  reason  that  none  of  the  facts  alleged 
are  such  as  would  justify  the  granting  of  the  motion  to  dissolve. 
More  specifically,  it  is  urged  that  the  questions  raised  do  not  affect 
the  question  of  priority,  since  it  is  merely  alleged  that  Fullagar  is 
not  entitled  to  receive  a  patent  on  either  of  his  reissue  applications 
and  that  therefore  should  a  decision  in  Emmet's  favor  be  rendered  a 
patent  would  be  issued  to  Emmet  without  his  first  establishing  that 
he  is  the  prior  inventor. 

The  questions  raised  are  all  such  as  could  have  been  considered  in 
the  ex  parte  prosecution  of  FuUagar's  applications  and  which,  if 
finally  decided  adversely  to  him,  would  have  resulted  in  the  rejec- 
tion of  his  claims.  In  such  an  event  it  would  have  been  manifestly 
improper  for  the  Primary  Examiner  to  have  declared  the  interfer- 
ence. The  mere  fact  that  two  parties  claim  the  same  invention  is 
not  sufficient  to  justify  the  declaration  of  an  interference,  but  it 
must  appear  that  each  one  is  entitled  to  claim  it.  If  for  any  reason 
one  of  the  parties  is  barred  from  claiming  the  invention,  then  he 
has  no  more  interest  in  the  other  party's  claim  thereto  than  has  any 
other  member  of  the  public. 

In  Felhel  v.  Aguilar  (C.  D.,  190G,  113;  121  O.  G.,  1012)  and  in 
Fehhf/  V.  XeJson  (C.  D.,  1900,  118;  121  O.  G.,  1347)  a  motion  to 
dissolve  based  on  grounds  similar  to  those  of  Emmet's  motion  and 
to  which  the  same  objections  that  are  raised  by  Fullagar  to  that 
motion  would  have  applied  was  transmitted  and  considered.  It  is 
contended  by  Fullagar  that  in  Wert  v.  Borst  and  Groscop  (C.  D., 
1906,  198;  122  O.  G.,  2062)  a  contrary  holding  was  made,  and  that 
being  later  that  decision  is  controlling.  It  appears,  however,  that 
in  that  case  a  motion  to  dissolve  w^as  brought  after  final  hearing  on 
the  question  of  priority  on  the  ground  that  the  testimony  show^ed 
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such  a  case  of  intervening:  ri^jhts  as  would  bar  a  reissue  to  Borst  and 
Groscop.    This  motion  was  denied  transmission  on  the  ground  that — 

*  *  *  where  the  ovidonce  relating  to  priority  of  Inyentlon  is  before  the 
Office  nnd  the  question  of  a  Htatntory  bar  is  raised  which  applies  to  but  one  of 
two  applications  Involvtnl  in  the  Inference  and  wliich  requires  for  its  determina- 
tion consideration  of  evidence,  and  i)osslbly  further  taking  of  testimony,  such 
detennlnatlon  should  he  postiwned  until  priority  of  Invention  has  been  settled, 
at  least  so  far  as  the  same  can  be  settled  in  this  Office. 

This  decision  followed  the  well-established  practice  that  an  inter- 
ference will  not  be  dissolved  on  grounds  arising  out  of  testimony 
taken  on  the  question  of  priority.  {Paget  v.  Bugg^  C.  D.,  1899,  214; 
89  O.  G.,  134l>.) 

The  facts  in  the  present  case  are  different,  since  the  grounds  alleged 
in  support  of  the  motion  to  dissolve  do  not  arise  out  of  testimony 
which  has  Ikh^h  taken,  but  relate  merely  to  Fullagar's  right  to  the 
claims  in  issue  as  made  out  by  his  application  papers. 

The  def'iHion  of  the  Examin4*r  of  Interferences  is  affirmed. 


Brantingham  /'.  Draver  ani>  Draver. 
patent  ixterferenc^e. 

Devidnl  Ortohcr  16.  VJOl, 
(130  O.  G.,  2720.) 

INTKRFKKF'.NCE — MOTION   TO  DISSOLVE — DELAY    IN    RuiNfilNG ExCUSE. 

Tho  fact  that  ininuM'oiis  nppoals  aiul  petitions  have  been  taken  to  have 
transmit te<l  a  motion  to  dissolve  wliich  was  not  in  proper  form  constitutes 
no  (^xcnse  for  tlic  delay  in  l>rinjrinjr  th(»  motion  in  proi)er  form. 

Appeal  on  Motion. 

CONTROL   DEVICE   FOR   SIFTERS. 

J//\  G^'orr/i'  A\  Klrlc  for  Brant inghani. 

M('ss/%s,  W/'I/iffNist/H  d'  Mcrrhatif  and  Messrs,  Pcnnie  cC*  Goldshor- 
oiifjh  for  Draver  and  Draver. 

1  iH.LiNc.s.  .  1  xsfstant  ( \)t)t nilssifmer : 

This  is  an  appeal  from  a  decision  of  the  P^xaminer  of  Interferem^es 
rernsinir  to  transmit  a  motion  to  dissolve. 

The  motion  to  transmit  was  donieil  on  the  ^rronnd  that  the  motion 
to  dissolve  was  brought  lon<r  after  tlie  time  aUowed  by  the  rules  for 
brin/zinir  snch  motions. 

It  a])i)ears  that  on  May  ol,  11>07.  Brantin<rham  l>roupht  a  motion  to 
dissolv(»  on  the  grounds  of  irreiridarity  in  dechiring  the  interference, 
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non-patentability  of  the  issue,  lack  of  ri^rlit  of  Draver  and  Draver  to 
make  the  claims,  and  non-interference  in  fact.  This  motion  was  trans- 
mitted as  to  the  third  ground,  but  refused  transmission  as  to  the  other 
three  grounds.  The  reason  given  in  support  of  the  ground  of  non- 
interference in  fact  was  that  the  device  shown  in  the  application  of 
Draver  and  Draver  is  inoperative  and  that  therefore  the  issue  is  not 
patentable  to  Draver  and  Draver  and  that  they  have  no  right  to  make 
the  claims. 

The  Examiner  of  Interferences  refused  to  transmit  the  motion  as  to 
this  ground  for  the  reason  that^ — 

It  deals  with  matters  which  should  have  been  alleped  under  the  other  grounds 
of  the  motion. 

From  this  decision  a  petition  was  taken  which  was  treated  as  an 
appeal  and  the  decision  affirmed  in  a  decision  rendered  June  27,  1907, 
in  which  the  following  statement  was  made : 

The  other  ground  as  to  which  the  motion  was  refused  transmission  was  that  of 
non-interference  in  fact.  This  ground  is  based  on  the  allegation  that  Draver  and 
Draver  have  no  right  to  make  the  claims  since  the  device  shown  by  them  is 
inoperative.  As  pointed  out  in  Lizottc  v.  yeuhcrth,  iC.  I).,  1006,  370:  124  O.  G., 
1R42,)  the  facts  alleged  to  show  no  right  to  make  the  claims  can  have  no  bear- 
ing on  the  question  of  non-interference  in  fact  and  this  part  of  the  motion  was 
properly  refused  transmission. 

A  petition  was  then  brought  asking  that  the  Examiner  of  Interfer- 
ences be  directed  to  transmit  the  motion  to  dissolve  as  to  patenta- 
bility and  right  to  make  the  claims.  This  petition  was  denied  on  the 
ground  that  it  was  well  settled  that  non-interference  in  fact  exists 
only  where  the  same  claims  mean  one  thing  in  one  application  and 
another  in  the  other  application,  and  that  the  question  of  operative- 
ness  of  the  Draver  and  Draver  device  can  therefore  have  no  possible 
l)earing  on  the  question  of  non-interference  in  fact. 

The  present  motion  alleges  that  Draver  and  Draver  have  no  right 
to  make  the  claims  corresponding  to  the  counts  of  the  issue.  The 
reasons  alleged  in  support  of  this  motion  are  the  same  as  those  set  up  in 
the  original  motion  under  the  head  of  non-interference  in  fact.  While 
the  motion  is  in  proper  form,  it  is  brought  Icmg  after  the  period 
allowed  by  the  rules  for  bringing  such  motion,  and  the  Examiner  of 
Interferences  was  clearly  right  in  holding  that  no  sufficient  excuse 
had  l>een  given  for  the  delay. 

The  practice  as  to  the  transmission  of  motions  to  dissolve  is  well 
settled,  and  where  a  motion  is  brought  which  in  accordance  with  the 
practice  cannot  be  transmitted  it  is  no  excuse  for  the  delay  in  bringing 
the  motion  in  proper  form  that  numerous  appeals  and  petitions  have 
been  taken  in  an  attempt  to  have  the  original  motion  transmitted. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 
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ElLEEMAN   't     '\     •.   McElJ»T. 
PATZNT   IXTtErEREXCI- 

1.   iMUULKEyCE — 3l0TI->?f     I  OS     DlSS-^ll^TIO.'? — TKA^S  MISSION — RiCHT    TO    MiJCK 

Claim  a^d  DirmarxcE  :?f  Mea^::^':.  or  «?la:ms. 

IThtrPe  iL.  a  mi..::..»a  f •  r  disSi  •:-!:•-::  liie  ricti  '^f  lii*  adverse  partr  to  make 
the  clain-s  in  iss-ie  :s  •ifi.:e»i  a:..i  ::  :>  d".>.'  all^ec^  liat  the  daims  when 
r€ad  ^j^-.-L.  :L-:-  >Tr:5*.:"r>e#  d: >•--!•. r^i  *-r  !!:«•  rvs? •:•.•:: ve  ^snies  have  different 
n:*a::::-irs.  rva'i«»r.>  rv^i^^l  ^i\*-'Zi  L.  > ::  :»'r:  --f  sr:  ■!:  «>-^n:eQtions  beini:  dearly 
r-':L.:el  ■■•-r.  U*i'i  xLax  iLe  :l.«>::-.':i  :•■  .!:as»>:v«.  si»uid  I*  transmined  as  to 
t--:L  CTv-jL.is  .'!*-/.». I ■;  ,  v.  Elir^ir.jm,  js:-.  lii^:  :2>  O.  G-  -ISWL  modified.) 
i  Same — LKss'jLirrioy — •Jlaim?  Havi^.:-  I»:iTEJu:yT  XiiikXixos  i^  Opfosixo 
P.^sr:t.s"  Appi^cat::-:^ — Psact^e. 

Wtere  ::  is  f..ii2d  -r«>:i  l-*>::«>-i  f'-r  d:5s»."^l-::-x:  ihat  the  claims  in  issne 
have  d:?-eTVL.i  ui*^i.izi-z^  l:i  the  -.Ti**  -.^f  "rfce  r«6:«».tiTe  ;;ttrties.  the  E^xaminer 
sby^ld  re»iuire  •:»De  or  l-'Tt  of  tie  d;-pl:oa:its  lo  »?  zno^itr  the  claims  as 
TO  avoid  a  A^QSi-irt  in  :Le  :en::«  e2:;-*.oyt^  lo  dedne  the  neajvciire  inren- 
t  :•■:.«. 

Appil\l  ox  McrnoN. 

v.jt:  y  •:- ii  AC  H :  y  E. 

J/e**/-^.  Bridrord  a-  FIo''*!  i*^T  Eileniian  -jf  '.i/. 

Billings,  .l**?*''*/;'*  f    ■•'-"v*:"  .,- 

This  can?  i-  ivfure  iinf  on  apr-?-;-!-  '-y  Ei'.err.iar.  r  *  :'.  from  two  deci- 
sions of  the  Examint-r  of  iLterf-rvi.  v-  ivfi>::.ij  to  transmit  their  mo- 
tions to  discjolve  as  lu  i.^rtain  CT^ir.:...!-  -ia:e».i  iLer-.  :r..  The  first  motion 
to  disc5olve  was  fiie*!  within  tike  lir.;^  illowevi  bv  Kuie  I±2  and  alleged 
the  followinir  ^n.^wnd- : 

1.  That  MoElroY  had  :.r»  rig^ii  :o  r..ako  the  olainis. 

2.  That  theiv  i-  no  inifrfeivr.vv  :::  fa.r. 

3.  That  the  .claims  haw  .iitftrP:?:.:  ir.ear.ir.jr-  ::.  :he  oa?es  of  the  re- 
spective panies. 

This  motion  wa-  tran-miitr»i  j\v  the  Ex:i:i:::>  r  o:  Interferences  as 

to  that  part  alleirinir  that  MoElrvy  l::i.l  :.-  ri^.i:  to  :v.ake  the  claims 

and  was  denied  tran>Ri:->:i'i.  a-  t.*  :;.v  !v:::i\i:.:!.5r  iirx^unds,  for  the 

reason  that  no  otht-r  -huwinir  ^':i''  n.n  iv  ::.  rv-:y\:  :.^  these  grounds 

'^'tanthat  relied  upon  in  ..•.•nn«-.t:":.  ^v::li  tl.r-  Iv::::!*.  .'f  McElnn-'s  risrht 

nake  the  claims.    Th»*  •i»r'.'>:«'n  •  i  liio  KxaiiL.i.t-:     f  I::terfen*nce>  in 

dug  to  transmit  the  lirst  ni«»ti«':.  :i-  i"  tlu>r  iin^unds  was  clearly 

;  and  is  at!irme«i. 

Iisequently  Eilennan  r*   '\  piv-r?nt»>i  :i  :::oti»>n  t»^  transmit  the 

id  motion  i«>  dissi^he.  statir^:  ni"rt  filly  :he  ^rr/^unds  iip^Mi  which 

dpcund  and  ihirvl  pans  i>f  tht*  iiriuii-.^I  i:;-::-^!.  were  luse\i.     The 

aainer  of  Interferences  v . •r.>:'.u tv-v  i'..e  ^\.  -^^  a.jl  a\  ^s.cus*?  of  the 
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delaj  in  presenting  this  motion  to  be  sufficient,  but  denied  transmission 
of  the  motion  as  to  the  first  ground,  for  the  reason  that  the  question  of 
interference  in  fact  is  no  longer  a  part  of  the  grounds  enumerated  in 
Bole  122.  It  appears  that  this  conclusion  is  now  acquiesced  in  by  the 
appellant.  He  also  refu-^l  to  transmit  the  motion  as  to  the  second 
ground,  because  it  was  not  aooimpanietl  by  a  statement  of  reasons  in 
.support  thereof,  as  required  l»y  the  decision  of  CKtshman  v.  Edvcards. 
iantt.  120:  12S  O.  G.,  4.>>. » 

The  invention  in  issue  is  an  improvement  in  voting-machines,  and  it 
appears  from  the  statement  of  grounds  in  the  second  motion  for  disso- 
lution that  the  claim  as  read  upon  McElroy's  device  refers  to  the  actu- 
ation of  certain  mechanisms  in  such  a  manner  that  it  will  be  fully  oper- 
ated only  when  the  voter  leaves  the  booth,  while  as  disclosed  in  the  ap- 
plication of  Eilerman  tt  nl.  the  actuation  of  corresponding  mechanism 
occurs  while  the  voter  remains  within  the  booth.  It  is  therefore  urged 
by  Eilerman  tt  aL  that  if  the  Primary  Examiner  should  hold  that  the 
language  of  the  issue  sufficiently  defines  McElroy*s  invention,  then 
the  claims  in  issue  when  read  upon  the  different  structures  must  have 
a  different  meaning  in  the  respective  applications  and  the  interfer- 
ence should  be  dissolved  for  that  reason. 

If  the  motion  for  dissolution  is  transmitted  only  as  to  the  denial 
of  the  right  of  one  of  the  parties  to  make  the  claims,  such  party's 
ease  is  alcMie  considered  in  respect  to  the  applicability  of  the  language 
to  the  structure  disclosed  in  that  application.  In  cases  of  this  char- 
it  is,  however,  necessary  that  the  terms  of  the  issue  should  be 
in  the  light  of  each  party *^  application,  and  it  i^^  for  this 
raasoii  that  it  is  urged  that  the  present  motion  should  \y^  transmitted. 

Tlie  actioii  of  the  Examiner  of  Interferences  in  refusing  to  trans- 
loit  :i,i  .'-  ..:-l:  :„  l:.  .q  for  dissolution  was  in  accordance  with  the 
itm  of  Cwihrnan  v.  Edward^^.  ^upra.  in  which  it  is  pointed  out 


In  Ecite  122  for  dlamlotioa  npoo  tbe  izroasil  of  difference  In 
tli9^  nipsiilaa fif  eMiiDs  wmi  placed  there  to  corer  a  cleflnn^at  ela«ss  i.f  oa^es  which 
t^ffifftlkml  fiTihlrmflrin^  show  may  ari^e.  but  which.  In  fact,  are  uf  very  rari> 
€Jitiirrwoca>  Ta  \^aiMy  tnnsmissioD  of  a  motion  hn:tns:ht  'i\:»i\  thifs  smiund. 
|k«  allggi  lodlcatini^  something  more  than  a  {•:*sisil>:*^  lark  ^f  ri^rht 
i«  tte  paft  of  ^w«r  ttie  other  of  the  r^rties  to  use  the  lanziia:;*^  of  the  claim 

It  i»  believed  that  this  principle  is  not  applicable  ii»  a*I  cases.     In- 

aiT  Deres&arily  between  inventions.     Claim-  are  verbal 

ilojed  to  express  the  exteiii  of  the  applicant"-  allege*!  in- 

and  wh«n  broad  terms  are  employed  they  may  i?over  >truc- 

videly  different  in  detail  and  wkicli  ilu  n<»t  j^nxluce 

we^ts  in  >ul/^tantially  the  -aiiic  maiiri»fr.    The  n-al 

fnA^  of  the  claim  may  not  J)e  jppareni  wli*:ii  viewed 

at  thv  discltfrure  of  uiw  v*'^^>'-    ^^  ^"^  Xj^Xv^n^- 
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therefore,  that  the  best  practical  results  will  he  obtained  by  permit- 
ting a  party  when  moving  to  dissolve  an  interference  not  only  to 
raise  the  question  of  the  right  of  the  other  party  to  make  the  claims 
of  the  ivssue,  but  also  the  (juestion  of  the  meaning  of  the  claims  when 
applied  to  the  respective  structures  involved.  The  reasons  relied 
upon  in  support  of  these  contentions  must,  of  course,  be  clearly  stated 
in  the  motion  in  accordance  with  the  well-settled  practice.  The 
motion  should  in  such  cases  be  transmitted  in  order  that  the  Primary 
Examiner  may  consider  the  applicability  of  the  terms  of  the  claims 
to  the  devices  of  the  respective  parties  in  connection  with  his  consid- 
eration of  the  right  of  one  of  the  parties  to  make  the  claims  in  issue 
in  order  that  he  may  more  correctly  reach  a  determination  of  the 
real  question  at  issue — viz.,  whether  the  interference  should  be  dis- 
solved. 

Where  it  is  foimd  that  the  claims  have  different  meanings  in  the 
cases  of  the  respective  parties,  the  Examiner  should  require  one  or 
both  of  the  applicants  to  so  modify  the  claims  as  to  avoid  conflict,  in 
accordance  with  the  holding  in  the  decision  of  the  Court  of  Appeals 
of  the  District  of  Columbia  in  Podlesak  and  Podlesak  v.  Mclnnemey^ 
(C.  D.,  1906,  558;  120  O.  G.,  2127,)  which  i^  as  follows: 

We  think  neither  party  is  entitled  to  a  claim,  for  the  feature  here  In  con- 
troversy, which  shall  dominate  the  other.  It  wonld  seem  that  the  claims 
presented  by  both,  and  made  the  issue  of  this  interference,  should  be  so  re- 
formed tliat  each  should  have  a  si)ecinc  claim  providcnl  eacli  can  draw  a  claim 
that  avoids  the  reference.  AVe  do  not  mean  to  hold  that  appellant's  claim, 
which  has  been  held  patentable,  is  not  patentable  as  read  in  the  light  of  their 
specification.  If,  as  we  think,  the  claim  read  in  the  light  of  their  si)ecifioatiou 
means  one  thing,  and  the  same  claim  read  in  the  light  of  appellee's  s[)eciflcation 
means  another  the  same  i)lirase()l<)gy  should  not  be  employe<l. 

Vov  the  reasons  above  stated  it  is  believed  that  the  showing  made 
by  Eilerman  et  ah  in  connection  with  the  ground  alleging  different 
meanings  of  the  claims  in  the  applications  of  the  respective  parties 
is  sufficient  to  warrant  the  transmission  of  the  second  motion  as  to 
this  ground. 

The  decision  of  fhe  Ea'aininer  of  I nterfvtrnces  is  reversed  to  this 
extent. 


ArXKK   /'.  l^EIIHE,  Jk. 
Dvchh'd  May  7.5,  imn. 

(131  ().  (;.,  ano.) 

INTKRFERENCE — MOTION  TO  DlSSOLVK — DfLLAY  IN   HRINGING  EXCUSED. 

A  delay  of  seven  <lays  in  filing  an  amendetl  motion  to  dissolve,  curing 
(>l)j(Kti<>ns  relating  to  indetinitenc^ss  of  the  a  litigations  of  a  prior  motion, 
may  be  exonscnl  where  it  appears  that  the  first  motion  attempted  in  good 
faith  to  comply  witli  the  practice  (►f  the  Oliice. 

\PPEAL  ox  Motion. 
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CABLK-IIANQEB. 

Messrs.  Thurston  c&  Woodwat^d  for  Auxer. 

Messrs.  Owen  d;  Owen  and  Messrs,  Church  d'  Church  for  Peirce,  Jr. 

Moore,  Acting  Commissioner: 

This  is  an  appeal  by  Auxer  from  the  decision  of  the  P^xaminer 
of  Interferences  refusing  to  transmit  his  motions  to  dissolve  the 
interference. 

Auxer's  motion  for  diasohition  filed  February  25,  1907,  in  response 
to  an  order  to  show  cause  why  judgment  on  the  record  should  not  ha 
rendered  against  him,  alleged  the  non-patentability  of  each  count  of 
the  issue  in  view  of  a  large  number  of  domestic  and  foreign  patents 
cited.  This  motion  was  brought  within  the  proper  time,  but  was 
properly  refused  transmission  by  the  Examiner  of  Interferences  on 
the  ground  that  the  motion  is  indefinite  in  that  it  fails  to  specify  what 
particular  patents  are  to  be  urged  against  the  respective  counts  or  are 
to  be  combined  .together  to  sho^^  anticipation. 

Seven  days  from  the  date  of  the  above  decision  of  the  Examiner  of 
Interferences  Auxer  filed  an  amended  motion  to  dissolve.  The  form 
of  this  motion  was  not  objected  to  by  the  Examiner  of  Interferences: 
but  he  refused  transmission  on  the  ground  that  it  was — 

filed  late  and  is  nccomi>aiiie<l  by  no  roasons  to  show  why  a  specific  motion  was 
not  fllwl  In  the  first  place. 

The  motion  is  accompanied  by  the  affidavit  of  counsel  that  it  is  filed 
in  good  faith  and  not  for  the  purpose  of  delay  and  that  the  former 
motion  to  dissolve  was  thought  at  the  time  it  was  filed  to  set  forth 
with  sufficient  particularity  the  grounds  for  dissolution  in  view  of  the 
simple  nature  of  the  invention  involved. 

Allowing  for  the  time  required  for  transmission  in  the  mails,  this 
motion  was  filed  promptly  after  the  decision  of  the  Examiner  of  In- 
terferences refusing  to  transmit  the  prior  motion.  Reference  to  the 
former  motion  shows  that  appellant  considered  the  patents  cited  by 
him  as  divisible  into  two  groups,  and  he  stated  how  he  proposes  to 
combine,  the  two  groups  to  anticipate  the  counts;  but  he  failed  to 
specify  which  patents  constitute  the  respective  groups.  The  simple 
character  of  the  invention  is  admitted  by  the  opponent.  In  view  of 
this  attempt  to  apply  the  references,  the  promptness  with  which  the 
second  motion  was  filed,  and  the  fact  that  refusal  of  the  motion  will 
be  fatal  to  appellant's  case,  it  is  thought  the  last  motion  to  dissolve 
should  be  transmitted  to  the  Primarj^  Examiner. 

The  decision  of  the  Examiner  of  Interferences  iS  rerersed  as  to  the 
amended  motion  and  (S  aprmcd  as  to  the  prior  motion. 
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COLLOM    V.    ThURMAN. 

PATENT   INTERFERENCE. 

Decided  June  2t,  19(n. 

(131  O.  G.,  359.) 

INTEBFEBENCE — CONSTRUCTION   OF  JSSUE — EQUIVALENTS. 

Where  the  claim  In  issue  calls  for  a  **  plurality  of  blast  nozzles,"  a  device 
which  has  an  **  oscillating  blast-nozzle  "  cannot  be  considered  as  a  reduc- 
tion to  practice  on  the  ground  that  It  Is  an  equivalent.  In  the  consideration 
of  an  interference  the  Patent  Office  is  no  more  competent  than  the  courts 
to  say  that  an  element  which  an  applicant  has  placed  in  his  claims  is  an 
Immaterial  one.     (Streat  v.  Freckletan,  C.  D.,  1899,  85;  87  O.  G.,  696.) 

Appeal  from  Examiners-in-Chief. 

PNEUMATIC  RENOVATOR. 

Mr,  H.  aS.  Bailey  and  Messrs.  Byrnes  &  Towixsend  for  CoUom. 
Messrs.  Ilif/don  ct*  Longaii  and  Mr.  John  S.  Barker  for  Thurman. 

Moore,  C oinmissioner : 

This  is  an  appeal  by  Collom  from  a  decision  of  the  Examiners-in- 
Chief  affirming  a  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  invention  to  Thurman  upon  the  following  issue: 

1.  In  a  pneumatic  renovator,  the  combination  with  a  casing,  of  a  plurality 
i»f  blast-nozzles  carried  by  said  casing,  and  an  extensible  handle  connected  with 
said  casing  and  provided  with  an  air-supply  conduit,  said  handle  having  two 
members,  one  longitudinally  movable  relative  to  the  other  and  said  handle 
comprising  a  valve  situated  outside  said  casing,  said  valve  being  governed  by 
the  longitudinal  movement  of  one  of  said  members. 

2.  In  a  pneumatic  renovator,  the  combination  with  a  casing,  of  a  plurality  of 
blast-nozzles  carried  by  said  casing,  and  a  telescoi)lc  handle  connected  with  said 
casing  and  i)rovided  with  an  air-supply  conduit,  said  handle  having  two  mem- 
l>ers,  one  telescoping  the  oth(»r  and  said  handle  comprising  a  valve  situated  out- 
side said  casing,  said  valve  being  governetl  by  the  telescopic  movement  of  one  of 
said  members. 

;{.  In  a  pneumatic  renovator,  the  combinaticm  with  a  casing,  of  a  plurality  of 
blast-nozzles  carried  by  said  casing,  a  hollow  meml)er  having  ports  communi- 
cating with  said  nozzles,  and  a  second  hollow  member  sliding  in  said  flrst- 
iiamed  member  and  provided  with  i)orts  adai)ted  to  successively  register  with 
tlitt  iM)rts  in  said  first-named  member. 

4.  In  a  carjiet-renovator,  a  casing  having  blast-nozzles  and  air-|>nssages  head- 
ing to  said  nozzles,  a  handle  formetl  of  two  nienU)ers.  one  of  which  Is  movable 
relative  to  the  other,  and  an  air-valve  controlling  said  passages  and  actuated  by 
said  movable  nieniber. 

5.  In  a  carpet-renovator,  a  casing  having  blast-nozzles  and  air-i)assages  lead- 
ing to  said  nozzles,  a  handle  formed  of  two  members,  one  of  which  Is  movable 
relative  to  the  other,  an  air-valve  controlling  said  i)assages  and  actuated  by 
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said  movable  member,  aud  meaus  for  limiting  the  operative  stroke  of  said 
movable  member. 

6.  In  a  carpet-renovator,  a  casing  having  blast-nozzles  and  air-passages  lead- 
ing to  said,  nozzles,  a  handle  formed  of  two  members,  one  of  which  is  movable 
relative  to  the  other,  an  air-valve  controlling  said  passages  and  actuated  by 
said  movable  member,  aud  abutments  for  limiting  the  reciprocatory  movement 
of  said  movable  member  and  valve. 

7.  In  a  carpet-renovator,  a  casing  having  blast-nozzles,  a  handle  consisting  of 
two  meml)ers,  one  of  which  is  reciprocally  mounted  within  the  other,  said  reno- 
vator having  an  inlet-port  aud  air-passages  extending  from  said  port  to  said 
blast-nozzles,  and  a  valve  connected  to  the  reciprocatory  member  of  said  handle 
and  arranged  to  control  said  air-passages. 

Thurman  has  taken  no  testimony  and  is  therefore  restricted  to 
his  record  date,  November  5,  1904:.  CoUom  in  his  preliminary  state- 
ment alleged  conception,  disclosure,  and  the  making  of  drawings 
about  May  19,  1902,  the  making  of  a  model  about  February  14,  1903, 
and  a  reduction  to  practice  on  December  20,  1904. 

The  Examiner  of  Interferences  held  that  CoUom  had  not  proved 
reduction  to  practice  prior  to  Thurman's  filing  date,  that  the  testi- 
mony tending  to  show  conception  by  Collom  prior  to  that  date  was 
not  satisfactory,  but  that  if  it  be  held  to  so  establish  conception  Col- 
lom was  not  diligent  in  reducing  the  invention  to  practice  just  prior 
to  Thurman's  record  date  and  subsequent  thereto.  The  Examiners- 
in-Chief  held  that  CoUom  had  proved  no  date  sufficiently  early  to 
overcome  Thurman's  filing  date. 

Collom  has  introduced  in  evidence  as  "  Exhibit  No.  3  "  and  "  Ex- 
hibit No.  5  "  two  machines  which  are  alleged  to  embody  the  inven- 
tion in  issue. 

Exhibit  No.  3  comprises  a  casing  having  therein  an  oscillatory 
drum  provided  with  a  single  slot  from  which  the  blast  of  air  is  pro- 
jected upon  the  carpet  in  alternate  directions  as  the  drum  is  oscil- 
lated in  consonance  with  the  backward-and-forward  movement  of 
the  renovator.  Branch  pipes  lead  from  the  main  air-supply  pipe  to 
each  end  of  this  drum,  a  flexible  branch  pipe  connecting  the  main 
air-supply  pipe  to  the  outer  member  of  the  handle  of  the  renovator. 
Manifestly  the  exhibit  is  not  an  embodiment  of  the  invention  set 
forth  in  counts  1,  2,  and  3  of  the  issue,  each  of  which  includes  as  an 
element  "  a  plurality  of  blast-nozzles  carried  by  said  casing,"  nor 
of  counts  4,  5,  6,  and  7,  each  of  which  includes  as  an  element  "  a 
casing  having  blast-nozzles  and  air-passages  leading  to  said  nozzles." 

It  is  urged  that  this  exhibit  should  be  considered  ,a  reduction  to 
practice  because  the  oscillating  blast-nozzle  is  the  eciinvalent  of  two 
nozzles  facing  in  opposite  directions;  but  in  the  consideration  of  an 
interference  the  Office  is  no  more  competent  than  the  courts  to  say 
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that  an  element  which  an  applicant  has  placed  in  his  claims  is  an 
immaterial  one.    (Sfrcaf  v.  Frcckleton,  C.  D.,  1899,  85 ;  87  O.  G.,  695.) 

In  view  of  the  holding  that  this  exhibit  does  not  embody  the  inven- 
tion in  issue  it  is  unnecessary  to  consider  the  testimony  as  to  the  time 
when  it  was  made  and  tested. 

Exhibit  No.  5  is  the  renovator  shown  in  CoUom's  application  in 
interference  and  embodies  the  invention  in  issue. 

Collom  testifies  that  work  on  this  machine  was  begun  about  Novem- 
ber 30,  1904,  and  that  the  machine  was  completed  and  put  in  opera- 
tion before  Christmas  of  that  year.     (Qs.  180-182.) 

The  only  other  witness  who  testified  with  any  definiteness  as  to  the 
date  when  work  on  this  machine  was  started  and  when  the  machine 
was  completed  is  Nock,  in  whose  shop  it  was  constructed. 

Tabor  and  Crawford  each  testifies  that  he  was  familiar  with  the 
machine  and  its  operation :  but  neither  fixes  the  time  when  he  first  saw 
it  used.  Each  of  them  testified  that  he  could  fix  this  time  by  reference 
to  certain  books,  (Tabor,  Q.  24:  Crawford,  Q.  15;)  but  these  books 
were  not  produced,  nor  did  either  witness  testify  to  having  looked  up 
the  entries  therein  to  which  he  had  referred. 

Nock  testifies  that  he  commenced  work  on  "Exhibit  No.  5  ^  October 
1,  1904,  and  that  it  was  completed  not  later  than  December  7,  1904. 
(Qs.  20-21.)  He  does  not  say  how  he  fixes  these  dates.  No  bill  for 
this  Avork  is  produced,  and  he  makes  no  reference  to  an  entry  in  his 
books,  although  it  is  apparent  from  his  answer  to  question  6,  when 
testif\'ing  as  to  '*  Exhibit  No.  3,'"  that  he  had  books  to  which  reference 
could  have  l)een  made.    . 

This  testimony  is  clearly  insufficient  to  establish  that  work  was 
commenced  on  **  Exhibit  No.  5  "  earlier  than  November  30,  1904, 
which  according  to  Collom's  preliminary  statement  and  his  testi- 
mony is  the  time  when  he  began  work  on  this  machine. 

It  is  therefore  not  necessary  to  consider  the  testimony  oflFered  to 
establish  conception  and  dihclosure  by  Collom  prior  to  Thurman's 
record  date.  If  this  testimony  is  not  sufficient  to  establish  such  con- 
ception, then  Collom  was  the  last  to  conceive  and  the  last  to  reduce 
to  practice.  If  it  is  sutlicient,  then  Collom.  while  the  first  to  con- 
(*eive,  was  the  last  to  reduce  to  practice,  and  there  is  no  testimony  to 
show  that  he  was  diligent  at  the  time  Thurman  filed  his  application 
nor  at  any  time  sHbse<]uent  thereto  until  he  commenced  work  on 
"  Exhibit  No.  5."     In  neither  cast^  can  Collom  prevail. 

The  decision  (»f  the  Examiners-in-Chief  awarding  priority  of 
invention  t(T Thurman  ti^  ajfirmtd. 
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Crouse-Hinds  Company  v,  Appleton  Electric  Company. 

opposition. 

Decided  September  25,  1901. 
(131  ().  (1.,  3(K).) 

1.  Tbade-Mabks — Opposition — Dissimilabity  of  Marks — Demubbeb. 

Held  that  trade-marks  for  electric- wiring  pur|K)se  consisting  of  the 
words  "Wirelets"  and  *' Condulots '*  are  not  so  similar  in  appejirance  as 
to  deceive  a  purcliaser  using  reasonable  care  and  diligence  in  the  selection 
of  the  goods  and  that  a  deoiurrer  to  the  notice  of  opiK)Sition  was  proi»erIy 
sustained. 

2.  Same — Same — Same — ITnfaib  Competition  in  Tbade  Not  Considebed. 

The  question  of  unfair  comi>etition  in  trade  cannot  be  considered  in  an 
opposition  proceeding. 

Appeal  from  Examiner  of  Interferences. 

outlet  bushing  fob  electbic-wibino   purposes. 

Mr.  Arthur  E.  Parsons  for  Crouse-Hinds  Company. 
Mr.  Luther  L.  Miller  for  Appleton  Electric  Company. 

MooRE,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences sustaining  the  demurrer  of  the  Appleton  Electric  Company  and 
dismissing  the  notice  of  opposition  filed  by  the  Crouse-Hinds  Com- 
pany on  the  ground  that  the  trade-mark  of  the  applicant  does  not 
so  nearly  resemble  the  trade-mark  of  the  opposer  as  to  cause  con- 
fusion in  the  mind  of  the  public  or  as  to  deceive  purchasers.  The 
trade-mark  sought  to  be  registered  by  the  applicant  is  the  word 
''Wirelets"  for  outlet-bushings  for  electric-wiring  purposes.  The 
trade-mark  of  the  opposer  is  the  word  "  Condulets."  These  trade- 
marks are  applied  in  the  same  manner  to  goods  which  are  sub- 
stantially identical  in  construction.  It  is  urged  that  the  trade-marks 
have  the  same  suggestive  meanings,  "wire-outlets"  and  "conduit- 
outlets  "  each  signifying  an  outlet  for  electrical  conductors,  and  that 
the  manner  in  which  the  marks  are  applied  to  articles  of  the  same 
construction  is  calculated  to  cause  confusion  in  the  mind  of  the  public. 
In  the  notice  of  opposition  it  is  alleged  that  actual  confusion  in  trade 
has  Ijeen  caused  by  the  similarity  of  these  marks.  Tt  is  therefore 
contended  that  the  demurrer  should  have  been  overruled  and  the 
applicant  required  to  answer  the  notice  of  opposition,  so  the  opposer 
jnight  present  testimony  relative  to  this  confusion  in  trade. 

The  questions  whether  the  goods  of  the  opposing  parties  are  iden- 
tical and  whether  the  marks  are  applied  to  such  goods  in  the  same 
manner  by  the  opposing  parties  relate  to  unfair  competition  in 
trade,  and  it  is  not  a  matter  Avhich  can  be  settled  in  opposition  pro- 
ceedings. 
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The  similarity  of  appearance  in  the  words  "  Wirelets  "  and  "  Con- 
dulets  "  is  not  in  my  opinion  such  as  would  deceive  an  ordinary  pur- 
chaser using  reasonable  care  and  diligence  in  the  selection  of  the 
goods.  In  the  case  of  Hall  and  Ruckel  v.  Ingram  {post^  441;  126 
O.  G.,  759)  the  Court  of  Appeals  of  the  District  of  Columbia  said: 

Two  trade-marks  are  substantially  the  same  if  tlie  resemblance  would  deceive 
an  ordinary  purchaser  giving  such  attention  as  he  usually  gives  in  making 
a  purchase  and  to  cause  him  to  purchase  one  article  mistaking  it  for  the  other. 
(See  Oorham  Comimny  v.  White,  2  O.  G.,  592;  14  Wall.,  511;  McLean  v.  Flem- 
ing, C.  D.,  1878,  202:  13  O.  G.,  013;  96  U.  S.,  250;  Oainrs  v.  Carlton  Importation 
Company,  C.  D.,  1906,  731;  123  O.  G.,  1994:  -27  App.  D.  C,  574;  Buchanan- 
Anderson-Xelson  Company  v.  Breen  <t  Kennedy,  C.  D.,  1906,  750;  124  O.  G.,  322; 
27  App.  D.  C,  574.) 

While  in  the  present  case  the  marks  may  possibly  be  considered 
as  remotely  having  the  same  suggestion,  it  is  not  believed  that  this 
is  sufficient  in  view  of  the  difference  in  appearance  and  sound  of  the 
respective  words  to  cause  an  ordinary  purchaser  to  mistake  the  goods 
of  one  manufacturer  for  those  of  the  other. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Lewis  and  Bros.  Company   r.  Phoenix  Paint  and  Varnish 

Company. 

trade-mark  interference. 

Decided  August  3,  1907. 

(131  O.  G.,  361.) 

1.  Trade-Mark   Interference — Re-Formatton   of    Issue. 

Whore  the  issue  of  a  trade-mark  interference  is  declared  to  be  for 
"mixed  paints"  it  should  not  be  re-formed  so  as  to  read  "ready-mixed 
paints"  wlien  one  of  the  parties  does  not  use  the  words  "ready-mixed 
paints"  to  define  the  jroods  upon  which  the  marlv  is  used. 

2.  Same — Same  Class  of  Goods — (Considered  at  Final  Hearing. 

The  question  whetlier  tlie  ^oods  to  which  a  marli  forming  the  issue  of  an 
interference  lias  heen  applied  by  the  respective  parties  are  of  the  siime 
descriptive  prr)perties  is  a  questiou  which  may  be  decided  by  the  £!xaminer 
of  Interferences  at  final  hearing. 

ArPEAL  from  Examiner  of  Interferences. 

trade-mark  for  paints. 

Mr,  Franc'iH  M.  Phelps  for  Lewis  and  Bros.  Company. 

Mr.  T.  W.  Johnso}i  for  Phoenix  Paint  and  Varnish  Company. 

Billings,  Arfi/u/  ('(nnmissioncr. 

This  is  an  appeal  by  the  l*hoenix  Paint  and  Varnish  Company 
from  the  decision  of  the  Examiner  of  Interferences  dismissing  its 
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motion  to  re-form  the  issue  without  prejudice  to  the  moving  party  to 
urge  the  subject-matter  thereof  at  final  hearing. 

The  issue  of  the  above  interference  is  the  word  "Phoenix"  for 
mixed  paints.  The  testimony  has  been  taken.  It  is  now  desired  by 
the  Phoenix  Paint  and  Varnish  Company  to  change  the  issue  from 
"  mixed  paints  "  to  "  ready-mixed  paints."  It  appears  from  the  rec- 
ord that  the  issue  was  made  "'  mixed  paints "  by  the  Examiner  of 
Trade-Marks  upon  consideration  of  the  definitions  of  the  goods 
respectively  used  by  the  parties  to  this  interference.  In  support  of 
the  motion  it  is  urged  that  the  testimony  taken  in  the  interference 
shows  "  mixed  paints  "  and  "  ready-mixed  paints  "  to  be  goods  of  dis- 
tinctively different  characteristics.  An  inspection  of  the  respective 
files,  however,  shows  that  while  the  Phoenix  Paint  and  Varnish  Com- 
pany claims  the  use  of  the  mark  as  applied  to  "  ready-mixed  paints 
and  stains,  japans  and  varnishes  "  the  John  T.  Lewis  and  Bros.  Com- 
pany claim  the  use  of  the  mark  applied  to  "  mixed  paints,  white  zinc 
and  pigments  other  than  white  lead  used  for  paints,  in  Class  16, 
Paints  and  painters'  materials."  It  is  therefore  seen  that  John  T. 
Lewis  and  Bros.  Company  do  not  use  the  words  "  ready  mixed  paints  " 
to  define  the  goods  upon  which  their  trade-mark  is  used.  Obviously 
it  would  not  be  proper  to  change  the  issue  so  as  to  specifically  exclude 
the  goods  now  claimed  by  John  T.  Lewis  and  Bros.  Company.  It  is 
believed  that  the  issue  as  it  now  stands  clearly  defines  those  goods 
used  by  both  parties  which  have  common  characteristics. 

It  is  to  be  noted  that  the  Examiner  of  Interferences  has  jurisdiction 
to  decide  at  final  hearing  the  question  raised  upon  this  motion — 
namely,  whether  "  mixed  paints "  and  "  ready  mixed  paints "  are 
goods  of  different  descriptive  properties,  for  the  trade-mark  statute 
provides  for  the  determination  of  the  question  of  the  "  right  of  regis- 
tration to  such  trade-mark."  The  trade-mark  statute  gives  a  much 
larger  jurisdiction  than  the  patent  statute,  which  merely  provides  for 
the  determination  of  the  question  of  priority. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex   PARTE    HeRBST. 

APPLICATION    FOR    PATENT. 

Decided  Oetoher  /6',  1901, 

(131  O.  G.,  ;^(n.) 

Rejection — Explanation  of  (J rounds  of  Uf:jection  by  EIxaminers. 

Where  in  answer  to  a  rejection  by  the  Examiner  giving  a  fair  statement 
of  his  reasons  for  rejection  the  applicant  resinrnds  by  fnlly  stating  what  he 
considered  to  be  disclosed  in  the  references,  what  he  considered  to  be  cov- 
ered by  the  rejected  claims,  and  why  such  claims  were  not  anticipated 
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and  requests  a  further  statement  from  the  Examiner  as  to  the  bearing  of 
the  references  uix)n  the  broadest  claim  presented,  the  Examiner  should 
not  finally  reject  merely  uiwn  the  reasons  formerly  stated,  but  he  should 
make  a  further  statement  of  the  reasons  of  rejection  in  the  light  ^of 
applicant's  argument. 

On  Petition. 

APPARATUS   FOB   COOLING    SYBUP-CANS    OF    SODA-FOUNTAINS. 

Mr.  E,  G,  Siggers  and  Mr.  11.  F.  Riley  for  the  applicant. 

Billings,  Assistant  Commissioner: 

This  is  a  petition  that  the  final  rejection  entered  in  the  case  be 
withdrawn  and  the  references  cited  l)e  more  fully  explained. 

The  record  shows  that  the  Examiner  rejected  certain  claims  in  this 
application  on  certain  specified  patents,  and  he  gave  a  fair  statement 
of  his  reasons  for  the  rejection.  The  applicant  responded  by  filing 
a  paper  in  which  he  quite  fully  stated  what  he  considered  to  be  dis- 
closed in  the  references  and  what  he  considered  to  be  covered  by  the 
claims  which  were  rejected,  and  he  pointed  out  why,  in  his  opinion, 
the  references  did  not  meet  the  claims.  lie  also  asked  for  a  further 
statement  from  the  Examiner  as  to  the  bearing  of  the  references  upon 
the  broadest  claim  presented.  The  Examiner  responded  by  stating 
that  the  reasons  for  rejection  were  so  fully  stated  in  the  first  Office 
letter  that  any  additional  statement  was  unnecessary,  and  he  finally 
rejected  the  claims.  In  the  present  condition  of  th^  case  there  is 
nothing  for  the  applicant  to  do  but  to  appeal  to  the  Exammers-in- 
Chief. 

While  it  is  not  incumbent  upon  the  Office  to  answer  all  the  argu- 
ments presented  by  counsel  in  the  prosecution  of  his  case,  yet  the 
prosecution  of  the  case  should  be  so  conducted  as  to  i>ermit  a  fair 
chance  for  the  amendment  of  the  claims  after  the  decision  of  the 
Office  is  made  clear.  In  this  particular  case  it  is  believed  that  the  ap- 
plicant was  entitled  to  a  further  statement  of  the  reasons  for  rejec- 
tion in  the  light  of  his  argument,  so  that  he  might  amend  or  request  a 
reconsidei'ation  in  view  of  fui'ther  argument. 

The  petition  is  granted. 


Papendell  y.  Bunnell  x\  Reizenstein   r.  (taisman  v.  Gillette. 

PATENT    INTEKFEKENCE. 
Dcciilrd  October  2.9,  1007. 

(i:n  o.  <;.,  3G2.) 

1.    INTKRFKRENCE — MOTION    TO    DISSOLVE — (JROUND    OF    NON-PaTEN'TABILITY    BaREO 

ON  Art  to  i:k  Scbsequently  Cited — Transmission. 
II rid  that  a   motion  to  dissolve  an  interference  on  the  Ki'onnd  that  the 
"Claims  in  issue  are  not  patentable  in  view  of  certain  patents  and  others 
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which  **  will  be  cited  more  than  five  days  before  the  hearing  *'  should  not 
be  transmitted.     Rule  122  requires  that  the  motion  for  dissolution  must 
*' contain  a  full  statement  of  grounds  relied  upon.*' 
2.  Same — Motion  to  Dissolve  Brought  in  Answer  to  Order  to  Show  Cause 
Under  Rule  314  May  Be  Transmitted. 
The  fact  that  a  record  judgment  may  be  rendered  against  a  Junior  party 
under  the  provisions  of  Rule  114  does  not  preclude  him  from  presenting 
motions  for  dissolution. 

Appeal  on  Motion. 

safety-razor. 

Messrs.  Redding^  Kiddle  <t  Greeley  for  Papendell. 

Messrs.  Redding^  Kiddle  cfc  Greeley  and  Mr.  A.  P.  Greeley  for 
Bunnell. 

Messrs.  Wiedersheim  cfc  Fairbanks  for  Reizenstein. 

Mr.  T.  F.  Bourne  for  Gaisman. 
.  Mr.  E.  D.  Chadwick  and  Messrs.  Bacon  d&  Milans  for  Gillette. 

Billings,  Assistant  Commissioner: 

This  case  is  before  me  upon  appeals  by  Bunnell  from  the  decision  of 
the  Examiner  of  Interferences  denying  the  transmission  of  his  mo- 
tion for  dissolution;  by  Reizenstein  from  the  denial  of  the  transmis- 
sion of  one  motion  for  dissolution  and  also  from  the  denial  of  the 
transmission  in  part  of  a  second  motion  for  dissolution,  and  by  Gil- 
lette from  the  decision  of  the  Examiner  of  Interferences  transmitting 
Reizenstein's  second  motion  in  part. 

The  transmission  of  the  motion  for  dissolution  by  Bunnell  was 
denied  upon  the  ground  that  the  allegations  upon  which  the  motion 
was  based  were  not  sufficiently  specific*.  The  grounds  alleged  in  that 
motion  were  irregularity  in  declaration  of  the  interference,  that  the 
counts  have  different  meanings  in  the  cases  of  the  different  parties, 
and  that  the  issue  of  the  interference  was  not  patentable — 

*  •  •  in  view  of  the  prior  state  of  the  art,  part  of  which  is  set  forth  in 
United  States  Letters  Patent  No.  375.592,  dated  December  27,  1887,  and  granted 
to  A.  S.  Aloe.  Further  matter  showing  the  state  of  the  art  wiU  be  cited  more 
than  five  days  before  the  hearing  on  this  motion  as  soon  as  found. 

No  sufficient  reasons  were  alleged  in  support  of  the  first  and  second 
grounds  of  this  motion,  and  its  transmission  was  properly  denied  as 
to  these  grounds.  In  respect  to  the  third  ground  of  the  motion  it  is 
to  be  noted  that  but  one  patent  is  cited.  There  is  a  reservation  that 
other  art  will  be  cited  in  connection  with  this  ground  of  the  motion 
before  the  hearing  upon  the  same  by  the  Primary  Examiner.  This 
portion  of  the  motion  is  also  informal.  It  has  been  held  that  where 
but  a  single  reference  is  cited  against  a  claim  the  motion  may  be 
transmitted.  {McCanna  v.  Morris,  ante,  141;  128  O.  G.,  1292.)  In 
this  case,  however,  the  reference  cited  does  not  appear  to  be  relied 

30997— H.  Doc.  470.  60-1 22 
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upon  as  wholly  anticipating  the  issue,  inasmuch  as  it  is  stated  to  be  a 
part  only  of  the  art  relied  upon,  and  no  other  reference  is  cited,  but 
the  matter  left  open  for  further  citation.  The  statement  of  reasons 
for  the  ground  of  the  motion  is  wholly  insufficient. 

It  is  contended  by  Bunnell  that  under  long  standing  practice  he 
should  be  permitted  to  give  notice  of  other  references  five  days  before 
the  hearing  of  the  motion.  The  reasons  for  this  practice,  which  was 
followed  in  the  past,  but  which  has  not  been  permitted  for  some  time, 
do  not  now  exist.  Since  the  date  of  the  decisions  under  which  an 
applicant  was  permitted  to  give  notice  five  days  before  the  date  of 
hearing  of  additional  reasons  for  dissolving  the  interferences  Rule 
122  has  been  amended  and  the  time  within  which  motions  may  be 
brought  in  interference  cases  extended  from  twenty  days  to  thirty 
days.  It  has  also  been  amended  to  require  that  a  motion  for  dis- 
solution must  contain  "  a  full  statement  of  the  grounds  relied  upon." 

The  rule  f tirther  provides  that  such  motions — 

should  if  i)08sible  be  made  not  later  than  the  thirtieth  day  after  the  statements 
of  the  parties  have  been  received  and  approved. 

It  is  therefore  open  to  the  applicant,  if  he  is  unable  to  make  a 
sufficiently  exhaustive  search  of  the  art  within  the  thirty  days  pro- 
vided for  by  the  rule,  to  present  the  motion  for  dissolution  after  the 
expiration  of  the  thirty  days,  accompanied  by  a  sufficient  showing  of 
compelling  reasons  why  he  was  unable  to  present  such  motion  at  an 
earlier  date.  (Sturr/is  v.  Hopetcell^  C.  D.,  1904,  82;  109  O.  G.,  1067; 
McKee  v.  Baker,  C.  D.,  1906,  22;  120  O.  G.,  657;  Steinmets  \. 
ThomaH,  C.  D.,  1905,  507;  119  O.  G.,  1260.) 

The  decision  of  the  Examiner  of  Interferences  in  refusing  to 
transmit  Bunnell's  motion  as  to  all  grounds  was  right  and  is  affirmed. 

Eeizenstein  in  his  first  motion  for  dissolution  alleged  that  each 
coimt  of  the  issue  is  an  aggregation — 

*  *  *  according  to  the  interpretation  of  the  claims  set  forth  in  the  decisions 
of  Rrckcndorfer  v.  Faher  (C.  D.,  1876,  430;  10  O.  G.,  71;  92  U.  8.,  347)  and  the 
decisions  cited  in  and  based  upon  this  decision. 

2d.  That  each  of  the  counts  of  the  interference  has  a  different  meaning  when 
basixl  upon  the  construction  illustrated  and  described  by  the  different  parties 
hereto. 

3d.  That  each  issue  of  the  Interference  is  not  patentable  in  view  of  certain 
prior  patents. 

Two  patents  were  cited  in  support  of  the  third  ground  of  the 
motion,  over  each  of  which  it  is  alleged  "  no  invention  is  shown.** 
The  motion  also  states : 

•  *  *  and  certain  other  Letters  Patent  and* a  state  of  art  not  herein  cited 
but  which  will  be  cited  and  notice  thereof,  as  well  as  reasons  therefor,  served 
upon  the  parties  hereto  more  than  five  days  before  the  hearing  of  this  motion. 
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The  first  ground  of  this  motion  is  insufficiently  stated,  for  the 
reason  that  it  is  not  pointed  out  in  what  respect  the  claims  of  the  issue 
comprise  aggregations  and  not  combinations.  The  second  ground  is 
insufficiently  stated,  since  the  differences  in  the  meanings  of  the  claims 
are  not  pointed  out.  The  third  ground  in  so  far  as  it  relates  to  the 
cited  patents  is  believed  to  be  sufficient  and  should  have  been  trans- 
mitted for  the  reasons  stated  in  McCanna  v.  Morris^  supra. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed  as  to  the 
first  and  second  grounds  and  is  reversed  as  to  the  third,  it  being  under- 
stood that  subsequently-cited  art  should  not  be  considered  by  the  Pri- 
mary Examiner  in  consideration  of  this  motion  for  the  reasons  above 
stated. 

In  respect  to  Keizenstein's  second  motion  it  appears  that  the  third 
ground  thereof,  which  is  substantially  the  same  as  the  corresponding 
ground  of  the  first  motion,  was  transmitted,  and  in  view  of  the  con- 
clusion above  reached  it  is  unnecessary  to  discuss  this  ground  of  the 
motion. 

The  first  ground  of  Reizenstein^s  second  motion  comprises  merely 
an  elaboration  of  the  first  ground  of  his  original  motion,  and  this 
was  denied  transmission  by  the  Examiner  of  Interferences  because 
in  his  opinion  no  reason  appeared  why  this  ground  might  not  have 
been  made  specific  in  the  first  instance. 

The  record  shows  that  the  second  motion  by  Reizenstein  was  filed 
five  days  after  the  decision  upon  his  first  motion  was  rendered  and  is 
supported  by  an  affidavit  by  counsel  in  the  case  setting  forth  facts  in 
excuse  of  the  delay  and  further  stating  that  the  reasons  set  forth  in 
connection  with  the  first  ground  of  the  first  motion  were  believed  to 
be  sufficient,  for  the  reason  that  in  the  Reckendorfer  v.  Faher  de- 
cision the  analogy  to  the  present  case  was  believed  to  be  apparent, 
since — 

*  *  *  each  of  the  counts  of  the  pfesent  interference  claims  the  combination 
of  a  razor  with  a  handle;  the  party  Reizenstein  relied  upon  the  seeming  evi- 
dent applicability  of  the  rubber  and  its  handle  as  aggregations  to  the  razor 
and  its  handle  in  the  present  instance  as  like  aggregations. 

In  view  of  the  fact  that  Reizenstein  moved  promptly  to  make  his 
motion  in  respect  to  this  ground  more  specific  when  informed  that 
the  original  ground  was  not  presented  with  sufficient  particularity,  it 
is  believed  that  the  motion  should  have  been  transmitted  as  to  this 
ground,  especially  in  view  of  the  fact  that  the  showing  in  support  of 
the  second  motion  was  considered  by  the  Examiner  of  Interferences 
sufficient  to  warrant  its  transmission  as  to  the  third  ground. 

No  attempt  has  been  made  to  set  forth  the  second  ground  of  the 
motion  with  more  particularity,  and  this  ground  of  the  motion  was 
properly  denied  transmission. 


840  DECISIONS  or  the  commissioner  of  patents. 

The  decision  of  the  Examiner  of  Interferences  is  reversed  as  to  the 
first  ground  of  Reizenstein's  second  motion  and  is  affirmed  as  to  the 
second  ground.  Since  it  has  been  held  that  the  original  motion  should 
have  been  transmitted  as  to  the  third  ground,  it  is  not  necessary  to 
consider  that  branch  of  the  motion  in  connection  with  this  appeal. 

It  is  contended  in  behalf  of  Gillette  that  motions  to  dissolve  an  in- 
terference upon  the  ground  that  the  issue  is  not  patentable  should 
not  be  transmitted  where  such  motions  are  brought  by  junior  parties 
in  response  to  an  order  to  show  cause  under  Rule  114.  It  is  urged 
that  the  junior  party  against  whom  a  record  judgment  will  be  ren- 
dered is  in  no  better  position  to  contest  the  question  of  patentability 
of  the  issue  to  the  senior  party  than  any  other  member  of  the  general 
public  and  that  he  should  not  therefore  be  heard  to  deny  the  patenta- 
bility of  the  same.  This  contention  is  believed  to  be  untenable.  Judg- 
ment of  priority  will  not  be  rendered  in  any  case  except  upon  a  pat- 
entable invention.  Until  the  interference  has  been  finally  determined 
the  parties  involved  in  such  interference  clearly  have  the  right  to  in- 
voke all  of  the  provisions  of  the  rules  which  may  be  applicable  to 
the  case,  and  since  Eule  122  includes  a  provision  that  motions  for  dis- 
solution may  be  presented  upon  the  ground  that  the  issue  is  not  pat- 
entable any  party  to  an  interference  has  a  right  under  proper  condi- 
tions to  present  a  motion  upon  this  ground  within  the  time  limit  pre- 
scribed by  the  rule. 

To  summarize:  The  decision  of  the  Examiner  of  Interferences  in 
refusing  to  transmit  Bunnell's  motion  h  a^finned.  The  motions  of 
Eeizenstein  should  he  tranamitted  in  so  far  as  relates  to  the  denial 
of  the  patentability  of  the  claims  in  issue  upon  the  ground  of  aggre- 
gation and  in  view  of  the  two  references  cited  in  the  third  part  of 
these  motions. 


Ji  N<iE  /'.  Hakkin(;t<>x. 

Dvvidcd  February  J,  WOl, 

(i;U  ().  (4.,  GOl.) 

Interfebence — Construction  of  the  Issue. 

While  applicatioiiH  are  pending  in  this  Office  the  claims  thereof  will  be 
construed  as  broadly  as  the  ordinary  meaning  of  the  language  employed 
will  i)enuit. 

Same — Same. 

The  party  who  first  presents  claims  should  not  later  be  heard  to  arge 
limitations  upon  the  terms  thereof  which  might  readily  have  been  ex- 
pressed therein  had  it  been  intended  that  they  should  be  so  restricted. 

Appeal  from  Examiuers-in-Chief. 
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TBAVELINU-UBATE  FURNACE. 

Mr.  Edward  A,  Lawrence  for  Junge. 
Messrs.  Poole  <&  Brown  for  Harrington. 

MooRE,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  decision  of  the  Examiner  of  Interferences  and  award- 
ing priority  of  invention  to  Junge  upon  the  following  issue : 

1.  In  a  furnace  in  which  the  fuel  is  caused  to  travel  within  the  combustion- 
chamber,  the  combination  of  a  fuel-support,  a  fuel-retarding  device,  means  for 
adjusting  said  retarding  device,  to  vary  the  distance  between  it  and  said  fuel- 
support,  and  for  securing  it  in  its  adjusted  position. 

2.  In  a  furnace  in  which  the  fuel  is  caused  to  travel  within  the  combustion- 
chamber,  the  combination  of  a  fuel-support,  a  hollow  fuel-retarding  device, 
means  for  circulating  a  cooling  agent  through  said  retarding  device,  means  for 
adjusting  said  retarding  device  to  vary  the  distance  between  it  and  said  fuel- 
support,  and  for  securing  it  in  its  adjusted  position. 

3.  In  a  furnace  in  which  the  fuel  is  caused  to  travel  within  the  combustion- 
chamber,  the  combination  of  a  fuel-support,  a  hollow  fuel-retarding  device  pro- 
vided with  Journals  arranged  at  one  side  of  its  axial  line,  means  for  circulating 
a  cooling  agent  through  said  retarding  device,  said  cooling  agent  being  intro- 
duced through  one  of  said  Journals,  and  means  for  adjusting  said  retarding 
device  to  vary  the  distance  between  it  and  said  fuel-support,  and  for  securing 
it  in  its  adjusted  position. 

Harrington,  the  senior  party,  has  taken  no  testimony  and  relies 
upon  his  record  date,  September  28,  1904,  as  his  date  of  conception 
and  constructive  reduction  to  practice.  Junge  alleges  in  his  pre- 
liminary statement  that  he  conceived  the  invention  in  May,  1903,  dis- 
closed it  to  others  in  June,  1903,  and  reduced  it  to  practice  in 
February,  1904. 

Junge  shows  in  the  drawings  of  his  application  involved  in  this 
interference  two  specific  forms  of  apparatus  embodying  his  invention. 
Figures  12  and  13  show  a  vertically-sliding  retarding  device  provided 
with  a  conduit  for  a  cooling  medium  located  over  the  rear  end  of  ai 
traveling  grate.  The  retarding  device  is  supported  by  one  arm  of 
a  bell-crank  lever  and  is  adapted  to  be  maintained  in  adjusted  posi- 
tions by  a  segment-and-pawl-controlled  lever  connected  with  the  other 
member  of  the  bell-crank  lever. 

Figs.  1  and  2  illustrate  a  pivoted  water-cooled  retarding  device 
similarly  located  and  adapted  to  be  held  in  adjusted  position  by  lugs 
or  projections  on  a  rod  connected  with  an  arm  upon  the  retarding 
device. 

The  testimony  shows,  and  it  is  not  disputed,  that  a  retarding  device 
like  that  shown  in  Figs.  12  and  13  of  his  apparatus  was  installed  by 
Junge  in  a  furnace  at  the  plant  of  Edward  E.  Rieck  Company  in 
February,  1904,  and  that  retarding  devices  like  that  illustrated  in 
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Figs.  1  and  2  were  placed  in  furnaces  in  the  same  place  in  March 
and  June,  1904,  and  successfully  operated.  Inasmuch  as  these  dates 
are  all  prior  to  Harrington's  date  of  conception,  the  sole  question  to 
be  determined  ir  whether  either  of  these  devices  constituted  a  reduc- 
tion to  practice  of  the  invention  by  Junge. 

It  is  contended  in  behalf  of  Harrington  that  the  counts  of  the 
issue  must  be  given  a  limited  construction  in  view  of  the  prior  art  as 
illustrated  by  patents  to  McKenzie,  No.  679,240,  and  Coxe,  Na 
610,669.  It  is  urged  that  in  view  of  these  patents  the  "  means  for 
adjusting  said  retarding  device  to  vary  the  distance  between  it  and 
said  fuel-support''  must  be  construed  to  include  positive  means  for 
retaining  it  in  its  adjusted  position  and  not  merely  means  for  raising 
and  supporting  the  retarding  device  at  different  elevations. 

The  Examiner  of  Interferences  and  the  Examiners-in-Chief  con- 
curred in  finding  that  this  limitation  should  not  be  read  into  the 
claims  in  issue  and,  further,  that  even  if  the  claims  were  construed 
to  have  this  limitation  the  devices  installed  by  Junge  in  the  Edward 
E.  Rieck's  furnaces  constituted  reduction  to  practice  of  the  invention. 

The  conclusions  of  the  lower  tribunals  as  to  both  points  are  in  my 
opinion  correct. 

In  addition  to  the  reasons  given  by  the  Examiners-in-Chief  for  re- 
fusing to  place  a  limited  construction  upon  the  issue  it  is  noted  that 
the  record  shows  that  the  claims  in  issue  were  first  presented  by  Har- 
rington. He  should  not  now  be  heard  to  urge  limitations  upon  the 
terms  of  such  claims  which  might  readily  have  been  expressed 
therein  had  it  been  intended  that  they  should  be  so  restricted.  In 
general  while  applications  are  pending  in  this  Office  the  claims 
thereof  will  be  construed  as  broadly  as  the  ordinary  meaning  of  the 
language  employed  will  permit,  for  reasons  stated  in  my  decisions  in 
€x  parte  Cutler,  (C.  D.,  1906,  247;  123  O.  G.,  655,)  Brigga  v.  LHlie  v. 
Cooke  v.  Jones  and  Taylor,  (C.  D.,  1905, 168;  116  O.  G.j  871,)  Podle- 
sak  and  Podlesak  v.  Mclnnemey,  (C.  D.,  1906,  265;  123  O.  G.,  1989,) 
and  Lovejoy  v.  Cody,  (C.  D.,  1906,  245;  123  O.  G.,  654.) 

The  testimony  clearly  shows  that  the  retarding  devices  installed  by 
Junge  in  the  furnaces  of  the  Edward  E.  Rieck  Company  each  had 
'•  means  for  adjusting  the  retarding  device  "  and  that  the  pivoted 
devices  put  in  operation  in  March  and  June,  1904,  contained  all  the 
features  called  for  by  the  terms  of  the  issue. 

These  devices  not  only  embodied  the  subject-matter  of  the  issue 
when  broadly  construed,  but  also  when  read  with  the  limitations 
sought  to  be  imposed  by  Harrington.  It  is  clear  from  the  testimony 
of  Junge  (Q.  49)  and  Daniels  (Q.  44)  that  the  operating-lever  for 
the  sliding  retarding  device  installed  in  February,  1904,  was  provided 

*th  a  latch  adapted  to  engage  in  any  one  of  a  series  of  notches  in  a 
drant  for  the  purpose  of  adjusting  the  height  of  the  retaining 
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device  above  the  grate,  and  therefore  constituted  a  reduction  to  prac- 
tice of  counts  1  and  2  of  the  issue.  In  the  pivoted  retarding  devices 
of  March  and  June,  1904,  the  "  reach-rod  "  for  tilting  the  retarding 
device  was  provided  with  a  series  of  notches  adapted  to  engage  a 
fixed  lug  on  the  boiler  for  the  purpose  of  providing  any  desired  ad- 
justment in  the  elevation  of  the  retarding  device  over  the  grate. 
(Junge,  Q.  74;  Daniels,  Q.  62;  Slean,  X-Q.  36.) 

It  appears  that  the  original  "  reach-rod  "  used  with  the  pivoted  re- 
tarding devices  was  broken  and  when  a  new  rod  was  substituted  but 
three  notches  were  placed  upon  it — one  for  holding  it  at  its  lowest 
point,  another  for  holding  it  at  its  highest  point,  and  an  intermediate 
notch  holding  it  near  its  highest  point.  It  is  urged  by  Harrington 
that  this  fact  indicates  that  there  was  no  intent  to  provide  means 
for  adjusting  the  working  height  of  the  retarding  device  above  the 
grate.  Daniels  (RD.  Q.  28)  and  Junge  (X-Q.  Ill)  testify  that  it 
was  found  that  with  the  uniform  character  of  fuel  being  used  the 
intermediate  adjustments  of  the  retarding  device  were  unnecessary  at 
the  time  the  new  lever  was  substituted.  These  notches  could,  more- 
over, be  easily  added  at  any  time.  In  view  of  the  fact  that  the  device 
as  originally  constructed  and  used  embodied  all  the  features  of  the 
invention  the  subsequent  omission  of  some  of  the  intermediate  notches 
based  upon  the  knowledge  of  the  requirements  of  the  furnace  does 
not  cast  doubt  upon  the  original  intent  to  provide  for  various  adjust- 
ments. 

The  evidence  clearly  warrants  the  conclusion  that  Junge  reduced 
the  invention  stated  in  all  the  counts  of  the  issue  to  practice  in  the 
pivoted  type  of  retarding  device  installed  in  March,  1904,  which  is 
prior  to  the  date  of  conception  accorded  to  Harrington  by  the  filing 
of  his  application  September  28, 1904. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 


Ex  PARTE  The  Samuel  Winslow  Skate  Mfg.  Co. 

APPLICATION    FOR   REGISTRATION   OF   LABEL. 

Decided  June  5,  1907. 
(131  O.  G.,  692.) 

Label — Reoistbabilitt. 

The  use  of  a  paraph  under  certain  words  of  a  label  which  is  otherwise 
devoid  of  artistic  merit  is  not  sufficient  to  render  the  label  registrable. 

On  Appeal. 
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LABEL  FOB  8KATE8. 

Mr,  Hartley  H,  Bartlett  for  the  applicant. 

MooRE,  Commiasionei': 

This  is  an  appeal  from  the  action  of  the  Examiner  refusing  to 
register  a  label  intended  to  be  used  upon  skates  and  entitled  "  Wins- 
low's  Skates  The  Best  Ice  and  Eoller  Skates." 

Registration  was  refused  by  the  Examiner  for  the  reason  that  the 
label  is  not  an  artistic  production. 

The  letter  "  s  "  at  the  end  of  the  words  "  Winslow's  "  and  "  Skates  " 
has  a  continuation  forming  a  paraph  or  underscoring  of  the  words. 
Neither  this  feature  nor  the  form  of  the  letters  used  is  novel  or  in- 
volve§  more  than  the  skill  of  the  printer.  The  production  of  the 
label  is  believed  to  involve  no  originality  or  creative  power  of  the 
mind  and  in  my  opinion  the  Examiner's  action  was  correct  in  refus- 
ing registration  on  the  ground  that  the'  label  is  not  an  artistic  pro- 
duction. {Ex  parte  Baldwin^  C.  D.,  1902,  54 ;  98  O.  G.,  1706 ;  ex  parte 
Houghton,  C.  D.,  1902, 176;  99  O.  G.,  1623;  ex  parte  The  Clark  Cast 
Steel  Cement  Company,  C.  D.,  1902,  223;  99  O.  G.,  2968;  ex  parte 
Booth,  C.  D.,  1902,  351 ;  101  O.  G.,  219;  ex  parte  Ambrosia  Chocolate 
Company,  C.  D.,  1906,  231;  122  O.  G.,  3011.) 

The  decision  of  the  Examiner  is  affit^med. 


Pym  i\  IIadaway. 

PATENT  INTERFERENCE. 
Decided  July  11,  1907. 

(i;n  o.  c;.,  692.) 

1.  INTEBFKRENCE — RULE  130. 

Rule  130  does  not  confer  upon  a  party  the  absolute  right  to  contest  his 
opponent's  rij?ht  to  a  claim,  hut  allows  him  to  do  so  only  when  the  ob- 
jections urged  against  his  opponent's  right  to  make  the  claim  do  not  apply 
with  cHjual  force  to  his  own  case. 

2.  Same — Limit  of  Appeal  from  Dec  ision  on  Priority. 

The  bringing  of  motions  or  the  taking  of  petitions  to  the  Commissioner 
will  not  stay  the  running  of  the  limit  of  appeal  from  a  decision  on  priority. 

On  Motion. 

TACK-PI'LLER  AND   NAIL-I)RI\  KR. 

Messrs.  Parker  cf'  Burton  and  Mr.  (riiwge  U.  Maxirell  for  Pym. 
Mr.  Benj.  Fhilllps  and  Messrs.  Phii/ips,  ]\nt  Enren  cO  Fish  for 
IIadawaj\ 

Moore,  Commissioner: 

This  is  a  motion  by  Pym  that  the  limit  of  appeal  from  the  decision 
of  the  p]xaminer  of  Interferences  rendered  December  19,  11X)6,  which 
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expired  January  8,  1907,  be  extended  to  include  an  appeal  to  the 
Board  of  Examiners-in-Chief  filed  June  24,  1907. 

The  record  shows  that  in  response  to  an  order  to  show  cause  why 
judgment  should  not  be  rendered  against  him  under  Bule  114  Pym 
brought  a  motion  to  dissolve,  alleging  all  the  grounds  for  dissolution 
provided  by  Rule  122.  Pym's  motion  to  dissolve  was  finally  denied 
by  the  Commissioner  and  judgment  rendered  against  him  under  the 
provisions  of  Rule  114  for  failure  of  the  allegations  of  his  prelim- 
inary statement  to  overcome  Hadaway's  record  date.  Thereafter 
P3rm  brought  motions  to  set  aside  said  judgment  and  for  leave  to  take 
testimony  to  show  that  Hadaway  had  no  right  to  make  the  claims 
in  issue,  contending  that  the  claims  as  read  upon  Hadaway's  structure 
comprised  merely  an  aggregation,  while  as  read  upon  Pym's  structure 
formed  true  combinations.  This  motion  having  been  finally  decided 
adversely  to  Pym  by  the  Commissioner  on  appeal,  Pym  brought  a 
motion  that  jurisdiction  be  restored  to  the  Examiner  of  Interferences 
in  order  that  he  might  contest  the  question  of  Hadaway's  right  to 
make  the  claim  in  issue  under  the  provisions  of  Rule  130.  This 
motion  was  denied  by  the  Assistant  Commissioner  in  a  decision  ren- 
dered June  6,  1907,  upon  the  ground  that  the  matters  desired  to  be 
urged  before  the  Examiner  of  Interferences  related  to  the  non- 
patentability  of  the  issue  with  respect  to  both  parties,  which  is  not  a 
question  of  priority  that  can  properly  be  raised  under  Rule  130. 

It  is  contended  in  behalf  of  Pym  that  his  failure  to  file  an  appeal 

from  the  final  decision  of  the  Examiner  of  Interferences  was  because 

he  understood  that  the  clause  of  Rule  130  which  provides  that — 

where  the  patentability  of  a  claim  to  an  opponent  Is  material  to  the  right  of 
a  party  to  a  patent,  said  party  may  urge  the  non-patentability  of  the  claim  to 
his  opponent  at  final  hearing  before  the  Examiner  of  Interferences  as  a  basis 
for  the  decision  upon  priority  of  invention  and  upon  appeals  from  such 
decision — 

conferred  upon  him  an  absolute  right  to  be  heard  upon  the  question 
of  Hadaway's  right  to  make  the  claims  and  that  he  therefore  believed 
he  had  no  reason  to  file  an  appeal  to  the  Examiners-in-Chief  until 
after  the  decision  of  the  Commissioner  finally  denying  him  this  right 
under  the  circumstances  of  this  case. 

This  contention  is  believed  to  be  untenable.  The  decision  of  the 
Primary  Examiner  affirming  Hadaway's  right  to  make  the  claims  and 
holding  that  the  objections  urged  against  Hadaway's  right  to  make 
the  claims  applied  with  equal  force  to  Pym's  case,  which  was  ren- 
dered December  15,  190G,  and  from  which  there  was  no  appeal,  gave 
Pym  sufficient  notice  that  the  grounds  upon  which  he  desired  to  con- 
test Hadaway's  right  to  make  the  claims  were  not  material  to  the 
question  of  priority  and  could  not  be  urged  at  the  final  hearing  und 
Rule  130.    Appeal  from  the  final  decision  of  the  Examiner  of  Int€ 
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ferences  should  therefore  have  been  taken  within  the  limit  of  appeal. 
It  is  well  settled  that  the  bringing  of  motions  or  the  taking  of  peti- 
tions to  the  Commissioner  will  not  stay  the  running  of  the  limit  of 
appeal  from  a  decision  on  priority.  The  presentation  of  motions  by 
Pym  in  the  endeavor  to  obtain  a  decision  by  the  Examiner  of  Inter- 
ferences upon  a  question  which  could  not  properly  be  urged  before 
him  does  not  therefore  constitute  a  sufficient  excuse  for  the  delay  in 
taking  an  appeal  from  the  final  decision  of  the  Examiner  of  Inter- 
ferences. 
The  motion  is  denied. 


Ehret  v.  Star  Brewery  C5ompant. 

trade-mark  interference. 

Decided  October  12,  1907. 

(131  O.  G.,  693.) 

1.  Tbade-Mabks— Abandonment — Subsequent  Rights  of  Others. 

If  the  word  "  Star  "  or  the  representation  of  a  star  as  a  trade-mark  for 
beer  has  become  public  property,  an  applicant  is  not  oi titled  to  the  regis- 
tration of  a  marlL  for  the  same  class  of  goods  consisting  of  two  superim- 
posed equilateral  triangles  forming  a  six-pointed  star,  with  a  monogram  of 
the  letters  "  G.  E."  in  the  center  thereof,  unless  his  mark  differs  from  a 
mere  star  to  such  an  extent  that  the  simultaneous  use  of  the  same  would  not 
be  likely  to  cause  confusion  in  the  mind  of  the  public. 

2.  Same — Identity. 

A  mark  consisting  of  a  six-pointed  star  having  in  the  center  thereof  a 
monogram  of  the  letters  "  G.  E."  Held  to  so  nearly  resemble  a  mark  in  prior 
use  by  another,  consisting  of  a  six-pointed  star  surrounded  by  two  concen- 
tric circles,  between  which  are  the  words  "The  Celebrated  Star  Lager 
Beer,"  as  to  be  likely  to  cause  confusion  in  the  mind  of  the  public. 

On  Appeal. 

TBADE-MABK   FOB  LAGEB-BEEB. 

Messrs,  (roepel  d*  Goepel  for  Ehret. 

Mr,  Wallace  A,  Bartlett  and  Mr,  FeneJon  B.  Brock  for  Star  Brew- 
ery Company. 

Moore,  Commisioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Interferences 
awarding  to  the  Star  Brewery  Company  priority  of  adoption  and 
use  of  "  the  representation  of  a  star  "  as  a  trade-mark  for  lager-beer. 

The  mark  shown  in  Ehret's  application  consists  of  two  superim- 
posed equilateral  triangles  forming  a  six-pointed  star,  with  a  mono- 
ram  of  the  letters  "  G.  E."  in  the  center  thereof.    The  maii:  shown 
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in  the  certificate  of  registration  of  the  Star  Brewery  Company  is  a 
six-pointed  star  surrounded  by  Iwo  concentric  circles,  between  which 
are  the  words  "The  Celebrated  Star  Lager  Beer."  The  essential 
feature  of  the  registered  mark  is  stated  to  be  the  word  "  Star  "  or  the 
representation  of  a  star. 

The  Star  Brewery  Company's  registration  is  dated  December  6, 
1893,  and  it  is  alleged  therein  that  the  registrant  is  the  successor  to 
Hartmann  Bros.,  by  whom  this  mark  was  registered  February  27, 
1877,  Serial  No.  4,402. 

Ehret's  mark  was  registered  June  9,  1896,  Serial  No.  28,360.  He 
applied  for  registration  under  the  act  of  1905  on  April  19,  1905, 
Serial  No.  2,273,  and  it  is  this  application  that  is  involved  in  the 
present  interference. 

Ehret  took  no  testimony-in-chief.  The  Star  Brewery  Company 
took  testimony  which  it  was  alleged  was  not  for  the  purpose  of  estab- 
lishing a  date  of  adoption  and  use,  but  merely  for  the  purpose  of  per- 
petuating the  testimony  of  certain  witnesses  who  were  growing  old. 
Ehret  then  took  rebuttal  testimony.  This  testimony  does  not  pur- 
port to  rebut  any  testimony  taken  by  the  Star  Brewery  Company,  but 
was  taken  for  the  purpose  of  showing  that  the  mark  as  actually  used 
by  that  company  consisted  of  a  star  with  either  an  inner  or  an  outer 
circle,  or  both,  and  that  persons  other  than  the  present  contestants 
had  for  many  years  used  trade-marks  for  befer  in  which  a  star  was  a 
prominent  feature. 

The  Examiner  of  Interferences  held  that  as  the  Star  Brewery  Com- 
pany was  a  registrant  the  only  question  to  be  decided  was  Ehret's 
right  to  register  his  mark,  that  it  was  immaterial  whether  the  Star 
Brewery  Company  used  circles  with  the  star  or  not,  as  they  were  mere 
embellishments,  that  as  the  Star  Brewery  Company  was  a  registrant 
the  use  of  a  star  as  a  trade-mark  by  other  brewers  was  immaterial, 
and  that  as  Ehret  had  taken  no  testimony  to  show  adoption  and  use 
prior  to  the  date  of  registration  of  the  Star  Brewery  Company  pri- 
ority of  adoption  and  use  must  be  awarded  to  the  latter. 

Section  7  of  the  act  of  1905  provides  in  part  as  follows  : 

That  in  every  case  of  Interference  or  opposition  to  registration  he  (the  Ck)m- 
missioner)  sliall  direct  the  Examiner  in  charge  of  interferences  to  determine 
the  right  of  registration  to  such  a  tmde-marli. 

Since  the  Star  Brewery  Company  is  a  registrant,  it  is  evident  that 
the  only  question  to  be  determined  in  this  proceeding  is  the  right  of 
Ehret  to  register  his  mark.  Since  Ehret  took  no  testimony  to  estab- 
lish a  date  of  adoption  and  use,  but  relied  on  his  registration  of  June 
9,  1896,  as  prima  facie  evidence  of  ownership  as  of  that  date,  the 
Examiner  of  Interferences  was  clearly  right  in  deciding  priority  of 
adoption  and  use  in  favor  of  the  Star  Brewery  Company,  since  it^ 
registration  is  dated  December  5, 1893. 
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It  is  contended  by  Ehret,  however,  that  the  evidence  which  he  pre- 
sented in  rebuttal  shows  that  the  Star  Brewery  Company  never  held 
the  exclusive  right  to  the  use  of  a  star  as  a  trade-mark  for  beer,  as 
the  mark  which  it  actually  used  was  a  star  and  a  circle.  It  is  further 
contended  that  this  evidence  shows  that  for  a  number  of  years  many 
brewers  have  used  trade-marks  an  essential  feature  of  which  was  a 
star  and  that  as  the  Star  Brewery  Company  made  no  effort  to  stop 
such  use  it  has  by  its  laches  lost  any  right  that  it  might  have  had  to 
claim  the  exclusive  use  of  a  star  broadly. 

It  is  not  seen  that  these  contentions,  even  if  well  taken,  affect 
Ehret's  right  to  register.  If  a  star  as  a  trade-mark  for  beer  has  by 
reason  of  the  laches  of  the  Star  Brewery  Company  become  public 
property,  then  Ehret  is  not  entitled  to  the  exclusive  use  of  such  a 
mark  nor  to  register  the  same.  Not  being  entitled  to  register  a  mere 
star,  Ehret  could  not  register  the  mark  shown  in  his  application  unless 
this  mark  differs  from  a  mere  star  to  such  an  extent  that  the  simul- 
taneous use  of  the  same  would  not  be  likely  to  cause  confusion  in  the 
mind  of  the  public. 

In  ex  parte  Flint  and  Walling  Mfg.  Co.,  (C.  D.,  1898,  686;  85  O.  G., 
148)  a  trade-mark  consisting  of  a  pictorial  symbol  of  a  star  with  a 
windmill  in  the  center  was  refused  registration  in  view  of  a  registered 
mark  the  essential  features  of  which  were  the  letters  "US"  and  the 
word-symbol  "  Star  "  or  the  representation  of  a  star.  In  ex  parte 
Swan  and  Finch  Co.  (C.  D.,  1902,  260;  100  O.  G.,  682)  a  trade-mark 
described  as  a  red  stiir  was  refused  registration  in  view  of  a  prior 
mark  consisting  of  a  star  inclosing  the  letter  "  G."  In  Galena  Oil 
Co.  V.  W.  P.  Fuller  A  Co.  (C.  D.,  1902,  404;  101  O.  G.,  1611)  it  was 
held  that  a  five-pointed  star  is  the  equivalent  of  a  six-pointed  star  as 
a  trade-mark.  In  Hiitchinson  v.  Blumherg  (C.  D.,  1892,  652;  61 
O.  G.,  1017)  it  was  held  that  a  trade-mark  consisting  of  the  word 
"  Star  "  and  the  symlK)l  of  a  star  was  infringed  by  the  use  of  a  star 
and  a  crescent,  oven  though  in  the  one  case  the  star  was  five-pointed 
and  in  the  other  six-pointed  and  the  stars  were  printed  in  different 
colors. 

In  view  of  these  decisions  it  is  held  that  Ehret  is  not  entitled  to 
registration,  whether  the  Star  Brewery  Company  is  entitled  to  the 
ex(;lusive  use  of  a  mere  star  or  such  a  mark  is  public  property. 

As  to  Ehret 's  contention  that  the  mark  actually  used  by  the  Star 
Brewery  Company  consisted  of  a  star  and  a  circle,  it  is  apparent  from 
a  consideration  of  all  the  record  that  such  a  mark  has  been  used  by  the 
company  since  a  date  prior  to  the  date  of  Ehrefs  registration.  Since 
this  is  true  and  since,  in  view  of  the  decisions  above  cited,  Ehret's 
mark  must  be  held  to  so  nearly  resemble  this  composite  mark  as  to  be 
likely  to  cause  confusion,  Ehret  must  be  denied  registration  under 
that  portion  of  section  5  of  the  act  of  1905  which  provides  that  a 
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trade-mark  which  so  nearly  resembles  a  known  trade-mark  owned 
and  in  use  by  another  and  appropriated  to  merchandise  of  the  same 
descriptive  properties  as  to  be  likely  to  cause  confusion  in  the  mind 
of  the  public  shall  not  be  registered. 

The  decision  of  the  Examiner*  of  Interferences  is  affirmed. 


Ex  PARTE  Granger  &  Company. 

APPLICATION  FOR  REGISTRATION  OF  TRADE-MARK. 
Decided  August  21,  1907. 

(1310.  G.,  694.) 

Tbade-Mabks — Anticipation. 

Held  that  the  trade-mark  "  Royal  Blend  "  for  coffee  is  anticipated  by  a 
registered  mark  comprising  a  Maltese  cross  surmounted  by  a  crown  and 
bearing  the  word  **  Royal."  Held  also  that  the  word  "  Blend  "  for  coffee 
is  merely  descriptive  of  the  merchandise,  and  its  presence  as  part  of  the 
mark  does  not  confer  any  arbitrary  or  distinguishing  significance  upon  the 
mark  sought  to  be  registered. 

On  Appeal. 

TRADE-MARK    FOR   COFFEE. 

Mr.  George  C.  Shoemaker  for  the  applicant. 

Billings,  Acting  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  the  registration  of  the  mark  "  Royal  Blend  "  for  coffee  upon 
the  ground  that  the  term  "  Blend  "  is  descriptive  of  the  character  of 
the  goods  and  the  word  "  Royal  "  is  anticipated  in  each  of  the  follow- 
ing registered  trade-marks  for  coffee: 

McEwan,  16,160,  January  8,  1889;  Chase  &  Sanborn,  17,743,  April 
8, 1890;  Washburn,  27,596,  January  7,  1896;  Wolfe,  McMillan  &  Co., 
32,260,  December  20,  1898. 

The  term  "  Blend  "  is  clearly  descriptive  as  indicating  a  coffee 
comprising  a  mixture  of  two  or  more  coffees  of  different  characteris- 
tics and  does  not,  therefore,  confer  any  arbitrary  or  distinguishing 
feature  upon  the  trade-mark  claimed  by  the  applicant. 

Each  of  the  trade-marks  cited  includes  the  word  "  Royal "  as  an 
essential  feature,  and  the  use  of  this  word  by  the  applicant  would 
apparently  indicate  that  the  coffee  produced  or  sold  by  it  comprised 
a  blend  which  included  coffee  that  had  become  known  as  "  Royal." 

In  the  registration  of  Wolfe,  McMillan  &  Co.,  the  essential  features 
of  the  trade-mark  are  said  to  consist  "  in  a  descriptive  representation 
of  the  Maltese  cross  having  radiating  streamers  between  its  arms  and 
surmounted  by  a  representation  of  a  crown  having  trefoil  points  and 
bearing  the  word  '  Royal.' "    The  name  by  which  the  coffee  bearing 
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this  trade-mark  would  be  known  is  ''  Royal/'  and  it  is  dear  that  the 
use  of  the  mark  ''  Royal  Blend  "  by  the  applicant  would  cause  confu- 
sion in  the  mind  of  the  public  and  tend  to  deceive  purchasers  who 
were  familiar  with  the  coffee  of  the  registrant  Wolfe,  McMillan  &  Co. 

Similar  considerations  indicate  the  confusion  which  would  be  likely 
to  exist  between  the  applicant's  mark  and  each  of  the  other  registra- 
tions above  referred  to. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Davis  v.  Kennard. 

pal'ent  interference. 

Decided  October  22,  1907. 

(131  O.'G.,  695.) 

INTEBFEBENCE — PBELIMINABT    STATEMENT — ^AMENDMENT — GABBTINO    BaCK    DaTB 

OF  Reduction  to  Pbactice. 
The  Junior  imrty  to  an  interference  i)ermitted  to  amend  his  preliminary 
statement  by  carrying  the  date  of  the  production  of  two  faHnsiied  devtoes 
from  a  date  subsequent  to  the  opponent's  filing  date,  on  which  the  opponent 
alone  relies  for  reduction  to  practice,  to  a  date  prior  thereto,  where  the  mo- 
tion to  amend  was  brought  only  thirteen  days  after  the  filing  of  the  original 
statement  and  before  any  testimony  was  taken  and  where  it  appears 
from  affidavits  filed  that  prior  to  the  execution  of  his  first  preliminary 
Rtntcmeut  he  examined  such  records  and  consulted  with  such  persons  as 
would  in  his  opinion  enable  him  to  secure  all  the  necessary  facts. 

Appeal  on  Motion. 

BUILDING  construction. 

A/r.  Em  est  W.  Marshall  and  Messrs.  Bradford  db  Hood  for  Davis. 
Messrs.  Smith  cfc  Frazier  for  Kennard. 

Billings,  Assistant  C oinmissioner : 

This  is  an  appeal  by  Davis  from  the  decision  of  the  Acting  Exam- 
iner of  Interferences  denying  his  motion  for  leave  to  amend  his  pre- 
liminaiy  statement. 

The  preliminary  statement  of  Davis  was  filed  July  23,  1907.  His 
motion  to  amend  his  preliminary  statement,  was  filed  thirteen  days 
later,  on  August  5,  1907.  The  only  change  appellant  desires  to  make 
in  his  preliminary  statement  is  the  insertion  of  the  allegation  that  in 
July,  1905,  he  produced  two  full-sized  complete  usable  building- 
blocks  embodying  the  essential  features  of  all  the  counts  of  the  inter- 
ference. Kennard  alleges  no  reduction  to  practice,  save  a  constructive 
reduction  to  practice  by  the  filing  of  his  application  February  19, 
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1906.  If  the  amendment  of  the  preliminary  statement  of  Davis  is  per- 
mitted, it  may  have  the  effect  of  enabling  him  to  carry  his  reduction 
to  practice  frcnn  a  subsequent  date  to  a  date  prior  to  Kennard^s  filing 
date. 

It  appears  from  the  affidavits  in  support  of  the  motion  that  Davis 
executed  and  delivered  his  original  preliminary  statement  to  his  attor- 
ney on  July  22,  1907,  and  that  said  attorney  left  the  same  night  for 
Washington,  where  the  preliminary  statement  was  filed  on  July  23, 
1907. 

The  affidavits  of  Davis  and  his  wife  are  to  the  effect  that  during  the 
night  of  July  22,  after  the  preliminary  statement  had  left  his  posses- 
sion, Davis  told  his  wife  of  the  preliminary  statement  he  had  executed 
and  reviewed  with  her  the  history  of  the  invention ;  that  she  then  re- 
called that  her  husband  had  made  a  journey  to  Indianapolis  in  July, 
1905,  and  after  his  return  told  her  he  had  constructed  two  full-sized 
hollow  building-blocks ;  that  she  had  forgotten  this  fact  until  her  mem- 
ory was  refreshed  by  this  conversation,  and  that  Davis  had  also  for- 
gotten about  these  facts,  but  recalled  them  distinctly  upon  his  memory 
being  thus  refreshed. 

This  showing  concerning  the  business  trip  to  Indianapolis  and  the 
work  of  Davis  on  vitrified  hollow  tiles  is  corroborated  by  the  affidavit 
of  the  stenographer  of  Davis.  It  also  appears  that  Davis  communi- 
cated these  facts  to  his  attorney  upon  his  next  interview  with  him  dur- 
ing the  following  week  and  that  the  motion  to  amend  followed 
promptly. 

The  motion  was  denied  by  the  Acting  Examiner  of  Interferences  on 
the  ground  that  Davis  had  not  shown  that  the  facts  discovered  on  July 
22  could  not  have  been  discovered  before  the  execution  of  his  prelimi- 
nary statement  by  careful  and  diligent  search  or  consultation  with 
persons  likely  to  be  familiar  therewith. 

Davis  in  his  affidavit  does  state  that  he  made  careful  examination  of. 
such  records  as  were  in  his  possession  or  accessible  to  him,  that  he  con- 
sulted with  the  persons  whom  he  thought  likely  to  have  any  knowledge 
of  the  development  of  his  invention,  and  that  he  wrote  to  persons  with 
whom  he  could  not  personally  consult.  This  showing  is  criticised  by 
the  Acting  Examiner  of  Interferences  on  the  ground  that  the  names 
of  the  parties  he  claims  to  have  consulted  are  not  given ;  also  for  the 
reason  that  it  does  not  appear  that  he  had  consulted  with  his  wife  or 
stenographer  prior  to  July  22  or  that  if  he  had  done  so  he  could  not 
have  discovered  the  facts  prior  to  the  execution  of  his  original  pre- 
liminary statement. 

While  the  showing  would  have  been  more  complete  if  this  matter 
had  been  set  forth  in  the  affidavits,  it  is  believed  to  be  sufficient  under 
the  circumstances  of  this  case.    ( Whitney  v.  Gibson^  C.  D.,  1899, 54 ;  86 
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O.  G.,  1983.)  The  motion  to  amend  was  brought  with  great  prompt- 
ness and  prior  to  the  taking  of  any  testimony,  so  that  Kennard^s  inter- 
ests will  not  be  injured  except  by  the  proven  facts.  To  deny  the  mo- 
tion may  result  in  the  issue  of  an  invalid  patent  to  one  who  is  not  the 
prior  inventor.  This  case  is  similar  to  that  of  Silver  v.  Eustia^  (C.  D., 
1902,  91 ;  98  O.  G.,  2361,)  in  which  it  was  held : 

lu  the  preseut  case  Eustis  states  in  his  affidavit  that  he  had  forgotten  the  date 
of  his  earliest  conception  and  reduction  to  practice.  The  affidavits  of  Kellogg 
and  Chamberlain  corroborate  that  of  Eustis,  so  that  if  the  facts  alleged  are 
true  they  prove  that  Eustis  conceived  the  invention,  disclosed  it  to  others,  and 
reduced  to  practice  at  a  time  prior  to  that  set  forth  in  his  original  stat^nent. 
Should  the  Office  refuse  to  permit  the  amendment  to  the  statement,  it  might  re- 
sult in  the  allowance  of  a  patent  to  one  who  is  not  the  prior  inventor.  Justice 
demands  that  the  possibility  of  such  a  result  be  removed  so  far  as  It  can  be  done 
without  injury  to  others.  In  this  case  Silver  will  not  be  injured  except  as  the 
true  state  of  facts  will  injure  him.  He  will  not  be  misled,  nor  will  the  expenses 
of  the  proceeding  be  increased. 

The  decision  of  the  Acting  Examiner  of  Interferences  is  reversed. 


Ex  PARTE   WeNTZEL. 

APPLICATION    FOR   PATENT. 

Decided  Xovember  5,  1907, 

(131  O.  G.,  1>41.) 

1.  Abandonment  of  Application — Final  Action  on   Form   and  Merits — ^Ap- 

peal ON  Merits  Too  Late. 
Where  the  Examiner  finally  rejected  the  claims  of  an  application  and 
also  made  final  certain  objections  to  such  claims  on  July  3,  1906,  and  a 
petition  upon  the  formal  matters  was  taken  on  August  2,  1906,  which  was 
decided  by  the  Commissioner  on  August  27,  1906,  an  appeal  to  the  Exam- 
iners-in-Chief  filed  August  24,  1907,  Is  filed  without  the  period  of  one  year 
allowed  for  prosecution,  which  dates  from  the  final  rejection  and  not  from 
the  decision  of  the  Commissioner  on  the  iwtitlon. 

2.  Same — Delay  Slight — Unavoidable. 

Where  delay  beyond  the  year  allowed  for  action  is  slight  and  the  appli- 
cation prior  to  such  delay  had  been  prosecuted  vigorously  and  in  good  faith 
and  the  applicant  had  reason  to  supi>ose  that  his  action  was  filed  in  time, 
the  delay  may  be  regarded  as  unavoidable. 

On  Petition. 

ed(;e-blackin(i  machine. 

Mess/'fi,  Crosby  d*  Gregory  for  the  applicant. 

Moore,  Co7n m issioncr : 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  re- 
fusing to  forward  an  appeal  to  the  Examiners-in-Chief  on  the  ground 
that  the  application  is  abandoned. 
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On  July  3,  1906,  the  Examiner  finally  rejected  certain  claims  and 
also  made  his  formal  objections  to  certain  claims  final.  Applicant 
took  a  petition  on  August  2, 1906,  to  the  Commissioner  from  the  Ex- 
aminer's ruling  on  the  formal  matters,  which  petition  was  granted 
in  a  decision  of  the  Commissioner  dated  August  27,  1906.  No  fur- 
ther action  was  taken  until  August  24,  1907,  when  applicant  filed 
an  appeal  to  the  Examiners-in-Chief  upon  the  finally-rejected  claims. 

This  appeal  the  Examiner  refused  to  forward  on  the  ground  that 
through  appellant's  failure  to  file  it  within  one  year  from  the  final 
rejection  of  July  3,  1906,  the  case  had  become  abandoned. 

Petitioner  contends  that  the  petition  of  August  2,  1906,  was  a 
proper  action  in  the  case,  that  under  Rule  134  it  was  necessary  to 
settle  all  preliminary  questions  before  an  appeal  could  be  taken  on 
the  merits,  and  that  he  was  entitled  to  one  year  from  the  Commis- 
sioner's decision  of  August  27,  1906,  upon  the  petition  in  which  to 
file  his  appeal.  In  support  of  this  contention  he  cites  the  case  of 
ex  parte  Thomas^  (C.  D.,  1906,  312;  124  O.  G.,  623,)  where  appeal  to 
the  Examiners-in-Chief  was  permitted  more  than  a  year  after  the 
final  rejection  of  the  claims.  In  that  case,  however,  certain  formal 
objections  were  raised  for  the  first  time  when  the  claims  were  placed 
under  final  rejection.  Subsequently  the  applicant  made  an  action 
directed  to  said  informalities,  concerning  which  the  Commissioner 
said: 

This  actioD  was  responsive  to  the  requirements  of  the  case,  and  manifestly 
the  applicant  is  entitled  to  a  year  from  the  Examiner's  action  of  April  6,  1905, 
reijeating  certain  of  the  objections,  in  which  to  take  a  petition  or  to  cure  the 
said  objections.  In  the  absence  of  any  rule  or  practice  to  the  contrary  the 
applicant  should  likewise  be  allowed  this  year  in  which  to  take  his  appeal  to 
the  Ebtaminers-in-Chief  or  to  cancel  the  rejected  claims  and  put  his  case  in 
condition  for  allowance. 

That  decision  merely  held  that  applicant  was  entitled  to  a  year 
from  the  final  action  of  the  Examiner  upon  the  informalities  in  which 
'*  to  take  a  petition  or  to  cure  said  informalities  "  and  in  which  to 
take  his  appeal  to  the  Examiners-in-Chief.  It  did  not  hold  that  ap- 
plicant has  a  year  from  the  decision  on  the  petition  in  which  to  ap- 
peal, nor  does  it  support  petitioner's  contention  to  this  effect. 

In  the  present  case  the  final  action  on  both  the  informalities  and 
the  merits  were  made  in  the  same  Office  letter.  Consequently  even 
under  the  above  decision  the  applicant  would  be  entitled  to  but  one 
year  from  the  date  of  said  letter  in  which  to  take  his  appeal. 

In  ex  parte  Walton  (C.  D.,  1906,  28;  120  O.  G.,  659)  it  was  held 
an  amendment  curing  formal  defects  filed  after  final  rejection  of  the 
claims  will  not  save  the  case  from  becoming  abandoned  where  ap- 
peal is  not  taken  within  a  year  from  the  final  rejection. 

30907— H.  Doc.  470,  60-1 23 
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TRADE-MARK    FOR    LEATHER    BOOTS    AND    SHOES. 

Mr.  H.  E.  Dunlap  for  the  applicant. 

Billings,  Assistant  Commissioner: 

This  is  a  petition  that  the  Examiner  of  Trade-Marks  be  directed 
to  clearly  point  out  the  distinction  which  he  makes  between  the  mark 
sought  to  be  registered  and  the  registered  trade-marks  No.  61,951 
and  No,  61,930. 

It  appears  from  the  record  that  the  Examiner  refused  to  register 
the  applicant's  trade-mark  on  the  ground  that  the  distinguishing 
feature  thereof,  the  word  "  Dresden,"  is  a  mere  geographical  term. 
The  applicant,  while  admitting  that  the  word  "  Dresden  "  in  and  of 
itself  is  geographical,  contends  that  the  background  upon  which  the 
word  is  printed  forms  an  essentially  distinguishing  feature  of  the 
trade-mark,  and  therefore  urges  that  the  mark  as  a  whole  should  be 
registered.  The  Examiner  adhered  to  his  first  iniling  and  cited  in 
support  thereof  the  decisions  of  the  courts  and  of  the  Conunissioner 
controlling  such  cases. 

It  is  not  believed  that  the  Examiner  should  be  required  to  give  his 
reasons  why  certain  marks  are  registered.    The  decisions  rendered 
by  the  courts  and  by  the  Commissioner,  which  are  published  in  the 
Official  Gazette,  announce  the  principles  which  control  the  regis- 
tration of  trade-marks.    A  mark  which  is  sought  to  be  registered  is 
either  passed  upon  favorably  or  adversely  by  the  Examiner  of  Trade- 
Marks  in  accordance  with  his  construction  of  the  principles  announced 
in  the  decisions  published.    If  there  be  error  in  the  decision  of  the 
Examiner  refusing  to  register  a  trade-mark,  the  applicant  has  his 
remedy  by  appeal. 

While  it  is  proper  for  an  applicant  to  cite  previous  registrations 
in  his  argument  for  the  purpose  of  showing  that  his  mark  also  should 
be  registered,  it  is  not  believed  to  be  necessary  to  good  practice  to 
require  the  Examiner  to  explain  the  reasons  why  these  marks  were 
registered.    In  this  particular  case,  however,  the  Examiner  has  in 
his  statement  given  his  reasons  why  in  his  opinion  trade-marks  ^os. 
61,951  and  61,930  were  registered,  which  reasons  are  quite  clearly  dis- 
tinguishable from  the  reasons  given  by  i^[^  for  refusing  the  registra- 
tion of  this  case. 

The  petition  would  have  been  denied  ;  but  inasmuch  as  the  Exam- 
iner has  given  his  reasons  for  the  registration  of  these  marks  in  his 
answer  the  petition  is  dismissed. 
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Ex   PARTE   DaNFORD. 
APPLICATION  FOR  PATENT. 

Decided  October  S,  1907. 
(131  O.  G.,  942.) 

Examination  of  Applications — Sufficiency  of  Disclosure — Pbacticb. 

Where  uo  reason  is  given  for  the  use  of  certain  ingredients  of  the  article 
of  manufacture  which  are  set  forth  in  the  specification  and  the  Examiner 
is  of  the  opinion  that  such  ingredients  have  a  deleterious  effect  or  no  effect 
at  all,  he  should  not  refuse  to  act  upon  the  merits  of  the  case,  but  should 
reject  the  claim  for  this  reason. 

On  Petition. 

AKTU'ICIAL    STONE. 

Messrs.  Munii  cfc  Co.  for  the  applicant. 

Billings,  Assistant  Cortimissioiier: 

This  is  a  petition  from  the  action  of  the  Primaiy  Examiner  refus- 
ing to  examine  the  case  on  its  merits  on  the  ground  that  no  explana- 
tion has  been  given  of  the  reason  for  using  the  ingredients  set  forth 
in  the  specification. 

It  would  appear  from  the  statement  of  the  Primary  Examiner  that 
his  ground  for  refusing  to  act  on  the  case  is  that  the  composition 
which  applicant  uses  either  has  no  effect  at  all  or  a  deleterious  one. 
This  is  a  question  of  the  merits,  and  the  claim  should  have  been  re- 
jected on  this  ground  in  order  that  applicant,  if  he  so  desires,  might 
take  an  appeal  to  the  Examiners-in-Chief. 

The  petition  is  granted  to  the  extent  indicated. 


Hopkins  i\  Newman. 

Decided  April  6*,  PJOIl. 
(131  O.  Gm  1161.) 

1.  INTEKFEBENCE— 4tlOHT  TO  MAKE  CLAIMS — ReS  ADJUDICATA. 

Where  the  Examhier,  on  a  motion  to  dissolve,  holds  that  a  party  has  a 
right  to  make  the  claims  in  issue  and  iii)on  petition  to  the  Commissioner  by 
the  opposing  party  asking  him,  under  his  supervisory  authority,  to  review 
the  favorable  decision  of  the  t^xaminer  the  Commissioner  refuses  to  pass 
ui)on  the  question,  it  cannot  be  successfully  urged  that  the  question  of  the 
right  of  such  party  to  make  the  claims  is  res  ad  judicata, 

2.  Same — Priority — Second  Interference — Res  Adjudicata. 

As  to  claims  involved  in  a  second  interference  between  the  same  parties 
"h  could  have  been  made  In  the  first  interference.  Held  that  a  final  de- 
in  the  first  interference  on  the  question  of  priority  renders  tliat 
m  res  adjudicata. 
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8.  Amsndment — ^Nsw  Matter — Right  to  Make  Claims. 

Where  the  original  specification  of  an  application  relating  to  combined 
type-writing  and  adding  machines  did  not  describe  the  adding-machine,  but 
stated  that  the  invention  was  Illustrated  **  in  connection  with  an  addlng- 
machine  of  the  class  known  as  *  registering-accountants ' "  and  only  the 
case  and  a  few  minor  elements  thereof  were  shown  in  the  drawings,  Held 
that  an  amendment  of  the  application  reciting  a  patent  disclosihg  the  con- 
struction referred  to  by  the  words  "  registering-accountants  "  did  not  con- 
stitute a  departure  from  the  original  disclosure,  in  view  of  evidence  show- 
ing tliat  such  term  referred  to  a  construction  well  known  in  the  market 
embodying  the  construction  of  the  patent  and  that  such  construction  was 
the  only  one  on  the  market  which  had  the  distinctive  appearance  illustrated 
in  the  original  drawing.  Held,  further,  that  such  party  had  a  right  to 
make  claims  to  n  combination  including  si)ecific  elements  of  such  adding- 
machine. 

Appeal  from  Examiners-in-Chief. 

ADDING  AND   WBITINO   MACHINE. 

Mr.  John  D.  Rippey  and  Mr.  George  R.  Hamlin  for  Hopkins. 
Messrs.  Rector  &  Ilihhen  for  Newman^ 

Moore,  Assistant  Commissioner: 

This  is  an  appeal  by  Hopkins  from  the  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
and  awarding  priority  of  invention  to  Newman.  The  issue  is  stated- 
in  thirteen  counts,  of  which  the  following  are  sufficient  to  illustrate 
the  character  of  the  invention  : 

1.  In  an  adding-machine,  a  platen,  type-carriers,  type  mounted  in  frames  on 
the  carriers,  devices  for  oi)erating  the  carriers  adjacent  to  the  platen,  hammers 
for  driving  the  type  against  the  platen  to  print  numbers,  and  mechanism  oi)er- 
able  to  accumulate  the  numbers  so  printed,  in  combination  with  mechanism  op- 
erable to  print  any  desired  words  on  the  platen  In  aliuement  with  the  printed 
numbers. 

3.  In  an  adding  and  writing  machine,  a  platen,  tyi)e-writing  mechanism  oi>- 
erable  to  print  any  desired  words  thereon,  devices  carrying  movable  type  for 
printing  numbers,  means  for  moving  said  devices  adjacent  to  the  said  platen, 
hanmiers  mounted  in  position  to  drive  the  ty|)e  against  the  platen,  and  moans 
for  striking  the*  lin minors  against  the  type  when  the  typo  has  !)een  i)osltioned 
for  printing. 

9.  In  an  adding  and  writing  machine,  the  combination  with  the  word-print- 
ing mechanism  having  a  platen  arranged  to  carry  paper,  of  devices  carrying  type 
independent  of  the  word-printing  mechanism,  means  for  moving  said  devices 
toward  the  platen  as  roQuire<l  for  printing  numbers  thereon,  moans  for  printing 
the  number  by  use  of  the  type  after  said  devices  have  been  so  moved,  and  a 
totalizer  operable  to  add  the  numbers  as  printed. 

13.  In  a  machine  of  the  character  described,  word-printing  mechanism  hav- 
ing a  platen  arranged  to  carry  pai)er,  adding  mechanism,  type-carriers  separate 
from  the  word-printing  mechanism,  a  series  of  relatively  movable  tyi)e  carried 
by  each  of  said  type-carriers  adjacent  to  the  platen  aforesaid,  means  for  driv- 
ing the  type  so  alined  against  the  said  platen  to  print  numbers,  and  means 
for  operating  the  adding  meclianism  to  add  the  numbeia  ^  ^i\\i\.^« 
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The  invention  in  issue  consists  in  the  combination  of  a  tjrpe-writer 
and  an  adding-machine  in  which  a  single  platen  or  roller  is  adapted 
to  cooperate  with  the  printing  mechanisms  of  both  the  type- writer  and 
the  adding-machine  in  such  a  manner  as  to  provide  for  the  writing 
of  items  and  amounts  in  alinement  and  for  the  automatic  totalizing 
of  the  latter.  In  accomplishing  this  result  Hopkins  has  superposed 
the  type-writing  mechanism  upon  the  adding-machine.  Newman  ac- 
complishes the  same  purpose  by  placing  the  type-writer  and  adding- 
machine  side  by  side  and  providing  suitable  means  for  conducting 
the  platen  from  a  position  where  it  cooperates  with  the  printing 
mechanism  of  the  type-writer  to  a  position  where  it  cooperates  with 
tlie  printing  mechanism  of  the  adding-machine. 

In  a  prior  interference  between  the  same  parties  involving  the 
same  applications  Hopkins  failed  to  file  a  preliminary  statement,  and 
Newman,  who  was  first  to  file  his  application,  was  awarded  priority 
of  invention  upon  the  following  issue: 

1.  The  combination  with  a  tyixvwrltiug  mechaniRm,  and  an  adding  mechan- 
ism, of  a  paper-carriage,  a  roller  or  i)laten  thereon  arranged  to  feed  a  sheet  of 
paper  to  both  mechanisms,  and  mejins  for  rotating  the  roller  operated  by  a 
part  of  the  adding  mechanism. 

2.  The  combination  with  a  type-writing  mechanism,  and  an  adding  mechan- 
ism, of  a  i)ai)er-carriage,  a  roller  or  platen  thereon  arranged  to  feed  a  sheet 
of  paper  to  both  meclianisms  and  means  for  rotating  the  roller  operated  by  a 
part  of  the  adding  mechanism  or  manually  as  desired. 

.3.  The  combination  with  a  type-writing  mechanism,  and  an  adding  mechan- 
ism, of  a  paper-carriage,  a  roller  or  platen  thereon  arranged  to  feed  /i  sheet 
of  pai)er  to  both  mechanisms,  manually-oi)erate<l  mechanism  for  rotating  the 
roller,  and  automatic  means  for  rotating  the  roller  at  the  end  of  each  line  of 
printing. 

The  issue  of  this  interference  differs  from  that  £)f  the  former  inter- 
ference in  that  it  includes  certain  specific  elements  of  the  printing 
and  adding  mechanism  of  the  adding-machine  which  were  old  in  the 
art  prior  to  the  date  of  invention  alleged  by  either  party.  These  ele- 
ments are  not  shown  in  detail  in  the  drawing  of  Newman's  applica- 
tion or  specifically  described  in  his  specification. 

Newman  has  presented  no  testimony  relative  to  his  date  of  concep- 
tion and  relies  upon  the  date  of  filing  of  his  application,  February  7, 
1901,  for  his  constructive  reduction  to  practice.  Hopkins  alleges  in 
his  preliminary  statement  that  he  conceived  the  invention  in  Sep- 
tember, 1897,  and  reduced  the  same  to  practice  in  June,  1002.  In  ad- 
dition to  the  testimony  l^earing  upon  his  dates  of  conception  and  re- 
duction to  practice  Hopkins  contests  the  right  of  Newman  to  make 
the  claims  forming  the  issue  of  this  interference  upon  the  grounds 
that  Newman's  application  now  contains  no  sufficient  disclosure  of  the 
elements  of  the  adding-machine  specified  in  the  claims  in  issue,  such 
as  "  means  for  striking  the  hammers  against  the  tyi>e,"  "  devices  for 
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drawing  the  hammers  away  from  the  type  after  operation,"  "  a  total- 
izer operable  to  add  the  numbers  as  printed,"  etc.,  and  that  his  origi- 
nal application  contained  no  basis  for  the  assumption  that  these 
elements  formed  part  of  his  invention  which  would  warrant  the  ad- 
dition of  a  specific  disclosure  of  these  elements  to  his  application  or 
their  inclusion  in  his  claims. 

The  Examiner  of  Interferences  and  the  Examiners-in-Chief  con- 
curred in  finding  that  Hopkins  had  failed  to  prove  priority  of  inven- 
tion, that  Newman  has  the  right  to  make  the  claims  in  issue,  and  that 
the  question  of  priority  as  to  the  present  issue  is  res  adjudicata  in 
view  of  the  decision  in  the  prior  interference  upon  a  broad  issue 
which  differs  from  the  present  issue  only  by  the  omission  of  old  and 
well-known  elements.  In  my  opinion  the  conclusions  of  the  lower 
tribunals  are  correct. 

Hopkins's  application  involved  in  this  interference  is  assigned  to 
the  Addograph  Manufacturing  Company.  It  appears  that  Hopkins 
is  now  hostile  to  his  assignee,  and  it  is  sought  to  establish  Hopkins's 
conception  of  the  invention  by  the  testimony  of  one  Bullock,  to 
whom,  it  is  alleged,  Hopkins  disclosed  his  invention  in  1897.  Bul- 
lock's testimony  concerning  this  alleged  disclosure  indicates  that 
Hopkins  had  an  idea  of  what  he  wished  to  accomplish  at  that  time, 
but  that  there  was  no  such  communication  of  the  idea  to  Bullock 
as  would  enable  one  skilled  in  the  art  to  embody  the  invention  in 
physical  form,  which  is  essential  to  an  effective  disclosure  under  the 
patent  laws.  {Sendelhach  v.  Gillette,  C.  D.,  1904,  597;  109  O.  G., 
276.)  If,  however,  it  could  be  conceded  that  Hopkins  conceived  the 
invention  in  1897,  as  alleged,  he  was  clearly  lacking  in  diligence  in 
reducing  it  to  practice  until  after  Newman's  application  w^as  filed. 
If,  therefore,  Newman's  application  comprised  a  disclosure  of  the 
invention  in  issue  at  the  time  it  was  filed,  it  constitutes  a  constructive 
.reduction  to  practice  of  the  invention  by  Newman,  and  he  is  entitled 
to  the  award  of  priority  of  invention. 

It  appears  from  the  history  of  the  cases  of  the  parties  involved  in 
this  interference  that  ten  of  the  claims  forming  the  issue  of  this  inter- 
ference were  in  Hopkins's  application  at  the  time  of  the  earlier 
interference.  After  the  conclusion  of  that  interference  the  remain- 
ing three  claims  of  the  issue  were  added  by  Hopkins.  The  Examiner 
rejected  all  of  the  claims  now  in  controversy  upon  the  ground  that 
they  were  readable  upon  the  structure  disclosed  in  Newman's  applica- 
tion, but  subsequently  withdrew  his  rejection  and  suggested  these 
claims  to  Newman  for  the  purpose  of  interference.  After  the  declara- 
tion of  the  present  interference  both  parties  moved  for  dissolution — 
Newman  upon  the  ground  that  Hopkins  has  no  right  to  make  the 
claims,  in  view  of  the  decision  in  the  prior  interference,  and  Hopkins 
upon  the  ground  that  there  was  irregularity  m  IW  i\^cV^T^\A»\v<A>5w^ 
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interference  and  that  Newman  had  no  right  to  make  the  claims,  be- 
cause his  application  as  originally  filed  did  not  disclose  the  elements 
of  the  printing  mechanism  of  the  adding-machine  recited  in  the 
claims  in  issue.  The  Examiner  denied  both  motions.  Upon  appeal 
the  Commissioner  affirmed  the  decision  of  the  Primary  Examiner  as 
to  the  appealable  grounds  of  the  decision  and  also  dismissed  a  peti- 
tion by  Hopkins  that  the  Commissioner  use  his  supervisory  authority 
and  set  aside  the  decision  of  the  Examiner  affirming  Newman's  ri^t 
to  make  the  claims.  In  respect  to  the  right  of  Newman  to  make  the 
claims  the  Commissioner  said : 

I  fail  to  find  any  clear  immistakable  error  in  the  Examiner's  conclaaion  that 
Newman  has  the  right  to  make  the  claims  in  issue.  The  correctness  of  the 
Examiner's  conclusion  that  Newman's  application  as  filed,  contained  sufficient 
foundation  for  the  amendments  to  which  Hopkins  objects  as  new  matter 
therein,  is  a  question  upon  which  there  is  room  for  honest  difference  of  opinion 
among  those  competent  to  judge.  Since  this  is  the  case,  and  the  question  is 
one  upon  which  Hopkins  has  no  right  of  appeal,  the  Examiner's  conclusion 
will  be  accepted  here  without  further  consideration. 

It  is  contended  in  behalf  of  Newman  that  the  question  of  New- 
man's right  to  make  the  claims  is  res  adjxidicata  in*view  of  the  deci- 
sions upon  Hopkins's  motion  to  dissolve  and  petition  above  referred  to. 
This  contention  is  not  sound.  In  his  decision  upon  Hopkins's  pe- 
tition the  Commissioner  did  not  decide  the  question  of  Newman's 
right  to  make  the  claims,  but  merely  refused  to  exercise  his  super- 
visory authority  and  review  the  decision  of  the  Examiner  upon  this 
question. 

The  right  of  a  party  to  contest  his  opponent's  right  to  make  the 
claim  ill  issue  as  a  basis  for  an  award  of  priority  is  specifically  pro- 
vided for  by  Rule  130,  which  is  in  accordance  with  the  holding  of 
the  court  of  appeals  in  the  decision  in  Podlesak  and  Podleaak  v.  Mc- 
Innemey  (C.  D.,  1906,  558;  120  O.  G.,  2127)  and  in  Kilboum  v. 
Hirner^  {post,  552;  128  ().  (}.,  1089,)  and  m  7'e  Wicke7's  and  Fur- 
long^ {post,  587 1 129  O.  G.,  869,)  both  of  which  were  decided  by  that 
court  February  5,  1907.  The  testimony  presented  by  the  respective 
parties  relative  to  Newman's  right  to  make  the  claims  were  therefore 
properly  considered  by  the  lower  tribunals  in  connection  with  the 
disclosure  in  Newman's  original  application. 

Newman  illustrates  in  his  drawing  a  type-writing  machine  and  an 
adding-machine  placed  side  by  side  with  suitable  means  for  adapting 
a  single  platen  to  coo[3erate  with  the  printing  mechanism  of  each  ma- 
chine. The  printing  mechanism  of  the  type-writer  is  shown  and 
described,  as  is  also  tlie  mechanism  for  actuating  and  controlling  the 
movement  of  the  platen;  but'only  the  case  and  a  few  minor  elements 
^-^ding-machine  are  shown  in  the  drawing,  and  the  computing 
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and  writing  mechanism  thereof  is  not  described.  The  statement  of 
invention  in  Newman's  original  application  is,  in  part,  as  follows: 

My  inTentlon  relates  to  combined  type-writing  and  adding  iuacliines  and  has 
for  its  object  to  provide  type-writing  mechanism  and  improved  means  for  com- 
bining the  same  with  adding  mechanism. 

In  the  pres^Eit  embodiment  of  my  invention  I  have  illustrated  it  in  connection 
with  an  adding-machine  of  the  class  known  as  "  registering-accountants  "  and  a 
special  object  of  the  present  invention  is  to  provide  means  whereby  type-writing 
mechanism  may  be  combined  with  such  an  adding-machine. 

As  is  well  known  to  those  skilled  in  the  art,  adding-machines  of  the  class  men- 
tioned are  provided  with  keyboards  and  in  their  operation  they  print  the  several 
numbers  to  be  added  as  well  as  the  sum  of  said  numbers. 

The  Examiner  in  his  first  action  requested  Newman  to  "  state  the 
name  of  the  patentee  of  the  adding-machine,"  and  Newman  in  re- 
sponse amended  his  specification  upon  April  29, 1901,  to  state  that  his 
improved  type-writing  mechanism  is  illustrated — 

in  connection  with  an  adding-machine  of  the  class  known  as  "registering- 
accountants  '*  such  as  those  machines  patented  to  W.  S.  Burroughs,  No.  504,963, 
dated  September  12,  ISaS. 

This  patent  and  the  Burroughs  patents  to  which  it  refers  illustrate 
and  describe  the  specific  features  of  the  adding  and  printing  mech- 
anism stated  in  the  claims  in  issue  in  this  interference,  and  the  ques- 
tion of  Newman's  right  to  make  these  claims  depends  upon  whether 
his  designation  of  the  adding-machine  by  reference  to  it  as  the  "  reg- 
istering-accountant "  and  illustration  of  its  external  form  is  a  suffi- 
cient disclosure  of  the  invention  to  warrant  the  amendment  of  April 
29,  1901,  and  the  subsequent  amendment  presenting  the  claims  in 
issue. 

The  specification  of  a  patent  is  addressed  to  persons  skilled  in  the 
art,  and  a  disclosure  therein  which  is  sufficient  to  enable  such  persons 
to  make  and  use  the  same  constitutes  a  compliance  with  the  require- 
ments of  section  4888  of  the  Revised  Statutes.  Newman's  original 
specification  when  supplemented  with  the  disclosure  of  the  Bur- 
roughs patent  504,963,  referred  to  in  Newman's  amendment  of  April 
24,  1904,  clearly  constitutes  such  a  disclosure  of  the  invention  in 
issue.  It  is,  however,  contended  by  Hopkins  that  there  was  no  suffi- 
cient identification  in  Newman's  original  specification  of  the  device 
shown  in  Burroughs's  patent  and  that  the  name  "  registering- account- 
ant "  is  merely  a  transitory  name  which  might  not  be  perpetuated  to 
inform  the  public  in  the  future  of  the  character  of  adding*  and  re- 
cording machine  involved  in  Newman's  device.  The  evidence,  in  my 
opinion,  clearly  refutes  these  contentions.  The  testimony  of  Boyer, 
the  president  of  the  Burroughs  Adding  Machine  Company,  who  is 
called  as  a  witness  by  Newman,  and  of  Dorman  and  Perkins,  who 
are  called  as  expert  witnesses  in  behalf  of  Hopkins^  dwy^^  ^iwsi- 


362  DECISIONS  OF  THE   COMMISSIONER  OF  PATENTS. 

clusively  that  the  "  registering-accountant "  was  a  well-known 
machine  upon  the  market  in  1901,  that  it  embodied  the  structure  dis- 
closed in  the  Burroughs  patent  above  referred  to,  and  that  it  was  the 
only  adding-machine  then  on  the  market  whose  case  had  the  distinct- 
ive appearance  illustrated  in  Newman's  drawings.  It  is  conceded  by 
Dorman  and  Perkins  that  the  type-writing  mechanism  and  carriage 
shown  in  Newman's  application  could  be  applied  to  the  Burroughs 
"  registering-accountant."  In  view  of  these  facts  it  is  believed  that 
Newman's  original  specification  and  drawing  sufficiently  identify  the 
adding-machine  with  which  his  mechanism  was  adapted  to  cooperate 
as  that  embodied  in  the  well-known  machine  illustrated  in  Bur- 
roughs's  patent  and  known  to  the  public  as  the  "  registering-account- 
ant "  to  enable  a  person  skilled  in  the  art  to  produce  the  invention  in 
controversy  and  to  warrant  the  amendment  of  April  24,  1901,  by 
which  a  description  of  this  machine  is  made  a  part  of  Newman's  speci- 
fication. Such  a  disclosure  was  found  by  the  Court  of  Appeals  of 
the  District  of  Columbia  to  be  sufficient  to  warrant  a  party  to  make 
claims  embracing  old  elements  not  shown  or  specifically  described  in 
the  recent  case  of  Kilhoum  v.  Himer^  supra. 

It  is  urged  that  Newman's  present  drawing  is  insufficient  to  comply 
with  the  requirements  of  Rule  50  and  that  the  oath  does  not  cover  the 
claims  of  the  issue,  which  were  presented  by  an  attorney  nearly  four 
years  after  the  application  was  filed.  These  contentions  are  without 
force.  AAliether  a  further  drawing  is  necessary  in  Newman's  applica- 
tion or  a  supplemental  oath  should  be  required  are  ex  parte  questions 
which  are  not  involved  in  this  proceeding.  The  sworn  preliminary 
statement  of  Newman  is  sufficient  to  support  the  claims  in  issue  for 
the  purpose  of  this  interference,  since  it  is  found  that  their  subject- 
matter  is  disclosed  in  his  original  application  and  comprehended  in 
the  statement  of  invention  therein. 

It  is  also  urged  that  intervening  rights  have  accrued  which  estop 
Newman  from  now  making  the  claims  in  issue.  In  the  decisions  cited 
in  support  of  this  contention  the  facts  diflered  from  those  in  this  case 
in  that  the  later  amendments  comprised  new  matter  or  claims  covering 
a  broader  invention  or  a  different  species  of  invention  than  that  em- 
braced in  the  original  application.  In  such  cases  it  has  been  held  that 
claims  presented  at  a  late  date  which  would  dominate  inventions 
made  by  others  in  a  field  which  was  unoccupied  at  the  time  such  inven- 
tions were  made  should  not  be  permitted.  In  the  present  ease  the 
claims  in  issue  are  based  upon  the  structure  originally  disclosed,  but 
are  narrower  in  scope  than  those  originally  presented.  The  invention 
was  embraced  in  the  claims  of  the  original  application,  and  therefore 
no  rights  have  become  vested  in  later  inventoi's  which  estop  Newnnan 
from  making  these  claims.  {McBerty  v.  Cook,  C.  D.,  1900,  248;  90 
O.  a,  2295.) 
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The  claims  now  in  controversy  might  have  been  made  by  Newman 
at  the  time  the  earlier  interference  between  these  applications  was 
declared.  Such  of  these  claims  as  were  in  Hopkins's  application  at 
that  time  should  have  been  made  part  of  the  issue  of  that  interfer- 
ence, and  in  view  of  the  holding  of  the  Court  of  Appeals  of  the 
District  of  Columbia  in  the  recent  case  of  Blackford  v.  Wilder 
{post,  491;  127  O.  G.,  1255)  the  question  of  priority  as  to  the  claims 
now  before  me  is  res  adjtidieata  by  reason  of  the  decision  in  the 
earlier  interference. 

In  Blackford  v.  Wilder^  supra,  Blackford  was  awarded  priority  as 
to  certain  specific  claims.  Subsequently  broader  claims  based  upon 
the  same  structure  were  presented  by  Wilder  and  a  second  interfer- 
ence instituted.    The  Court  said  in  their  decision  that  Wilder — 

Having  had  the  right  to  make  the  broader  claims  in  the  earlier  stages  of 
the  proceedings  in  the  Patent  Office,  as  well  as  the  opportunity,  in  the  first  pro- 
ceeding, to  introduce  all  of  his  evidence  relating  to  the  contruction  and 
operation  of  his  Exhibit  E  structure,  his  right,  in  both  respects,  terminated 
with  that  Utigation. 

Whether  the  former  decision  was  right  or  wrong,  or  was  induci^l  l^y  the  want 
of  the  particular  evidence  that  was  offered  in  the  present  case,  is  not  the  ques- 
tion. However  that  might  be  it  was  final  and  put  an  end  to  the  litigation  in  the 
first  interference.  It  must  be  held,  therefore,  as  conclusive  of  every  question 
that  not  only  was,  but  also  might  have  been  presented  and  determined  in 
that  case. 

Having  determined  that  Newman  has  by  virtue  of  the  disclosure 
in  his  original  application  the  right  to  make  the  claims  now  in  issue, 
he  is  entitled  to  the  award  of  priority  not  only  in  view  of  Hopkins's 
failure  to  establish  priority  of  invention,  but  also  by  reason  of  this 
question  being  res  ad  judicata. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 


Ex  PARTE  Saunders,  Jr. 

APPLICATION  FOR  DESIGN  PATENT. 

Decided  October  28, 1907. 

(131  O.  G.,  1164.) 

Affucation — ^Amendment  from  Design  to  Mechanical  Case. 

Where  an  applicant  in  presenting  his  own  case  requested  in  his  petition 
the  grant  of  a  design  patent  upon  a  letter-scale,  but  his  specification,  claim, 
and  oath  were  of  the  form  prescribed  for  mechanical  application,  and  It 
appears  from  the  actions  by  the  applicant  in  the  case  that  it  was  his  in- 
tention to  obtain  protection  for  an  article  of  manufacture,  Held  that  he 
should  be  permitted  to  amend  the  case  to  accord  with  the  form  prescribed 
for  mechanical  applications. 

On  Petition. 
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DESIGN  FOB  LETTEK- SCALES. 

Mr.  Daniel  G.  Saunders^  Jr,^  pro  se. 

MooRE,  Commissioner: 

This  is  a  petition  that  this  application,  which  as  originally  pre- 
sented requested  the  grant  of  a  patent  for  a  design,  be  allowed  to 
be  amended  as  a  mechanical  case  and  examined  as  an  application  for 
a  machine  patent. 

It  appears  from  the  record  that  the  applicant  originally  pre- 
sented a  petition  praying  that  Letters  Patent  be  granted  to  him  for  a 
term  of  seven  years  for  the  new  and  original  design  for  letter-scales 
set  forth  in  the  annexed  specification.  A  fee  of  fifteen  dollars  was 
paid  upon  the  filing  of  this  application.  The  preamble  of  the  speci- 
fication alleged  that  the  applicant  had  invented  a  new,  original,  orna- 
mental, and  useful  design  for  letter-scales  as  a  new  article  of  manu- 
facture. The  specification  clearly  described  the  construction  of  the 
device  and  concluded  with  a  claim  for  an  article  of  manufacture, 
setting  forth  the  specific  features  of  the  device.  The  oath  accompany- 
ing the  original  application  was  in  the  form  prescribed  for  mechan- 
ical appliances. 

On  examination  of  tlie  case  the  Examiner  of  Designs  required  the 
applicant  to  amend  the  api^lication  to  agree  with  the  jpractice  in  de- 
sign cases  and  also  required  him  to  file  a  new  oath  in  the  terms  pre- 
scribed by  the  statute  for  design  applications.  He  further  required 
that  the  applicant  file  an  exhibit  showing  the  design  of  a  letter-scale. 

The  applicant  in  presenting  an  amendment  in  accordance  with  the 
Examiner's  requirement  stated  that  he  was — 

*  *  *  in  doubt  whellier  the  exhibit  shall  be  a  working  model  of  the  device, 
or  a  drawing  showing  the  weight-indicating  i)ointer  and  full  details  of  the  proc- 
ess of  weighing. 

The  model  which  was  filed  clearly  showed  that  the  invention  con- 
sists of  improvements  in  machines  and  was  not  an  ornamental  design 
for  an  article  of  manufacture.  The  applicant's  claim  was  therefore 
rejected  as  not  covering  the  proper  subject-matter  for  design.  There- 
upon this  petition  that  the  case  be  amended  in  such  a  manner  as  to 
form  a  mechanical  application  was  presented. 

It  is  clear  from  the  above-stated  facts  that  from  the  first  the  inten- 
tion of  applicant,  who  is  prosecuting  his  own  case,  was  to  obtain  pro- 
tection upon  the  article  of  manufacture  and  that  his  failure  to  pre- 
sent a  proper  application  in  the  first  instance  was  due  to  his  unfa- 
miliarity  with  the  patent  law.  In  view  of  these  circumstances  it  is  be- 
lieved that  the  amendment  should  be  permitted  and  that  the  oath 
originally  filed  in  the  application  should  be  accepted  in  connection 
with  the  amendment  of  the  i^etition  and  specification  and  that  the 
case  should  be  examined  as  for  a  mechanical  application  for  patent. 

The  petitioti  is  (/ranted. 
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Ex  PARTE  Utica  Drop  Forge  and  Tool  Co. 

APPLICATION    FOR   REGISTRATION   OF   TRADE-MARK. 

Decided  August  9,  1907. 

(131  O.  G.,  1164.) 

Tbaoe-Mabks — Requirement  that  Class  of  Merchandise  be  Limited  is  in 
EJtfect  a  Rejection. 
Where  the  Examiner  required  that  the  particular  description  of  his 
merchandise  stated  by  the  applicant  as  falling  in  Class  23  be  limited  to 
"Pliers  without  a  cutting  edge"  or  that  the  class  stated  be  changed  to 
Class  20  and  the  particular  description  of  goods  made  to  read  "Nippers 
and  pliers  provided  with  a  cutting  edge,"  Held,  that  this  action  is  in  efTect  a 
refusal  t6  register  the  mark,  and  the  applicant's  remedy  is  by  appeal  and 
not  by  petition. 

On  petition. 

TRADE-MARK   FOR   NIPPERS   AND   PLIERS. 

Messrs.  Robinson^  Martin  cfe  Jones  for  the  applicant. 

Billings,  Acting  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  of  Trade-Marks 
requiring  that  the  particular  description  of  goods  be  made  definite. 

It  appears  that  the  Examiner  has  required  that  the  words  "  without 
a  cutting  edge  "  be  added  after  '"  Pliers  "  if  the  class  of  merchandise 
be  stated  as  Class  23  or  that  the  class  be  changed  to  Class  20  and  the 
particular  description  of  goods  be  made  to  read  "  Nippers  and  pliers 
provided  with  a  cutting  edge." 

This  action  of  the  Examiner  is  in  effect  a  refusal  to  register  the 
mark,  and  the  applicant's  remedy  is  therefore  by  an  appeal  and  not 
by  petition. 

It  does  not  appear  from  the  record  whether  the  Examiner  regards 
the  mark  as  registrable  except  for  this  requirement.  The  Examiner 
should  therefore,  if  he  has  any  other  reasons  for  refusing  registration, 
i^tate  them,  in  order  that,  if  applicant  sees  fit  to  appeal,  he  may  bring 
up  the  entire  case. 

The  petition  is  dismissed. 


Standard  Import  Co.,  Ltd.,  v.  New  Orleans  Import  Co.,  Ltd. 

TRADE-MARK  INTERFERENCE. 

Decided  October  31,  1907. 

(131  O.  G.,  1164.) 

Interference — Reopening  to  Take  Testimony  to  Strengthen  Case. 

A  practice  which  would  allow  a  coutestant  to  experimentally  conduct  his 
case  to  u  probable  failure  and  then  permit  him  after  consultation  and  with 
competent  assistance  to  further  make  endeavors  to  show  what  be  co^l^  «xA 
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Hbould  have  earlier  flhown  with  sucli  assistance  would  be  contrary  to  all 
well-establlsbed  rules  and  legal  principles. 
2.  Hamk — Same — Morion  Bbouoht  Before  Final  Heabing. 

Tbe  fact  tbat  a  motion  to  reopen  an  Interference  to  take  additional  evi- 
dence WHH  brougbt  before  final  bearing  is  no  reason  wby  it  sbould  be  granted. 

Appeal  on  Motions. 

TEA. 

Mr.  J.  J.  Slieehy  for  Standard  Import  Co.,  Ltd. 

Meatfrs.  Goepel  d?  Goepel  for  New  Orleans  Import  Co.,  Ltd. 

B1LLING8,  Assistant  Commissioner: 

This  case  conies  up  on  appeal  from  the  decisions  of  the  Examiner  of 
Interfei*ences  of  July  24  and  August  15,  1907,  denying  two  motions 
of  the  New  Orleans  Import  Co.  that  the  case  be  reopened  in  order 
that  further  testimony  be  taken. 

In  the  fii*st  of  these  motions  it  was  asked  that  the  case  be  reopened 
in  order  to  take  testimony  to  contradict  the  testimony  of  a  certain 
witness  and  that  testimony  might  be  taken  as  to  sales  by  the  New 
Orleans  Import  Co.  of  tea  bearing  the  trade-mark  in  issue. 

The  second  motion  asked,  fii'st,  that  the  testimony  of  two  witnesses, 
Winn  and  McClure,  might  be  taken  to  rebut  certain  statements  of 
the  Standard  Import  Co.'s  witness  Harris,  and,  second,  that  the  testi- 
mony of  the  witness  Bailey  be  taken  for  the  purpose  of  allowing  him 
to  corivc't  an  error  in  his  deposition.  No  appeal  is  taken  from  the 
decision  refusing  permission  to  take  the  testimony  of  Winn  and 
McClure. 

The  first  of  these  motions  was  denied  on  the  gix)und  that  it  was 
indefinite,  sinw  the  names  of  the  witnesses  whose  testimony  it  was 
desired  to  take  weiv.  not  given  and  on  the  further  gi-ound  that  the 
evidence  was  not  newly  discovei^ed  and  that  the  motion  was  not 
brought  with  diligiMuv. 

The  sei*t>nd  motion  was  denied  as  to  the  sivond  part  thereof  on  the 
gixnmd  that  it  had  not  Ihhmi  shown  that  the  testimony  of  Bailey  was 
material  and  that  the  moving  party  had  not  Iven  diligent  in  bringing 
his  motion. 

The  apiH'Uant  argues  that  the  casivs  of  /lohhtson  v.  CofK'land{C.  D., 
15H)a,  471:  107  O.  O.,  ia70)  and  AWf  .v  v.  fMP/,v.  ^0,  D.,  1899,  64;  88 
O.  (i.,  V\M,)  citeil  by  the  Kxaminer  of  Iniorfeiviuvs,  are  not  per- 
tinent«  ^iutv  ihe  motions  in  this  east^  weiv  bivughi  U»fore  final  hear- 
ing, not  afterwanl,  as  in  thoM'  decisions.  It  is  also  argued  that  there 
is  no  evidem^e  in  the  casi*  to  establis'*  ^Um'  ui  titi?  laiuk  l>v  either 

party  and  that  the  ti^^timony  d*  ^^^|dH||j^dj 

interest  of  truth  and  jusiiiv. 

The  jK^ninencx  of  the  latter  ai 
enJcncv  iii  the  oiiX  is  a  nulUiy  t 
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New  Oriams  Import  Cou  since  it  was  the  first  to  file  mn  application 
tor  registratian. 

The  mere  fact  that  the  motion  was  brought  before  final  hearing  is 
no  reason  why  it  should  be  granted,  for.  as  pointed  out  in  DonneUitH 
V.  Beny  (3T  MS^  386.)  quoted  with  approval  in  Suttrr  x.  McDonm^t 
Y.  J  My  Y.  \ef,  (C.  D.,  1902. 49;  98  O.  G^  1484)— 

A  prMtloe  whidi  iroald  allovr  a  coateetant  to  experimentallj  cckoduct  his  owii 
case  to  a  probable  failure  and  tben  permit  him,  after  consoltatioQ  and  with 
competent  aasiataiice,  to  malEe  further  cDdeaTors  to  show  what  he  ct%akl  and 
should  hare  earlier  ahowii  with  sodi  assistance,  would  be  contrary  to  all  well> 
establlriied  rules  and  legal  principlesL 

In  each  of  these  cases  the  motion  to  reopen  was  brouglit  before  final 
hearing. 

The  record  clearly  shows  that  the  motions  to  reo^x^n  were  not 
brou^t  with  due  diligence^  and,  as  pointed  out  by  the  Examiner  of 
Interferences,  it  has  not  been  shown  that  the  testimony  of  Bailey  is 
material. 

The  decision  is  aifirmed. 


Ex  PARTE  Plumb. 

APPLICATION   FOR   PATENT. 

Decided  Sovember  4.  19(n, 

(131  O.  C  1165.) 

Claims — Functionai^-Open  to  Objection. 

Claims  which  fail  to  include  sufficient  mechanical  elements  to  effect  the 
function  expressed  in  the  claims  are  open  to  objection,  and  from  objection 
OD  such  ground  petition  may  be  taken  to  the  Commissioner. 

On  Petition. 

DISIlfFECTING    ATFACHMEIVT   FOR   C'ARPET-SWKEPEBS. 

Messrts.  Raymond  cfc  Baniett  for  the  applicant. 

Billings,  Assistant  Covimissionei*: 

This  is  a  petition  that  the  Examiner  Ix?  dii-ected  to  forward  an  ap- 
peal to  the  Examiners-in-Chief. 

It  appears  that  on  May  21,  1907,  the  Examiner  objected  to  claims 
2,  4,  5,  and  6  as  being  functional  and  indefinite  and  I'ejected  claims  1 
and  3  on  references.     This  action  was  made  final  on  May  25,  1907. 

On  July  12,  1907,  the  applicant  filed  an  api>eal  from  this  decision 
which  the  Examiner  refused  to  forward,  holding  that  the  objection 
to  the  form  of  claims  2,  4,  5,  and  (>  should  be  disposed  of  prior 
appeal  and  that  this  question  was  one  which  went  to  the  Comnr 
on  petition.    This  action  was  repeated  on  September  9,  1907, 
the  same  time  the  objection  of  vagueness  and  mde&i\\ftw^sa  '^ 
to  apjoJj  to  claim  1  also. 
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It  was  from  this  action  that  the  present  petition  was  taken,  the 
appellant  contending  that  the  Examiner^s  action  was  in  reality  a  re- 
jection of  the  claims  as  being  too  broad  and  that  the  question  is 
properly  reviewable  by  the  Examiners-in-Chief  on  appeal. 

The  distinction  between  claims  which  should  be  objected  to  as 
functional  and  claims  which  should  be  rejected  on  the  ground  that 
the  statement  of  function  contained  therein  is  insufficient  to  dis- 
tinguish them  from  the  prior  art  is  well  stated  in  ex  parte  McMuUen 
(C.  D.,  1898, 119;  84  O.  G.,  507)  as  follows: 

Functional  claims — that  is,  claims  for  a  function  merely  or  which  faU  to 
include  sufficient  mechanical  elements  to  effect  the  function  expressed  in  the 
claim — are  open  to  objection,  and  from  objection  made  upon  such  ground  peti- 
tion may  l>e  taken  to  the  Commissioner. 

On  the  other  hand,  claims  which  while  including  sufficient  mechanical  ele- 
ments to  effect  a  function  stated  therein,  depend  ui)on  that  statemoit  of  func- 
tion to  distinguish  them  from  what  is  old  in  the  prior  art  are  not  to  be  objected 
to  as  functional,  but  are  oi)en  to  rejection  if  in  the  opinion  of  the  Examiner  the 
statement  of  function  is  insufficient,  the  question  being  a  question  of  merits  and 
not  of  form. 

It  has  also  been  pointed  out  in  ex  parte  Holder  (C.  D.,  1903,  442; 
107  O.  G.,  833)  that  where  the  claim  distinctly  specifies  a  certain 
structure  which  is  adapted  to  perform  a  particular  function  there  is 
no  objection  to  setting  out  in  the  claim  also  the  function  which  the 
structure  is  adapted  to  perform. 

The  Examiner's  objection  to  claims  1,  5,  and  6  is  well  taken,  for 
these  claims  do  not  include  suflScient  mechanical  elements  to  effect 
the  functions  expressed  therein. 

Claims  2  and  4  appear  to  be  unobjectionable  in  form,  except  that 
the  brush  is  not  positively  included  as  an  element  in  claim  2.  If  the 
Examiner  knows  of  references  which  anticipate  these  claims,  he 
should  cite  the  same. 

As  the  appeal  cannot  be  forwarded  till  the  objection  to  the  form  of 
claims  1,  5,  and  6  have  been  overcome,  the  petition  cannot  be  granted, 
but  the  case  is  remanded  to  the  Examiner  for  action  in  conformance 
with  this  decision. 

The  petition  is  denied. 


Albers  Bros.  Milling  Company  v.  Forrest. 

trade-mark  interference. 

Bedded  July  8,  1901. 

(131  O.  G.,  1419.) 

INTEBFERBNCE — PBINTINO  TESTIMONY. 

The  fact  that  the  senior  party  took  no  testimony  is  not  a  sufficioit  reason 
waiving  the  requirements  of  Rule  162. 

^ETITION. 
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TBADE-IIABK  FOB  BOLLED  OATS. 

Mr.  Chas.  /.  Schnabel  and  Mr.  John  Imirie  for  Albers  Bros.  Mill- 
ing Company. 
Mr.  A.  O.  Behel  for  Forrest. 

Moore,  Commissioner: 

This  is  a  petition  that  the  requirement  of  the  printing  of  testimony 
in  this  case  be  waived. 

The  senior  party  took  no  testimony  and,  according  to  the  statement 
of  the  petitioner,  was  not  represented  at  the  taking  of  testimony  by 
the  junior  party.  It  is  urged  that  the  petitioner  should  not  be  put  to 
the  expense  of  printing  testimony  when  the  opposing  party  did  not 
actively  defend  his  case,  and  the  petitioner  now  offers  to  print  the 
record  should  the  other  party,  Forrest,  appeal. 

Rule  162  was  clearly  not  intended  to  permit  the  filing  of  type- writ- 
ten copies  of  the  record  in  place  of  printed  copies  under  such  circum- 
stances as  appear  in  this  case.  Exemption  from  printing  is  to  be 
permitted  only  where  by  reason  of  poverty  an  inventor  is,  in  fact,  un- 
able to  bear  the  cost  of  printing  the  testimony. 

The  reasons  for  requiring  printed  copies  of  testimony  apply  as 
forcibly  to  records  presented  before  the  Office  as  to  those  presented 
before  the  courts,  and  it  is  not  believed  that  the  additional  burden 
should  be  placed  upon  any  of  the  tribunals  of  this  Office  6i  consider- 
ing type-written  instead  of  printed  copies  of  testimony.  In  respect 
to  the  offer  of  the  petitioner  to  print  the  testimony  if  appeal  is  taken 
it  may  be  said  that  such  agreements  cannot  be  enforced  by  the  Com- 
missioner and  should  not  therefore  be  considered. 

The  petition  is  denied. 


Hess  v.  Joerissen  v.  Felbel. 

interference. 

Decided  July  19,  1907. 

(131  O.  G.,  1419.) 

Appeal  on  Priority — Patentability  or  the  Issue. 

The  question  of  the  patentability  of  the  Issue  will  not  be  considered  on  an 
appeal  on  priority  except  under  such  special  circumstances  as  would  warrant 
the  exercise  of  the  sui>ervi8ory  authority  of  the  Ck)minls8ioner. 

Appeal  from  Examiners-in-Chief. 
30997— H.  Doc.  470,  60-1 24 
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TYPE- WRITING  MACHINE. 

Messrs.  Baldwin  cfc  Wight  for  Hess. 
Messrs.  Knight  Bros,  for  Joerissen. 
Mr.  Jacob  Felbel  pro  se. 

Moose,  Commissioner: 

This  is  an  appeal  by  Hess  from  the  decision  of  the  Examiners-in- 
Chief  affirming  the  decision  of  the  Examiner  of  Interferences  that  he 
is  not  the  prior  inventor  of  the  invention  in  issue. 

In  his  preliminary  statement  Hess  alleged  a  date  of  conception  sub- 
sequent to  the  filing  date  of  the  senior  party.  In  response  to  an  order 
of  the  Examiner  of  Interferences  to  show  cause  why  judgment  should 
not  be  rendered  against  him  on  the  record  Hess  moved  to  dissolve  the 
interference,  alleging  the  non-patentability  of  the  issue  to  all  parties. 
This  motion  was  denied  by  the  Primary  Examiner,  and  the  Examiner 
of  Interferences  thereupon  rendered  judgment  against  Hess. 

On  appeal  to  the  Examiners-in-Chief  Hess  urged  the  non-patent- 
ability of  the  issue  to  all  parties ;  but  they  declined  to  make  a  recom- 
mendation under  Rule  126. 

Hess  has  again  urged  the  non-patentability  of  the  single  claim  of  the 
issue  upon  this  appeal  and  requests  consideration  imder  the  exercise  of 
my  supervisory  authority.  The  question  raised  in  this  case  is  similar 
to  those  considered  in  the  Commissioner's  decisions  in  Sobey  v.  Hols- 
claw  (C.  D.,  1905,  523;  119  O.  G.,  1922)  and  Potter  v.  Mcintosh, 
(C.  D.,  1906,  56;  120  O.  G.,  1823,)  which  decisions  were  affirmed  by 
the  Court  of  Appeals  of  the  District  of  Columbia  in  Sobey  v.  Hols- 
cUw  {post,  465;  126  O.  G.,  3041)  and  Potter  v.  Mcintosh,  {post,  505; 
127  O.  G.,  1995.)  In  these  decisions  it  was  stated  that  under  the 
circumstances  here  presented  only  the  (Question  of  priority  was  raised 
and  that  the  question  of  patentability  would  not  l)e  considered  and 
that  there  was  no  occasion  for  the  exercise  of  supervisory  authority. 
This  practice  is  believed  to  be  a  proper  one,  and  no  special  circum- 
stances are  presented  in  this  case  which  wouhl  warrant  a  deviation 
therefrom. 

The  decision  of  the  Exaininers-in-C hief  is  affrr/ncd. 


SiLVKK  Lake  Co^itaxy  i\  Samson  CoKDAtiE  Works. 

orrosiTJON. 

DaiiUa  Ovtohvr  ir,.  1007. 

(131  O.  G.,  1420.) 

1.  Trade-Marks — The  Words  **  Spot  Cord  "  and  a  Cord  Having  Spots  Thebbon 
Not  Alternatives. 
The  words  **Spot  Cord"  as  a  trade-mark  for  braided  sash-cord  Held 
not  in  conOict  with  the  use  of  spots  on  a  eox^,  \.\ife  \«i\X.ct  \>^VEi%  ^  m«c^  wsvor 
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bol  which  may  be  translated  into  words  other  than  the  words  **  spot  cord.'* 
Spots  on  a  cord  and  the  words  *'  Spot  Cord  *'  are  not  true  alternatives. 
2.  Same — The  Words  "  Spot  Cobd  "  Not  Indefinite. 

The  words  "Spot  CJord"  not  being  the  mere  equivalent  or  alternative,  In  a 
trade-mark  sense,  of  a  cord  having  spots  thereon,  such  words  will  not  be 
refused  registration  on  the  ground  that  a  mark  consisting  of  spots  on  a  cord 
is  too  indefinite  to  form  trade-mark  subject-matter. 

Appeal  from  Examiner  of  Interferences. 

TRADE-MARK   FOR  BRAIDED   SASH-CORD. 

Messrs.  Macleod^  Calver^  Copeland^  tt*  Dike  for  Silver  Lake  Com- 
pany. 

Messrs,  Clarke^  Raymond  tfc  Coale  for  Samson  Cordage  Works. 

Moose,  Commissioner: 

This  is  an  appeal  by  the  Silver  Lake  Company  from  a  decision  of 
the  Examiner  of  Interferences  dismissing  its  notice  of  opposition 
to  the  registration  by  the  Samson  Cordage  Works  of  the  words  "  Spot 
Cord  "  as  a  trade-mark  for  braided  sash-cord. 

Appellant  asks  that  registration  be  refused  to  applicant  on  the 
ground  that  the  mark  described  in  such  application  conflicts  with  a 
mark  to  which  it  has  a  prior  right.  Appellant's  rights  are  founded 
upoa  evidence  showing  that  prior  to  the  adoption  of  its  trade-mark 
by  applicant  and  prior  to  its  manufacture  of  the  article  to  which  the 
mark  is  applied  appellant  manufactured  and  sold  braided  cords  of 
varioas  sizes  and  for  various  purposes  having  colored  spots  thereon.  . 
Appellant  therefore  urges  that  it  acquired  an  exclusive  right  to  the 
use  of  spots  on  braided  cord  as  a  mark  of  origin  or  ownership,  that 
the  words  "  Spot  Cord ''  have  the  same  significance  as  appellant's 
mark,  and  that  it  would  therefore  be  damaged  by  the  registration. 

It  may  be  observed  that  the  testimony  taken  on  behalf  of  appellant 
does  not  show  that  it  ever  used  or  intended  to  use  the  spots  on  its 
braided  cord  as  a  mark  of  origin  or  ownership  or  that  the  trade  ever 
relied  on  such  marks  as  an  indication  that  the  goods  bearing  them 
were  made  by  appellant.  It  would  therefore  seem  that  the  opposition 
might  be  dismissed  on  the  ground  that  appellant  has  not  shown  the 
possession  of  any  right  which  would  be  in  any  way  interfered  with 
by  granting  registration  to  the  applicant.  However,  I  prefer  to  place 
my  decision  of  this  case  on  the  ground  that,  assuming  appellant  to 
have  a  right  to  the  use  of  spots  on  a  braided  cord  as  a  mark  of  origin 
or  ownership,  there  is  no  conflict  between  such  mark  and  the  words 
"  Spot  Cord,"  for  which  applicant  seeks  registration.  In  the  first 
place  applicant's  mark  consists  of  words  which  may  be  spoken  and 
which  at  the  same  time  give  a  distinct  impression  to  the  eye,  while  the 
opposer's  mark  consists  merely  of  a  symbol  which  is  liable  to  be  trans- 
lated into  words  differently  by  different  individuals.  1\,  Vva.^  \5fe«:^ 
held^  both  by  the  Patent  Office  and  by  the  cowrVs,  \\v%X»  xwwx^  ^ov^^^ 
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and  symbols  arc  full  equivalents — as,  for  example,  the  word  star 
and  the  representation  of  a  star  or  the  word  squirrel  and  the  repre- 
sentation of  a  squirrel — and  in  such,  cases  the  registration  of  one 
of  these  would  bar  the  registration  of  the  other  for  the  same  class 
of  goods.  But  in  the  examples  given  the  symbol  immediately  sug- 
gests the  word  which  it  represents  and  no  other,  and  vice  versa. 
Such  is  not  the  case  here.  The  appearance  of  opposer's  product  does 
not  suggest  the  words  "  Spot  Cord ''  any  more  than  it  suggests  the 
words  fancy  cord.  In  this  connection  it  is  interesting  to  note  that  in 
the  taking  of  testimony  by  appellant  the  cord  was  referred  to  as 
"  fancy  cord.  "  The  testimony  of  G.  H.  Shapley,  the  treasurer  of  ap- 
pellant, (X-Q.  50,  S.  L.  C.  Kec,  p.  33,)  indicates  that  the  cord  was 
ordered  by  the  term  "  fancy  cord  "  or  by  submitting  samples.  If  the 
words  "  Spot  Cord  "  or  spotted  cord  constituted  a  natural  expression 
of  the  mental  impression  created  by  appellant's  symbol,  the  trade 
would  undoubtedly  have  used  such  terms;  but  if  such  is  the  fact  tlie 
record  fails  to  show  it.  As  it  does  not  appear  fi'om  the  record  that 
applicant's  product  has  become  known  as  "  spot  cord  "  and  as  there 
is  no  reason  to  apprehend  that  it  will  become  so  known,  I  conclude 
that  the  registration  of  applicant's  mark  will  not  tend  to  cause  con- 
fusion between  the  goods  of  the  parties  to  this  proceeding. 

It  is  urged  by  appellant  that  registration  should  be  refused  in  view 
of  the  decision  of  the  Circuit  Court  of  Appeals  for  the  Eighth  Cir- 
cuit, reported  in  134  Fed.  Rep.,  571,  in  which  it  was  held  that  a  mark 
for  wire  rope  consisting  of  a  colored  strand  twisted  in  the  rope  and 
not  restricted  to  any  particular  color  is  too  indefinite  to  constitute  a 
valid  trade-mark.  This  decision  has  l^een  aflSrmed  by  the  United 
States  Supreme  Court,  their  decision  being  reported  in  201  U.  S.,  166. 
Since  I  do  not  regard  applicant's  mark  as  the  mere  equivalent  of  a 
cord  having  spots  thereon,  the  decision  referred  to  is  not  considered 
material  to  the  disposition  of  this  case. 

The  decision  of  the  Examiner  of  Interferences  dismissing  the  opix)- 
sition  and  granting  registration  to  the  applicant  k  affirmed. 


Ex    PARTE    WeSTIXGIIOI'SE. 

AI»PLICAT10N    FOR   PATENT. 

Dvvhlvd  October  '29,  J 907. 

(131  O.  G.,  1420.) 

Abandonment  of  Application — Sufficiency  of  Action. 

Where  on  December  20,  100.5,  an  Examiner  rejectefl  certain  claims  and 
made  a  formal  objei»tion  to  another  claim,  to  which  the  applicant  made  a 
sntficient  re8iK)n8e  on  Jannary  27,  1000,  with  the  exception  tliat  he  faUed 
to  mention  the  informal  claim,  aud  t\wi  ^x.\\ti\\w^v  Vw  \il^  uex.t  action  on 
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February  10,  IIKXJ,  reiteratetl  the  formal  objectiou,  but  did  not  state  that 
the  applicant's  action  by  i*eason  of  failure  to  mention  the  informal  claim 
was  unresponsive  and  did  not  make  such  objection  final,  Held  that  an 
amendment  curing  the  informality  filed  January  18,  1907,  is  filed  in  proper 
time,  the  renewal  of  the  objection  by  the  Examiner  without  objection  to 
the  insufliciency  of  the  applicant's  action  of  January  27,  1906,  constituting 
a  waiver  of  the  question  of  incompleteness  of  such  action. 

Appeal  from  Examiners-in-Chief. 

ELASTIC-FLUID  TURBINE. 

Mr.  J.  S.  Green  and  Mr.  Melville  Church  for  the  applicant. 

MooRE,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  a  decision  of  the  Primary  Examiner  holding  that  the  appli- 
cation is  abandoned  because  of  "  lack  of  proper  prosecution." 

As  originally  filed  the  application  contained  thirteen  claims,  of 
which  the  thirteenth  read  as  follows : 

A  turbine,  substantially  as  herein  shown  and  described. 

On  December  29,  1905,  the  Examiner  rejected  claims  2,  3,  and  4 
upon  a  French  patent,  and  with  reference  to  claim  13  said : 

Claim  13  is  informal,  being  merely  a  reference  to  the  specification. 

On  January  27,  1906,  applicant  authorized  and  requested  the  can- 
celation of  claims  2,  3,  and  4,  but  made  no  reference  to  claim  13.  The 
Examiner  apparently  treated  this  action  as  a  request  for  reconsidera- 
tion of  his  action  on  claim  13  and  on  February  16, 1906,  replied  to  ap-. 
plicant's  lettfer  of  January  27,  1906,  as  follows: 

f'laim  10  is  informal,  being  merely  a  reference  to  the  specification. 

The  claims  having  l)een  renumbered,  claim  10  of  this  letter  is  origi- 
nal claim  13. 

On  January  18,  1907,  applicant  authorized  and  requested  the  can- 
celation of  claim  10  and  added  three  new  claims.  This  amendment 
was  not  entered,  the  Examiner  holding  that  the  application  was 
abandoned,  since  no  action  was  taken  with  reference  to  original  claim 
13  within  one  year  from  the  Office  action  of  December  29,  1905.  It  is 
from  this  holding  that  the  appeal  was  taken  to  the  Examiners-in- 
Chief. 

It  would  have  been  perfectly  proper  for  the  Examiner  to  have  made 
his  action  of  February  16,  1906,  final,  for  it  was  a  repetition  of  his 
action  of  Deconiber  29,  1905.  However,  this  was  not  done,  nor  was 
any  reference  made  to  the  fact  that  applicant's  action  of  January  27, 
1906,  was  not  completely  responsive  to  the  Office  action  of  December 
29,  1905. 

In  view  of  the  character  of  the  Office  action  of  Febtvi«k.T^  \^^V^^^ 
it  must  be  held  that  the  Examiner  thereby  waived  VYve  q^^^\awv  qS.  >Jw^ 
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incompleteness  of  applicant's  action  of  January  27,  1906,  and  that 
applicant  was,  under  the  statute,  entitled  to  a  year  from  February  16, 
lOOf),  within  which  to  amend  his  application.  Such  an  amendment 
having  been  filed  on  January  18,  1907,  the  case  cannot  be  held  to  have 
been  abandoned.         ^ 

The  decisian  of  the  Examinera-in-Chief  is  reversed. 


Ex   PARTE   LaSANCE. 
APPLICATION    FOR   PATENT. 
Decided  November  15,  1907. 

(131  O.  G.,  1421.) 

Final  Re-tection — When  Warranted. 

Where  substitute  claims  were  rejected  upon  the  same  referenceB  as  the 
prior  claims  aud  it  was  stated  that  the  ''  claims  are  substantially  like  those 
previously  rejected  ou  the  same  references,  being,  if  anything,  a  Uttle 
broader,"  Held  that  a  final  rejection  was  proi)er. 

On  Petition. 

dovetailing-machine. 

Messrs.  Heidman  cC*  Street  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  that  the  final  re- 
jection of  Fobruary  11,  1907,  was  ])rematuro  and  that  tlie  amendment 
filed  February  23, 1907,  should  be  entered  and  considei*ed. 

In  his  sixth  action,  dated  February  11,  1907,  the  Examiner  rejected 
substitute  claims  1  and  5  upon  the  same  references  as  the  prior  claims 
and  stated: 

As  these  claims  are  substantially  like  those  previously  rejected  on  the  same 
references — beinp,  if  anything,  a  little  broader, — this  action  Is  made  final. 

Petitioner  contends  that  as  the  Examiner  admits  that  the  substitute 
claims  are  "  a  little  broader  "  they  are  not  the  same  as  those  previously 
rejected  and  that  a  final  rejection  was  therefore  improper. 

It  is  not  necessary  that  the  claims  should  be  identical  to  warrant 
a  final  rejection.  If  the  claims  have  not  been  materially  amended, 
but  are  substantially  the  same,  a  final  rejection  is  proper.  {Ex  parte 
Cox,  C.  D.,  1900,  107;  122  O.  G.,  1045.)  Slightly  broadening  the 
claims  in  no  way  avoids  the  references.  An  amendment  which  merely 
broadens  the  scope  of  the  claims  is  not  apparently  an  attempt  to  avoid 
the  references  and  must  be  construed  as  either  a  desire  on  the  part 
of  applicant  to  present  broader  claims  on  appeal  or  an  attempt  to 
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merely  avoid  a  final  rejection.    If  such  an  amendment  was  consid- 
ered sufficient  to  prevent  a  final  rejection,  it  would  be  impossible  for 
the  Primary  Examiner  to  ever  bring  the  prosecution  of  the  case  before 
him  to  a  close. 
TK&  petition  is  denied. 


The  W.  Bingham  Company  v.  G.  W.  Bradley's  Sons. 

trade-mark  interference. 

Decided  November  9,  1907. 
(131  O.  G.,  1421.) 

1.  Trade-Marks — Interference  in  pact — ^Arrow   Piercing  Letter  "  B "   and 

Letters  "  X  L  C  R  **  Pierced  by  Arrow  Inclosed  in  Diamond-Shaped 

Border. 
Held  that  a  trade-mark  comprising  the  letters  "  X  L  C  R  "  pierced  by  an 
arrow,  the  whole  being  inclosed  in  a  diamond-shaped  figure,  does  not  so 
nearly  resemble  a  trade-mark  for  the  same  merchandise  which  comprises 
the  letter  *'  B  *'  pierced  by  an  arrow  as  to  cause  confusion  in  the  mind  of 
the  public. 

2.  Same— Same — Former  Decision  Distinguished. 

Where  the  words  are  alike  in  appearance  or  where  the  common  features 
of  .a  mark  are  of  sufficient  prominence  as  to  cause  the  merchandise  of  both 
parties  to  become  known  by  a  common  name,  the  Interference  should  be 
continued  in  order  that  the  Office  may  have  the  benefit  of  testimony  show- 
ing whether  confusion  in  trade  has  actually  occurred;  but  where  there  is 
80  marked  a  difference  in  ai>pearauce  and  significance  of  the  marks  when 
considered  as  a  whole  that  no  likelihood  of  confusion  in  trade  is  apr>arent 
the  interference  should  be  dissolved. 

On  Appeal. 

trade-mark  for  hardware. 

Mr.  T.  W.  Johnson  for  The  W.  Bingham  Company. 
Messrs.  Mnnn  cS;  Co.  for  G.  W.  Bradley's  Sons. 

BiLLTNOS,  Assistant  Commissioner: 

This  in  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  dissolving  an  interference.  The  trade-mark  of  G.  W.  Brad- 
ley's Sons  consists  of  the  letter  "  B  "  pierced  by  an  arrow.  The  trade- 
mark of  The  W.  Bingham  Company  as  originally  filed  comprised 
the  letters  "  X  L  C  R  "  pierced  by  an  arrow.  Subsequently  to  the 
declaration  of  interference,  upon  his  request,  jurisdiction  was  given 
to  the  Examiner  of  Trade-Marks  for  the  purpose  of  re-forming  the 
issue  of  interference,  and  The  W.  Bingham  Company  was  permitted 
to  amend  its  drawing  to  show  the  entire  mark  disclosed  in  the  speci- 
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mens  originally  filed.  The  mark  thus  displayed  comprises  the  letters 
"  X  L  C  R  "  pierced  by  an  arrow,  the  whole  being  inclosed  in  a  dia- 
mond-shaped figure  bounded  by  two  parallel  lines.  The  Examiner  of 
Trade-Marks  then  held  in  his  decision  on  the  motion  for  dissolution 
that  there  was  no  such  close  resemblance  between  the  marks  of  the 
two  applications  which  would  be  likely  to  cause  confusion  in  trade, 
and  dissolved  the  interference.  It  is  contended  upon  behalf  of  G.  W. 
Bradley's  Sons  that  the  representation  of  an  arrow  is  the  salient 
feature  of  the  mark  and  that  confusion  in  trade  would  be  likely  to 
follow  from  the  concurrent  use  of  the  marks  of  the  respective  appli- 
cants upon  goods  of  the  same  descriptive  properties.  This  contention 
is  believed  to  be  untenable.  In  determining  the  question  of  interfer- 
ence in  fact  between  the  trade-marks  it  is  necessary  to  consider  the 
appearance  of  the  mark  as  a  whole  and  to  determine  whether  the  pre- 
dominating features  of  the  mark  are  substantially  identical  in  ap- 
pearance, significance,  and  sound.  In  the  present  case  the  mark  of 
G.  W.  Bradley's  Sons  consists  of  an  arrow  crossing  the  letter  "  B," 
and  it  is  doubtful  if  the  mark  would  be  known  as  the  "  arrow  "  brand 
in  view  of  the  prominence  of  the  letter  "  B."  The  mark  of  The  W. 
Bingham  Company,  on  the  other  hand,  consists  of  a  composite  mark, 
the  most  striking  features  of  which  are  the  letters  "  X  L  C  R,"  which 
is  merely  a  misspelling  of  the  word  "  Excelsior."  This,  it  is  believed, 
far  overshadows  the  significance  of  the  arrow,  and  by  reason  of  its 
location  within  the  diamond-shaped  frame  gives  the  mark  an  entirely 
different  appearance  from  that  of  G.  W.  Bradley's  Sons.  It  is  likely 
that  the  goods  of  The  W.  Bingham  Company  would  be  known  as  the 
"  Excelsior  "  brand,  and  not  as  the  "  arrow  "  brand.  There  is,  there- 
fore, not  only  a  difference  in  appearance  of  the  marks,  but  also  a 
difference  in  significance. 

In  each  of  the  cases  cited  in  support  of  the  contention  of  G.  W. 
Bradley's  Sons  that  the  interference  should  be  continued  it  appears 
that  either  the  trade-marks  of  the  respective  parties  had  become 
known  by  a  common  name  or,  as  in  the  case  of  ex  parte  Smith  <£• 
Heminway^  (ante^  215;  129  O.  G.,  2500,)  that  the  common  feature  of 
the  mark  is  of  so  great  prominence  as  to  overshadow  other  features 
of  the  mark.  In  such  cases  the  interference  should  be  continued  in 
order  that  the  Office  may  have  the  benefit  of  testimony  showing 
whether  confusion  in  trade  has  actually  occurred;  but  where,  as  in 
the  present  case,  there  is  so  marked  a  difference  in  appearance  and 
significance  of  the  marks  when  considered  as  a  whole  that  no  like- 
lihood of  confusion  in  trade  is  apparent  it  is  believed  that  the  inter- 
ference should  be  dissolved. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 
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Gold  v.  Gold, 
patent  interference. 

Decided  November  7.  1907. 
(131  O.  G.,  1442.) 

INTEBFEBENCB — INDEFINITE    MOTION — AMENDED    MOTION — TBANSMISSION. 

It  Is  well  settled  that  piecemeal  action  cannot  be  permitted ;  but  where  a 
party  acting  in  good  faith  files  a  motion  which  is  held  to  be  indefinite 
and  an  amended  motion  curing  the  informalities  is  promptly  filed  within 
the  limit-  of  appeal  set  from  the  previous  decision  the  amended  motion 
should  be  transmitted. 

Appeal  on  Motion. 

STEAM-HEATINO  SYSTEM. 

Messrs.  Raymond  cfc  Burnett  and  Messrs.  H.  C.  Evert  cfe  Co.  for 
E.  H.  Gold. 
Messrs.  Arthur  C.  Eraser  cfe  Vsina  for  E.  E.  Gold. 

Billings,  Assistant  C&innhissioner: 

This  case  is  before  me  on  two  appeals  by  E.  H.  Gold  from  decision 
of  the  Examiner  of  Interferences. 

The  first  appeal  is  from  the  decision  granting  E.  E.  Gold's  motion 
for  transmission  and  denying  the  transmittal  of  E.  H.  Gold's  mo- 
tion. The  second  appeal  is  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  consider  the  amended  motion  of  E.  H. 
Gold. 

It  appears  from  the  record  of  this  interference  that  under  date  of 
August  2,  1907,  times  were  set  for  taking  testimony.  The  limit  for 
filing  motions  for  dissolution  was  set  to  expire  September  3,  1907. 
There  was  subsequently  a  motion  filed  in  behalf  of  E.  H.  Gold  to 
extend  the  time  within  which  motions  might  be  filed,  and  this  motion 
was  accompanied  by  the  affidavit  of  Percival  H.  Truman,  an  employee 
of  counsel  for  E.  H.  Gold,  which  affidavit  was  executed  August  7.  In 
this  affidavit  it  was  stated  that  his  employer  was  ill,  was  absent  from 
the  city  at  that  time  because  of  this  illness,  that  he  would  not  return 
to  the  city  for  some  time,  and  that  in  the  opinion  of  the  affiant  a  mo- 
tion for  dissolution  should  be  filed ;  that  in  view  of  the  fact  that  his 
employer  was  counsel  in  this  case  and  had  charge  of  this  interference 
and  others  relating  thereto,  it  would  be  practically  impossible  for  a 
motion  to  be  filed  within  the  time  specified.  This  motion  was  of 
course  denied  under  the  prevailing  practice,  for  the  reason  that  it 
was  not  positively  known  that  a  motion  would  be  filed;  but  in  the 
decision  denying  the  extension  it  was  stated  that  the  reasons  given 
in  support  of  that  motion  would  be  considered  in  connection  with  any 
showing  that  might  be  made  later  should  a  motion  for  dissolution  be 
filed.  It  appears  that  eleven  days  after  the  exp\T«AAftw  oi.  ^^  \Asckfc 
E.  H.  Gold  Bled  a  motioiiy  accompanying  tVve  saitie  V\>iN\  «k.  ^o^vft% 
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why  the  motion  was  filed  late.  This  showing  was  also  to  be  taken 
in  connection  with  the  showing  previously  made  with  the  motion  for 
an  extension  of  time.  The  Examiner  of  Interferences  held  that  the 
motion  was  informal  in  some  respects,  while  formal  in  others,  but 
refused  to  transmit  any  part  of  the  motion,  on  the  ground  that  the 
showing  for  the  delay  was  not  sufficient.  In  this  latter  holding  it  is  be- 
lieved that  the  Examiner  of  Interferences  was  in  error.  The  showing 
accompanying  the  motion  for  dissolution,  when  taken  in  connection 
with  the  pre\dous  showing  accompanying  the  motion  for  an  extension 
of  time,  is  regarded  as  sufficient  to  excuse  the  short  delay  of  eleven 
days.  Subsequently  counsel  for  E.  H.  Gold  filed  an  amended  motion 
for  dissolution  which  clearly  corrected  the  informalities  in  the  first 
motion  and  gave  more  specific  statements  of  reasons  in  excuse  of  the 
delay.  The  second  motion  was  filed  within  the  limit  of  appeal  and 
on  the  same  day  that  an  appeal  was  filed  from  the  decision  on  the 
first  motion.  The  Examiner  of  Interferences  dismissed  the  second 
motion  because  an  appeal  had  also  been  filed  from  the  previous  deci- 
sion. It  is  well  settled  that  the  practice  which  has  been  characterized 
as  piecemeal  cannot  be  permitted.  Where,  however,  the  record  indi- 
cates good  faith  in  interference  cases  and  where  the  Office  holds  that 
a  motion  is  not  sufficiently  specific  to  warrant  transmittal  and  the 
applicant  promptly  files  a  specific  motion  within  the  limit  of  appeal 
set  from  the  previous  decision  and  it  is  found  that  the  second  motion 
is  sufficiently  definite  to  meet  all  requirements,  it  is  believed  that  less 
delay  will  be  expedenced  and  less  harm  done  to  any  parties  in  the  case 
by  transmitting  the  second  motion  than  by  denying  the  transmission 
thereof.  In  such  cases  the  amended  motion  should  be  transmitted, 
provided,  of  course,  that  the  excuse  tor  the  delay  in  filing  the  first 
motion,  should  it  be  filed  late,  is  regarded  as  satisfactory. 

There  is  no  error  found  in  transmitting  the  motion  filed  by  E.  E. 
Gohl  for  dissolution. 

The  decision  of  the  Examiner  of  Interferences  transmitting  the  mo- 
tion of  E.  E.  Gold  is  a-ffinned^  and  his  decision  refusing  to  transmit 
E.  II.  Gold's  amended  motion  is  reversecL 


Brown  r,  Inwh)Od  and  IjAvenbero. 

PATENT  INTERFERENCE. 

Decided  yovemher  IS,  1007, 

(131  O.  G.,  1423.) 

INTEBFEBENCE — MOTION   TO   DlSSOL^'E — AFFIDAVITS. 

When  a  party  may  not  appeal  from  u  dl^cisioll  ou  a  motion  to  dissolve,  he 
may  uot  api)eal  from  a  determination  ui)on  the  admisslbiUty  of  affidavits 
filed  with  that  motion. 

On  Petition. 
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MEANS  FOR  MAKING  BOX-BLANKS. 

Messrs.  Bulkley  <&  Durand  and  Messrs.  Davis  &  Davis  for  Brown. 
Messrs.  Dyrenforth^  Dyrenforth  cfe  Lee  for  Inwood  and  Lavenberg. 

BiLLiNQS,  Assistant  Commissioner: 

This  case  comes  up  on  petition  by  Brown  from  the  action  of  the  Pri- 
mary Examiner  in  refusing  to  consider  an  affidavit  of  William  P. 
Ilealy  filed  in  support  of  a  motion  to  dissolve. 

It  appears  that  Brown  brought  a  motion  to  dissolve  on  the  ground 
that  the  device  of  Inwood  and  Lavenberg  is  inoperative,  and  therefore 
they  have  no  right  to  make  the  claims  corresponding  to  the  issue  of 
the  interference. 

The  Primary  Examiner  denied  this  motion  and  refused  to  consider 
in  connection  therewith  the  aflSdavit  above  referred  to,  on  the  ground 
that  certain  testimony  taken  in  an  equity  suit  in  which  Brown's  as- 
signee and  the  parties  Inwood  and  Lavenberg  were  involved  and 
which  is  quoted  in  the  affidavit  was  not  supported  by  a  certificate 
from  the  clerk  of  the  court  or  other  proper  evidence  as  to  its  authen- 
ticity. 

It  is  pointed  out  in  Browne  v.  Stroud  (C.  D.,  1906,  226;  122  O.  G., 
2688)  that  the  consideration  of  affidavits  upon  a  motion  to  dissolve  is 
not  a  right  which  parties  are  entitled  to  demand,  and  in  that  case, 
where,  as  in  this,  no  appeal  lay  from  the  decision  of  the  Primary 
Examiner,  it  is  stated  : 

When,  as  is  the  position  of  tlie  petitioner  here,  a  party  may  not  appeal  from 
the  decision  on  the  motion,  he  may  not  appeal  from  a  determination  upon  the 
admissibility  of  affidavits.  The  determination  In  such  eases  will  only  be  re- 
viewed upon  a  petition  making  out  an  apparent  case  of  abuse  of  discretion. 

No  such  abuse  of  discretion  has  been  shown  in  this  case. 
The  petition  is  denied. 

GUENIFFET,  BeNOIT,  AND  NlCAI^LT    /'.   Wl(  TORSO  UN. 

Decided  Muy  /o,  tliOl, 

(lai  O.  O.,  1085.) 

1.  Interference — Priority — Foreign  Patent  as  Bar  Not  Considered. 

Where  the  proofs  of  the  junior  party  to  an  interference  are  insufficient 
to  overcome  the  date  of  a  forei^  patent  granted  to  the  senior  party,  the 
question  whether  a  foreign  patent  granted  to  such  senior  party  stands  as  a 
l)ar  to  the  allowance  of  his  United  States  application  will  be  left  for  ex 
jKirte  consideration  after  the  termination  of  the  interference. 

2.  Same — Same— Conception— Knowledge    in    This    Country    By     Foreign 

Inventor. 
Mere  knowledge  of  an  invention  in  this  country  by  a  foreign  inventor  or 
his  agent  Held  not  equivalent  to  a  conception  of  the  invention   in  this 
country. 

Appeal  from  Examiners-in-Chief. 


880  DECISIONS  OF  THE  COMMISSIONEB  OF  PATENTS. 

MACHINK  FOU   MAKINU    MOUTHPIKCE8. 

Messrs,  A.  C,  Fraser  d*  Usina  for  Gueniffet,  Benoit,  and  Nicault 
Messrs.  Philipp^  Sawyer,  Rice  t&  Kennedy  for  Wictorsohn. 

Moore,  Assistant  Commissioner: 

This  is  kn  appeal  by  Gueniffet,  Benoit,  and  Nicault  from  a  decision 
of  the  Examiners-in-Chief  affirming  a  decision  by  the  Examiner  of 
Interferences  and  awarding  priority  of  invention  to  Wictorsohn. 

The  issue  is  as  follows: 

1.  The  combination  of  means  for  fringing  one  end  of  mouthpiecefl  and  bending 
tongues  of  said  fringe,  with  means  for  roHing  up  said  mouthpieces  with  the 
bent  tongues  extending  inwardly. 

2.  The  coml)ination  of  means  for  feecUng  wrapper-tubes  with  rolled  month- 
pieces  therein  with  a  concave  guide  and  a  cylinder  coacting  therewith  to  slightly 
unroll  the  mouthpieces. 

3.  In  combination  in  a  cigarette-machine,  means  for  feecUng  the  mouthpiece- 
paper,  means  for  fringing  the  same  and  means  for  rolling  the  fringed  papers. 

4.  Means  for  forming  mouthpieces  for  cigarettes,  said  means  ineludhig  in 
combination  a  hollow  casing,  a  nnl  arranged  to  turn  in  the  interior  of  said 
casing,  and  an  eccentric  portion  on  said  ro<l  forming  a  nipper  for  gripping  the 
paper  against  the  inner  periphery  of  the  casing  by  the  turning  movement  of 
said  rod. 

5.  In  a  machine  for  making  mouthpieces  for  cigarettes,  the  combination  of 
means  for  producing  teeth  or  serrations  at  one  edge  of  a  piece  of  i^ai^er,  and 
for  bending  up  sjiid  teeth,  and  means  for  rolling  said  paiH»r  to  form  a  mouth- 
piece with  said  teeth  projecting  into  its  interior. 

The  inventiou  relates  to  automatic  mechanism  adapted  to  form 
from  a  strip  of  pai>er  a  tubular  mouthpiece  for  a  cigarette,  across 
the  opening  near  one  end  of  wliich  extends  a  series  of  radial  tongues 
cut  from  an  edge  of  the  strip,  whereby  the  tobacco  of  the  cigarette  is 
prevented  from  passing  into  the  smoker's  mouth. 

The  parties  to  the  interference  are  each  citizens  and  residents  of 
foreign  countries,  and  the  invention  in  eacli  case  was  made  abroad. 

Wictorsohn  filed  his  application  on  January  0,  1901.  Gueniffet, 
Benoit,  and  Nicault  filed  theirs  on  May  i),  11)01.  The  parties  have  each 
secured  foreign  patents  for  the  invention  in  c(mtroversy,  the  earliest 
granted  to  Wictorsohn  being  the  French  patent,  Xo.  801,190,  dated 
September  25,  1900,  granted  on  an  application  filed  June  13,  1900, 
and  the  earliest  granted  to  Gueniffet,  Benoit,  and  Nicault  l)eing  a 
French  patent,  dated  January  2(5,  1901,  on  an  application  filed  Octo- 
ber 27,  1900.  Wictorsohn  also  filed  an  aj^plication  for  the  same  in- 
vention in  Austria  on  June  5, 1900,  upon  which  a  patent  wn:^  *^n*iint( 
on  December  27, 1901. 

The  lower  tribunals  awarded  priority  of  invention  to  Wictorpol 
on  the  ground  that  Gueniffet,  Benoit,  and  NicauItV, 
overcome  the  date  of  WictorsoWs  Freivdv  \mtj 
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One  of  the  main  questions  urged  on  appeal  relates  to  the  status  of 
Wictorsohn's  application  in  view  of  the  grant  of  his  Austrian  patent. 
It  is  to  be  observed  that  the  application  was  £Qed  here  more  than 
seven  months  after  the  filing  of  the  Austrian  application,  upon  which 
a  patent  was  granted  December  27,  1901.  According  to  the  provi- 
sions of  section  4887,  Revised  Statutes,  in  force  at  the  time  this 
Austrian  application  was  filed  and  the  patent  was  granted  thereon, 
said  patent  stood  as  an  absolute  bar  to  the  grant  of  a  valid  patent  on 
the  United  States  application.  However,  on  March  3,  1903,  this 
statute  was  amended  by  extending  the  period  of  seven  months  to 
twelve  months.  Upon  this  state  of  facts  appellant  strenuously  urges 
that  Wictorsohn's  application  was  either  (1)  unaffected  by  the 
amendment  of  the  law,  and  was  therefore  permanently  barred  from 
eventuating  in  a  patent,  or  (2)  was  revived  after  having  been  aban- 
doned, the  law  not  having  been  amended  until  more  than  a  year  after 
the  existence  of  the  bar  created  by  the  grant  of  the  Austrian  patent. 

In  the  view  which  I  take  of  the  case,  however,  it  is  unnecessary  to 
decide  these  questions  in  order  to  dispose  of  the  question  of  priority 
of  invention.  It  is  believed  that  appellants'  proofs  fail  to  overcoine 
the  date  of  Wictorsohn's  French  patent,  and  as  appellants  cannot 
prevail  whether  their  contentions  are  found  to  be  correct  or  not  the 
question  of  the  appellee's  right  to  a  patent  should  be  left  for  ex  parte 
consideration  after  the  termination  of  this  proceeding. 

It  is  claimed  on -behalf  of  appellants  that  the  invention  was  intro- 
duced into  this  country  by  Julius  N.  Jaros,  their  agent,  on  September 
17,  1900,  eight  days  prior  to  the  date  of  appellee's  French  patent,  as 
shown  by  the  testimony  of  Julius  N.  Jaros,  corroborated  as  to  what 
he  saw  in  Paris  by  the  testimony  of  Julien  Gueniffet,  one  of  the  in- 
ventors, and  as  to  what  he  did  and  communicated  here  by  the  testi- 
mony of  his  brother,  Alfred  L.  Jaros. 

It  appears  that  Julius  N.  Jaros  was  in  Paris  from  May  to  Sep- 
tember, 1900,  and  during  this  time  visited  the  Decouple  works  a  num- 
ber of  times,  where  appellees  were  employed,  who  showed  him  a 
machine  embodying  the  issue  in  controversy.  He  states  that  he  saw 
it  in  operation  and  that  the  mechanism  was  fully  explained  to  him. 
It  further  appears  that  he  left  Paris  for  New  York,  arriving  on  Sep- 
tember 17,  1900,  bringing  with  him  a  niunber  of  cigarettes  which  had 
been  made  with  appellee's  machine.  It  appears  that  after  his  arrival 
he  said  nothing  about  this  machine  or  the  product  manufactured  by 
it  to  any  one  prior  to  December,  1900,  when  he  had  a  conversation 
with  his  brother,  Alfred  L.  Jaros.  It  is  unnecessary  to  consider  what 
was  disclosed  to  the  latter  at  this  time,  as  it  is  subsequent  to  the  date 
of  Wictorsohn's  French  patent.  Alfred  L.  Jaros  testified  that  his 
brother  wrote  him  from  Paris  in  May  and  June  re.g8itd\w^  ^^ 
machine  in  question;  but  it  does  not  appear  tViat  VXie  isves^'a.\v\^\xv^^& 
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Rules  122  and  114  provide  that  the  question  of  the  patentability 
of  the  issue  may  be  raised  at  the  outset  of  the  interference  proceeding 
as  one  of  the  questions  involved  in  determining  whether  the  interfer- 
ence should  have  been  declared.  Whether  an  affirmative  determina- 
tion of  this  question  will  be  followed  by  an  immediate  award  of 
priority  or  by  judgment  only  after  the  taking  of  testimony  appears 
to  be  immaterial  to  the  right  of  any  interferant  to  raise  this  question 
inter  partes.  The  time  provided  for  raising  these  questions  is  during 
the  thirty  days  following  the  approval  of  the  preliminary  statements 
and  the  throwing  open  of  each  party's  application  to  his  opponent. 
Motions  raising  these  questions  cannot  be  intelligently  made  earlier 
in  the  proceeding,  and  the  fact  that  the  preliminary  statement  also 
discloses  a  basis  for  an  immediate  award  of  priority  should  not  mili- 
tate against  this  right,  for  unless  the  issue  is  patentable  no  judgment 
of  priority  should  be  rendered. 

Moreover,  it  is  by  no  means  certain  that  such  a  judgment  would 
expedite  the  issue  of  the  patent,  inasmuch  as  the  defeated  party  may 
appeal  from  such  judgment  through  the  various  Patent  Office  tri- 
bunals to  the  Court  of  Appeals  of  the  District  of  Columbia.  Appel- 
lant asserts  that  the  public  is  protected  against  the  issue  of  a  patent 
with  improper  claims,  since  the  Examiner  of  Interferences  or  the 
Examiners-in-Chief  on  appeal  may  call  the  Commissioner's  attention 
to  any  statutory  bar.  That  such  a  procedure  would  effect  a  material 
saving  in  time  or  expense  over  the  present  practice  is  seriously 
doubted. 

Colman  further  objects  to  the  consideration  under  the  above  ground 
of  the  motion,  prior  to  the  determination  of  a  motion  to  shift  the  bur- 
den of  proof,  of  certain  patents  issued  subsequently  to  the  filing  date 
of  Colman's  original  application,  of  which  the  present  application 
has  been  held  a  continuation  by  the  E^xaniiner.  Action  on  the  motion 
to  shift  the  burden  of  proof,  however,  in  accordance  with  the  usual 
practice  has  been  postponed  until  the  determination  of  the  motion 
to  dissolve.  To  permit  this  ground  of  the  motion  to  dissolve  to  go 
over  until  after  the  decision  on  the  motion  to  shift  the  burden  of  proof 
would  result  in  piecemeal  j^rosecution  of  the  motion  for  dissolution. 
It  is  within  the  province  of  the  Primarj'^  Examiner  to  consider  the 
prior  applications  of  Colman  to  determine  whether  they  disclose  the 
invention  of  the  issue  for  the  purpose  of  ascertaining  whether  the 
issue  is  patentable  to  Colman.  Moreover,  if  the  patents  fail  to  show 
that  the  issue  is  unpatentable  to  Colman  they  may  show  it  unpatent- 
able to  Field  and  that  the  interference  should  be  dissolved  without  a 
decision  on  priority. 

Colman  also  appeals  from  the  transmission  of  the  fourth  ground 

'  tlie  motion  in  so  far  as  it  alleges  informality  in  the  de<*laration  of 

interference  based  upon  indcRmtei\es!s  audi  v^^^xvfe^  m  thft  Ian- 
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guage  of  certain  counts  of  the  issue.  Vagueness  and  indefiniteness 
of  the  issue  have  uniformly  been  held  a  proper  question  to  raise  under 
informality  or  irregularity  in  the  declaration  of  the  interference,  and 
it  is  thought  properly  so  held.  {Woodward  v.  Newton^  C.  D.,  1899, 
13;  86  O.  a,  490;  Goodwin  v.  Smith,  C.  D.,  1906,  257;  123  O.  G., 
998;  Anderson  v.  Vrooman,  C.  D.,  1906,  295;  123  O.  G.,  2975.) 
As  stated  in  Dinkel  v.  D'Olier,  (C.  D.,  1904,  572;  113  O.  G.,  2507:) 

It  is  the  policy  of  the  Office  to  avoid  aU  contentions  as  to  the  scope  of  the 
issues,  and  when  counts  are  so  vague  and  indefinite  that  it  is  practically  impos- 
sible to  determine  their  scope  such  an  irregularity  has  become  apparent  in  the 
declaration  of  the  interference  as  to  preclude  a  proper  determination  of  the 
question  of  priority. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


•Ex   PARTE    HeLBIO. 

APPLICATION    FOR   PATENT. 

Decided   November  20,   1907. 

(131  O.  G.,   1687.) 

1.  Examinebs-in-Chief — Decision  bt  Two  Members. 

A  decision  by  two  of  the  Examiners-in-Chief  is  a  decision  of  the  Bxamin- 
ers-in-Chief. 

2.  Same — Same — Reheabino. 

A  rehearing  of  an  appeal  to  the  Examiners-in-Ghief  is  not  necessary 
merely  because  one  of  the  Examiners-in-Chief  was  not  present.  If  the  two 
members  are  present,  the  decision  is  valid.  If  they  disagree,  the  case  may 
be  set  for  rehearing,  as  provided  in  Order  No.  1664,  (121  O.  G.,  1983.) 

On  Petition. 

MILL  FOR  OBINDINO  AND  SEP  ABATING  CEMENT  PBODUCTS. 

Mr.  John  H.  Whipple  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  that  a  decision  made  by  two  of  the  Examiners-in- 
Chief  (the  third  member  not  sitting)  be  held — 

•  •  •  without  authority  of  law  and  of  no  effect  applicant  not  having  waived 
his  right  to  the  hearing  and  determination  of  his  appeal  which  the  law  gives 
him— 

and  that  the  Examiners-in-Chief  be  directed  to  rehear  the  case. 

Section  476  of  the  Revised  Statutes  provides  that  there  shall  be  in 
the  Patent  Office  three  Examiners-in-Chief,  and  section  482,  Revised 
Statutes,  prescribes  their  duties.    The  statutes,  Yvo^e>\«r,  wc^  %^<£c\.  ^% 
2O097—H.  Doc.  470,  60-1 25 
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to  what  number  of  the  Examiners-in-Chief  shall  constitute  a  quomm. 
In  the  absence  of  such  a  provision  it  is  the  practice  of  this  Office  to 
follow  the  general  rule  of  judicial  bodies  stated  in  Am.  and  Eng.  Enc. 
of  Law^  (vol.  23,  p.  590,)  as  follows: 

A  majority  of  the  justices  constituting  a  court  are  a  quorum ;  and  the  act  or 
decision  of  a  majority  of  such  quorum  is  the  act  or  decision  of  the  court 

Said  practice  is  set  forth  in  the  following  provision  of  Commis- 
sioner's Order  No.  1664,  (121  O.  G.,  1983:) 

During  the  absence  of  one  member  of  the  Board  of  Examiners-in-Ohief  tlie 
other  two  members  may  hear  and  determine  cases  and  are  not  required  to  con- 
tinue them  at  the  mere  request  of  the  parties.  Where  the  two  members  hearing 
the  case  are  unable  to  agree,  they  may  set  the  case  down  for  rehearing  before 
three  members  either  before  or  after  announcing  judgment. 

Where,  as  in  the  present  case,  the  decision  is  concurred  in  by  two 
of  the  Examiners-in-Chief,  the  presence  or  absence  of  the  third  mem- 
ber obviously  cannot  affect  the  conclusion,  as  the  most  that  he  could 
do  would  be  to  file  a  dissenting  opinion.  If  the  case  is  heard  by  only 
two  members  and  they  disagree,  the  above  order  provides  that  "  they 
may  set  the  case  down  for  rehearing  before  three  members;''  other- 
wise the  divided  opinion  must  be  treated  as  an  aflirmance  of  the 
decision  below.  {Adams  v.  Murphy,  C.  D.,  1900,  86;  91  O.  G.,  2207; 
Potter  V.  Mcintosh,  C.  D.,  1906,  56*;  120  O.  G.,  1823.) 

If  petitioner  is  dissatisfied  with  the  conchision  reached  in  the  deci- 
sion of  the  Exaniiners-in-Chief,  his  remedy  is  by  appeal  to  the  Com- 
missioner under  section  4910  of  the  Revised  Statutes. 

A  decision  by  two  of  the  Exaniiners-in-Chief  is  believed  to  prop- 
erly constitute  a  decision  of  the  Examiners-in-Chief,  and  the  petition, 
is  accordingly  denied. 


L.  W.  Levy  &  C^o.  v.  Uri. 

TRADE- MARK   INTERFERENCE. 

Decided  yovcmbcr  5,  1907, 

(131   O.  G..   1687.) 

Trade-Marks — "  Brook vvoon  " — Not  Geoorapiiical. 

Tlio  mark  *'  Rrookwood  "  for  whisky  Held  not  geographical. 
Same — Application — Allegation     Under     Ten- Year     Proviso— Technical 
Mark. 
Wliere  the  dei'laration  of  an  application  for  the  registration  of  a  trade- 
mark contains  the  allegations  requisite  to  obtain  registration  of  the  mark 
as  a  technical  mark,  it  may  be  registered  as  such,  notwithstanding  the  fact 
that  other  allegations  are  made  sufficient  to  obtain  registration  under  the 
ten-year  proviso  of  the  Trade-Mark  Act,  such  additional  anegations  being 
Jn  the  nature  of  mere  surplusage. 
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3.  Same — ^Assignment  of  Business  and  Trade-Mark  After  Filing  of  Appli- 

cation. 
The  assignment  of  the  business  with  which  a  trade-marli:  is  used, 
together  with  the  trade-mark  and  good-will  of  the  business  after  the  filing 
of  an  application  for  the  registration  of  such  mark,  does  not  work  an 
abandonment  of  the  application,  but  necessitates  suitable  action  under 
section  10  of  the  Trade-Mark  Act  in  order  that  registration  may  be  issued 
to  the  assignee. 

4.  Same — Misrepresentation  on  liABELS — Registration  Not  Refused. 

The  use  of  the  words  "  Pure  Old  Rye  Whisky  "  on  labels  containing  the 
trade-mark  "  Brookwood  "  adopted  and  used  for  whisky  composed  of  rye 
and  other  whiskies  Held  not  such  deception  as  would  warrant  the  refusal 
of  registration,  there  apparently  being  no  actual  intent  to  deceive. 

Appeal  from  Examiner  of  Interferences. 

trade- MARK    FOR    WHISKY. 

Mr.  Willis  Z.  Gibson^  Mr.  Arthur  P.  Greeley^  and  Mr.  Franeia  B. 
James  for  L.  W.  Levy  &  Co. 
Mr.  Arthur  E.  Wallace  for  Uri. 

MooRE,  Commissioner: 

This  is  an  appeal  by  Levy  &  Co.  from  a  decision  of  the  Examiner 
of  Interferences  awarding  priority  of  adoption  and  use  to  N.  M.  Uri 
and  holding  that  the  successor  of  the  latter  was  entitled  to  register 
the  word  "  Brookwood ''  for  whisky. 

It  is  clear  from  the  record  that  the  Examiner  of  Interferences  was 
correct  in  holding  that  N.  M.  Uri  was  the  first  to  adopt  and  use  the 
mark,  and  this  holding  does  not  appear  to  be  questioned  by  appel- 
lant. A  number  of  other  objections  are  urged,  however,  as  grounds 
for  refusing  registration  to  appellee.  These  objections  are,  first,  that 
the  mark  is  geographical :  second,  that  appellee  has  not  had  ten  years' 
exclusive  use*  thereof;  third,  that  appellee  has  no  title  to  the  mark, 
and,  fourth,  that  registration  should  be  refused  to  appellee  on  the 
ground  that  by  means  of  statements  on  his  labels  he  has  been  guilty 
of  misrepresentation. 

In  support  of  appellant's  first  objection,  that  the  mark  is  geograph- 
ical, the  only  argument  advanced  is  that  the  Examiner  of  Trade- 
Marks  raised  this  objection  in  the  prosecution  of  appellee's  applica- 
tion, in  response  to  which  appellee  canceled  the  original  declaration 
and  substituted  a  declaration  bringing  the  mark  wnthin  the  ten-year 
proviso.  The  Examiner  also  made  the  same  objection  to  appellant's 
mark,  but  it  was  not  insisted  upon  and  evidently  was  withdrawn.  If 
the  mark  is  not  geographical  in  one  case  it  is  not  in  the  other.  No 
other  reason  being  given  why  the  mark  is  regarded  as  geographical, 
and  as  I  see  no  reason  why  it  should  be  so  regarded,  it  is  held  t\val\X\fc 
mark  in  question  is  a  technical  mark. 
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Since  the  cledarntion  of  N*  M*  TTri  ctnUaiiiH  the  allegations  reqiiisn 
to  obtain  registration  of  his  niark  us  a  technical  mark^  it  may  bt*  regis- 
tered as  fsueli,  notwithstanding  the  fact  that  other  allegations,  sufficient 
to  obtain  registration  inider  tlie  ten -year  proviso,  are  made,  these  addi- 
tional allegations  being  in  the  nature  of  surplusage.  Appellee's  mark 
being  registrable  as  a  technical  mark,  it  is  nnnecessary  to  show  that  he  i 
has  had  exclusive  use  of  the  mark  for  ten  years' next  preceding  the 
passage  of  the  act  of  February  20,  1905.  This  disposes  of  the  second 
objection  raised  by  appellant 

Upon  the  question  of  title  to  the  mark,  it  appears  that  N.  M-  Uri 
was  the  owner  of  the  mark  at  the  time  the  application  was  filed,  but 
that  subseqnently  the  entire  business,  inclufling  the  trade-mark,  was 
assigned  to  N.  M.  ITri  &  Company,  a  corporation.  As  held  by  the 
Examiner  of  Interferences,  such  transfer  of  the  trade-mark  right 
does  not  work  an  abandonment  of  the  ap]>lication,  but  necessitates 
suitable  action  under  section  10  of  the  Trade-Mark  Act  of  Febru- 
ary 20,  1905,  in  order  that  the  registration  may  be  issued  to  the 
assignee.  It  is  therefore  held  that  the  application  of  N.  M,  Uri  is  a 
proper  basis  for  an  award  of  priority  of  adoption  and  use> 

The  principal  objection  urged  by  appellant  is  that  N.  M.  Uri  or 
N.  M.  Uri  &  Company  are  not  entitled  to  registration  because  the 
labels  on  which  the  trade-mark  was  displayed  were  deceptive.  fl 

It  seems  t(^  be  well  settled  that  the  courts  will  refuse  injunctive  re-  ™ 
lief  to  a  complainant  who  in  his  labels  or  advertiscmients  has  been 
guilty  of  misrepresentation,  although  there  is  nothing  misleading 
about  the  mark  itself;  but  in  the  application  of  this  doctrine  a  lil>eral 
attitude  is  generally  assumed  upon  the  qtiestion  of  what  is  and  what       . 
is  not  a  misrepresentation.     It  has  also  been  held  that  injunctive  re-  fl 
lief  will  not  be  refused  to  one  who  has  built  up  his  business  in  part  on  ^ 
misrepresentations  where  such  misrepresentations  have  been  discon- 
tinued,    (Moxie  Nerve  Food  Company  of  New  Englund  v.  Mod^^ 
Co.  et  al,  153  F,  K.,  487*)     It  has  been  further  held  by  the  Court  of 
Appeals  of  the  District  of  Columbia  in  the  case  of  The  Schuster  Co. 
V*  Muller  (post^  455;  126  O*  G,,  2191)  that  collateral  misrepresenta- 
tions furnish  a  sufficient  ground  for  refusing  registration.     The  ques- 
tion presented  is  therefore  one  w^hich  may  be  Q||iHHC^d  '^i  this  ca^. 

There  is  nothing  misleading  in  itself  in  tl 
but  it  appears  from  the  record  of  appellee  tl 
mixture  of  rye  and  Bourbon  w^iiskies  with 
ing  materials,  while  the  labels  represent  **  Br! 
a  ^'Pure  Old  Rye  WTiisky. ''    Strictly  sp(?nlc 
is  a  whisky  made  from  rye  gra 
internal-revenue  laws  a  rye  wl 
js pretlomhmnih  rye  or  has  a 
III  the  irmJe:  but  appellant  cor 
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resented  his  whisky  as  a  rye  whisky,  but  as  a  "  pure  "  rye  whisky, 
and  hence  has  clearly  been  guilty  of  deception.  If  a  strictly  pure 
rye  whisky  were  a  very  desirable  article  which  the  public  or  a 
large  number  of  individuals  using  whisky  were  anxious  to  secure, 
the  contention  might  be  of  some  ^^igh^j  ^^^  ^^  f^r  as  I  have 
been  able  to  ascertain  a  pure  rye  whisky  is  not  agreeable  to  the 
taste  of  most  users,  and  but  a  smajl  amount  of  it  is  sold  compared 
with  the  sale  of  what  has  been  known  as  a  blended  whisky.  This 
tends  to  indicate  that  appellee  used  the  word  "  pure  "  on  his  labels  to 
convey  the  impression  that  "  Brookwood  "  whisky  was  a  pure  whisky, 
rather  than  a  strictly  rye  whisky,  as  no  advantage  would  seem  to  be 
gained  by  creating  the  latter  impression.  For  these  reasons  I  am  con- 
vinced that  appellee  did  not  use  his  labels  with  an  actual  intent  to 
deceive.  In  any  event  I  am  of  the  opinion  that  the  deception  is  not 
sufficient  to  warrant  the  refusal  of  registration. 

T?ie  decision  of  the  Examiner  of  Interferences  is  affirmed. 


L.  W.  Levy  &  Company  v.  Uri. 

TRADE- MARK    INTERFERENCE. 

Decided  Novetnber  25,  1907. 

(131  O.  G.,  1689.) 

1.  Tsade-Mabks — Interference — Substitution  of  Assignee. 

Where  an  application  for  registration  of  a  trade-mark  which  is  involved 
In  an  interference  has  been  assigned  and  the  assignment  recorded  in  the 
Patent  Office  contains  a  rtnjuest  that  the  certificate  of  registration  be  issued 
to  the  assignee,  Held  that  the  assignee  may  be  substituted  for  the  nominal 
applicant  in  the  interference  proceedings. 

2.  Same — Same — Same. 

Held  that  the  technical  relation  of  plaintiff  and  defendant  does  not  exist 
in  trade-mark  interference  proceedings  and  that  the  substitution  for  the 
applicant  of  the  party  to  whom  the  certificate  of  registration  may  bo  issued 
if  the  final  decision  in  the  interference  should  be  adverse  to  the  opiK)8ing 
party  should  not  be  refused  even  if  the  courts  do  not  allow  the  substitution 
by  a  defendant  of  a  iwrty  defendant. 

On  Motion. 

trade- MARK    FOR    WHISKY. 

Mr.  W.  L.  Gihsan^  Mr.  A.  P.  Greeley^  and  Mr.  F.  B.  James  for 
L.  W.  Levy  &  Company. 

Mr.  Arthur  E.  Wallace  for  Uri. 

Moore,  Commissioner : 

This  case  comes  up  on  a  renewal  of  the  motion  of  Nathan  M.  Uri 
that  N.  M.  Uri  &  Company,  a  corporation,  be  substituted  for  Nathan 
M.  Uri  in  the  above-entitled  interference. 
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In  my  decision  of  November  14, 1907, 1  stated  that  the  substitution 
might  be  permitted  if  a  request  for  tlie  recording  of  the  assignment 
which  acompanied  the  former  motion  were  made  and  the  fee  for  the 
recording  of  the  assignment  were  tendered.  These  conditions  have 
been  complied  with.  ^ 

L.  W.  Levy  &  Company  have  renewed  their  protest  to  the  grant  of 
the  motion,  on  the  ground  that  the  case  is  now  in  the  jurisdiction  of 
the  Court  of  Appeals  of  the  District  of  Columbia,  due  to  a  notice  of 
appeal  from  my  decision  of  November  5,  1907,  having  been  filed,  and 
also  on  the  ground  that  Nathan  M.  Uri  is  the  defendant  in  the  pro- 
ceeding and  that  there  is  no  court  practice  which  allows  a  defendant 
to  substitute  a  party  defendant  in  a  proceeding. 

As  stated  in  my  decision  of  November  14,  1907, 1  am  of  the  opinion 
that  I  have  jurisdiction  to  take  the  requested  action,  at  least  until  the 
appeal  is  perfected. 

It  is  evident  that  the  substitution  should  not  be  allowed  at  this 
time  if  the  rights  of  L.  W.  I-.evy  &  Company  would  be  prejudiced  by 
such  action ;  but  it  is  not  seen  that  they  would  in  any  way  be  affected 
thereby.  Section  10  of  the  Trade-Mark  Act  of  1905  provides  that 
a  mark  for  the  registration  of  which  application  has  been  made  and 
the  application  for  the  registration  of  the  same  shall  be  assignable 
in  connection  with  the  good-will  of  the  business  in  which  the  mark  is 
used,  and  section  11  provides  that  the  certificate  of  registration  may 
be  issued  to  the  assignee  of  the  applicant  if  the  assignment  be  entered 
of  record  in  the  Patent  Office.  These  conditions  have  been  complied 
with,  and  if  it  shall  be  found  that  Nathan  M.  Uri  was  entitled  to 
registration  when  he  filed  his  application  then  a  certificate  of  regis- 
tration could  properly  be  issued  to  the  assignee.  The  technical  rela- 
tion of  plaintiff  and  defendant  does  not  exist  between  these  parties, 
and  it  is  not  believed,  therefore,  that  the  mere  substitution  for  the 
applicant  of  the  party  to  whom  this  certificate  of  registration  may 
be  issued,  should  the  final  decision  be  adverse  to  L.  W.  T^vy  &  Com- 
pany, should  be  refused  even  if  the  courts  do  not  allow  the  substitu- 
tion by  a  defendant  of  a  party  defendant. 

It  is  contended  by  counsel  for  L.  W.  I^vy  &  Company  that  they 
should  have  an  opportunity  to  raise  the  questiim  of  the  existence  of 
the  alleged  corporation  or  the  validity  of  the  transfer  from  Nathan 
M.  Uri  thereto,  which  they  were  not  enabled  to  do  in  this  proceeding. 

If  this  contention  were  well  founded,  it  would  necessitate  the  re- 
publication of  the  mark  with  a  renewed  opportunity  for  opposition 
or  the  requirement  that  an  application  be  filed  in  the  name  of  N.  M. 
Uri  &  Company,  a  corporation,  which  mark  would  of  coui'se  have 
to  be  published.  It  is  not  believed  that  under  the  statute  any  such 
proceeding  is  necessary.  The  question  involved  in  this  interference 
£s  the  right  of  the  respective  parties  lo  Yeg^sUatlou  at  the  time  their 
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applications  were  filed.  As  stated  above,  if  such  question  be  finally 
determined  in  favor  of  Nathan  M.  Uri  a  certificate  of  registration 
can  be  issued  upon  his  application,  though  in  yiew  of  the  assignment 
soich  certificate  will  be  issued  to  N.  M.  Uri  &  Company,  a  corporation. 

Furthermore,  after  the  certificate  of  registration  shall  have  been 
issued  L.  W.  Levy  &  Company  can  file  an  application  for  the  cancela- 
tion of  the  same  if  they  deem  that  this  transfer  was  such  as  to  render 
the  registration  invalid. 

The  motion  is  granted, 

•  Miller  v.  Wallace. 

patent  interference. 

Decided  yovember  /;T,  J907. 

(131*0.  G..  1689.) 

INTEBTEBENCE — PBELIMINABY    STATEMENT — AMENDMENT — MISTAKE    OF    LAW. 

An  amendment  to  a  preliminary  statement  will  not  be  permitted  upon  the 
allegation  of  the  moving  party  that  at  the  time  of  the  declaration  of  the 
interference  he  supposed  that  the  issue  was  restricted  to  the  machine 
shown  In  the  application,  but  that  he  later  learned  that  the  Examiner  con- 
strued it  so  broadly  as  to  read  on  a  prior  application,  where  it  did  not  ap- 
pear that  the  Examiner  had  construed  the  issue  except  by  declaring  the 
interference,  and  that  the  Examiner  had  held,  on  a  motion  to  shift  the 
burden  of  proof,  that  the  issue  was  not  readable  upon  the  earlier  applica- 
tion. In  any  event  the  mistake  was  one  of  law  and  affords  no  ground  for 
amendment. 

Appeal  on  Motions. 

BUTTON-MACHINE. 

Messrs.  Alexander  <&  Dowell  for  Miller. 

Mr.  H.  M.  Richards  and  Messrs.  0-fffeld^  Towle  d*  Linthieum  for 
Wallace. 

Billings,  Assistant  Commissioner: 

This  case  comes  up  on  appeal  by  Miller  from  two  decisions  of  the 
Examiner  of  Interferences. 

It  appears  that  on  September  26,  1907,  Miller  filed  a  series  of  mo- 
tions, viz:  (1)  that  he  be  permitted  to  file  an  amended  preliminary 
statement;  (2)  that  the  burden  of  proof  be  shifted  to  Wallace,  the 
senior  party;  (3)  that  he  be  granted  a  reasonable  time  to  present  a 
motion  to  dissolve  the  interference  or  that  an  accompanying  motion 
be  transmitted  to  the  Primary  Examiner. 

The  Examiner  of  Interferences  denied  these  motions  and  set  a 
limit  of  his  appeal  from  his  decision.  Subsequent  to  the  taking  of 
his  appeal  from  this  decision  Miller  brought  an  amended  motion 
to  dissolve,  which  was  denied  transmission  on  VXi^  gcouwdi  >C<W6.\.S^.  ^%^ 
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not  accompanied  by  a  showing  of  satisfactory  reasons  for  delay  in 
filing  the  same. 

The  Examiner  of  Interferences  properly  refused  to  extend  the  time 
for  filing  a  motion  to  dissolve,  {Egly  v.  Schulze^  C.  D.,  1905,  237; 
117  O.  G.,  276,)  and,  as  no  reasons  were  given  in  support  of  the  three 
grounds  of  dissolution  alleged  his  action  in  refusing  to  transmit  the 
motion  to  dissolve  was  correct. 

From  his  decision  in  refusing  to  shift  the  burden  of  proof  no  ap- 
peal lies.  {Raulet  and  Nicholson  v.  Adams^  C.  D.,  1905,  55 ;  114  O.  G., 
1827.) 

In  support  of  his  motion  to  amend  his  preliminary  statement  Miller 
alleges  that  at  the  time  of  the  declaration  of  the  interference  he  sup- 
posed that  the  issue  was  restricted  to  the  machine  shown  in  his  appli- 
cation involved  in  this  interference  and  that  he  made  his  preliminary 
statement  with  reference  to  that  machine,  but  that  he  later  learned 
that  the  Examiner  had  so  broadly  construed  the  issue  that  it  was 
readable  on  the  construction  of  his  prior  application  which  had  been 
involved  in  an  interference  with  the  application  of  Wallace. 

It  does  not  appear  in  what  way  the  Examiner  has  construed  the 
issue  except  by  the  declaration  of  the  interference.  It  is  to  be  noted 
in  this  connection  that  the  Examiner  of  Interferences  in  denying  the 
motion  to  shift  the  burden  of  proof  has  held  that  the  issue  is  not 
readable  on  Miller's  earlier  application. 

Without  passing  on  this  question  applicant's  mistake  as  to  the 
scope  of  the  issue  is  a  mistake  of  law  and  affords  no  ground  for  grant- 
ing the  motion  to  amend  the  preliminary  statement. 

The  second  motion  to  dissolve  was  not  accompanied  by  a  showing 
of  satisfactory  reasons  for  the  delay  in  bringing  the  same  within  the 
time  set  for  bringing  such  motions,  and  it  was  properly  refused  trans- 
mission on  that  gi'ound. 

The  decisions  of  the  Examiner  of  Interferences  are  affirmed. 


MARCoxr  0,  Shoemaker. 

PATENT   INTERI-ERENCE. 

Decided  October  J,,  1907. 

(131  O.  G.,  1939.) 

Application — Completion — Drawings  Signed  by  Attorney  Without  Fttix 
Power. 
Where  all  papers  necessary  for  a  complete  application  are  filed  on  Octo- 
ber 30,  1902,  but  the  drawings  were  signed  by  substitute  attorneys  who  bad 
not  full  power,  and  on  November  28,  1902,  full  power  is  given  to  such  attor- 
neyH,  uix)u  whose  request  the  date  ot  t\xe  appWcaUovi  is  changed  to  Novem- 


DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS.  393 

ber  28,  1902,  Held  that  the  application  is  entitied  to  the  date  of  October  30, 
1902,  as  a  constructive  reduction  to  practice,  the  informality  being  one 
which  could  be  cured,  and  was  in  fact  cured,  by  subsequent  ratification  by 
the  persons  delegating  the  power. 

2.  Intebference — Pbiobixy — Constructive   Reduction   to   Practice  Overcome 

BY  Publication. 
A  published  description  of  an  invention  by  the  inventor  describing  the 
invention  in  such  full  and  intelligible  manner  as  to  enable  persons  skilled 
in  the  art  to  understand  the  operation  of  the  invention  and  to  carry  it  into 
practical  use  is  sufficient  to  overcome  the  filing  date  of  the  application  of 
the  opposing  party. 

3.  Same — Actuai.  Reduction  to  Practice — Evidence  of  Success  of  Tests. 

In  view  of  the  failure  of  the  inventor  to  testify  as  to  the  character  or 
results  of  tests  of  a  magneto  receiver  for  wireless  telegraphy  and  the  testi- 
mony of  a  witness  who  assisted  in  the  tests  that  the  signals  were  faint,  the 
unsupported  statement  of  an  electrical  engineer  who  tested  the  device  that 
his  operator  received  intelligible  messages  is  not  sufficient  to  establish  the 
opera tiveness  of  the  device,  esi)ecially  where  it  does  not  appear  with  what 
certainty  or  rapidity  the  signals  or  messages  were  received. 

4.  Same — Same — Same — Construction  of  Another  Device. 

The  construction  of  another  device  to  obviate  defects  in  a  prior  device 
tends  to  show  that  the  first  device  was  unsatisfactory. 

5.  Same — Same — Same — Same. 

Where  it  is  claimed  that  the  form  of  device  described  and  illustrated  in 
the  application  produced  the  most  satisfactory  results,  and  it  appears  that 
a  device  of  this  construction  was  built  and  tested  and  afterward  several 
modifications  of  such  device  were  made  and  tried  without  success,  and  that 
a  prior  construction  was  finally  reverted  to,  and  that  a  number  of  devices 
of  the  latter  construction  were  built  for  use  in  preference  to  the  former, 
the  presumption  is  warranted,  in  the  absence  of  testimony  establishing  a 
satisfactory  tost,  that  such  device  was  not  successful. 

6.  Same — Same — Same — Ex  Parte  Test  During  Rebuttal  Testimony. 

A  test  by  a  party  during  the  taking  of  rebuttal  testimony  out  of  the  pres- 
ence of  the  opposing  party  or  his  agent  is  entitled  to  no  consideration  as 
proof  of  the  oi)erativeness  of  the  device  several  years  previous  under  dif- 
ferient  conditions. 

7.  Same — Concealment  ob  Suppbession  Afteb  Reduction  to  Pbactice. 

Where  a  party  constructed  a  device  in  October,  1900,  but  allowed  it  to 
remain  entirely  within  the  knowledge  of  the  inventor  and  his  co-employees 
until  knowlode:o  was  obtaiiie<l  of  the  invention  of  the  opposing  party  when 
the  application  in  interference  was  file<l  showing  a  different  form,  appar- 
ently suggested  by  such  knowledge,  Held  that  such  i>arty*s  rights  were  for- 
feited by  concealment. 

Appeal  from  Examiners-in-Chief. 

signaling  by  electbomaonetic  waves. 

Messrs,  Betts,  Betts^  Sheffield  c&  Betts  and  Mr,  Thos.  E.  Robertson 
for  Marconi. 

Mr.  Philip  Fammjoorth  and  Messrs.  Foster^  Freeman  d:  Wat«ou 
for  Shoemaker. 


A 


894  DECISIONS  OF  THE  COMMISSIONER   OF  PATENTS. 

Moore,  Commissioner: 

This  is  an  appeal  by  Shoemaker  from  the  decision  of  the  Exam  in- 
ei-s-in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
and  awarding  priority  of  invention  to  Marconi  upon  an  issue  the 
following  count  of  which  sufficiently  illustrates  the  nature  of  the  in- 
vention : 

1.  The  method  of  detecting  electrical  oscillations  which  ccmsists  In  reoeivlng 
said  oscillations  by  means  of  a  coil  mnintaiued  in  a  magnetic  field,  which  field 
is  continually  varied  indei)endeutly  of  the  oscillations,  substantlaUy  as  de- 
scribed. 

The  invention  in  issue  relates  to  magnetic  detectors  or  receivers  for 
wireless  telegraphy.  This  invention  is  based  upon  the  principle  that 
a  rod  of  magnetic  material  placed  in  the  vicinity  of  a  conductor  lead- 
ing to  the  aerial  and  ground  of  a  wireless-telegraph  station  while 
not  sensibly  affected  by  high  frequency  electrical  oscillation  under 
ordinary  circumstances  becomes  sensitive  to  them  when  placed  in 
a  varying  magnetic  field.  In  utilizing  this  principle  each  of  the 
inventors,  as  disclosed  in  his  application,  has  inclosed  the  armature 
of  a  magnet  in  a  coil  one  end  of  which  is  connected  to  the  aerial  and 
the  other  to  the  ground.  Another  coil  surrounding  the  armature  Ls 
connected  with  a  telephone-receiver.  The  magnet  and  armature 
are  movable  relative  to  one  another,  thus  varying  the  magnetic  field. 
By  reason  of  this  construction  the  variations  in  the  current  induced 
by  the  sudden  varying  magnetizations  of  the  core  are  caused  to  vi- 
brate the  diaphragm  of  the  telephone,  and  thus  produce  audible  sig- 
nals. 

This  interference  as  originally  declared  involved  three  parties — 
Marconi,  Shoemaker,  and  Fessenden.  The  Examiner  of  Interfer- 
ences awarded  priority  of  invention  to  Marconi. 

Fessenden  having  taken  no  appeal  from  that  decision  is  no  longer 
a  party  to  this  case. 

Shoemaker's  application  involved  in  this  interference,  Serial  Xo. 
138,228,  filed  January  8,  1903,  is  a  division  of  an  earlier  application. 
Serial  No.  130,492,  filed  November  8,  1902. 

Marconi's  application  Serial  No.  141,339,  which  embodies  the 
claims  in  issue,  was  filed  February  2,  1903,  and  is  a  division  of  an 
earlier  application  Serial  No.  132,974,  which  bears  the  filing  date  of 
November  28,  1902. 

It  appears  from  the  record  that  the  petition,  specification,  oath, 
and  drawing  of  application  Serial  No.  132,974  were  filed  on  October 
30, 1902,  and  that  the  case  was  originally  given  the  Serial  No.  129,395, 
and  the  filing  date  of  October  30,  1902,  and  was  forwarded  to  the 
Primary  Examiner.  When  the  Primary  Examiner  took  up  the  case 
for  examination,  he  discovered  that  the  attorneys  who  signed  the 
drawings  had  not  been  given  a  full  power  of  attorney  in  the  case  and 
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expressed  a  doubt  that  the  case  should  receive  the  status  of  a  complete 
application. 

It  appears  that  Marconi  originally  gave  a  power  of  attorney  to  the 
the  firm  of  Baldwin,  Davidson  &  Wight,  with  full  power  of  sub- 
stitution and  revocation.  A  paper  w^as  filed  in  conjunction  with  the 
application  papers  in  which  Baldwin,  Davidson  &  Wight  purported 
to  "  consent "  to  the  substitution  of  the  firm  of  Betts,  Betts,  Shef- 
field &  Betts  in  their  place  and  stead  as  attorneys  for  Marconi.  The 
drawings  were  signed  by  the  latter  firm.  Subsequently,  on  Novem- 
ber 28,  1902,  a  formal  paper  was  filed  by  Baldwin,  Davidson  & 
Wight,  substituting  Betts,  Betts,  Sheffield  &  Betts  as  attorneys,  and 
a  request  was  also  filed  by  the  latter  that  the  case  be  given  a  new 
date  of  filing  and  serial  number.  This  request  was  complied  with 
and  the  case  given  the  Serial  No.  132,974  and  date  of  November  28, 
1902. 

After  the  declaration  of  this  interference,  in  view  of  the  fact  that 
Shoemaker's  parent  application  was  filed  November  8,  1902,  Marconi 
brought  a  motion  before  the  Primary  Examiner  that  he  be  given  the 
date  October  30,  1902,  upon  which  he  originally  filed  the  papers  of 
his  application,  as  his  date  of  constructive  reduction  to  practice  of  the 
invention  and  that  the  burden  of  proof  thereupon  be  shifted  to 
Shoemaker.  The  Primary  Examiner  denied  this  motion.  The  same 
question  was  presented  before  the  Examiner  of  Interferences  at  the 
final  hearing  of  the  case,  and  he  held  that  inasmuch  as  Marconi  had, 
through  his  attorneys,  requested  in  the  ex  parte  prosecution  of  his 
case  that  the  case  be  given  a  new  serial  number  he  should  not  in  an 
inter  partes  proceeding  ask  that  this  action  be  set  aside. 

This  point  was  not  decided  by  the  Examiners-in-Chief ;  but  in  my 
opinion  it  is  material  to  a  complete  determination  of  the  question 
of  priority  and  will  therefore  be  considered. 

The  question  to  be  determined  is  whether  Marconi's  application 
as  filed  on  October  30,  1902,  was  an  application  upon  which  a  valid 
patent  could  have  been  granted.  If  so,  the  refiling  of  the  applica- 
tion constituted  merely  a  substitution  for  the  original  application, 
and  under  the  well-settled  practice  of  the  Office  Marconi  is  entitled 
to  the  date  upon  which  he  filed  his  original  application.  {Silverman 
v.  Ilendrickson,  C.  D.,  1902,  527;  99  O.  G.,  1171;  Lotterhand  v.  Han- 
Hon,  C.  D.,  1904,  G4C;  110  O.  G.,  8G1 ;  Duryea  and  White  v.  Rice, 
;>o,<443;  12G  O.  G.,  1357.) 

The  record  shows  that  the  present  application  has  the  identical 
disclosure  which  was  filed  October  30.  The  only  thing  lacking  was 
the  authorization  of  the  act  of  the  substitute  attorneys  in  signing 
the  drawing.  This  informality  is  one  which  could  be  remedied  by 
the  ratification  of  the  act  either  by  the  principal  attorneys  or  by 
the  inventor  himself.    Both  have  been  done.    The  filing  of  a  formal 
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substitute  power  of  attorney  by  Baldwin  &  Wight  clearly  validated 
all  acts  done  by  Betts,  Betts,  Sheffield  &  Betts  under  -the  power 
given  by  the  paper  consenting  to  their  substitution.  Upon  June 
15,  1904,  Marconi  over  his  own  signature  ratified  the  acts  of  Betts, 
Betts,  Sheffield  &  Betts.  In  view  of  these  facts  it  is  clear  that  a  valid 
patent  might  have  issued  on  Marconi's  original  application,  and  it 
is  not  believed  that  he  should  be  deprived  of  the  benefit  of  his  earlier 
date  of  filing  merely  because  he,  of  his  own  volition,  requested  that 
his  case  be  given  a  new  serial  number  and  filing  date.  It  is  therefore 
held  that  Marconi  should  have  been  given  the  date  of  October  30, 
1902,  as  the  date  of  his  constructive  reduction  to  practice  of  the  in- 
vention and  the  burden  of  proof  shifted  to  Shoemaker. 

Shoemaker  alleges  in  his  preliminary  statement  that  he  conceived 
the  invention  August  15,  1900,  that  he  reduced  the  same  to  practice 
September  3,  1900,  and  that  he  used  apparatus  embodying  the  in- 
vention for  the  reception  of  wireless  messages  in  long-distance  sig- 
naling on  or  about  June  1,  1901,  and  subsequently  thereto. 

Marconi  in  his  preliminary  statement  alleges  conception  on  De- 
cember 10, 1901,  disclosure  to  others  in  the  United  States  in  Januaiy, 
1902,  and  the  publication  of  a  full  disclosure  of  the  invention  in 
the  Electrical  World  and  Engineer  at  New  York  city  July  12,  1902. 
He  also  refers  to  various  patents  taken  out  by  him  in  foreign  coun- 
tries, the  earliest  one  of  which  to  be  published  in  his  Brazilian  patent, 
dated  August  19,  1902.  He  also  refers  to  a  British  application 
filed  May  5,  1902. 

The  Examiner  of  Interferences  and  the  Examiners-in-Chief  con- 
curred in  finding  that  Marconi's  invention  was  fully  disclosed  in  an 
article  published  in  the  United  States  in  the  New  York  Electrical 
World  and  Engineer  on  July  12, 1902,  and  also  in  the  Brazilian  patent 
to  Marconi,  published  August  19,  1902,  and  constituted  constructive 
reduction  to  practice.  He  held  that  Shoemaker  had  established  con-. 
ception  of  the  invention  as  early  as  November,  1900,  but  that  he  had 
failed  to  establish  a  reduction  to  practice  of  the  invention  prior  to  the 
date  upon  which  he  filed  his  application  and  that  he  was  lacking  in 
diligence  at  and  subsequent  to  the  time  Marconi  entered  the  field  and 
reduced  the  invention  to  practice.  He  also  held  that  if  Shoemaker 
could  be  accorded  a  reduction  to  practice  in  1900,  as  alleged,  he  had 
forfeited  his  right  by  concealment  of  the  invention  under  the  prin- 
ciple stated  in  Matthes  v.  Burt,  (C.  D.,  1905,  574;  114  O.  G.,  764.) 

The  Examiners-in-Chief  agreed  with  the  conclusions  of  the  Exam- 
iner of  Interferences,  but  in  addition  thereto  expressed  the  opinion 
that  it  was  doubtful  whether  Shoemaker  ever  had,  prior  to  Marconi's 
disclosure,  a  definite  conception  of  the  principle  upon  which  his  appa- 
■^tus  operated,  if  it  operated  at  all. 
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Marconi  contends  that  he  is  entitled  to  the  date  of  filing  of  his 
British  application,  May  5,  1902,  as  his  date  of  constructive  reduction 
to  practice  of  the  invention,  under  the  provisions  of  the  International 
CJonvention  for  the  Protection  of  Industrial  Property  and  of  the  act 
of  March  3, 1903.  For  the  reasons  stated  in  Stiif  v.  Galhraith  (C.  D., 
1903, 515 ;  107  O.  G.,  2532)  I  am  of  the  opinion  that  the  second  clause 
of  section  4887  of  the  Revised  Statutes,  as  amended  March  2,  1903, 
was  not  intended  to  have,  and  should  not  be  given,  a  retroactive  effect. 
The  date  of  filing  of  Marconi's  British  application  is  not  therefore 
available  to  him  as  his  date  of  constructive  reduction  to  practice  of 
this  invention. 

The  disclosure  of  the  invention  in  the  articles  published  in  the  Elec- 
trical  World  and  Engineer  of  New  York  on  July  12,  1902,  was  a  re- 
production of  a  part  of  an  article  by  Marponi  read  before  the  Royal 
Institute  of  Great  Britain  in  England  on  June  13,  1902.  Copies  of 
the  Electrical  World  and  Engineer  of  July  12,  1902,  and  of  the  pub- 
lished proceedings  of  the  Royal  Institution  for  June  13,  1902,  are  in 
evidence.  Each*  comprises  a  description  of  the  form  of  apparatus 
described  in  Figures  3  and  4  of  Marconi's  parent  application  Serial 
No.  132,974,  together  with  a  full  description  of  the  theory  of  its  oper- 
ation. Reference  is  also  made  to  the  successful  use  of  this  apparatus 
in  the  reception  of  wireless  messages  over  distances  of  30  and  152 
miles. 

The  disclosure  in  the  Electrical  World  and  Engineer  is  clearly  suf- 
ficient to  enable  any  person  skilled  in  the  art  to  construct  and  use  the 
invention  described  therein. 

The  Brazilian  patent  to  Marconi,  published  August  19, 1902,  a  cer- 
tified copy  of  which  is  in  evidence,  likewise  contains  a  full  and  com- 
plete disclosure  of  the  invention  in  issue. 

It  is  contended  by  Shoemaker  that  these  publications  have  not  the 
force  of  constructive  reduction  to  practice  of  the  invention  and  that 
the  publication  of  the  invention  by  Marconi  prior  to  Shoemaker's  fil- 
ing date  is  insufficient  to  overcome  Shoemaker's  filing  date. 

This  contention  is  believed  to  be  untenable.  Under  section  4886  of 
the  Revised  Statutes  the  disclosure  of  an  invention  in  any  prior 
printed  publication  in  this  or  in  any  foreign  country  is  an  absolute 
bar  to  the  granting  of  a  patent  to  one  who  subsequently  makes  that 
invention.  It  is  well  settled,  however,  that  in  order  to  constitute  such 
a  bar  the  earlier  printed  and  published  description  must  exhibit  the 
invention  in  such  full  and  intelligible  manner  as  to  enable  persons 
skilled  in  the  art  to  which  the  invention  relates  to  understand  the 
operation  of  the  invention  and  to  carry  it  into  practical  use.  {Sey- 
mour  V.  Osboj^ne^  11  Wall.,  516;  Cohen  v.  United  States  Corset  Co,^ 
C.  D.,  1877,  205;  11  O.  G.,  457;  93  U.  S.,  366,370;  Downton  v. 
Yeager  Milling  Co.,  C.  D.,  1883,  434;  25  O.  G.,  697;   108  U.  S.,  466, 
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471;  Eamea  v.  Andrews,  C.  D.,  1887,  378;  39  O.  G.,  1319;  122  U.  S., 
40,  66.)  When,  therefore,  a  publication  is  sufficient  to  constitute  a 
bar  against  all  later  inventors,  it  should  manifestly  be  accepted  as  es- 
lishing  the  rights  of  the  one  who  made  that  disclosure  and  who  with 
reasonable  promptness  filed  his  application  for  patent  in  the  United 
States.  As  was  well  stated  by  Commissioner  Mitchell  in  the  case  of 
Deprez  and  Carpentier  v.  Bernstein  v.  Hunter  v.  Gavlard  and  Gibhs 
(C.  D.,  1891,  53;  54  O.  G.,  1711:) 

If  a  patent  or  printed  publication,  foreign  or  domestic,  were  eTidence  of  con- 
ception only,  the  law  would  extend  to  it  that  tolerance  and  generosity  which 
are  extended  to  private  drawings  and  descriptions  representing  the  inceptive 
Stages  of  an  invention.  It  is  because  a  pateifl  or  printed  publication  is  evidoice, 
when  it  is  evidence  at  all,  of  a  perfected  invention,  that  it  is  required  to  speak 
in  unequivocal  language  and  fully,  clearly,  and  exactly  describe  the  invention 
against  which  it  is  urged,  whether  as  a  bar  to  a  patent  granted  or  as  a  basis  for 
a  patent  asked. 

Shoemaker  claims  to  have  conceived  the  invention  in  August,  1900, 
and  t<>  have  disclosed  it  to  others  by  means  of  sketches  at  that  time. 
He  also  claims  to  have  had  certain  apparatus  constructed  to  embody 
his  invention  at  various  times  during  the  latter  part  of  the  year  1900 
and  in  the  year  1901.  Several  of  these  sketches  and  devices  are 
offered  in  evidence.  The  testimony  relative  to  the  dates  upon  which 
these  sketches  and  devices  were  made  has  been  fully  discussed  by  the 
Examiner  of  Interferences  and  there  appears  to  be  no  doubt  that  the 
true  dates  are  ascribed  to  them. 

The  first  of  these  exhibits  which  needs  to  be  considered  for  the  pur- 
pose of  this  case  is  a  device  which  was  made  in  October,  1900,  marked 
"  Exhibit  No.  5,"  "  Device  No.  2,"  and  a  sketch  and  description  of 
this  aj^paratus  dated  November  2,  1000.     (Exhibit  No.  6.) 

The  device  comprises  a  core  of  iron  or  steel  wires  surrounded  by 
two  coils  of  wire,  one  of  which  is  adapted  to  l>e  connected  to  the 
ground  and  to  the  aerial  of  a  wireless  station,  the  other  coil  being 
adapted  to  be  connected  to  a  telephone-receiver.  A  magnet  having 
down-turned  ends  is  rotatably  supported  over  the  cores  in  such  a  man- 
ner that  the  poles  of  the  magnet  alternately  pass  in  close  proximity 
to  the  ends  of  the  core.  This  device  corresponds  closely  in  construc- 
tion with  the  structure  shown  in  Figs.  1  and  2  of  Marconi's  applica- 
tion. 

In  his  description  of  the  operation  of  this  device  in  "  Exhibit  No. 
6  "  Shoemaker  states: 

The  object  of  the  magnet  is  to  magnetize  the  core  as  the  high-frequency  oscU- 

latioiis  demagnetize  them.     There  are  other  methtMls  by  wliich  I  can  magnetize 

the  core  as  by  passing  an  alternating  current  of  very  low  fnniuency  through 

one  of  the  coils  on  the  core.     The  frequency  must  be  low  enough  so  as  not  to 

*  signals  in  the  telephone-receiver  which  is  connected  to  the  secondary 

7  and  8. 
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When  the  magnet  is  revolved  and  signals  are  sent  the  high-freqaency  oscil- 
lations set  up  in  the  primary,  Ariel  A  and  Ground  G,  demagnetize  the  core  5 
as  it  is  passing  through  vering  (var>'ing)  magnetic  state  and  the  change  of 
magnetic  lines  being  very  rapid  a  click  is  heard  on  the  telephone  which  corre- 
qioods  to  the  signal  sent  and  the  telephone  responds  to  the  period  at  which 
the  transmitting-coil  is  run. 

The  signals  received  are  very  faint  and  I  have  not  been  able  yet  to  use  a 
relay  Instead  of  the  telei)hone  and  receive  the  signal  on  a  Sounder. 

It  is  contended  by  Marconi  that  Shoemaker  did  not,  prior  to  the 
date  of  filing  of  his  application,  nor  even  at  that  time,  have  a  con- 
ception of  the  true  principles  upon  which  the  invention  in  issue  is 
dependent.  It  is  not  denied  by  Shoemaker  that  the  vibration  of  the 
diaphragm  of  the  telephone-receiver  in  magnetic  detectors  of  the 
character  in  controversy  is  dependent  upon  variations  in  the  magnetic 
hysteresis  in  a  varying  magnetic  field  due  to  the  influence  of  the  re- 
ceived oscillations.  Marconi  therefore  urges  that  because  Shoemaker, 
as  shown  by  his  testimony,  and  that  of  his  associate,  Midgley,  believed 
that  the  effect  of  the  received  oscillations  was  a  demagnetizing  effect 
he  constructed  his  apparatus  accordingly  and  endeavored  to  remag- 
netize  the  core  as  fast  as  the  received  oscillations  demagnetized  it, 
and  that  such  a  construction  was  not  adapted  to  utilize  hysteresis 
effects,  although  such  effects  might  be  produced  in  the  apparatus  as 
constructed.  He  further  contends  that  Shoemaker's  apparatus  is 
constructed  to  provide  for  the  rotation  of  the  magnet  at  such  speed 
as  would  prevent  the  desirable  hysteresis  effects,  and  is  therefore 
inoperative. 

This  contention  is  not  without  force,  and  in  the  light  of  Shoe- 
maker's unsuccessful  endeavors  to  obtain  a  satisfactory  operation  of 
this  apparatus,  as  will  hereinafter  appear,  I  am  constrained  to  agree 
with  the  statement  of  the  p]xaminers-in-Chief  that — 

It  may  well  l)e  doubted  whether  Shoemaker  ever  had,  prior  to  Marconi's  dis- 
closure, a  definite  conception  of  the  principle  iii>on  which  the  apiMiratus  oi)er- 
ated,  if  it  oi)erated  at  all. 

In  view,  however,  of  the  fact  that  the  i&sue  of  this  interference  is 
not  specifically  limited  to  effects  caused  by  magnetic  hysteresis,  but 
relates  broadly  to  the  method  of  detecting  electrical  oscillations  by 
i-eceiving  such  oscillations  by  means  of  a  coil  maintained  in  a  con- 
tinually varying  or  moving  magnetic  field,  it  is  believed  that  any 
doubt  as  to  the  sufficiency  of  Shoemaker's  conception  of  the  invention 
should  be  waived  in  his  favor.  I  therefore  agree  with  the  conclusion 
of  the  Examiner  of  Interferences  that  Shoemaker  is  entitled  to  a 
date  of  conception  not  later  than  November  2,  1900,  which  is  the 
date  appearing  upon  his  ''  Exhibit  No.  0,"  above  quoted. 

Shoemakers  efforts  toward  reducing  the  invention  in  issue  b 
tice  are  represented  by  four  devices,  which  are  in  evidence. 
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The  first  "  Exhibit  No.  2,"  which  was  constructed  in  September, 
1900,  consists  of  a  core  formed  of  a  number  of  wires  which  is  sur- 
rounded by  a  primary  and  a  secondary  coil.  The  varying  magnetic 
field  was  provided  in  this  device  by  passing  a  magnet,  held  in  the 
hand,  across  the  end  of  the  core. 

The  second  device  was  "  Exhibit  No.  5,"  above  referred  to,  which 
was  constructed  in  October,  1900,  and  is  described  in  "  Exhibit  No. 
6,"  dated  November  2,  1900. 

The  third  device,  "  Exhibit  No.  7,"  constructed  in  December,  1900, 
consists  of  a  ring  of  iron  wire  over  which  two  coils  are  wound,  one  to 
be  connected  to  the  aerial  and  the  ground  and  the  other  to  be  con- 
nected to  the  telephone-receiver  to  detect  the  changes  in  the  core, 
caused  by  the  electrical  oscillations,  and  also  to  be  used  to  vary  the 
magnetism  in  the  core  by  passing  an  alternating  current  of  low  fre- 
quency through  this  coil,  as  suggested  in  "  Exhibit  No.  6,''  above 
quoted. 

The  fourth  and  last  device,  "  Exhibit  No.  8,"  is  similar  to  "  Ex- 
hibit No.  5,"  except  that  instead  of  a  U-shaped  magnet  a  ring  so 
magnetized  as  to  have  its  poles  at  the  ends  of  a  diameter  is  used,  the 
core  and  surrounding  coils  lying  in  the  plane  of  ring.  This  device 
was  made  in  the  latter  part  of  1901. 

The  testimony  relative  to  the  operation  of  these  devices  is  unsatis- 
factory. Shoemaker  and  Midgley,  the  mechanic  who  constructed 
these  devices,  testify  that  they  were  able  to  receive  signals  on  "  Ex- 
hibit No.  2 ;  "  that  more  satisfactory  signals  were  received  on  "  Ex- 
hibit No.  5  "  at  the  time  it  was  made;  that  "  Exhibit  No.  7  "  was  less 
efficient  than  "  Exhibit  No.  5,"  and  that  "  Exhibit  No.  8  "  gave  more 
distinct  responses  to  the  electrical  oscillations  than  "  Exhibit  No. 
5."  There  is,  however,  no  satisfactory  testimony  that  any  of  these 
exhibits  were  actually  used  to  receive  telegraphic  messages  or  that 
any  of  them  were  adapted  for  practical  use  under  normal  conditions. 
The  history  of  the  construction  and  use  of  these  devices,  moreover, 
leads  to  the  conclusion  that  all  were  unsatisfactory,  and  that  until 
Shoemaker  had  been  made  aware  of  Marconi's  successful  use  of  simi- 
lar apparatus  he  deemed  this  invention  of  little  importance. 

The  statement  in  "  Exhibit  No.  G,"  above  quoted,  that  "  the  signals 
received  are  very  faint,"  which  is  borne  out  by  the  testimony  of 
Midgley  (Q.  43)  and  of  Gehring,  (Q.  2,  p.  218,  Shoemaker's  record,) 
who  was  Shoemaker's  employer,  clearly  indicates  that  at  the  time 
"  Exhibit  No.  5  "  was  constructed  it  was  not  satisfactory,  and  this  is 
emphasized  by  the  fact  soon  afterward,  in  December,  1900,  an  entirely 
different  form  of  apparatus, "  Exhibit  No.  7,*'  was  constructed.  Upon 
the  failure  of  the  latter  to  give  better  results  Shoemaker  returned  to 
"  Exhibit  No.  5,"  and  in  June,  1901,  tested  the  same  at  a  wireless 
station  at  Brielle,  N.  J.,  which  was  in  communication  with  a  similar 
station  at  Galilee^  N.  J. 
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Midgley  testifies  (p.  65,  Shoemaker's  record,)  that  these  experi- 
ments extended  over  a  period  of  five  or  six  weeks.  He  does  not,  how- 
ever, state  whether  complete  messages  were  received  or  what  propor- 
tion of  the  signals  could  be  detected. 

Grehiing  testifies  that  during  these  tests  he  listened  for  the  signals 
from  the  Galilee  station,  but  that  "  the  signals  came  just  as  faint  as 
before."  He  further  states  that  Mr.  Pickard,  an  electrical  engineer, 
also  tested  it  at  that  time,  and  that 

*'Ue  (Piekard)  kiud  of  discouraged  me  saying  tliat  it  was  uot  as  good  as 
his  carbon  receiver." 

Pickard,  who  is  called  as  a  witness  by  Shoemaker,  testifies  (Q.  3) 
that  he  tested  this  device  during  June  and  July,  1901,  and  also  in  the 
fall  of  1901,  and  says  in  respect  thereto  that: 

Because  of  its  simplicity  of  coustruetion  and  reliability  of  operation,  we 
realized  from  the  first  tliat  it  was  a  promising  line  of  investigation,  and  I  per- 
sonally gave  much  time  to  its  investigation  and  experiment.  Although  from 
the  first  the  magnetic  detector  showed  itself  to  be  sufficiently  sensitive  for  com- 
mercial work,  yet  there  were  several  objectionable  features.  Prominent  among 
these  objectionable  feature  was  the  great  variation  in  the  magnitude  of  the 
response  at  certain  points  in  the  rotation  of  the  magnet.  This  variation  in 
response  had  the  effect  of  creating  two  dead  points,  or  points  of  very  faint  re- 
siM>nse,  in  each  cycle  or  rotation  of  the  i^ermanent  magnet. 

Upon  cross-examination  he  was  asked : 

X-Q.  7.  Do  you  wish  to  be  understood  as  testifying  that  "  Shoemaker  Ex- 
hibit No.  5,"  "  Shoemaker  Device  No.  2,"  was,  in  June  and  July,  11)01,  in  such 
a  state  of  completion  that  satisfactory  commercial  messages  could  be  trans- 
ifiitted  from  a  transmitting  circuit  and  received  by  itV 

and  replied : 

•A.  I  do  not  wish  to  be  understood  that  the  device  was  entirely  satisfactory. 
In  my  previous  testimony  1  have  stated  that  this  jMirticular  form  of  magnetic 
detector  had  the  objectionable  feature  of  varying  the  intensity  of  the  response 
according  to  the  relative  iM)sition8  of  the  rotating  magnet  and  the  core.  It  was, 
however,  a  sensitive  instrument  and  with  the  addition  of  a  suitable  motor  to 
maintain  the  rotation  of  the  magnet,  could  liave  been  used  for  commercial 
work. 

It  appears,  however,  from  cross-question  12  that  when  provided 
with  a  suitable  motor  it  was  still  subject  to  the  objectionable  features 
above  referred  to. 

Pickard  states  (X-Qs.  8,  9)  that  during  these  tests  intelligible  mes- 
sages were  received  by  his  operator,  Eodebaugh,  while  he,  Pickard, 
who  is  not  a  Morse  operator,  listened  in  a  second  receiver.  Eode- 
baugh is  not  called  as  a  witness,  and  Pickard's  statement  stands 
uncorroborated. 

In  view  of  the  failure  of  Shoemaker  to  testify  as  to  the  char- 
acter or  results  of  these  tests  and  the  testimony  of  Gehring  that  the 

3O1>07— H.  Doc.  470,  00-1 ^26 
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signals  were  as  faint  as  when  he  first  used  the  device  in  November, 
1900,  Pickard's  unsupported  statement  that  his  operator  received  in- 
telligible messages  is  clearly  insufficient  to  establish  the  operative- 
ness  of  the  device,  especialh'^  since  it  does  not  appear  with  what  cer- 
tainty or  rapidity  the  signals  or  messages  were  received. 

That  this  device  was  not  satisfactory  is  further  evidenced  by  the 
fact  that  in  December.  1001,  the  device  having  an  annular  form  of 
magnet,  "  Exhibit  No.  8,"  was  constructed  in  the  endeavor  to  obviate 
the  dead-points  in  the  rotation  of  the  magnet  referred  to  by  Pickard 
in  his  testimony  above  quoted. 

It  was  urged  at  the  hearing,  and  is  commented  upon  at  length  in 
Shoemaker's  brief,  that  the  testimony  establishes  the  successful  oper- 
ation of  the  device  '^  Exhibit  No.  8  ''  and,  further,  that  its  operative- 
ness  is  not  disputed  by  Marconi  or  the  expert  witnesses  called  in  his 
l)ehalf. 

A  careful  scrutiny  of  the  testimony  presented  by  Shoemaker  fails 
to  disclose  any  sufficient  evidence  of  the  successful  use  of  this  device. 
Midgley  says  the  results  obtained  with  "  P^xhibit  No.  8 "  "  were 
rather  more  satisfactory  than  were  the  results  with  Shoemaker  *  Ex- 
hibit No.  5,'  '  Device  No.  2 '  we  being  able  to  get  more  even  signals 
with  this  device  than  with  '  Exhibit  No.  5,'  '  Device  No.  2,' "  (X-Q. 
143;)  but  the  testimony  shows  that  s(»veral  niodifications  of  device 
No.  8  were  tried  without  success  nnd  Ihnt  the  original  construction 
as  shown  in  '*  Exhibit  No.  .">  "  was  finally  reverted  to.  It  further 
ai;)l)ears  from  Miilglcv's  testimony  that  in  the  sununer  of  1903  Shoe- 
maker had  a  niunbcr  of  devices  constructed  for  us(»  at  Annapolis  on 
the  princii)lcs  and  lines  of  "  Exhibit  No.  .5,"  ^'  this  device  being  much 
easier  to  construct  than  'Exhibit  Xo.  8'  *  *  *  which  was  a 
slight  improvement  on  Shoemaker  'Exhibit  No.  5."'  (Midgley, 
X-Q.  144.) 

Tt  is  a  significant  fact  tliat  although  the  device  "Exhibit  No.  8  *" 
is  the  only  one  of  those  oilertMl  in  evidence  which  is  illustrated  in  the 
drawings  of  SlioeniakerV  a]>pli^'ation  and  is  the  form  of  the  invention 
in  which  it  is  all(\ireil  the  most  satisfactory  results  were  obtained,  no 
sufficient  testimony  is  adihiccd  lo  establish  any  si)ecific  satisfactorv 
test  of  the  device,  and  the  further  fact  that  it  was,  after  its  alleged 
successful  o])eration.  discarded  in  favor  of  the  less  efficient  form 
"Exhibit  No.  Ti,"  clearly  warrants  the  inference  that  it  was  unsuc- 
cessful. 

There  is  some  testimony  concerning  a  test  made  by  Pickard  during 
the  taking  of  Shoemaker's  rc^buttal  testimony;  but  Marccmi  was  not 
rei")resente(l  at  this  test.  An  < .r  parir  test  of  this  character  is  enti- 
tled to  no  consideration  and,  furthermore,  constitutes  no  pi'oof,  even 
if  successful,  of  the  opera tivfnes<  of  the  apparatus  when  tested  under 
different  c(Hi(J'iiUni>  M'veral  years  pvovvow^.     \^  .\}oluted  out  by  the 
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Examiner  of  Interferences,  it  is  also  doubtful  whether  at  this  test 
more  than  a  small  fraction  of  the  predetermined  signals  sent  were 
received. 

The  character  of  the  present  invention  is  such  that  the  operative- 
ness  of  the  apparatus  for  performing  the  method  claimed  is  not 
obvious.  It  clearly  belongs  to  that  class  of  inventions  which  requires 
actual  use  or  thorough  tests  to  demonstrate  its  practicability,  and  in 
the  absence  of  satisfactory  proof  of  actual  use  or  successful  tests 
it  must  be  held  that  the  devices  offered  in  evidence  by  Shoemaker 
were  merely  experimental  in  character  and  that  none  of  them  con- 
stitute a  reduction  to  practice  of  the  invention  in  issue.  {Dashiell  v. 
Tasker,  C.  D.,  1903,  551 ;  103  O.  G.,  2174 ;  MacdonaU  v.  Edison,  C.  D., 
1903,  622;  105  O.  G.,  12^',  McKemie  v.  Cummings,  C.  D.,  1904,  683; 
112  O.  G.,  1481;  Gallagher  v.  Hien,  C.  D.,  1905,  624;  115  O.  G.,  1330; 
Ocumpangh  v.  Norton,  C,  D.,  1905,  632;  115  O.  G.,  1850.) 

Shoemaker  is  therefore  entitled  to  no  earlier  date  of  reduction 
to  practice  than  the  date  upon  which  he  filed  his  application,  Novem- 
ber 8,  1902. 

It  remains  to  l)e  seen  whether  Shoemaker  was  active  at  the  time 
Marconi  entered  the  field  and  exercised  due  diligence  thereafter  in 
reducing  the  invention  to  practice. 

Midgley  states  that  Shoemaker  and  himself  experimented  with 
"  Exhibits  No.  5  "  and  "No.  8  "  up  to  the  latter  part  of  the  year  1903, 
but  makes  no  specific  statement  as  to  any  work  or  test  between  Feb- 
ruary, 1902,  and  November  8,  1902,  the  date  upon  which  Shoemaker 
filed  his  application.  Gehring  does  not  refer  to  any  work  done  after 
April,  1902.  Pickard  says  that  during  the  summer  and  fall  of  1902 
he  made  several  visits  to  Shoemaker's  laboratory  and  was  shown 
certain  models  of  magnetic  detectors  embodying  alterations  in  di- 
mensions and  material ;  but  he  does  not  describe  the  devices  he  saw, 
nor  are  the  dates  of  these  visits  si)ecified.  Shoemaker  merely  states 
that  he  conducted  tests  with  "  Exhibit  No.  8  "  during  April,  May, 
and  the  summer  months  of  1902.  It  does  not  appear  what  such  tests 
comprised,  nor  when  nor  where  they  were  made. 

During  the  period  intervening  between  October,  1900,  when  Shoe- 
maker's "  Exhibit  No.  5  "  was  constructed,  and  the  date  upon  which 
he  filed  his  application  for  patent  upon  this  invention  Shoemaker 
filed  applications  for  a  largo  number  of  patents  in  wireless  teleg- 
raphy, (Shoemaker's  record,  pp.  36-39,)  and  it  is  apparent  from 
Gehring's  statements  (Q.  2)  that  no  application  for  patent  upon  the 
invention  in  issue  was  made  during  this  time  because  it  was  not  con- 
sidered to  be  satisfactorily  deveh)ped.  It  also  appears  that  an  appli- 
cation for  patent  was  finally  made  because  of  the  knowledge  of 
Marconi's  published  disclosure  of  the  invention  in  tha  ElectT\c,qL 
^Vorld  and  Engineer. 
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In  view  of  the  facts  above  stated  it  is  clear  that  Shoemaker  was 
lacking  in  diligence  and  cannot  prevail. 

It  is  alleged  that  Shoemaker's  invention  was  disclosed  to  Marconi 
through  Gehring.  This  allegation  is  denied  by  Marconi.  The  testi- 
mony relative  to  the  interview  between  Gehring  and  Marconi  is  fully 
discussed  by  the  Examiner  of  Interferences  in  his  decision  and  need 
not  he  repeated.  I  agree  with  his  conclusion  that  the  testimony 
fails  to  establish  this  disclosure. 

The  lower  tribunals  have  each  held  that  if  it  could  be  admitted  that 
Shoemaker  reduced  his  invention  to  practice  in  the  device  "  Exhibit 
No.  5,"  which  was  made  in  October,  1900,  he  is  guilty  of  concealment 
under  the  doctrine  stated  in  Matthes  v.  Burt^  (C.  D.,  1905,  574;  114 
O.  G.,  764,)  and  wuth  this  conclusion  I  also  concur.  So  far  as  can 
be  gathered  from  the  testimony,  Shoemaker's  invention  was  seen  only 
by  co-employees  of  the  company  with  which  he  was  connected.  It 
appears  that  his  device  "  Exhibit-  No.  5  "  was  as  complete  in  Octo- 
ber, 1900,  as  at  any  time  thereafter,  but  that  it  remained  within  the 
knowledge  of  these  few  until  Shoemaker  was  stimulated  by  knowledge 
of  Marconi's  publication  to  make  application  for  a  patent.  (Gtehring, 
Q.  2,  p.  221,  Shoemaker's  record.)  In  this  connection  it  is  to  be 
observed  that  Shoi^maker  discloses  in  his  applications  only  the  form 
of  the  invention  embodied  in  his  later  "  Exhibit  No.  8  "  and  mechan- 
ism corresponding  to  an  apparatus  descril)ed  in  Marconi's  publica- 
tion, which,  so  far  as  appears  from  the  testimony,  was  not  thought 
of  by  Shoemaker  i)rior  to  the  date  of  that  publication. 

For  the  reasons  stated  I  fully  concur  with  the  conclusions  of  the 
lower  tribunals  that  Marconi  is  the  prior  inventor  of  the  subject- 
matter  in  issue. 

The  decision  of  the  Etvaniiners-iti-Chief  i,s  ifffinned. 


Weidmann    r.  Km  p. 
DcvhInI  January  JJ,  11)01. 

(i:)i  o.  (;.,  214:;.) 

1.    INTLRFKRENCE — ORIGINALITY — FAILURE    TO    AsSERT    CLAIM    TO    INVENTION. 

Wlioro  W.  stattHl  in  the  presence  of  K.  and  a  witness  that  he  pro|io8ed 
to  file  an  application  for  patent  for  an  invention  which  each  now  claims  to 
have  made  and  K.  at  that  time  made  no  prot(»st,  bnt  a  few  days  hiter  went 
to  W.  and  askeil  to  have  his  name  in  the  patent,  HvUl  that  as  it  ap|)eared 
that  W.  was  at  the  head  of  the  bnsiness  and  was  a  man  of  violent  temper 
and  that  K.  made  it  a  practice  not  to  dispute  W.  in  the  presence  of  others, 
and  in  view  of  the  fact  that  K.  was  an  intelligent  man  at  the  head  of  a 
larpe  department,  his  request  to  have  his  name  in  the  patent  indicated  that 
he  regarded  hiiuself  at  that  time  to  \)vi  t\ic  V\i\viM\.ox  v>t  Wife  v^o^^ew  iu  issue. 
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2.  Samk — Same — Silence  Afteb  Filing  Application. 

A  fellure  to  assert  the  origination  of  an  invention  by  a  subordinate 
officer  against  the  claims  of  his  superior  cannot  be  regarded  as  acquies- 
cence in  the  superior  officer's  claims  to  the  invention  where  prior  to  that 
time  the  subordinate  officer  had  filed  an  application  for  such  invention. 

Appeal  from  Examiners-in-Chief. 

dyeing. 

Mr.  R.  G.  Dyrenforth  for  Weidmann. 

Mr.  Otto  Munk  and  Mr.  William  F.  Jlall  for  Knup. 

Moore,  Assistant  Commissioner: 

This  is  an  appeal  by  Weidmann  from  a  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  invention  to  Knup,  the  senior  party. 

The  issue  is  stated  in  two  counts,  which  read  as  follows : 

1.  The  process  of  dyeing  tin-weighted  silk  a  uniform  blue  black,  which  con- 
sists in  weighting  the  silk  with  tin,  then  subjecting  it  to  a  bath  of  black  iron, 
and  finally  treating  it  with  suitable  vegetable  extracts  or  dyes. 

2.  The  process  of  dyeing  silk  blue  black,  obtaining  a  product  of  any  desired 
weght,  which  consists  in  weighting  the  silk  with  tin,  subjecting  it  in  sequence 
to  an  acidulated  bath,  a  black-iron  bath,  a  black-iron  gambier-bath,  containing 
matter  for  coloring  according  to  the  shade  desired,  and,  then,  to  the  dye-bath, 
substantially  as  described. 

The  issue  relates  to  dyeing  silk,  and  particularly  to  the  process  .of 
dyeing  silk  a  blue  black,  which  has  l)een  previously  treated  with  a 
solution  of  tin  to  increase  its  weight.  The  invention  consists  in  the 
application  to  silks  which  have  l)een  weighted  with  tin  of  a  process 
which  had  been  previously  considered  applicable  only  to  unweighted 
silks. 

Weidmann  alleges  conception  and  disclosure  in  the  early  part  of 
the  fall  of  1903  and  reduction  to  practice  in  the  early  part  of  the 
winter  of  1903-4.  Knup  alleges  conception  and  reduction  to  practice 
on  November  13,  1903,  and  disclosure  on  December  9,  1903. 

The  controversy  between  the  parties  is  one  of  originality  rather 
than  priority  of  invention,  each  alleging  disclosure  to  the  other. 

Knup's  application  was  filed  December  28,  1903,  and  Weidmann's 
application,  which  eventuated  in  his  Patent  No.  780,924,  here  involved, 
was  filed  January  7,  1904.  Weidmann's  patent  was  inadvertently 
granted,  and  hence  the  possession  thereof  gives  him  no  advantage, 
the  burden  of  proof  resting  upon  him  by  virtue  of  Knup's  earlier 
filing  date. 

The  Examiner  of  Interferences  found  in  favor  of  Knup,  and  his 
conclusion  was  sustained  by  all  of  the  members  of  the  Board  of 
Examiners-in-Chief,  one  of  the  members,  however,  writing  a  sepa- 
rate opinion,  stating  reasons  for  his  conclusion^  wluclv  dv^v^x^vk  Sxv 
some  respects  irom  the  majority  opimon.    Ixv  V\^:^  c>\  >i\vfe  ^a.^^^  ^^ 
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the  burden  of  i)roof  is  upon  Weidniann  and  that  three  separate  opin- 
ions have  been  written  below,  each  finding  in  favor  of  Kniip,  the 
conchisions  of  the  lower  tribunals  will  not  be  disturbed  unless  error  is 
made  to  appear  clearly. 

At  the  time  the  invention  was  made  both  parties  were  connected 
with  the  Weidmann  Silk  Dyeing  Company,  TVeidmann  being  the 
president  of  the  company  and  Knup  the  foreman  of  the  black-dyeing 
department.  Knup  left  the  employ  of  the  company  in  January, 
1904. 

The  evidence  submitted  on  behalf  of  Weidmann  clearly  shows  that 
the  process  of  the  issue  was  successfully  carried  out  on  December  11 
and  December  12,  1903,  by  Ivnup  or  by  the  workmen  in  his  depart- 
ment under  his  supervision,  two  samples  being  produced,  which  are 
in  evidence  and  known  as  "  Weidmann's  Exhibit  Xo.  1 "  and  "  Weid- 
mann's  Exhibit  No.  2."  Weidmann  claims  that  these  samples  were 
produced  by  Ivnup  under  his  (Weidmann's)  directions,  while  Knup 
claims  that  although  Weidmann  told  him  to  make  these  samples  he 
did  so  only  after  Knup  had  told  him  of  his  previous  successful  prac- 
tice of  the  process  in  connection  with  an  order  received  some  time  in 
November,  1903,  from  one  of  their  regular  customers.  The  contro- 
versy therefore  turns  on  the  question  whether  Weidmann  told  Knup 
how  to  produce  these  samples  at  the  time  in  question  or  whether  the 
process  was  disclosed  to  Knup  by  Weidmann  at  some  previous  time. 

The  lower  tribunals  found  that  Weidmann's  proofs  failed  to  show 
that  he  disclosed  the  invention  to  Knup  or  to  any  one  else  prior  to 
December  14,  1903.  Tn  accordance  with  the  well-established  prac- 
tice this  conchision  of  fact  will  not  be  disturbed  unless  it  is  clearly 
against  the  weight  of  evidence.  {Flora  v.  Powrle^  C.  D.,  1904,  630; 
109  O.  G.,  2443.)  The  evidence  on  this  point  has  been  carefully 
examined,  but  no  reason  is  found  for  coming  to  a  different  conclu- 
sion. Since  Knup  is  proved  to  have  been  in  i:)ossession  of  the  inven- 
tion on  December  11,  1903,  and  since  he  is  prima  facie  an  original 
inventor,  he  must  prevail  unless  his  own  record  or  the  circumstances 
surrounding  the  parties  clearly  indicate  the  contrary. 

Appellant  assigns  as  an  error  of  the  Exaniiners-in-Chief  their 
failure  to  give  proper  weiglit  to  the  silence  of  Knup  in  the  presence 
of  an  assertion  by  Weidmann  of  ownership  of  the  invention  antl  his 
intention  to  take  out  a  patent  therefor  and  to  KnujD's  failure  to  assert 
claim  to  the  invention  until  he  had  made  arrangements  to  leave  the 
Weidniann  Silk  Dyeing  Company:  but  the  claim  on  behalf  of  ap- 
pellant thai  Knuj)  laid  no  claim  to  the  invention  in  the  face  of  Weid- 
mann's assei-tion  that  he  was  the  inventor  thereof  is  not  borne  out 
by  the  evidence.  It  appears  that  in  a  conversation  l)etween  Weid- 
mann, August  Tlunziker,  and  Knup  about  Decenilier  14,  1903,  Weid- 
wann  stated  that  he  intended  to  take  out  a  patent  for  the  invention 
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in  controversy,  and  Knup  at  this  time  made  no  protest  or  claim  to 
the  invention;  but  it  further  appears  from  the  testimony  of  both 
Weidmann  and  Knup  that  a  few  days  after  this  occurrence  Knup 
went  to  Weidmann  and  asked  to  have  his  name  in  the  patent.  On 
.  behalf  of  Weidmann  it  is  claimed  that  Knup  made  this  request  not 
because  he  had  any  part  in  the  inventive  act,  but  because  he  was  the 
head  of  the  black-dyeing  department  and  performed  the  physical 
acts  of  the  reduction  to  practice  or  directed  their  performance.  On 
behalf  of  Knup  it  is  claimed  that  he  wanted  his  name  in  the  patent 
because  he  was  the  inventor  of  the  process.  Tt  is  scarcely  probable 
that  a  man  of  the  intelligence  of  Knup,  who  was  an  expert  chemist 
and  at  the  head  of  a  department  employing  three  liundred  or  four 
hundred  men  and  drawing  a  salary  of  $5,000  per  year,  would  ask  his 
employer  to  put  his  name  in  a  patent  to  be  granted  for  an  invention 
made  solely  by  the  employer  and  with  which  he  had  nothing  to  do 
except  to  perform  the  physical  acts  necessary  to  its  reduction  to 
practice  under  his  employers  direction.  These  circumstances  are 
believed  to  be  a  sufficient  basis  for  the  conclusion  that  Knup's  I'equest 
to  have  his  name  in  the  patent  was  an  assertion  that  he  claimed  the 
invention  as  his  own.  Knup's  explanation  of  the  reason  for  failing 
to  assert  his  rights  in  the  presence  of  Weidmann  and  Hunziker  on  the 
occasion  of  the  conversation  about  Deceml)er  14,  1908,  appears  to  be 
reasonable.  It  appears  from  the  evidence  that  Weidmann  has  a 
violent  temper,  and  Knup  states  that  he  made  it  a  practice  not  to 
dispute  Mr.  Weidmann  on  any  matter  in  the  presence  of  others. 
For  this  reason  he  awaited  a  more  opportune  time  to  assert  his  claims, 
in  the  meantime  talking  the  matter  over  with  his  wife  to  determine 
the  best  way  to  proceed  under  the  circumstances.  Tt  does  not  appear 
that  at  the  time  this  conversation  took  place  between  Weidmann, 
Knup,  and  Hunziker,  Knup  had  any  fixed  intenti(m  to  resign  his 
position.  This  is  the  only  time  that  Weidmann  asserted  his  inten- 
tion, in  the  presence  of  Knup  and  others,  to  take  out  a  patent  for 
the  invention  in  confroversy  up  to  the  time  of  the  filing  of  Knup's 
application,  after  which,  it  is  believed,  mere  silence  on  the  part  of 
Knup  would  not  create  a  presumption  against  him.  Under  all  the 
circumstances  Knup's  explanation  seems  reasonable,  and  it  is  deemed 
sufficient  to  negative  any  presumption  arising  from  his  failure  to 
assert  his  rights  at  the  time  in  (|uestion. 

It  is  contended  by  appellant  that  the  Examiners- in-Chief  erred 
in  the  conclusions  whicli  they  drew  from  the  evidence  submitted  to 
show  Knup's  use  of  the  process  in  issue  in  connection  with  certain 
samples  alleged  to  have  been  made  by  Knup  on  an  order  from  Giver- 
naud  Brothers  in  November,  1003.  It  is  evident  from  the  opinion 
of  the  Examiners-in-Chicf  that  they  fully  considered  the  evidence 
relating  to  this  transaction,  and  they  iowuA  as  a  ivv^.^^.  >i\v\\,  ^^5.x>ks>$ 


408  DECISIONS  OF  THE  COMMISSIONER   OF  PATENTS. 

reduced  the  invention  to  practice  at  the  time  this  order  was  filled  in 
November,  1908.  No  reason  is  seen  for  disturbing  this  conclusion, 
which  seems  to  be  in  accordance  with  the  evidence.  Moreover,  there 
is  no  evidence  to  overcome  the  prima  facie  reduction  to  practice  by 
Knup  on  December  11,  1903. 

It  is  further  contended  by  appellant  that  the  Examiners-in-Chief 
erred  in  giving  undue  weight  to  the  fact  that  Knup  preceded  Weid- 
mann  only  by  ten  days  in  the  filing  of  an  application.  The  rule 
is  well  established  that  the  junior  party  must  establish  his  case  by 
a  fair  preponderance  of  evidence  in  order  to  prevail,  and  this  rule 
seems  to  have  been  followed  in  this  case. 

No  error  is  found  in  the  conclusion  reached  by  the  Examiners- 
in-Chief,  and  their  decision  awarding  priority  of  invention  to  Knup 
is  afjiTTaed, 


Ex   PARTE   KeIL. 
APPLICATION    FOR   PATENT. 
Decided  Xoremher  2.7,  J907. 

(131  O.  fi..  2144.) 

Drawings — Elimination  of  T^nnkckssary  Illustrations. 

Held  that  tlip  nHinironiont  by  the  Examlnor  that  iiniipceswary  figures 
be  cancehHl  aiul  that  the  reniainiii.^  fijjiires  be  reiluce*!  to  a  reasonable 
scale  and  plactnl  on  a  single  sheet  was  right. 

Ox  Petition. 

LOCK. 

Mr.  J.  Odell  Fowler  for  the  applicant. 

MooRE,  Com  miKHionvr : 

Tills  is  a  petition  from  the  requirement  of  the  Examiner  that 
applicant  reduce  tlie  nunil)er  of  sheets  of  drawing  in  this  ease. 

It  ai:)pears  that  the  application  as  originally  filed  contained  five 
sheets  of  drawin<rs.  The  applicant  has  canceled  thret*  of  these  in 
response  to  the  Examiner's  requirement.  The  P^xaminer  now  re- 
(|uiros  that  all  the  fi<rures  of  the  drawing  be  placed  on  one  sheet. 

From  an  inspection  of  the  (lra\vin<rs  it  is  not  seen  that  the  large 
perspective  view  of  Fi<rurc  2  is  nocessarv  to  a  <*omplete  illustration 
of  the  invention.  The  invention  disclosed  in  the  application  con- 
sists in  making  the  opening  in  the  escutcheons  larger  than  the  knob- 
spindle,  and  while  this  is  shown  in  dotted  lines  in  Fig.  2  it  could 
be  so  shown  in  original  Fig.  7,  or  that  figure  could  be  modified  so 
as  to  show  a  section  through  one  of  the  escutcheons  in  the  plane  of 
knoh-spiiuUi\  which  would  show  t\\e  o\^eu\uo;  larger  laterally 
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than  the  spindle,  as  it  is  shown  larger  vertically  in  original  Fig.  8. 
However,  if  applicant  desires  to  retain  a  perspective  view  the  same 
could  be  placed  on  a  sheet  with  the  other  figures  by  making  it  of 
reasonable  size  and  omitting  the  knobs  of  original  Figs.  7  and  8. 
The  petition  is  denied. 

Ex  PARTE  Alart  and  McGuire. 

APPLICATION  FOR  REGISTRATION  OF  TRADE-MARK. 
Decided  December  12,  1907. 

(131  O.  Gm  2145.) 

1.  Tbadb-Mabks — Deceptive. 

A  mark  containing  the  legend  "  Guaranteed  under  the  Food  and  Drugs 
Act  of  June  30,  1906,"  Held  deceptive,  since  the  registration  of  such  a  mark 
would  lead  the  public  to  believe  that  the  Government  had  guaranteed  the 
purity  of  the  article  upon  which  the  mark  was  used. 

2.  Same — Public  Policy. 

It  is  believed  to  be  against  public  policy  to  register  a  mark  which  indi- 
cates or  suggests  that  the  Government  has  given  its  official  approval  of 
the  character  or  quality  of  the  merchandise  to  which  such  mark  is  affixed. 

On  Appeal. 

TRADE-MARK    FOR    PICKLES,    ETC. 

Messrs.  Arthur  C.  Eraser  cf?  Usina  for  the  applicant. 
Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  a  trade-mark  consisting  of  a  red  seal  bear- 
ing an  arbitrary  device  and  also  containing  the  legend  "  Guaranteed 
under  the  Food  and  Drugs  Act,  June  30,  1906,  Serial  Number  1,281." 

The  ground  upon  which  registration  was  refused  is  that — 

♦  ♦  ♦  registration  of  the  mark  in  its  present  form  would  lead  to  confusion 
and  convey  the  idea  that  the  guaranty  clause  is  protected  by  the  registration 
of  the  mark  claimed.  This  is  contrary  to  the  reason  and  spirit  of  the  law  and 
it  is  believed  to  be  contrary  to  public  policy  to  grant  a  registration  to  any 
person  which  includes  the  si)ecific  form  of  notice  which  the  Government  permits 
manufacturers  to  use  in  giving  the  notice  of  guaranty  under  the  Food  and  Drugs 
Act  of  June  30,  1906. 

It  is  contended  by  the  appellant  that  under  section  5  of  the  Trade- 
Mark  Act  of  1905  registration  of  an  arbitrary  trade-mark  permits 
the  inclusion  of  matter  not  registrable  per  se  and  that  registration  of 
a  mark  which  includes  a  descriptive  phrase  written  in  a  particular 
manner  should  he  permitted  in  order  that  the  benefit  of  this  arrange- 
ment may  be  obtained  in  any  suit  of  unfair  competition  in  trade  in 
which  such  arrangement  might  be  simulated  in  the  mark  of  the 
adverse  party.  It  appears  from  this  contention  that  the  guaranty 
clause  is  intended  to  be  an  integral  part  of  the  trade-mark  sov\^\\t<.^ 
be  registered. 
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It  is  well  settled  that  no  property  ciiii  be  claimed  in  a  trade-mark 
SO  constructed  or  worded  as  to  contain  a  false  or  misleading  repre- 
sentation. In  the  case  of  The  Schuster  Co.  v.  Midler  {post^  455; 
126  O.  G.,  2192)  the  Court  of  Appeals  said: 

Recent  salutary  laws  restrain  manufacturers  and  dealers  from  Imposing  upon 
the  public  preparations  injurious  to  healtli.  The  courts  grow  increasingly 
careful  and  cautious  in  restraining  false  representations  as  to  the  public  in 
vending  such  preparations.  Where  any  symbol  or  label  claimed  as  a  trade- 
mark is  so  worded  as  to  contain  a  distinct  assertion  which  is  fklse,  no  property 
right  can  be  claimed  nor  can  the  right  to  the  exclusive  use  of  it  be  maintained 
by  a  court  of  equity.  Courts  of  equity  will  not  interfere  by  injunction  where 
there  is  any  lack  of  proof  in  the  applicant's  case  or  any  misrepresentation  in 
his  trade-mark  or  label,  nor  will  the  courts  uphold  in  any  one  a  privilege  of 
deceiving  the  public.  An  exclusive  privilege  to  deceive  the  public  is  not  one 
that  a  court  of  equity  can  sanction  nor  one  which  the  Commissioner  of  Patents 
should  aid.  While  there  is  a  right  of  property  in  a  trade-mark  in  connection 
with  a  vendible  commodity  it  is  essential  that  the  vender  should  not  in  his 
trade-mark  or  in  the  printing  connected  therewith,  or  in  the  business  use  of  the 
trade-mark,  himself  be  guilty  of  any  false  or  misleading  representations.  It  is 
settled  that  where  the  owner  of  such  a  trade-mark  applies  for  an  injunction  to 
restrain  another,  his  i)etition  will  be  denied.  (See  Worden  v.  California  Fig 
Syrup  Co,,  187  I-.  S.,  51G;  California  Fig  ^ymp  Co.  v  Stearns  d  Co.,  73  Fed. 
Rep.,  812:  Leathercloth  Co.  v.  Amcriran  Lcathercloth  Co.,  4  De  Gex,  J.  ft  S^ 
137;  Elevrn  riousr  of  Lorda  Cas.,  523;  Fctridgc  v.  WeUs,  4  Abbott  N.  Y^  144; 
Manhattan  Medicvtc  Co.  v.  Wood,  C.  D.,  1883,  2C8;  23  O.  G.,  1925;  108  U.  S^ 
218;  Siegert  ct  al.  v.  (Uindolfi  et  a/,  130  Fetl.  Rep.,  917.) 

Rule  19  of  the  Trade-Mark  Kiiles  provides  that  no  deceptive  mark 
shall  be  registered,  and  the  provisions  of  this  rule  have  been  rigidly 
enforced  by  this  Office. 

While  the  guaranty  clause  included  in  the  applicants'  trade-mark 
is  in  the  terms  prescribed  by  the  Secretaries  of  the  Treasury,  Agricul- 
ture, and  Commerce  and  Labor,  under  the  authority  vested  in  them 
by  the  Food  and  Drugs  Act,  its  use  as  an  integral  part  of  a  trade- 
mark is  unwarranted  in  view  of  the  rulings  of  the  Department  of 
Agriculture. 

At  the  time  the  Food  and  Drugs  Act  first  became  effective  various 
manufacturers,  either  intent iimally  or  inadvertently,  so  included  the 
guaranty  clause  with  other  printed  matter  upon  their  labels  as  to 
make  it  ai:)pear  that  the  (lovermnent  had  guaranteed  the  purity  of 
the  articles  upon  which  these  labels  were  affixed.  This  having  been 
called  to  the  attention  of  the  Secretary  of  Agriculture,  the  following 
order  was  issued  by  him : 

No  other  word  slioiild  j:o  ni>on  this  lejrend  or  accompany  It  in  any  way. 
Particular  attention  is  enlh^l  to  the  fact  that  nothinp  should  be  placed  uimn 
the  label,  or  in  any  printtnl  matter  aceomimnying  it,  indicathig  that  the  gnar- 
anty  Is  made  by  the  Department  of  Aj^riculture.  The  ai>pearance  of  the  serial 
number  with  the  phrase  above  mentioncnl  uix>n  a  label  does  not  exempt  It  from 
insjiection  nor  its  jcuarantor  from  pr<)s<H*ution  in  east*  the  article  hi  question  be 
found  in  auy  way  to  violate  the  FiK)d  a\u\  \>twv^s  Xv\  o^  .Tv\ue  30,  1906. 
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It  is  believed  that  if  the  trade-mark  now  presented  for  registration 
should  be  registered  in  its  present  form  and  if  the  applicant  should 
place  in  connection  therewith  the  words  "  Registered  in  the  U.  S. 
Patent  Office,"  as  he  is  required  to  do  by  section  28  of  the  Trade- 
Mark  Act  of  1905,  and  as  the  specimen  labels  filed  with  his  brief  show 
he  has  done,  the  public  would  be  led  to  believe  that  the  Government 
had,  by  registering  this  trade-mark,  guaranteed  the  purity  of  the 
article  upon  which  it  was  used.  Registration  of  the  mark  is  there- 
fore refused  upon  the  ground  that  the  mark  is  deceptive  in  its  nature. 

It  is  also  believed  that  registration  of  the  mark  here  presented 
should  be  refused  upon  the  ground  that  its  registration  is  contrary 
to  public  policy.  The  Court  of  Appeals  of  the  District  of  Columbia 
in  re  Cahn,  Belt  cfe  Co.  (C.  D.,  1906,  627;  122  O.  G.,  354)  cited  with 
approval  several  decisions  of  the  Commissioner  of  Patents  which 
refused  registration  of  national  flags  and  coats-of-arms  of  States 
upon  the  ground  that  the  registration  of  such  marks  was  contrary 
to  public  policy.  (Ex  parte  Schmachteriburg  Bros.^  51  MS.  Dec, 
204;  New  Prague  Flouring  Mill  Co.^  62  MS.  Dec,  437;  ex  parte 
Penny  J  67  MS.  Dec,  136;  ex  parte  Standard  Fashion  Co.^  C.  D., 
1899,  187;  89  O.  G.,  189;  ex  parte  Bali,  C.  D.,  1902,  102;  98  O.  G., 
2366;  ex  parte  Brandsville  Fruit  Farm  Company,  C.  D.,  1903,  103; 
103  O.  G.,  660.)  It  is  believed  that  for  equally  cogent  reasons  public 
policy  demands  the  refusal  of  registration  of  any  trade-mark  which 
indicates  or  suggests  that  the  Government  has  given  its  official 
approval  of  the  character  or  quality  of  the  merchandise  to  which 
such  mark  is  affixed. 

The  decimon  of  the  Examiner  of  Trade-Marks  is  afpi^imed. 


Bay  State  Belting  Company   v.  Kelton-Bruce  Manufacturing 

Company. 

opposition. 

DccUUd  AufjURt  2.9.  1901. 

(ir»l   O.  (}.,  2140.) 

1.  Tbade-Mabks — Mark  Must  Hk  Affixkd  to  the  Goods. 

In  order  that  a  jjarty  may  acqniro  a  trade-mark  right,  it  must  be  shown 
that  he  affixed  the  marlv  to  tlie  goods. 

2.  Same — Evidence — Competency  of  Witness. 

The  fact  that  the  witnesses  testifying  in  behalf  of  a  corporation  were 
officers  of  the  cori>oration  fnniishes  no  sufficient  reason  for  disregarding 
their  dei)ositions. 

On  Appeau 


412  DECISIONS  OP  THE  COMMISSIONER   OF  PATENTS. 

TRADE- MARK    FOR    BELT    AND    LACE    LEATHER. 

Mr.  George  N ,  (roddard  for  the  opposer. 

MesHTH.  Pevnie  d^  Gohhhorough  for  the  applicant. 

Billings,  Acting  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of.  Interfer- 

*  ences  sustaining  the  opposition  of  the  Bay  State  Belting  Company 

and  holding  that  the  Kelton-Bruce  Manufacturing  Company  is  not 

entitled  to  register  the  words  "  Indian  Tanned  "  as  a  trade-mark  for 

belt  and  lace  leather. 

The  Examiner  of  Interferences  found  that  the  testimony  fails  to 
establish  the  use  of  the  mark  in  question  as  a  trade-mark  by  the 
Kelton-Bruce  Company  or  its  predecessors  prior  to  1892.  He  found 
that  the  Bay  State  Belting  Company  adopted  in  1885  a  mark  of 
which  the  words  "  Indian  Tanned  "  formed  a  prominent  part  and  has 
continuously  used  the  mark.  The  Examiner  of  Interferences  there- 
upon held  that  the  Kelton-Bruce  Company  has  no  right  to  register 
the  mark  of  its  application  as  a  trade-mark. 

The  testimony  of  both  Rowbotham  and  Carter  is  to  the  effect  that 
they  assisted  in  the  organization  of  the  Bay  State  Belting  Company 
in  1884  and  have  ever  since  been  officers  of  the  company.  Both  wit- 
nesses testify  that  the  Bay  State  Belting  Company  began  in  March, 
1885,  to  mark  its  sides  of  laco-loather  with  the  figure  of  an  Indian 
and  the  words  "  Indian  Tanned/'  the  work  being  that  shown  in  the 
Bay  State  Belting  Company's  certificate  of  registration  No.  23,185, 
issued  on  Juno  (>,  189:^.  They  testify  that  the  mark  has  been  used 
continuously  by  said  company  and  tluit  the  leather  was  sold  under 
the  name  "  Indian  Tanned."  A  bill  for  a  stencil,  dated  March  24, 
1885,  was  introduced  in  evidence  which  these  witnesses  state  was  for 
a  stencil  bearing  the  mark  above.  The  stencil  was  not  introduced 
in  evidence:  but  the  witnesses  state  that  it  was  worn  out  long  ago 
and  has  been  supplanted  bv  a  rubber  stamp. 

Rowbotham  testified  to  sales  of  lace-leather  by  the  company 
marked  "  Indian  Tanned,"  some  of  them  to  customers  outside  the 
State  of  Massachusetts.  He  produced  the  l>ooks  at  the  examination 
for  the  inspection  of  applicant's  counsel  containing  entries  of  such 
sales. 

The  testimony  in  U^half  of  the  Bay  Statr  Belting  Company  m\ 
In^lieved  to  satisfactorily  establish  its  continuous  use  of  the  murfeV 
since  ISSr). 

Although  the  testimony  in  behalf  of  the  Tvelton-Bruce  Manufac- 
turing Company  shows  that  its  predecessor,  th*'  Kelton  &  Bniee  Cam- 
pany,  sold  lace-leather  under  the  name  of  *'  Indian  Tan      '  *^  tnnn 
the  time  of  the  (U'ganization   of  the  com})any    in 
quently  usod  fliese  words  on  \\\e\v  \u\\A\v>wvV  Awd  % 
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there  is  no  testimony  as  to  the  actual  use  of  the  mark  on  the  goods 
prior  to  1892.  This  is  admitted  by  counsel  for  the  Kelton-Bruce 
Manufacturing  Company  in  the  following  statement,  (p.  6  of  brief:) 
The  remark  of  the  Examiner  of  Interferences  that  there  is  no  proof  in  the 
record  of  actual  marking  of  the  goods  by  Kelton  &  Bruce  prior  to  1892  is  well 
founded  only  if  it  be  taken  to  mean  actual  testimony  to  that  effect.  It  was 
impossible  for  us  to  find  any  employee  of  Kelton  &  Bruce  who  could  have  had 
any  knowledge  of  such  marking,  but  the  witnesses  Pennoyer  and  Nichols  testi- 
fied that  when  they  first  entered  the  employ  of  Kelton  &  Bruce  In  1892  and 
1803,  PMpectlvely,  the  goods  were  being  marked.  The  only  proof  of  marking 
prior  to  that  date  is  the  natural  inference  from  the  fact  that  the  words  were 
being  used  on  all  the  stationery  of  Kelton  &  Bruce,  and  from  the  fact  that  the 
goods  were  being  sold  and  were  known  to  the  trade  as  **  Indian  Tanned " 
leather. 

Under  section  16  of  the  act  of  1905  in  order  that  a  party  may  be 
found  guilty  of  infringing  a  registered  trade-mark  it  must  be  estab- 
lished that  he  has  affixed  the  mark  "to  merchandise,"  and  it  is 
equally  true  that  in  order  to  acquire  a  trade-mark  right  the  mark 
must  be  affixed  to  the  goods.  A  mere  possibility  or  presumption 
that  the  mark  was  so  affixed  is  not  sufficient  to  establish  the  existence 
of  the  right. 

It  is  contended  by  the  Kelton-Bruce  Manufacturing  Company  that 
the  unsupported  testimony  of  Rowbotham  and  Carter  does  not 
amount  to  proof,  because  they  are  officials  of  the  Bay  State  Belting 
Company,  and  therefore  interested  parties.  The  mei"e  fact,  however, 
that  they  are  interested  parties  is  no  reason  for  disregarding  their 
depositions  where  their  testimony  was  not  discredited  or  impeached 
on  cross-examination,  nor  is  it  true  that  their  testimony  is  entirely 
unsupported,  as  appears  from  the  brief  analysis  of  the  evidence  here- 
tofore made. 

The  evidence  is  found  to  establish  the  conclusions  reached  by  the 
Examiner  of  Interferences,  and  his  decision  is  accordingly  affirmed. 


Deitsch  Brothers  /'.  Loonen. 
cancelation  proceeding. 

Decided  December  11,  1D07, 

(131  O.  Um  2146.) 

Tbaoe-jMabks — Cancelation — Motion   to    Suppress   Testimony — Objection 

Indefinite. 

An  objection  that  "  the  proceedings  about  to  be  taken  are  contrary  to 

the  statutes  and  the  rules  In  these  cases  made  and  provided  "  Held  too 

indefinite  to  warrant  suppressing  testimony  where  no  other  notice  of  the 

real  ground  of  objection  was  giveii  prior  to  the  YxeatVa^  on  \Xi<^  \sio\X^\i« 
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2.  Same — Same — Testimony — Printing  Exhibits. 

The  printing  or  reproduction  of  paper  exliibits  will  not  be  required,  slnoe 
if  the  case  should  be  appealed  to  the  Court  of  Appeals  of  the  District  of 
Columbia  these  exhibits  can  be  sent  to  the  court  as  physical  exhibits. 

3.  Same — Same — Motions — Appeal.  • 

An  appeal  from  a  decision  of  the  Examiner  of  Interferences  to  which  no 
limit  of  appeal  was  set  will  not  l)e  dismissed  because  the  appellant  did 
not  first  VLBk  leave  of  the  Commissioner  to  file  such  appeal. 

4.  Same — Motion  to  Suppress  Evidence  or  to  Print  Exuibits — ^Appeal. 

Appeals  will  not  hereafter  be  allowed  from  a  decision  of  the  Examiner 
of  Interferences  denying  a  motion  to  strike  out  testimony  or  a  motion  to 
require  the  printing  of  exhibits  prior  to  the  appeal  from  the  decision  on 
the  merits  rendered  after  final  hearing. 

Appeal  from  Examiner  of  Interferences. 

TRADE-MARK  FOR  TOOTH-BRUSHES. 

Mr.  Joseph  L.  Levy  and  Mr.  Howard  A.  Coombs  for  Deitsch 
Brothers. 
Messrs.  Goepel  d*  Goepel  for  Loonen. 

Billings,  Assistant  Commissioner: 

This  case  comes  up  on  appeal  by  Deitsch  Brothers  from  a  decision 
of  the  Examiner  of  Interferences  denying  a  motion  (1)  to  suppress 
the  entire  deposition  of  certain  witnesses  for  I^oonen;  (2)  to  require 
Loonen  to  print  or  reproduce  as  part  of  his  printed  record  all  the 
exhibits  offered  in  his  behalf  capable  of  printing  or  reproduction; 
(3)  to  stay  proceedings  pending  the  determination  of  the  motion. 
Ijoonen  has  filed  a  motion  to  dismiss  the  appeal. 

It  appears  that  the  Examiner  of  Interferences  denied  the  motion 
of  Deitsch  Brothers,  but  did  not  set  a  limit  of  appeal  from  his 
decision.  Loonen 's  motion  to  dismiss  is  based  on  this  fact.  He  con- 
tends that,  no  limit  of  apj)eal  having  l)een  set,  Deitsch  Brothers 
should  have  applied  to  the  Commissioner  for  leave  to  take  an  appeal 
or  for  an  order  restoring  the  jurisdiction  to  the  I^xaminer  of  Inter- 
ferences, so  that  he  could  hear  argument  as  to  whether  he  would  per- 
mit an  appeal. 

This  appeal  being  in  proper  form,  it  is  believed  that  it  would  be 
highly  technical  to  dismiss  it  for  the  reason  urged  by  Loonen.  For 
this  reason  the  motion  to  dismiss  nuist  be  denied. 

In  view  of  the  fact  that  it  has  heretofore  been  the  practice  to  en- 
tertain appeals  from  decisions  of  the  Examiner  of  Interferences  on 
a  motion  to  suppress  testimony  and  to  require  exhibits  to  be  printed 
the  present  appeal  will  be  considered. 

The  motion  to  suppress  the  testimony  was,  as  appeared  from  a  brief 
filed  at  the  hearing,  based  on  the  gi'ound  that  the  notice  of  taking 
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testimony  did  not  give  the  names  of  the  witnesses,  as  required  by 
Bule  154. 

The  record  shows  that  counsel  for  Deitsch  Brothers  attended  the 
examination  of  the  witnesses  and  objected  on  the  ground  that  the — 

proceedings  now  to  be  taken  on  behalf  of  the  imrty  Ijoonen  are  contrary  to  the 
statutes  and  the  rules  in  these  cases  made  and  provided. 

It  does  not  appear  from  this  general  objection  what  the  real  ground 
of  objection  was,  and  the  motion  to  strike  out  does  not  state  therein 
the  specific  objection.  The  decision  of  the  Examiner  of  Interferences 
was  clearly  right,  since  it  was  not  made  to  appear  that  the  moving 
party  was  injured  or  inconvenienced  by  the  failure  to  give  the  names 
of  the  witnesses  and,  as  pointed  out  above,  due  notice  of  the  objection 
was  not  given.     (Rule  159.) 

The  second  part  of  the  motion  asks  that  Loonen  be  required  to 
print  or  reproduce  his  exhibits.  No  reason  is  seen  for  making  such 
a  requirement.  It  is  true  that  the  rules  of  the  Court  of  Appeals  of 
the  District  of  Columbia  require  that  the  transcript  of  the  record  shall 
be  printed ;  but  these  exhibits  can  go  to  the  court  as  physical  exhibits 
and  need  not  be  included  in  the  transcript.  Counsel  for  Deitsch 
Brothers  in  his  aflSdavit  filed  in  support  of  his  motion  states  that 
owing  to  the  nature  of  these  exhibits  it  would  be  exceeding  expensive 
to  reproduce  them.  This  same  question  was  before  Commissioner 
Duell  in  Freeman  v.  Bernstein^  and  in  a  decision  reported  in  C.  D., 
1898,  39 ;  83  O.  G.,  155,  h^  refused  to  require  that  the  paper  exhibits 
be  printed. 

It  is  believed  that  it  will  be  in  the  interest  of  good  practice  and 
will  work  no  hardship  to  the  paii;ies  if  hereafter  no  appeal  be  allowed 
from  a  decision  of  the  Examiner  of  Interferences  denying  a  motion 
to  suppress  testimony  or  a  motion  to  require  the  other  party  to  print 
exhibits  prior  to  the  appeal  from  his  decision  on  priority  rendered 
after  final  hearing.  The  question  of  the  correctness  of  his  decision 
on  the  motion  can  of  course  be  raised  on  such  appeal. 

The  setting  of  times  for  hearings  of  necessity  rests  in  the  discre- 
tion of  the  Examiner  of  Interferences,  and  his  decision  on  this  ques- 
tion will  be  reviewed  only  in  a  case  where  the  circumstances  are  such 
as  to  call  for  the  exercise  of  the  supervisory  authority  of  the  Com- 
misisoner. 

The  decision  of  the  Examiner  of  Interferences  denying  the  motion 
of  Deitsch  Brothers  is  aijirmed^  and  the  motion  of  Loonen  to  dismiss 
the  appeal  of  Deitsch  Brothers  is  denied. 
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Hallwood  V.  Cabroll. 

PATENT  INTERFERENCE. 

Decided  August  i,  1901. 

(131  O.  G.,  2417.) 

1.  Interference — Priority — Second  Interference — Res  Adjudicata. 

Where  in  the  first  Interference  between  the  same  parties  O.  formally 
abandoned  the  invention  specifically  stated  in  the  issue.  Held  that  in  a 
second  interference  the  issue  of  which  is  based  upon  the  same  disclosure  as 
that  upon  which  the  issue  of  the  first  interference  was  based  judgment 
must  be  rendered  against  G.  upon  the  ground  that  the  matter  is  rea 
adjudicata, 

2.  Same — Same — Same — Same. 

The  fact  that  no  testimony  was  talcen  in  the  first  interference  does  not 
avoid  the  application  of  the  doctrine  of  res  adjudicata  to  the  second  inter- 
ference, even  though  the  issue  of  the  latter  includes  details  not  expressly 
recited  in  the  first  interference,  {citing  Blackford  v.  Wilder^  post,  491;  127 
O.  G.,  1255,  and  Wendc  v.  Horine,  post,  615;  129  O.  G.,  2858.) 

Appeal  from  Examiners-in-Chief. 

cash-register. 

Mr.  Chester  C.  Shepherd  and  Mr.  S.  E.  Fonts  for  Hallwood. 
Mr.  Wm.  II.  Muzzy  and  Mr.  F.  P.  Davis  for  Carroll. 

Moore,  C oinmissioner : 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
reversing  the  decision  of  the  Examiner  of  Interferences  and  awarding 
priority  of  invention  to  Hallwood. 

The  issue  is  stated  in  seven  counts,  of  which  the  following  count 
will  serve  as  an  illustration: 

1.  Ill  ji  easli-register,  the  combination  with  a  register,  comprising  a  plurality 
of  wheels  having  ratchet-teeth  formed  on  their  i)erlpherie8,  of  operating-pawls 
engaging  said  nitchet-teeth,  locking  devices  for  said  pawls  normally  locking  the 
same  to  the  wheels,  and  oi)erating  mechanism  for  effecting  retraction  of  the 
pawls  over  the  ratchet-teeth  and  subsequent  advance  of  the  pawls  to  turn  the 
wheels,  and  means  connected  to  said  oi>erating  mechanism  and  arranged  to 
engage  the  locking  devices  for  withdrawing  them  from  the  pawls  upon  the 
initial  movement  of  Siiid  ojKjrating  mechanism  with  provisions  for  reengaging 
the  locking  devices  with  the  pawls  for  the  advance  movement  of  the  same. 

The  invention  involved  in  this  interference  relates  to  means  for 
preventing  "  overthrow  ''  of  the  adding- wheels  of  a  cash-register,  due 
ordinarily  to  the  slamming  of  the  drawer.  This  is  accomplished  by 
providing  locking  devices  for  the  pawls  which  actuate  the  registering- 
wheels  so  constructed  as  to  remain  in  locked  position  during  the 
closing  of  the  drawer  and  until  the  initial  movement  in  the  next  open- 
'  g  of  the  drawer. 
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This  is  the  second  interference  between  the  same  applications,  the 
issue  of  the  prior  interference,  No.  21,803,  being  as  follows: 

In  a  cash-register,  the  combination  with  registering  devices,  of  a  series  of 
operating-pawls,  means  for  loclsing  said  pawls  in  engagement  with  said  register- 
ing devices,  a  movable  frame  arranged  to  govern  said  means,  a  spring  for  hold- 
ing said  frame  in  one  position,  and  mechanism  for  moving  said  frame  against 
the  tension  of  the  spring. 

The  record  of  the  earlier  interference  shows  that  after  the  pre- 
liminary statements  were  approved  motions  for  dissolution  were 
brought  by  both  parties,  Hallwood's  motion  relating  to  irregularity 
in  the  declaration  of  the  interference  and  Carroll's  alleging  all  the 
grounds  provided  for  by  Rule  122.  The  motions  to  dissolve  were  de- 
nied, and  times  were  set  for  taking  testimony. 

Shortly  before  the  date  set  for  Hall  wood,  the  junior  party,  to 
begin  taking  his  testimony-in-chief  Carroll  filed  a  written  declara- 
tion of  abandonment  of  the  invention,  as  provided  for  by  Rule  125. 
Judgment  was  thereupon  rendered  in  favor  of  Hallwood. 

Subsequently  Carroll  presented  an  amendment  containing  the 
claims  forming  the  issue  of  this  interference.  The  Examiner  finally 
rejected  these  claims  upon  the  ground  that  they  "  read  directly  on 
the  apparatus  of  Hallwood,  with  which  this  case  has  been  in  interfer- 
ence." Upgn  appeal  by  Carroll  the  Examiners-in-Chief  reversed  the 
decision  of  the  Primary  Examiner.  The  present  interference  was 
then  declared. 

After  the  preliminary  statements  in  this  interference  were  approved 
Hallwood  filed  a  motion  for  dissolution,  alleging  all  the  grounds  pro- 
vided for  by  Rule  122.  In  his  decision  upon  this  motion  the  Primary 
Examiner  held  that  Carroll  had  no  right  to  make  the  claims  in  issue 
in  view  of  the  decision  in  the  prior  interference,  stating,  in  part : 

It  is  trne  that  the  present  issues  are  in  some  respects  narrower  than  the 
issue  of  the  first  interference  and  in  other  resi>ect8  broader,  but  they  all  read 
on  the  disclosures  of  both  parties,  are  directed  to  the  same  subject-matter, 
and  when  construed  in  view  of  the  disclosures,  there  Is  no  structural  line  of 
division  between  the  thing  covered  by  the  issue  of  the  first  Interference  and 
the  thing  covered  by  the  issues  of  the  present  interference. 

The  Examiners-in-Chief  upon  appeal  from  this  decision  again 
reversed  the  Primary  Examiner,  holding  that  there  was  a  clear  and 
definite  structural  line  of  division  between  the  thing  covered  by  the 
issue  of  the  first  interference  and  the  thing  covered  by  the  issue  of 
the  present  interference.  In  view  of  this  favorable  decision  upon 
Carroll's  right  to  make  the  claims  proceedings  in  the  interference 
were  resumed  and  testimony  was  taken  by  both  parties.  The  Ex- 
aminer of  Interferences  held  in  his  decision  upon  the  question  of 
priority  that  Carroll  had  a  right  to  make  the  claims  in  issue  and 
30907— H.  Doc.  470,  60-1 27 
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that  the  testimony  showed  that  Carroll  was  first  to  conceive  and 
reduce  to  practice  the  invention  stated  in  counts  1,  4,  5,  6,  and  7, 
and  that  as  to  counts  2  and  3  Hallwood,  though  first  to  conceive, 
was  last  to  reduce  to  practice  and  was  lacking  in  diligence  at  the 
time  Carroll  entered  the  field  and  subsequently  thereto.  He  there- 
fore awarded  priority  of  invention  to  Carroll  upon  all  the  counts 
of  the  issue. 

Hallwood  then  appealed  to  the  Examiners-in-Chief,  again  urging 
that  the  question  of  priority  was  res  adjudicata  in  view  of  the  de- 
cision upon  the  prior  interference. 

The  Examiners-in-Chief  in  their  decision  upon  this  appeal  re- 
versed the  decision  of  the  Examiner  ot  Interferences  and  awarded 
priority  of  invention  to  Hallwood,  in  view  of  the  principle  announced 
in  the  then  recent  decision  of  the  Court  of  Appeals  of  the  District 
of  Columbia  in  Blackford  v.  Wilder^  {post,  491;  127  O.  G.,  1266,) 
in  which  the  Court  said : 

To  sum  up — the  parties  arc  the  same.  The  applications  are  the  same  and 
disclose  the  invention  of  each  issue.  The  constructions  relied  on,  resiieetively, 
as  evidencing  conception  and  reduction  to  practice  of  the  invention  of  both 
issues  are  the  same.  The  fundamental  facts  of  both  oases  are  the  same. 
Applying  the  well-settl<?d  principle  of  estoppel  by  Judgment,  before  stated,  it 
follows  inevitably  that  the  final  decision  in  the  first  interference  is  conclusive, 
unless  it  can  be  made  to  appear  that  the  question  upon  which  the' determination 
of  the  second  case  rests  is  one  that  neither  was,  nor  could  have  been  presented 
and  determined  in  the  first  case. 

The  Examiners-in-Chief  held  that  notwithstanding  their  former 
conclusion  that  there  was  a  "  structural  line  of  division  between  the 
thing  covered  by  the  issue  of  the  first  interference  and  the  thing  cov- 
ered by  the  issue  of  the  present  interference"  the  claims  now  in- 
volved between  the  same  parties  "  are  claims  for  the  same  general 
structure  that  was  covered  by  the  issue  of  the  prior  interference  and 
might  have  been  presented  in  the  first  instance  if  Carroll  or  Hall- 
wood had  so  desired.'' 

It  is  contended  on  behalf  of  Carroll  that  the  issue  of  the  original 
interference  was  suggested  from  his  case  to  Hallwood  and  that  inas- 
much as  Hallwood  had  no  claims  corresponding  to  the  counts  of  the 
present  issue  he  could  not  amend  within  the  provisions  of  Rule  109. 
It  is  further  urged  that  at  the  time  the  fii'st  interference  was  declared 
the  practice  stated  in  the  decision  of  Conmiissioner  Allen  in  Church- 
word  V.  DovffldH  v.  Cutler,  (C.  D.,  1903,  389;  106  O.  G.,  2016,)  per- 
mitting the  addition  of  new  claims  made  by  both  parties,  had  not  been 
instituted  and  that  the  parties  could  not  therefore  amend  their  cases 
to  include  claims  covering  all  the  subject-matter  common  to  the  two 
applications.  This  contention  is  not  well  founded.  The  first  inter- 
ference was  declared  May  13,  1902.     Prior  to  this  date,  on  April  15, 
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1902,  a  decision  by  Commissioner  Allen  was  published  in  the  case  of 
Beece  v.  Fenwick,  (C.  D.,  1902,  146;  99  O.  G.,  669,)  in  which  a 
motion  presented  by  both  parties  was  granted  permitting  the  entry 
by  the  Primary  Examiner  of  certain  claims  in  each  party's  applica- 
tion and  directing  the  Primary  Examiner  to  re-form  the  issue  to 
include  such  claims  in  case  he  found  the  proposed  claims  allowable 
to  the  parties.  In  his  decision  upon  that  motion  the  Commissioner 
said: 

It  is  the  general  policy  of  the  Office  to  have  all  questions  which  may  be 
brought  !n  issue  between  the  parties  settled  in  one  interference,  and  it  would 
seem  to  be  to  the  interest  of  the  parties  and  of  the  Office  to  have  the  question 
whether  the  proposed  claims  may  constitute  an  issue  in  this  case  settled  at 
this  time  rather  tlian  at  the  conclusion  of  the  interference. 

It  is  therefore  clear  that  under  the  practice  of  this  Office  existing 
at  that  time  claims  might  have  been  introduced  to  cover  all  the 
interfering  subject-matter. 

Aside  from  ^his  consideration,  however,  the  court  of  appeals  in 
the  case  of  Blackford  v.  Wilder^  supra^  and  in  the  more  recent  case 
of  Horine  v.  Wende^  {postj  615;  129  O.  G.,  2858,)  did  not  excuse  the 
failure  to  contest  all  the  subject-matter  common  to  the  interfering 
applications,  upon  the  ground  that  the  rules  of  this  Office  did  not 
provide  a  means  for  introducing  claims  to  common  subject-matter  not 
included  in  the  interference  as  at  first  declared. 

It  is  further  contended  that  the  claims  of  the  present  issue  do  not 
differ  merely  in  scope  from  the  issue  of  the  prior  interference,  but 
that  they,  comprehend  a  separable  invention.  This  contention  is 
clearly  untenable.  The  claims  forming  the  issue  of  this  interference, 
as  well  as  those  which  formed  the  issue  of  the  prior  interference,  are 
predicated  upon  the  same  mechanical  constructions.  The  following 
principle,  stated  in  the  decision  of  the  Commissioner  in  the  case  of 
Carry  and  Barker  v.  Trout  v.  McDermott^  (C.  D.,  1904,  144;  110 
O.  G.,  306,)  which  was  quoted  with  approval  by  the  Court  of  Appeals 
of  the  District  of  Columbia  in  Uorine  v.  Wende^  supra^  is  clearly 
applicable  to  this  case: 

The  OfBce  is  justified  in  taking  the  decision  as  to  priority  of  invention  as 
prima  facie  evidence  tliat  the  successful  party  was  the  first  inventor  not  merely 
of  the  particular  issue  in  controversy,  but  of  the  invention  common  to  the  two 
cases,  whether  more  broadly  or  more  specifically  stated.  The  burden  is  upon 
the  defeateil  party  to  show  special  circumstances  of  the  particular  case  which 
make  it  Improper  to  apply  the  decision  to  the  other  claims  presented.  It  is 
not  sufficient  that  the  claims  differ  and  that  it  is  tlieoretically  possible  for  one 
party  to  be  prior  inventor  as  to  the  first  and  the  other  party  prior  inventor  as 
to  the  second,  for  this  would  apply  in  all  cases  where  the  claims  are  not 
Identical. 
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The  special  circumstances  relied  upon  by  Carroll  to  avoid  the  effect 
of  the  decision  of  the  earlier  interference  as  an  estoppel  to  his  right 
to  the  claims  in  issue  in  this  interference  are  clearly  insufficient  for 
that  purpose. 

It  is  contended  that  the  abandonment  of  the  invention  filed  by 
Carroll  in  the  earlier  interference  was  restricted  to  the  one  definite 
invention  set  forth  in  the  issue  of  that  interference  and  that  it  was 
not  a  general  concession  of  priority  of  invention.  By  the  terms  of 
that  instrument  Carroll  formally  abandoned  "the  invention  which 
is  the  subject-matter  of  said  interference  and  is  defined  in  the  issue 
thereof,  which  is  as  follows:"  reciting  the  issue  in  that  interference. 

The  claim  which  formed  the  issue  of  the  prior  interference  is 
based  upon  the  same  disclosure  as  that  upon  which  the  claims  of  the 
plresent  issue  are  based,  and  since  Carroll  abandoned  the  invention 
covered  by  the  issue  of  the  first  interference  he  is  clearly ^ estopped 
from  prosecuting  other  claims  based  upon  the  identical  structure. 

It  is  also  urged  that  in  view  of  the  fact  that  no  testimony  was  taken 
in  the  earlier  interference  the  doctrine  of  res  adjudicata  should  not  be 
applied  to  the  claims  which  are  now  presented  and  which  it  is  claimed 
were  capable  of  embodiment  in  a  different  machine  from  that  which 
constituted  a  reduction  to  practice  of  the  issue  of  the  first  interference. 
This  contention  is  untenable.    As  stated  in  Ilorine  v.  ^Yende^  supra: 

The  judpment  or  decree  in  the  former  case  is  not  coucluslve  in  the  later  one 
as  to  matters  which  might  have  b(H?n  d€»cided»  but  only  to  those  which  were  lu 
fact  decided.  {Cromiccll  v.  !Sac,  Co,,  1)4  U.  S.,  851»  353;  Last  Chance  Mining  Co, 
V.  Tyler  Mining  Co,,  157  V,  S.,  G<S.'>,  087.)  The  issue  of  the  estopiwl  is  that  there 
has  been  a  judicial  determination  of  the  fact  and  this  includes  every  fact  put 
in  issue  and  necessjiry  to  the  judgment  or  decree*,  whether  expressly  recited 
therein  or  not. 

To  determine,  then,  what  has  be<Mi  adjudicated  in  the  former  litigation  ou 
which  tlH»  claim  of  estoppel  is  foimded,  resort  is  had  to  the  material  facts 
alleg(Hl  with  certainty  in  the  declaration  or  bill  on  which  the  plaintifTs  right 
to  recover  is  fomided,  and  a  geniM-al  judgment  ther(M>n  is  conclusive  of  such 
facts.  Hence?  a  final  judgment  by  default  or  upon  demurrer  is  as  efficaclons  as 
one  rendered  after  a  contest  betweem  the  i)arties. 

The  fact  judicially  determined  in  the  earlier  interference  1)o- 
tween  the  present  contestants  comprised  the  same  invention  based 
upon  the  same  disclosure  us  that  upon  which  the  present  issue  is  pred- 
icated, and  the  ju(l<i:inent  by  the  Examiner  of  Interferences  in  that 
case  was  conclusive  of  the  cjuestion  of  priority  of  that  invention 
whether  the  details  thereof  were  expressly  recited  or  not. 

I  find  no  error  in  the  decision  of  the  Kxaminers-in-Chief,  and  it  is 
accord '\i\<^\ y  afftrnied. 
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Johnston  r,  Erkkson  and  Carij=ion  r.  Barnard. 

PATENT   INTERFERENCE. 

Decided  November  22,  1907. 

(131  O.  G.,  2419.) 

Prkuminabt  Statement — Motion  to  Amend. 

A  motion  to  amend  a  preliminary  statement  cannot  be  granted  where  It 
"  has  not  been  shown  that  proi)er  care  was  exercised  in  the  preparation  of 
the  orlgnal  statement  and  no  explanation  Is  given  of  how  the  original 
mistake  occurred  or  why  It  was  not  sooner  discovered. 

Appeal  on  Motion. 

FISH-SCREEN. 

Mr.  John  A.  Saul  for  Johnston. 

Mr.  W.  N.  Moore  for  Erekson  and  Carlson. 

Mes^s.  C.  A.  Snow  &  Co.  for  Barnard. 

Moore,  Commissioner: 

This  is  an  appeal  by  Johnston  from  the  decision  of  the  Examiner 
of  Interferences  denying  his  motion  for  permission  to  amend  his 
preliminary  statement. 

In  his  original  statement  Johnston  alleged  conception  in  January, 
1905,  and  disclosure  in  June,  1906.  By  his  proposed  amendment  he 
desires  to  allege  disclosure  in  January,  1905,  and  thereby  carry  his 
date  back  of  the  dates  of  disclosure  alleged  by  his  opponents.  The 
affidavits  of  Johnston  and  his  attorney,  filed  in  support  of  the  motion 
to  amend,  are  very  brief  and  general  in  their  statements.  Johnston 
merely  s-tates  that  a  mistake  was  made  in  not  alleging  the  earlier  date 
and  that  it  was  caused  by  his  misinterpreting  the  word  "  disclosure  " 
to  mean  the  time  when  he  first  showed  to  others  the  completed  model. 
His  attorney  states  that  his  communication  with  Johnston  was 
through  a  local  attorney  who  is  a  regular  practitioner  and  not  skilled 
in  patent  practice  and  that  "  it  appears  that  Johnston  is  totally 
ignorant  of  the  meaning  of  the  word  disclosure."  It  is  not  shown 
that  proper  care  was  exercised  in  drafting  the  original  statement. 
There  is  no  explanation  of  how  this  alleged  mistake  was  discovered 
and  why  it  was  not  discovered  sooner. 

The  preliminary  statements  were  approved  and  times  for  taking 
testimony  were  set  on  May  31, 1907 ;  but  the  motion  to  amend  was  not 
filed  until  October  IG,  1907,  and  after  the  testimony  of  one  of  John- 
ston's opponents  had  been  taken  and  filed. 

The  showing  is  deemed  insufficient  to  warrant  the  amendment  for 
reasons  indicated  above  and  more  fully  set  forth  in  Bliss  v.  Creveling, 
(C.  D.,  1904,  381;  112  O.  G.,  449;)  Fowler  v.  Boyce  v.  Te?nple  and 
Goodnim,  (C.  D.,  1904,  !>-2:  108  O.  G.,  501;)  Neth  and  Tamplin  v. 
Ohmer,  (C.  D.,  1905,  177;  IIG  O.  G.,  874.) 

The  decision  of  the  Kunnniner  of  Interferences  is  afprined- 
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Ex  PARTE  Underwood  Typewriter  Company. 

APPLICATION    FOR   REGISTRATION    OF   TRADE-MARK. 

Decided  November  27,  J 907,, 
(131  O.  Gm  2419.) 

Trade-Marks — Part  of  a  Machine  Not  Registrable  on  a  Tsade-Mabk. 

It  being  well  settled  that  the  form  of  part  of  a  machine  is  not  proper 
subject-matter  for  a  trade-mark,  the  form  of  the  face-plate  of  a  type-writfcig 
machine  is  not  registrable,  since  it  is  necessary  to  give  a  finished  appear- 
ance to  the  machine. 
On  Appeal. 

trade- mark  for  type- writers. 

j\f)\  Fred  /?.  Fetherstonhmigh  for  the  applicant. 
Moore,  Conunissioner: 

This  is  an  appVal  from  a  decision  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  form  of  a  face-plate  used  on  what  is  known  as 
the  "  Underwood  "  type- writing  machine  as  a  trade-mark  for  type- 
writers. 

The  drawing  filed  as  a  part  of  the  application  consists  of  the  out- 
line of  a  rectangular  figure  having  a  length  about  twice  its  height, 
the  greater  portion  of  the  upper  side  of  w^hich  is  cut  out  in  the  form 
of  a  curve.  It  is  not  a  representation  similar  to  this  which  appellant 
claims  as  a  trade-mark;  but  he  claims  the  thing  itself — /.  ^.,  the  front 
face-plate,  which  is  used  on  the  "  Underwood  "  type-writing  machine. 

The  P^xaminor  refused  registration  on  the  ground  that  under  well- 
established  law,  as  set  forth  in  numerous  decisions  of  the  couils,  the 
form  of  an  article  or  a  part  of  an  article  or  machine  is  not  proper 
subject-matter  for  a  trade-mark.  Appellant  does  not  deny  that  this 
is  the  law;  but  he  contends  that  this  case  does  not  fall  within  this 
doctrine,  for  the  reason  that  the  plate  which  he  seeks  to  register  is  not 
really  a  part  of  the  machine,  as  it  can  be  removed  without  changing 
the  shape  of  the  machine  or  interfering  with  its  operation  or  with  the 
supporting  structure.*  While  it  is  true  that  this  plate  performs  none 
of  the  mechanical  functions  of  the  machine,  it  is,  nevei-theless,  a  part 
of  the  machine  as  actually  made  and  is  regarded  almost  as  essential 
as  the  frame  itself,  so  far  as  the  production  of  a  commercial  article 
is  concerned.  This  plate  is  necessary  to  give  a  finished  appearance  to 
the  machine,  and  it  would  not  be  salable  without  it.  This  being  so, 
if  the  trade-mark  here  claimed  were  valid  appellant  would  be  enabled 
to  prevent  the  manufacture  of  the  Underwood  machine  as  it  is  con- 
structed to-day  after  all  the  patents  covering  its  structure  had  ex- 
pired, since  no  salable  machine  could  be  produced  without  infringing 
the  trade-mark.  This  is  obviously  contrary  to  the  spirit  of  the  law, 
which  contemj)lates  the  freedom  of  the  public  to  make  a  patented 
^ructure  after  the  patent  thereon  shall  have  expired. 
he  deciition  of  the  Eivmtdner  ift  affirmed. 
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Ex  PARTE  C.  H.  Aldbn  CoMPANr. 

APPLICATION  FOR  REGISTRATION  OF  TRADE-MARK. 
Decided  November  11,  1907, 
(131  O.  G..  2419.) 

1.  Tkaob-Mabks— Registration — **  The  Aloen  Shoe  " — Name  of  Individual. 

A  trade-mark  consisting  of  the  words  "  The  Alden  Shoe,"  of  which  the 
word  "Alden"  is  printed  in  letters  of  such  relative  sisses  as  to  form  an 
ellipse,  inclosed  within  a  circle  around  wliich  is  printed  the  words  "  Man- 
nish Shoes "  at  the  top  and  "  For  Boys  "  at  the  bottom,  these  phrases  be- 
ing separated  on  either  side  by  two  stars.  Held  not  entitled  to  registration, 
on  the  ground  that  "  Alden "  is  the  name  of  an  individual  and  that  the 
other  features  are  descriptive. 

2.  Same— Same — Name  of  Individual — Distinctive  Printing. 

The  use  of  the  letters  forming  the  name  of  an  individual  of  different 
sizes  increasing  from  each  end  toward  the  center,  forming  in  outline  an 
ellipse.  Held  not  such  a  distinctive  manner  of  printing  as  to  warrant  regis- 
tration, since  the  name  is  still  the  predominating  feature. 

On  Appeal. 

trade-mark  for  leather  boots  and  shoes. 

Mr.  T.  Hart  Anderson  for  the  applicant. 

BiixiNGS,  Assistant  Commiss^ioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  registration  of  a  trade-mark  for  shoes  comprising 
the  words  "  The  Alden  Shoe  "  inclosed  within  a  circle,  the  words 
"  Mannish  Shoes  "  being  printed  around  the  top  and  "  For  Boys  " 
printed  around  the  bottom  of  the  circle,  these  phrases  being  sepa- 
rated on  either  side  by  two  stars. 

Registration  of  this  mark  is  refused  on  the  ground  that  the  con- 
trolling feature  of  the  mark  is  the  word  "  Alden,"  and  that  being 
the  mere  name  of  an  individual,  not  written  or  printed  in  a  distinc- 
tive manner,  is  prohibited  registration  under  section  5  of  the  Trade- 
Mark  Act  of  1905,  which  provides  in  part  that — 

•  •  •  no  mark  which  consists  merely  in  the  name  of  an  individual,  firm, 
corporation,  or  association,  not  written,  printed,  impressed,  or  woven  in  some 
particular  or  distinctive  manner  or  In  association  with  a  portrait  of  the  indi- 
vidual, or  merely  in  words  or  devices  which  are  descriptive  of  the  goods  with 
which  they  are  used,  or  of  the  character  or  quality  of  such  goods,  or  merely  a 
'  geographical  name  or  term,  shall  be  registered  under  the  terms  of  this  act. 

It  is  contended  by  the  applicant  that  the  trade-mark  is  registra- 
ble under  the  provisions  of  this  section,  for  the  reason,  first,  that  said 
trade-mark  is  not  "  merely  the  name  of  an  individual  or  of  the  ap- 
plicant," and,  second,  that  it  is  not  "  merely  words  or  devices  which 
are  descriptive  of  the  goods  on  which  the  said  trade-mark  is  used." 
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The  words  "  Mannish  Shoes  for  Boys  "  are  clearly  descriptive  of 
the  character  of  the  goods.  The  circle  inclosing  the  words  "  The 
Alden  Shoe  "  and  the  stars  appearing  on  either  side  of  the  circle 
are  merely  ornamental  devices,  which  do  not  confer  any  arbitrary 
signification  on  the  trade-mark.  The  salient  feature  of  the  mark  by 
which  the  merchandise  of  the  applicant  would  undoubtedly  become 
known  is  the  phrase  "  The  Alden  Shoe."  Of  these  words  "  The 
Shoe  "  is  descriptive  and  "  Alden  "  is  the  name  of  an  individual. 
In  the  present  case  it  is  the  surname  of  the  president  of  the  appli- 
cant company.  The  letters  of  the  word  "  Alden,"  as  appears  from 
the  specimens  and  the  drawing  forming  part  of  the  application, 
are  of  a  ditferent  size,  so  that  the  word  "  Alden  "  has  the  general 
form  of  an  ellipse.  The  real  question  to  be  determined  in  this  case 
is  whether  the  word  "  Alden  "  is  printed  in  such  a  distinctive  man- 
ner as  to  warrant  registration  under  the  provisions  of  section  5  of 
the  act  of  1905,  above  noted.  It  is  believed  that  the  controlling  prin- 
ciple underlying  the  requirement  of  the  statute  that  a  mere  name 
unless  written  or  printed  in  a  distinctive  manner  may  not  be  regis- 
tered is  that  the  distinctive  manner  in  which  the  name  is  display/sd 
must  be  of  a  character  as  to  give  such  a  distinct  impression  to  the  eye 
of  the  ordinary  observer  as  to  outweigh  the  significance  of  the  mere 
name. 

As  stated  in  the  decision  in  ex  parte  Mark  Cross  (C.  D.,  1903, 
23;  102  O.  G.,  G22,)  in  which  the  word  "  Cross  "  written  in  the  same 
manner  was  considered — 

The  i)€Ciiliarities  imist  dominate  the  mere  name  and  reduce  it  to  a  position 
of  relative  obscurity.  This  result  has  not  been  accomplished  in  the  case  ander 
consideration.  In  this  case  only  a  slight  peculiarity  of  form  of  expression  of 
tlie  mere  name  lias  bei»n  obtaineil  t>y  the  use  of  a  common  expedient  of  the 
tyi)e-setter,  and  it  must  be  held  that  for  determination  of  the  identity  of  this 
mark  it  remains  practically  the  mere  name  "Cross." 

In  the  present  case  the  manner  in  which  the  word  "  Alden  "  is 
written  is  not  so  dissimilar  from  that  in  which  another  person  by 
the  name  of  "  Alden  "  might  employ  his  name  in  ordinary  block 
type  as  to  avoid  confusion  in  the  mind  of  the  public.  It  is  therefore 
held  that  the  predominating  feature  of  this  mark  by  which  the  goods 
would  be  known  is  not  displayed  in  such  a  distinctive  manner  as 
to  warrant  the  registration  of  the  mark  under  section  5  of  the  act 
of  1905.  The  mere  inclusion  of  descriptive  words  written  in  a  cer- 
tain manner  does  not  confer  registrability  upon  the  mark,  and  the 
ornamental  devices  are  not  of  sufficient  prominence  to  create  an  ar- 
bitrary symbol  or  to  warrant  the  registration  of  the  nuirk  as  a  whole. 

The  decision  (tf  the  Examiner  of  Trade-Marks  is  affirmed. 
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Smith  v.  Ingram, 
patent  interference. 
Decided  December  4,  1907, 
(131  O.  G.,  2420.)   . 

1.  INXEBFEBEMCE — MOTION  TO  AMEND  PrELIMINABY   STATEMENT. 

Where  it  a[)pears  that  at  the  time  of  malting  his  preliminary  statement 
a  party  did  not  read  the  counts  of  the  issue,  that  the  alleged  mistalse  therein 
was  not  discovered  till  testimony  was  talcen,  and  the  motion  to  amend  was 
not  brought  for  more  than  two  months  thereafter,  Held  that  neither  proper 
care  in  preparing  the  statement  nor  diligence  In  investigating  the  matter 
and  discovering  the  mistake  was  shown. 

2.  Same — Same — Postponing  Decision  and  Final  Hearing. 

Whether  a  decision  on  a  motion  to  amend  a  preliminary  statement  should 
be  rendered  before  or  at  final  hearing  is  a  matter  within  the  discretion  of 
the  Examiner  of  Interferences. 

A-PPEAL  ON  Motion. 

ADDING-MACHINE.. 

Mr.  E.  G.  Siggerfi  for  Smith. 
Mr.  Jacob  Felhel  for  Ingram. 

Billings,  Assistaiit  Commissioner: 

This  case  comes  up  on  two  appeals  by  Smith,  first,  from  the  de- 
cision of  the  Examiner  of  Interferences  denying  his  motion  to  amend 
his  preliminary  statement,  and,  second,  from  the  decision  of  the 
Examiner  of  Interferences  denying  his  motion  for  postponement  of 
the  consideration  of  the  motion  to  amend  until  final  hearing. 

Smith's  original  preliminary  statement,  filed  May  29,  1906,  alleged 
disclosure  and  reduction  to  practice  in  September,  1904.  The  dates 
alleged  by  his  opponent  are  March,  1903,  for  conception,  and  July. 
1903,  for  reduction  to  practice.  Smith  by  his  amendment  desires  to 
allege,  as  to  counts  1,  3,  4,  6,  7,  and  8,  disclosure  in  December,  1902, 
and  reduction  to  practice  in  January,  1903,  and  to  thereby  carry  his 
dates,  except  for  the  invention  of  counts  2  and  5,  back  of  those  of  his 
opponent. 

It  appears  that  the  original  interference  was  dissolved  in  part  and 
redeclared  with  added  counts  and  that  Smith  filed  a  second  prelimi- 
nary statement  containing  the  same  allegations  as  the  first.  Smith 
took  his  testimony  in  June  and  July,  1907,  but  did  not  file  his  motion 
to  amend  his  preliminary  statement  until  September  25,  1907,  though 
he  did  give  notice  of  his  intention  to  file  such  motion  to  amend  during 
the  taking  of  testimony.  In  support  of  his  motion  Smith  relies  upon 
the  testimony  taken  in  the  interference  and  on  the  affidavit  of  his 
attorney.  According  to  the  showing  made  therein  the  Examiner  of 
Interferences  found  that  Smith  was  careless  and  negligent  in  the 
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preparation  of  his  preliminary  statement  and  denied  his  motion  to 
amend  upon  this  ground. 

As  an  excuse  for  the  alleged  error  in  the  original  stf^tement,  it  is 
asserted  that  Smith  was  sick  at  the  time  it  was  prepared  and  upon 
being  advised  that  the  interference  related  to  the  "comb-plate  or 
actuator  master-wheel  guide-plate,"  assumed  that  it  related  merely 
to  a  certain  machine;  that  he  did  not  read  the  counts  of  the  inter- 
ference  and  did  not  know  that  the  issue  was  broad  enough  to  include 
earlier  machines.  It  does  not  appear,  however,  that  Smith's  sickness 
was  responsible  for  the  alleged  error  in  the  statement,  for  he  did  not 
after  his  recovery  read  over  the  counts  of  the  issue,  and  certainly  it 
does  not  excuse  the  mistake  in  the  second  preliminary  statement.  The 
second  preliminary  statement  related  to  the  counts  added  to  the 
interferenc^e,  and  Smith  was  under  obligation  to  prepare  this  state- 
ment concerning  the  invention  of  these  counts  with  the  same  care  he 
should  have  exercised  with  respect  to  the  counts  of  the  original  inter- 
ference. It  is  claimed  that  the  error  in  the  statement  was  discovered 
by  Smith  in  May,  1907,  at  about  the  time  his  attorney  visited  the 
factory  for  the  purpose  of  preparing  the  evidence  to  be  offered  in  his 
behalf.  This  was  not  until  a  year  after  the  execution  of  his  original 
preliminary  statement  and  some  months  after  the  execution  of  the 
second  statement.  No  excuse  is  offered  for  the  failure  to  sooner  dis- 
cover the  error.  It  appears  that  both  Smith  and  Laganke,  the  suf)er- 
intendent  of  the  factory,  were  conversant  all  this  time  with  the  earlier 
machines  claimed  to  embody  the  invention  of  the  issue,  but  failed  to 
recognize  that  they  might  embody  the  issue.  This  fact  Smith  claims 
to  have  j^erceived  at  once  when  he  on  this  occasion  read  over  for  the 
first  time  the  counts  of  the  interference.  Apparently  it  would  have 
been  equally  clear  at  any  previous  time  since  the  declaration  of  the 
interference  if  he  had  taken  the  trouble  to  examine  the  issue. 

Appellant  is  held  not  to  have  exercised  proper  care  in  preparing 
his  statement,  nor  diligence  in  investigating  the  matter  and  discover- 
ing the  alleged  mistake.  Xo  error  is  found  in  the  decision  of  the 
Examiner  of  Interferences  denying  the  motion  on  this  ground. 

The  second  motion,  re(juesting  that  consideration  of  the  subject- 
matter  of  the  first  motion  be  postponed  until  final  hearing,  raises  a 
matter  that  is  properly  within  the  discretion  of  the  Examiner  of 
Interferences.  Where  testimony  taken  must  be  considered  in  deter- 
mining a  motion  to  amend  a  preliminaiy  statement,  it  is  within  his 
discretion  to  consider  such  testimony  for  the  purpose  of  deciding  the 
motion  prior  to  final  hearing.  When  in  his  opinion  the  conditions  of 
the  case  justify  an  early  adjudication  of  the  questions  raised,  his 
decision  should  not  be  delayed. 

For  the  reasons  stated  the  decision  of  the  Examiner  of  Interfer- 
ences upon  both  motions  v.v  affinned. 
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DaNQUARD  V.  COURVILLE. 

PATENT  INTERPERENCE. 
Decided  December  7,  19(n, 
(131  O.  G.,  2421.) 

1.  Interference — Motion  to  Dissolve — Informality  in  Declaration. 

A  motion  to  dissolve  on  the  gronnd  of  informality  in  declaring  the  inter- 
ference was  properly  refnsed  transmission  where  it  appears  that  the  al- 
leged informality  relates  to  the  right  of  the  parties  to  malce  the  claim. 

2.  Same — Same— Moving  Party's  Right  to  Make  the  Claim. 

Where  both  parties  are  a[)p]lcants  and  nnder  the  head  of  informality 
in  declaring  the  interference  it  is  allied  in  a  motion  to  dissolve  that  the. 
claims  do  not  apply  to  the  structnres.of  either  party.  Held  that  this  is  not 
such  an  admission  as  to  justify  a  decision  on  priority  adverse  to  the  mov- 
ing party.  (The  case  of  lApe  v.  Miller  C.  D.,  1904,  114;  100  O.  G.,  1608 
distinguished.) 

Appeal  on  Motion. 

ergui^tor  for  pneumatically-operated  musical  instruments. 

MessTH.  Southgate  cf*  Southgate  for  Danqiiard. 
MessTR.  Whtttemore^  Ilidhert  tf*  Whittemore  and  Messrs.  Bacon  cfc 
Milans  for  Courville. 

BiLiJNGS,  Assistant  Commissioner: 

JThis  is  an  appeal  by  Courvillo  from  the  decision  of  the  Examiner 
of  Interferences  transmitting  Danquard's  motion  to  dissolve  as  to  the 
grounds  that  the  issue  is  not  patentable  and  that  the  applicant  Cour- 
ville had  no  right  to  make  the  claims. 

The  record  shows  that  the  Examiner  of  Interferences  refused  to 
transmit  the  first  ground  of  Danquard's  motion,  which  alleges  that 
there  has  been  an  informality  in  the  declaring  of  the  interference, 
for  the  reason  that  the  grounds  of  the  issue  are  incorrectly  drawn  and 
that  they  do  not  apply  to  the  structure  of  either  party.  This  ground 
was  refused  transmission  by  the  Examiner  of  Interferences,  for  the 
reason  that  the  facts  stated  in  support  thereof  relate  to  the  right  of 
the  parties  to  make  the  claim  and  are  not  properly  transmissible  under 
the  head  of  informality  in  the  declaration  of  an  interference. 

It  is  not  denied  by  the  appellant  that  the  grounds  of  the  motion 
which  were  transmitted  are  sufficiently  explicit ;  but  it  is  contended 
that  the  reasons  set  forth  in  the  first  grounds  of  Danquard's  motion 
which  was  not  transmitted  constitute  an  admission  by  him  that  the 
issue  is  not  patentable  to  him ;  that  in  view  of  this  admission  the  mo- 
tion to  transmit  should  have  been  denied  and  priority  of  invention 
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awarded  to  Conrville.    This  contention  is  not  well  founded.  As  stated 
in  the  ease  of  Goodwin  v.  Smith,  (C.  D.,  1906,  257;  123  O.  G.,  998)— 

There  is  no  reason,  as  was  pointetl  out  in  Miller  v.  Perham,  (C.  D.,  1906,  157; 
121  O.  G.,  2C67,)  wliy  tlie  Office,  liaving  once  decided  that  a  party  is  entitled  to 
nialce  certain  claims,  should  reconsider  the  question  on  that  party's  own  motion. 

The  alleged  grpund  of  irregularity  in  the  declaration  stated  in  Dan- 
quard's  motion  is  therefore  not  one  which  could  be  properly  trans- 
mitted. Furthermore,  this  ground  of  the  motion  does  not  merely  deny 
the  right  of  Danquard  to  claim  the  invention  in  issue  and  is  not  there- 
fore an  admission  upon  w^hich  a  decision  of  priority  could  be  ren- 
dered in  favor  of  his  opponent. 

The  appellant  has  cited  the  decision  of  Lipe  v.  MiUer,  (C.  D.,  1904, 
114;  109  O.  G.,  1()08,)  in  which  it  was  held  that  where  an  applicant 
alleges  that  the  issue  is  not  patentable  to  him  when  in  interference 
with  a  patent  the  motion  should  not  be  transmitted,  but  the  interfer- 
ence summarily  dissolved.  The  conditions  of  that  case  were  radically 
diiferent  from  those  in  the  present  case.  In  the  case  of  Lipe  v.  Miller 
the  sole  question  to  be  determined  was  the  right  of  the  applicant  to 
make  the  claim  in  issue.  This  claim  had  already  been  granted  to  the 
patentee.  In  the  present  case  neither  party  has  been  granted  a 
patent;  but  the  Office  has  already  held  that  each  of  the  applicants  is 
entitled  to  make  claims  in  the  terms  of  the  issue.  No  reason,  there- 
fore, appears  which  would  warrant  tlie  summary  dissolution  of  the 
interference  or  a  decision  of  priority  in  favor  of  Conrville. 

7'he  (lecisiini  of  the  I'J.iuDnincr  of  Intcrferrnrcii  is  affirnied. 


Y.x  iwRTK  Shaver. 

APPLICATION   FOR  PATENT. 

Dvculrd  Dcrrmhrr  it,  1901, 
(l.*^!  O.  (J.,  2422.) 

Application — Sworn  to  in  Blank— Strikino  from  Files — Rule  31. 

Whero  an  inventor  assigns  an  invention  and  snl)siHiutMitly  alleges  that  the 
application  papers  woro  exwntiMl  in  l)lank  and  petitions  that  the  application 
be  stricken  from  tlie  files.  Held  that  btn-anse  of  th(»  assi^iment  he  is  estopped 
from  d(Miyiup  the  validity  of  the  (».\tHrnted  papi>rs,  es[>eclally  when  the  ap- 
plication has  b(Hm  ou  tile  nearly  a  year. 

'^x  Petition. 
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SOAP-DISPENSING    MACHINE.  • 

Me99r8.  Sturtevant  cfe  Mmon  for  the  petitioner. 

BiLUNOs,  Assistant  Commissioner; 

This  is  a  petition  by  the  applicant  that  the  above-entitled  apjplica- 
tion  be  stricken  from  the  files  in  accordance  with  the  provisions  of 
Rule  31,  since  it  was  signed  and  sworn  to  in  blank  and  without  actual 
inspection  of  the  petition  and  specification. 

The  specification  is  dated  October  29, 1906,  and  the  jurat  to  the  oath 
and  the  assignment  are  dated  October  29, 1906,  and  November  5, 1906, 
respectively.  In  affidavits  accompanying  the  petition  applicant  states 
that  he  signed  these  papers  in  blank  prior  to  severing  his  connection 
with  the  Hygienic  Soap  Granulator  Company,  the  assignee  of  this 
application,  in  September,  1906,  and  that  since  that  time  he  has  signed 
no  papers  for  this  company.  There  are  also  filed  affidavits  corroborat- 
ing applicant's  statement  that  he  severed  his  connection  with  the 
assignee  company  in  September,  1906. 

The  showing  made  is  not  deemed  sufficient  to  justify  striking  the 
case  from  the  files.  A  petition  of  this  kind  would  be  looked  upon 
with  disfavor  even  if  it  had  been  filed  promptly;  but  it  appears  from 
the  records  of  this  Office  that  the  applicant  took  no  steps  to  find  out  if 
the  application  had  been  filed  in  his  name  for  nearly  a  year  after  the 
time  when  he  alleges  that  he  severed  his  connection  with  the  assignee 
company.  If  a  patent  had  been  granted  on  this  application,  applicant 
would  have  been  estopi>ed  from  denying  its  validity.  {Force  v.  Saw- 
yer-Boss Mfg.  Co,  et  al,^  111  F.  R.,  902;  Siemeiis-IIalske  Electric  Co. 
v.  Duncan  Electric  Mfg.  Co.  et  al.^  142  F.  R.,  157;  Mathews  Grarity 
Carrier  Co.  v.  Lister  et  al.^  154  F.  R.,  490.)  It  is  believed  that  in  this 
case,  by  a  parity  of  reasoning,  he  should  be  estopi)ed  from  denying 
that  the  application  which  he  has  assigned  was  properly  executed. 
It  is  not  shown  that  the  assignment  was  made  without  consideration 
or,  if  consideration  was  given,  as  stated  in  the  assignment,  that  it  has 
been  returned.  The  fact  that  no  affidavits  have  been  filed  on  behalf 
of  the  assignee  controverting  the  allegations  in  the  applicant's  af- 
fidavits does  not  alfect   the  operation  of  the  estopiKjl. 

The  petition  is  denied. 
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DUKESMITH  V.  CORRINOTON  V.  TURNER. 

(126  O.  G.,  a425.) 

Interference — Defective  Application  Oath — Appeal  to  Secretary. 

The  decision  of  the  Commissioner  of  Patents  ruling  that  defects  in  the 
application  oath  of  one  of  the  jjarties,  if  tliere  were  such,  might  be  competed 
after  the  termination  of  the  interference  is  judicial  or  quasi-judicial 
In  character  and  subject  only  to  review  by  the  courts,  and  the  Secretary 
of  the  Interior  has  no  appellate  or  supervisorj'  control  of  tlie  matter. 

Messrs.  Kay^  Totten  cfe  ^Yinter  for  Dukesniith. 

Mr,  Murray  Coningtou  pro  sc. 

Mr.  Edmund  A.  Wright  for  Turner. 

Department  of  the  Interior, 
Office  of  the  Assistant  Attorney-General, 

Washington^  February  H^  1907, 
The  Secretary  of  the  Interior. 

Sir  :  By  your  reference  I  am  asked  for  opinion  upon  the  petition 
of  Murray  Corrington  in  the  nature  of  a  proffered  appeal  to  the 
Secretary  of  the  Interior  from  the  action  of  the  Commissioner  of 
Patents,  denying  Corringtoii's  motion  that  one  Turner  be  re(|uired 
to  file  a  supplementary  oath,  and  denying  his  further  motion  to  dis- 
solve an  interference  as  to  Turner  upon  their  respective  applications 
for  I^ttei-s  Patent  for  an  invention. 

The  motion  to  dissolve  the  interference  was  made  upon  the  ground 
of  irregularity  and  insufficiency  of  Turner's  oath  in  that  proceeding, 
and  the  Commisioner  of  Patents,  having  previously  ruled  that  de- 
fects in  Turner's  oath,  if  there  were  such,  might  be  corrected  after 
the  termination  of  the  interference  proceedings,  refused  to  entertain 
the  motion. 

I  am  of  opinion  that  the  questions  presented  are  judicial  or  quasi- 
judicial  in  character,  within  the  jurisdiction  of  the  Commissioner 
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Patents,  subject  only  to  review  by  the  courts;  that  the  Secretary  of 
the  Interior  has  no  appellate  or  supervisory  control  of  this  matter, 
and  advise  you  that  the  petition  should  not  be  entertained.  (See 
Poole  V.  Avery ^  and  cases  therein  cited,  C.  D.,  1899,  255;  87  O.  G., 
357:  14  Opinions  of  Assistant  Attcfrney-General,  177.) 
Very  respectfully, 

(Signed)  Frank  Li.  Campbell, 

Assistant  Attorney-General. 
Approved  February  14,  1907. 
(Signed)         E.  A.  Hitchcock, 

Secretary. 


In  RE  Block. 

(128  O.  G.,  457.) 


Attorneys — T'nited  States  (Commissioners  Ineugible  to  Act  as  Attobnetb 

Hefore  the  Patent  Office. 

Held  that  under  section  1782  of  the  Uevised  Statutes  a  person  holding 

the  office  of  United  States  commissioner  is  ineligible  to  practice  as  an 

attorney   representing  applicants   for   patents  before  the   United    States 

I'atent  Office. 

Department  of  the  Interior, 
Office  of  the  Assistant  Attorney-General, 

Washington^  April  23^  1907. 
The  Secretary  of  the  Interior. 

Sir:  I  am  in  receipt  through  your  refei'ence  of  the  26th  ultimo, 
with  request  for  an  opinion  thereon,  of  a  letter  from  the  Commis- 
sioner of  Patents,  dated  the  13th  ultimo,  in  which,  after  referring  to 
the  application  of  one  Lester  W.  Bloch,  United  States  commissioner, 
of  Albany,  N.  Y.,  and  to  section  1782  of  the  Revised  Statutes,  he  says: 

The  (iiiestion  presented  is:  Does  the  inhibition  of  the  statute  referred  to 
apply  so  as  to  make  this  applicant  ineligible  to  practice  as  an  attorney  repre- 
senting applicants  for  patent  before  the  United  States  Patent  Office? 

Section  1782  reads  a«  follows: 

Xo  Senator,  Uepresentative.  or  Delegate,  after  his  election  and  during  his 
continuance  In  office,  and  no  liead  of  a  department,  or  other  officer  or  clerk 
in  the  employ  of  the  Government,  shall  receive  or  agree  to  receive  any  com- 
I)ensation  whatever,  directly  or  Indirectly,  for  any  services  rendered,  or  to  be 
rendered,  to  any  person,  either  by  himself  or  another,  in  relation  to  any  pro- 
ceeding, contract,  claim,  controversy,  charge,  accusation,  arrest,  or  other  matter 
or  thing  In  which  the  United  States  is  a  party,  or  directly  or  indirectly  inter- 
ested, before  any  department,  court-martial,  bureau,  officer,  or  any  civil,  mili- 
tary, or  naval  commission  whatever.  Every  person  offending  against  this 
section  shaU  l)e  deemed  guilty  of  a  misdemeanor,  and  shall  be  imprisoned  not 
nore  tlian  two  years,  and  fined  not  more  tiian  ten  thousand  dollars,  and  ahaU 
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moreover,  by  conviction  therefor,  be  rendered  forever  thereafter  incapable  of 
holding  any  oflftce  of  honor,  trust,  or  profit  under  the  Government  of  the  United 
States. 

Section  6498  prohibits  under  like  penalty  "every  officer  of  the 
United  States,  or  person  holding  any  place  of  trust  or  profit  from 
discharging  any  official  function  under  or  in  connection  with  any 
executive  department  of  the  Government  of  the  United  States  or 
under  the  Senate  or  House  of  Representatives,"  from  acting  as  an 
agent  or  attorney  in  prosecuting  any  claim  against  the  United 
States,  etc. 

September  15,  1880,  this  Department  considered  and  rejected  the 
application  of  one  Ewell  Dick,  a  United  States  commissioner,  to  be 
admitted  to  practice  before  it,  holding  that  his  office  brought  him 
within  the  inhibition  of  the  section  last  referred  to.  July  29,  1885, 
(4  L.  D.,  55,)  the  Department  adhered  to  said  homing  in  denying 
the  application  of  Neil  Dumont,  a  United  States  commissioner,  to 
practice  as  agent  or  attorney  before  this  Department. 

Section  5498  is  limited  in  its  restriction  to  the  prosecution  of  a 
claim  against  the  TTnited  States,  and  while  an  application  for  a 
patent  for  an  invention  may  not  be  considered  as  a  claim  against  the 
United  States  these  decisions  would  clearly  bring  a  United  States 
commissioner  within  the  phrase  "officer  of  the  United  States" 
as  used  in  said  section  5498,  and  in  my  opinion  he  is  clearly  within 
the  phrase  "officer  or  clerk  in  the  employ  of  the  Government,"  as 
used  in  section  1782.  This  section  prohibits  and  renders  highly 
penal  the  reception  or  agreement  to  receive  by  officers  or  clerks  in 
the  employ  of  the  Government,  compensation  for  services  to  any 
person,  in  relation  to  any  matter  or  thing  before  any  department, 
court-martial,  bureau,  officer,  or  any  civil,  military,  or  naval  com- 
mission whatever.  A  patent  upon  an  invention  guarantees  to  the 
patentee  protection  in  the  enjoyment  of  the  matters  patented  for 
a  stated  period,  and,  surely,  the  granting  of  such  a  right  or  privilege 
is  a  matter  in  which  the  United  States,  representing  the  people,  is 
directly  or  indirectly  interested,  and  it  is  my  opinion  that  said  section 
renders  a  person  holding  the  office  of  United  States  commissioner 
ineligible  to  practice  as  an  attorney  representing  applicants  for  pat- 
ent before  the  United  States  Patent  Office. 

The  papers  are  herewith. 
Very  respectfully, 

(Signed)  (ieoiwje  W.  Woodruff, 

.  1  ssUtan t  A ttorney -General. 

Approved:  April  2.*^,  1007. 
(Signed) 
James  Ridolph  Garfield,  Secretary, 

:}0f>07— H.  IXk'.  470.  CiO-l 2S 


484  DECISIONS   OF   THE   SECRETARY  OF   THE  IKTESIOB. 

In  re  Adams. 

(129  O.  G.,  1612.) 

Department  of  the  Interior, 

Washington^  June  J9^  1907. 
Assignee  of  Entire  Interest — Right  to  Prosecute  Application  to  Exclusion 
OF  Inventor. 
Rules  5  and  20,  which  provide  that  the  assignee  of  the  entire  interest  of 
an  invention  may  prosecute  the  application  for  patent  to  the  exclusion  of 
the  inventor,  Held  to  be  valid. 

The  Commissioner  of  Patents. 

Sir  :  I  have  considered  the  petition  of  Arthur  J.  Adams,  proffered 
as  an  appeal  and  request  for  supervisory  action  in  the  matter  of  the 
action  of  the  Patent  Office  denying  him  the  right  to  prosecute  in  per- 
son or  by  attorney  of  his  own  selection  application  for  Letters  Patent 
for  an  invention  entitled  "  Improvements  in  Perambulators  or  Go- 
Carts." 

It  appears  that  Adams  had  executed  an  assignment  of  this  inven- 
tion and  also  a  power  of  attorney  to  prosecute  it,  when  he  filed  another 
application  for  an  invention  entitled '"  Improvements  in  Baby-Car- 
riages," which  your  Office  reports  contained  five  broad  claims  embrac- 
ing subject-matter  common  to  both  applications.  Subsequently  he 
assigned  this  latter  application,  and  filed  a  paper  in  the  Patent  Office 
attempting  to  revoke  the  power  of  attorney  given  in  the  first  applica- 
tion, appointing  a  firm  of  attorneys  to  prosecute  his  second  application 
and  containing  an  amendment  canceling  the  broad  claims  of  the  first 
application  which  were  common  to  the  second  one. 

This  paper  was  refused  consideration  by  the  chief  clerk  of  the  Pat- 
ent Office,  and  Adams  proffered  an  appeal  here,  but  the  appeal  was 
dismissed  upon  the  ground  that  in  any  state  of  the  case  an  appeal  did 
not  lie  to  the  Secretary  of  the  Interior  from  the  action  of  such  officer. 
The  petitioner  then  took  his  appeal  to  the  Commissioner  of  Patents, 
who  concurred  in  and  approved  the  action  of  the  chief  clerk,  and 
Adams  again  invokes  the  supervisory  power  of  the  Secretary  of  the 
Interior. 

The  contention  of  Adams  is,  in  substance,  that  he  has  the  right  to 
prosecute  his  assigned  application  himself,  or  through  his  attorney, 
to  the  exclusion  of  his  assignee  of  the  entire  interest,  and  to  revoke 
such  assignee's  power  of  attorney.  Viewed  in  the  light  of  the  entire 
record  it  looks  like  an  effort  to  repudiate  and  avoid  his  contract  by 
circumlocution,  and  does  not  present  a  case  which  appeals  to  the  con- 
science of  a  supervising  officer.  Moreover,  the  action  of  the  Commis- 
sioner of  Patents  is  within  both  the  letter  and  spirit  of  Rules  5  and 
20  governing  Patent  Office  procedure,  which  provide  that — 

5.  The  nssij:n(H»  (»f  tbo  iMitiro  iiit(M*est  (►f  an  invent  ion  is  ontitle<l  t<>  bold  cor- 
•ondeuce  with  tho  Olliee  to  the  exclusion  of  the  inventor. 
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and  the  latter  part  of  Rule  20,  which  provides  that — 

20.  ♦  ♦  ♦  the  assignee  of  the  entire  interest  may  be  represented  by  an 
attorney  of  his  own  selection. 

But  it  is  contended  by  the  petitioner  that  these  rules  are  without 
authority  of  law.  To  this  it  will  be  enough  to  say  that  so  long  as 
these  rules  remain  in  force,  they  will  be  given  effect  and  a  collateral 
attack  on  them  will  not  l>e  considered.  If  it  is  thought  that  their 
operation  is  unjust  or  inequitable,  the  matter  can  be  brought  to  the 
attention  of  the  Commissioner  of  Patents  and  the  Secretary  of  the 
Interior  in  a  direct  proceeding.  Upon  a  cursory  examination  they 
do  not  appear  to  be  without  authority  of  law,  and  if  their  operation 
does  this  petitioner  an  injustice,  he  has  adequate  remedy  in  the  courts. 

This  case  on  its  merits  presents  nothing  wnthin  the  suj^ervisory 
powers  of  the  Secretary  of  the  Interior,  and  the  petiti(m  is  denied. 

The  papers  belonging  to  the  files  of  your  Office  are  herewith 
returned. 

Veiy  resi>ectfully,  Georue  \V.  Woodruff, 

Acting  Secretary/. 


OPINION 

OF    THE 

ATTORNEY-GENERAL, 

1907. 


Notaries  Public — Amended  Law. 
(127  6.  G.,  3642.) 

Amended  Section  558  of  the  Code  of  the  District  of  CJolumbia  CJonstbued. 

Held  that  the  "  proviso  "— 

"And  provided  further,  That  no  notary  public  shall  be  authorized  to  take 
acknowledgments,  administer  oaths,  certify  papers,  or  perform  any  official 
acts  in  connection  with  matters  in  which  he  is  employed  as  counsel,  attorney, 
or  agent  in  which  he  may  be  in  any  way  interested  before  any  of  the 
Departments  aforesaid," 

in  the  recent  act  of  Congress  amending  section  558  of  the  code  of  the 
District  of  Columbia  applies  to  all  notaries  who  may  practice  before  the 
Departments  and  not  merely  to  notaries  of  the  District  of  Columbia. 

Department  of  Justice, 

Washington^  April  18, 1907. 
The  Secretary  of  the  Interior. 

Sir:  I  duly  received  your  request  for  my  opinion  whether  the 
"  proviso '"  in  the  recent  act  of  Congress  amending  section  558  of  the 
code  of  the  District  of  Cohimbia  applies  to  local  notaries  only  or  to 
notaries  throughout  the  country.  Briefs  on  both  sides  of  the  question 
and  an  opinion  of  the  Assistant  Attorney-General  for  your  Depart- 
ment accompanying  your  letter  have  been  carefully  considered  by  me. 

Section  558  before  amendment  was  as  follows : 

Notaries.  The  President  shall  also  have  i)ower  to  appoint  such  number  of 
notaries  public,  residents  of  said  District,  as,  in  his  discretion,  the  business  of 
the  District  may  rwiuire. 

The  amendatory  act,  complete,  is  as  follows: 

An  act  to  amend  section  five  hundred  and  fifty-eight  of  the  code  of  law  for 
the  District  of  Columbia. 

Be  it  enacted  by  the  Senate  and  House  of  Representatives  of  the  United  States 
of  America  in  Congress  assembled,  that  section  five  hundred  and  fifty-eight  of 
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the  c(Mle  of  law  for  the  District  of  Columbia,  relating  to  notaries  public,  be 
ameudeil  by  addiui?  at  the  end  of  said  section  the  following:  "Provided,  That 
the  ai)i)ointnient  of  any  person  as  such  notary  public,  or  the  acceptance  of  his 
commission  as  such,  or  the  i>erformance  of  the  duties  thereunder,  shall  not  dis- 
qualify or  prevent  such  person  from  representing  clients  before  any  of  the 
Departments  of  the  United  States  Government  in  the  District  of  Columbia  or 
elsewhere,  provided  such  person  so  apiwinted  as  a  notary  public  who  appears  to 
practice  or  represent  clients  before  any  such  Department  is  not  otherwise 
engaged  in  Government  employ,  and  shall  be  admitted  by  the  heads  of  such 
Departments  to  practice  therein  in  accordance  with  the  rules  and  regulations 
prescribed  for  other  persons  or  attorneys  who  are  admitted  to  practice  therein: 
And  provided  further,  That  no  notary  public  shall  be  authorisEed  to  take 
acknowleiigments,  administer  oaths,  certify  papers,  or  perform  any  official  acts 
in  conntHjtion  with  matters  in  which  he  is  employed  as  counsel,  attorney,  or 
agent  in  which  he  may  be  In  any  way  interested  before  any  of  the  Departments 
aforesaid.'* 

Do  the  words  "  no  notary  "  in  the  last  sentence  mean  no  notary  of 
the  District  of  Columhia^  or  is  the  prohibition  general?  This  ques- 
tion is  not  altogether  free  from  difficulty. 

It  appears  probable  that  this  second  proviso  was  added  to  the  bill 
to  meet  an  objection  raised  by  the  Secretary  of  the  Treasury  and  the 
Comptroller,  which  is  thus  stated  by  the  latter  officer : 

Persons  who  are  notaries  public  and  not  Government  employees  may,  in  the 
business  represented  by  them  as  attorneys  before  the  Departments,  act  as 
notaries,  r.  g.,  have  extH,'Uteil  l)eforo  them  affidavits  and  powers  of  attorney,  in 
cases  III  which  they  are  acting  as  attorneys  in  claims  before  the  Departments. 
Such  practice,  in  my  opinion,  would  open  the  doors  to  fraud  and  deceit. 

I  do  not  sec  that  any  sufficient  reason  exists  for  limiting  the  prohi- 
bition contained  in  this  proviso  to  notaries  public  of  the  District  of 
Colunil)ia :  the  practice  it  was  intended  to  prevent  is  no  less  objec- 
tionable on  the  part  of  other  notaries  than  on  theirs.  Doubtless  the 
law  was  originally  intended  to  remove  a  legal  disability  which  af- 
fected only  notaries  of  the  District.  But  it  nnist  l>e  remembered  that 
the  one  legislative  body,  by  one  method  of  law  making  at  one  and  the 
same  sitting,  enacts  laws  for  at  least  three  different  classes  of  busi- 
ness in  the  District.  It  makes  laws  to  be  applied  by  the  Executive 
Department,  situated  in  the  District,  to  the  whole  country;  it  makes 
laws  to  regulate  the  i)ractice  and  management  of  those  Executive 
Departments  themselves  and  it  is  the  legislature  of  the  District  con- 
sidered as  a  quasi-Territor}'.  There  is  no  constitutional  or  other 
legal  obstacle  to  the  embodiment  of  laws  of  all  three  kinds  in  one  act. 

Such  being  the  case,  when  debate  or  conunittee  deliberation  may 
suggest  a  wise  and  needed  rule  of  law,  so  busy  a  body  as  the  Congress 
may  l>e  unwilling  to  postpone  its  enactment  merely  to  effect  a  logical 
separation  of  subjects  among  these  three  classes.  The  Senate  added 
this  final  j^roviso  to  the  bill  after  it  had  passed  the  House, 
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The  amendatory  law  not  only  deals  with  notaries  of  the  District, 
but  also  with  the  practice  and  management  of  the  Executive  Depart- 
ments ;  and  with  the  relations  of  notaries  to  that  practice. 

The  attention  of  the  Congress  being  thus  directed  to  the  subject  of 
departmental  practice,  it  seems,  to  my  mind,  reasonable  to  believe 
that  when  it  said  "  no  notary  public  "  shall  act  as  such  in  cases  in 
which  he  is  attorney  before  any  of  the  Departments,  it  meant  what 
it  said;  that  is  to  say,  it  intended  to  embrace  all  the  notaries  who 
could  practice  before  those  Departments. 

The  fact  that  the  enactment  took  the  form  of  a  proviso  in  an  act 
relating  in  other  respects  to  notaries  of  the  District  is  imquestionably 
entitled  to  weight ;  but  it  is  not  decisive.  Had  Congress  intended  to 
restrict  the  operation  of  the  proviso  to  notaries  of  that  District,  it 
could  have  inserted  the  word  "  such  "  or  some  equivalent  qualifying 
expression,  as  it  actually  did  in  the  body  of  the  act :  not  having  done 
this,  I  feel  bound  to  assume  it  acted  advisedly  and  intended  to  say 
what  it  said  in  fact.  Therefore,  although  there  may  be  room  for  a 
reasonable  divergence  of  views  in  the  premises,  I  am,  on  the  whole, 
of  the  opinion  that  the  proviso  applies  to  all  notaries  who  may  prac- 
tice before  the  Departments. 
Respectfully, 

(Signed)  Charles  J:  Bonaparte, 

.4  ttometj-  General. 
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Hall  and  Ruckel  v,  Ingram. 

Decided  December  J^,  1906, 

(12C  O.  G.,  759.) 

Tbade-Mabks — Opposition — Dissimilabity  of  Masks — Demurrer. 

Held  that  trade-marks  consisting  of  the  words  **  Zodenta  "  and  "  Sozo- 
dont ''  are  quite  dissimilar  and  that  "  Zodenta  "  is  not  calculated  to  mis- 
lead or  deceive  the  average  purchaser  who  may  seek  to  buy  *'  Sozodont." 
The  resemblance  is  not  such  as  to  preclude  a  proi)er  determination  of  the 
question  ui)on  demurrer. 

Mr.  C.  T.  Milans  and  Mr,  S.  O.  Edmunds  for  the  appellants. 
Mr.  L.  S.  Bacon  and  Mr.  J.  II.  MilcnxH  for  the  appellee. 

McCoMAS,  /. ; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
(C.  D.,  1906,  278;  123  O.  G.,  2312)  sustaining  a  demurrer  filed  by 
the  appellee  to  the  appellant's  notice  of  opposition  to  the  appellee's 
application  for  registration  of  the  trade-mark  "  Zodenta,"  for  use  on 
a  dentifrice,  the  appellee  claiming  to  have  continuously  used  this 
trade-mark  on  a  dentifrice  since  1891.  Within  due  time,  under  sec- 
tion six  of  the  statute  of  February  20,  1905,  the  appellant  filed  notice 
of  opposition  to  the  registration  of  "  Zodenta." 

The  grounds  for  opposition  were :  that  the  word  "  Sozodont "  has 
been  used  continuously  by  the  appellants  and  their  predecessors  in 
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business  as  a  trade-mark  for  dentifrices  since  1863;  that  appellants 
are  the  sole  and  rightful  proprietors  of  this  mark  and  that  the  mark 
"  Zodenta  "  so  nearly  resembles  the  word  "  Sozodont "  as  used  by  the 
appellants — 

as  to  be  calculated  to  mislead,  deceive  and  confuse  and  to  result  In  interference 
and  conflict  in  trade. 

The  appellee  demurred  to  the  opposition.  After  hearing,  the  Ex- 
aminer of  Interferences  sustained  the  demurrer,  holding  that  the 
words  in  question — 

do  not  so  nearly  resemble  each  other  as  to  cause  confusion  in  the  mind  of  the 
public  or  deceive  purchasers  usIhr  ordinary  care  in  the  selection  of  the  goods. 

The  Commissioner  affirmed  the  Examiner's  decision  from  which 
the  present  appeal  was  taken. 

AVe  are  not  impressed  by  the  argument  that  "  Sozodont "  is  a  de- 
rivative from  the  two  Greek  words  mentioned  and  "  Zodenta  "  from 
combining  the  Greek  and  Latin  words  named.  These  fanciful  ety- 
mologies are  not  apt  to  occur  to  the  mind  of  the  public  nor  to  deceive 
purchasers.  It  is  admitted  upon  this  demurrer  that  during  fifteen 
years  the  api>ellee  had  used  the  word  "  Zodenta  "  as  his  trade-mark. 
The  two  words  differ  so  much  in  appearance  and  in  sound  that  ordi- 
nary i)urchasers  buying  with  ordinary  caution  are  not  likely  to  be 
misled.  It  is  nnnecessaiy  to  review  the  authorities.  Two  trade- 
nuirks  are  substantially  the  same  if  the  resemblance  would  deceive  an 
ordinary  purchaser  giving  such  attention  as  he  usually  gives  in  mak- 
ing a  purcliase  and  to  cause  him  to  purchase  one  article  mistaking 
it  for  the  other.  (See  Govhain  Company  v.  ^yhite^  2  O.  G.,  592;  14 
Wall.,  511;  McLean,  v.  Flcmhuu  C.  IX,  1878,  202;  13  O.  G.,  91e3;  96 
U.  S.,  2r)();  (ra'nu'.H  v.  Carlton  Importation  Company,  C.  D.,  1906,  731; 
123  O.  G.,  1004;  27  App.  D.  C,  574;  Ihwha nan- Anderson-Nelson 
Company  v.  Breai  and  Kennedy,  C.  D.,  lOOG,  750;  124  O.  G.,  322;  27 
App.  D.  C  574.)  In  considering:  the  similarity  between  "Ander- 
son ''  and  "  Henderson  ''  Chief  Justice  Shepard  remarked: 

The  single  question  for  our  dotormination  is  whether  tho  reserablaiice  be- 
tween tho  two  marks  as  nsed  is  calcniatwl  to  dwoive  and  ndslcad  the  public 
into  iHH'chnsinj;  Broen  and  Kennedy's  whislvy  under  the  belief  that  it  is  the 
whislvy  of  The  Buchanan-Anderson-Nelson  Co. 

It  is  claimed  by  the  appellants  that  the  two  trade-marks  here  con- 
sidered by  close  resemblance  are  calculated  to  mislead  and  deceive 
and  it  is  further  claimed  that  such  an  issue  should  not  be  decided 
ui)on  a  demurrer.  It  is  said  that  a  demurrer  precludes  the  aid  of 
evidence  which  mi^ht  so  inform  the  Office  as  to  make  it  possible  for 
the  Office  to  intelliirently  decMcle  this  question.  We  think  the  Com- 
missioner capable  of  deciding  the  restMublance  or  the  diffei'ence  be- 
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tween  these  words  by  the  spelling,  the  appearance  and  the  sound 
correctly.  In  the  case  last  cited,  as  in  this,  the  question  arose  upon 
a  demurrer  to  the  opposition  sustained  by  the  Commissioner  of 
Patents.  The  Federal  cases  cited  by  the  appellant  on  this  point 
apply  with  great  force  where  novelty  or  invention  is  involved  and 
where  the  court  may  desire  proof  to  be  taken  to  better  instruct  the 
court.  Witnesses  were  not  needed  to  enable  the  Examiner  and  Com- 
missioner of  Patents  to  decide  that  "  Zodenta  "  and  "  Sozodoiit "  are 
quite  dissimilar  and  that  "  Zodenta  "  is  not  calculated  to  mislead 
or  deceive  the  average  purchaser  who  may  seek  to  buy  "  Sozodont." 
The  decision  of  the  Commissioner  of  Patents  is  a^rmed  and  it  is 
further  ordered  that  this  decision  be  certified  to  the  Conmiissioner 
of  Patents  as  provided  by  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

DuRmA  AND  White  v.  Rice,  Jr. 

Decided  December  4,  190G. 

(126  O.  G.,  1357.) 

1.  Interference — Priority — Appeal  to  Court — Operativeness. 

The  Court  of  Appeals  of  the  District  of  Columbia  will  not  consider  the 
operativeness  of  a  device  disclosed  by  one  of  the  interfering  parties  as 
incident  to  the  main  question  of  priority  where  that  question  has  been 
settled  in  favor  of  such  party  by  the  Patent  Office  in  accordance  with  the 
practice  of  that  Office. 

2.  Same — Same — Constructive  Reduction  to  Practice — Divisional  Applica- 

tion Entitled  to  Date  of  Original. 
An  application  was  filed  on  June  8,  1895,  covering  an  igniter  and  an 
engine.  The  claims  of  the  engine  were  erroneously  rejected,  were  canceled, 
the  application  was  allowed,  and  subsequently  became  forfeiteil.  On  July 
16,  1898,  the  apiilicatlon  was  renewed,  and  additional  claims  to  the  engine 
were  included.  Division  was  required  between  the  claims  to  the  Igniter 
and  the  engine.  On  March  28,  1899,  applicant  canceled  the  claims  to  the 
engine,  and  on  April  25,  1899,  the  Office  acted  on  the  remaining  claims  to 
the  igniter.  Subsequently  applicant  reinstated  the  claims  to  the  engine, 
and  the  Office  again  permitted  him  to  elect  which  of  the  inventions  he 
would  prosecute  In  the  ai>plicatlon,  but  afterward  Informed  him  that  he 
was  bound  by  the  previous  cancelation  of  the  claims  to  the  engine,  and 
applicant  thereui)on,  on  October  30,  1900,  canceled  the  engine  claims,  and 
after  several  communications  !)etween  the  Office  and  a|)plieant  the  applica- 
tion matured  into  a  i>atent,  datetl  January  12,  IIKM.  On  April  IC,  1903, 
applicant  filed  a  divisional  api)licatlon  covering  the  engine.  Held  that  the 
divisional  apiilication  is  entitled  to  the  date  of  the  original  application  of 
June  8,  1895,  as  a  constructive  reduction  to  practice. 
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3.  Continuing  Application — Divisional  Appucation  Cofevdivq  with  Origi- 
nal. 
A  divisional  application  filed  while  the  original  application  is  pending 
in  the  Ofilco  covering  matter  carved  out  of  the  original  is  a  continuntion  of 
the  latter  and  is  entitled  to  its  date  as  a  constructive  reduction  to  practice, 
even  though  such  divisional  application  was  filed  more  than  two  years 
after  an  action  by  the  Office  on  claims  which  applicant  elected  to  retain 
in  response  to  a  requirement  of  division. 

Mr.  F,  M.  Phelps  and  Mr.  Frederick  S.  Lyon  for  the  appellants. 
Mr.  Fred.  E.  Tasker  and  Mr.  John  A.  Saul  for  the  appellee. 

Shepard,  J.: 

This  is  an  interference  proceeding  between  rival  applicants  for  the 
invention  of  an  improved  gas-engine,  the  issue  in  which  has  been 
defined  in  twenty-two  counts,  as  follows: 

1.  A  plurality  of  com  pressing-chambers  and  separate  explosion-chambers, 
free  connected  piston-heads  in  the  exi)lo8ion-chambers,  and  means  for  supplying 
explosive  charges  from  the  compressing  to  the  explosion  chaml)ers  and  firing 
the  same  to  propel  said  piston-heads  recipnK'ally  in  !>oth  directions. 

2.  A  plurality  of  compressing  and  explosicm  chambers,  free  piston-beads 
therein,  positively  conneotwl  for  mutual  reciprocation,  means  for  supplying  ex- 
plosive charges  to  the  compressing-chamber,  transferring  the  charge  to  the 
explosion -cliamber  and  firing  the  same  therein  to  proi>el  the  piston-beads  re- 
ciprocally in  both  directions. 

il.  A  i)lurality  of  explosion-chambers  each  having  inlet  and  exhaust  ports, 
free  pistoii-honds  in  said  chambers  iK>sitively  connected  for  mutual  recip- 
rocation to  open  and  close  said  ports,  and  to  supply  exi»losive  charges  to  said 
chambers  throujrh  said  inlet-ports,  means  for  firing  said  charges  and  a  free 
power-transmitting  element  actuated  by  the  piston-heads. 

4.  Sei>ara(o  charge  compressing  and  explosion  chambers  in  pairs,  free  piston- 
heads,  one  for  each  pair,  means  jmsitively  connecting  the  piston-heads  for  mu- 
tual reci|»r()<'a(i()n,  a  free  power-transmitting  element  conne<.»t(Hl  with  the  piston- 
head,  and  means  for  causin.i^  the  eomiiression  and  explosion  of  a  charge  by  and 
against  (»aoli  piston-head  at  each  complete  r(vi|>ro('ation. 

5.  The  combination  with  sei>nrate  charge  compressing  and  explosion  chaml)ers 
arrangtHl  in  pairs,  of  free  piston-heads,  one  for  each  pair,  metins  fiositively  con- 
ntH'ting  sjiid  piston-heads  and  means  for  causing  the  compression  and  explosion 
of  a  charge  by  and  against  each  piston-head  at  each  complete  reciprocation. 

0.  In  an  explosion-engine,  a  body  providtnl  with  sei)a rate  charge  compressing 
and  explosion  chambers,  a  fre«»  piston  between  siiid  chambers,  and  a  free  power- 
transmitting  element  conne<'ted  with  the  piston. 

7.  A  l)o<ly  liaviiig  separate  charge  compressing  and  explosion  chanil>ers  in 
pairs,  snpply-|)orts,  each  connecting  a  compression-chamber  with  an  explosion- 
chamber,  an  inlet  for  each  coinpn»ssion-chanil)<M*  and  an  exhanst-iK)rt  for  each 
explosiiMi-clianiber ;  free  piston-heads  for  said  pairs  resi)ectively,  iiositively 
conn(H't(Ml  for  nnituMl  recii>rocation,  each  closing  the  supply  and  exhaust  ports 
of  its  ex|>losion-chaniber  during  comiiression  and  expl<>sion :  means  for  causing 
exi>losi(His  for  propelling  tlM»  piston-heads  resptH'tively,  and  a  free  i>ower-traiiB- 
mitting  element  ctninected  with  the  piston-head. 

8.  A  body  provided  with  a  plurality  of  separate*  charge-compressing  chambem 
Id  explosive-chambers  resi)ectively,  fri»e  piston-heads  then^in,  [>ositive]y  con- 
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nected  for  mutual    reciprocations,  and    free  power-transmitting  element  con- 
nected with  the  piston-heads. 

9.  A  body  provided  with  a  plurality  of  alined  separate  charge-compressing 
chambers  and  explosion-chambers  respectively,  axially-alined  free  piston-heads 
in  said  chambers,  positively  connected  for  mutual  reciprocation,  and  a  free 
power-transmitting  element  connected  with  the  piston-heads  and  arranged  in 
axial  alinement  with  the  cliambers. 

10.  A  body  provided  with  a  plurality  of  alined  separate  charge-compressing 
chambers  and  explosion-chambers  respectively  and  a  bearing ;  free  piston-heads 
in  the  chambers,  an  axial ly-movable  element  in  the  bearing  and  means  for  posi- 
tively connecting  the  element  with  the  piston-heads. 

11.  Separate  charge  compressing  and  explosion  chambers,  piston-heads  there- 
for, positively  connected  for  mutual  reciprocation  and  having  variable  termina- 
tion of  stroke  at  both  ends ;  means  for  supplying  explosive  charges  to  said  explo- 
sion-chambers through  said  compression-chambers,  and  means  for  firing  the 
charges  in  each  explosion-chamber  when  the  piston-head  therefor  is  within  the 
zone  of  its  stroke  termination. 

12.  A  plurality  of  axially-alined  close-ended  separate  charge  compressing  and 
explosion  chambers  in  pairs,  a  free  piston-head  for  each  pair,  a  connector  posi- 
tively connected  with  said  piston-heads,  and  a  free  power-transmitting  element 
connected  with  the  connector. 

13.  Explosion-chambers,  means  for  supplying  unignited  explosive  charges  of 
gas  or  vapor  to  and  firing  the  same  in  said  chambers,  free  piston-heads  in  said 
chaml)ers  rigidly  connected  for  mutual  reciprocation,  a  free  power-transmitting 
element  connected  with  said. piston-heads  and  a  guide  for  said  element. 

14.  A  casing,  a  cylinder,  a  piston  therein,  a  second  cylinder,  a  piston  therein, 
a  piston-rod  connecting  said  pistons,  means  for  holding  a  tool  connected  to  said 
piston-rod,  means  to  cause  an  explosion  of  gases  against  first  one  and  then 
another  of  said  pistons  to  reciprocate  the  same,  said  cylinders  being  connected 
to  said  casing,  said  casing  being  slidably  mounted  in  a  frame,  and  means  to 
slide  said  casing  along  said  frame. 

15.  A  plurality  of  cylinders,  each  of  said  cylinders  containing  a  piston,  said 
pistons  being  connected,  means  for  connecting  a  drill  or  other  tool  to  said 
pistons,  means  for  causing  an  explosion  of  gases  against  first  one  of  said  pistons 
and  then  against  another  of  said  pistons  to  reciprocate  the  same,  a  casing,  said 
cylinders  being  mounted  in  said  casing,  a  frame,  said  casing  being  slidably 
mounted  in  said  frame,  and  means  to  move  said  casing  along  said  frame. 

16.  A  plurality  of  cylinders,  each  of  said  cylinders  containing  a  piston,  said 
pistons  being  connected,  means  for  connecting  a  drill  or  other  tool  to  said  pis- 
tons, means  for  causing  an  explosion  of  gases  against  first  one  of  said  pistons  and 
then  against  another  of  said  pistons,  means  for  cushioning  said  pistons  through- 
out the  length  of  their  stroke,  a  casing,  said  cylinders  being  mounted  in  said 
casing,  a  frame,  said  casing  being  slidably  mounted  in  said  frame,  and  means 
to  move  said  casing  along  said  frame. 

17.  Two  pistons  connected  by  a  piston-rod  and  arranged  in  their  respective 
cylinders,  means  for  connecting  a  drill  or  tool  to  said  piston-rod.  means  to  cause 
an  electric  spark  and  explode  a  gas  alternately  against  each  piston  at  the  end  of 
each  stroke,  a  casing,  said  cylinders  being  mounted  in  said  casing,  a  frame,  said 
casing  being  slidably  mounted  in  said  frame,  and  means  to  move  said  casing 
along  said  frame. 

18.  A  plurality  of  opimsitely-arranged  cylinders,  a  piston  In  each  cylinder, 
said  pistons  being  connected,  a  cbarg(»-receiving  chamber  in  each  cylinder,  each 
piston  sliding  in  one  of  said  charge-receiving  chambers,  an  explosion-chamber 
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opposite  each  charRe-recelving  chamber,  but  separated  thereftom  by  a  piston, 
means  for  causing  an  electric  sparlc  alternately  in  each  explosion-ehaiuber  to 
explode  a  gas  therein  to  proi>el  the  adjacent  piston,  a  casing,  said  cylinders 
being  mounted  in  said  casing,  a  frame,  said  casing  being  slidabiy  mounted  In 
said  frame,  and  means  to  move  said  casing  along  said  frame. 

10.  A  rear-comi)ression  internal-combustion  motor  having  a  double-acting  nn- 
Ignltod  charge-compressing  free  piston,  and  a  free  iwwer-transmittlng  element 
connected  therewith. 

20.  A  motor  having  a  self-balanced  piston  situated  between  chambers  for  con- 
fined comi)re8sed  explosive  charges  of  gas  or  vaiwr,  and  power-transmitting 
means  connected  with  such  piston. 

21.  Explosion-chambers,  means  for  supplying  unignited  explosive  charges  of 
gas  or  vai)or  to  and  firing  the  same  in  said  chambers,  free  piston-heads  in  said 
chambers  positively  connected  for  mutual  reciprocation,  an  axialiy-moving  free 
ix)wer-transmitting  element  connected  with  said  idston-heads  and  a  guide  for 
said  element. 

22.  Explosion-chambers,  means  for  supplying  unignited  explosive  charges  of 
gas  or  vai)or  to  and  firing  the  same  in  said  chambers,  free  piston-heads  to  said 
chambers  rigidly  connected  for  mutual  reciprocation,  a  free  power-transmitting 
element  connecting  with  said  piston-heads  and  a  guide  for  said  element. 

The  interferinfj:  applications  bear  the  following  filiug  dates: 
Duryea  and  White,  March  27, 1002 ;  Rice,  April  16, 1903.  It  appears, 
however,  that  Rice  had  filed  his  original  application  for  the  invention 
on  June  8,  1805,  of  which  this  is  a  division;  and  this  having  been  re- 
garded as  a  continuation  of  the  former,  he  was  considered  the  senior 
party.  For  the  reason  that  the  preliminary  statement  of  Duryea  and 
White  had  failed  to  overcome  the  prima  facie  case  of  Rice  made  by 
the  filing  of  said  two  applications,  the  Primary  Examiner  cited  them 
to  show  cause  on  or  before  October  10,  1004,  why  a  decision  against 
them  should  not  be  rendered  on  the  record.  They  did  not  amend  their 
statement,  and  in  reply  to  the  rule  to  show  cause  filed  a  motion  to  dis- 
solve the  interference  on  the  following  grounds:  1.  That  no  inter- 
ference in  fact  exists:  2.  That  there  has  been  irregularity  in  declar- 
ing the  iiiterfei-ence :  »^.  That  Rice  has  no  right  to  make  the  claims  in 
issue:  4.  That  the  structure  disclosed  by  Rice  is  inoperative.  It  was 
also  moved  that  Rice  be  declared  the  junior  party  and  the  burden  of 
proof  shifted  to  him. 

This  motion  was  referred  to  the  Primary  Examiner  who  overruled 
it  on  all  points  in  an  elaborate  decision.  An  appeal  therefrom  was 
taken  to  the  Examiners-in-Chiof  who  dismisse<l  the  same  on  the 
ground  that  they  had  no  jurisdiction  thereof.  This  action  of  the 
Kxaminers-in-Chief  was  in  turn  aflirmed  on  appeal  to  the  Commis- 
sioner. 

They  then  renewed  their  motion  to  shift  the  burden  of  proof, 
before  the  Examiner  of  liiterfei'cnces,  who  denied  the  same,  and  on 
the  same  day,  July  S,  lOO.*),  awarded  priority  to  Rice,  no  attempt  hav- 
ing been  made  by  Duryea  and  White  to  amend  their  preliminaiy 
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statement.  Appeal  from  this  decision  was  taken  to  the  Examiners-in- 
Chief  who  affirmed  it,  holding  that  Rice  was  entitled  to  the  filing  date 
of  his  original  application  and  was  therefore  the  senior  party.  Under 
authority  conferred  by  Rule  126  they  examined  a  number  of  affidavits 
presented  by  Duryea  and  AVhite,  and  one  by  Rice,  relating  to  the  oper- 
ativeness  of  Rice's  device ;  and  coming  to  the  conclusion  that  it  was 
not  operative,  they  called  the  attention  of  the  Commissioner  to  the 
fact  as  provided  in  said  rule.  Pending  appeal  to  the  Commissioner 
from  their  decision  affirming  the  award  of  priority  to  Rice,  the  latter 
referred  the  question  of  operativeness  back  to  the  Primary  Examiner 
for  reexamination  and  decision.  The  latter,  with  a  number  of  expert 
affidavits  before  him,  reviewed  the  alleged  grounds  of  inoperativeness 
at  length,  and  again  decided  that  the  device  was  an  operative  one. 
Duryea  and  AVhite  then  petitioned  the  Commissioner  to  refer  the  case 
to  the  Examiners-in-Chief  for  rehearing,  and  were,  denied.  The 
Commissioner  then  affirmed  the  decision  of  the  Examiners-in-Chief 
awarding  priority  to  Rice.     From  that  decision  this  appeal  was  taken. 

But  two  questions  for  determination  are  presented  by  the  elaborate 
statement  of  the  reasons  of  appeal :  1.  Is  the  device  described  in  Rice's 
application  an  operative  one?  2.  Is  Rice  the  senior  party  in  interfer- 
ence; or,  in  other  words,  is  he  entitled  to  date  back  to  the  filing  of  his 
original  application  on  June  8,  1895  ? 

The  question  of  the  operativeness  of  the  device  described  in  the  ap- 
plication of  the  senior  party  to  an  interference  has  been  presented  to 
this  court  twice  in  different  appeals  in  the  same  case.  {Dodge  v.  Fow- 
ler, C.  D.,  1898,  320;  82  O.  G.,  595;  11  App.  D.  C,  592;  Fowler  v. 
Dodge,  C.  D.,  1899,  316;  87  O.  G.,  895;  14  App.  D.  C,  477.)  In  the 
first  of  those  appeals,  tlie  Commissioner  awarded  priority  to  Fowler, 
and  that  decision  was  reversed  on  the  ground  that  Fowler,  though  the 
first  to  conceive  the  invention,  had  failed  to  exercise  due  diligence  in 
the  matter  of  reduction  to  practice  prior  to  the  time  that  Dodge  en- 
tered the  Office.  Dodge  was  given  the  benefit  of  the  application  as  a 
constructive  reduction  to  practice,  but  as  the  Commissioner  had  inci- 
dentally expressed  the  opinion  that  Dodge's  disclosed  device  'Avas  in- 
operative, the  opinion  of  the  Court  concluded  with  these  words: 

We  do  not  desire  It  to  l)e  uiiderstood  by  our  decision  that  Dodge  is  entitled  to 
a  patent  for  his  alleged  invention.  Wliat  we  decide  is  simply  that,  assuming 
that  Fowler  and  Dodge  have  made  the  same  invention  indei)endently  of  each 
other  and  that  Dodge  has  been  the  first  to  reduce  it  to  constructive  reduction 
to  practice  l)y  his  first  application  for  a  patent,  we  thinlj  the  question  of  due 
diligence  should  be  settled  in  liis  favor  as  against  Fowler.  From  the  statements 
of  the  Commissioner  and  the  Board  of  Examiners  the  inference  to  be  drawn 
would  seem  to  be  that  Dodge's  device  is  found  to  be  wanting  in  patentability 
and  therefore  that  the  d<H.'laration  of  interference  was  based  ui)on  mistake  or 
inadvertence.  It  Is  true  that  no  motion  was  made  on  behalf  of  Fowler  to  dis- 
solve the  interference:  but  if  under  the  law  and  the  rules  of  the  Patent  Oflice 
it  is  not  imi)roper  after  adjudication  of  iiriority  of  invention  to  refuse  a  patent 


448      DECISIONS  OF  THE  UNITED  STATES  COUBTS  IN  PATENT  CASES. 

to  the  successful  party  in  the  interference  proceedings  upon  groands  that  have 
first  been  doveloiKKl  in  those  i)roceedings  or  ui)on  grounds  manifSested  at  any 
time  after  the  declaration  of  interference,  we  are  not  to  be  understood  by  this 
decision  as  precluding  such  action  by  the  Office.  (C.  D.,  1808,  320;  82  O.  G., 
505.) 

Upon  the  return  of  the  case  to  the  Patent  Office  a  motion  was  made 
by  Fowler  to  dissolve  the  interference  on  the  ground  that  Dodge's  de- 
vice was  inoperative.  The  Commissioner  referred  the  question  to  the 
determination  of  the  expert  Primary  Examiner  in  the  department  to 
which  the  art  belonged,  who  decided  that  the  device  was  operative. 
This  decision  was  treated  by  the  Commissioner  as  finally  settling  the 
question  of  oi^erativeness  in  Dodge's  favor,  and  in  obedience  to  the 
determination  of  the  court  on  the  first  appeal,  he  awarded  priority  to 
Dodge.  On  Fowler's  appeal  therefrom  the  question  of  operativeness 
was  again  raised.    In  its  consideration  we  then  said : 

Under  the  special  circumstances  of  this  case  we  will  assume  that  the  appeal 
fully  brings  before  us  for  determination  the  whole  question  of  the  operati\'ene88 
of  the  Dodge  device  aud  its  i)atentability.     (C.  D.,  1809,  316;  87  O.  G.,  805.) 

Patentability  it  is  obvious  had  reference  solely  to  the  matter  of 
operativeness.    The  decision  was  then  affirmed. 

'WHiether  a  device  is  operative  is  a  question  that  necessarily  presents 
itself  in  every  application  for  a  patent  referred,  in  due  course  of  pro- 
ceeding under  the  rules  of  the  Office,  to  the  expert  Examiner  of  the 
class  to  which  the  alleged  invention  belongs.  For  that  reason  he  is 
required  to  be  skilled  in  the  pailicular  art.  The  decision  of  this 
Examiner  in  respect  of  operativeness  and  other  questions  affecting 
patentability,  if  favorable  to  the  applicant,  is  subject  to  the  super- 
vising power  of  the  Commissioner  only.  It  is  only  where  the  applica- 
tion is  rejected  for  any  reason,  that  an  appeal  regularly  lies  to  this 
court  in  the  last  resort. 

AMien  an  application  has  been  allowed  as  patentable,  and  an  inter- 
ference declared,  each  party  may  raise  the  question  of  the  operative- 
ness of  his  opponent's  device  by  a  motion  to  dissolve  the  interfer- 
ence as  was  done  in  this  case.  The  question  goes  again  to  the  Pri- 
mary Examiner  for  his  reconsideration,  but  no  appeal  from  his  de- 
cision, at  the  time  it  was  rendered  in  this  case,  lay  to  the  Examiners- 
in-Chief.  The  Conunissioner  alone  could  review  it.  The  Examin- 
ers-in-Chief  have  the  power,  under  Kule  120,  to  report  to  the  Com- 
missioner in  the  course  of  their  decision  in  an  interference  case,  that 
the  device  of  either  party  is,  in  their  opinion,  inoperative,  or  un- 
patentable for  any  oth(T  reason.  The  Conunissioner  may  then,  and 
his  general  practice  has  been  to,  refer  the  question  back  to  the  Pri- 
marv  Examiner  for  further  inquiry  and  determination.  As  the 
statement  of  the  case  shows,  that  practice  was  followed  in  this  pro- 
ceeding. 
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In  adopting  the  conclusion  of  the  Primary  Examiner  in  respect  of 
the  operativeness  of  Dodge's  device  in  Fowler  v.  Dodge^  supra,  the 
question  was  merely  assumed  as  being  before  the  court  by  reason 
of  the  peculiar  conditions  of  the  case. 

As  the  question  of  the  operativeness  of  one  of  the  devices  of  the 
application  now  in  interference  is  directly  presented  to  us  as  an 
incident  of  the  main  question,  of  priority,  we  hold  that  it  is  not  one 
for  our  consideration.  It  is,  as  we  have  l>efore  indicated,  a  prelimi- 
nary question  determinable,  in  the  first  instance,  in  the  case  of  every 
application  for  a  patent;  and  when  determined  in  favor  of  the 
applicant  is  not  appealable.  When  determined  in  his  favor,  and 
an  interference  is  declared  thereon  with  another  similarly-allowed 
application,  the  same  rule  applies.  Priority  of  invention  is  the  issue 
to  be  determined  in  an  interference  proceeding  the  final  decision 
of  which  is  appealable  to  this  court.  The  question  of  operativeness 
having  been  settled  in  accordance  with  the  practice  of  the  Patent 
Office,  cannot  again  be  raised  as  incidental  to  the  issue  of  priority, 
and  brought  up  therewith  for  review. 

This  brings  us  to  the  consideration  of  the  remaining  question: 
Is  Rice  entitled  to  date  back  to  June  8,  1895,  when  his  original  ap- 
plication was  filed,  and  thereby  become  the  senior  party  to  the  inter- 
ference ?  If  so  entitled,  the  decision  in  his  favor  must  be  affirmed  on 
the  record. 

Duryea  and  White  filed  no  preliminary  statement ;  and  are,  there- 
fore, confined  by  the  record  to  the  filing  of  their  application,  on 
March  27,  1902.  It  is  stated  by  the  Primary  Examiner  in  his  de- 
cision upon  the  motion  of  Duryea  and  White  to  dissolve  the  inter- 
ference, and  shift  the  burden  of  proof,  that  Rice's  original  application 
contained  claims  to  both  an  igniter  and  an  engine;  and  that — 

the  disclosure  therein  is  ideuticiil,  so  far  as  the  issue  is  concerned,  with  that 
of  the  pending  case. 

Neither  of  these  statements  has  been  controverted.  We  adopt  the 
following  extract  from  his  decision  as  stating  correctly  the  proceed- 
ings had  in  regard  to  that  application,  and  the  conclusions  deduci- 
ble  therefrom : 

Rice's  original  application  was  flle<i  June  8,  ISOf),  No.  552,163,  and  contained 
claims  both  to  the  engine  and  to  the  igniter,  a  fact  at  that  time  not  regarded  as 
necessitating  division.  The  engine  claims  were  rejected  erroneously,  it  must 
be  held  in  view  of  the  subsequent  decision  by  the  Examiners-in-Chief  on  the 
appeal  taken  by  Duryea  and  White,  allowing  certain  claims  now  in  issue.  After 
prosecution  in  the  usual  course,  Rice's  application  was  passed  for  issue  June  18, 
1897;  was  allowed  to  forfeit,  and  was  renewed  July  16,  1898,  with  additional 
claims  to  the  engine,  which  as  is  not  denied,  it  was  entirely  within  the  appli- 
cant's legal  right  to  present.    These  additional  claims  were  overlooked  by  the 

30997— H.  Doc.  470,  60-1 29 
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Office,  and  the  case  [wssed  for  issue,  July  22,  1898,  but  almost  at  once,  July  27, 

1898,  withdrawn,  and  the  engine  claims  were  then  rejected  on  referoices  after 
several  actions.  On  Dec.  30,  1898,  the  engine  claims  were  rejected  and  for  the 
first  time  division  was  required  between  them  and  claims  to  the  igniter.  In 
resiwnding  to  this  action  on  March  28,  1899,  Rice  canceled  the  engine  claims, 
not  It  is  to  bo  observed  as  anticipated,  but  in  reBix>use  to  the  requirement  of 
division ;  and  uiK)n  the  case  so  limited,  the  Office  tooli  action  April  25,  1899.  It 
was  by  acceptance  of  this  action  only  that  Rice  completed  his  election  of  the 
igniter,  and  not  as  stated  by  Duryea  and  White,  by  his  cancelation  on  March  28, 

1899.  (/i7ur  p^fte  Preston,  C.  I>.,  1880,  125;  17  O.  G.,  853;  JohtUfton,  C.  D.,  1887, 
04:  40  O.  (4.,  574;  /AthrL  (\  D.,  1S88,  35;  43  O.  G.,  627;  Maxim,  C.  D.,  1888,  27; 
43  O.  (;.,  50C.)  At  any  time  up  to  April  25,  IWX),  Rice  could  have  reinstated  his 
claims  to  the  engine  as  a  matter  of  course,  and  for  prosecution  by  appeal  if 
necessary ;  after  that  date  he  could  not  do  so,  unless  perhaps  by  a  clear  showing 
of  mistake  in  the  cancelation,  or  by  such  acquiescence  of  the  Office  as  actually 
occurred.  He  did  in  fact  again  present  claims  to  the  engine  in  his  amendment 
of  Sept.  28,  18J)9,  responding  to  the  Office  action  of  April  25,  1899.  In  the  Office 
action  (of  Nov.  2,  1899)  ui)on  tho  amendment  of  Sept.  28,  1899,  Rice  was 
erroneously  informed  that  he  might  elect  whichever  invention  he  chose,  and  it 
was  not  until  Oct.  25,  llKH),  in  the  Office  letter  replying  to  his  amendment  of 
Oct.  12,  1000,  that  he  was  informed  to  the  contrary.  Upon  being  so  informed, 
he  promptly  comi)lied  with  the  Examiner's  ruling,  viz :  Oct.  31, 1900,  by  cancel- 
ing the  engine  claims.  It  is  to  be  ol>serv(Hl  that  this  action  by  Rice  was  less 
than  two  years  from  the  date  of  the  Office  action  of  April  25,  1899;  so  that  even 
if  he  be  held  to  have  been  concludeil  by  his  election  in  accepting  the  action  of 
that  date,  he  nevertheless  took  such  proiJer  action  as  the  case  required  within 
two  years  from  the  date  of  the  Inst  Office  action  thereon.  In  other  words,  he 
prosecuteil  his  case  in  jrood  faith  l)y  doing  all  that  the  law  and  the  rules  re- 
quired up  to  Oct.  oO,  UKK),  and  in  view  of  the  Office  actions,  it  was  on  that  date 
only  that  ho  was  finiilly  conchKhMl  by  his  election  from  reinserting  claims  to  the 
engine.  Dnryca  and  White  are  therefore  wholly  in  error,  as  well  as  obscure,  in 
their  statement  that  **  since  Dtn*.  'Ml  isi)s,  John  V.  Rice  has  had  no  right  to 
include  in  his  original  or  ronowt'd  application  any  claim  to  the  engine  structure," 
since  on  Dch*.  30,  ISlKS.  the  orii^inal  api>lication  was  n<5  longer  in  being,  having 
bcH?n  snp(Tse<l(^d  l)y  the  rent^wal,  and  as  to  the  latter  no  final  election  took  effect 
until  Oct.  30,  liXK). 

Although  Klces  action  of  Oct.  30,  1000,  canceled  the  claims  to  the  ignite, 
certain  formal  dcftvts  rcniaintHl  uncnrtKl  and  being  noted  in  the  Office  letters 
of  C)ct.  31,  11M)2,  and  May  13,  l'.i03,  were  disi)os(Hl  of  by  amendments  April  30, 
and  May  is.  11M).3,  putting  the  cast*  in  condition  for  allowance,  and  it  matured 
into  the  l*atent  No.  74J).324,  above  referred  to. 

There  is  nothing  in  the  foregoing  recital  tending  to  show  an  aban- 
donment of  the  diiim  of  invention  of  the  engine  of  the  issue,  disclosed 
hi  Rice's  original  application. 

When  the  claims  therefor  wore  i-ejected,  for  the  reasons  given,  he 
had  his  election  to  insist  thereon  and  appeal  from  a  second  rejection, 
or  to  accept  tho  action  of  tho  Patent  Office,  take  his  patent  for  the 
igniter,  and -then  file  another  application  for  a  patent  for  the  inven- 
tion of  tho  engine.  Electing  to  pursue  the  latter  c()ur.se,  he  filed  the 
new  application,  which  is  substantially  a  division  of  the  former  appli- 
cation, on  which  the  interference  was  declared  with  Duryea  and 
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White,  and  while  that  original  application  was  still  depending  in  the 
Office  awaiting  final  action.  There  is  no  express  limitation  in  respect 
of  the  time  within  which  a  divisional  application  shall  be  filed  in 
order  to  relate  to,  and  constitute  a  continuation  of  the  original  appli- 
cation. The  rule  that  seems  to  prevail  in  the  J^atent  office  is,  that  to 
maintain  this  continuity,  it  must  be  filed  while  the  original  is  depend- 
ing in  the  Office.  When  filed  within  that  time,  it  has  been  repeatedly 
held  by  different  Commissioners  of  Patents,  that  the  second  applica- 
tion stands  in  lieu  of  the  first  to  the  extent  of  the  matter  subtracted 
from  the  other.  {Forbes  v.  Thompson,  C.  D.,  1890,  61 ;  51  O.  G.,  297, 
and  cases  cited-,  Forbes  v.  Thompson,  C.  D.,  1890,  185;  53.0.  G.,2042; 
Bundy  v.  Rumbarger,  C.  D.,  1900,  143;  92  O.  G.,  2002;  Ilopfelt  v. 
Read^  C.  D.,  1903,  319;  lOG  O.  G.,  767.)  In  the  decision  last  cited, 
Mr.  Commissioner  Allen,  after  stating  the  rule  that  a  complete  appli- 
cation warranting  the  issue  of  a  patent,  and  unabandoned,  is  in  law 
ft  constructive  reduction  to  practice,  said: 

This  is  so  when  two  appUcations  are  pending  contemporaneously  and  the  first 
ifl  not  abandoned,  whether  the  claims  are  presented  in  the  original  application 
Itself  or  in  a  later  application  filed  as  a  division  or  a  continuation  of  the  original 
application,  as  in  the  second  place  the  api)lication  dates  back  to  the  earlier  one. 
It  is  only  necessary  that  the  description  in  both  applications  shall  be  sufficient  to 
support  the  claims.  The  fact  that  the  Office  practice  may  prohibit  the  prosecu- 
tion and  allowance  of  the  claims  in  an  earlier  application  does  not  prevent  the 
applicant  from  availing  himself  of  the  earlier  date  of  filing  as  his  date  of  con- 
structive reduction  to  jiractice  when  he  files  a  later  application  containing  the 
same  description  and  the  claims  based  u()on  the  same. 

This  Court  has  heretofore  held  that  where  an  application  has  been 
forfeited  for  failure  to  pay  the  fee  on  allowance  of  the  claims,  and  the 
applicant  had  filed  a  new  application  within  the  prescribed  period 
permitted  in  such  cases,  he  was  entitled  to  the  benefit  of  his  original 
application  as  a  constructive  reduction  to  practice  of  the  invention 
set  forth  therein  and  afterward  embodied  in  the  second  application. 
{Cain  V.  Park,  C.  D.,  1899,  278;  86  O.  G.,  797;  14  App.  D.  C,  42,  46.) 

For  a  stronger  reason,  we  think  that  a  divisional  application,  filed 
while  the  original  application  is  depending  in  the  Office,  must  be  held 
a  continuation  of  the  latter,  and,  therefore,  to  relate  back  to  its  filing 
date. 

The  situation  is  not  governed  by  section  4894,  Eevised  Statutes,  as 
contended  on  behalf  of  the  appellants.  That  section  requires  that 
all  applications  for  patents  shall  be  completed  within  two  years  after 
filing — 

and  in  default,  or  upon  failure  of  the  applicant  to  prosecute  the  same  within 
two  years  after  any  action  therein,  of  which  notice  shall  have  been  given  to 
the  applicant,  they  shall  be  regarded  as  abandoned  by  the  i)artles  thereto,  un- 
less it  be  shown  to  the  satisfaction  of  the  Commissioner  of  Patents  that  such 
delay  was  unavoidable. 
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The  section  has  been  held  to  apply  to  a  case  where  more  than  two 
years  had  been  permitted  to  elapse  between  the  final  rejection  of  the 
application  and  the  date  of  filing  a  bill  in  equity  to  compel  issue  un- 
der section  4915,  Revised  Statutes.  {Gaudy  v.  Marble^  C.  D.,  1887, 
413;  39  O.  G.,  1423;  122  U.  S.,  432,  440.) 

Let  it  be  granted  that  the  section  applies,  likewise,  in  a  case  where 
the  divisional  application  shall  have  been  filed  after  the  lapse  of  two 
years  from  the  time  of  final  action  in  the  Office  upon  the  original; 
still  the  facts  of  this  case  do  not  warrant  its  applicaiion.  Two  years 
did  not  elapse  after  such  final  action  on  the  original  application 
before  the  divisional  application  was  filed.  Until  all  the  objections 
to  the  final  application  had  been  met  and  overcome,  and  the  same  had 
been  finally  allowed  for  patent,  Rice  was  not  put  finally  upK>n  his 
election  to  accept  the  action  necessitating  the  division  of  his  appli- 
cation. Wlien  the  time  arrived  for  him  to  take  final  action,  he  filed 
the  divisional  application  with  the  required  diligence,  and  thereby 
preserved  the  continuity  of  the  first  for  his  protection  as  the  inventor 
of  the  engine  of  the  issue. 

We  are  of  the  opinion  that  the  decision  appealed  from  was  right, 
and  it  will  be  affirmed.  It  is  so  ordered,  and  the  clerk  will  certify 
this  decision  to  the  Commissioner  of  Patents  as  the  statute  provides. 
Aifirmed. 

((.'ourt   of   Appenis   of   the    District   of   Columbia.] 

In  kk  Amekk^an  Cikculak  Loom  Company. 

Decided  Deremher  //,  lOOfi, 

(126  O.  (;.,  2101.) 

1.  Trade-Marks — Hk(jistration — Symbols    Indicating    Merely    Quality    Not 

Re<  J 1 8TB  ABLE. 

A  trade-nmrk  consisting  of  "  tlakos  of  mica  iniiJrossed  or  othorwlsi*  ni>- 
I)liiKl  to  the  external  surface  of  an  insulatinjj-tnbe  or  tubular  coverings  for 
electric  wires  "  was  iiroperly  refusofl  rejjist ration,  for  the  reason  that  the 
rejristraticai  would  op(»rate,  so  far  as  it  could  have  any  effect,  to  give  the 
applicant  a  monopoly  of  conduits  or  tubular  coverings  of  flake-mlea  couiiKh 
sition.  Tlu»  otiice  of  a  trade-mark  in  a  legal  sens4>  is  to  point  out  dis- 
tinctly (he  (M-igin  or  ownership  of  the  article  to  which  It  is  affixed,  or,  iu 
other  words,  to  give  n(»tice  wlu)  was  the  producer.  Words,  letters,  or  sym- 
i)ols  wliicli  indicate  merely  the  rpiality  of  the  goods  to  whicli  tliey  are 
alHxed  cannot  l>e  appropriatcnl  as  trade-marks.  (Canal  Co.  v.  Clarke 
1  O.  (;.,  27!>:  i:{  Wall.,  ;m.  322:  fjiirrcnrr  Mfg,  Co,  v.  Tennessee  Mfg.  Co., 
r.  I).,  1801.  415:  Tm  O.  (;.,  ir>2S:  IMS  U.  S.,  587,  547.) 

2.  Same — Same — Color  the  Essential  Feattre. 

If  the  sole  pur|K>S(»  of  the  use  of  the  Hakes  of  mica  is  to  obtain  protection 
"  f(»r  the  distinctive  appearance  ol>tain(Ml  l\v  placing  bright  scales  on  a 
dark  l)ackground,"  registration  was  proiH»rly  deniiHl,  on  th<»  ground  that  It 
was  an  ingenious  attempt  to  ol>taiu  a  trade-mark  of  which  color,  uncon- 
nected with  some  symbol  or  design,  is  the  essential  feature.  {Lesehen  Rope 
Co,  V.  Broderivk,  201  U.  S.,  lOU,  171.) 
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Mt.  Wm.  S.  Hodges^  Mr.  Everett  N.  Curtis^  and  Mr.  Charles  F. 
Perkins  for  the  appellant. 

Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

Shepard,  J.; 

The  American  Circular  Loom  Company  appeals  from  the  refusal 
of  registration  of  a  trade-mark  for  insulating-tubes  or  tubular  cover- 
ings for  electric  wires,  (C.  D.,  1906,  192;  122  O.  G.,  1725,)  described 
as  follows : 

The  trade-mark  is  shown  in  the  accompanying  drawing  and  consists  of  flakes 
of  mica  impressed  in  or  otherwise  applied  to  the  external  surface  of  an  insulat- 
ing-tube or  tubular  coverings  for  electric  wires. 

The  articles  of  manufacture,  as  shown  by  specimen  tube-sections 
submitted  to  the  Office  Examiner,  consist  of  a  fiber  spiral,  a  covering 
of  fiber  and  tape,  a  protective  cotton  tube,  and  an  outer  covering  of 
the  insulating-tube.  The  applicant  states  that  the  trade-mark  is 
usually  applied  by — 

pressing  small  flakes  of  mica  against  the  surface  of  an  insulating-tube  or  tubu- 
lar covering  while  the  said  surface  is  in  a  somewhat  soft  and  yielding  condi- 
tion, the  flakes  being  partially  embedded  in  and  caused  to  adhere  to  the  surface 
of  the  tube. 

The  trade-mark  is  represented  also  as — 

displayed  on  the  goods  by  attaching  thereto  a  tag  having  thereon  a  printed  rep- 
resentation of  sparkling  flakes  or  scales  or  a  picture  of  a  section  of  tubing. 

Registration  was  refused  by  the  Examiner  on  the  ground  that  it — 

is  not  a  distinctive  mark,  indicative  of  origin  and  ownership,  but  a  mere  repre- 
sentation of  the  goods — 

that  is  to  say,  of  their  character  or  quality. 

Mica  is  itself  an  insulating  material  or  substance,  and  the  specimen 
sections  of  the  tubes  appear  to  the  ordinary  observer  to  have  a  thin 
covering  of  it,  sparkling  more  at  some  points  than  at  others.  The 
trade-mark  drawing  or  print  shows  something  like  a  similar  mica 
covering  with  a  number  of  larger  sparkling  spots  distinct  from  each 
other. 

Regarding  this  as  intended  to  represent,  in  probably  an  exaggerated 
form,  what  is  shown  on  the  tubes  themselves,  we  agree  with  the  Ex- 
aminer, that  permission  to  register  this  trade-mark  would  be,  so  far 
as  registration  could  have  any  efTect,  to  give  the  applicant  a  monopoly 
of  conduits  or  tubular  coverings  of  flake-mica  composition.  The  office 
of  a  trade-mark  in  a  legal  sense  is  to  point  out  distinctly  the  origin  or 
ownership  of  the  article  to  which  it  is  affixed;  or  in  other  words  to 
give  notice  who  was  the  producer.  Words,  letters,  or  symbols  which 
indicate  merely  the  quality  of  the  goods  to  which  they  are  affixed  can- 
not be  appropriated  as  trade-marks.  {Canal  Co.  v.  Clark^  1  O.  G., 
279;  13  Wall.,  311,  322;  Lawrence  Mfg.  Co.  v.  Tennessee  Sff^.  Go.,, 
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C.  IX,  1891,  415;  55  O.  G.,  1528;  138  U.  S.,  537,  547.)  This  doctrine, 
in  our  opinion,  was  correctly  applied  to  the  conditions  of  this  case  by 
the  Commissioner  in  the  following  words: 

CuRtoni  and  reason  roquire  tbat  a  trade-mark  shall  bave  an  existence  so  dis- 
tlnct  from  the  j^oods  to  which  it  is  applied  that  it  will  be  readily  recognized  by 
the  public  and  by  purchasers  as  an  arbitrary  symbol  adopted  to  authenticate 
origin.  The  surface  etfiH't  which  the  applicant  calls  his  trade-mark  is  not  so 
clearly  distinct  from  the  article  ui)on  which  it  api)ears  as  to  be  readily  recog- 
nized as  an  arbitrary  syml>ol  for  this  purpose,  and  in  my  opinion  it  wonld  not 
be  so  recognized  by  those  not  specifically  informed. 

It  is  earnestly  contended  for  the  appellant  that  mica  is  not  in  fact 
used,  or  intended  to  be  represented  as  used  to  form  any  part  of  the 
insulating-covering  of  the  tul)es,  and  that  the  sole  purpose  of  its 
use,  illustrated  by  the  drawing,  is  to  seek  protection — 

for  the  distinctive  api)earance  obtained  by  placing  bright  scales  on  a  dark  back- 
ground. 

Viewed  in  this  light  alone,  we  are  of  the  opinion  that  registration 
was  properly  denied,  for  it  is  nothing  more,  substantially,  than  an 
ingenious  attempt  to  obtain  a  trade-mark  of  which  color,  unconnected 
with  some  symbol  or  design,  is  the  essential  feature.  {Leschen  Rope 
Co,  V.  Rroderk'k,  201  U.  S.,  1G(),  171.)  The  trade-mark  was  claimed 
in  that  case  by  a  rope  manufacturer,  and  consisted  of  a  red  or  other 
distinctively  colored  streak  applied,  or  woven  into  a  wire  rope.  It 
was  also  stated  that  the  color  of  the  streak  might  be  varied  at  will  so 
long  as  it  is  distinctive  fi-om  the  color  of  the  body  of  the  rope,  though 
it  was  usually  applied  by  i)aintiiig  one  strand  of  the  rope  red.  In 
delivering  the  opinion  of  the  Court,  Mr.  Justice  Brown  said: 

( Vrtainly  a  trade-ninrk  conkl  not  i)c  claimed  of  a  rope,  the  entire  surface  of 
which  was  colored ;  and  if  ctjlor  be  made  the  essential  feature,  it  should  be  so 
dcMn<Hl  «»r  conntH'tod  with  S(»nie  symlu)!  or  dosij^ni,  that  other  manufacturers  may 
know  what  they  may  safely  do. 

After  discussing  and  pointing  out  the  great  breadth  of  the  trade- 
mark as  described,  it  was  further  said : 

Whether  mere  color  can  constitute*  a  valid  trade-mark  may  admit  of  doubt. 
l)oui>tles'<  it  may  he,  if  it  l)e  impresstnl  in  a  particular  design,  as  a  circle,  square, 
triangle,  a  cross,  or  a  star.  Hut  the  authorities  do  not  go  farther  than  this.  In 
tile  case  of  Ilandon'a  tradc^mark,  (37  Ch.  Div.,  112,)  in  which  a  trade-mark  was 
clainuHl  for  a  nnl,  white  and  blue  label,  in  imitation  of  the  French  tricolor,  for 
French  cofTtH',  it  was  held  n(»t  entithnl  to  rejrist ration  un«ler  the  Knglisb  statute 
wliich  HMiuircs  a  trade-mark  to  be  distinctive  in  order  to  be  valid.  The  conit 
remarked  as  follows:  "  It  is  th«»  i»laln  intention  of  tlie  act  that,  where  the  dii- 
tinctitm  of  a  mark  depends  up«>n  color,  that  it  will  not  do.  You  may  regMera 
mark  which  is  otherwise  distinctive,  in  color,  and  that  ^ives  you  the 
us<»  it  in  any  ct>lor  you  like:  imt  you  cannot  register  a  mark  of  which  tb^ 
distinction  is  the  ust*  of  a  coh»r,  luM*aus*»  practically  under  the  terms  of  tiae  »CtL 
that  would  jrive  you  a  monoi>oly  of  all  the  colors  of  the  rainlww." 
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The  English  case  cited  and  quoted  above  arose  under  an  act  which 
provided  for  the  registration  of  a  trade-mark  in  color.  (See  also, 
Putnam  Nail  Co.  v.  Dulany^  140  Pa.  St.,  205 ;  Von  Mumm  v.  Kirk^ 
C.  D.,  1890, 243 ;  50  O.  G.,  1134 ;  40  Fed.  Rep.,  589.) 

For  the  reasons  given  the  decision  will  be  affirmed. 

The  clerk  is  directed  also  to  certify  this  decision  to  the  Commissioner 
of  Patents  as  the  law  provides.    AfjiTmed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

The  Schuster  Co.  v.  Muller. 

Decided  December  4, 1906, 

(12G  O.  G.,  2192.) 

1.  Trade-Marks — Priority — Goods  of  the  Same  Descriptive  Properties. 

In  deteruiiuing  the  question  of  priority  of  adoption  and  use  of  a  trade- 
mark for  bitters  made  from  certain  roots  and  barks  and  bottled,  evidence 
of  the  use  of  such  mark  on  a  package  containing  a  mixture  of  ground  roots 
and  bark  with  directions  how  to  make  the  bitters  by  steeping  them  in  Hol- 
land gin  may  be  proi)erly  considered,  the  goods  being  of  the  same  descriptive 
properties. 

2.  Same — Deceptive  Marks. 

Where  any  symbol  or  label  claimed  as  a  trade-mark  is  so  worded  as  to 
contain  a  distinct  assertioa  which  is  false,  no  property  right  can  be  claimed, 
nor  can  the  right  to  the  exclusive  use  of  it  be  maintained  by  a  court  of 
equity.  Courts  of  equity  will  not  interfere  by  injunction  where  there  is 
any  lack  of  proof  in  the  ai)i)licant's  case  or  any  misrei)resentation  in  his 
trade-mark  or  label,  nor  wMll  the  courts  uphold  In  any  one  a  privilege  of 
deceiving  the  public.  An  exclusive  privilege  to  deceive  the  public  is  not  one 
that  a  court  of  equity  can  sjinction  nor  one  which  the  Commissioner  of  Pat- 
ents should  aid. 

3.  Same — Same — Evidence  of  Deception  Insufficent. 

Evidence  submitted  by  a  party  to  a  trade-mark  interference  tending  to 
show  that  the  mark  as  usihI  by  the  opi)osing  party  was  deceptive  considered 
and  Held  insufficient  to  establish  the  fact. 

Mr.  A.  E,  Wallace  for  the  appellant. 
Mr.  F.  M.  Phelps  for  the  appellee. 

McCoMAS,  J,: 

This  appeal  is  from  a  decision  of  the  Commissioner  of  Patents 
(C.  D.,  lOOO,  252;  123  O.  G.,  090;)  concerning  a  trade-mark  for  bit- 
ters. Wm.  H.  Muller  filed  his  application  October  5,  1905,  and 
therein  claimed  to  have  continuously  used  the  word  "Bismarck"  as 
his  trade-mark  for  bitters  since  January,  1892.  On  May  25,  1905, 
the  Schuster  Company  filed  its  application  for  a  trade-mark  con- 
sisting of  the  word  "  Bismarck  "  and  the  picture  of  Bismarck  in- 
closed in  a  circle,  which  trade-mark  for  bitters  it  claimed  to  have 
continuously  used  since  the  year  1895. 


456      DECISIONS  OF  THE  UNITED  STATES  COUKTS  IN  PATENT  CASES. 

The  question  is,  priority  of  adoption  and  use  of  the  word  ^  Bis- 
marck "  as  a  trade-mark  for  bitters.  The  Schuster  Company  as  a 
corporation  succeeded  to  a  copartnei*ship  of  the  same  name  in  1900 
and  to  the  title  of  the  firm  to  all  trade-marks.  The  firm  conducted  the 
business  from  1890  until  1900.  The  company  is  a  wholesale  dealer  in 
wines  and  liquors. 

Edward  L.Schuster,  its-vice-president,  testified  that  the  firm  adopted 
the  mark,  he  should  judge,  about  1892  and  it  was  used  while  the 
firm  still  sold  its  goods  at  retail,  and  his  company  he  thinks  has  been 
engaged  in  the  wholesale  business  since  1898.  The  only  book  entry 
he  produced  was  the  entry  of  a  sale  on  March  17,  1899,  of  one  gallon 
of  "  Bismarck  Pepsin  Bitters  "  to  a  clergyman,  although  he  said  the 
company  had  been  selling  to  the  trade,  of  late  years,  about  two  thou- 
sand cases  annually ;  he  knew  that  the  firm  had  sold  goods  under  this 
trade-mark  seven  or  eight  years  previous  to  the  time,  1898,  when  the 
company  engaged  in  the  wholesale  business.  Upon  cross-examination 
he  said  he  could  not  accurately  fix  the  date,  it  might  have  been  six, 
or  seven,  or  eight,  or  nine  yeai*s  prior  to  the  entry  into  the  wholesale 
business.  The  firm  kept  no  cash-books,  no  entry  of  sales  while  in  the 
retail  business. 

Charles  F.  Schuster,  aged  twenty-nine  years,  secretary  of  the  com- 
pany, testified  that  for  eleven  years  he  had  been  connected  with  the 
business  of  the  company;  since  he  was  eighteen,  he  had  been  engaged 
with  it  in  a  business  capacity;  previous  to  that,  while  going  to  school, 
he  had  assisted  in  the  retail  sales  after  school  hours,  and  he  knew 
that  the  firm  had  used  this  trade-mark  for  a  good  many  years  prior 
to  his  connection  with  the  company.  This  witne.ss  had  signed  the 
applicati(m  fixing  the  date  of  use  as  1805  and  he  said  he  had  fixed  the 
date  without  any  research,  because  he  renieml)ered  that  the  firm  sold 
the  goods  under  this  trade-mark  at  that  time.  Upon  cross-examina- 
tion he  said  that  as  far  as  he  can  iemenil>er  the  firm  used  the  trade- 
mark about  sixteen  years  back  while  he  was  going  to  school,  but  he 
could  not  produce  any  records  to  confirm  his  memory.  The  vice- 
president,  he  said,  had  fixed  the  date  for  this  application. 

The  third  and  hist  witness  was  Jacob  Schuster,  aged  twenty-one 
years,  who  for  four  years  has  been  compoimder  for  The  Schuster  Com- 
pany, and  during  all  that  time  this  trade-mark  had  l>een  used.  He  was 
positive  of  its  use  in  1899  when  the  witness  was  fourteen  years  old, 
for  then  he  had  started  to  assist  in  the  business  after  school  hours. 

The  Schuster  Company  in  its  ai)plication  claimed  continuous  use 
since  ISO."),  while  Muller,  the  appellee,  claimed  continuous  use  since 
189i2.  When  The  Schuster  Company  endeavored  to  i)rove  adoption 
and  use  of  the  trade-mark,  prior  to  January,  lS0i2,  all  thi-ee  witnessses 
were  membei's  of  the  Schuster  family  and  officers  of  the  company,  and 

king  together  their  statements,  their  best  recollection  ap])ears  to  be 
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that  the  trade-mark  was  used  six  or  seven,  or  eight,  or  nine  years 
prior  to  1898,  when  the  retail  business  and  the  wholesale  business 
oommenoed.  In  January,  1892,  one  of  these  witnesses  was  a  boy  of 
fourteen,  another  a  child  of  eight  years  of  age,  and  the  only  record  of 
sale  produced  was  of  a  sale  of  a  gallon  of  bitters  in  l^f arch,  1899.  All 
of  these  witnesses  are  parties  in  interest. 

Muller,  the  other  applicant,  in  his  own  behalf  testified  that  he 
adopted  this  mark  in  December,  1891.  He  registered  it  in  the  trade- 
mark record  in  January,  1892,  and  in  that  month  commenced  selling 
a  mixture  of  ground  roots  and  barks  to  be  used  in  making  bitters, 
each  package  being  inclosed  in  a  wrapper,  bearing  the  words  ''  Bis- 
marck Bitters"  and  other  printed  matter,  including  directions  for 
making  the  bitters  by  steeping  the  c(Hitents  in  Holland  gin.  In  1894, 
he  commenced  selling  the  bitters  in  liquid  form,  each  bottle  having 
a  label  bearing  the  identical  label  accompanying  the  application  for 
registration.  A  package  of  the  mixture  of  roots  and  barks,  and  a 
bottle  of  the  bitters  each  bearing  the  label  "  Bismarck  Bitters  "  were 
introduced  in  evidence.  He  also  introduced  his  ledger,  which  shows 
sales  of  "  Bismarck  Bitters  "  during  1892,  1893,  1894,  1895. 

One  Kennedy,  of  the  firm  of  Charles  N.  Crittenton  and  Company, 
testified  that  the  firm  books  show  that  his  firm  purchased  '"  Bis- 
marck Bitters"  from  Muller,  first  on  May  14,  1892,  and  at  other 
times  during  that  year  and  the  two  following  years  and  regularly 
since  1894.  He  produced  hLs  firm's  catalogue,  listing  Muller's  "  Bis- 
marck Bitters  "  in  the  issues  for  the  years  1893  and  1894,  and  he 
identified  the  bottle  bearing  the  label  "  Bismarck  Bitters." 

Gazley,  a  printer,  testified  that  on  January  5,  1892,  he  had  printed 
the  identical  wrapper  with  the  mark  "  Bismarck  Bitters,"  and  also 
circulars  containing  it  and  again  had  printed  circulars  on  January 
13,  1892,  and  had  printed  the  like  in  each  of  the  next  succeeding 
years.  He  identified  the  label  as  one  he  had  printed  on  the  package 
of  ground  roots  and  barks  in  1892. 

Lowenherz,  an  advertising  agent,  employed  by  Muller,  testified 
that  he  had  caused  advertisements  of  the  "  Bismarck  Bitters  "  to  be 
published  in  the  German  Morgen  Journal  from  April  18,  1892,  up  to 
October  of  that  year,  and  he  identified  clippings  as  such  printed 
advertisements  and  he  also  identified  like  advertisements  in  the 
Evening  Sun^  probably  in  1892  or  1893,  in  Frank  Leslies  in  1892,  and 
in  the  Evening  World  as  early  as  June,  1894.  Refreshed  by  the 
advertisements  he  had  clipped  from  the  newspapers  and  i)laced  in  his 
scrap-book,  the  witness  testified  from  personal  recollection.  This 
evidence  on  the  part  of  Muller,  who  produced  in  addition  to  his  own 
recollection  his  ledger  and  also  the  important  testimony  of  three  dr 
interested  witnesses,  clearly  establishes  that  as  early  as  January,  189 
Muller  adopted  the  trade-mark  in  issue  and  has  used  it  continuoua 
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since  that  time.  The  mixture  of  ground  roots  and  bark  having  on 
the  wrapper  of  the  package  containing  the  mixture,  directions  how 
to  make  the  bitters  by  steeping  the  contents  in  Holland  gin,  was  prop- 
erly considered  by  the  Commissioner  to  be  goods  of  the  same  descrip- 
tive property  as  bitters  made  from  these  roots  and  barks  and  bottled. 
We  have  stated  in  detail  the  testimony  ppoduced  in  support  of  each 
application  and  it  so  clearly  preponderates  in  favor  of  the  prior 
adoption  and  use  of  this  trade-mark  by  Muller,  the  appellee,  that  it 
needs  no  further  discussion.  The  Schuster  Company  have  failed  to 
establish  by  clear  and  convincing  proof  that  they  were  using  the 
mark  prior  to  January  5,  1802,  and,  as  we  have  said,  the  proof  is 
convincing  that  ever  since  that  date,  when  Muller  adopted  it,  he  has 
been  continuously  using  this  trade-mark  for  bitters. 

The  appellant  evidently  appreciating  the  weakness  of  its  testimony, 
introduced  testimony  the  object  of  which  was  to  show  that  the  printed 
matter  on  the  label  of  Muller  is  deceptive. 

The  Examiner  of  Interferences  decided  that  the  testimony  does  not 
show  such  deception  and  the  Commissioner  of  Patents  concluded 
that  the  contention  of  The  Schuster  Company  that  the  bitters  of 
Muller  are  without  effect  upon  the  kidneys  and  are  not  proper  medi- 
cine for  children  should  not  deprive  Muller  of  the  trade-mark, 
because  the  truth  of' these  contentions  is  not  satisfactorily  established. 
Kecent  salutary  laws  restrain  manufacturers  and  dealei*s  from  impos- 
ing upon  the  public,  preparations  injurious  to  health.  The  courts 
gi'ow  increasingly  careful  and  cautious  in  restraining  false  represen- 
tations to  the  public  in  vending  such  preparations.  Where  any 
symbol  or  label  claimed  as  a  trade-mark  is  so  worded  as  to  contain  a 
distinct  assertion  which  is  false,  no  property  right  can  be  claimed 
nor  cixu  the  right  to  the  exclusive  use  of  it  l)e  maintained  by  a  court 
of  equity.  Courts  of  equity  will  not  interfere  by  injunction  where 
there  is  any  lack  of  proof  in  the  a])plicant's  case  or  any  misrepresen- 
tation in  his  trade-mark  or  label,  nor  will  the  courts  uphold  in  any 
one  a  privilege  of  deceiving  the  public.  An  exclusive  privilege  to 
deceive  the  public  is  not  one  that  a  court  of  equity  can  sanction  nor 
one  which  the  Commissioner  of  Patents  should  aid.  While  there  is 
a  right  of  property  in  a  trade-mark  in  connection  with  a  vendible 
commodity  it  is  essential  that  the  vender  should  not  in  his  trade- 
nuirk  or  in  the  j)rinting  connected  therewith,  or  in  the  business  use  of 
the  trade-mark,  himself  be  guilty  of  any  false  or  misleading  repre- 
sentations. It  is  settled  that  where  the  owner  of  such  a  trade-mark 
applies  for  an  injunction  to  restrain  another,  his  petition  will  be 
denied.  (See  Won/en  v.  (^(tUfornla  Ft(j  Si/rup  Co.^  187  U.  S.,  516; 
Califonua  Fig  Syrup  Co,  v.  Steams  <(•  Co.^  73  Fed.  Rep.,  812; 
'^seathervloth  Co,  v.  American  Leaf her< loth  Co,,  \  De  Gex,  J.  &  S.., 

'7;  Kleren  House  of  Lords  Cas.^  r)'i;i;  Fetrkhje  v.  Welh^  4  Abbott, 
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N.  Y.,  144;  Manhattan  Medicine  Co.  v.  Wood,  C.  D.,  1883,  268;  23 
O.  G.,  1925;  108  U.  S.,  218;  Siegert  et  ah  v.  Gandolii  et  al.,  139  Fed. 
Rep.,  917.) 

These  considerations  require  us  to  carefully  scrutinize  the  testi- 
mony of  the  two  witnesses  produced  by  the  appellant  upon  the  point 
of  deceptive  use  of  this  trade-mark  by  Muller. 

John  G.  Spenzer,  a  chemist  in  Cleveland,  Ohio,  of  twenty  years' 
experience,  testified  that  he  had  analyzed  a  bottle  of  MuUer's  "  Bis- 
marck Bitters"  and  found  that  it  contained  cardamom,  calamus, 
galangal,  aloes,  capsicum,  coriander,  rhubarb,  sugar,  alcohol  and' 
water.  The  alcohol  was  forty-two  and  five-tenths  per  cent.  This 
bottle  was  not  purchased  directly  from  Muller,  the  manufacturer. 
The  Schuster  Company  notified  the  witness  that  the  package  would 
arrive  from  New  Yotk  and  he  received  it  by  express  from  Hageman's 
pharmacy  in  that  city  with  the  seal  unbroken.  Counsel  after  cross- 
examination  appear  to  be  satisfied  that  the  bottle  and  the  contents 
were  the  same  Muller  usually  sold  under  this  trade-mark.  Dr.  J.  B. 
McGee,  a  physician  of  Cleveland,  Ohio,  was  asked  respecting  the. con- 
tents of  the  bottle  as  stated  by  the  preceding  witness  and  to  tell 
whether  or  not  in  his  opinion  (following  the  language  on  the  printed 
label  on  the  bottle  under  the  words  "  Bismarck  Bitters  ")  a  cordial- 
glassful  of  bitters  taken  once  or  Jtwice  a  day  from  a  bottle  containing 
the  contents  just  read  to  the  witness,  is  a  tonic  preparation,  or  a  small 
wineglassful  before  breakfast  or  at  bedtime  is  a  health-preserving 
preparation,  and  for  children  in  proportion,  beneficial  or  otherwise 
for  regulating  the  bowels,  eliminating  tendency  to  catarrh  of  the 
stomach  and  liver  and  diseases  of  the  kidney;  and  Doctor  McGee 
testified  that  the  bitters  would  be  stomachic  and  the  action  good  in 
dyspepsia;  that  the  only  agents  mentioned  therein  that  would  have 
any  special  effect  upon  the  liver  are  aloes  and  rhubarb  and  that  he 
did  not  recall  any  ingredient  that  has  any  action  upon  the  kidneys. 
As  he  recalled  it,  the  physician  pronounced  it  a  very  good  bitter.  He 
would  not  use  the  preparation  as  a  routine  remedy  for  children  for  he 
would  have  no  alcohol.  The  physician  stated  that  possibly  twenty 
per  cent,  of  alcohol  was  necessary  to  preserve  the  bitters,  and  any  per- 
centage beyond  that  would  be  a  stimulant  and  that  this  bitter  tonic 
appeared  to  contain  the  ordinary  ingredients  of  bitters. 

Upon  this  testimony  we  cannot  say  that  the  Commissioner  of 
Patents  erred  in  determining  that  the  contention  of  the  appellant 
that  the  printed  matter  upon  Muller's  label  is  deceptive,  was  not 
satisfactorily  established.  The  order  of  thp  Commissioner  of  Patents 
in  so  far  as  it  relates  to  this  interference  is  affirmed  and  this  opinion 
will  be  certified  to  the  Conmiissioner  of  Patents  in  accordance  with 
law.    Aifirmed. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Duncan,  Prichard,  and  Macauley. 

Decided  December  4,  J 906. 

(126  O.  G..  2502.) 

Claims — New  Matter — **  Mounted  Upon  "  Construed. 

a  claim  for  a  latch  niounteii  ui)on  a  mold-blade  section  of  n  type-mold. 
Held  to  cover  matter  not  within  the  original  disclosure,  the  words  ''mounted 
npon  "  not  being  proiwrly  descriptive  of  a  part  which  merely  ride»  in  or 
over  another  in  a  slot  for  the  purpose. 

Mr,  J,  B,  Church  and  Mr.  Melville  Church  for  the  appellant. 
Mr,  Fairfax  Bayard  for  the  Coniniisioner  of  Patents. 

Shepard,  e/.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
(C.  D.,  190G,  848;  1L>4  O.  G.,  1207)  refusing  the  thirty-sixth  claim 
for  a  patent  for  improvement  in  type-casting  machines.  The  claim 
reads  as  follows : 

3G.  In  a  type-mold  such  as  described,  provided  with  a  sectional  mold-blade 
and  In  combination  therewith  a  latch  mounted  \\\)o\\  one  mold-blade  section  In 
position  to  enpige  a  shouUh^r  on  the  other  section  when  their  casting-faces  are 
in  alinement,  and  an  actuating  connection  coupled  with  one  mold-blade  section. 

The  invention  of  the  application  is  descril)ed  by  the  Examiner  in 
the  following  words: 

The  invention,  ^enc^rally,  relates  to  tyi>e-castinp:  machines  wherein  it  is  ik>8- 
sible  to  cast  full-body  type  or  short  or  low  quads  and  spaces,  and  to  this  end 
the  mold-blado.  as  disclostHl  in  each  application,  is  divideil  longitudinally  into 
swtions,  an  upper  and  a  lower  section,  the  upper  sinrlion  resting  uiK>n  and 
capable  of  movement  independent  of  the  lower  stH-tion.  When  the  mold  is  em- 
ploy(Hl  for  casting:  full-body  or  character  type,  the  two  mold-st^ctions  are  main- 
tained in  a  fixed  relation  to  each  other  so  that  their  castinjr-faces  will  be  in 
the  same  plane,  l)ut  when  short  or  low  (piads  and  spaces  are  recpdred  the  sec- 
tions are  uncoupled  so  as  to  be  capal)Ie  of  inde|)endent  movement,  the  one  to 
cut  off  or  close  the  matrix  end  of  the  mold,  and  the  other  to  measure  the  width 
of  the  mold-cavity  below  or  in  rear  of  the  cut-otT. 

By  the  Examiner's  decision,  claims  82,  33,  34  and  35,  as  well  as  36, 
of  the  appellants'  application  were  rejected.  On  appeal  to  the  Ex- 
aminers-in-Chief,  he  was  reversed  as  to  all  but  No.  «3G.  Their  decision 
was  in  turn  ailirmcd  hv  the*  Commissioner.  It  appears  from  the  rec- 
ord that  there  had  been  several  interferences  in  the  Patent  Office  re- 
lating to  applications  for  improvements  in  type-casting  msichines. 
to  some  of  which  the  appellants  were  parties.  One  Eschinger,  one 
of  the  parties  to  one  of  the  proceedings,  it  seems,  had  a  claim  sub- 
stantially the  same  as  No.  3().  In  those*,  i)roceedings  the  Examiner 
refuscnl  to  dissolve  the  interference  in  which  Eschinger  was  a  party, 

1  the  ground  that  the  original  disclosure  in  the  appellants'  applica- 
1  did  not  otfer  a  sufficient  basis  for  the  structure  as  embodied  in  the 
«  in  interference. 
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April  21,  1905,  by  amendment  the  appellants  presented  the  afore- 
mentioned claims,  32  to  36  inclusive.  The  description  in  their  orig- 
inal application,  on  which  these  claims  are  founded,  is  the  following : 

The  cross-pin  12  through  which  motion  is  transmitted  from  slide  2  to  the 
mold-blade,  in  dimensioning  the  mold,  is  utilized  for  efifecting  this  shifting  of 
the  sections  one  ui)on  the  other,  to  which  end  said  cross-pin  is  rendered  movable 
in  its  bearings  and  caused  to  act  ui)on  the  upper  section  10,  to  advance  and  re- 
tract it  as  desired.  In  the  present  embodiment  the  cross-pin  12  is  longitudinally 
movable  and  is  formed  in  cross-section  with  a  straight  section  13  riding  in  a  slot 
14  in  the  lower  mold-blade  section  11,  and  a  flanged  or  cam  section  15  riding  in 
a  slot  16  in  the  upi)er  section  10. 

The  settled  limitation  upon  the  amendment  of  applications  in  re- 
spect of  claims  is,  that  there  must  be  a  basis  for  them  in  the  descrip- 
tion and  specifications  of  the  application  as  originally  filed.  {In  re 
Dilg,  C.  D.,  1905,  620;  115  O.  G.,  1067;  25  App.  D.  C,  9.)  The  bur- 
den is  upon  the  appellants,  thei'efore,  to  show  that  this  claim  36, 
which  is  the  only  one  now  in  issue,  was  within  the  description  afore- 
said. There  was  a  difference  between  the  decision  of  the  Examiners- 
in-Chief  and  the  Commissioner  as  regards  the  latch  mechanism  in  the 
mold-board  section.  He  sustained  their  decision  denying  the  claim, 
however,  making  the  following  statement : 

I  am  not  convinced,  however,  that  the  latch  may  be  considered  as  being 
**  mounted  upon  one  mold-blade  section,"  as  stated  in  this  claim.  The  latch  or 
cross-pin  is  described  by  applicants  as  "  ♦  ♦  ♦  movable  in  its  bearings  and 
caused  to  act  upon  the  upi)er  section  10,  to  advance  and  retract  it  as  desired. 
In  the  present  embodiment  the  cross-pin  12  is  longitudinally  movable  and  is 
formed  in  cross-section  with  a  straight  section  13  riding  in  a  slot  14  in  the  lower 
mold-blade  section  11." 

It  seems  clear  from  applicants'  disclosure  that  the  bearings  for  the  latch  are 
formed  in  the  arms  of  the  slide  2  and  the  straight  section  13  of  the  latch  merely 
rides  in  the  slot  in  the  mold-blade.  Manifestly,  the  latch  is  "  mounted  upon  " 
the  slide  and  not  on  the  mold-blade,  as  required  by  this  claim. 

The  ambiguity  in  the  description  in  the  application  as  applied  to 
this  particular  mechanism,  is  apparently  due  to  the  fact  that  this 
claim  was  not  in  mind  when  the  application  was  prepared,  and  has 
been  suggested  by  the  claim  of  a  conflicting  application.  Without 
going  into  the  question  at  length,  we  think  it  sufficient  to  say  that  we 
are  satisfied  with  the  statement  which  has  been  quoted  above  from 
the  Commissioner's  decision.  The  expression  "  mounted  upon  "  seems 
to  have  an  ordinary  meaning  in  machine  construction.  The  thing 
mounted  upon  another  must  be  borne  or  supported  by  it.  Mere  riding 
in  or  over  another  in  a  slot  for  the  purpose,  although  operating  in 
connection  therewith,  is  not  equivalent  to  being  mounted  thereon. 

Finding  no  error  in  the  decision  rejecting  claim  36,  it  will  be  af- 
firmed. It  is  ordered  that  the  clerk  certify  this  decision  to  the  Com- 
missioner of  Patents,  as  required  by  law.    Affirmed. 
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[Court  of  Appeals  of  the  District  of  CoIambU.] 

In  re  Volkmann  and  Tsuax. 
Decided  December  -J,  1906. 
(126  O.  G..  2503.) 

PaTEXTABILTTY — NON-IXVENTION — CARRYING  FORWARD  Jky  OlD  IDEA. 

Where  the  i>rior  art  disclosed  a  train  of  gearing  positively  connecting 
the  hour,  minute,  and  second  hands  of  a  time  mechanism,  whereby  the  ro- 
tation of  one  would  cause  the  proper  relative  movement  of  the  others,  and 
it  also  disclosed  a  winding  and  setting  mechanism  controlling  the  proper 
relative  rotation  of  the  minute  and  hpur  hands,  it  did  not  amoant  to  in- 
vention to  insert  an  additional  gear  and  pinion  in  the  latter  mechanism  to 
secure  the  proi>er  ix)sition  of  the  second-hand  with  relation  to  the  minate' 
and  hour  hands  ui)on  or>eratiou  of  the  setting  mechanism. 

Mr,  Pc.vnj  B.  Turpin  for  the  appellant. 

Mr,  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

McCoMAS,  ./.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
(C.  D.,  1906,  372;  124  O.  G.,  1843,)  refusing  to  issue  a  patent  to  the 
appellants  upon  certain  alleged  improvements  in  timepieces.  The 
appellants'  specification  states  that  the  alleged  invention  relates  to 
watches,  clocks  and  like  timepieces  and  its  object  is  to  provide  certain 
new  and  useful  improvements  in  timepieces  whereby  the  second-hand 
can  be  set  from  the  stem  and  at  any  point  desired  and  the  second-hand 
agrees  at  all  times  with  the  minute-hand.  The  appellants  have  set 
forth  so  much  of  tlic  structure  sliown  and  described  as  in  their  view 
constitutes  their  alleged  invention,  in  seven  claims.  Each  of  the  three 
tribunals  of  the  I^atent  Office  have  rejected  the  claims,  deciding  that 
none  of  them  involve  patentable  invention  in  view  of  the  state  of  the 
art.    The  seven  claims  are  as  follows: 

1.  In  a  stoni-sottiuK  tiniopioi^o,  the  combination  of  a  gear-wheel  forming  a 
part  of  a  dial-train,  niinuto-hand  arbor,  a  pinion  s(»cured  on  said  arbor  and 
nu'sbinK  witb  the  ^ear-wlKH^l  of  the  dial-train,  an  arbor,  a  pinion  loose  on  the 
arbor  and  carrying  a  jroar-wliwl.  a  sin-ond  pinion  on  the  arbor  and  carrying  a 
s(K'ond-band.  an  intcnnediatc  gear  uicsliing  with  ibe  first-named  pinion  of  the 
said  arbor  and  tlu*  i>inioii  of  the  minute-hand  arbor,  and  a  loosely-mounted 
pinion  niosbing  with  the  gcar-wb(H»l  carrietl  by  the  pinion  on  the  second  arbor 
an<l  carrying  a  gcar-whiH»l  nu^sbing  with  the  second-hand  pinion. 

2.  In  a  stem-sotting  tiniopicK-e,  the  combination  of  a  gear-wheel  carrying  a 
pinion  and  fr)rniing  a  part  of  a  dial-train,  a  minute-hand  arbor,  a  pinion  secured 
to  the  arbor  and  niosbing  with  tbo  gear-wheel  of  the  dial-train,  an  hour-hand 
goar-wluH'l  looso  on  tbo  niinnto-band  arbor  and  meshing  with  the  pinion  carried 
by  tbo  g(»ar-wbool  of  tbo  dial-train,  a  Sivond  arbor,  a  pinion  loose  on  the  arhor 
and  carrying  a  goar-wbool,  a  8oc(»nd-band  pinion  also  on  the  said  second  arbor. 
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an  intermediate  gear  between  the  pinion  of  the  minute-hand  arbor  and  the 
pinion  of  the  second  arbor  carrying  the  gear-wheel,  and  a  loose  pinion  meshing 
with  the  gear-wheel  of  the  second  arbor  and  carrying  a  gear-wlieel  meshing 
with  the  second-hand  pinion. 

3.  In  a  stem-setting  timepiece,  the  combination  of  the  minute-hand  arbor,  a 
pinion  secured  thereto,  a  gear-wheel  loose  on  the  arbor,  a  gear-wheel  meshing 
with  the  pinion  of  the  said  arbor  and  forming  part  of  a  dial-train,  said  gear- 
wheel being  provided  with  a  pinion  meshing  with  the  gear-wheel  of  the  arbor,  a 
setting  mechanism  for  the  said  gear-wheel,  a  pinion  carrying  a  second-hand, 
and  gearing  between  the  said  pinion  and  the  pinion  on  the  minute-hand  arbor. 

4.  In  a  stem-setting  timepiece,  the  combination  of  a  gear-wheel  forming  a  part 
of  a  dial-train,  a  setting  mechanism  for  the  said  gear-wheel,  n  minute-hand 
arbor,  a  pinion  secured  on  said  arbor  and  meshing  with  the  gear-wheel  of  the 
dial-train,  an  arbor,  a  pinion  Idbse  on  the  arbor  and  carrying  a  gear-wheel,  a 
second  pinion  on  the  arbor  and  carrying  a  second-hand,  an  intermediate  gear 
meshing  with  the  first-named  pinion  of  the  said  arbor  and  the  pinion  of  the 
minute-hand  arbor,  and  a  loosely-mounted  pinion  meshing  with  the  gear-wheel 
carried  by  the  pinion  on  the  second  arbor  and  carrying  a  gear-wheel  meshing' 
with  the  second-hand  pinion. 

5.  In  a  stem-setting  timepiece,  the  combination  of  a  gear-wheel  carrying  a 
pinion  and  forming  a  part  of  a  dial-train,  a  setting  mechanism  for  the  said  gear- 
wheel, a  minute-hand  arbor,  a  pinion  secured  to  the  arbor  and  meshing  with  the 
gear-wheel  of  the  dial-train,  an  hour-hand  gear-wheel  loose  on  the  minute-hand 
arbor  and  meshing  with  the  pinion  carried  by  the  gear-wheel  of  the  dial-train, 
a  second  arbor,  a  pinion  loose  on  the  arbor  and  carrying  a  gear-wheel,  a  second- 
hand pinion  also  on  the  said  second  arbor,  an  Intermediate  gear  between  the 
pinion  of  the  minute-hand  arbor  and  the  pinion  of  the  second  arbor  carrying  the 
gear-wheel,  and  a  loose  pinion  meshing  with  the  gear-wheel  of  the  second  arl)or 
and  carrying  a  gear-wheel  meshing  with  the  second-hand  pinion. 

6.  In  a  stem-setting  timepiece,  the  combination  of  a  setting  mechanism  Includ- 
ing a  pinion,  a  gear-wheel  forming  a  part  of  a  dial-train  and  with  which  the 
pinion  of  the  setting  mechanism  is  adapted  to  mesh,  a  pinion  carried  by  the  gear- 
wheel, a  minute-hand  arbor,  a  pinion  secured  to  the  arbor  and  meshing  with 
the  gear-wheel  of  the  dial-train,  an  hour-hand  gear-wheel  loose  on  the  minute- 
hand  arbor  and  meshing  with  the  pinion  carried  by  the  gear-wheel  of  the  dial- 
train,  a  second  arbor,  a  pinion  loose  on  the  arbor  and  carrying  a  gear-wheel,  a 
second-hand  pinion  also  on  the  said  second  arbor,  an  Intermediate  gear  between 
the  pinion  of  the  minute-hand  arbor  and  the  pinion  of  the  second  arbor  carrying 
the  gear-wheel,  and  a  loose  pinion  meshing  with  the  gear-wheel  of  the  second 
arbor  and  carrying  a  gear-wheel  meshing  with  the  second-hand  pinion. 

7.  In  a  stem-setting  timepiece,  the  combination  of  a  setting  mechanism  includ- 
ing a  pinion,  and  a  train  of  gearing  forming  a  part  of  a  dial-train  for  operating 
the  minute,  hour,  and  second  bands  and  with  the  first  wheel  of  which  the  pinion 
of  the  setting  mechanism  is  adapted  to  mesh,  whereby  provision  Is  made  for 
causing  the  second-hand  to  move  at  all  times  In  unison  with  the  minute-hand, 
whether  the  watch  is  running  or  is  being  set. 

Upon  this  appeal,  appellants  do  not  appear  to  insist  upon  claims 
3  and  7.  Concerning  claim  7,  the  Examiners-in-Chief  remark  that 
there  is  no  invention  in  adding  a  setting  mechanism  such  as  shown 
in  the  patent  to  Thommen  to  the  clock  mechanism  shown  in  Crook's 
patent.    And  the  mechanism  covered  by  claim  3  except  for  the  set- 
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ting  niechafiism  is  shown  in  the  Crook  patent  and  it  does  not  appear 
inventive  to  apply  a  setting  mechanism  to  Crook's  device. 

Four  patents  were  cited  as  references  and  the  patent  of  Crook  ap- 
peared to  all  the  tribunals  to  be  an  anticipation  of  the  mechan- 
ism defined  in  appellants'  claims  for  Crook's  patent  discloses  the 
positive  gear  connection  between  the  minute-hand  and  the  second- 
hand. 

Now^  the  Crook  patent  for  an  electric  clock,  shows  a  clock  in  which 
the  minute,  hour  and  second  hands  are  so  connected  by  a  system  of 
gears  and  pinions,  substantially  the  same  system  as  that  of  the  appel- 
lants, as  to  cause  each  of  the  three  hands  to  rotate  at  the  proper 
speed  relatively.  To  set  any  one  of  the  hands  of  the  clock  is  to  set 
each  of  the  other  hands.  The  Thommen  patent  shows  a  watch  wjth 
a  stem  setting  and  winding  mechanism,  for  the  minute  and  hour 
hands  substantially  the  same  as  that  of  the  appellants.  In  the  case 
before  us,  claim  1  covers  the  train  of  gearing  connecting  the  second 
and  minute  hands,  and  claim  2  covers  the  gearing  connecting  the 
minute-hand  with  the  hour-hand.  By  inserting  an  additional  gear 
and  pinion  wheel  in  a  train  of  such  wheels  arranged  to  transmit  mo- 
tion the  appellant  has  not  achieved  invention,  and  the  Commissioner 
believes  that  the  appellants'*  device  possesses  no  particular  advantage 
over  that  of  Crook.  The  remaining  claims  include  in  addition  to  the 
mechanism  covered  by  claims  8  and  7  the  intermediate  gear  and  the 
pinion  and  gear  wheel  as  a  part  of  the  train  of  gearing.  IMiile  the 
specific  detail  of  the  train  of  gears  connecting  the  pinion  of  the  min- 
ute-hand with  the  second-hand  does  not  appear  in  the  reference  cited, 
the  Patent  Officer  tribunals  are  unanimous  in  the  opinion  that  it  re- 
quired no  more  than  the  skill  of  a  mechanic  familiar  with  clock  and 
w^atch  making  to  j)rovide  the  needed  pinions  and  gears  of  proper 
size  and  the  necessary  number  of  teeth,  arranged  in  relation  to  each 
other,  so  as  to  include  the  mechanism  within  the  desired  dimensions. 
The  appellants'  application  is  not  limited  and  may  be  applied  to  a 
clock  or  to  a  watch.  The  opinions  cited  by  appellants'  counsel  state 
legal  propositions  to  which  we  may  give  our  assent.  None  of  them, 
however,  remove  the  chief  difficulty,  which  is  that  the  particular 
claims  before  us  fail  to  disclose  invention  when  compared  with  the 
state  of  the  art  disclosed  by  the  patents  of  Crook  and  Thommen. 

The  decision  of  the  Connnissioner  of  Patents  lf$  herehy  a^rm/^d 
and  this  opinion  will  he  certified  to  the  Commissioner  of  Patents 
in  accordance  with  law. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

SOBEY  V.  HOLSCLAW. 

Decided  June  6,  1906. 

(126  O.  G^  3041.) 

1.  intebfebence  —  dissolution  —  appeal    fbom     affirmative    decision    on 

Patentability. 
Neither  the  rules  of  the  Patent  Office  nor  any  section  of  the  Revised 
Statutes  provide  for  nor  permit  api>eal8  from  a  decision  rendered  ui)on 
a  motion  for  dissolution  affirming  the  imtentabiiity  of  the  issue.     {Allen 
V.  Lowry,  C.  D.,  1905,  643;  116  O.  G.,  2253.) 

2.  Same — ^Appeal  on  Priority — Patentability  of  Issue. 

Where  the  patentability  of  the  claims  of  an  interference  issue  has  been 
favorably  passed  upon  by  the  Primary  Examiner  ex  parte  and  also  inter 
partes  upon  a  motion  to  dissolve,  from  whose  affirmative  decision  in  the 
latter  case  no  right  of  direct  appeal  is  given  either  by  the  patent  statutes 
or  the  rules  of  the  Patent  Office,  and  both  the  Examiner  of  Interferences 
and  the  Examiners-In-Chief  have  refused  to  direct  the  attention  of  the 
Commissioner,  under  Rule  126,  to  the  fact  that  the  claims  were  unpatent- 
able, it  cannot  be  successfully  maintained  that  the  Commissioner  of  Pat- 
ents decided  the  question  of  priority  without  first  determining  and  decid- 
ing that  the  subject-matter  was  patentable. 
S.  Same — Same — Review  by  Commissioner  of  Decision  of  Examiner  on  Pat- 
entability OB  Right  to  Make  Claims. 

The  Primary  Examiners,  who  are  given  statutory  authority  to  decide 
questions  of  patentability,  are  under  the  supervision  of  the  Commissioner, 
and  it  would  seem  to  be  not  only  his  right  but  his  duty  to  correct  any  mani- 
fest error  committed  by  any  of  the  Primary  Examiners  relative  to  the  pat- 
entability of  a  supposed  Invention  or  of  the  right  of  an  applicant  to  claim 
it  whenever  such  error  was  called  to  his  attention.  To  warrant  any  action 
on  his  part  In  such  a  case,  the  error  must  be  so  gross  that  It  would  be  a 
wrong  to  the  public  to  permit  a  patent  to  Issue.  It  manifestly  should  not 
be  based  upon  a  mere  difference  of  opinion. 

I.  Same — Same — Adoption  by  Commissioner  of  Views  of  Subordinate  Tri- 
bunals. 
Where  the  question  of  the  patentability  of  the  claims  of  the  Issue  has 
been  repeatedly  raised  before  the  subordinate  tribunals  of  the  Patent  Office 
and  Is  again  raised  ui)on  api)feal  to  the  Commissioner  on  priority,  the  adop- 
tion by  the  Commissioner  of  the  views  of  the  subordinate  tribunals  is  a 
sufficient  determination  by  him  of  the  question  so  far  as  It  Is  necessary  to 
be  determined  In  an  Interference  proceeding. 

5.  Same — Same — Consideration  of  Patentability  by  Court. 

Where  the  Primary  Examiner  has  held  claims  to  be  patentable  and  the 
Examiner  of  Interferences  and  the  Examlners-in-Chief  have  omitted  or 
declined  to  call  the  attention  of  the  Commissioner  to  the  unpatentability  of 
the  issue  or  where  the  Commissioner  has  declined  to  review  the  decision  of 
the  Primary  Examiner  after  his  attention  has  been  called  to  the  alleged 
unpatentability  of  the  issue,  the  Court  of  Appeals  of  the  District  of  Colum- 
bia should  hold  the  (juestlon  of  patentability  to  be  settled,  except  in  an 

301M>7— li.  Doc.  470.  (H)  l :iO 


466      DECISIONS  OF  THE  UNITED  STATES  COURTS  IN  PATENT  CASES. 

extraordinary  cane.  The  Htatute  does  not  provide  for  an  appeal  to  tbe 
court  from  a  ruling  by  the  Commissioner  or  of  any  subordinate  tHbnnala 
affirming  the  patentability  of  a  claimed  invention.  It  Is  only  from  a  deci- 
sion adverse  to  the  patentability  of  a  claim  that  an  appeal  will  lie. 

6.  Issues — Construed  in  Light  of  Application  First  Contaihiho  Them. 

Since  the  claims  of  an  interference  issue  are  to  be  construed  in  tbe  li^ht 
of  the  application  of  the  inirty  first  making  them,  it  would  be  manifestly 
lmproi)er  for  the  Commissioner  of  Patents  to  read  into  them  for  any  par- 
pose  limitations  not  disclosed  in  the  application  of  such  party. 

7.  Jurisdiction — Court  of  Appeals  of  District  of  Columbia — Control  Over 

Procedure  I^kfork  <.'om%iiksioner. 
On  an  api>eal  from  the  Commissioner  of  Patents  to  the  Court  of  Appeals 
of  the  District  of  Columbia  on  the  question  of  priority  of  invention 
the  court  has  no  iM)wer  to  hold  tliat  the  Commissioner  has  committed  an 
error  for  which  a  case  should  be  reversed  because  of  a  claim  tliat  be  refused 
to  permit  counsel  to  be  heard  in  supi)ort  of  a  given  c*ontention.  Tbe  court 
cannot  in  such  a  proceeding  control  his  action  in  a  discretionary  matter 
such  as  the  extent  of  oral  argument  he  will  i)ermit  at  a  hearing  of  an  inter- 
ference. 

8.  Jurisdiction  of  Commissioner  After  Appeal  to  Court  on  Priority. 

After  a  decision  of  the  court  of  api>eals  on  the  question  of  priority  tlie 
Commissioner  of  I'ateuts  may  refuse  a  patent  to  the  successful  interferant. 

Mr.  George  P,  Fisher^  Jr,^  Mr.  Percy  B,  Ilillsj  and  Mr.  Melville 
Church  for  Sobey. 

Mr,  E.  M,  Kitchin  and  Mr,  E,  T,  Fenwirk  for  Holsclaw. 

DUELL,  J. : 

This  case  conies  to  us  upon  an  appeal  from  the  decision  of  the  Com- 
missioner of  Patents  (C.  D.,  1905,  52:^:  119  O.  G.,  1J^22,)  awarding 
priority  of  invention  to  Holsclaw  of  certain  improvements  in  planters 
which  are  set  forth  in  the  following  issues: 

1.  In  a  plnnter.  a  cnltivntor  and  a  seed-droppor,  and  a  verticallj'-moval)le  l»ar 
capable  of  lifting  both  said  cultivator  and  the  sjiid  drnpi)er. 

2.  A  seed-planter,  conipriKlnjc  a  8eed-dn)pi>iiij^  mechanism,  a  reciprocating 
standard  carryinj^  a  furrow-opener  in  front  of  the  sjinie.  means  for  raising  and 
lowering  the  said  standard  and  fnrrow-o]»ener  sinuiltaneonsly,  said  means  also 
ofierating  to  raise  the  seed-dropping  mechanism  out  of  operative  i)osition. 

\\.  A  s<?ed-planter  provided  with  a  reciprocating  vertically-adjustable  standard. 
antifriction  means  for  guiding  the  same  in  its  movement  and  yet  callable  of 
exerting  a  pull  upon  the  same,  and  means  engaging  the  standard  for  raising 
and  lowering  it. 

4.  A  Kee<l-planter  provided  with  a  vertically-movable  se<Hi-dropping  median- 
ism,  a  chute  tlierefor,  a  soil-prejMiring  nuM-hanisni.  a  rwiprocating  standard 
carrying  the  sjime,  a  draw-bar  engaging  siiid  standanl.  and  means  for  adjusting 
the  standard  vertically  witli  re8i)ect  to  said  draw-bar. 

5.  A  s<»ed-planter  provided  with  a  recipHK-ating  vertically-adjustable  standard, 
antifriction  in<Nins  for  guiding  the  siime  in  its  movements  and  means  for  raising 
and  lowering  the  sjiid  standard. 

'*>  A  i>lanter  comi)rising  a  rigid  frame.  pivot<Hl  frames  carried  thereby,  a 
ler  carried  l)y  one  of  sahl  pivotetl  frames,  covering  means  carried  by  tbe 
T  pivoted  frame  and  means  for  e\evaU\\^  one  \Avoted  frame  whereby  tbe 
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pivoted  frame  carrying  the  seeder  will  also  be  elevated  for  interrupting  the 
operation  of  the  seeder. 

7.  In  a  seeding-machine,  the  combination  of  a  main  frame  supported  on  the 
carrying-wheels,  a  supplemental  frame  pivoted  to  the  main  frame  and  extending 
rearwardly  of  such  pivotal  connection,  a  furrow-opener,  and  a  seed-box  and 
covering-shovels  adapted  to  be  elevated  when  said  supplementary  frame  is 
elevated,  and  a  sweep  supported  in  advance  of  said  furrow-opener  and  in  line 
therewith. 

8.  In  a  seed-machine,  the  combination  of  a  main  frame,  a  supplementary 
traxne  pivotally  connected  therewith,  and  free  to  swing  vertically  therein,  a 
farrow-opener,  a  seedbox  adapted  to  be  moved  when  the  frame  is  swung  upon 
its  pivot,  covering-shovels  carried  by  said  supplementary  frame,  and  a  sweep 
arranged  in  advance  of  the  furrow-opener. 

The  record  discloses  that  Holsclaw,  the  senior  party,  filed  his  ap- 
plication September  10,  1903,  while  that  of  Sobey,  the  junior  party, 
was  not  filed  until  June  22,  1904.  The  issues  are  claims  made  by 
Holsclaw  and  suggested  by  the  Primary  Examiner  to  Sobey,  who 
filed  an  amendment  to  his  application  incorporating  therein  the  sug- 
gested claims  as  claims  44  to  51  inclusive.  In  filing  this  amendment 
Sobey  stated  that  he  did  so — 

Without  prejudice  to  our  right  to  make  motion  for  dissolution  of  the  interfer- 
ence, when  declared,  should  careful  search  and  study  show  that  the  proposed 
claims  (1)  are  unpatentable  for  lack  of  novelty  or  (2)  raise  no  real  conflict, 
as  applied  to  the  rival  devices  taken  in  conjunction  with  other  inventions  ex- 
isting prior. 

The  interference  having  been  declared,  and  the  preliminary  state- 
ments filed  and  opened,  it  was  found  that  Sobey  had  failed  to  over- 
come Holsclaw's  record  date  so  that  the  Examiner  of  Interferences, 
in  conformity  with  the  rules  of  the  Patent  Office  thereto  pertaining 
notified  the  parties  that  unless  Sobey  should  show  good  and  sufficient 
cause  before  a  given  date  judgment  on  the  record  would  be  ren- 
dered against  him. 

Thereupon  Sobey  moved  to  dissolve  the  interference  upon  the 
grounds  that,  no  interference  in  fact  existed,  irregularity  in  its  dec- 
laration which  would  prechule  a  proper  determination  of  the  ques- 
tion of  priority,  that  the  issues  were  unpatentable,  and  that  Holsclaw 
had  no  right  to  make  the  claims.  The  motion  was  referred  to  and 
heard  by  the  Primary  Examiner,  who  filed  an  opinion  specifically 
passing  upon  each  ground  upon  which  the  motion  was  based.  He 
denied  the  motion  save  as  to  count  5  which  he  held  to  be  unpatent- 
able in  view  of  a  prior  patent.  From  this  decision  an  appeal  was 
taken  to  the  Commissioner  of  Patents  upon  grounds  stated  in  the 
latter's  opinion,  which  also  gives  his  reasons  for  affirming  the  de- 
cision of  the  Primary  Examiner.    The  Commissioner  said : 

The  grounds  upon  which  this  appeal  is  taken  are  that  the  Examiner  erred 
in  holding  that  there  has  been  no  such  irregularity  in  declaring  the  interfece^xc^ 
as  to  preclude  the  proper  determination  of  the  queBtVon  ol  i^tVotW.^  ,  ^xvdi  \>[^\. 


468      DECISIONS  OF  THE 'UNITED  STATES  COURTS  IN  PATENT  CASES. 

interference  in  fact  exists  between  tlie  inventions  claimed  in  the  resiiective 
applications. 

Considering  tlie  question  of  interference  in  fact,  it  is  found  that  both  inven- 
tions relate  to  improvements  in  the  tyi>e  of  agricultural  implements  known  as 
planters.  The  machines  disclosed  by  the  resiHJCtive  parties  to  this  interference^ 
though  differing  in  details  of  construction,  are  practically  identical  as  to  their 
main  features,  and  they  are  used  to  accomplish  the  same  puri)ose.  The  luven- 
lions  defined  in  the  counts  of  the  issue  cover  the  general  combinations  of  ele- 
ments and  are  not  limited  to  the  specific  details  which  constitute  the  difl'erences 
lK»tween  the  machines.  The  Examiner  in  his  dwision  has  set  forth  very  spe- 
cifically the  structures  of  the  two  madiines  and  had  also  correctly  stated  the 
functions  which  are  accomplished  in  oi>erating  the  meclianisms  claimed.  A 
comiiarison  of  the  counts  of  the  issue  with  the  disclosures  in  both  applications 
makes  it  clear  tliat  these  counts  have  the  same  meaning  when  applied  to  each 
structure,  and,  consequently,  there  is  an  interference  in  fact  The  reasons  for 
this  conclusion  have  been  clearly  stated  by  the  Examiner  in  his  decision  and  to 
state  them  again  would  be  mere  repetition  of  what  lias  already  been  well  said. 
No  irregularity  api)ears  in  the  declaration  of  the  interference  and  none  has  been 
IK>inted  out  by  the  api>ellant 

It  will  be  noted  that  no  appeal  was  taken  from  the  Examiner's 
decision  holding  the  issues,  save  the  fifth,  to  be  patentable  and  that 
Holsclaw  had  a  right  to  make  the  claims.  Neither  the  rules  of  the 
Patent  Office  nor  any  section  of  the  Revised  Statutes  provide  for  nor 
permit  such  appeals.  {Allen  v.  Lowry^  C.  D.,  1905,  643;  116  O.  G., 
2253.) 

The  interfei'ence  pi-oceedings  were  tliereupou  continued  bv  the  Ex- 
eminer  in  Interferences  who  awarded  priority  of  invention  of  all  of 
the  issues,  save  the  one  formerly  declared  unpatentable,  to  Holsclaw. 
Thereupon  Sobey  moved  the  Examiner  of  Interferences  to  vacate  the 
judgment  in  Holsclaw's  favor,  to  suspend  the  proceedings  and  to 
direct  the  attention  of  the  Commissioner  of  Patents  to  ceitain  reasons 
why  the  interference  should  be  dissolved.  These  reasons  again  at- 
tacked the  patentability  of  the  issues.  This  motion  was  stated  to  be 
made  under  the  authority  of  Patent  Office  Rule  126  which  in  sub- 
stance pi'ovides  that  the  Examiner  of  Interferences  or  the  Board  of 
Examinei"s-in-Chief,  either  before  or  in  their  decision  on  the  ques- 
tion of  priority,  may  direct  the  attention  of  the  Commissioner  to  any 
matter  not  relating  to  priority  which  may  have  come  to  their  notice, 
and  which,  in  their  opinion,  establishes  the  fact  that  no  interference 
exists,  or  that  there  has  l)een  irregularity  in  declaring  the  same,  or 
which  amounts  to  a  statutory  bar  to  the  grant  of  a  patent  to  either 
of  the  parties  for  the  claim  or  claims  in  interference. 

The  Interference  Examiner  in  denying  the  motion  said : 

The  matters  now  set  up  as  anticipating  the  issue  were  not  called  to  the  atten- 
tion of  the  Examiner  of  Interferences  before  the  dtvision  on  priority  and  not 
until  the  limit  of  appeal  from  said  decision  has  nearly  cxpirtHl.  Tlie  authority 
of  the  Examiner  to  act  n|)on  these  matters  under  the  rule  is  therefore  doubtfnl. 
'^owever,  no  ink^ful  puriJOse  would  be  aecou\\»lisht»il  by  the  jxrant  of  the  present 
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motiou,  since  Sobey,  iu  ordor  to  preserve  his  rights,  must  take  his  apiJetil  on  tlie 
question  of  priority  to  the  Board  of  Examiuers-iu-Cliief.  He  may,  under  the 
rule,  direct  the  attention  of  the  £iXamin'ers-in-Chief  to  the  matters  alleged  to 
anticipate  the  issue,  thus  preventing  useless  delay. 

Appeal  was  then  taken  by  Sobey  to  the  Examiners-in-Chief  from 
the  Interference  Examiner's  decision  awarding  priority  to  Holsclaw. 
In  his  reasons  of  appeal  he  set  forth  that  the  Examiner  of  Interfer- 
ences erred  in  awarding  priority  to  Holsclaw  because  the  issues  were 
unpatentable,  and  clearly  so  when  construed  to  cover  Sobey's  con- 
struction. He  further  urged  that  the  Examiner  erred  in  failing  to 
direct  the  Commissioner  s  attention  under  Rule  126  to  the  unpatent- 
ability of  the  issues.  At  the  time  of  taking  this  appeal  he  filed  a 
petition  asking  them  before  any  decision  upon  the  question  of  priority 
to  call  the  attention  of  the  Commissioner  of  Patents  to  the  claimed 
fact  that  a  statutory  bar  (unpatentability  of  the  issues)  existed  to 
the  issue  of  a  patent  to  either  party. 

The  Examiners-in-Chief  after  a  hearing,  rendered  a  decision  hold- 
ing that  they  did  not  have  jurisdiction  to  consider  any  of  the  ques- 
tions raised  by  the  assignment  of  errors  save  that  of  priority.  They 
said  that  the  question  of  the  patentability  of  the  claims  was  r§8  ad- 
judicata  for  them  at  the  hearing  of  the  question  of  priority  of  inven- 
tion and  that  the  Commissioner  had  settled  the  question  of  interfer- 
ence in  fact. 

In  referring  to  the  petition  asking  them  to  direct  the  attention  of 
the  Commissioner  to  the  alleged  unpatentability  of  the  issues  as  pro- 
vided by  Rule  126  they  said : 

Rule  126  reads : 

"Examiner  of  Interference  or  the  Exa miner s-in-Ohief  may,  either  before  or 
in  their  decision  on  the  question  of  priority  ♦  *  ♦  direct  the  attention  of 
the  CJommissioner  ♦  ♦  ♦  to  any  ground  for  rejection  of  the  claims  which 
are  the  counts  of  the  issue." 

It  is  not  necessary  to  decide  whether  the  rule  authorizes  the  Examiners-in- 
Chief  to  dii*ect  the  attention  of  the  Commissioner  to  their  opinion  on  such  a 
matter  and  to  refrain  from  deciding  the  question  of  priority  of  invention.  It  is 
enough  to  sjiy  that  it  is  left  to  their  discretion  whether  or  not  they  will  call 
the  attenion  of  the  Commissioner  to  any  such  matter,  and  that  their  opinion 
should  be  certain  and  i)eyond  doubt  in  order  to  enable  them  to  so  act. 

We  have  considered  the  question  which  we  have  been  i>etitioned  to  conshler, 
in  view  of  the  patents  cited  by  Sobey  to  sustain  his  contention  against  the 
claim  and  of  the  decision  of  the  Principal  Examiner  and  decline  to  express 
the  opinion  that  tlM»  counts  of  the  Issue  are  unpatentable. 

Appeal  was  duly  taken  to  the  Commissioner  of  Patents,  and  at  the 
same  time  he  was  petitioned  to  dissolve  the  intereference  because 
the  issues  were  anticipated  by  the  patents  of  the  prior  art,  and  be- 
cause they  could  only  l>e  held  patentable  by  reading  into  them  fea- 
tures of  construction  not  found  in  Holsclaw's  application,  but  dis- 
closed in  Sobey's.    In  passing  it  may  be  said  tViat  \5i^  \)ftfe  \ss5v\ft^  ^^^^ 
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claims  originally  made  by  Holsclaw,  and  therefore,  as  we  have  re- 
peatedly held,  in  such  case  the  issues  are  to  be  construed  in  the 
light  of  the  application  of  the  party  making  them,  it  would  be  mani- 
festly improper  for  the  Commissioner  of  Patents  to  read  into  them, 
for  any  purpose,  limitations  not  disclosed  in  the  application  of  the 
party  first  making  the  claims.  Holsclaw's  attorneys  moved  to  dis- 
miss the  petition. 

The  Commissioner  affirmed  the  decision  of  the  Examiners-in-Chief 
awarding  priority  of  invention  of  Holsclaw  and  at  the  same  time 
dismissed  Sobey's  petition  for  reasons  stated  in  his  opinion  decid- 
ing the  question  of  priority. 

The  Commissioner  in  reviewing  the  case  said : 

It  appears  that  the  dates  of  inventioD  alleged  by  Sobey  in  his  preliminary 
statement  are  insufficient  to  overcome  the  case  established  for  Holsclaw  by 
the  filing  date  of  his  application  and  that  Sobey  can  therefore  make  no  contest 
upon  the  question  of  priority  of  invention.  That  he  can  make  no  farther  contest 
upon  priority  is  conceded  by  Sobey,  who  admittedly  took  his  appeal  to  the  Ejl- 
aminers-in-Chief  from  the  decision  of  the  Examiner  of  Interferences  upon  pri- 
ority of  invention  and  also  the  present  apixml  for  the  sole  puri)ose  of  attacking 
the  patentability  of  the  issue.  The  regular  pnK'edure  for  raising  the  question 
of  patentability  by  a  imrty  in  an  interference  proceeding  is  by  motion  under 
Rules  114  and  122.  Such  motion  was  made  by  Sol)ey,  and  his  contention  that 
the  issues  are  not  patentable  was  considered  thereon  by  the  Primary  Elxa miner 
in  connection  with  the  sjime  references  ui)<)u  which  Sobey  seeks  to  present  this 
contention  here.  The  Primary  Examiner  held  uiK)n  this  inter  parien  considera- 
tion, as  he  bad  previously  held  In  the  c.r  parte  prosecution  of  the  applications, 
that  the  Issues  were  imtentablo.  Well-established  iKilicy,  expressed  in  Rule  124, 
denies  the  right  of  api)enl  from  decisions  atfirming  the  iwtentability  of  claims. 
It  would  seem,  in  view  of  this  iK)licy  and  rule  and  in  view  of  Sobey*s  preliminao' 
statement,  that  Sobey's  opiM)rtunity  to  contest  the  right  of  Holsclaw  to  a  iiatent 
uiK)n  the  claims  in  issue  was  at  an  end  when  this  decision  of  the  Primary  Exam- 
iner appeared. 

However,  Kule  12(i  provides  that  the  Examiners-in-Chief  may,  either  before 
or  in  their  decision  on  the  question  of  priority,  direct  the  attenti<m  of  the  Com- 
missioner to  any  matter  not  relating  to  priority  which  may  have  come  to  their 
notice  and  which  In  their  opinion  amounts  to  a  statutory  bar  to  the  grant  of  a 
I>atent  to  either  of  the  parties  of  the  claims  in  interference.  Sol)ey  itetltitmed 
the  Examlners-ln-Chlef  to  take  action  under  this  rule  by  calling  attention  to 
the  fact  that  in  their  opinion  the  claims  are  not  patentable.  In  view  of  this 
l)etltlon,  the  Examiners-in-Chlef  did  include  in  their  dei'ision  ui)on  priority  the 
following  statement : 

"  We  have  considered  the  question  which  we  have  been  petltloneii  to  con- 
sider. In  view  of  the  patents  cited  by  Sobey  to  sustain  his  contention  against 
the  claim  and  of  the  decision  of  the  Principal  ICxaminer,  and  decline  to  express 
the  opinion  that  the  counts  of  the  issue  are  unpatentable.*' 

It  is  clear  to  my  mind  that  this  case  is  before  me  u|K)n  the  single  question  of 
the  priority  of  the  parties  with  regard  to  the  subject-matter  of  the  issue  and 
that  Sobey  having  ('on('e<hHl  that  he  Is  subseipient  to  Holsi^Iaw  In  the  i)Osse8sion 
of  this  matter  there  is  nothing  for  me  o  do  here  but  affirm  the  decision  of  the 
^a miner s-in-ChM  In  favor  of  Holsclaw.  It  Is  urged  that  there  c»an  be  no 
roper  decision  iijion  priority  of  Invention  v\u\\\  tW  vUvUus  in  controversy  have 
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been  determined  to  be  patentiible.  This  coutontion  doe8  not,  however,  uppeur 
to  have  any  application  in  the  present  case,  for  the  claims  in  issue  liave  been 
regularly  determined  to  be  patentable,  and  the  determination  was  a  final  one, 
so  far  as  the  necessity  for  a  basis  for  determination  of  priority  is  concerned. 
(C.  D.,  1905,  523;  119  O.  G.,  1922.) 

We  have  thus  fully  set  forth  the  proceedings  in  the  Patfent  Office 
because  they  show  that  the  questions  of  patentability  of  the  issues 
and  of  the  proper  construction- to  be  given  them  were  repeatedly 
called  to  the  attention  of  the  various  tribunals  and  as  fully  consid- 
ered as  the  rules  governing  tlie  proceedings  in  that  Office  permit. 
These  rules  are  presumably  made  to  conform  to  the  patent  statutes, 
have  been  in  force  for  many  years,  and  have  been  found,  in  the  main, 
to  give  satisfactory  results.  They  show  that  the  decision  of  the 
Primary  Examiner,  that  the  claims  which  are  the  issues  of  an  inter- 
ference are  patentable  and  that  all  the  parties  to  the  interference 
have  a  right  to  make  them,  is  final  when  rendered  after  the  hearing 
of  a  motion  to  dissolve  the  interference.  Furthermore,  the  rules 
provide  for  the  further  consideration  of  the  question  of  patentability. 

In  the  appeal  taken  to  this  court  from  the  decision  of  the  Commis- 
sioiier  of  Patents  awarding  priority  of  invention  to  Holsclaw  it  is 
asserted  on  behalf  of  Sobey  that  the  following  errors  were  committed : 

1.  In  deciding  priority  of  invention  in  favor  of  Wilford  H.  Holsclaw ; 

2.  In  deciding  iii)on  the  question  of  priority  of  invention  without  first  deter- 
mining and  deciding  that  the  subject-matter  of  the  interference  was  a  patent- 
able subject-matter; 

3.  In  not  dissolving  the  interference  (a) because  of  the  lack  of  imtentability 
In  the  subject-matter  thereof  and  (ft)  l)ecause  no  interference  in  fact  exists 
between  the  parties; 

4.  In  refusing  to  consider  or  decide  ui)on  the  patentability  of  the  subject- 
matter  of  the  interference; 

5.  In  refusing  to  permit  counsel  for  William  Sobey  to  be  heard  in  support  of 
the  contention  on  l>ehalf  of  Sobey  that  the  subject-matter  of  the  Interference 
is  not  a  patentable  subject-matter. 

That  the  first  assigned  error  is  not  well  founded  cannot  be  gainsaid, 
provided  the  issuas  set  out  a  patentable  invention  and  show  rival 
claimants  of  it.  Sobey  failed  to  overcome  Holsclaw's  record  date, 
and,  so  failing,  no  award  of  priority  can  be  made  in  his  favor. 

The  second  alleged  error  does  not  seem  to  us  well  founded  for  the 
reason  that  the  question  of  patentability  had  been  affirmatively  decided 
by  the  officer  expressly  authorized  by  law  to  decide  that  question,  and 
from  whose  favorable  decision  no  right  of  direct  appeal  is  given  by 
the  patent  statutes  or  the  rules  of  the  I^atent  Office  lawfully  promul- 
gated. The  Primary  Examiners,  who  are  given  statutory  authority 
to  decide  questions  of  patentability  are  under  the  supervision  of  the 
Commissioner  and  it  would  seem  to  be  not  only  his  right  but  his 
duty  to  correct  any  manifest  error  committed  by  any  of  the.  Pyvknscc^ 
Examiners  relative  to  the  patentability  of  a  sup\>cy!«^\\\N^w\Ao\\^  ^^  vA 
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the  right  of  an  applicant  to  claim  it  whenever  such  error  was  called 
to  his  attention.  To  warrant  any  action  on  his  part  in  such  a  case 
the  error  must,  we  think,  be  so  gross  that  it  would  be  a  wrong  to  the 
public  to  permit  a  patent  to  issue.  It  manifestly  should  not  be  based 
upon  a  mere  difference  of  opinion.  The  rules  of  the  Patent  OflBce, 
as  we  have  seen,  provide  means  by  which  the  Examiner  of  Inter- 
ferences and  the  Examiners-in-Chief,  can,  in  an  interference  pro- 
ceeding, express  their  opinion  upon  the  question  of  the  patentability 
of  the  issues  of  an  interference  and  upon  kindred  questions.  In  the 
case  at  bar  not  only  did  the  Primary  Examiner  pass  upon  the  question 
of  patentability  and  of  the  right  of  Holsclaw  to  make  the  claims  in 
controversy,  ex  parte^  but  also  in  inter  partes  proceedings.  Further- 
more the  Exiaminer  of  Interferences  and  the  Examiners-in-Chief  had 
their  attention  called  to  these  questions,  and,  in  declining  to  call  the 
attention  of  the  Commissioner  of  Patents  to  the  alleged  unpatenta- 
bility of  the  issues,  they  in  effect  held  them  to  be  patentable.  We 
think  all  the  proceedings  to  prove  that  the  Commissioner  was  so  far 
satisfied  of  the  patentability  of  the  issues  that  he  to  all  intents  and 
purposes  did  decide  that  there  was  a  patentable  invention  involved  in 
the  interference.    He  says: 

The  claims  in  issue  have  been  regularly  determined  to  be  patentable  and  tbe 
determination  was  a  final  one,  so  far  as  tbe  necessity  for  a  basis  for  determi- 
nation of  priority  Is  concerned. 

In  view  of  this  statement  and  of  the  proceedings  in  the  Office,  we 
are  not  prepared  to  say  that  the  Commissioner  did  not  to  his  own 
satisfaction  determine  that  there  was  a  patentable  subject-matter.  He 
adopted  the  views  of  the  subordinate  tribunals  of  the  Office  after  the 
question  of  patentability  had  been  repeatedly  raised,  and,  in  so  doing, 
he  determined  the  question  of  a  patentable  subject-matter  so  far  as 
was  necessary  in  this  proceeding.  These  views  dispose  also  of  the 
fourth  alleged  error.  Of  the  fifth  it  need  only  be  said  that  we  have 
no  power  over  the  Commissioner  in  such  a  proceeding  as  this  to  hold 
that  he  has  committed  an  error,  for  which  a  case  should  be  reversed, 
because  of  a  claim  that  he  has  refused  to  j^ermit  counsel  to  be  heard 
in  support  of  a  given  contention.  The  method  of  procedure  upon  a 
hearing  in  an  interference  proceeding  is  fixed  by  rules  or  is  within 
the  discretion  of  the  Conmiiasioner,  and  a  review-,  if  any  could  be 
had,  w^ould  be  by  some  proceeding  other  than  by  the  ordinary  appeal. 
We  cannot  control  his  action  in  a  discretionary^  matter  such  as  the 
extent  of  oral  argument  he  w^ill  permit  at  a  hearing  of  an  interfer- 
ence: certainly  we  cannot,  on  appeal  from  his  decision  awarding 
priority  of  invention. 

This  leaves  for  consideration  the  question  raised  by  the  third  as- 
ngnment  of  error.  We  are  asked  to  reverse  the  Commissioner  because 
e  refused  to  dissolve  the  interiereuce  ior  \\\^  v^^^ow  l\\^t  the  issues 
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are  not  patentable  and  because  no  interfeivnce  in  fact  exists  between 
the  parties.  In  this  connection  it  becomes  necessary  to  consider  to 
what  extent  we  are  called  upon,  or  bound,  to  review  the  action  of  the 
Patent  Office  tribunals  upon  these,  or  analogous  findings. 

The  question  presented  to  us  is  not  a  new  one.  Unsuccessful  parties 
to  interferences  have  urged  us  to  reexamine  about  every  question  that 
has  been  litigated  in  the  Patent  Office  during  the  course  of  inter- 
ference proceedings.  It  will  be  sufficient  to  refer  to  a  few  of  the  cases 
illustrating  the  view  this  court  has  taken  of  questions  the  same,  and 
similar,  to  those  here  presented. 

In  Hiaey  v.  Peters,  (C.  D.,  1895,  349;  71  O.  G.,  892;  6  App.  D.  C, 
68,)  where  it  was  urged  that  the  interference  did  not  present  a  patent- 
able invention.  Chief  Justice  Alvey,  delivering  the  opinion  of  the 
Court,  said: 

The  question  of  patentability  of  the  claim  for  invention  was  referred  to  and 
passed  upon  by  the  Primary  Examiner  in  the  Patent  Office,  who  is  the  expert 
as  to  the  state  of  the  art  involved,  and  it  was  not  until  that  examination  was 
had  and  favorably  reported  that  the  interference  was  or  could  be  declared. 
The  appellant  making  claim  for  an  alleged  patentable  invention,  is  not  to  be 
heard  to  urge  non-patentability  of  his  claim  after  it  had  been  placed  In  inter- 
ference with  another  claim.  He  is  effectually  estopi)ed  on  that  question  by 
reason  of  his  own  affirmative  assertion  that  his  claim  is  patentable,  and  if  his 
own  claim  is  patentable  that  with  which  it  would  interfere  may  be  equally  so, 
If  priority  of  invention  be  shown.  Moreover,  the  right  of  appeal  in  case  of 
the  refusal  of  a  patent  upon  the  ground  of  non-patentability  of  the  claim  and 
refusal  of  a  patent  because  of  interference  with  a  prior  right  of  invention  are 
distinct  rights,  and  the  latter  does  not  involve  the  former.  This  is  clearly 
indicated  in  the  Revised  Statutes  of  the  United  States,  section  4911,  and  in  sec- 
tion 9  of  tlie  act  of  Congress  of  February  9,  1893,  providing  for  the  organiza- 
tion of  this  court. 

In  Doyle  v.  McRoherts  (C.  D.,  1897,  413;  79  O.  G.,  1029;  10  App. 
D.  C,  445)  Mr.  Justice  Hagner,  of  the  Supreme  Court  of  the  District 
of  Columbia,  sitting  in  the  place  of  Chief  Justice  Alvey  and  deliver- 
ing the  opinion  of  the  Court,  said : 

In  our  opinion  it  is  not  competent  for  this  court,  in  an  interference  proceed- 
ing, to  abandon  the  question  of  priority  and  pass  upon  the  patentability  of  the 
alleged  Invention.  This  was  decided  as  far  back  as  1875  by  the  Supreme 
Court  in  general  term,  ((7.  *S.,  ex  rel,  Bigelow,  v.  Thatcher,  2  MacA.,  24,)  where 
the  petitioner  in  interference  asked  for  the  vacation  of  the  patent  upon  the 
ground  that  the  inventor  had  abandoned  his  invention  to  public  use.  In 
Hisey  v.  Peters  (C.  D.,  1895,  349;  71  O.  O.,  892;  6  App.  D.  C,  70)  the  identical 
motion  interposed  here  was  made  and  was  overruled  upon  the  ground  that  the 
applicant  was  eflfectually  estopped  to  dispute  the  patentability  of  the  invention 
by  reason  of  his  own  affirmative  assertions  that  his  claim  was  patentable. 
(See  also  U,  8.,  ex  re/.  Brodie,  v.  Seymour,  Comr,,  C.  D.,  1897,  372;  79  O.  G., 
609;  25  Wash.  Law  Rep..  181.)  But  it  is  insisted  that  under  the  authority  of 
HUl  V.  Wooster  (C.  D.,  1890,  230;  50  O.  G.,  560;  132  U.  S.,  694)  the  Supreme 
Court  has  settled  the  competency  of  this  court  to  sustain  this  clalia. 

That  decision  has  no  relevancy  to  a  case  like  the  v^reaent. 
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Sectiou  52  of  the  Pateut  Office  Act  of  July,  1870.  (R.  S.,  sec.  4915)  provides 
that:  **Wheuever  a  pateut  or  applicatlou  is  refused,  either  by  the  Commis- 
sioner of  Patents  or  by  the  Supreme  Court  of  the  District  of  Columbia  upon 
appeal  from  the  Commissioner,  the  applicant  may  have  a  remedy  by  bill  in 
equity,  and  the  court  having  cognizance  thereof,  on  notice  to  adverse  parties 
and  other  due  proceedings  may  adjudge  that  such  applicant  is  entitled,  accord- 
ing to  law,  to  receive  a  patent  for  his  invention  as  specified  in  his  claim  as  the 
facts  in  the  case  may  appear  and  such  adjudication,  if  it  be  in  fSLYor  of  the 
right  of  the  applicant  shall  authorize  the  Commissioner  to  issue  such  pat- 
ent, etc." 

It  was  in  a  proceeding  under  this  special  statute  that  the  Supreme  Court  held 
an  equity  judge  was  obliged,  under  the  language  of  the  act,  to  consider  the 
patentability  of  the  invention  covered  by  the  claim,  and  if  he  should  find  it 
not  patentable  should  deny  the  application.  Such  a  provision  is  in  entire  sym- 
pathy with  the  general  princii)les  of  equity,  which  refuses  to  decree  in  favor  of 
the  most  specious  of  two  applicants  under  a  claim  of  an  illicit  character. 

But  the  present  is  not  a  proceeding  in  a  court  of  equity ;  nor  is  it  an  appli- 
cation for  the  issue  of  a  patent  under  the  circumstances  recited  in  the  statute. 

It  is  a  proceeding  as  at  law  and  under  altogether  different  conditions,  and 
hence  the  decision  can  have  no  application  to  the  matter  before  us. 

In  Oliver  v.  Felhel,  (C.  D.,  1902,  665;  100  O.  G.,  2384;  20  App. 
D.  C,  262)  Mr.  Justice  Morris,  speaking  for  the  Court,  said: 

In  the  sense  of  the  patent  law  there  can  t>e  no  interference  unless  there  is 
patentable  invention  and  there  arc  rival  claimants  of  it.  Patentability  of  the 
invention  or  device  is  a  necessary  prerequisite  to  a  declaration  of  interference; 
and  the  patentability  of  an  invention,  in  controversy,  except  under  some  extra- 
ordinary circumstances,  is  not  an  open  question  before  us. 

In  that  case  there  had  been  "  no  final  and  definite  adjudication  of 
patentability."  The  Examiners-in-Chief  were  of  the  opinion  that  the 
claim  in  issue  was  not  patentable.  The  Commissioner  had^not  acted 
on  the  question  of  patentability  thus  called  to  his  attention,  but  had 
reserved  it  for  the  consideration  of  the  Primary  Examiner  after  the 
question  of  priority  should  be  finally  decided.  It  was  held,  that,  as 
the  question  of  patentability  had  not  been  finally  decided,  the  cause 
as  presented  was  in  effect  a  moot  cause.  Notwithstanding  this  the 
court  assumed -that  the  question  of  patentability  had  been  definitely 
decided  and  expressed  an  opinion  on  the  merits. 

In  Luge?^  V.  Browning,  (C.  D.,  1903,  593;  104  O.  G.,  1123;  21  App. 
D.  C,  201,)  in  connection  with  the  appeal  from  the  Commissioner's 
decision  on  the  question  of  priority,  a  motion  was  made  to  remand  the 
proceeding  to  the  Commissioner  for  a  final  determination  of  the  ques- 
tion of  patentability.  That  motion  was  denied  and  the  Court  distin- 
guished the  case  from  that  of  Olirer  v.  Felbel,  niipra^  saying: 

But  we  have  repeatedly  held  that  the  question  of  patentability  in  general  is 
not  open  in  this  court  in  interference  proceedings.  And  so  far  as  concerns  the 
question  of  the  reservation  of  the  question  of  patentability  of  the  invention,  and 
the  application  of  the  case  of  Oliver  v.  Felbel,  we  find  no  such  reservation  in 

e  present  case  as  there  was  lu  that  of  Oliver  v,  FelbeL    There  the  Board  of 
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Exauiiuere  had  expressed  tbe  opinion  tbut  the  subjeet-matter  in  issue  was  not 
pateutable;  and  the  Commissioner  in  his  decision  expressly  reserved  that  ques- 
tion for  future  consideration  by  the  Primary  Examiner  when  the  case  should  go 
back  to  him.  No  such  conditions  appear  in  the  present  case.  In  the  brief 
mibmitted  by  the  appellant  before  the  Commissioner  the  appellant  suggested 
pome  new  references  on  the  question  of  the  patentability  of  the  invention.  The 
Commissioner,  properly,  as  it  would  seem,  declined  to  consider  them;  and 
directed  that  the  Primary  Examiner  should  consider  them,  when  the  appellee's 
application  should  come  before  him  again  after  the  conclusion  of  the  Inter- 
ference. We  cannot  hold  that  this  amounted  to  a  reservation  of  the  question 
of  patentability  under  the  ruling  in  the  case  of  Oliver  v.  FelbcL  The  contents 
of  the  references  are  not  disclosed ;  it  is  npt  shown  that  they  are  material ;  the 
Commissioner  has  expressed  no  opinion  in  regard  to  them;  and  a  mere  sug- 
gestion by  a  party  in  interference  to  the  effect  that  new  references  brought 
forward  before  the  Commissioner  for  the  first  time  will  show  want  of  patentable 
novelty  In  the  subject-matter  of  controversy  is  not  the  equivalent  of  a  reserva- 
tion of  the  question  of  imtentability  by  the  Commissioner.  The  motion  to 
remand  the  cause,  therefore,  for  the  determination  of  this  question  cannot  be 
allowed. 

In  Allen  v.  Lowry,  (C.  D.,  1905,  643;  116  O.  G.,  2253,)  which  came 
before  us  on  appeal  from  a  decision  of  the  Supreme  Court  of  the 
District  of  Columbia  directing  the  issue  of  a  writ  of  mandamus  to 
the  Commissioner  of  Patents  commanding  him  to  direct  the  Exam- 
iners-in-Chief  to  take  jtirisdiction  of  an  appeal  taken  by  I^wry 
from  a  ruling  of  the  Primary  Examiner  denying  Ix)wry's  motion  to 
dissolve  an  interference  on  the  ground  that  his  adversary  had  no 
right  to  make  the  claim  because  his  application  disclosed  an  inop- 
erative device,  we  reversed  the  court  below  and  held  that  such  a  mo- 
tion was  not  applicable.  We  held  that  whatever  right  a  party  to 
an  interference  had  to  contest  the  right  of  his  adversary  to  make  an 
interfering  claim,  such  right,  if  any,  was  reviewable,  if  at  all,  upon 
the  final  decision  of  the  question  of  priority. 

In  Podlesak  and  Podlemk  v.  Mclnnemey  (C.  D.,  1906,  558;  120 
O.  G.,  2127)  we  remanded  an  interference  to  the  Commissioner  of 
Patents  for  further  consideration  of  the  question  of  identity  of  in- 
vention. We  considered  the  case  as  being  one  out  of  the  ordinary 
and  felt  constrained,  in  view  of  certain  matters  called  to  our  atten- 
tion, and  which  apparently  had  not  been  considered  by  the  Commis- 
sioner, to  take  such  action.    We  said : 

We  find  that  the  question  of  appellee's  right  to  make  the  claim  has  received 
the  consideration  of  the  Primary  Examiner,  of  the  Bxaminers-in-Chief  and  of 
the  Commissioner.  Where  a  question  such  as  this  has  been  fully  considered 
by  them,  and  all  have  concurred  in  finding  a  party  to  an  interference  has  the 
right  to  malce  a  claim  which  is  the  same  as  the  count  of  the  issue  of  an  inter- 
ference, their  concurrent  finding  should  not  be  lightly  disturbed  and  will  be 
ordinarily  considered  by  this  court  as  conclusive.  In  an  ex  parte  case  the  de- 
cision of  the  Primary  Examiner  that  a  imrty  has  a  right  to  make  a  claim  is 
final  unless  for  good  cause  shown  the  Commissioner,  under  M^  «vN?^TN\^«t^ 
powers,  takes  Jurisdiction  to  review  the  question.    It  \s  ^eiiewAV^  \^tx.  \o  ^wxtVii 
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iu  u  suit  brought  after  the  issue  of  the  patent,  for  infriugeiueiit  of  a  ciaiiii  tbiw 
allowed  to  determine  whether  the  patentee  ever  had  a  right  to  make  the  claim. 
If  however  an  interference,  involving  such  claim,  be  instituted  tbe  rules  of 
the  Patent  Office  provide  for  an  examination  by  the  Primary  Kxaminer  of  the 
question  of  the  right  of  either  party  to  make  the  claim.  If  his  decision  be  in 
the  affirmative  the  rules  do  not  provide  for  an  api)eal  to  the  Eh^a miners- in- 
Chief.  In  Allen  v.  United  States  ex  ret.  Lo%rry  (C.  D.,  1905,  043;  116  O.  G., 
2253)  this  court  held  that  where  such  a  decision  was  rendered  by  the  Primary 
Eixaminer  on  a  motion  to  dissolve  no  appeal  would  lie.  It  was  there  said  that 
the  court  had  reviewed  other  ancillary  questions  when  they  proi)erly  came  be- 
fore it  on  appeal  from  final  judgments  awarding  priority  of  invention.  The 
question  of  the  right  of  a  party  to  make  a  claim  goes  to  the  very  foundation 
of  an  interference  for  if  the  i>arty  has  not  such  right  the  interference  falls. 
If  it  be  Incorrectly  held  that  such  party  has  a  right  to  make  the  claim  priority 
may  be  awarded  to  him  and  his  adversary  be  deprived  of  a  substantial  right 
in  that  he  is  not  given  a  claim  where  he  necessarily  is  the  prior  inventor,  his 
adversary  never  having  made  the  invention.  Manifestly  that  question  should 
not  be  finally  determined  by  the  Primary  Examiner  who  originally  declared 
the  interference.  We  therefore  take  jurisdiction  to  determine  that  questi^m 
in  this  case  as  an  ancillary  question  to  be  considered  in  awarding  priority 
of  invention.  Where  however  three  tribunals  of  the  Patent  Office  have  con- 
curred In  answering  the  question  in  the  affirmative,  as  they  have  In  this  case, 
we  shall  follow  them  unless  a  manifest  error  has  been  committed. 

In  Parkes  v.  Letn,%  decided  at  the  present  term,  we  have  again  held 
that  the  question  of  patentability  will  not  ordinarily  be  reviewed  in 
this  court.  In  so  holding  we  must  not  be  understood  as  deciding  that 
there  can  be  an  interference  without  there  is  a  patentable  invention, 
or  that,  should  we  l)e  satisfied  that  there  was  no  patentable  invention 
involved,  we  should  make  an  award  of  priority.  It  would  l)e  our 
manifest  duty  to  remand  an  interference  to  the  Commissioner  of  Pat- 
ents, or  at  least  c'all  his  attention  to  the  fact,  whenever  it  is  shown  that 
there  is  a  bar  to  tbe  issue  of  a  patent  to  l)oth  parties  to  an  interference. 
But  where  the  Primary  Examiner  has  held  claims  to  1)e  patentable, 
and  the  Examiner  of  Interferences  and  the  Examiners-in-Chief  have 
omitted  or  declined  to  call  the  attention  of  the  Commissioner  of  Patents 
to  the  unpatentability  of  the  issue  of  an  interference,  or  where  the 
Commissioner  has  declined  to  review  the  decisicm  of  the  Primary 
Examiner,  after  his  attention  has  been  called  to  the  alleged  unpatent- 
ability of  the  issues,  we  are  of  the  opinion  that,  except  in  an  extraor- 
dinaiy  case,  we  should  hold  the  <|uestion  of  patentability  to  be  settled. 
The  statute  does  not  provide  for  an  appeal  to  this  court  from  a  ruling 
by  the  Commissioner  of  Patents,  or  of  any  of  the  sulxirdinate  tri- 
bunals, affirming  the  patentability  of  a  claimed  invention.  It  is  only 
from  a  decision  adverse  to  the  patentability  of  a  chiim  that  an  appeal 
will  lie  to  this  court.  (U.  S.  R.  S.,  sec.  4911 ;  sec.  9  of  the  act  of  Feb- 
ruary 9,  1893,  establishing  this  court.)  It  is  however  strenuously 
urged  that  the  proceeding  authorized  by  section  4915  of  the  Revised 
tatutes,  ^yhich  provides  for  relief  by  bill  in  equity  where  a  patent 
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has  been  finally  refused,  is  sufficiently  analogous  to  an  appeal  like  the 
present  to  warrant  and  even  require  this  court  to  consider,  upon  its 
own  motion  the  question  of  patentability.  We  cannot  agree  with  this 
contention.  The  proceedings  are  quite  different.  One  is  a  proceed- 
ing in  equity  the  other  at  law.  The  proceeding  under  section  4915 
will  only  be  open  to  the  parties  to  this  interference  when  a  patent  shall 
finally  be  refused  to  one  of  them  because  he  shall  fail  to  prove  that 
his  inventive  act  was  earlier  than  that  of  his  successful  adversary, 
or  for  any  other  reason.  Then  and  not  till  then  can  he  avail  himself 
of  the  provision  of  the  section,  and  not  till  then  will  the  case  of 
Hill  V.  Wooster  (C.  D.,  1890,  230;  50  O.  G.,  560;  132  U.  S.,  693)  be 
controlling. 

In  interferences  we  do  not  determine  whether  either  party  shall 
receive  a  patent.  The  question  presented  to  us  is,  conceding  that 
there  is  a  patentable  invention,  which  party  was  the  one  first  to  in- 
vent or  discover  the  same.  When  an  interference  is  returned  to  the 
Patent  Office  after  we  have  decided  the  question  of  priority  it  is 
within  the  power  of  the  Commissioner  of  Patents  to  withhold  a 
patent  from  the  successful  interferant.  In  such  case  by  an  orderly 
system  of  appeals  provided  by  the  statute  the  action  of  the  Commis- 
sioner of  Patents  may  be  reviewed  on  an  ex  parte  appeal.  It  is  only 
on  such  appeals  that  we  can  decide  that  a  patent  shall  or  shall  not 
issue.  Appeals  frequently  come  to  this  court  in  ex  parte  cases  where 
some  claims  have  been  allowed  and  others  refused.  The  appeal  is 
only  before  us  to  consider  the  correctness  of  the  Commissioner's  de- 
cision in  disallowing  the  appealed  claims.  We  may  doubt  the  pat- 
entability of  the  allowed  claims,  but  are  without  power  to  act.  So 
in  interferences  we  may  doubt  the  patentability  of  the  issues,  but  we 
find  no  provision  in  the  statute  warranting  us  in  overruling  the  de- 
liberate decision  of  the  Patent  Office  because  of  any  such  mere  doubt. 
Authority  to  grant  patents  is  vested  in  the  Commissioner  of  Patents. 
If  he  errs  and  grants  an  invalid  patent,  his  error  is  corrected  by  the 
court  whenever  the  validity  of  the  patent  is  questioned. 

In  cases  such  as  the  one  at  bar  where  the  patentability  of  the  claims 
which  are  the  issues  of  an  interference  has  been  attacked  in  the 
Patent  Office,  and  alleged  invalidity  has  l)een  repeatedly  called  to  the 
attention  of  its  officers  authorized  and  required  by  the  statutes  and 
rules  to  consider  the  subject,  we  think  their  conclusion  should,  ex- 
cept perhaps  in  extraordinary  cases,  be  held  controlling  upon  us  in 
interference  cases  where  we  are  called  upon  to  determine  which  of 
two  or  more  parties  first  made  the  invention  which  they  are  claiming. 
Any  doubt  we  may  have  should  be  resolved  in  favor  of  the  correctness 
of  the  finding  that  there  is  a  patentable  invention  involved  in  the 
interference.  Especially  so  when  the  alleged  invalidity  is  based  upon 
the  prior  art. 
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We  do  not  feel  warranted  in  disturbing  the  rulings  of  the  Com- 
missioner of  Patents,  and  those  of  the  subordinate  tribunals,  which 
have  considered  this  case  and  we  therefore  affirm  the  decision  of  the 
Commissioner  of  Patents  awarding  priority  of  invention  to  Holsclaw. 

Let  this  opinion,  and  the  proceedings  of  the  court  in  the  premises, 
be  certified  to  the  Commissioner  of  Patents  according  to  law.  Af- 
"firmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  McNeil  and  Sturtevant. 

Decided  December  k.  1006. 

(126  O.  G.,  3425.) 

1.  Patentability — Double  Use, 

-  A  [lateut  will  not  be  granted  ui)on  the  discovery  of  a  new  and  analogous 
function  for  an  old  machine.  (Roberts  v.  Rtfer,  C.  D..  1876,  430;  10  O.  G., 
204;  91  U.  S.,  150;  Ansonia  Co.  v.  Electrical  Supply  Co.,  C.  D.,  1802,  313; 
58  O.  G.,  1602;  144  U.  S.,  11;  Potts  v.  Crcayer,  C.  D..  1805,  143;  70  O.  G^ 
4W;  155  U.  S.,  597.) 

2.  Same — Reversal  of  Parts. 

Claims  which  comprise  merely  a  reversal  of  iiarts  disclosed  in  a  prior 
machine  are  not  patentable.    • 

3.  Same — Construction  of  Claims— Implying  Structures  Not  in  Claims. 

Where  an  applicant*s  claims  to  a  trimmer  for  sewing-machines  make  no 
mention  of  a  presser-foot,  a  difference  in  structure  embodying  a  imrticular 
form  of  presser-foot  which  is  not  clearly  pointed  out  in  the  record  will  not 
be  assumed. 

Mr.  C.  L.  Sturtevant  and  Mr.  E.  G.  Manon  for  the  api)ellant. 
Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

Kouu,  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
rejecting  all  the  claims,  eight  in  number,  of  an  application  for  patent. 

The  second,  fifth  and  eighth  claims  contain  the  substance  of  all, 
and  are  as  follows: 

2.  In  a  sewing-machine,  the  combination  with  suitable  stitch-forming  mechan- 
ism, a  work-sup|)ort,  mechanism  for  feeding  a  plurality  of  thicknesses  of  fabric 
to  the  stitch-forming  mechanism,  a  trimming  mechanism,  comprising  two  meni- 
i)ers,  one  operating  above  the  work-support  and  having  its  upper  surftice  aerv- 
ing  as  a  supiwrt  for  the  upper  layer  of  fabric  and  to  separate  the  layers  of 
fabric,  and  having  its  lower  edge  co<")perating  with  the  other  trimming  member 
to  sever  the  lower  layer  of  fabric,  said  separating  nieniixT  of  the  trimmer  de- 
flecting the  severed  edge  from  the  Inxly  iM>rtion  of  the  fabric;  substantially  as 
described. 

5.  In  a  sewing-machine,  the  combination  with  suitable  st Itch-forming  mechan- 
/«D,  a  work-sumtortt  mechanism  for  feeding  \x  v>\\ii«LVVtv  of  thicluiesaes  of  fabric 
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to  the  Btitcli-forming  mechanism,  a  trimming  mechanism  located  l>e]ow  the 
work-support,  and  comprising  two  members,  one  of  which  extends  through  the 
work-support  and  above  the  same,  said  meml)er  having  an  upper  edge  serving 
as  a  support  for  the  upper  layer  of  fabric,  and  having  its  lower  edge  cooperat- 
ing with  the  other  member  of  the  trimming  device  to  sever  the  lower  layer  of 
fabric,  the  vertical  rear  portion  of  said  upper  member  serving  to  deflect  the 
free  severed  edge  from  the  stitched  portion  of  the  fabrics;  substantially  as 
described. 

8.  In  a  sewing-machine,  the  combination  with  suitable  stitch-forming  meclian- 
ism,  a  work-support,  and  meclianism  for  feeding  a  plurality  of  thicknesses  of 
fabric  to  the  stitch-forming  mechanism,  a  trimming  mechanism  comprising  two 
members,  one  of  which  has  its  upper  surface  serving  as  a  support  for  the  upper 
layer  of  fabric,  and  to  separate  the  layers  of  fabric  and  the  other  of  which 
codperates  with  the  first  member  to  sever  one  of  the  layers  of  fabric;  substan- 
tially as  described. 

The  references  forming  the  basis  for  the  rejection  of  these  claims 
are:  Borton  et  a/.,  March  28,  1882,  No.  256,578;  WiUcox^  June  28, 
1887,  No.  365,710.  Other  patents  are  referred  to  by  the  Examiner, 
but' it  is  unnecessary  to  notice  them  hei*e. 

The  subject-matter  of  appellants'  alleged  invention  consists  of  a 
mechanism  for  stitching  together  two  superposed  layers  of  material 
and  a  coacting  mechanism  for  trimming  or  cutting  one  of  the  layers 
just  beyond  the  seam.  This  combination,  stitching  mechanism  and 
trimming  mechanism,  is  not  new  in  the  art,  but  appellants  contend 
that  by  a  readjustment  and  modification  of  certain  parts  they  have 
secured  for  the  upper  member  of  their  trimmer,  or  cutting-blade,  a 
new  function,  and,  therefore,  the  combination  is  patentable. 

In  the  Willcox  patent  there  is  shown  acting  in  conjunction  a 
stitching  mechanism  and  a  trimming  mechanism,  the  difference  being 
that  in  the  Willcox  patent  the  upper  member  of  the  cutting  or  trim- 
ming mechanism  is  stationary,  the  lower  member  being  pivoted  to 
cooperate  therewith,  but  the  upper  member  although  stationary 
projects  forward  so  that  its  pointed  end  penetrates  between  the 
superposed  layers  of  fabric,  and  the  member  itself  is  mounted 
on  the  work-support,  which  of  necessity  brings  the  cutting  edge 
in  the  same  plane  with  the  work-support  as  in  appellants'  ma- 
chine. In  other  words,  appellants,  so  far  as  their  claims  disclose, 
have  done  nothing  more  than  to  reverse  the  parts  of  the  Willcox 
patent.  The  similarity  between  the  Borton  and  Willcox  patent  and 
appellants'  claims  is  still  more  striking.  We  say  appellants' 
"  claims,"  because  their  drawings  fail  to  disclose  in  unbroken  lines  a 
complete  trimmer.  Counsel  in  the  argument  at  bar,  however,  con- 
tended that  the  structure  of  the  Borton  and  Willcox  presser-foot  was 
such  as  to  preclude  the  possibility  of  the  upper  cutting  member  per- 
forming the  function  performed  by  appellants'  upper  cutting  mem- 
ber. In  the  Borton  and  Willcox  patent  the  presser-foot  is  divided 
so  that  one  side  comes  close  to  the  needle-hole  ^lv\V^  l\v^  oXXvet  \s»  ^\i^ 
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away  sufficiently  to  enable  the  cutting-blade  to  trim  close  to  the  seam. 
In  appellants'  machine,  counsel  stated,  the  presser-foot  is  not  divided, 
and  this  results,  it  is  contended,  in  giving  the  upper  trimming-blade 
free  scope  and  enables  it  to  lift  and  support  the  upper  layer  of  fabric 
while  the  lower  is  being  trimmed,  and  thereby  perform  an  important 
function  of  which  the  Borton  and  Willcox  machine  is  not  capable. 
But,  this  contention  rests  upon  a  premise  not  sustained  by  the  record. 
Appellants'  claims  make  no  mention  of  a  presser-foot,  and  we  are  not 
at  liberty  to  assume  a  difference  in  structure  when  it  is  not  clearly 
pointed  out  in  the  record.  So  far  as  this  record  discloses,  a  patent 
is  sought  on  the  discovery  of  a  new  and  analogous  function  for  an  old 
machine.  That  such  a  discovery  is  not  patentable  has  long  since  been 
determined :  Roberts  v.  Ryer,  (C.  D.,  1876, 439 ;  10  O.  G.,  204;  91  U.  S. 
150;)  Ansonia  Co.  v  Electrical  Supply  Co.,  (C.  D.,  1892,  313;  58 
O.  G.,  1692;  144  U.  S.,  11;)  Potts  v.  Creager,  (C.  D.  1895,  143;  70 
O.G.,  494;  155  U.S.,  597.) 

The  Examiner,  whose  decision  was  in  turn  sustained  by  the  Exam- 
iners-in-Chief,  and  the  Commissioner,  has  this  to  say  in  construing 
the  Borton  and  Willcox  patent : 

Of  these  patents  the  one  to  Borton  and  Willcox  (No.  255,578)  shows  a  trim- 
ming mechanism  which  is  essentially  the  same  as  that  of  McNeil  and  Sturte- 
vant.  The  blade  projecting  above  the  bed-plate  is  immediately  in  the  rear  of 
the  needle  and  so  arranged  relative  to  the  stitching  mechanism  as  to  trim,  (in 
the  use  described)  the  fabric  parallel  to  the  line  of  stitching.  There  appears 
to  be  no  reason  whatever  why  this  machine  could  not  he  used  to  stitch  a  single- 
turn  hem  and  trim  the  free  or  raw  edge  parallel  to  the  line  of  stitching  precisely 
in  the  same  manner  as  McNeil  and  Sturtevant's  machine.  Even  if  patentees  did 
not  have  this  use  in  mind  at  the  time  the  patent  was  granted,  it  is  a  well-settled 
principle  of  law  that  an  inventor  of  a  machine  or  a  mechanism  is  entitled  to  all 
the  uses  to  which  it  may  be  applied  without  changing  the  machine  or  mechan- 
ism itself.  Attention  is  called  in  this  connection  to  the  case  of  the  Wentern 
Electric  Co,  v.  Sperry  Electric  Co,  ct  al„  (C.  D..  1803,  573;  65  O.  G.,  597,)  and 
to  the  decision  of  the  present  Commissioner  in  the  case  of  Blue  v.  Power  v. 
Owens.  (C.  D.,  1902.  425;  101  O  G.,  2076.)  In  this  latter  decision,  the  Commis- 
sioner stated  that — 

•*  Where  a  party  obtains  a  patent  on  an  apparatus,  he  is  entitled  to  all  the 
analogous  uses  of  which  his  ai»paratus  is  capable.  The  Office  cannot  grant  a 
patent  on  a  device  to  one  party  fov  a  i)articular  use  and  then  grant  a  second 
patent  on  the  same  device  to  a  second  party  who  employs  it  for  a  different  but 
analogous  purjHjse." 

It  is  contended,  however,  that — 

it  is  not  a  question  of  whether  certain  limitations  should  be  put  into  the  claims 
of  ai)pellants,  but  wholly  a  question  of  whether  the  Borton  and  Willcox  patent 
discloses  a  structure  capable  of  securing  the  same  functions  as  appellants*. 

The  complete  answer  to  this  contention,  it  seems  to  us,  lies  in  the 
fact  that  appellants'  claims  are  for  a  mechanism,  which,  so  far  as 
described,  does  not  differ  in  essential  details  from  the  Borton  and 
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Willcox  patent.    The  Examiner,  in  treating  of  this  phase  of  the  case, 
said: 

If  there  is  anything  in  applicants*  construction  which  adapts  it  to  perform  a 
class  of  work  not  capable  of  being  performed  by  the  Borton  machine  it  must  be 
due  to  a  difference  in  structure  and  certainly  no  real  difference  in  structure  over 
that  shown  by  Borton  is  found  in  these  claims. 

Finding  no  error,  the  decision  appealed  from  will  be  affirmed,  and 
this  opinion  and  the  proceedings  in  this  court  will  be  certified  to  the 
Commissioner  of  Patents  as  required  by  law,  and  it  is  so  ordered. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  American  Circular  Loom  Company. 

Decided  December  4,  1906. 

(127  O.  G.,  393.) 

1.  TBAI«-MABKS — **  ClBCULAB  lXM)M  " — DESCRIPTIVE. 

The  words  "Circular  Ix)om"  refused  registration  as  a  trade-mark  for 
"  conduits  and  coverings  for  electrical  conductors  consisting  of  fiber  spirals 
wrapped  with  fiber  and  tape,  and  covered  with  a  i)rotective  cotton  tube  with 
an  outer  coating  of  an  insulating  compound  and  mica  **  on  the  ground  that 
they  are  descriptive  of  the  protective  cotton  tube,  which  is  one  of  the  ma- 
terial i)arts  of  the  construction.  An  ins];)ection  of  the  article  shows  that  the 
cotton  tube  is  woven  on  a  circular  loom,  which  must  be  known  to  dealers  in 
the  goods,  and  it  may  well  be  inferred  that  this  product  of  a  circular  loom 
is  considered  a  superior  quality  in  the  trade. 

2.  Same — ^Abbitbabt  Wobds — Secondary  Meaning. 

Sometimes  arbitrary  words,  adopted  prTmarily  as  a  mark  to  indicate 
origin  or  ownership,  may  through  long-continued  and  wide  sale  of  the  par- 
ticular article  come  to  indicate  quality  also,  and  in  such  event  the  owner 
would  not  be  debarred  from  their  protection  as  a  trade-mark.  It  would 
have  to  appear  with  certainty,  however,  that  at  the  time  of  adoption  the 
mark  was  for  the  purpose  of  indicating  origin,  manufacture,  or  ownership 
and  not  at  all  as  descriptive  of  grade  or  quality. 

Mr,  WUliam  S.  Hodges^  Mr.  Everett  N.  Curtis^  and  Mr.  Charles  F. 
Perkins  for  the  American  Circular  Loom  Company. 
Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

Shepard,  J.: 

The  appellant  appeals  from  a  decision  refusing  registration  of  the 
words  "  Circular  Loom  "  as  a  trade-mark  for  "  conduits  and  coverings 
for  electrical  conductors  containing  a  resilient  spiral  lining,  and  an 
element  for  closing  the  openings  between  the  spirals." 

The  specimen  sections  of  tubes  exhibited  with  the  applications  show, 
as  stated  by  the  Examiner  of  Trade-Marks — 

conduits  and   coverings  for  electrical   conductors  consisting  of   fiber   spirals 
wrapped  with  fiber  and  tape,  and  covered  with  a  protective  cotton  tube  with  an 
outer  coating  of  an  insulating  compound  and  mica. 
30W)7— H.  Doc.  470,  QO-l 31 
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The  ground  of  refusal  is  thus  stated: 

The  protective  cotton  tube  is  obviously  woven  on  a  circular  loom,  of  tlie 
type  shown  in  the  patent  to  C.  N.  Brown,  No.  090,355,  December  31,  1901,  (Bee 
Fig.  10,  thereof,)  and,  therefore,  the  term  "Circular  Loom,"  as  applied  to  the 
applicant's  goods,  is  believed  to  be  descriptive. 

If  the  term  be  in  fact  descriptive,  the  refusal  of  registration  was 
undoubtedly  right ;  for  as  said  by  Mr.  Chief  Justice  Fuller  in  Law- 
rerice  M'fg.  Co.  v.  Tennessee  M'fy.  Co.,  (CD.,  1891,  415;  55  O.G., 
1528;  138  U.  S.,  547:) 

Nothing  Is  better  settlwl  than  that  an  exclusive  right  to  the  use  of  words, 
letters,  or  symbols,  to  indicate  merely  the  quality  of  goods  to  which  they  are 
affixed,  cannot  be  acquired. 

See,  also.  Brown  Chemical  Co.  v.  Meyer,  (C.  D.,  1891,  343;  55 
O.  G.,  287;  139  U.  S.,  540,  542,)  in  which  it  was  held  that  the  words 
"  Iron  Bitters  "  were  "  so  far  indicative  of  the  ingredients,  charac- 
teristics and  purposes  of  the  plaintiff's  preparation,''  that  they  could 
not  be  appropriated  as  a  trade-mark.  In  the  opinion  in  that  case, 
Mr.  Justice  Brown  said: 

The  general  i)roix)sltlon  Is  well  established  that  words  which  are  merely 
descriptive  of  the  character,  qualities,  or  com|)osltlon  of  an  article,  or  of  the 
place  where  it  Is  manufactured  or  produced,  cannot  be  monoiK>llzed  as  a  trade- 
mark. 

The  principle  so  well  established  has  been  embodied  in  the  recent 
Trade-Mark  Act,  sccticm  5  of  which  denies  registration  to — 

words  or  devices  which  are  descrii)tive  of  the  goods  with  which  they  are  used, 
or  of  the  character  or  quality  of  such  goods. 

It  is  true  that  the  entire  conduit  of  the  applicant  is  not  the  product 
of  a  circular  loom,  but  a  material  part  of  the  construction  is  the 
protective  cotton  tube  that  receives  the  outer  coating,  and  which,  as 
said  by  the  Examiner,  is  "  obviously  woven  on  a  circular  loom." 
What  plainly  appears  on  ordinaiy  inspection  nuist,  for  a  stronger 
reason,  be  well  known  to  dealers  in  the  goods;  and  it  may  well  be 
inferred  that  this  product  of  a  circular  loom,  namely,  a  seamless  pro- 
tective cotton  tube,  is  considered  a  superior  quality  in  the  trade.  To 
this  extent,  the  words  '*  Circular  Loom ''  are  clearly  descriptive  of 
one  of  the  chief  ingredients  or  characteristics  of  the  conduits  to 
which  they  are  api)lied.  Xor  is  this  objection  met  by  the  contention 
of  the  applicant,  that,  as  shown  in  the  Herrick  patent  under  which 
its  manufacture  is  carried  on,  this  element  may  l>e  braided  or  knitted 
and  not  necessarily  woven:  and  even  if  woven  it  is  not  indispensable 
to  em,ploy  a  circular  loom,  as  a  strip  woven  in  a  straight  loom  and 
folded  longitudinally  al)Out  the  tube  would  acccmiplish  the  purpose 
shown  in  Fig.  4  of  the  Herrick  patent.  The  answer  is  that  it  is  not 
made  in  either  of  these  possible  forms;  and  if  it  were,  the  words 
*^  Circular  Loom  '■  would  amount  to  a  false  description. 


DECISIONS  OF  THE  UNITED  STATES  COUBTS  IN  PATENT  GASES.      488 

It  is  further  contended  that — 

the  words  "  Circular  Loom  "  have  never  been  used  by  tbe  trade  in  a  strictly 
deflcriptive  sense,  but  have  always  been  used  in  an  arbitrary  manner,  and  at 
the  moBt  are  merely  suggestive  of  one  of  the  several  parts  of  the  appellant's 

CODdOit. 

It  would  seem  that  what  is  "  suggestive  "  of  an  ingredient  or  char- 
acteristic of  an  article  of  manufacture  is  also  descriptive  of  the  same. 
Be  that  as  it  may,  there  is  nothing  beyond  this  argumentative  state- 
ment to  show  that  the  words  were  originally  adopted,  or  have  ever 
been  understood  in  a  secondary  sense  as  indicative  of  origin  or  owner- 
ship, and  not  of  quality.  They  are  not  merely  coined,  fancy  or  arbi- 
trary words  that  can  have  no  other  reasonable  effect  than  to  indicate 
origin  or  ownership.  Sometimes  arbitrary  words,  adopted  primarily 
as  a  mark  to  indicate  origin  or  ownership,  may,  through  long-contin- 
ued and  wide  sale  of  the  particular  article  come  to  indicate  quality 
also,  and  in  such  event  the  owner  would  not  be  debarred  from  their 
protection  as  a  trade-mark.  It  would  have  to  appear  with  certainty, 
however,  that  at  the  time  of  adoption  the  mark  was  for  the  purpose 
of  indicating  origin,  manufacture  or  ownership,  and  not  at  all  as  de- 
scriptive of  grade  or  quality.  {Lawrence  iPfg.  Co.  v.  Tennessee 
M'fg.  Co.,  C.  D.,  1891,  415;  55  O.  G.,  1528;  138  U.  S.,  537,  547;  CeU 
lidar  Clothing  Co.  v.  Maxton,  1899  App.  Cas.,  326.)  In  that  case,  as 
in  the  first  of  the  two  citations,  the  question  of  unfair  trade  or  com- 
petition was  also  inv^olved.  It  was  held  that  the  word  "  Cellular," 
being  a  word  descriptive  of  the  article  of  cloth  manufactured,  could 
not  be  appropriated  as  a  technical  trade-mark.  It  was  also  contended 
in  that  case  that  by  long-continued  manufacture  and  sale  of  the  par- 
ticular goods  the  word  had  come  to  be  generally  regarded  in  a  second- 
ary sense  as  indicating  nothing  more  than  origin  and  manufacture. 
Considerable  evidence  was  offered  on  the  point,  but  its  sufficiency  was 
denied.  Referring  to  the  case  of  Reddemay  v.  Benham,  known  as 
"The  Camel's  Hair  Belting  Case"  (1896  App.  Cas.,  199,)  which  all 
of  the  judges  distinguished  from  the  case  at  bar,  Lord  Shand  said, 
(p.  340:) 

Of  that  case  I  shall  only  say,  that  it  no  doubt  shows  it  is  possible  where  a 
descriptive  name  has  been  used  to  prove  that  so  general,  I  should  rather  say  so 
universal  has  been  the  use  of  it  as  to  give  it  a  secondary  meaning  and  so  to  con- 
fer on  the  person  who  has  so  used  it  a  right  to  its  exclusive  use  or,  at  all 
events,  to  such  a  use  that  others  employing  it  must  qualify  their  use  by  some 
distinguishing  characteristic.  But  I  confess  I  have  always  thought,  and  I  still 
think,  that  it  would  be  made  almost  impossible  for  any  one  to  obtain  the  exclu- 
sive right  to  the  use  of  a  word  or  term  which  is  in  ordinary  use  in  our  language 
and  which  is  descriptive  only — and,  indeed,  were  it  not  for  the  decision  in 
Beddemay*s  case,  I  should  say  this  would  be  made  altogether  impossible. 
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Lord  Davy  said,  (p.  343 :) 

A  man  who  takes  upon  himself  to  prove  that  words,  which  are  merely  de- 
scriptive or  expressive  of  the  quality  of  the  goods,  have  acquired  the  secondary 
sense  to  which  I  have  referred,  assumes  a  much  greater  burden— and,  indeed,  t 
burden  which  it  is  not  impossible,  but  at  the  same  time  extremely  difllcult  to 
discharge — a  much  greater  burden  than  that  of  a  man  who  undertakes  to  prove 
the  same  thing  of  a  word  not  significant  and  not  descriptive,  but  what  has  been 
compendiously  called  a  "fancy'*  word. 

See,  also,  Bennett  v.  McKinley^  (13  C.  C.  A.,  25,  20;  65  Fed.  Rep., 
505.) 

We  consider  the  question  presented  here  as  governed  by  the  fore- 
going authoritative  decisions,  and  shall  not  consume  time  in  an  at- 
tempt to  review  the  multitude  of  cases  cited  on  the  briefs — in  many 
of  which  analogous  words  have  been  upheld  as  trade-marks,  and  in 
many  others  denied.  In  very  many  of  them,  moreover,  the  question 
involved  was  one  of  fair  trade  and  not  of  technical  trade-mark. 
It  is"  only  a  question  of  the  latter  kind  that  can  come  before  us  on 
appeals  from  the  refusal  of  registration  in  the  Patent  Office.  We 
agree  with  the  tribunals  of  the  Patent  Office  that  the  words  "Circular 
Loom,"  as  presented  on  the  application,  are  descriptive  in  the  sense 
of  the  law  forbidding  registration  as  a  trade-mark. 

The  decision  appealed  from  will,  therefore,  be  affirmed;  and  the 
clerk  will  certify  this  decision  to  the  Commissioner  of  Patents  as 
required  by  law.    A-ffimied. 


[Court  of  Appeals  ot  the  District  of  Columbia.] 

The  Hose  Shoe  Manufactukincj  Company  c,  A.  A.  Kosenbush  &Co. 

Dcvidvil  Jhcrmhrr  .',,   1906, 
(127   O.   (i.,   394.) 

1 .  Tb ADE-M ABK  8— Priority. 

Where  Kosenbush  in  his  application  alleges  adoption  in  1801,  but  the 
earliest  date  nientionwl  in  his  testimony  is  the  **  spring  of  1805,"  and  his 
testimony  is  only  supiwrted  by  that  of  a  former  partner,  who  fixes  the 
date  as  "about  a  year  and  a  half"  after  August  1,  1804,  when  the  firm 
commenced  business,  Held  Insufficient  to  prevail  over  the  Rose  Shoe  Manu- 
facturing Company,  which  presents  the  testimony  of  several  credible  wit- 
nesses who  clearly  trace  the  use  of  the  trade-mark  by  the  Hose  Shoe  Manu- 
facturing Comi)any,  and  its  predecessors  in  business  from  the  year  1894. 

2.  Same — Contint'ous  Use — Presumption. 

Where  several  successive  firms  manufacturing  ladies'  shoes  are  shown 
to  have  occupied  the  same  factory,  it  is  reasonable  to  suppose  that  once 
having  adopted  a  trade-name,  they  would  continue  its  use  notwithstanding 
a  reorganization   of  the  firm. 
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Mr.  C.  h\  FoHter  for  The  Rose  Shoe  Manufacturing  Company. 
Mr.  Louis  H.  Harriman  for  A.  A.  Rosenbush  &  Co. 

RoBB,  J.: 

Hearing  on  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  a  trade-mark  interference  case.    {Ante^  69;  127  O.  G.,  391.) 

The  issue  is  the  word  "  Rose  "  as  a  trade-mark  for  shoes.  The  Rose 
Shoe  Manufacturing  Company,  of  Rochester,  N.  Y.,  the  senior  party, 
and  appellant  here,  registered  this  mark  July  21, 1905,  and  the  appli; 
cation  of  A.  A.  Rosenbush  &  Co.,  the  appellee,  was  filed  July  22, 1905. 
An  interference  was  duly  declared,  testimony  in  the  form  of  depo- 
sitions taken  by  both  parties,  and  priority  of  adoption  and  use 
awarded  appellant  by  the  Examiner  of  Interferences.  From  this 
decision  an  appeal  was  taken  to  the  Commissioner  of  Patents,  who 
reversed  the  decision  of  the  Examiner  of  Interferences,  and  awarded 
priority  of  adoption  and  use  to  appellee.  The  decision  of  the  Com- 
missioner is  here  challenged. 

A.  A.  Rosenbush,  a  partner  in  the  firm  of  A.  A.  Rosenbush  &  Co., 
of  Boston,  Mass.,  about  August  1,  1894,  formed  a  partnership  at 
Chicago,  111.,  with  Samuel  Goldsmith  and  Jerome  M.  L^vie,  under 
the  firm-name  of  Goldsmith,  Rosenbush  &  Levie,  and  engaged  in  the 
wholesale  boot  and  shoe  business  in  Chicago.  Rosenbush  testified 
that  the  firm  first  used  the  word  "  Rose  "  as  a  trade-mark  "  in  the 
spring  of  1895,"  and  that  the  word  was  thereafter  continuously  used 
"to  the  spring  of  '98."  In  November,  1898,  Rosenbush  purchased 
the  stock,  fixtures  and  goo<l-will  of  the  firm  and  removed  to  Boston. 
Shortly  thereafter  he  opened  a  place  of  business  in  Boston,  and  con- 
tinued the  use  of  the  word  "  Rose  "  as  a  trade-mark  down  to  the  time 
when  he  sought  its  registry.  His  testimony  as  to  the  use  of  the  word 
as  a  trade-mark  in  Boston  is  corroborated  by  other  witnesses,  and  we 
find  no  difficulty  on  that  point.  The  deposition  of  his  former  partner, 
Levie,  was  taken  in  Chicago,  and  he  was  asked  "  Whether  or  not  Gohl- 
smith,  Rosenbush  &  I^evie  used  any  trade-marks  upon  the  shoes  sold 
by  them  ?  "  He  answered :  "  Some."  He  was  then  asked  what  trade- 
marks they  used,  and  to  this  he  replied :  "  Well,  we  used  the  name 
*  Waddell,'  used  the  name  '  Rose,'  and  several  others."  He  was 
asked  when  the  firm  first  used  the  name  "  Rose  "  as  a  trade-mark, 
and  he  answered :  "  Can't  tell  exactly — haven't  any  data  to  go  by. 
It  was  between  1894  and  1898."  When  asked  if  he  could  tell  whether 
it  was  nearer  1894  than  1898,  he  said :  "  Well,  yes,  it  was  about  a  year 
or  a  year  and  a  half  after  we  started  in  business."  On  cross-examina- 
tion he  was  asked :  "About  how  many  other  trade-marks  did  you  use 
besides  the  words  '  Rose  '  and  '  Waddell? ' "  and  replied :  "  Not  over 
half  a  dozen,  they  changed  from  time  to  time.  The  merchandise, 
would  not  market,  and  we  would  have  to  change  tVveui?'^ 
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iu  u  8uit  bruu^Iit  after  the  issue  of  the  patent,  for  infringeiueiit  of  a  claim  thus 
allowed  to  determine  whether  the  patentee  ever  had  a  right  to  uiake  the  clafm. 
If  however  an  Interference,  involving  such  claim,  be  instituted  the  mles  of 
the  Patent  Office  provide  for  an  examination  by  the  Primary  Examiner  of  the 
question  of  the  right  of  either  party  to  make  the  claim.  If  his  decision  be  in 
the  affirmative  the  rules  do  not  provide  for  an  appeal  to  the  Eh^a miners- in- 
Chief.  In  Allen  v.  United  States  ex  rcl.  Loirry  (C.  D..  1905,  643;  116  O.  G., 
2253)  this  court  held  that  where  such  a  decision  was  rendered  by  the  Primary 
EiXaminer  on  a  motion  to  dissolve  no  appeal  would  lie.  It  was  there  said  that 
the  court  had  reviewed  other  ancillary  questions  when  they  proi)erly  came  be- 
fore it  on  ap[)eal  from  final  judgments  awarding  priority  of  invention.  The 
question  of  the  right  of  a  rmrty  to  make  a  claim  goes  to  the  very  foundation 
of  an  interference  for  if  the  jMirty  has  not  such  right  the  interference  falls. 
If  it  be  incorrectly  held  that  such  party  has  a  right  to  make  the  claim  priority 
may  be  awarded  to  him  and  his  adversary  be  dei)rived  of  a  substantial  right 
in  that  he  is  not  given  a  claim  where  he  necessarily  is  the  prior  inventor,  his 
adversary  never  having  made  tlie  invention.  Manifestly  that  question  should 
not  be  Anally  determined  by  the  Primary  Examiner  who  originally  declared 
the  interference.  We  therefore  take  jurisdiction  to  determine  that  question 
in  this  case  as  an  ancillary  question  to  be  considered  in  awarding  priority 
of  invention.  Where  however  three  tribunals  of  the  Patent  Office  have  con- 
curred in  answering  the  question  in  the  affirmative,  as  they  liave  in  this  case, 
we  shall  follow  them  unless  a  manifest  error  has  been  committed. 

In  Parkes  v.  Leiris^  decided  at  the  present  term,  we  have  again  held 
that  the  question  of  patentability  will  not  ordinarily  be  reviewed  in 
this  court.  In  so  holding  we  must  not  be  understood  as  deciding  that 
there  can  be  an  interference  witiiout  there  is  a  patentable  invention, 
or  that,  should  we  l>e  satisfied  that  there  was  no  patentable  invention 
involved,  we  should  make  an  award  of  priority.  It  would  be  our 
manifest  duty  to  remand  an  interference  to  the  Commissioner  of  Pat- 
ents, or  at  least  c'all  his  attention  to  the  fact,  whenever  it  is  shown  that 
there  is  a  bar  to  the  issue  of  a  patent  to  both  parties  to  an  interference. 
But  where  the  Primary  Examiner  has  held  claims  to  1)e  patentable* 
and  the  Examiner  of  Interferences  and  the  Examiners-in-Chief  have 
omitte<l  or  declined  to  call  the  attention  of  the  Commissioner  of  Patents 
to  the  unpatentability  of  the  issue  of  an  interference,  or  where  the 
Commissioner  has  declined  to  review  the  decision  of  the  Primary 
Examinei',  after  his  attentitm  lias  been  called  to  the  alleged  unpatent- 
ability of  the  issues,  we  are  of  the  opinion  that,  except  in  an  extraor- 
dinary case,  we  should  hold  the  question  of  patentability  to  l)e  settled. 
The  statute  does  not  provide  for  an  appeal  to  this  court  from  a  ruling 
by  the  Conmiissioner  of  Patents,  or  of  any  of  the  sulK)rdinate  tri- 
bunals, affirming  the  patentability  of  a  claimed  invention.  It  is  only 
from  a  decision  advei'se  to  the  patentability  of  a  claim  that  an  appeal 
will  lie  to  this  court.  (U.  S.  R.  S.,  sec.  4911 ;  sec.  9  of  the  act  of  Feb- 
ruary 9,  1893,  establishing  this  court.)  It  is  however  strenuously 
urged  that  the  proceeding  authorized  by  section  4915  of  the  Revised 
Statutes,  which  provides  for  relief  by  bill  in  equity  where  a  patent 
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has  been  finally  refused,  is  sufficiently  analogous  to  an  appeal  like  the 
present  to  warrant  and  even  require  this  court  to  consider,  upon  its 
own  motion  the  question  of  patentability.  We  cannot  agi*ee  with  this 
contention.  The  proceedings  are  quite  different.  One  is  a  proceed- 
ing in  equity  the  other  at  law.  The  proceeding  under  section  4915 
will  only  be  open  to  the  parties  to  this  interference  when  a  patent  shall 
finally  be  refused  to  one  of  them  because  he  shall  fail  to  prove  that 
his  inventive  act  was  earlier  than  that  of  his  successful  adversary, 
or  for  any  other  reason.  Then  and  not  till  then  can  he  avail  himself 
of  the  provision  of  the  section,  and  not  till  then  will  the  case  of 
Hill  V.  Wooster  (C.  D.,  1890,  230;  50  O.  G.,  560;  132  U.  S.,  693)  be 
controlling. 

In  interferences  we  do  not  determine  whether  either  party  shall 
receive  a  patent.  The  question  presented  to  us  is,  conceding  that 
there  is  a  patentable  invention,  which  party  was  the  one  first  to  in- 
vent or  discover  the  same.  When  an  interference  is  returned  to  the 
Patent  Office  after  we  have  decided  the  question  of  priority  it  is 
within  the  power  of  the  Commissioner  of  Patents  to  withhold  a 
patent  from  the  successful  interferant.  In  such  case  by  an  orderly 
system  of  appeals  provided  by  the  statute  the  action  of  the  Commis- 
sioner of  Patents  may  be  reviewed  on  an  ex  parte  appeal.  It  is  only 
on  such  appeals  that  we  can  decide  that  a  patent  shall  or  shall  not 
issue.  Appeals  frequently  come  to  this  court  in  ex  parte  cases  where 
some  claims  have  been  allowed  and  others  refused.  The  appeal  is 
only  before  us  to  consider  the  correctness  of  the  Commissioner's  de- 
cision in  disallowing  the  appealed  claims.  We  may  doubt  the  pat- 
entability of  the  allowed  claims,  but  are  without  power  to  act.  So 
in  interferences  we  may  doubt  the  patentability  of  the  issues,  but  we 
find  no  provision  in  the  statute  warranting  us  in  overruling  the  de- 
liberate decision  of  the  Patent  Office  because  of  any  such  mere  doubt. 
Authority  to  grant  patents  is  vested  in  the  Connnissioner  of  Patents. 
If  he  errs  and  grants  an  invalid  patent,  his  error  is  corrected  by  the 
court  whenever  the  validity  of  the  patent  is  questioned. 

In  cases  such  as  the  one  at  bar  where  the  patentability  of  the  claims 
which  are  the  issues  of  an  interference  has  been  attacked  in  the 
Patent  Office,  and  alleged  invalidity  has  been  repeatedly  called  to  the 
attention  of  its  officers  authorized  and  required  by  the  statutes  and 
rules  to  consider  the  subject,  we  think  their  conclusion  should,  ex- 
cept perhaps  in  extraordinary  cases,  be  held  controlling  upon  us  in 
interference  cases  where  we  are  called  upon  to  determine  which  of 
two  or  more  parties  first  made  the  invention  which  they  are  claiming. 
Any  doubt  we  may  have  should  be  resolved  in  favor  of  the  correctness 
of  the  finding  that  there  is  a  patentable  invention  involved  in  the 
interference.  Especially  so  when  the  alleged  invalidity  is  based  upo 
the  prior  art. 
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We  do  not  feel  warranted  in  disturbing  the  rulings  of  the  Com- 
missioner of  Patents,  and  those  of  the  subordinate  tribunals,  which 
have  considered  this  case  and  we  therefore  affirm  the  decision  of  the 
Commissioner  of  Patents  awarding  priority  of  invention  to  Holsclaw. 

Let  this  opinion,  and  the  proceedings  of  the  court  in  the  premises, 
be  certified  to  the  Commissioner  of  Patents  according  to  law.  Af- 
"firmed. 


[Court  of  Appeals  of  the  DlBtrict  of  Columbia.] 

In  re  McNeil  and  Sturtevant. 

Decided  December  4,  1006. 

(12(5  O.  Gm  3425.) 

1.  Patentability — Double  Use. 

•  A  pateut  will  not  be  granted  u|)on  the  discovery  of  a  new  and  analogous 
function  for  an  old  machine.  (Roberts  v.  Ryer,  C.  D.,  1876,  439;  10  O.  G., 
204;  91  U.  S.,  150;  Ansonia  Co.  v.  Electrical  Supply  Co.,  C.  D.,  1892,  313; 
58  O.  G.,  1692;  144  U.  S.,  11;  Potts  v.  Crcayer,  C.  D.,  1895.  143;  70  O.  G., 
494;  155  U.  S.,  597.) 

2.  Same — Revebsal  of  Pabts. 

Claims  which  comprise  merely  a  reverstil  of  iturts  disclosed  in  a  prior 
machine  are  not  patentable.    • 

3.  Same — CJonstbuction  of  Claims— Implying  Structures  Not  in  Claims. 

Where  an  applicant's  claims  to  a  trimmer  for  sewing-machines  make  no 
mention  of  a  presser-foot,  a  difference  in  structure  embodyiug  a  particalar 
form  of  presser-foot  which  is  not  clearly  i)ointed  out  in  the  record  will  not 
be  assumed. 

Mr.  C.  L.  Sturtevant  and  Mr.  E.  G.  Mamn  for  the  appellant. 
Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

IlOBB,  J. : 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
rejecting  all  the  claims,  eight  in  number,  of  an  application  for  patent. 

The  second,  fifth  and  eighth  claims  contain  tlie  substance  of  all, 
and  are  as  follows: 

2.  In  a  sewing-machine,  the  combination  with  suitable  stitch-forming  mechan- 
ism, a  work-supi)ort  mechanism  for  feeding  a  plurality  of  thicknesses  of  fabric 
to  the  stitch-forming  mechanism,  a  trimming  me<*hauism,  comprising  two  mem- 
bers, one  operating  above  the  work-support  and  having  its  upper  surface  sen*- 
mg  as  a  sup|X)rt  for  the  upper  layer  of  fabric  and  to  separate  the  layers  of 
fabric,  and  having  its  lower  edge  co<)peratiug  with  the  other  trimming  member 
to  sever  the  lower  layer  of  fabric,  said  separating  moniber  of  the  trimmer  de- 
flecting the  severed  edge  from  the  luxiy  i portion  of  the  fabric ;  substantially  as 
described. 

5.  In  a  sewing-machine,  the  combination  with  suitable  stitch-forming  meehan- 
tUD,  a  work-supitort,  mechanism  for  foedlug  a  v^^rallty  of  thicknesses  of  fabric 
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to  the  Btitcli-forming  mechanism,  a  trimming  mechanism  located  l)e]ow  the 
workHEiupport,  and  comprising  two  members,  one  of  which  extends  through  the 
work-support  and  above  the  same,  said  member  liaving  an  upper  edge  serving 
as  a  support  for  the  upper  layer  of  fabric,  and  liaving  its  lower  edge  cooperat- 
ing with  the  other  member  of  the  trimming  device  to  sever  the  lower  layer  of 
fabric,  the  vertical  rear  portion  of  said  upper  member  serving  to  deflect  the 
free  severed  edge  from  the  stitched  portion  of  the  fabrics;  substantially  as 
described. 

8.  In  a  sewing-machine,  the  combination  with  suitable  stitch-forming  mechan- 
ism, a  work-support,  and  mechanism  for  feeding  a  plurality  of  thicknesses  of 
fabric  to  the  stitch-forming  mechanism,  a  trimming  mechanism  comprising  two 
members,  one  of  which  has  its  upper  surface  serving  as  a  support  for  the  upper 
layer  of  fabric,  and  to  separate  the  layers  of  fabric  and  the  other  of  which 
cooperates  with  the  first  meml)er  to  sever  one  of  the  layers  of  fabric ;  substan- 
tially as  described. 

The  references  forming  the  basis  for  the  i-ejection  of  these  claims 
are:  Borton  et  al.^  March  28,  1882,  No.  255,578;  WiUcox^  June  28, 
1887,  No.  365,710.  Other  patents  are  referred  to  by  tlie  Examiner, 
but*  it  is  unnecessary  to  notice  them  here. 

The  subject-matter  of  appellants^  alleged  invention  consists  of  a 
mechanism  for  stitching  together  two  superposed  layers  of  material 
and  a  coacting  mechanism  for  trimming  or  cutting  one  of  the  layers 
just  beyond  the  seam.  This  combination,  stitching  mechanism  and 
trimming  mechanism,  is  not  new  in  the  art,  but  appellants  contend 
that  by  a  readjustment  and  modilScation  of  certain  parts  they  have 
secured  for  the  upper  member  of  their  trimmer,  or  cutting-blade,  a 
new  function,  and,  therefore,  the  combination  is  patentable. 

In  the  Willcox  patent  there  is  shown  acting  in  conjunction  a 
stitching  mechanism  and  a  trimming  mechanism,  the  difference  being 
that  in  the  Willcox  patent  the  upper  member  of  the  cutting  or  trim- 
ming mechanism  is  stationary,  the  lower  member  being  pivoted  to 
cooperate  therewith,  but  the  upper  member  although  stationaiy 
projects  forward  so  that  its  pointed  end  penetrates  between  the 
superposed  layers  of  fabric,  and  the  member  itself  is  mounted 
on  the  work-support,  which  of  necessity  brings  the  cutting  edge 
in  the  same  plane  with  the  work-support  as  in  appellants'  ma- 
<;hine.  In  other  words,  appellants,  so  far  as  their  claims  disclose, 
have  done  nothing  more  than  to  reverse  the  parts  of  the  Willcox 
patent.  The  similarity  between  the  Borton  and  Willcox  patent  and 
appellants'  claims  is  still  more  striking.  We  say  appellants' 
*'  claims,"  because  their  drawings  fail  to  disclose  in  unbroken  lines  a 
complete  trimmer.  Counsel  in  the  argument  at  bar,  however,  con- 
tended that  the  structure  of  the  Borton  and  Willcox  presser-foot  was 
such  as  to  preclude  the  possibility  of  the  upper  cutting  member  per- 
forming the  function  performed  by  appellants'  upper  cutting  mem- 
ber. In  the  Borton  and  Willcox  patent  the  presser-foot  is  divided 
so  that  one  side  comes  close  to  the  needle-hole  yjVv\\^  iVv^  cAJwet  \e.  ^\s^. 
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away  suflSciently  to  enable  the  cutting-blade  to  trim  close  to  the  seam. 
In  appellants'  machine,  counsel  stated,  the  presser-foot  is  not  divided, 
and  this  results,  it  is  contended,  in  giving  the  upper  trimming-blade 
free  scope  and  enables  it  to  lift  and  support  the  upper  layer  of  fabric 
while  the  lower  is  being  trimmed,  and  thereby  perform  an  important 
function  of  which  the  Borton  and  Willcox  machine  is  not  capable. 
But,  this  contention  rests  upon  a  premise  not  sustained  by  the  record. 
Appellants'  claims  make  no  mention  of  a  presser-foot,  and  we  are  not 
at  liberty  to  assume  a  difference  in  structure  when  it  is  not  clearly 
pointed  out  in  the  record.  So  far  as  this  record  discloses,  a  patent 
is  sought  on  the  discovery  of  a  new  and  analogous  function  for  an  old 
machine.  That  such  a  discovery  is  not  patentable  has  long  since  been 
determined :  Roberts  v.  Ryer,  (C.  D.,  1876, 439 ;  10  O.  G.,  204 ;  91  U.  S. 
150;)  Ansania  Co.  v  Electrical  Supply  Co.^  (C.  D.,  1892,  313;  58 
O.  G.,  1692;  144  U.  S.,  11;)  Potts  v.  Creager,  (C.  D.  1895,  143;  70 
O.G.,  494;  155  U.S.,  597.) 

The  Examiner,  whose  decision  was  in  turn  sustained  by  the  Exam- 
iners-in-Chief,  and  the  Commissioner,  has  this  to  say  in  construing 
the  Borton  and  Willcox  patent : 

Of  these  patents  the  one  to  Borton  and  Willcox  (No.  255,578)  shows  a  trim- 
ming mechanism  which  is  essentially  the  same  as  that  of  McNeil  and  Sturte- 
vant.  The  blade  projecting  above  the  bed-plate  Is  immediately  in  the  rear  of 
the  needle  and  so  arranged  relative  to  the  stitching  mechanism  as  to  trim,  (in 
the  use  described)  the  fabric  parallel  to  the  line  of  stitching.  There  appears 
to  be  no  reason  whatever  why  this  machine  could  not  be  used  to  stitch  a  single- 
turn  hem  and  trim  the  free  or  raw  edge  parallel  to  the  line  of  stitching  precisely 
in  the  same  manner  as  McNeil  and  Sturtevant's  machine.  Even  if  patentees  did 
not  have  this  use  in  mind  at  the  time  the  i)atent  was  granted,  it  is  a  well-settled 
principle  of  law  that  an  inventor  of  a  machine  or  a  mechanism  is  entitled  to  all 
the  uses  to  which  it  may  be  applied  without  changing  the  machine  or  meclian- 
ism  itself.  Attention  is  called  in  this  connection  to  tho  case  of  the  WcHtern 
Electric  Co.  v.  Sperry  Electric  Co,  ct  ah,  (C.  D.,  1893,  573;  65  O.  G.,  597,)  and 
to  the  decision  of  the  present  Commissioner  in  the  case  of  Blue  v.  Power  v. 
Owens,  (C.  D.,  1902,  425;  101  O  G.,  2076.)  In  this  latter  decision,  the  CJommla- 
sioner  stated  that — 

•*  Where  a  party  obtains  a  patent  on  an  apparatus,  he  is  entitled  to  all  the 
analogous  uses  of  which  his  apparatus  Is  capable.  The  Office  cannot  grant  a 
patent  on  a  device  to  one  iiarty  for  a  particular  use  and  then  grant  a  second 
patent  on  the  same  device  to  a  second  fiarty  who  employs  it  for  a  different  but 
analogous  puri)ose." 

It  is  contended,  however,  that — 

it  is  not  a  question  of  whether  certain  limitations  should  be  put  into  the  claims 
of  api)ellants,  but  wholly  a  question  of  whether  the  Borton  and  Willcox  patent 
discloses  a  structure  capable  of  securing  the  same  functions  as  appellants*. 

The  complete  answer  to  this  contention,  it  seems  to  us,  lies  in  the 
fact  that  appellants'  claims  are  for  a  mechanism,  which,  so  far  as 
described,  (Joes  not  differ  in  essential  details  from  the  Borton  and 
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Willoox  patent.    The  Examiner,  in  treating  of  this  phase  of  the  case, 
said: 

If  there  is  anything  in  applicants*  construction  which  adapts  it  to  perform  a 
class  of  work  not  capable  of  being  performed  by  the  Borton  machine  it  must  be 
due  to  a  difference  in  structure  and  certainly  no  real  difference  in  structure  over 
that  shown  by  Borton  is  found  in  these  claims. 

Finding  no  error,  the  decision  appealed  from  will  be  affirmed,  and 
this  opinion  and  the  proceedings  in  this  court  will  be  certified  to  the 
CcHnmissioner  of  Patents  as  required  by  law,  and  it  is  so  ordered. 
A-firmed. 

[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  American  Circular  Loom  Company. 

Decided  December  4,  1906, 

(127  O.  G.,  393.) 

1.  TSAOE-MABKS — '*  ClBCULAB  IXX)M  '' — DESCBIPTIVE. 

The  words  "  Circular  Ix)om  "  refused  registration  as  a  trade-mark  for 
*'  conduits  and  coverings  for  electrical  conductors  consisting  of  fiber  spirals 
wrapped  witli  fiber  and  tape,  and  covered  with  a  protective  cotton  tube  witli 
an  outer  coating  of  an  insulating  compound  and  mica  *'  on  the  ground  that 
they  are  descriptive  of  the  protective  cotton  tube,  which  is  one  of  the  ma- 
terial parts  of  the  construction.  An  inspection  of  the  article  shows  that  the 
cotton  tube  is  woven  on  a  circular  loom,  which  must  be  known  to  dealers  in 
the  goods,  and  it  may  well  be  inferred  that  this  product  of  a  circular  loom 
is  considered  a  superior  quality  in  the  trade. 

2.  Same — ^Abbitbabt  Wobds — Secondaby  Meaning. 

Sometimes  arbitrary  words,  adopted  prtmarily  as  a  mark  to  indicate 
origin  or  ownership,  may  through  long-continued  and  wide  sale  of  the  par- 
ticular article  come  to  indicate  quality  also,  and  in  such  event  the  owner 
would  not  be  debarred  from  their  protection  as  a  trade-mark.  It  would 
have  to  appear  with  certainty,  however,  tliat  at  the  time  of  adoption  the 
mark  was  for  the  purpose  of  indicating  origin,  manufacture,  or  ownership 
and  not  at  all  as  descriptive  of  grade  or  quality. 

Mr.  William  S.  Hodges^  Mr.  Everett  N.  Curtis^  and  Mr.  Charles  F. 
Perkins  for  the  American  Circular  Loom  Company. 
Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

Shepard,  /•; 

The  appellant  appeals  from  a  decision  refusing  registration  of  the 
words  "  Circular  Loom  "  as  a  trade-mark  for  "  conduits  and  coverings 
for  electrical  conductors  containing  a  resilient  spiral  lining,  and  an 
element  for  closing  the  openings  between  the  spirals." 

The  specimen  sections  of  tubes  exhibited  with  the  applications  show, 
as  stated  by  the  Examiner  of  Trade-Marks — 

conduits  and  coverings  for  electrical   conductors  consisting  of  fiber  spirals 
wrapped  with  fiber  and  tape,  and  covered  with  a  protective  cotton  tube  with  an 
outer  coating  of  an  insulating  compound  and  mica. 
30097— H.  Doc.  470,  60-1 31 
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The  ground  of  refusal  is  thus  stated: 

The  protective  cotton  tube  is  obviously  woven  on  a  circular  loonu  of  the 
type  shown  in  the  patent  to  C.  N.  Brown,  No.  000,355,  December  31,  1901,  (see 
Fig.  10,  thereof,)  and,  therefore,  the  term  ''Circular  Loom,"  as  applied  to  the 
applicant's  goods,  is  believed  to  be  descriptive. 

If  the  term  be  in  fact  descriptive,  the  refusal  of  registration  was 
undoubtedly  right ;  for  as  said  by  Mr.  Chief  Justice  Fuller  in  Law- 
reiice  M'fy.  Co.  v.  TewtiesHee  M'fg.  Co.,  (CD.,  1891,  415;  55  O.G., 
1528;  138  U.  S.,  547:) 

Nothing  Is  better  settled  than  that  an  exclusive  right  to  the  use  of  words, 
letters,  or  symbols,  to  indicate  merely  the  quality  of  goods  to  which  they  are 
affixed,  cannot  be  acquired. 

See,  also.  Brown  Chemical  Co.  v.  Meyer,  (C.  D.,  1891,  343;  55 
O.  G.,  287;  139  U.  S.,  540,  54L>,)  in  which  it  was  held  that  the  words 
"  Iron  Bitters  "  were  "  so  far  indicative  of  the  ingredients,  charac- 
teristics and  purposes  of  tlie  plaintiff's  preparation,'"  that  they  could 
not  be  appropriated  as  a  trade-mark.  In  the  opinion  in  that  case, 
Mr.  Justice  Brown  said: 

The  general  i)roi)ositlon  is  well  established  that  words  which  are  merely 
descriptive  of  the  character,  qualities,  or  comi>osition  of  an  article,  or  of  the 
place  where  it  is  manufactured  or  produced,  cannot  be  monoiwlized  as  a  trade- 
mark. 

The  principle  so  well  established  has  been  embodied  in  the  recent 
Trade-Mark  Act,  section  5  of  which  denies  registration  to — 

words  or  devices  which  are  descrli)tive  of  the  goods  with  which  they  are  used, 
or  of  the  character  or  quality  of  such  goods. 

It  is  true  that  the  entire  conduit  of  the  applicant  is  not  the  product 
of  a  circular  loom,  but  a  material  part  of  the  construction  is  the 
protective  cotton  tube  that  receives  the  outer  coating,  and  which,  as 
said  by  the  Examiner,  is  "  obviously  woven  on  a  circular  loom." 
What  plainly  appears  on  ordinary  inspection  must,  for  a  sti-onger 
reason,  l>e  well  known  to  dealers  in  the  goods;  and  it  may  well  be 
inferred  that  this  product  of  a  circular  loom,  namely,  a  seamless  pro- 
tective cotton  tube,  is  considered  a  superior  quality  in  the  trade.  To 
this  extent,  the  words  '*  Circular  I^oom  ''  are  clearly  descriptive  of 
one  of  the  chief  ingredients  or  characteristics  of  the  conduits  to 
which  they  are  applied.  Nor  is  this  objection  met  by  the  contention 
of  the  applicant,  that,  as  shown  in  the  Herrick  patent  under  which 
its  manufacture  is  carried  on,  this  element  maj'^  be  braided  or  knitted 
and  not  necessarily  woven:  and  even  if  woven  it  is  not  indispensable 
to  em,ploy  a  circular  loom,  as  a  strip  woven  in  a  straight  loom  and 
folded  longitudinally  alwut  the  tube  would  accomplish  the  purpose 
shown  in  Fig.  4  of  the  Herrick  patent.  The  answer  is  that  it  is  not 
made  in  either  of  these  possible  forms;  and  if  it  were,  the  words 
•'  Circular  Loom  ''  would  amount  to  a  false  description. 
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It  is  further  contended  that — 

tbe  words  "  Circular  Loom  "  have  never  been  used  by  the  trade  In  a  strictly 
descriptive  sense,  but  have  always  been  used  in  an  arbitrary  manner,  and  at 
tbe  most  are  merely  suggestive  of  one  of  the  several  parts  of  the  appellant's 
G^mdnit. 

It  would  seem  that  what  is  "  suggestive  "  of  an  ingredient  or  char- 
acteristic of  an  article  of  manufacture  is  also  descriptive  of  the  same. 
Be  that  as  it  may,  there  is  nothing  beyond  this  argumentative  state- 
ment to  show  that  the  words  were  originally  adopted,  or  have  ever 
been  understood  in  a  secondary  sense  as  indicative  of  origin  or  owner- 
ship, and  not  of  quality.  They  are  not  merely  coined,  fancy  or  arbi- 
trary words  that  can  have  no  other  reasonable  effect  than  to  indicate 
origin  or  ownership.  Sometimes  arbitrary  words,  adopted  primarily 
as  a  mark  to  indicate  origin  or  ownership,  may,  through  long-contin- 
ued and  wide  sale  of  the  particular  article  come  to  indicate  quality 
also,  and  in  such  event  the  owner  would  not  be  debarred  from  their 
protection  as  a  trade-mark.  It  would  have  to  appear  with  certainty, 
however,  that  at  the  time  of  adoption  the  mark  was  for  the  purpose 
of  indicating  origin,  manufacture  or  ownership,  and  not  at  all  as  de- 
scriptive of  grade  or  quality.  {Lawrence  iPfg.  Co.  v.  Tennessee 
M'fg.  Co.,  C.  D.,  1891,  415;  55  O.  G.,  1528;  138  U.  S.,  537,  547;  Cel- 
lular Clothing  Co.  v.  ilaxton,  1899  App.  Cas.,  326.)  In  that  case,  as 
in  the  first  of  the  two  citations,  the  question  of  unfair  trade  or  com- 
petition was  also  involved.  It  was  held  that  the  word  "  Cellular," 
being  a  word  descriptive  of  the  article  of  cloth  manufactured,  could 
not  be  appropriated  as  a  technical  trade-mark.  It  was  also  contended 
in  that  case  that  by  long-continued  manufacture  and  sale  of  the  par- 
ticular goods  the  word  had  come  to  be  generally  regarded  in  a  second- 
ary sense  as  indicating  nothing  more  than  origin  and  manufacture. 
Considerable  evidence  was  offered  on  the  point,  but  its  sufficiency  was 
denied.  Referring  to  the  case  of  Reddemay  v.  Benham,  known  as 
"The  Camel's  Hair  Belting  Case"  (1896  App.  Cas.,  199,)  which  all 
of  the  judges  distinguished  from  the  case  at  bar.  Lord  Shand  said, 
(p.  340:) 

Of  that  case  I  shall  only  say,  that  it  no  doubt  shows  it  is  possible  where  a 
descriptive  uame  has  been  used  to  prove  that  so  general,  I  should  rather  say  so 
universal  has  beeu  the  use  of  it  as  to  give  it  a  secondary  meaning  and  so  to  con- 
fer on  the  person  who  has  so  used  it  a  right  to  its  exclusive  use  or,  at  all 
events,  to  such  a  use  that  others  employing  it  must  qualify  their  use  by  some 
distinguishing  characteristic.  But  I  confess  I  have  always  thought,  and  I  still 
think,  that  it  would  be  made  almost  impossible  for  any  one  to  obtain  the  exclu- 
sive right  to  the  use  of  a  word  or  term  which  is  in  ordinary  use  in  our  language 
and  which  is  descriptive  only — and,  indeed,  were  it  not  for  the  decision  in 
Reddemay*8  case,  I  should  say  this  would  be  made  altogether  impossible. 
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Lord  Davy  said,  (p.  343:) 

A  man  who  takes  ux)on  himself  to  prove  that  words,  which  are  merely  de- 
scriptive or  expressive  of  the  quality  of  the  goods,  have  acquired  the  secondary 
feiense  to  which  I  have  referred,  assumes  a  much  greater  burden— and,  indeed,  a 
burden  which  it  is  not  impossible,  but  at  the  same  time  extremely  difficult  to 
discharge — a  much  greater  burden  than  that  of  a  man  who  undertakes  to  prove 
the  same  thing  of  a  word  not  significant  and  not  descriptive,  but  what  has  been 
compendiously  called  a  "fancy"  word. 

See,  also,  Bennett  v.  McKinley^  (13  C.  C.  A.,  25,  26;  65  Fed.  Rep., 
505.) 

We  consider  the  question  presented  here  as  governed  by  the  fore- 
going authoritative  decisions,  and  shall  not  consume  time  in  an  at- 
tempt to  review  the  multitude  of  cases  cited  on  the  briefs — in  many 
of  which  analogous  words  have  been  upheld  as  trade-marks,  and  in 
many  others  denied.  In  very  many  of  them,  moreover,  the  question 
involved  was  one  of  fair  trade  and  not  of  technical  trade-mark. 
It  is  only  a  question  of  the  latter  kind  that  can  come  before  us  on 
appeals  from  the  refusal  of  registration  in  the  Patent  Office.  We 
agree  with  the  tribunals  of  the  Patent  Office  that  the  words  "Circular 
Loom,"  as  presented  on  the  application,  are  descriptive  in  the  sense 
of  the  law  forbidding  registration  as  a  trade-mark. 

The  decision  appealed  from  will,  therefore,  be  affirmed;  and  the 
clerk  will  certify  this  decision  to  the  Commissioner  of  Patents  as 
required  by  law.    A-fjii^ied, 


[Court  of  Ap|>ealH  of  the  District  of  Columbia.] 

The  Kose  Shoe  Manlfactlrim;  Company  /'.  A.  A.  Kosenbusu  &  Co. 

Dcvidnl  Drvimhrr   J.  1906. 
(127   O.   G.,   31)4.) 

1.  Trade-Marks— Priority. 

Where  Rosenbush  in  his  application  alle;:es  adoption  in  1801,  but  the 
earliest  date  mentioned  in  his  testiniony  is  the  •*Rprin>r  of  1805,"  and  his 
testimony  is  only  8ui>ported  by  that  of  a  former  i)artner,  who  fixes  the 
date  as  "about  a  year  and  a  half"  after  August  1,  1804,  when  the  firm 
commenced  business,  Held  insufficient  to  prevail  over  the  Rose  Shoe  Manu- 
facturing Company,  which  presents  the  testimony  of  several  credible  wit- 
nesses who  clearly  trace  the  use  of  the  trade-mark  by  the  Rose  Shoe  Mana- 
facturing  Company,  and  its  predecessors  in  business  from  the  year  1894. 

2.  Same — Continuous  Use — Presumption. 

Where  several  successive  firms  manufacturing  ladies*  shoes  are  shown 
to  have  occupied  the  same  factory,  it  is  reasonable  to  suppose  tliat  once 
having  adopted  a  trade-name,  they  would  continue  its  use  notwithstanding 
a  reorganization   of  the  firm. 
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Mr.  C.  E.  Foster  for  The  Rose  Shoe  Manufacturing  Company. 
Mr.  Lauis  H,  Harriman  for  A.  A.  Rosenbush  &  Co. 

RoBB,  /.; 

Hearing  on  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  a  trade-mark  interference  case.    {Ante^  69;  127  O.  G.,  391.) 

The  issue  is  the  word  "  Rose  "  as  a  trade-mark  for  shoes.  The  Rose 
Shoe  Manufacturing  Company,  of  Rochester,  N.  Y.,  the  senior  party, 
and  appellant  here,  registered  this  mark  July  21, 1905,  and  the  appli; 
cation  of  A.  A.  Rosenbush  &  Co.,  the  appellee,  was  filed  July  22, 1905. 
An  interference  was  duly  declared,  testimony  in  the  form  of  depo- 
sitions taken  by  both  parties,  and  priority  of  adoption  and  use 
awarded  appellant  by  the  Examiner  of  Interferences.  From  this 
decision  an  appeal  was  taken  to  the  Commissioner  of  Patents,  who 
reversed  the  decision  of  the  Examiner  of  Interferences,  and  awarded 
priority  of  adoption  and  use  to  appellee.  The  decision  of  the  Com- 
missioner is  here  challenged. 

A.  A.  Rosenbush,  a  partner  in  the  firm  of  A.  A.  Rosenbush  &  Co., 
of  Boston,  Mass.,  about  August  1,  1894,  formed  a  partnership  at 
Chicago,  111.,  with  Samuel  Goldsmith  and  Jerome  M.  Levie,  under 
the  firm-name  of  Goldsmith,  Rosenbush  &  Levie,  and  engaged  in  the 
wholesale  boot  and  shoe  business  in  Chicago.  Rosenbush  testified 
that  the  firm  first  used  the  word  "  Rose  "  as  a  trade-mark  "  in  the 
spring  of  1895,"  and  that  the  word  was  thereafter  continuously  used 
"to  the  spring  of  '98."  In  November,  1898,  Rosenbush  purchased 
the  stock,  fixtures  and  good-will  of  the  firm  and  removed  to  Boston. 
Shortly  thereafter  he  opened  a  place  of  business  in  Boston,  and  con- 
tinued the  use  of  the  word  "  Rose  "  as  a  trade-mark  down  to  the  time 
when  he  sought  its  registry.  His  testimony  as  to  the  use  of  the  word 
as  a  trade-mark  in  Boston  is  corroborated  by  other  witnesses,  and  we 
find  no  difficulty  on  that  point.  The  deposition  of  his  former  partner, 
Levie,  was  taken  in  Chicago,  and  he  was  asked  "  Whether  or  not  Gold- 
smith, Rosenbush  &  IjeVm  used  any  trade-marks  upon  the  shoes  sold 
by  them?  "  He  answered :  "  Some."  He  was  then  asked  what  trade- 
marks they  used,  and  to  this  he  replied :  "  Well,  we  used  the  name 
*  Waddell,'  used  the  name  '  Rose,'  and  several  others."  He  was 
asked  when  the  firm  first  used  the  name  "  Rose  "  as  a  trade-mark, 
and  he  answered :  "  Can't  tell  exactly — haven't  any  data  to  go  by. 
It  was  between  1894  and  1898."  When  asked  if  he  could  tell  whether 
it  was  nearer  1894  than  1898,  he  said :  "  Well,  yes,  it  was  about  a  year 
or  a  year  and  a  half  after  we  started  in  business."  On  cross-examina- 
tion he  was  asked :  "About  how  many  other  trade-marks  did  you  use 
besides  the  words  '  Rose  '  and  '  Waddell  ? ' "  and  replied :  "  Not  over 
half  a  dozen,  they  changed  from  time  to  time.  The  merchandi^ 
would  not  market,  and  we  would  have  to  change  tYveair 
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In  the  above  application  for  i-egistry  of  A.  A.  Uosenbusli  &  Co., 
the  truth  of  the  statements  therein  being  sworn  to  by  A.  A.  Bosenbush, 
it  is  stated  that — 

the  tmde-niark  has  been  continiioiisly  used  in  our  business  since  the  year  1891. 

In  the  application  of  the  appellant  it  is  stated  that — 

this  trade-marlv  has  been  continuously  used  in  business  by  said  corporation  and 
In  the  business  of  M.  J.  Whitman  Co.,  from  whom  title  is  derived,  since  the 
1st  day  of  March,  3900. 

Charles  A.  Rooker,  the  secretary  and  treasurer  of  the  Rose  Shoe 
Manufacturing  Company,  was  asked  why  he  did  not  give  an  earlier 
date,  and  replied  as  follows: 

I  simply  gave  IlKX)  from  my  personal  knowledge  without  any  investigation  or 
inquiry  among  my  predecc^ssors,  ns  to  the  first  use  of  the  word  "  Rose.**  If  I 
had  been  asked  by  my  attoniey  to  give  an  earlier  date,  I  certainly  could  have 
done  so. 

He  further  testified  that  the  original  company  was  known  as 
S.  Raubert  &  Siebert,  and  that  this  company  was  succeeded  by  Sie- 
bert,  Whitman  &  Bartold,  who  were  in  turn  succeeded  by  Siebert, 
AVhitman  &  Co.,  and  they  in  turn  by  M.  J.  Whitman  Co.,  the  imme- 
diate predecessor  of  The  Rose  Shoe  Manufacturing  Company.  Mr. 
Rooker  was  asked  w^hether  the  trade-mark  '*  Rose  "  was  use<l  on  shoes 
sold  by  the  predecessors  of  his  company,  and  answered  that  shoes 
Ijearing  that  trade-mark  were  manufactured  and  sold  by  Siel)ert, 
\\Tiitman  &  Bartold,  Siebert,  Whitman  &  Co.,  M.  J.  AVliitman  Co., 
and  The  Rose  Shoe  Manufacturing  Company,  and  that  Siel^rt,  WTiit- 
man  &  Bartold  manufactured  and  sold  the  *'  Rose  "  shoe  prior  to  1899 
when  the  firm  changed  to  Siel)ert,  Whitman  &  Co. 

John  A.  Jjevis,  a  i)apor-l)ox  manufacturer,  of  Rochester,  testified 
that  he  had  l)eon  making  boxes  and  printing  cartons  l)earing  the 
word  "  Rose  ■'  for  The  Rose  Shoo  Manufacturing  Company  and  its 
predecessors  since  189G,  when  the  firm-name  was  Siel)ert,  Whitman 
&  Bartold.  Mr.  I^e^Ms  identified  three  cartons  bearing  the  word 
'*  Hose  ■'  as  having  Imhmi  printed  1)V  him  for  Siebert,  ^Miitman  & 
Bartold. 

Philip  H.  Ijcckinger,  of  Rochester,  a  salesman  in  the  retail  shoe 
store  of  his  father  who  had  l)een  a  retail  shoe  dealer  for  forty-five 
years,  testified  that  his  father  had  bought  shoes  from  Raubert  &  Sie- 
lH»rt  and  all  their  successors  down  to  The  Rose  Shoe  Manufacturing 
Company,  and  that  the  trade-mark  "•  Rose '"  was  associated  with 
these  shoes. 

Frank  J.  Nissen,  of  Port  Clinton,  Ohio,  succeeded  his  father  in 
1901  in  the  retail  boot  and  shoe  business  at  that  place.  Mr.  Nissen 
ostiBed,  that  he  first  bought  s\\oes  irom  lYv^  x^Y^vii^ivi^^s^vs  of  the  ap- 
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pellant  when  he  started  to  manage  his  father's  business  in  1892,  and 
that  he  had  since  continuously  bought  the  "  Rose  "  shoe.  Mr.  Nissen 
did  not  definitely  state  when  the  trade-mark  "  Rose  "  was  first  used 
on  the  shoes  he  purchased  from  the  various  predecessors  of  the  ap- 
pellant. He  did,  however,  produce  two  shoes  so  marked,  which  were 
bought  in  1900,  and  he  testified  that  these  were  not  the  earliest  shoes 
so  marked  which  he  had  purchased. 

Ferdinand  Bartold  testified  that  he  was  employed  by  Raubert  & 
Siebert  for  five  or  six  years  prior  to  1894 ;  that  in  1894  he  became  a 
member  of  the  firm  of  Siebert,  Whitman  &  Bartold,  which  firm  con- 
tinued in  business  for  about  four  years  and  a  half  when  it  was  suc- 
ceeded by  Siebert,  Whitman  &  Co.,  in  whose  employ  and  its  succes- 
sors, the  M.  J.  Whitman  Co.  and  The  Rose  Shoe  Manufacturing  Com- 
pany, he  continued ;  and  that  each  of  these  firms  manufactured  and 
sold  shoes  under  the  name  "  Rose."    He  testified  further :  . 

.  Q.  By  what  name  were  the  shoes  luanufaetiired  by  these  various  concerns 
known,  and  particularly  Siebert,  Whitman  &  Bartold? 

A.  The  name  **  Rose." 

Q.  Was  the  name  used  on  the  shoes? 

A.  Yes,  sir. 

Q.  I  hand  you  exhibits  "  B  "  and  "  C  "  and  ask  you  if  the  marks  you  find  on 
those  shoes  are  practically  the  same  as  originally  used? 

A.  Yes,  sir. 

Q.  Since  your  first  connection  with  the  "  Rose  "  shoe,  has  the  "  Rose "  shoe 
to  your  personal  knowledge,  been  continuously  manufactured  and  sold  by  the 
Rose  Shoe  Comimuy  and  their  predecessors? 

A.  Yes,  sir. 

William  J.  Muckle,  president  of  the  Rose  Shoe  Manufacturing 
Company,  testified  that  his  knowledge  of  the  Company  and  its  pred- 
ecessors extended  over  a  period  of  about  eighteen  years;  that  he  was 
in  the  factory,  saw  the  slices  made,  and  knew  that  they  were  manu- 
factured and  sold  as  the  "  Rose  "  shoe.  He  further  testified  that  each 
of  these  companies  had  used  the  trade-mark  "  Rose  "  exclusively ; 
and  that  over  ninety  per  cent,  of  the  output  of  the  factory  contained 
the  word  as  a  trade-mark. 

A  Mr.  Prusick,  of  Philadelphia,  testified  to  buying  the  "  Rose  " 
shoe  from  these  companies  since  April  or  May,  1898,  but  his  testi- 
mony is  not  material  here. 

Both  Mr.  Rooker  and  Mr.  Muckle  testified  that  the  appellant  and 
its  predecessors  had  built  up  an  extensive  interstate  and  foreign 
business. 

The  sole  issue  is  whether  the  adoption  of  this  trade-mark  by  the 
appellant  antedates  its  adoption  by  the  appellee.  Although  Rosen- 
bush,  in  his  application,  claimed  1891  as  his  date  of  adoption,  the 
earliest  date  mentioned  in  his  testimony  is  "  the  spriu^  ol  V^^^r 
His  former  partner,  Levie,  as  we  have  seew,  f\Yva\\^  ^^^^  >i\\^  ^"aXfe  ^^ 
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"  about  a  year  or  a  year  and  a  half  "  after  August  1,  1894,  when  the 
firm  commenced  business.  From  this  testimony,  and  from  this 
alone,  we  must  find  when  appellee  first  used  the  word.  Appellant, 
on  the  other  hand,  produced  several  credible  witnesses,  who  clearly 
traced  the  use  of  the  word  by  Siebert,  ^Vhitman  &  Bartold  in  1894, 
and  by  all  their  various  successors  down  to  "and  including  The  Rose 
Shoe  Manufacturing  Company.  The  testimony  of  Mr.  Leckinger  is 
susceptible  of  no  other  reasonable  construction  than  that  he  had 
been  purchasing  shoes  containing  the  trade-mark  "  Rose  "  from  these 
various  companies  for  about  nineteen  years.  Mr.  Leckinger  is  an 
entirely  disinterested  witness,  and  his  testimony  must  be  given  the 
weight  to  which  it  is  entitled.  Mr.  Bartold,  to  be  sure,  is  employed 
by  the  appellant,  but  his  testimony  being  consistent  and  reasonable  is 
certainly  entitled  to  as  much  weight  as  the  testimony  of  one  of  the 
parties.  His  testimony  is  clear  and  convincing  that  the  word  "  Rose  " 
has  been  used  by  the  various  companies  since  1894  at  least.  Having 
been  connected  with  these  firms,  either  as  a  partner  or  as  an  em- 
ployee, Mr.  Bartold  is  in  a  position  to  intelligently  testify  concern^ 
'  ing  the  subject-matter  of  this  controversy.  Mr.  Muckle,  the  president 
of  the  company,  and  presumably  a  man  of  intelligence  and  char- 
acter, testified,  in  effect,  that  the  word  "  Rose  "  has  been  used  by  his 
company  and  its  predecessors  for  about  eighteen  years.  His  testi- 
mony is  entitled  to  as  much  weight  as  the  testimony  of  the  appellee. 
These  various  firms  occupied  the  same  factory,  and  each  manufac- 
tured ladies'  shoes.  It  is  reasonable  to  suppose  that  once  having 
adopted  a  trade-name,  they  would  continue  its  use  notwithstanding 
a  reorganization  of  the  firm,  and,  therefore,  the  testimony  of  Mr. 
Bartold,  that  the  name  has  been  In  continuous  use  since  1894,  cor- 
roborated as  it  is  by  the  testimony  of  the  other  witnesses,  is  not  only 
reasonable  but,  to  our  minds,  conclusive  as  to  when  the  mark  was 
first  adopted  by  appellant's  predecessors. 

A  careful  analysis  of  the  whole  evidence,  we  think,  irresistibly 
leads  to  the  conclusion  that  appellant  adopted  this  mark  prior  to  the 
date  of  its  adoption  by  appellee  even  though  we  accept  the  uncor- 
roborated statement  of  Mr.  Rosenbush  that  his  predecessor  first  used 
the  mark  ''  in  the  spring  of  1895." 

It  follows  that  the  decision  of  the  Commissioner  must  be  reversed. 
The  clerk  of  the  court  will  certify  this  opinion,  and  the  proceedings 
of  this  court  in  the  premises,  to  the  Commissioner  of  Patents,  accord- 
ing to  law.     Reversed, 
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Bechman  v.  Southgate. 
Decided  December  4,  1906. 

(127  O.  G.,  1254.) 

iNTKBrKBElTCE — PbIOBITT — INTEBFEBENCE  IN  FACT — CONCLUSIONS  BT  PATENT  OF- 
FICE Genebaixt  Accepted  by  Coubt  of  Appeals. 
Ordinarily  where  the  point  has  been  raised  whether  the  application  of 
one  of  the  parties  was  broad  enough  in  the  terms  of  its  specification  and 
claims  to  embrace  the  invention  of  the  other,  and  especially  where  the  in- 
vention is  one  of  elaborate  and  complicated  mechanism,  the  decisions  of  the 
expert  tribunals  of  the  Patent  Office  in  respect  of  identity  have,  for  obvious 
reasons,  been  accepted  as  conclusive. 

Mr.  A.  E.  Dowell  for  the  appellant. 

Mr.  Louis  W.  Southgate  for  the  appellee. 

RoBB, /.; 

This  is  an  interference  proceeding  between  the  above-named  appli- 
cants for  the  invention  of  a  traveling-cylinder  web-printing  press, 
comprising  three  printing-couples,  the  issue  in  said  proceeding  being 
expressed  in  five  counts : 

1.  A  printing-press  comprising  three  printing-couples  arranged  In  parallel 
planes,  each  couple  consisting  of  a  bed  and  coacting  cylinder,  and  means  for 
feeding  webs  through  said  couples,  to  be  perfected  thereby. 

2.  A  printing-press  comprising  three  stationary  type-beds  arranged  in  parallel 
planes,  and  three  reciprocating  cylinders  coacting  with  the  beds;  with  means 
for  feeding  webs  through  the  press  so  that  they  shall  be  perfected  thereby  at 
each  operation  of  the  press. 

3.  The  combination  in  a  web-printing  press  of  three  stationary  form-beds,  a 
traveling  impression-cylinder  coacting  with  each  of  said  form-beds,  a  single  recip- 
rocating mechanism  for  actuating  all  of  said  cylinders,  web-guides  a  deflector 
and  web-manipulating  mechanisms. 

4.  The  combination  of  a  web-prlntlng  press  of  three  stationary  form-beds,  a 
traveling  impression  form-cylinder  coacting  with  said  bed,  a  reciprocating 
mechanism  for  actuating  said  impression-cylinders,  connections  whereby  one 
of  said  impression-cylinders  may  be  thrown  out  of  operation  and  the  other  two 
kept  in  operation,  web-guides  and  web-manipulating  mechanisms. 

5.  The  combination  in  a  web-printing  press  of  three  stationary  form-beds,  a 
pair  of  carriers  in  which  two  impression-cylinders  are  journaled,  a  reciproca- 
ting mechanism  for  said  carriers,  a  second  set  of  carriers,  in  which  a  third  im- 
pression-cylinder is  Journaled,  means  for  connecting  and  disconnecting  the  two 
sets  of  carriers,  and  suitable  web  guides  and  manipulating  mechanisms. 

Southgate,  the  senior  applicant,  filed  his  application  November  30, 
1896;  Bechman,  the  junior  applicant.  May  21,  1903.  An  interference 
was  duly  declared,  testimony  taken,  and  all  the  tribunals  of  the  Pat- 
ent Office  concurred  in  awarding  judgment  of  priority  of  invention  to 
the  senior  applicant,  Southgate.    Bechman  has  a\i^'aAfe<\^Vi\x\-\\v\css. 
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assigiiiuent  of  errors  does  not  challenge  the  decision  of  the  Commis- 
sioner (C.  D.,  1906,  270;  123  O.  G.,  2309)  on  the  question  of  priority 
of  invention ;  "  and  to  this  extent  he  is  to  be  presumed  to  have  ac- 
quiesced in  the  decision  against  him."  {Bechm<in  v.  Wood^  C.  D., 
1899,  453;  89  O.  G.,  2459;  15  App.  D.  C,  487.)  Bechman's  conten- 
tions, as  disclosed  in  his  brief,  are  as  follows: 

First.  That  there  Is  no  Invention  common  to  the  machines  disclosed  in  the 
respective  appUcations. 

Second.  The  first  and  second  issues  (claims  made  by  Bechman)  are  for  a 
specific  form  of  press  not  disclosed  by  Southgate;  and  the  third,  fourth  and 
fifth  issues  (claims  made  by  Southgate)  are  restricted  to  a  construction  not  dis- 
closed In  Bechman's  application. 

Third.  If  Southgate  has  any  patentable  invention  and  Bechman  has  a  patent- 
able Invention,  there  is  nothing  patentably  novel  in  common  l)etween  these  two, 
and  each  can  legally  only  procure  a  patent  on  his  specific  machine.  Neither 
is  entitled  to  n  claim  which  will  dominate  the  machine  of  the  other. 

His  first  and  second  contentions,  in  substance,  challenge  the  ruling 
that  there  is  an  interference  in  fact  between  the  two  machines. 

We  have  repeatedly  held  that,  except  in  extreme  cases,  we  will  not  go  behind 
the  declaration  of  interference  in  order  to  determine  the  question  of  identity  of 
Invention.  (Swihart  v.  Mauldin,  C.  D.,  1902,  540;  1)9  O.  G..  2322;  19  App.  D.  C, 
573.) 

What  are  the  facts  in  this  case?  Briefly  stated,  they  are  as  follows: 
The  Campbell  Printing  Press  &  Manufacturing  Company,  South- 
gate's  original  assignee,  and  the  Duplex  Printing  Press  Company, 
Bechman's  assignee,  were  rival  concerns,  and  from  1892  to  10O2  en- 
gaged in  litigation  covering  the  broad  patents  on  flat-bed  web-print- 
ing presses  of  the  style  here  involved.  In  June,  1902,  an  agreement 
was  entered  into  between  these  rival  concerns  whereby  the  Campbell 
Company,  in  consideration  of  being  paid  a  royalty  on  certain 
machines,  withdrew  from  the  field  and  assigned  all  patents  and  appli- 
cations for  patents  included  in  the  agreement  to  the  Duplex  Company. 
The  Southgate  application  now  in  issue  was  one  of  the  applications 
assigned  and  upon  which,  if  adopted,  a  royalty  was  to  be  paid.  Mr. 
Bechman,  the  mechanical  expert  and  inventor  for  the  Duplex  Com- 
pany, in  the  summer  of  1902  saw  the  Southgate  application  and  draw- 
ings and  also  the  following  memorandum  in  reference  thereto: 

Case  104. 

Louis  W.  Sonthpate.     Filed  Nov.  80,  ISfKJ. 

Serial   No.  015.928. 

This  case  covers  tlie  three-bed  uuiltipress  for  making  ten  and  twelve  page 
products.  (tO<Ml  claims  have  been  allowcnl,  but  not  as  broad  as  they  should  be. 
The  case  will  f)robably  have  to  be  taken  to  the  Board  of  Kxamiuera-iu-Chief. 
and  must  l)e  api)ealed  before  Aug.  13,  1903. 

Nothing  further  appears  to  have  been  done  by  the  Duplex  Com- 
pany  in  resided  of  this  application;  hence  its  prosecution  by  the 
CnmpbeU  Comimny.    The  Bec\\mai\  a\^\A\ctiWow  \5^s.  subsequently 
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filed,  and  the  specifications  filed  therewith  read  much  like  the  original 
Southgate  specifications. 

The  Patent  OfHce,  after  careful  consideration,  has  found  that  there 
is  an  interference  in  fact  between  these  applicants.  Without  dis- 
cussing the  evidence  further,  we  hold  that  the  record  does  not  disclose 
this  to  be  such  a  case  as  would  warrant  us  in  disturbing  that  finding. 

The  third  contention  is  really  a  restatement  of  the  first  and  second. 
It  is  fully  answered,  however,  by  the  decision  of  this  court  in  See- 
herger  v.  Dodge,  (C.  D.,  1905,  603;  114  O.  G.,  2382;  24  App.  D.  C, 
481,)  where  it  is  said  that — 

Ordinarily,  where  the  point  has  been  raised,  whether  the  application  of  one 
of  the  parties  was  broad  enough  In  the  terms  of  Its  specification  and  claims  to 
embrace  the  Invention  of  the  other,  and  especially  where  the  Invention  Is  one 
of  elalx>rate  and  complicated  mechanism,  the  decisions  of  the  expert  tribunals 
of  the  Patent  Office  in  respect  of  Identity  have,  for  obvious  reasons,  been  ac- 
cepted as  conclusive.     {Stone  v.  Pupin,  C.  D.,  1902,  550;  100  O.  G.,  1113;  10 
App.  D.  C,  396,  400;  Schiipiihaua  v.  Stevens,  C.  D.,  1901,  365;  95  O.  G.,  1452 
17  App.  D.  C,  548.  555:  Ostergrcn  v.  TripJen  C.  D.,  1901,  350;  95  O.  G.,  837 
17  App.  D.  C,  557.  559;  Luger  v.  Browning,  C.  D.,  1903,  593;  104  O.  G.,  1123 
21  App.  D.  C,  201,  204;  Herman  v  FuUman  C.  D.,  1904,  625;  109  O.  G.,  1888 
23  App.  D.  C,  259,  265.) 

The  decision  will  be  affirmed,  and  this  opinion  certified  to  the  Com- 
missioner of  Patents,  as  required  by  law,  and  it  is  so  ordered. 
Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Blackford  ?\  Wilder. 

Decided  January  8,  J907, 

(127  O.  G.,  1255.) 

Interference — Second  Interference — Res  Adjudicata. 

Where  a  second  interference  is  declared  between  the  same  applications 
on  an  issue  relating  to  tlie  same  subject-matter  of  invention  as  that  of  a 
prior  interference,  of  broader  scope  than  the  first  issue,  and  the  construc- 
tions relied  on,  respectively,  as  evidencing  conception  and  reduction  to 
practice  of  the  invention  of  both  issues  are  the  same  and  the  fundamental 
facts  of  both  cases  are  the  same.  Held  that  the  final  decision  in  the  first 
Interference  is  conclusive  and  tliat  the  question  of  priority  is  res  adjudi- 
cata unless  it  can  be  made  to  appear  that  the  question  upon  which  the 
determination  of  the  second  case  rests  is  one  that  neither  was  nor  could 
have  been  presentetl  and  determined  in  the  first  case. 
Res  Adjudicata — Doctrine  Stated  by  the  Supreme  Court. 

The  doctrine  of  res  adjudicata,  or  estopiiel  by  former  judgment,  has 
been  thus  declareil  by  the  Supreme  Court  of  the  United  States: 

"When  the  second  suit  Is  upon  the  same  cause  of  action,  and  between  the 
same  parties  as  the  first,  the  judgment  In  the  former  Is  conclusive  Uv  IV^a 
latter  as  to  every  question  which  was  or  in\g;\it  \iiv\^  Xi^fcXk  vt^^«oXs^  «q^ 
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determiued  iu  the  first  action ;  but  when  the  second  suit  is  upon  a  different 
cause  of  action,  thougli  between  the  same  parties,  the  jadgment  in  the 
former  action  operates  as  an  estoppel  only  as  to  the  point  or  question 
actually  litigated  and  determined,  and  not  as  to  other  matters  which  might 
have  been  litigated  and  determined."  (Neshit  v.  Riverside  Independent 
District,  144  U.  S.,  610,  618;  New  Orleans  v.  Citizen's  Bank,  167  I'.  S^ 
371,  386;  fif.  P.  /?.  R.  v.  U.  8.,  168  U.  S.,  1,  48)  — 

and  the  doctrine  as  thus  laid  down  is  applicable  to  adjadications  made  in 
the  Patent  Office. 

Mr.  A.  S.  Pattison  and  Mr.  Philip  Mauro  for  the  appellant. 
Mr.  Jarries  M.  Spear  and  Mr.  C.  U.  Duell  for  the  appellee. 

Shepard,  J. : 

This  is  the  second  interference  l)etween  the  same  parties  declared  on 
the  same  application. 

The  issue  of  the  first  was  defined  in  four  counts  as  follows : 

1.  In  a  burner  the  combination  with  a  trough  and  perforated  tubes  situated 
thereabove  and  forming  a  combustion-chamber,  said  trough  having  at  its  bot- 
tom a  liquid-containing  iwrtion,  and  an  enlarged  upper  vapor-receiving  space, 
and  a  vertically-disposed  lighting  member  seated  in  the  liquid-containing  portion 
and  extending  ui)ward  between  the  walls  of  the  enlarged  vapor-receiving  por- 
tion to  form  a  vaiwr-space  at  the  side  of  the  lighting  member. 

2.  In  a  burner  the  combination  of  a  trough  and  perforated  tut>es  situated 
thereabove  and  forming  a  combustion-cliaml)er,  a  lighting  member  vertically 
disposed  between  the  upwardly-disiwsed  walls  of  the  trough,  said  trough  having 
a  contracted  lower  i)ortl<)ii  in  which  the  lighting  member  is  seated,  and  a  vapor- 
space  above  the  contracted  iK>rtion  at  the  side  of  the  vertically-disposed  lighting 
member. 

3.  In  a  burner,  the  combination  of  a  trough  and  perforated  tubes  situated 
thereabove  and  forming  a  combustion-chamber,  said  trough  being  contracted 
at  its  lower  portion,  and  a  vert  lea  lly-disi>osed  lighting  member  seated  in  said 
contracted  iMirtion  and  extending  upward  betweiMi  tiie  ui)wardly-disposed  walls 
and  constituting  a  vai>or-space  In  the  up|H»r  i)ortion  of  the  trough  at  the  side  of 
the  said  lighting  member. 

4.  In  a  burner  the  combination  of  a  trough  and  [Perforated  tubes  situateil 
thereabove  and  forming  a  combustion-chamber,  said  trough  being  contracted  at 
its  lower  portion  and  being  provided  with  a  wick  seate<l  In  the  contracted  por- 
tion of  the  trough  and  extending  upwardly  between  and  distant  from  its 
upward ly-dlsi)08e<l  walls. 

The  original  applications  contained  numerous  claims  and  were  met 
from  time  to  time  with  suggestions  of  amendments,  rejections  on  ref- 
ences,  and  so  forth,  in  the  ordinary  course  of  procedure.  The  Exam- 
iner finally  suggested  that  the  broadest  allowable  subject-matter  of 
the  invention,  consisted : 

In  a  burner,  the  combination  of  a  trough  and  perforated  tubes  seated  thereon 
forming  a  combu8tion-chaml)er,  said  trough  being  contracted  at  its  lower  por- 
tion and  being  providtni  with  a  wiclc  seated  In  the  contracted  ix)rtion  of  the 

>ugh  and  extending  upwardly  between  and  distant  from  its  upwardly-disposed 

Us, 
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This  suggestion  developed  into  the  issue  of  the  interference  there- 
after dedared.  The  Examiner  of  Interferences  and  the  majority  of 
the  Examiners-in-Chief  decided  the  question  of  priority  in  favor  of 
Blackford.  The  Commissioner  made  the  final  award  of  priority  to 
Wilder.  (C.  D.,  1902,  204;  99  O.  G.,  2769.)  On  appeal  to  this  court 
that  decision  was  reversed,  and  priority  awarded  to  Blackford. 
{Blackford  v.  Wilder,  C.  D.,  1903,  567^  104  O.  G.,  578;  21  App. 
D.  C,  1.) 

The  issue  turned,  mainly,  upon  the  point  whether  Wilder's  "  Ex- 
hibit E  "  showed  the  invention  of  the  issue  and  as  such  had  been  re- 
duced to  practice.  This  exhibit  had  passed  through  the  Patent  OflSce 
and  had  been  produced  in  this  court  on  the  hearing  of  the  appeal. 
It  had  no  lighting  member  in  it,  and  attempt  was  made  by  Wilder, 
on  a  motion  for  rehearing,  to  introduce  aflSdavits  to  show  that  it  had, 
when  presented  in  the  Patent  OflSce  and  considered  by  the  several 
tribunals  therein,  a  thin,  vertical  asbestos  lighting  member  or  kindler, 
answering  the  requirements  of  the  issue.  It  appearing  to  the  court 
from  the  recitals  in  the  decisions  of  the  Examiners-in-Chief  and  the 
Commissioner,  that  the  lighter  was  not  in  the  exhibit  when  consid- 
ered by  them,  the  motion  w^as  denied. 

In  coming  to  their  conclusion,  in  the  first  case,  the  majority  of 
the  Examiners-in-Chief  w^re  of  the  opinion  that  the  issue  was  "  very 
specific ;"  and  there  was  general  concurrence  in  the  fact  that  the  sub- 
ject-matter of  the  invention  was  a  narrow  one.  In  view  of  the  pre- 
liminary proceedings  in  the  OflSce,  culminating  in  the  communica- 
tion of  the  Primary  Examiner,  before  quoted,  the  conclusion  was 
natural.    As  recited  in  the  opinion  on  the  former  appeal : 

In  Blackford's  answer  to  some  of  the  objections  of  the  Primary  Examiner, 
on  May  2,  1898,  he  asked  a  reconsideration  on  the  ground  of  the  combination 
of  the  V-shaped  burner  with  his  new  form  of  wick ;  and  this  it  was,  he  claimed, 
that  enabled  him  to  accomplish  what  former  patented  devices  would  not  do. 

He  was  finally  informed  on  September  12,  1899,  of  the  view  of  the 
Office  in  respect  of  patentability,  as  before  stated. 

Even  in  the  narrow  form.  Wilder  denied  patentability,  and  moved 
the  Examiners-in-Chief  to  report  to  the  Commissioner,  under  Rule 
126,  that  there  was  no  patentable  novelty  in  the  issue.  The  Exam- 
iner^ believing  the  issue,  as  defined,  patentable,  refused  to  make  the 
suggestion.  One  of  the  Examiners-in-Chief,  who  dissented  from  the 
others  as  to  priority,  took  a  somewhat  different  view^  of  the  extent  of 
the  issue.    He  said: 

This  issue  is  broader  than  it  is  stated  to  be  by  my  associates,  and  it  is  satis- 
fled  by  any  liquid-holding  trough  which  is  not  filled  by  the  wick  at  its  upper  por- 
tion, and  which  is  restricted  at  its  lower  portion  so  as  to  limit  the  evaporating- 
mirface  of  the  contained  oil  to  approximately  the  requirements  of  combustion. 
It  is  immaterial  whether  or  not  the  evaiwratlon  takes  \>1«l^^  Itwsi  \Xift  «^x\3^^^ 
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of  the  oil  or  from  the  surface  of  the  wick,  or  from  both,  as  lout;  as  the  surface 
which  sustaius  the  oil  is  duly  limited  iu  its  area,  and  oiHsrates  to  expose  to  the 
heat  of  the  flame  only  a  relatively  small  surface  of  oil.  Au  examiuatiou  of  the 
records  of  both  parties  shows  that  Ais  is  the  breadth  of  the  inventiou  to  which 
the  iuterferiug  claims  were  intended  to,  and  do  apply.  Viewed  in  this  light, 
said  claims  and  the  corresponding  counts  of  the  issue  are  distinctly  applicable 
to  Wilder's  Exhibit  E. 

The  Commissioner,  who  revei-sed  the  decision  of  the  Examiners- 
in-Chief,  said: 

Exhibit  E  consists  of  a  V-shai»ed  trough  essentially  like  that  shown  in  Black- 
ford*s  application.  If  the  ordinary  lighting  member  shown  in  the  other  exhibits 
is  placed  in  this  trough  and  the  ordinary  combustion-tubes  are  used  above^ 
every  element  of  the  issue  is  ])resent.  There  is  no  tiuestion  but  that  the  com- 
bustion-tubes were  intended  to  be  and  were,  in  fact,  usetl  with  it;  but  a  ques- 
tion is  raised  as  to  the  lighting  member.  There  is  no  lighting  member  in  the 
exhibit  now,  and  the  testimony  upon. that  iK>int  is  not  very  full :  but  it  is  obvious 
upon  mere  inspection  that  there  must  have  been  a  lighting  meml>er  whoi  the 
device  was  used,  for  it  well  understood  by  those  familiar  with  this  art  that 
a  lighting  member  is  necessary  to  start  the  ot)eratiou  of  a  burner  of  this  kind. 
(C.  D.,  1902,  204;  99  O.  G.,  2769.) 

The  different  views  upon  those  points  were  considered  by  the  court, 
and  that  of  the  majority  of  the  Board  of  Examinei's-in-Chief  was 
adopted.  When  the  final  decision  was  certified  to  the  Commissioner, 
Wilder  presented  amended  claims  not  specifically  limited  to  the 
lighting  member  and  the  V-shaped  trough  of  the  original  inter- 
ference, but  drawn,  nevertheless,  on  his  same  Exhibit  E.  and  requested 
an  interference  thereon  with  Blackford.  Further  proceedings  I'e- 
sulted  in  the  i)reseiit  interference  with  an  issue  defined  as  follows: 

1.  In  an  oil-burner,  the  combination  with  au  oil-holding  trough  having  a  con- 
tracteil  lower  part  and  an  enlarged  upper  part,  the  lower  part  of  the  trough 
being  adapted  to  contain  a  body  or  column  of  oil  when  in  normal  ot)eration  and 
the  upper  part  forming  a  vaporizing-chamber  to  va|K)rize  the  oil  frt)ni  its  free 
surface  and  means  located  in  the  tronph  for  igniting  or  starting  the  valoriza- 
tion of  the  oil,  of  i)erforated  combustion-tubes  forming  an  uninterrupted  con- 
tinuation of  the  vai)or-chamber  and  adapted  to  cause  the  va|)ors  arising  from 
the  surface  of  the  oil  to  burn  with  a  blue  flame  by  admixture  with  the  air. 

2.  In  an  oil-burner,  the  c(»ml)lnation  with  an  oil-holding  trough,  the  lower 
part  of  the  trough  being  adaptinl  to  contain  a  Ixnly  or  column  of  oil  when  In 
normal  operation,  and  the  u|)per  part  forming  a  vaporlzlng-chamber  to  vai>orize 
the  oil  from  its  free  surface  and  means  locatinl  in  the  trough  for  igniting  or 
starting  the  valorization  of  the  oil,  of  i>erforated  combustion-tubes  forming  an 
uninterrupted  continuation  of  the  vaior-chamber  and  adapted  to  cause  tlie 
vaiK)rs  arising  from  the  surface  of  the  oil  to  burn  with  a  blue  flame  by  admix- 
ture with  the  air. 

Blackford  moved  to  dissolve  the  interference,  the  chief  gi'ound, 
stated  in  different  forms,  being  that  the  subject-matter  of  the  second 
interference  was  ren  ad  judicata;  that  is  to  say,  was  embraced  in,  and 

icluded  by  the  judgment  of  this  court  on  the  former  appeal.    This 
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motion  was  denied  by  the  Primary  Examiner  to  whom  it  had  been 
referred,  in  a  lengthy  decision;  and  his  conclusion  was  adopted  in 
turn  by  all  of  the  tribunals  of  the  Patent  OflSce. 

It  was  conceded  that  the  doctrine  of  res  adjudicata  applies  to  pro- 
ceedings in  the  Patent  OflSce  to  the  same  extent  as  in  the  courts.  The 
parties  being  the  same,  the  ground  of  the  decision  was,  necessarily, 
that  the  subject-matter  was  different ;  and  is  thus  stated  in  the  Exam- 
iner's decision : 

The  issues  of  this  interference  differ  from  the  issues  of  the  former  interfer- 
ence in  that  they  are  not  limited  to  any  specific  form  of  lighting  device.  Neither 
are  they  limited  to  the  lighting  member  being  seated  in  the  contracted  portion 
of  the  trough,  nor  are  they  limited  to  u  lighting  member  seated  in  the  contracted 
portion  of  the  trough  and  extending  upwardly  so  as  to  allow  a  vaiK>r-8pace  above 
the  contracted  portion  of  the  trough  on  either  or  both  sides  of  said  lighting 
member. 

The  issues  of  the  present  interference  are  further  distinguished  from  the 
former  interference  in  that  they  are  limited  to  **  perforated  combustion-tubes 
forming  an  uninterrupted  continuation  of  the  vapor-chamherJ" 

The  limitation  is  material  and  was  for  the  purpose  of  differentiating  the  con- 
testant's structure  from  patent  to  Stacey,  473,858.  Said  patent  discloses  a 
trough  covered  by  a  iwrforated  cap  9  which  tends  to  prevent  the  vaporization  of 
the  oil  from  its  free  surface  in  the  manner  contemplated  by  the  issues. 

Further  than  this,  the  second  count  of  the  issue  is  differentiated  from  the 
matter  of  the  former  interference  in  that  it  is  not  limited  to  a  trough  having  a 
lower  contracted  portion  which  was  one  of  the  essential  qualifications  of  the 
issues  in  the  other  interference. 

From  this  it  appears  that  the  present  issues  cover  an  entirely  different 
structure  from  the  structures  which  were  held  to  be  within  the  scope  of  the 
issues  of  the  former  interference  and  it  is  believed  that  they  involve  separate 

and  distinctive  inventive  subject-matter. 

« 

The  conclusion  in  respect  of  the  patentability  of  the  broader  claims 
of  the  present  issue  seems  rather  inconsistent  with  the  views  appar- 
ently controlling  the  earlier  proceedings  in  the  Patent  Office  on  each 
of  the  applications,  as  well  as  with  the  view  of  Wilder,  himself,  who, 
as  has  been  seen,  formerly  denied  the  patentability  of  the  narrower 
issue  of  the  first  interference.  The  patentability  of  the  present  issue, 
however,  is  not  a  question  involved  in  this  proceeding.  Assuming 
patentability,  therefore,  the  question  to  be  determined  is  whether,  in 
view  of  the  former  proceedings  in  the  Office  culminating  in  the  first 
declaration  of  interference  between  these  same  applications,  and  the 
final  decision  therein  in  favor  of  Blackford,  Wilder  is  now  deprived 
of  the  right  to  go  back  and  amend  by  inserting  broader  claims  dom- 
inating those  that  were  by  that  decision  awarded  to  Blackford  ?  In 
other  words,  is  Wilder's  right  to  make  the  amended  claims  and  main- 
tain the  present  interference  thereon  concluded  by  the  former  adju- 
dication ? 


496      DECISIONS  OF  THE  UNITED  STATES  COURTS  IN  PATENT  CASES. 

The  doctrine  of  res  adjudicata^  or  estoppel  by  former  judgment^ 
has  been  thus  declared  by  the  Supreme  Court  of  the  United  Staes: 

When  the  second  suit  is  upon  the  same  cause  of  action,  and  between  tbe 
same  iiarties  as  the  first,  the  Judgment  in  the  former  is  conclusive  in  the  latter 
as  to  every  question  which  was  or  might  have  been  presented  and  determined 
in  the  first  action ;  but  when  the  second  suit  is  upon  a  different  caose  of  action, 
though  between  the  same  parties,  the  Judgment  in  the  former  action  operates 
as  an  estoppel  only  as  to  the  point  or  question  actually  litigated  and  deter- 
mined, and  not  as  to  other  matters  which  might  have  been  litigated  and  det^v 
mined. 

{Nesbit  V.  Riverside  Independent  District^  144  U.  S.,  610,  618; 
New  Orleans  v.  Citizens  Bank^  167  U.  S.,  371,  386;  S.  P.  R.  R.  v. 
Z7.  5.,  168  U.  S.,  1,48.) 

The  same  rule  applies  to  adjudications  made  in  the  Patent  Office. 
{In  re  Barratt's  appeal,  C.  D.,  1899,  320;  87  O.  G.,  1075;  14  App. 
D.  C,  255,  257;  in  re  Fay,  C.  D.,  1900,  232;  90  O.  G.,  1157;  15  App. 
D.  C,  515,  517.)    It  is  also  declared  in  Patent  Office  Rule  127,  that— 

a  second  interference  will  not  be  declared  upon  a  new  application  for  the  same 
invention  filed  by  either  party. 

It  is  further  provided  in  Rule  132,  that  whenever  an  award  of 
priority  has  been  rendered  in  an  interference  proceeding  by  any  tri- 
bunal, and  the  limit  of  appeal  therefrom  has  expired,  the  Primary 
Examiner  shall  advise  the  defeated  party  that  the  claims  so  involved 
in  the  issue  stand  finally  rejected.  In  interpreting  this  rule,  Mr. 
Commissioner  Mitchell  held  that  the  Examiner,  after  rejecting  all 
claims  which  are  or  could  be  made  by  the  prevailing  party,  may  prop- 
erly allow  to  the  defeated  party  such  other  claims  as  are  held  to  be 
patentable  and  which  could  not  be  made  by  the  prevailing  party; 
and  that  no  claim  should  be  allowed  to  the  defeated  party  which 
could  by  any  latitude  of  construction  be  held  to  embrace  matter  com- 
mon to  the  structure  of  both  parties  to  the  interference.  (C.  D.,  1891, 
141;  56  0.  G.,  141.) 

In  Carry  and  Barker  v.  Trout,  (C.  D.,  1904,  144;  110  O.  G.,  306,) 
Mr.  Commissioner  Allen  reversed  a  decision  of  the  Primary  Examiner 
refusing  dissolution  of  a  second  interference  between  the  same  parties. 
In  doing  so  he  said: 

The  prior  interference  included  the  application  now  involved  and  the  daim 
in  controversy  was  drawn  upon  the  same  structure  as  that  now  claimed.  Corry 
and  Barker  contend  that  the  present  issue  is  not  substantially  different  from 
that  in  the  first  interference,  and  Trout  admits  that  they  differ  merely  in  scope. 
Trout,  however,  argues  that  the  present  issue  being  broader  than  the  first  can- 
not be  regarded  as  substantially  the  same  and  that  it  can  not  be  assumed  that 
he  will  be  unable  to  prove  priority  of  invention  on  this  issue  merely  because 
he  failed  on  the  specific  issue. 

The  declaration  of  a  second  interference  between  the  same  japplicationa  ahoold 
be  necessary  only  in  rare  cases  and  under  very  exceptional  circumstances.  It 
i&oif/d  DOt  ordinarily  be  declared  upon  e\a\m«  to  XXi^  ^Am^  device  and  differlDf 
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from  the  first  issue  merely  in  scope.  If  a  mere  change  in  the  scope  of  claims 
were  considered  good  ground  for  a  second  interference,  the  number  of  suc- 
cessive interferences  between  the  same  parties  would  be  practically  unlimited 
and  the  interference  procedure  would  become  an  intolerable  burden  to  appli- 
cants. The  Office  is  justified  in  taking  the  decision  as  to  priority  of  invention  * 
as  prima  facie  evidence  that  the  successful  party  was  the  first  inventor  not 
merely  of  the  particular  issue  in  controversy,  but  of  the  invention  common  to 
the  two  cases,  whether  more  broadly  or  more  specifically  stated.  The  burden 
is  upon  the  defeated  party  to  show  special  circumstances  of  the  particular  case 
which  make  it  improper  to  apply  the  decision  to  the  other  claims  presented.  It 
is  not  sufficient  that  the  claims  differ  and  tliat  it  is  theoretically  ix)ssible  for 
one  party  to  be  prior  inventor  as  to  the  first  and  the  other  party  prior  inventor 
as  to  the  second,  for  this  would  apply  in  all  cases  where  the  claims  are  not 
identical.  To  Justify  a  second  interference,  there  must  be  some  exceptional 
circumstances,  such  as  were  present  in  Sarfert  v.  Meyer  (76  MS.  Dec.,  410) 
where  the  decision  in  the  first  interference  was  in  favor  of  Sarfert  upon  the 
specific  issue;  but  it  appeared  from  the  findings  of  fact  that  Meyer  was  the 
first  inventor  of  the  broad  invention  common  to  the  two  cases. 

(See  also  Phelps  v.  Wormley,  C.  D.,  1905,  374;  118  O.  G.,  1069;  ex 
parte  Neiswanger^  C.  D.,  1890,  37;  50  O.  G.,  1132.) 

The  foregoing  decision  is  in  substantial  accord  with  the  long-estab- 
lished doctrine  of  the  Patent  OflSce,  that  an  interference  in  fact  de- 
pends chiefly  upon  the  subject-matter  disclosed  and  not  merely  upon 
the  language  of  the  respective  claims.  {Drawhaugh  v.  Blake ^  C.  D., 
1885,  7;  30  O.  G.,  259.)  In  that  case  Mr.  Commissioner  Butterworth 
said : 

I  have  no  doubt  about  tho  correctness  of  the  rule  laicf  down  in  ex  parte 
Upton  (C.  D.,  1884,  26;  27  O.  G.,  99.)  It  is  the  substance  of  things  and  not 
the  shadow  with  which  we  deal. 

{Gray  v.  Robertson,  C.  D.,  1890, 1 ;  50  O.  G.,  165;  Bissell  v.  Robert, 
C.  D.,  1890,  77;  51  O.  G.,  1618.  See  also  Miller  v.  Eagle  Mfg.  Co., 
C.  D.,  1894, 147;  66  O.  G.,  845;  151  U.  S.,  186,  198.) 

In  that  case  the  question  was  as  to  the  validity  of  two  patents  to  the 
same  party.  The  drawings  in  each  patent  were  identical,  and  the 
specifications  in  each  substantially  the  same,  but  the  first  patent  cov- 
ered both  the  lifting  and  depressing  actions  of  the  machine,  while 
the  second  was  limited  to  the  lifting  effect  only.  The  second  patent 
was  held  to  be  void.  Mr.  Justice  Jackson,  who  delivered  the  opinion 
of  the  Court,  said: 

The  result  of  the  foregoing  and  other  authorities  is  that  no  patent  can 
issue  for  an  invention  actually  covered  by  a  former  patent,  especially  to  the 
same  patentee,  although  the  terms  of  the  claims  may  differ;  that  the  second 
imtent,  although  containing  a  broader  claim  more  generical  in  its  character,  than 
the  specific  claims  contained  in  the  prior  patent,  is  also  void;  but  tliat  where 
the  second  patent  covers  matter  described  in  the  prior  patent,  essentially  dis- 
tinct and  separable  from  the  invention  covered  thereby,  and  claims  made  there- 
under, its  validity  may  be  sustained.  *  *  *  It  is  settled  also  that  an  in- 
ventor may  make  a  new  improvement  on  his  own  invention  of  a  ^^t«Q.tate\fe 
30997— H.  Doc.  470,  60-1 32 
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character,  for  which  he  may  obtaiD  separate  patent,  and  the  cases  cited  by  the 
appellee  come  to  this  i>oiut,  and  to  this  i>oint  only,  that  a  later  patent  may  be 
granted  where  the  invention  is  clearly  distinct  from,  and  independent  of,  one 
previously  patented.  • 

{Porter  v.  Louden^  C.  D.,  1895,  707;  73  O.  G.,  1551;  7  App.  D.  C, 
64,  69.) 

It  remains  to  apply  the  foregoing  principles  to  the  facts  of  this 
case  which  are  substantially  these :  The  applications  of  the  two  inter- 
ferences are  the  same :  The  issue  of  each  reads  on  Wilder's  original 
Exhibit  E,  and  Blackford's  Exhibit  D.  It  was  on  Exhibit  E,  and 
the  evidence  relating  to  its  several  parts,  time  of  construction  and 
operation  that  Wilder's  right  to  priority  was  founded  and  determined 
in  each  case.  That  exhibit  when  produced  before  the  Examiners-in- 
Chief,  the  Commissioner,  and  this  court,  in  the  hearing  of  the  first 
interference,  did  not  show  the  wick  of  the  issue  therein  involved,  and 
Wilder  was  denied  the  right  to  introduce  additional  evidence  tending 
to  show  that  the  wick  was  in  the  device  when  constructed,  and  when 
offered  for  inspection  in  the  Patent  Office.  He  was  confined  to  the 
evidence  contained  in  the  record.  When  the  decision  awarding 
priority  to  Blackford  was  certified  to  the  Commissioner,  Wilder  pre- 
sented the  broader  claims,  and  secured  the  declaration  of  a  second 
interference  with  Blackford,  supporting  his  claim  to  priority  with 
his  same  Exhibit  E  and  some  additional  evidence  tending  to  show 
that  the  wick  of  the  former  issue  nvas  contained  in  it  when  constructed. 
The  decisions  of  ^he  several  tribunals  of  the  Patent  Office  in  favor  of 
Wilder  w^ere  founded  upon  this  exhibit  and  evidence  as  appears  from 
the  following  extracts: 

(1)  From  decision  of  Examiner  of  Interfei-ences : 

Wilder's  Exhibit  E  was  in  the  prior  case  hold  by  the  Board  of  Kxnmlner»-lu- 
Chief  and  by  the  court  of  appeals  to  be  a  fatal  defect.  It  is  now  satisfactorily 
established  that  this  element  was  present  when  the  device  was  tested  in  IJftW 
and  also  when  it  was  filed  as  an  exhibit  in  the  first  interference.  A  corre- 
sponding part  has  now  been  added  to  this  exhibit,  and  the  |)art  which  became 
misplaced  has  been  recovered  and  filed  as  a  separate  exhibit,  "  Wilder's  Light- 
ing Medium,  Exhibit  E."  With  the  exception  of  the  testimony  regarding  the 
lost  part  of  Wilder's  lOxhibit  E,  the  state  of  facts  in  the  present  interference 
is  almost  identical  with  that  prevailing  when  the  case  was  previously  con- 
sidered by  the  several  appellate  tribunals,  and  for  this  reason  the  findings  of 
the  court  of  appeals  in  the  prior  case,  so  far  as  not  affected  by  the  introduc- 
tion of  new  evidence,  are  considered  binding  in  the  present  case.  For  the  same 
reason,  and  for  the  further  reason  that  Blackford  in  his  brief  seeks  to  derive 
the  benefit  of  the  findings  of  the  court  in  tho  first  interference,  comment  has 
been  made  in  one  instance  upon  the  fact  that  certain  of  Blackford's  teetimouy 
in  the  present  case  does  not  harmonize  with  that  in  the  first  interference. 
o  ♦  «  *  *  *  • 

Wilder  has  proved  that  the  lighting  member  was  present  in  Exhibit  E  when 
tested  in  1896,  and  it  appears  from  the  testimony  of  Harlan  P.  Wilder  (Q.  19) 

It  combiHyiioU'Sentlovi  of  the  form  specified  In  the  issue  was  used  at  that  time 
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with  Exhibit  E,  which  in  other  respects  embodies  the  issue  of  the  present  inter- 
ference as  fully  as  it  did  that  of  the  first  interference.  Wilder  must  there- 
fore be  credited  with  the  date  of  Exhibit  E  as  his  date  of  reduction  to  practice 
of  the  invention  in  issue.  Inasmuch  as  none  of  tlie  structures  wliich  Blackford 
allies  were  made  before  Wilder's  Exhibit  E  embodied  the  invention  in  contro- 
versy. Wilder  must  by  reason  of  the  construction  and  operation  of  tliat  exhibit 
be  considered  the  first  inventor. 

(2)  From  decision  of  Examiners-in-Chief : 

The  issue  of  the  interference  being  thus  a  new  one,  it  is  clear  tliat  the  deci- 
sion of  the  court  of  at)peals  in  the  former  proceeding  does  not,  as  contended 
by  counsel  for  Blackford,  render  the  question  of  priority  res  adjudirata.  The 
court,  however,  determined  certain  questions  of  fact  and  their  findings  as  to 
these  matters  will  of  course  not  be  controverted.  Tims  it  was  decided  tliat 
Blackford's  Ebchibit  D  emlK>dies  the  subject-matter  of  the  prior  interference 
and  was  completed  and  successfully  operated  in  November,  1896.  If,  as  held 
by  the  court  of  appeals,  this  exhibit  is  an  oil-bowl  it  necessarily  contains  also 
the  Issue  of  the  present  interference. 

We  have  therefore  as  a  starting-ix)lnt  in  the  present  controversy  the  estab- 
lisl^  fact  that  Blackford  embodied  the  invention  of  the  issue  in  a  practical 
device  as  early  as  November,  1896,  or  i)rior  to  the  date  (April  19,  1897)  of 
Wilder's  application,  and  Wildjer  in  order  to  prevail  must  overcome  this  reduc- 
tion to  practice  by  showing  priority  as  to  both  conception  and  reduction  to 
practice,  or,  by  showing  a  prior  conception  and  a  later  reduction  to  practice 
coupled  with  reasonable  diligence. 

Wilder  has  offered  in  evidence  an  oil-bowl  that  Is  known  to  the  record  as 
Exhibit  E.  This  exhibit  when  associated  with  perforated  combustion-tubes, 
such  as  the  testimony  shows  were  used  in  connection  with  it,  clearly  embodies 
the  issue  of  this  interference.  The  exhibit  was  made  and  successfully  operated 
in  the  early  part  of  189<>,  or  prior  to  the  date  of  Blackford's  Exhibit  D,  and  is  a 
valid  reduction  to  practice  antedating  the  above-mentioned  reduction  of  Black- 
ford. The  Examiner  of  Interferences  holds  that  this  Exhibit  E  was  constructed 
some  months  prior  to  June,  1896,  and  we  agree  with  this  conclusion  as  to  the 
date  of  its  production.  This  agrees  with  the  finding  in  the  previous  inter- 
ference that  the  exhibit  was  made  in  April,  1896. 

It  api)ears  that  when  Exhibit  E  was  considered  in  the  prior  interference  it 
was,  on  account  of  the  absence  therefrom  of  a  lighting  medium  (a  wick,)  held 
not  to  involve  tbo  issue  of  tbat  interference.  The  Exaniiners-in-Chief  and  the 
court  of  api)eals  both  concurred  in  this  finding  of  fact,  although  while  the  case 
was  pending  before  the  court  of  appeals  on  a  motion  for  rebearing  it  was  sbtmii 
that  the  wick  with  which  the  exhibit  was  originally  provided  had  become  sep- 
arated from  the  exhibit  and  could  not  be  found.  Testimony  introduced  in  the 
present  case,  however,  shows  that  the  exhibit  originally  contained  a  wick  simi- 
lar to  the  one  which  now  lies  within  its  annular  channel  and  that  when  it  was 
operated  a  wick  was  employed  as  a  starting  or  lighting  member. 

It  is  evident  from  the  foregoing  that  Wilder  by  his  proof  concerning  the  pro- 
duction and  oi)eratlon  of  Exhibit  E  has  established  a  conception  and  reduction 
to  practice  antedating  the  reduction  to  practice  to  which  Blackford  is  entitled 
by  virtue  of  his  Exhibit  D. 

(3)  From  decision  of  Commissioner: 

The  applications  involved  in  the  present  interferences  were  involved  In  a  prior 
interference  No.  20,427,  upon  a  different  issue,  in  wliich  the  C'ourt  of  Avv^^^^"*  ^^"^ 
the  District  of  Columbia  awarded  priority  to  Blacktotd.    (.BlockloT^  ^^W^w^ 
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C.  D.,  1903,  567;  104  O.  G.,  578.)  In  said  prior  interference  the  court  agreed 
with  the  majority  of  the  Examiners-in-Chief  in  the  conclusion  that  Blackford 
was  the  first  to  reduce  to  t>ractice  the  invention  of  that  interference  In  bis 
Exhibit  D  in  November,  189(j.  The  Examiners-In-Chief  and  the  court  of  apiieals 
found  that  Wilder's  Exhibit  E  when  the  case  was  before  them  was  incomplete 
and  did  not  have  a  **  vertically-disiwsed  lighting  member."  Wilder  claimed  that 
Exhibit  E  when  filed  in  the  Patent  Office  contained  a  wick,  but  that  it  became 
displaced  between  the  time  the  case  was  before  the  Examiner  of  Interferences 
and  the  time  it  was  considered  by  the  Examluers-in-Chief.  lie  brought  a 
motion  before  the  court  of  api)eals  that  an  investigation  be  instituted  as  to  the 
alleged  loss  and  recovery  of  the  missing  member  of  Exhibit  E  and  that  a  rehear- 
ing be  granted.  In  denying  this  motion  the  court  held  (Blackford  v.  Wilder, 
C.  D.,  1903,  573;  104  O.  G.,  580)  that  the  matter  of  the  wick  should  have  been 
settled  in  the  Patent  Ofece  before  appeal  was  taken  to  the  court,  also  that  the 
question  of  priority  turned  ui)on  the  fact  whether  Exhibit  E  contained  a  light- 
ing member  of  the  specific  character  called  for  by  the  issue  at  the  time  of  the 
alleged  reduction  to  practice  in  1896,  and  not  at  the  time  it  was  introduced  In 
evidence,  and  that  the  evidence  failed  to  establish  satisfactorily  this  essential 
fact. 

Upon  the  conclusion  of  the  interference  and  the  resumption  of  ex  parte  pro- 
ceedings in  the  Patent  Office,  Wilder  presented  a  claim  not  limited  to  the  specific 
form  of  igniting  member  of  the  former  interference,  but  which  he  alleged  was 
based  on  his  Exhibit  E,  and  he  requested  the  institution  of  an  interference  pro- 
ceeding for  the  purpose  of  contesting  the  question  of  priority  of  the  invention  of 
said  claim. 

In  the  former  interference  the  court  of  appeals  based  its  decision  in  favor 
of  Blackford  on  the  finding  that  his  Exhibit  I>  was  conii)Ieted  and  suc'.'ossfully 
operated  in  November,  1SIM>.  If  this  exhibit  has  an  oil-bowl  and  e'.nlHKlied 
that  Issue  of  that  IntorfonMice,  it  imdoubledly  is  a  rtMliictioii  to  practice  of  the 
present  invention.  Starting  with  this  exhibit,  the  burtlen  is  therefore  on  Wilder, 
to  establish  either  a  prior  reduction  to  practice  or  a  prior  conception,  coupled 
by  due  diligence,  with  a  subsequent  reduction  to  practice. 

The  only  exhibits  alleged  to  have  been  made  prita*  to  November,  ISIKJ,  when 
Exhibit  1)  was  complet(»d,  and  the  only  ones  whicii  riHpiire  consideration  are,  for 
Wilder,  Exhibit  E,  alleged  to  have  btvu  made  in  Aiiril,  ISJH;,  and,  on  tlie  i«irt 
of  Blackford,  Exhibits  C  and  A,  alleged  to  have  been  made  in  January  and 
February,  1890,  respt»ctively. 

It  has  been  found  in  i)oth  tills  and  the  prior  interference  that  these  exhibits 
were  made  at  thest»  dates,  as  alleged.  The  dales  of  these  exhibits  are  not  con- 
tested ;  but  the  controversy  relates  to  whether  thest*  exhibits  embody  the  inven- 
tion and  were  successful  reductions  to  i)ractice  of  the  invention  on  the  dates 
they  were  made. 

*  «  *  O  *  O  4r 

It  thus  api)ears  that  the  court  did  not  hold  that  Exhibit  E  had  no  igniting 
member,  but  that  the  evidence  did  not  show  that  it  had  the  (me  called  for  by  the 
issue  of  that  interference  in  April,  1S90.  It  is  to  be  noted  that  the  presf?nt  issne 
is  broader  than  the  issue  of  the  former  interferenc<»  in  respect  to  the  igniting 
member.  While  the  present  issue  Is  satisfied  with  "  means  ]<K«ated  in  the 
trough  for  igniting  or  starting  tlie  vai>orization  of  the  oil."  count  1  of  the 
issue  of  the  former  interference  called  for  "a  vertical ly-disix)st»<l  lighting  mem- 
ber seated  in  the  ilquld-contalnlng  portion  and  extending  ui)ward  between  the 
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walls  of  the  enlarged  vaiwr-receiving  portiou  to  form  a  vai)or-si)aoe  at  the  side 
of  the  lightiiig-chauiber/*  Counts  2,  3  and  4  of  the  former  issue  call  for  a  light- 
ing member  of  substantially  similar  character. 

The  testimony  in  this  interference  of  Wilder  and  his  corroborating  witnesses 
conclualvely  establishes  that  Exhibit  E  was  provided  with  the  igniting  member 
of  the  issue  of  this  interference  when  operated  in  April,  1896. 

To  sum  up — the  parties  are  the  same.  The  applications  are  the 
same  and  disclose  the  invention  of  each  issue.  The  constructions 
relied  on,  respectively,  as  evidencing  conception  and  reduction  to  prac- 
tice of  the  invention  of  both  issues  are  the  same.  The  fundamental 
facts  of  both  cases  are  the  same.  Applying  the  well-settled  princi- 
ple of  estoppel  by  judgment,  before  stated,  it  follows  inevitably  that 
the  final  decision  in  the  first  interference  is  conclusive,  unless  it 
can  be  made  to  appear  that  the  question  upon  which  the  determina- 
tion of  the  second  case  rests  is  one  that  neither  was,  nor  could  have 
been  presented  and  determined  in  the  first  case. 

The  contention  is  that  this  essential  difference  between  the  two 
cases  lies  in  the  fact  that  the  claims  of  the  second  interference  are 
broader  in  scope  than  those  of  the  first,  and  cover  an  essentially 
separate  and  distinct  invention.  We  are  unable  to  concur  in  the 
decisions  of  the  Patent  Pffice  tribunals  maintaining  this  view.  As 
pointed  out  in  the  cases  heretofore  cited,  in  declaring  interferences 
in  the  Patent  Office,  identity  of  subject-matter  is  not  determinable 
merely  by  the  language  of  the  claims  preferred  by  the  respective 
applicants.  By  the  several  decisions  under  review  on  this  appeal 
it  is  shown  that  the  later  claims  of  Wilder  might  have  been  presented 
in  the  first  instance,  if  so  advised,  and  Blackford  brought  into  inter- 
ference with  him  then  as  he  has  been  since;  for,  as  they  expressly 
hold,  Blackford's  Exhibit  D,  being  an  oil-bowl,  necessarily  con- 
tained the  issue  of  the  second  interference.  Instead,  Wilder  pre- 
ferred to  adopt  the  more  specific  claims  of  the  first  issue  drawn  as 
the  present  ones  were  upon  the  structure  shown  in  his  Exhibit  E,  and 
reading  as  well  on  Blackford's  Exhibit  D.  That  issue  having  been 
decided  in  favor  of  Blackford,  Wilder  has  been  permitted  to  make 
the  new  claims  and  has  been  awarded  priority  of  invention  over  the 
claim  of  Blackford  founded  on  the  structures  proved  in  the  first  case, 
on  additional  evidence  to  that  introduced  on  the  first  trial  tending  to 
show  that  his  P^xhibit  E  did,  in  fact,  have  in  it  the  wick  of  the  first 
issue,  notwithstanding  that  had  been  one  of  the  questions  expressly 
decided  in  the  f(trmer  case.  Having  had  the  right  to  make  the 
broader  claims  in  the  earlier  stages  of  the  proceedings  in  the  Patent 
Office,  as  well  as  the  op|X)rtunity,  in  the  first  proceeding,  to  introduce 
all  of  his  evidence  relating  to  the  construction  and  operation  of  his 
Exhibit  E  structure,  his  right,  in  both  respects,  terminated  with  tlvtit 
litigation. 
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Wliether  the  former  decision  was  right  or  wrong,  or  was  induced 
by  the  want  of  the  i^articiilar  evidence  that  was  offered  in  the  present 
case,  is  not  the  question.  However  that  might  be  it  was  final  and  put 
an  end  to  the  litigation  in  the  first  interference.  It  must  be  held, 
therefore,  as  conchisive  of  every  question  that  not  only  was,  but  also 
might  have  been  presented  and  determined  in  that  case. 

The  motion  to  dissolve  the  second  interference  ought  to  have  been 
sustained,  and  Wilder's  claims  finally  rejected  as  provided  in  Rule  132. 

The  decision  appealed  from  will  therefore  be  reversed.  It  is  so 
ordered;  and  that  this  decision  be  certified  to  the  Commissioner  of 
Patents  as  required  by  law.    Reoersed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Kreag  v.  Geen. 

Decided  December  4,  1906, 

(127  O.  G.,  1581.) 

Originality — Employer  and  Employee — Improvements  by  Employee. 

When  one  conceives  tlie  principle  .or  plan  of  an  invention  and  employs 
another  to  i)erfect  the  details  and  realize  his  conception,  though  the  latter 
may  make  valuable  Imi)r()vement8  therein,  such  improved  result  belongs  to 
the  employer. 

Mr.  C,  /S.  Davis  and  ^fr,  II,  L.  Osgood  for  Kreag. 

Mr,  F,  F.  Crainpton  and  Mr,  Geo,  II,  IlamUn  for  Geen. 

SlIEPARD,  /.; 

The  subject-matter  of  invention  in  this  case  is  an  improvement  in 
brushes  used  for  polishing  shoes.  Geon  hokls  a  patent  for  the  inven- 
tion issued  ()ctol)er  4,  1904,  upon  an  application  filed  December  3, 
1903.  Kreag  filed  an  application  making  the  same  claims  on  Novem- 
Ix^r  25,  1904.  An  interference  was  declared  between  the  two  with 
issue  defined  as  follows: 

1.  In  a  brush,  a  back,  a  felt  pad,  and  a  pad-cover  having  free  side  edges  and 
constituting  a  brushing-surface,  siiid  pad  lK»ing  eomprossod  near  its  ends  by 
fastening  devices  and  the  parts  between  the  fasteners  of  the  pad  and  the  proxi- 
mate ends  of  the  brush  still  further  compressed  by  the  cover  fastened  to  the 
said  ends. 

2.  In  a  brush,  a  back,  a  felt  i>ad,  and  a  pad-cover  constituting  a  brushing- 
surface,  sjiid  pad  having  flutetl  e<lg(»s  when^by  said  tnlgcs  are  made  more  com- 
pressible. 

.*{.  In  a  brush,  a  back,  a  i>lurality  of  felt  pads,  and  a  i)ad<*over  constituting  a 
brushing-surface,  said  pads  having  fluted  edg(»s  whereby  said  eilges  are  made 
more  compressible. 

4.  In  a  brush,  a  wooden  back  having  tlie  overhanging  end  extensions,  a  plu- 
rality of  felt  pads  tacked  to  the  back  nenr  its  ends,  a  pad-cover  consisting  of  a 
strip  of  anhinil  skin  with  its  natural  co\ev\\\\i-  suid  \uids  bflng  narrower  than 
tbo  back  and  uarruwer  than  the  strU^  auOi  Yi\x\\\\fe  )^wX.viOi  ^iOi^&vi^i,  >\\i^  ta.^i^»iLiiig 
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ilevices  securing  the  strip  to  the  back  under  the  extensions,  said  natural  corer- 
U}g  of  the  strip  of  skin  extending  outside  of  the  back,  lK>th  at  ita  sides  and  ends. 

The  Examiner  of  Interferences  decided  in  favor  of  Geen,  and  was 
reversed  by  the  Examiners-in-Chief  who  awarded  priority  to  Kreag. 
This  decision  was  in  turn  reversed  on  appeal  to  the  Commissioner, 
from  whose  decision  awarding  priority  (C.  D.,  1906,  350;  124  O.  G., 
1208,)  to  Geen  this  appeal  has  been  taken  by  Kreag. 

The  decision  that  the  issue  is  a  patentable  one,  having  been  made 
in  the  Office  and  a  patent  issued  thereon  to  Geen,  although  it  is  con- 
fessed by  the  Examiner  of  Interferences  that  "  the  invention  is  an 
exceedingly  limited  one,"  is  binding  upon  us  on  this  appeal.  Assum- 
ing, as  we  must,  for  the  purposes  of  this  case,  that  the  original  con- 
clusion, arrived  at,  it  appears,  with  considerable  difficulty  in  the 
Office  in  passing  Geen's  application  to  patent,  was  a  sound  one,  the 
single  question  for  our  determination  is  the  disputed  claim  of  priority 
between  the  patentee  and  the  later  applicant. 

The  question  as  presented  on  the  evidence  is  one  of  originality 
rather  than  the  ordinary  one  of  priority  between  independent  in- 
ventors. 

Kreag  was  an  officer  of  the  American  Chemical  Manufacturing  and 
Mining  Company  that  was  engaged  in  the  manufacture  of  a  shoe- 
polish  called  "  Shinola."  Geen  was  his  neighbor,  and  was  the  man- 
ager of  a  department  in  the  Fred  O.  Todd  Co.,  whose  business  was 
the  manufacture  of  shoes.  Geen  was  also  a  mechanic  of  some  skill, 
and  said,  in  giving  testimony,  that  Kreag  thought  him  capable  of 
producing  a  brush  suitable  for  paste  polish.  As  early  as  November, 
1901,  Kreag  had  been  looking  about  for  a  satisfactory  brush  for  use 
with  his  "  Shinola  "  polish.  He  collected  a  number  of  brushes  in 
ordinary  use  for  polishing  with  paste,  and  finding  none  to  answer  his 
purposes,  applied  to  Geen  to  assist  him.  Kreag  and  Geen  differ  in 
their  statements  as  to  communications  made  by  Kreag  to  the  latter, 
and  there  is  no  independent  testimony.  It  is  clear,  however,  that 
Geen  began  his  labors  at  the  instigation  of  Kreag. 

In  this  conflict  of  testimony,  the  burden  being  heavily  upon  Kreag 
in  the  first  instance  as  claiming  against  a  patentee,  we  must  resort  to 
certain  well-established  circumstances  in  the  case  to  ascertain  from 
them,  if  possible,  the  exact  relations  of  the  parties,  and  the  extent 
of  the  communication  made  by  Kreag  to  Geen  at  the  time  of  enlisting 
the  latter's  services.  Geen  admits  that  Kreag  sent  and  brought  him 
several  old  brushes,  and  most  if  not  all  of  them  were  produced  by  the 
parties  and  made  exhibits  in  the  case.  Some  of  these  were  .felt  and 
some  bristle  brushes;  some  had  daubers  attached,  but  the  majority 
had  not.  Two  had  sheepskin  faces  for  polishers  attached  to  wooden 
backs,  and  in  one  of  them  the  woolly-skin  pad  wal^  ^^ewc^^^Nv^  wi^^ 
to  an  undercut  portion  of  the  back.    Kreag  a\ao  twmv^^^  vcvrJCsv 
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brush  which  had  the  wooden  back  of  the  ordinary  shoe-brush.  A 
thick  felt  pad,  thicker  or  more  resilient  midway  between  the  ends, 
was  nailed  to  the  wooden  back,  and  covered  with  a  strip  of  cloth  for 
a  polishing-surface.  It  was  in  a  new  combination  of  the  materials 
of  these  old  brushes  and  their  arrangement,  making  a  superior  pol- 
isher, that  invention  was  found  to  exist  when  the  patent  was  issued 
to  Geen. 

Kreag  undoubtedly  employed  Geen  to  make  a  new  brush,  and,  in 
addition  to  the  sample  brushes,  furnished  him  with  the  materials  used 
in  his  experiments.  The  itemized  accounts  rendered  by  Green  and 
paid  by  Kreag  show  this  plainly.  When  the  desired  brush  was  pro- 
duced, Geen  made  them  in  large  quantities  for  Kreag  who  furnished 
the  materials  and  paid  for  the  work.  The  relation  of  employer  and 
employee  once  established,  the  law  is  well  settled  that  when  one  con- 
ceives the  principle  or  plan  of  an  invention,  and  employs  another  to 
perfect  the  details  and  realize  his  conception,  though  the  latter  may 
make  valuable  improvements  therein,  such  improved  results  belong 
to  the  employer.  {Milton  v.  Kingsley,  C.  D.,  1896,  420,  426 ;  75  O.  G., 
2193,  2195;  7  App.  D.  C,  531,  537;  Gedge  v.  Cromwell,  C.  D.,  1902, 
514;  98  O.  G.,  1486;  19  App.  D.  C,  192;  Miller  v.  Kelley,  C.  D.,  1901, 
405;  96  O.  G.,  1038;  18  App.  D.  C,  1()3;  Gallagher  v.  Hastings,  C.  D., 
1903,  531 ;  103  O.  G.,  1165 ;  21  App.  D.  C,  88 ;  Flather  v.  Weher,  C.  D., 
1903,  561;  104  O.  G.,  312;  21  App.  I).  C,  179.)  Applying  this 
principle  to  the  established  circumstanci^s  of  the  case,  we  are  forced 
to  the  conclusion  that  Kreag  had  in  mind  the  general  plan  of  the  new 
brush  with  resilient  felt  pads  and  sheepskin  polishing-surface  when 
he  employed  Geen  to  undertake  the  work  of  construction.  AVhether 
he  had  in  mind  the  fluted  edges  of  the  pads,  also,  is  inunaterial.  With 
the  three  brushes,  before  descril:)e(l,  in  his  possession,  and  with  his 
mind  bent  on  improvement  upon  them,  we  must  believe  that  he  had 
a  general  conception  of  the  new  construction ;  and  that  he  must  neces- 
sarily have  communicated  that  conception  to  Geen,  who  by  his  skill 
as  a  mechanic  was  able  to  produce  the  desired  construction,  as  well  as 
to  improve  it.  Notwithstanding  tlie  improvement  upon  the  combina- 
tions of  form  and  materials  shown  in  the  old  brushes  has  been  de- 
clared the  exercise  of  inventive  talent,  we  think  that  it  was  undoubt- 
edly within  the  conception  of  Kreag  in  a  crude  form,  at  least,  and 
that  he  disclosed  it  to  Geen.  As  l)efore  declared,  it  is  not  within  our 
province,  under  the  limitation  of  the  jurisdiction  conferred  upon  us 
in  such  cases  as  this,  to  say  that  the  improvement  was  the  result  of 
mere  mechanical  skill  rather  than  of  invention.  AMiatever  it  was,  we 
are  of  the  opinion  upon  consideration  of  all  the  facts  and  circum- 
stances disclosed  by  the  evidence,  that  Kreag  and  not  (leen  is  entitled 
lie  benefit  of  it.  The  decision  will  therefore  Ix*  reversed,  and  this 
sion  will  be  certified  to  the  Comiu\ssiovi^t  oi  \*v^\.^\\t^.   Reversed. 


DBCI8I0NS  OF  THE  UNITED  STATES  COURTS  IN  PATENT  CASES.      505 
[Court  of  Appeals  of  the  District  of  Columbia.] 

Potter  v.  McIntosh. 

Decided  December  1^,  1906, 

(127  O.  G.,  1995.) 

IlfTEBFEHBNCE — APPEAL  ON  PRIORITY — CONSIDERATION  OF  PATENTABILITY. 

Where  the  junior  party  to  an  interference  concedes  that  his  preliminary 
statement  fails  to  overcome  the  filing  date  of  the  senior  party  and  the  pat- 
entability of  the  issue  has  been  favorably  passed  upon  by  the  tribunals  of 
the  Patent  Office,  before  whom  the  question  was  brought  in  accordance  with 
the  practice  of  tliat  Office,  on  appeal  to  the  court  of  appeals  from  a  judg- 
ment on  priority  the  question  of  patentability  will  not  be  considered  where 
it  is  raised  merely  for  the  purpose  of  preventing  the  grant  of  a  patent  to 
the  senior  party,  except  in  an  extraordinary  case. 

Mr.  A.  A.  Buck^  Mr.  G.  P.  Whittlesey^  and  Mr.  Albert  G.  Davis  for 
the  appellant. 
Mr.  Charles  H.  Roberts  for  the  appellee. 

9 

McCoMAS,  /.; 

John  T.  Mcintosh,  who  filed  his  application  June  14,  1902,  for  a 
patent  for  an  automatic  safety  stop  device  for  electric  vehicles  was 
later  placed  in  interference  with  other  parties  with  whose  devices 
three  interferences  were  declared.  There. were  twenty-six  counts  in 
the  three  interferences,  and  such  proceedings  were  had  that  to  all  of 
these  except  one,  the  Primary  Examiner  dissolved  the  interference. 
This  single  count  is  in  issue  here,  for  the  Commissioner  of  Patents 
sustained  the  Examiner;  (C.  D.,  1906,  56;  120  O.  G.,  1823;)  and  this 
count  is  as  follows: 

An  automatic  safety  stop  device,  comprising  a  mechanism  in  the  controller- 
arm  of  an  electric  motor,  synchronously  operated  with  an  air-brake  valve 
through  a  lever  connection,  substantially  as  described  and  shown. 

The  interference  is  between  Mcintosh  and  the  junior  party,  Wil- 
liam B.  Potter,  who  filed  his  application  August  28, 1902.  We  refrain 
from  reciting  the  preliminary  decision  of  the  Examiner  of  Interfer- 
ences and  the  sev.eral  appeals  for  rehearing  before  him  and  before  the 
Examiners-in-Chief  and  the  elimination  of  several  interferences  be- 
cause in  our  opinion  it  suffices  to  consider  the  record  and  arguments  of 
counsel  in  connection  with  the  final  rulings  of  the  tribunals  of  the 
Patent  Office  upon  the  single  issue  whereon  the  Commissioner  made 
the  final  decision  brought  before  this  court  upon  this  appeal. 

After  the  count  just  quoted  became  the  remaining  count  of  the  issue, 
the  Examiner  of  Interferences  decided  that  Potter,  the  junior  party, 
had  failed,  and  gave  judgment  of  priority  of  invention  as  to  this 
count  in  favor  of  John  T.  Mcintosh,  the  senior  -party.  Upon  appeal, 
the  Examiners-in-Chief  (two  of  them  passing  upon  the  question 
raised)  held  that  because  Mcintosh  filed  June  \^^  V^Q^^  ^\i^\iftR»xiSfc 
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Potter,  who  filed  August  28  in  that  year,  does  not  allege  conception  of 
the  invention  before  July  preceding,  Mcintosh  was  the  prior  inventor 
and  was  entitled  to  an  award  of  priority. 

Counsel  for  Potter  urged  that  it  is  essential  to  an  interference  pro- 
ceeding that  the  issue  be  patentable  and  this  issue  is  not  patentable, 
therefore  the  Examiner  of  Interferences  should  be  reversed  because 
there  being  no  patentable  invention  involved,  the  Examiner  was  with- 
out jurisdiction  to  render  a  decision  of  priority  in  favor  of  either 
party.  The  Examiners-in-Chief  held  that  their  course  was  to  decide 
the  question  of  priority  on  the  record  as  made  out  by  the  parties  and 
then  under  Rule  126 — 

direct  the  attention  of  the  Commissioner  to  any  matter  not  relating  to  priority 
which  may  have  come  to  their  notice,  and  which  in  their  opinion  amounts  to  a 
statutory  bar  to  the  grant  of  a  patent  to  either  of  the  parties  for  the  claim  or 
claims  in  interference. 

And  they  affirmed  the  decision  of  the  Examiner  of  Interferences.  One 
of  the  two  Examiners-in-Chief  under  this  rule  called  Ihe  Commis- 
sioner's attention  to  the  opinion  of  the  Examiner-in-Chief  that  this 
issue  is  not  patentable  in  view  of  several  patents  cited  by  him.  The 
other  Examiner-in-Chief  was  of  opinion  that  the  application  of  Mc- 
intosh carrying  this  claim  should  be  allowed.  The  Commissioner  of 
Patents  held  that  since  the  Primarj^  Examiner  considered  the  cited 
patent  on  motion  to  dissolve,  and  reached  the  conclusion  that  the  issue 
was  patentable  over  them  and  the  two  members  of  the  Board  of  Exam- 
iners-in-Chief differed  in  opinion  upon  the  question  of  patentability, 
this  division  of  opinion  in  the  appelhite  tribunal  amounts  to  an  affirm- 
ance of  the  decision  below  and  therefore  no  good  reason  was  seen  for 
referring  this  case  to  the  Primary  Examiner  for  reconsideration  of 
the  question  of  patentability.  Thereupon  counsel  for  Potter  appealed 
from  the  decision  of  the  Examiners-in-Chief  awarding  priority  of 
invention  to  Mcintosh.     The  Commissioner  held  that — 

In  this  case  the  appellant  failed  to  allopo  in  his  preliminary  statement  dates 
of  invention  early  enough  to  overconio  the  record  dato  of  his  opi)onent  and  brings 
this  appeal  for  the  sole  piiriK)se  of  attacking  the  patentability  of  the  issue  and 
preventing  the  grant  of  a  patent  to  his  opiwnent  for  the  invention  defined 
therein^  An  appeal  of  this  kind  was  brought  and  disi)osed  of  in  the  ease  of 
Sobcy  V.  Holsclaw  (C.  D.,  11X)5,  r.l>;i;  111)  O.  G.,  1922.) 

It  was  iK)inted  out  there  that  upon  such  api>eal  as  the  present  the  case  is  be- 
fore me  sinii)ly  niM)n  the  question  of  the  priority  of  tlie  parties  with  regard  to 
the  subjcvt matter  of  the  issue  and  that  the  junior  party  having  conceded  In 
liis  preliminary  statement  tliat  he  was  subs^npient  to  his  opinment  in  tlie  i)(>!»e»- 
sion  of  this  matter  there  is  nothing  for  i\w  to  do  but  to  allirni  the  decision  of 
the  Examiners-in-Chief  in  favor  of  tlie  scniior  imrty.  I  am  convinced  that 
Potter  should  not  be  heard  uiwn  this  apix»al  in  opi)ositlon  to  the  grant  of 
a  patent  to  Mcintosh  on  the  ground  that  the  issue  is  not  patentable.  The 
reasons  for  this  conclusion  were  set  forth  fully  in  Sohrif  v.  HoIhcIuw,  supra ^  aod 
^eed  not  be  repeated  here.    ((\  I).,  WKi.  KiS\  VJO  ().  (;„  is2:i.) 
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The  circumstances  of  the  present  case  do  not  appear  to  be  distin- 
guished from  those  of  that  case,  except  in  regard  to  the  matter  of  rec- 
ommendation by  the  Examiners-in-Chief  under  Rule  126.  In  the 
former  case,  the  Examiners-in-Chief,  after  considering  the  arguments 
upon  patentability,  refused  to  include  in  their  decision  upon  priority, 
a  statement  that  in.  their  opinion  the  issue  was  not  patentable ;  in  the 
present  case  one  Examiner-in-Chief  found  the  issue  to  be  patentable, 
another  found  it  was  not  patentable,  and  they  so  stated ;  the  third  was 
absent.  This  distinction  between  the  cases  is  not  one  of  consequence. 
The  Commissioner  added  that  the  Primary  Examiner  had  twice 
found  the  issue  to  be  patentable  and — 

Whatever  objections  there  may  be  to  the  policy  and  rule  preventing  appeal 
from  decisions  affirming  patentability  or  right  to  make  claims,  in  those  cases 
where  affirmance  may  result  in  preventing  the  issue  of  a  patent  to  a  party  who, 
in  the  event  of  a  contrary  decision,  might  have  been  entitled  thereto,  this  policy 
and  mle  are  believed  to  be  in  accordance  with  sound  reason  and  unimi)eachable 
in  their  application  to  cases  like  the  present,  where  the  would-be  appellant  upon 
patentability  has  in  any  event  no  standing  before  the  Office  as  a  claimant  for 
a  patent  upon  the  matter  in  question.     (C.  D.,  1906,  56;  120  O.  G.,  1823.) 

Upon  a  petition  by  Potter  for  rehearing  his  counsel  urge  that  the 

decision  of  this  Court  in  Podlesak  v.  Mclnnemey  (C.  D.,  1906,  558; 

120  O.  G.,  2127;  26  App.  D.  C,  399)  sufficiently  supported  his  con- 

"tention,   and    the    Commissioner   adhered    to   his    ruling   correctly 

stating — 

that  the  consideration  of  the  questions  of  right  to  make  the  claim  in  issue  and 
of  identity  of  invention  was  undertaken  by  the  court  because  tlie  appc^Uant  in 
that  case  came  iHjfore  them  seeking  to  have  determined  his  right  to  a  patent  to 
which  he  was  apparently  justly  entitled  if  there  was  error  in  the  decisions 
beiow  holding  that  his  opponent  was  entitled  to  make  the  claim  in  issue  and 
that  there  was  interference  in  fact.  In  tlie  present  case  the  api>ellant  is  admit- 
tedly not  entitled  to  a  patent  on  the  matter  in  Issue  and  as  was  pointed  out  in 
my  decision  in  this  case,  and  In  the  case  of  Hohcy  v.  Ifolsclaic,  no  good  reason 
appears  Ibr  hearing  at  this  time  the  arguments  of  the  appellant  uiwn  the  pat- 
entability of  his  opponent's  claims,  or  for  reviewing  the  affirmative  decision 
of  the  Primary  Examiner  on  that  question.     (C.  D.,  1006,  183;  122  O.  G.,  1721.) 

We  concur  in  this  very  satisfactory  exposition  of  the  view  whicli 
this  court  so  recently  expressed  in  Sohey  v.  Holsdaw^  {ante^  405;  12G 
O.  G.,  3041.) 

Air  three  tribunals  of  the  Patent  Office  have  held  that  Mcintosh 
was  already  in  the  Patent  Office  with  a  complete  invention  before 
Potter  conceived  it.  Inasmuch  as  Potter  concedes  that  his  pre- 
liminary statement  has  failed  to  overcome  the  filing  date  of  the 
application  of  Mcintosh,  the  only  office  of  his  appeal  here  is  to  argue 
against  the  patentability  of  the  invention  of  Mcintosh.  The  apj^el- 
lant  here,  who  admits  that  lie  is  not  the  first  inventor,  has  no  exclusive 
personal  right  in  the  determination  of  the  patentability^  he  Iva?.  wo* 
greater  interest  than  other  citizens  and  yet  \\e  i^Yifit^  \i^\\:i^>\^\w^ 
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case  of  interference,  where  the  patentability  of  the  invention  is  a 
necessary  prerequisite  to  a  declaration  of  interference,  and  in  a  daas 
of  cases  wherein,  except  under  extraordinary  circumstances  the  patent- 
ability of  an  invention  is  not  an  open  question  before  us,  to  review 
that  question  and  no  other.  In  Hisey  v.  Peters  (C.  D.,  1895,  349;  71 
O.  G.,  892;  6  App.  D.  C.,  68)  this  Court  said  an  appellant  who  claims 
an  alleged  patentable  invention  is  not  to  be  heard  to  urge  non- 
patentability  of  his  claim  after  it  has  been  placed  in  interference 
with  other  claims.  His  affirmation  that  his  claim  is  patentable  estops 
him.  In  Sohey  v.  HoUclaw^  supra^  Mr.  Justice  Duell  so  fully  and 
exhaustively  reviewed  the  decisions  conclusive  of  the  present  case,  in 
a  case  substantially  like  the  one  now  before  us  that  it  is  unnecessary 
to  repeat  the  grounds  upon  which  we  affirm  the  Commissioner  of 
Patents  in  this  case.  We  adopt  the  views  so  well  stated  hy  the  Com- 
missioner  and  now  affirm  his  final  decision.  The  arguments  of  Pot- 
ter's counsel  have  failed  to  satisfy  us  that  the  case  before  us  is  one 
of  those  extraordinary  cases  in  which  this  court  may  be  called  upon 
to  inquire  whether  there  is  a  patentable  invention  involved. 

This  decision  will  be  certified  to  the  Commissioner  of  Patents  in 
accordance  with  the  statute. 


[Court   of   Appeals   of   the   District   of   rolnmbln.] 

LaKKIN    l\   KiClIAKDSON. 

Decifled  Drrcmhrr  7,  WOO. 

(127  O.  (;.,  231)4.) 

Interference — Originality — Employer  and  Employee — Ancillabt  Inventioh. 
Where  a  person  lias  discovered  an  inii)roved  principle  in  a  manufacture 
and  employs  others  in  assisting  him  to  carry  out  tliat  principle,  and  theft* 
In  that  employment  malie  valuable  additions  to  the  preconceU'ed  design 
of  the  employer,  such  suggested  improvements  are  in  general  to  be  regnnled 
as  the  property  of  the  party  who  dlscovere<l  the  original  ImproTed  prln- 
cli)le  and  may  l)e  (Mnboditnl  in  his  patent  as  part  of  Ills  invention.  (Sw 
Agawam  Co,  v.  JordatK  7  Wall.,  583,  002;  Gedpc  v.  CromweU,  C.  D.,  1902, 
514;  98  O.  (;.,  148(J:  11)  App.  I).  C,  198;  Milton  v.  hinf/slcj/,  C.  D.,  1898. 
420:  75  O.  G.,  2m3;  7  App.  D.  C,  537.) 

3f7\  77.  iV.  Low,  Mr.  Edmond  Adrorl\  and  Mr,  L,  A.  Welles  for 
Larkin. 

Mr.  L.  S.  Bacon.  Mr,  V,  K,  OffiehU  Mr,  II.  S.  Towle,  Mr.  C.  C. 
Linthicu7n,  and  Mr.  Earl  D,  Bahst  for  Richardson. 

McCoMAS, ./.  ; 

Bernard  II.  Larkin  appealed  from  a  decision  of  the  Commi 
f  Patents  (C.  D.,  1900,  209:  122  O.  (}.,  231KK)  that  John  D. 
m  is  the  prior  inventor  of  certain  \ii\pYo\e\\\^\\l?.  w\  the  coi 
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of  sheet-metal  display-cans  for  bakery  products.  Richardson  is  the 
advertising  manager  of  the  National  Biscuit  Company  to  which  he 
assigned  his  application.  Larkin  was  at  the  time  to  which  this  inter- 
ference relates,  a  district  manager  of  the  western  factories  of  the 
American  Can  Company,  to  which  company  his  application  was  as- 
signed. At  the  time  the  testimony  was  taken  he  was  no  longer  in  the 
employment  of  this  assignee.  The  issues  of  the  interference  are  as 
follows : 

1.  A  receptacle  of  the  class  described,  consisting  of  a  sheot-motal  can  having 
a  cover,  and  its  front  wall  provided  with  oblong  paueMikc  oi)onings,  tho  mar- 
fins  of  the  sheet-metal  surrounding  siiid  pancl-o|K?ning8  being  inturnod,  and 
sheets  of  material  removably  secured  behind  said  oixjnings,  the  upiwr  sheet 
coDStituting  a  name-plate  and  the  lower  being  transi)arent  to  display  the  con- 
tents in  the  bottom  of  said  receptacle  and  held  against  the  intumed  margin  of 
tbe  metal  surrounding  the  lower  panel,  substantially  as  described. 

2.  A  receptacle  of  the  class  described,  comprising  a  sheet-metal  can  having 
its  front  plate  or  side  provided  with  two  oblong  panel-openings  of  substantially 
equal  size  and  extending  substantially  across  the  front  of  the  can,  a  name- 
plate  fitted  behind  the  upper  panel-opening,  the  margins  of  the  sheet  along  the 
lower  panel-opening  being  inturned  to  provide  a  narrow  ledge  or  bearing,  and 
a  sheet  of  glass  removably  secured  behind  the  lower  panel-oi)ening  in  contact 
with  said  ledge,  substantially  as  described. 

3.  A  sheet-metal  display  can  or  box,  comprising  in  combination  a  body  hav- 
ing three  sheet-metal  sides,  furnished  at  their  upper  ends  with  hollow,  trian- 
gular strengthening  bars  or  braces,  and  provided  with  a  hollow,  triangular 
strengthening  bar  or  brace  at  its  front,  and  a  sheet-metal  front  plate  having  an 
upper  or  sign  opening  therein,  and  provided  with  sheet-metal  guides  having 
horizontal  and  upright  flanir(»s  soldertnl  to  sjiid  front  plate  to  form  a  i)ocket 
thereon  to  receive  a  removable  sign-plate,  said  front  strengthening-bar  and 
said  front  plate  forming  a  slot  between  them  for  removal  and  insertion  of  the 
sign-plate,  substantially  as  specifitMl. 

4.  A  sheet-metal  display  can  or  box.  comprising  in  combination  a  bottom,  a 
body,  and  a  hinged  cover,  the  front  of  the  Ixnly  having  two  openincfs  therein, 
two  removable  plates  for  closing  said  openings,  fixtHl  guides  for  holding  one  of 
said  plates  in  place,  and  fastening  moans  for  holding  the  other  removable  plate 
in  place,  substantially  as  siMH'lfied. 

5.  A  sheet-metal  display  can  or  box  having  a  bottom,  a  b<Mly  and  a  cover,  the 
sheet-metal  front  of  said  body  having  two  o|>onings  tluTein,  two  removable 
plates  for  closing  said  oi)enlngs,  guides  for  holdini;  one  of  sjiid  plates  in  placo, 
and  a  turn-button  guide  for  holding  the  other  plate  In  i)lace,  substantially  as 
specified. 

6.  A  sheet-metal  display  can  or  box  having  a  bottom,  a  body  and  a  cover,  the 
sheet-metal  front  of  said  l)ody  having  two  openings  therein,  two  removable 
plates  for  closing  said  openings,  guides  for  holding  one  of  said  plates  in  place, 
a  tarn-button  guide  for  holding,  the  other  plate  in  place,  said  turn-button  guide 
being  mountetl  on  one  of  the  guU  *^  "latd  flrst-mentioned  plate,  substantially 
as  0i>eclfied. 

The  Patent  Office  irl^M  mnined  that  the  subject- 
matter  of  thiij  inierfeM^I  ^lunsel  for  Larkin  claim 
that  mch  invmtigmml^^M  ition  of  six  featv\Y<^<^^ 
which  are  the  ll^^^^P^  ViiViowdX  o^'^^xvvcv^ 


510      DECISIONS  OF  THE  UNITED  STATES  COURTS  IN  PATENT  GASB& 

at  the  upper  part  of  the  brass  front  plate,  a  removable  sign-plate, 
fixed  guides  of  triangular  pieces  secured  on  the  inside  of  the  front- 
plate  for  holding  the  removable  sign-plate  in  place  behind  the  upper 
opening,  a  removable  glass  plate  behind  the  lower  opening  in  the 
front  plate.  Counsel  for  Richardson  say  the  gist  of  the  invention 
consists  in  the  can  having  two  front  openings  with  two  removable 
plates  applied  thereto,  one  to  display  the  goods  and  the  other  the 
name  of  the  National  Biscuit  Company,  whose  cans  of  the  older  style 
were  provided  with  a  single  opening  covered  by  a  large  removable 
sheet  of  glass  which  displayed  the  contents  of  the  can  but  which  large 
opening  was  more  expensive,  more  fragile,  and  also  greatly  weakened 
the  can-front.  The  Board  of  Examiners-in-Chief,  which  awarded 
priority  to  Larkin,  took  the  former  view,  while  the  Examiner  of 
Interferences  and  the  Commissioner  of  Patents  inclined  to  the  latter 
view,  and  these  awarded  priority  to  Richardson,  who  was,  in  the 
opinion  of  the  Commissioner,  "  the  inventor  of  the  broad  idea  of  the 
can  with  the  two  openings,  with  removable  panels." 

In  his  preliminary  statement,  Larkin  alleged  conception,  disclosure, 
and  drawings  on  June  15,  1002,  and  reduction  to  practice  about 
June  20,  1902,  while  Richardson  alleged  conception  and  disclosure 
in  May,  1902,  drawings,  June  1,  1902,  and  reduction  to  practice  on 
the  first  day  of  July,  following.  Richardson  filed  his  application 
on  Xoveml)er  1,  1902,  and  Larkin  filed  his  application  Jahuary  14, 
1904.  Each  party  here  claims  to  have  originated  the  idea  in  the 
display-can,  and  we  must  determine  which  of  the  two  suggested  the 
material  improvements  in  the  can  which  c(mstitute  the  invention. 

The  officers  of  the  National  Biscuit  Company  wanted  a  can  wherein 
to  pack  its  various  bakery  products  that  should  \ye  distinctive  in  ap- 
pearance and  thus  easily  identified  with  its  products,  and  so  pleasing 
as  to  be  acceptable  to  its  customers.  Early  in  1902,  officials  of  the 
National  Biscuit  Company,  considered  a  new  style  of  display-can  for 
their  goods.  They  wore  dissatisiicd  with  the  old  can,  which  had  one 
large  opening  in  the  front  covered  by  a  glass  plate,  removably  fitted. 
Above  this  opening  the  name  of  the  company  appeared  in  embossed 
letters.  Richardson  at  the  head  of  the  advertising  department,  ac- 
tively engaged  in  the  search  for  a  new  can,  and  about  the  first  of  May, 
1902,  he  says  ho  had  in  his  own  mind  com])Ioted  the  can  and  about  the 
sixth  of  May,  he  spoke  about  it  to  Eraser  and  described  to  him  the  can. 
Eraser,  a  draftsman,  was  Richardson-s  chief  clerk  and  assistant,  who 
undertook  after  his  ivturn  from  a  trip  to  Now  York  to  produce  for 
Richardson  working  drawings.  Richardson's  instructions  to  Eraser 
wore  to  mak(»  drawings  for  cans  with  two  ()])onings,  showing  the  open- 
ings in  various  pr()|)ortions.  Eraser  consulted  with  Richardson  from 
time  to  time  while  the  drawings  woi*o  in  progress  and  worked  them 
out  to  meet  his  approval,  and  about  June  2,  Eraser  submitted  the 
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drawings,  which  were  satisfactory  to  Richardson,  and  Richardson 
directed  Fraser  to  have  such  cans  made  at  once.  Fraser  reported  to 
Richardson  that  he  had  placed  the  order  with  the  American  Can  Com- 
pany and  had  turned  over  to  Wells,  the  sales  agent  of  that  company 
these  sketches  and  instructed  him  to  send  cans  so  constructed  to  Rich- 
ardson's office  as  soon  as  possible.  Fraser  testified  that  he  returned  to 
Chicago  June  2, 1902,  and  made  about  eight  drawings  for  the  can,  and 
he  produced  from  memory  four  drawings  which  he  said  were  essen- 
tially the  same.  It  is  difficult  to  excavate  the  actual  statements  of 
Fraser,  buried  as  they  are  under  the  long  leading  questions  of  counsel 
examining  the  witness  and  too  often  testifying  for  him.  Enough, 
however,  is  found  to  show  that  Fraser  in  the  presence  of  Barnard,  an 
officer  of  the  Biscuit  Company,  in  its  purchasing  department,  gave  to 
Wells,  the  sales  agent  of  the  Can  Company,  the  original  eight  draw- 
ings about  June  16,  or  17,  1902.  Wells  suggested  to  PVaser,  that  he 
should  visit  the  factory  and  then  gave  Fraser  a  letter  of  introduction 
to  Larkin,  which  is  dated  June  17,  1902.  Fraser  had  his  interview 
with  Wells  in  the  purchasing  department  of  the  Biscuit  Company, 
and  Fraser  wrapped  up  the  drawings  and  Wells  took  them  away  with 
him.  Later  by  telephone,  Fraser  talked  with  Wells  about  the  delivery 
of  the  sample  cans.  Wells,  however,  died  l>efore  the  taking  of  the 
testimony.  Fraser  identified  the  can  with  two  openings  shown  him 
as  one  similar  in  construction  and  apj^earance  to  the  cans  made  by  the 
Can  Company  after  his  working  drawings.  Fraser  fixes  the  date  of 
his  drawings  by  another  circumstance.  Before  he  talked  to  Wells, 
by  a  letter  in  evidence  to  the  Burdick  Sign  Company,  dated  June  14, 
1902,  Fraser  had  ordered  four  sample  enameled  signs,  ten  inches  in 
length,  which  Richardson's  counsel  claims  was  the  inside  length  di- 
mension of  the  standard  size  made  by  the  Can  Company  after  Fraser 
delivered  his  drawings  to  Wells. 

Fraser  says  when  he  gave  the  drawings  to  Wells,  the  explanation 
and  directions  given  at  same  time,  wore  given  by  Fraser  alone.  Barn- 
ard, who  was  present,  says  that  prior  to  this  interview,  Fraser  had 
brought  to  him  a  number  of  sketches  for  sample-cans,  and  that  be- 
cause Barnard 'received  from  Wells  his  letter  presenting  Fraser  to 
Larkin,  which  letter  Barnard  sent  to  Fraser,  Barnard  can  swear  posi- 
tively that  the  interview  between  Wells  and  Fraser  was  either  on  June 
17  or  a  day  or  two  before.  Barnard's  testimony-in-chief  is  practically 
the  answer  "yes"  to  very  long,  leading  questions  of  Richardson's 
counsel.  It  seems  just  to  say  from  Barnard's  answers  upon  cross-ex- 
amination that  he  substantially  confirms  Fraser.  Barnard  now  says 
he  saw  Fraser's  drawings  but  ouci\  on  the  occasion  when  Fraser  gave 
them  to  Wells,  and  the  eight  drawings  shown  him  seemed  to  be  the 
same  drawings  tha't  Fraser  gave  to  Wells.  Barnard  remembers  tliat 
Fraser  told  Wells  that  he  wanted  him  to  make  l\\e  evxws  *w\  ^viviviY^'Kvxsifc 
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with  the  drawings  of  Fraser,  and  Barnard  thinks  it  was  two  or  three 
weeks  after  this  interview  that  the  first  sample  display-can,  having 
two  openings  in  its  front,  one  containing  a  sign-plate  and  one  a  glass 
plate,  was  delivered  by  the  Can  Company  to  the  Biscuit  Company. 
Evans,  an  officer  of  the  Biscuit  Company,  says  that  just  prior  to 
August  1,  1902,  he  was  with  others,  in  a  conference  in  Richardson's 
office,  when  they  selected  a  can  which  was  Richardson's  original  can, 
containing  two  openings.  He  identified  this  can  by  his  own  marks 
thereon  and  he  fixes  the  time  of  the  conference  because  on  August  1, 
1902,  he  gave  an  order  for  three  thousand  of  these  cans  to  be  shipped 
to  Kansas  City.  In  frequent  subsequent  talks  with  Wells  and  Maas, 
they  always  referred  to  this  can  as  the  Biscuit  Company's  can,  and  the 
witness  produced  a  circular  sent  to  the  managers  of  various  bakery 
plants  dated  September  4,  1902,  in  which  Evans  notified  them  that 
the  new  can  to  be  known  as  "  501  can  "  had  been  adopted  for  general 
use.  The  circular  recites  the  important  features  of  the  can  described 
in  this  issue.  Maas  testifies  that  he  brought  the  drawings  from 
Barnard  to  Wells  and  Wells  sent  them  to  the  Maywood  factory  where 
Larkin  was  employed  by  the  Can  Company.  Maas  only  remembers 
one  drawing  having  two  openings,  the  one  for  the  Biscuit  Company's 
name  at  the  top  and  the  other  covered  by  glass  to  display  goods.  It 
was  Maas  who  at  Well's  instance  delivered  to  Barnard  of  the  Biscuit 
Company,  the  can  actually  made  by  the  Can  Company  in  accordance 
with  this  drawing  and  Maas  thinks  this  occurred  about  a  week  after 
he  had  given  the  sample  drawing  to  Wells,  and  the  Richardson  ex- 
hibit can  is  to  Maas's  best  knowledge  the  first  sample-can.  Upon 
cross-examination,  Maas  testified  that  none  of  the  eight  drawings 
shown  to  him  was  the  drawing  he  delivered  to  Wells.  But  Maas 
remembered  the  drawing  marked  ''  B  "  and  finally  said  that  he  had 
seen  these  drawings  in  Mr.  Wells's  office  to  which  they  had  been  sent 
from  the  Can  Company's  factory. 

On  March  30,  11)03,  Evans,  for  the  Biscuit  Company,  wrote  to  the 
Can  Company  to  stamp  on  the  backs  of  all  the  '*  501  cans'"  the  words 
"  patent  applied  for."'  Whether  the  can^s  thereafter  were  so  marked 
is  disputed.  It  is  undisputed  that  the  Can  Company  made  no  ob- 
jection to  the  request. 

Richardson  has  the  burden  of  proving  lieyond  a  reasonable  doubt 
that  he  was  the  original  inventor  of  the  subject-matter  in  contro- 
versy. AAHiere  a  person  has  discovered  an  improved  principle  in  a 
manufacture  and  employs  others  in  assisting  him  to  carry  out  that 
principle,  and  these  in  that  employment  make  valuable  additions  to 
the  preconceived  design  of  the  employer,  such  suggested  improve- 
ments are  in  general  to  be  regarded  as  the  property  of  the  party  who 
discovered  the  original  improved  principle  and  may  be  embodied  in 
his  patent  as  part  of  his  invention.     (See  Agawam  Co.  v.  Jordan^ 


DB0ISI0K8  OF  THE  UNITED  STATES  OOUBTS  IN  PATENT  CASES.      518 

7  Wall.,  588,  602;  Gedge  v.  Cromwell,  C.  D.,  1902,  514;  98  O.  G., 
1486;  19  App.  D.  C,  198;  Milton  v.  Kingsley,  C.  D.,  1896,  420;  75 
O.  a,  2198;  7  App.  D.  C,  537.) 

Whatever  weight  be  given  to  the  argument  that  the  issues  con- 
tained specific  limitations  which  Richardson  did  not  disclose,  Fraser 
makes  clear  Bichardson's  disclosure  to  him  of  a  two-opening  can 
with  the  removable  plates  and  that  several  of  the  drawings  he  gave 
to  Wells  disclose  such  a  can  and  that  the  American  Can  Company 
made  such  a  can  for  the  Biscuit  Company  and  the  Commissioner 
says  that  such  can  with  two  openings  with  plates  to  be  removably 
secured  behind  the  opening  constitute  the  main  and  predominating 
structural  features  of  this  invention.  The  details  of  the  fastening 
means  if  they  call  for  anything  more  than  the  skill  of  a  mechanic 
are  merely  ancillary  features  suggested  by  the  general  plan,  and 
according  to  the  cases  last  cited,  in  the  absence  of  specific  proof  that 
they  were  suggested  by  Bichardson,  are  to  be  regarded  as  part  of  his 
invention.  The  circumstances  we  have  mentioned  and  the  testimony 
to  which  we  have  adverted  not  only  overcome  the  burden  upon  Bich- 
ardson but  create  a  strong  presumption  that  in  trying  to  satisfy  the 
desire  of  his  company  for  a  new  design  for  a  display-can,  Bichard- 
son became  the  real  inventor  and  that  Larkin,  the  employee  of  the 
Can  Company,  called  upon  to  make  the  can  Bichardson  desired,  made 
his  present  claim  after  the  Can  Company  had  failed  to  procure  a 
long-term  contract,  such  as  it  desired,  for  the  manufacture  of  the 
new  cans. 

Larkin  is  the  junior  party  who  filed  more  than  one  year  after  Bich- 
ardson had  filed,  about  a  year  and  a  half  after  the  Can  Company 
began  to  furnish  the  new  can  to  the  Biscuit  Company  and  about  nine 
months  after  Evans,  for  the  Biscuit  Company,  directed  the  Can  Com- 
pany to  stamp  on  the  can  the  words  "  patent  applied  for."  The  bur- 
den of  proof  upon  the  junior  party  and  the  still  heavier  burden  upon 
one  employed  to  carry  out  the  ideas  of  another,  if  he  would  claim 
originality  in  the  thing  produced,  must  be  remembered  even  though 
Larkin's  testimony  may  show  that  he  added  specific  elements  in  com- 
pleting the  sample-cans.  Much  must  appear  in  Larkin's  behalf  if  his 
reduction  to  practice  in  this  case  is  not  to  be  deemed  a  reduction  to 
practice  on  the  part  of  Bichardson  which  should  inure  to  Bichard- 
son's benefit  as  the  person  who  proposed  and  outlined  the  invention. 
Under  all  the  circumstances  Larkin's  reduction  to  practice  appears  to 
be  the  result  of  Bichardson's  communication  to  Larkin's  employer. 
If  so,  Larkin  must  prove  beyond  a  reasonable  doubt  that  what  he  did 
was  his  independent  invention.  Bichardson's  disclosure  was  not  as 
ample  as  it  might  have  been  but  several  of  the  drawings  made  by 
Fraser  and  delivered  through  Wells  to  the  Can  Company  and  to  Lar- 

30997— H.  Doc.  470,  60-1 33 


514      DECISIONS  OF  THE  UNITED  STATES  COURTS  IN  PATENT  CA8E8. 

kin  suffice  to  make  out  a  sufficient  disclosure  on  his  part.  Larkin's 
disclosure  was  not  complete.  The  drawings  sent  to  his  company 
through  Fraser  and  Wells  impute  notice  to  Larkin  of  what  they  dis- 
close. The  letter  of  Wells  to  Fraser  shows  he  intended  Larkin  to  have 
these  drawings,  and  Larkin  admits  that  Wells  told  him  the  Biscuit 
Company  wanted  to  change  the  style  of  their  packages,  though  Larkin 
said  they  wanted  to  leave  off  embossed  lettering  and  lithograph  in- 
stead and  that  Larkin  suggested  another  opening  for  the  lettering,  to 
be  removable  and  held  by  cleats  on  the  inside  of  the  front.  Bran- 
ninger  made  the  first  can  under  his  instruction  and  Larkin  had  the 
first  sheet-metal  can,  embodying  the  invention  made  about  June  27, 
1902. 

Larkin  says  the  only  suggestion  he  had  from  Wells  was  that  the 
Biscuit  Company  wanted  a  lithographed  front  instead  of  the  em- 
bossed front  and  that  after  he  had  conceived  this  invention  and  had 
constructed  a  sample-can,  he  told  Wells  there  should  be  a  patent  ap- 
plied for  and  Wells  promised  to  attend  to  it.  It  was  stipulated  that 
five  workmen  would  testify  that  they  each  saw  a  can  constructed  like 
the  Larkin  exhibit  can,  which  embodies  the  issues,  on  the  dates  named 
by  him,  and  that  they  constructed  cans  like  the  exhibit  can,  and  other 
cans  like  the  pattern  described  by  Larkin.  It  was  also  agreed  that 
three  officers  of  the  Can  Company  would  testify  that  they  had  never 
seen  the  eight  drawings  lettered  A,  B,  C,  D,  E,  F,  G,  H,  until  a 
search  for  them  was  made  after  Fraser  testified  he  had  delivered  them 
to  Wells  nor  could  they  after  full  inquiry  find  any  employee  of  theirs 
who  had  seen  Fraser's  drawings  and  that  Wells  would  naturally  have 
shown  these  drawings  to  these  witnesses  if  to  any  one;  that  the  dis- 
play-can in  controversy  was  commonly  called  the  Biscuit  Company's 
can  because  it  was  their  custom  to  name  a  can  as  that  of  the  particular 
customer  for  whom  it  was  made,  and  such  designation  was  a  matter 
of  convenience  and  in  no  manner  signified  the  designer  of  each  par- 
ticular can.  After  Fraser  had  testified  concerning  his  drawings  to 
Richardson,  Larkin  testified  that  these  lettered  drawings  were  sent 
to  him  from  Wells  just  before  July  14  and  thereupon  he  had  his 
workmen  make  cans  with  the  single  opening  on  July  14,  the  date 
being  fixed  by  the  memoranda  of  his  workmen  and  between  June  30, 
and  July  18,  his  workmen  made  eight  cans  with  two  openings,  in  each 
instance  differing  somewhat  in  size ;  that  he  had  never  seen  or  heard 
of  the  drawing  referred  to  by  Maas,  nor  did  he  know  that  the  lettered 
drawings  were  in  the  possession  of  the  Can  Company.  It  is  con- 
ceded that  the  five  workmen  would  testify  that  they  for  the  first  time 
saw  these  eight  drawings  shortly  before  July  14,  and  then  proceeded 
to  make  the  display-cans  at  Larkin  stated,  and  they  were  sent  to  the 
Biscuit  Company,  and  after  a  search  these  drawings  were  found  in 
the  main  work  factory  on  January  SO,  1905.    It  was  about  June  7, 
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1902,  that  Larkin  claims  the  conception  of  the  invention,  and  on  that 
day  the  first  display-can  was  made  and  this  was  the  reduction  to 
practice  claimed  by  both  parties.  Branninger  made  this  can  under 
instructions  from  his  foreman,  Xavier,  and  from  Larkin.  Six  pat- 
terns for  the  front  of  the  can,  between  June  30,  and  July  15,  were  in 
evidence  as  Larkin's  patterns  and  it  was  testified  that  the  seventh 
pattern  representing  the  style  accepted  by  the  Biscuit  Company  was 
delivered  to  the  machinery  department  of  the  Can  Company  as  a 
guide  in  making  dies  used  in  producing  cans  like  the  accepted  sample. 
Under  all  the  circumstances  we  are  convinced  that  the  lettered  draw- 
ings were  sent  to  the  Can  Company  near  about  the  time  Fraser 
gave  them  to  Wells  for  that  purpose  and  written  and  oral  evidence 
convince  us  that  Larkin  received  them  before  he  made  the  sample- 
can  which  contains  the  two  openings  clearly  shown  in  the  drawings 
lettered  A  and  B.  For  while  the  four  drawings  produced  by  Fraser 
from  memory. have  two  openings  and  Fraser  was  mistaken  in  saying 
that  all  of  the  eight  original  drawings  showed  two  openings ;  the  two 
drawings  "  A  "  and  "  B  "  of  the  series  of  eight  do  contain  two  open- 
ings, and  Richardson  says  these  two  are  in  accordance  with  his  in- 
structions to  Fraser,  and  he  believes  they  are  the  original  drawings; 
and  that  Fraser  did  show  him  additional  drawings  with  single  open- 
ings which  did  not  embody  Richardson's  idea.  Richardson  urged 
and  Fraser  urged  speedy  delivery  of  the  sample-can  and  Fraser  by 
telephone  after  he  had  given  Wells  the  drawings,  talked  with  Wells 
concerning  the  time  of  delivery.  We  are  convinced  Larkin  is  mis- 
taken as  to  the  time  he  received  the  patterns  from  Wells.  We  believe 
when  Wells  directed  Larkin  to  construct  the  cans  desired  by  the  Bis- 
cuit Company,  that  Wells  gave  or  sent  to  Larkin  the  drawings  show- 
ing the  style  of  can  Richardson  asked  for.  Not  only  do  the  circum- 
stances impute  notice  to  the  Can  Company  and  Larkin,  but  these  cir- 
cumstances and  the  related  evidence  justify  the  inference  that  early 
in  June  Larkin  actually  received  the  drawings  and  verbal  instruc- 
tions from  Wells,  now  dead,  relating  thereto.  There  is  not  a  scintilla 
of  evidence  to  support  Larkin's  recollection  that  Wells  told  him  that 
the  Biscuit  Company  only  wanted  lithographed  lettering  on  the  can- 
front. 

We  can  not  agree  with  counsel  for  Larkin  that  the  testimony  that 
Larkin's  exhibit  can  produced  from  the  middle  of  July,  lf)02,  with 
the  particular  size  and  proportion  is  very  significant,  since  the  earlier 
sample-can  made  by  Richardson  embodied  the  main  elements  of  the 
issue;  size  and  shai>e  of  the  opening,  are  only  details.  We  will  not 
discuss  the  Smith  patent  glass-holder,  the  invention  of  an  employee 
of  the  Biscuit  Company,  as  an  explanation  of  the  silence  of  the  Can 
Conlpany  when  asked  to  mark  the  cans  "patent  applied  foi:.''  \\» 
suffices  to  say  it  does  not  appear  that  any  emp\o>f^e  oi  \)cv^  ^^\\.C><3«^- 


%l*^,    ^mcvwjiF^  or  rpn^  l3  Tyr  ^%rg>  oqckb  £:r  paxkst  casks. 


p«aT  ii^i  iciowii»ii;E%  «>f  .nziicn.'T  -ixis&eiu^  or  of  his  apptieftdon  for 
ciiin  p<t^>r  Th«  ^ctsial  •^sit^uiii!^  of  nn:s  iApf)&atioa  at  tlie  time 
REakzuyvn  nri  t±j^  Ci^n  T  r^mptLaj.  L^  oi^c  a  s>Md  rental  for  its  silence 
vfa^Mi  r^;*:<*<CM  to  mark  zh^  'iikzs  ziii«ie  for  cine  Ksrait  Company 
"•  pttSent  'ippiieri  f**^-"  It  va-  mwi  cru^  Cail  Oxnpanr  ^oold  have 
prociiHU^  Lf  It  hfiUstTi^i  thut  rihe  rdn  pii«:{c&sf^  was  the  invention  of 
thinr  «TiCi.^>7<»e  LarkiTL.  Tli^  'ifHiAiLr  of  the  fiLftenin^  means  which 
thh  (yxcx^irrrj>jtjrf[  r«^2arL»  i.^  tht?-  rkill  of  en*  miechamc,  or  merely 
abriilUrT  i^Ainr^  w.^r»r  n^x  •nzz'^ifceii  by  Larfciii  to  Branninger  who 
uoAp:  tb#:  fiFrt  oazL  Ira.-!mndi  a^  Ri'diard^on  was  the  inventor  of 
tbe  irka  irf  the  can  with  tci"^  two  c^peningf  with  removable  panels, 
and  by  hL=;  draftrman  Iii7>txTi*rt*^i  xhfc  Can  Company  to  make  them, 
wfr  Mi^i  not  farther  dL?ca^  tbe  lesser  lietaiLs  in  the  can  produced. 
\\>  think  ihU  ^ra^e  i-;  well  characterizeti  in  GalhifjKtr  v.  Hastings 
iC.  \h.  VMA.  .>il :  I'Cj  O.  G.,  !!•;->:  jl  App.  D.  C.  ^l.\  There  Justice 
ShefjanJ  .%a]d: 

TlwfK  w«?wr  fK»t  Ind^t^fi'l^^t  liiT*fit«>r*.  W'-rkinr  iVJt  the  joiiiie  concepticiii 
fVfimrmMy  and  imbrK/wn  to  cA<:h  other,  hot  «at?h  c-Iaiius  the  coQ^eption,  and  re- 
lUn^Um  U>  (rraetk'vr.  of  a  <.'<.'ft«tmcti*jQ  that  wa:*  set  oq  foot  by  one,  to  meet  a 
fKfvel  csTHiditfon.  ari/I  wa;f  ut^ititifaftur*^  by  the  other. 

'Hie  dwi^rion  of  the  Con mii-r.-i oner  of  Patents  h  oiHrmcd  and  this 
opinion  will  Jje  certifieil  to  him  in  arconlance  with  the  statute. 


(Court  of  Apfi^als  of  thy  District  of  Columbia.] 

In  ke  IIoev. 

Dfxidrd  Drcrmhrr  ^,  J006. 
(127  O.  <i.,  2.S17.) 

J'ATKNTAIfll.ITV— X(»N-lNVKNTI()N — ClIANiJK    OF    I>K  ATIO.N. 

TIh?  chninii*  in  hH-ation  of  projtH-tions  on  tho  s<.»jit  iMirtion  of  a  bwl-couch 
from  tiio  npiMT  lo  tlH»  Iow<t  sI(1(»  of  th(»  scat  do<»s  not  amount  to  invention. 
It  iH  |MmMn)N%  iMit  not  api>arent,  tliat  a  !)ott(*r  lialance  of  tlie  seat  and  back 
Ih  H«'<'nnMl  by  clianjjInK  tlicw?  in-ojoi'tlons.  It  is  iK)sslbIe  that  a  more  attract- 
ive fxtorior  Ih  tbon^by  prcwMitod.  It  is  |K)S8lblo  that  a  more  sjilablo  article 
Ih  Ui<'n»l)y  wh-uhmI  ;  but  all  tills  docs  not  prove  orijxinality  of  invention. 
While  courtH  d<»al  lli)crally  with  Inventors  in  sustaining:  patents  having 
but  HllKiit  jlistlnetions  <iv<T  prior  structures,  tliey  do  not  and  ouf;ht  not  to 
|H»rndi  the  real  Inventor  to  be  depriv<Hl  of  tlie  fruits  of  his  genius  and 
lnb<»r  l>y  a  mere  cofiyist, 
Kkinhi'm  AiMM.irATioN     Nkw   Mattkr, 

Where  a  patent  di»wrllM»s  certain  parts  of  a  devic<»  as  having  a  specified 
fuiU'tliMi.  a  claim  in  an  application  for  tlie  reissue  ».f  sucli  iiatent  which 
rvfvVH  to  micU  iMirfs  as  "means"  for  |K»rforminj;  a  tlifTerent  function,  re- 
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quiring  a  relative  location  of  the  parts  which  was  not  originally  disclosed, 
relates  to  new  matter.  The  facts  tliat  the  reissue  application  was  not  filed 
for  about  two  years  after  the  grant  of  the  ^mtent  and  that  the  claim  was  not 
made  for  about  nine  months  after  the  filing  of  such  application  strongly 
indicate  that  the  claim  was  not  suggested  by  the  original  disclosure. 

Mr.  T.  Walter  Fowler  for  the  appellant. 

Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

BoBB,  /.; 

Hearing  on  appeal  from  a  decision  of  the  Commissioner  of  Patents 
{ante^  108;  127  O.  G.,  2815)  refusing  the  following  claims  upon  an 
application  for  the  reissue  of  a  patent: 

10.  The  combination  ip  a  bed-couch  of  a  containing  box  or  case,  a  seat  hinged 
to  the  top  of  the  box  between  the  front  and  rear  edges  thereof,  said  seat  having 
reaiward  projections  extending  from  its  under  side  and  beyond  and  below  the 
hinges,  and  within  the  box,  a  back  pivotally  connected  with  the  seat  and  a  fold- 
able  leg  connected  with  the  back  and  with  said  seat  projections. 

13.  In  a  bed<'Ouch,  the  combination  of  a  hollow  base,  a  seat  hinged  to  the  base 
and  having  rearward  projections  within  the  base  and  below  and  beyond  its 
hinges,  a  back  turnably  connected  with  the  seat  and  braces  connecting  the  back 
with  said  seat  projections  and  tiltable  in  unison  with,  and  normally  holding  the 
back  at  right  angles  to  the  seat. 

17.  The  combination  in  a  bed-couch  of  a  containing  l>ox  or  base,  a  seat  hinged 
to  the  top  of  the  box,  between  the  front  and  rear,  said  seat  having  side  bars 
extending  back  of  and  below  the  hinges  and  within  the  box  and  a  suitable  stop 
between  the  side  bars  and  the  base  to  keep  the  seat  from  tilting  farther  back 
than  is  desirable. 

18.  In  a  couch,  the  combination  of  a  hollow  base,  a  seat  hinged  thereto  be- 
tween the  front  and  rear  thereof  and  having  projections  extending  behind  its 
hinges,  a  back  hinged  to  the  seat,  hinged  legs  carried  by  the  back,  braces  hinged 
to  the  legs  and  to  said  rearward  projections  on  the  seat,  said  legs  and  braces 
cooperating  with  the  back  to  hold  the  back  and  seat  at  right  angles  to  one 
another,  and  means  to  prevent  the  accidental  disarrangement  of  said  braces 
and  legs  relative  to  said  back  and  thereby  allow  the  back  and  seat  to  open  out, 
when  the  seat  Is  opened  to  give  access  to  the  box. 

21.  In  a  couch,  the  combination  of  a  box,  a  seat  hinged  thereto  forward  of 
the  back  edge  of  the  box  and  forming  a  cover  therefor,  rearward  projections 
on  the  back  of  the  seat,  a  back  hinged  to  the  seat,  legs  hinged  to  the  back, 
braces  hinged  to  the  legs  and  to  said  rearward  projections,  said  legs  foldable 
against  the  back  with  the  pivots  of  the  braces  and  legs  In  front  of  the  lines 
through  the  pivots  of  the  legs  to  the  back  and  the  braces  to  the  projections  to 
hold  the  back  at  right  angles  to  the  seat,  and  said  seat  and  back  adapted  to  be 
turned  In  unison  on  the  seat-hingos  to  give  access  to  the  box,  means  for  holding 
the  seat  In  lifted  position,  and  means  to  prevent  the  legs  and  braces  falling 
down  accidentally  when  the  Sc»at  Is  In  such  lifted  position. 

The  references,  upon  which  the  Primary  Examiner  and  the  Ex- 
aminers-in-Chief  rejected  the  claims,  are:  Buhner,  April  9,  1901,  No. 
671,906;  Weyer,  May  9,  1899,  No.  624,091;  Beloud,  July  27,  1897, 
No.  586,959.  The  Commissioner,  however,  in  his  decision  was  satis- 
fied to  rely  solely  upon  the  Buhner  patent. 
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instead  of  the  lower  side  thereof,  and  project  just  beyond  the  back  of 
instead  of  to  a  point  just  within  the  box.  Projecting  just  beyond 
the  back  of  the  box,  no  slots  are  necessary,  as  the  pivoted  braces  con- 
necting the  projections  with  the  legs  of  the  couch-back  do  not  at  any 
time  come  in  contact  with  the  back  of  the  box.  It  is  claimed  that,  by 
changing  the  seat  projections  from  the  upper  to  the  lower  side  there- 
of and  within  the  box,  a  better  balance  of  the  box  and  seat  is  secured. 
Claims  10  and  13  relate  to  and  embody  this  change.  It  seems  to  us 
dear  that  these  two  claims  are  anticipated  by  the  Biihner  construc- 
tion, and  that  the  change  involves  nothing  more  than  mere  mechan- 
ical skill.  AVhile  it  is  true  that  courts  deal  liberally  with  inventors, 
it  is  equally  true  that  they  do  not,  and  ought  not,  to  permit  the  real 
inventor  to  be  deprived  of  the  fruits  of  his  genius  and  labor  by  a 
mere  copyist.  It  is  possible,  but  not  apparent,  that  a  better  balance 
of  the  seat  and  back  is  secured  by  changing  these  projections.  It  is 
possible  that  a  more  attractive  exterior  is  thereby  presented.  It  is 
possible  that  a  more  salable  article  is  thereby  secured,  but  all  this 
does  not  prove  originality  of  conception.  We  must  look  to  the  thing 
itself,  examine  its  structure,  and  compare  the  new  with  the  old. 
When  we  do  this,  we  are  forced  to  conclude  that  had  any  competent 
mechanic  been  directed  to  change  the  location  of  these  projections  or 
arms  so  that  they  would  be  within  instead  of  without  the  box,  he 
would  speedily  have  accomplished  the  result  embodied  in  these  two 
claims. 

Claim  17  involves  the  little  stops  on  either  end  of  and  within  the 
box,  and  so  placed  that,  when  the  seat  is  opened  sufficiently  to  balance 
the  back,  the  projecting  arms  strike  thereon  or  come  in  contact  there- 
with. In  the  Buhner  construction  the  back  of  the  box  itself  serves 
the  same  purpose,  or,  to  use  a  more  apt  expression,  performs  the  same 
function.  The  lack  of  originality  in  these  stops  is  so  apparent  that 
we  dismiss  the  claim  without  further  comment. 

We  next  consider  claims  18  and  21,  which  include  "  means  to  pre- 
vent the  accidental  disarrangement "  of  the  legs  relative  to  the  back 
when  the  seat  is  raised,  the  "  means  "  being  the  slots  in  the  back  of 
the  box  into  which  the  braces  hinged  to  the  legs  drop  when  the  back 
is  down.  It  is  now  contended  that  the  bottoms  of  these  slots  form 
supports  or  stops  for  the  leg-braces  when  the  seat  is  raised,  and  there- 
by prevent  the  braces  from  unlocking  or  opening  out  and  releasing  the 
back  and  seat.  It  is  urged  that,  while  this  important  function  was 
not  included  in  the  original  application,  it  was  nevertheless  suggested 
by  the  original  specifications  and  drawings,  and  that,  therefore,  it 
L  should  not  now  l>e  considered  new  matter.  These  two  claims  were 
in  the  original  application  but  they  were  not  in  the  orig- 
isaue  application.    The  original  patent  was  granted  Novem- 
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ber  25, 1902,  and  the  original  application  for  reissue  containing  seven- 
teen claims  was  filed  September  1,  1904,  and  it  was  not  until  June  16, 
1905,  that  claims  18  and  21  were  filed.  If  these  claims  were  in  fact 
suggested  by  the  original  specifications  and  drawings,  it  is  a  little 
singular,  to  say  the  least,  that  appellant,  a  man  skilled  in  the  art, 
should  have  taken  so  long  to  discover  the  fact.  In  his  original  speci- 
fications he  stated  that  these  slots  were  made — 

in  order  to  aUow  the  braces,  which  are  connected  with  the  rear  ends  of  the  side 
bars,  to  drop  into  the  inclined  position  which  they  occupy  when  the  back  and 
the  legs  have  been  opened  outwardly 

and,  when  the  seat  is  lifted,  to  allow  the  braces — 

to  drop  into  the  slots  ♦  ♦  ♦  until  the  bottom  rail  of  the  back  contacts  with 
the  upper  edge  of  the  l)ox. 

Neither  this  language  nor  the  original  drawings,  in  our  opinion, 
justify  the  present  claim.  These  slots  were  evidently  originally  cut  in 
the  back  of  the  box  to  make  room  for  the  braces  and  not  the  purpose 
now  claimed.  Had  they  been  designed  to  perform  the  f uncition  now 
claimed,  obviously  they  would  have  been  cut  at  a  different  angle,  and 
the  drawings  and  specifications  would  have  shown  contact  between  the 
braces  and  the  slots  when  the  seat  was  opened.  The  law  authorizes  a 
reissue  of  a  patent  under  certain  conditions,  but  the  reissue  must  be 
one  in  fact  and  not  an  additional  patent  on  something  neither  shown 
or  de^scribed  in  the  original  application.  Section  4916,  Revised  Stat- 
utes, so  far  as  applicable,  reads : 

Whenever  any  patent  is  inoi>erative  or  invalid,  l)y  reason  of  a  defective  or  in- 
sufficient specification,  or  by  reason  of  the  patentee  claiming  as  his  own  inven- 
tion or  discovery  more  than  he  has  a  right  to  claim  as  new,  if  the  error  lias 
arisen  by  inadvertence,  accident,  or  mistake,  and  without  any  fraudulent  or  de- 
ceptive intention,  the  Commissioner  shall,  on  the  surrender  of  such  patent  and 
the  payment  of  the  duty  required  by  law,  cause  a  new  patent  for  the  same  in- 
vention, and  in  accordance  with  the  corrected  siHJcitication,  to  be  issued  to  the 
patentee;  ♦  ♦  ♦  but  no  new  matter  shall  be  introduced  into  the  specifica- 
tion, nor  in  case  of  a  machine  patent  shall  the  model  or  drawings  be  amended, 
except  each  by  the  other;  but  when  there  is  neither  model  or  drawing,  amend- 
ments may  be  made  upon  proof  satisfactory  to  the  Commissioner  tliat  such  new 
matter  or  amendment  was  a  part  of  the  original  invention,  and  was  omitted 
from  the  specification  by  inadvertence,  accident,  or  mistake,  as  aforesaid. 

That  appellant  did  not  regard  the  feature  embodied  in  these  two 
claims  as  part  of  his  original  invention,  is,  to  us,  clear.  The  language 
of  the  Supreme  Court  in  Chicago  d*  Not'th  western  Railway  Co.  \\ 
Sayles  (C.  D.,  1879,  349;  15  O.  G.,  243;  97  U.  S.,  554)  is,  therefore, 
applicable : 

The  law  does  not  permit  such  enlargement  of  an  original  si>eciflcation,  whi^ 
would  interfere  with  other  inventors  who  have  entered  the  field  in  the  meantime^ 
any  more  than  it  does  in  the  case  of  reissues  of  iiatents  previously  granted. 
Courts  should  regard  with  Jealousy  and  disfavor  any  attemi)ts  to  enlarge  tbe  < 
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scope  of  an  application  once  filed,  or  of  a  patent  once  granted,  the  effect  of 
which  would  be  to  enable  the  patentee  to  appropriate  other  inventions  made 
prior  to  such  alteration,  or  to  appropriate  that  which  has  in  the  meantime  gone 
into  public  use. 

(See  also:  in  re  DUg,  C.  D.,  1905,  620;  115  O.  G.,  1067;  25  App. 
D.  C,  9;  Haakill  v.  Myers,  81  Fed.,  854.) 

Finding  no  error  in  the  record,  the  decision  appealed  from  will  be 
aflSrmed,  and  this  opinion  and  the  proceedings  in  this  court  will  be 
certified  to  the  Commissioner  of  Patents  as  required  by  law,  and  it  is 
so  ordered.    A-fjirmed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Heroult. 

Decided  February  5.  t901. 

(127  O.  G.,  3217.) 

1.  Reissue — Same  Invention — Pbocess  and  Apparatus. 

Where  an  application  clearly  discloses  a  process  and  nn  apparatus  and 
througli  inadvertence,  accident,  or  mistake  the  applicant  accepts  a  patent 
with  a  limited  claim  to  the  apparatus,  although  the  process  is  the  dom- 
inant part  of  the  invention,  Held  that  the  patent  may  be  reissued  to  include 
the  process  in  the  absence  of  intervening  rights. 

2.  Same — Inadvertence,  Accident,  ob  Mistake. 

Where  a  patentee  clearly  discloses  a  process  and  an  apparatus  for  carry- 
ing out  the  process  and  claims  only  the  apparatus,  the  failure  to  claim  the 
process  was  either  intentional  or  the  result  of  inadvertence,  accident,  or 
mistalce,  for  which  section  491C,  Revised  Statutes,  furnishes  a  remedy. 

3.  Same — Same — Acts  of  Attobneys. 

Applicants  usually  act  through  solicitors  or  attorneys,  and  their  Inad- 
vertence, accident,  and  mistaltes,  if  such  in  fact,  are  remediable  under  the 
statute  permitting  reissue  when  it  is  clear  that  there  is  no  fraudulent  or 
deceptive  intent  or  attempt  to  destroy  an  intervening  right.  {In  re  Briedc, 
C.  D.,  1906,  677;  123  O.  G.,  322;  27  App.  D.  C,  208,  301.) 

Mr.  Charles  H.  Duell,  Mr.  D.  A.  Vsina,  Mr.  L.  S.  Bacon,  Mr.  J.  H. 
Milans,  and  Mr.  A.  C.  Eraser  for  the  appellant. 

Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

Shepard,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
(C.  D.,  1906,  374;  124  O,  G.,  1843)  rejecting  an  application  for  the 
reissue  of  a  patent. 

The  applicant  is  a  citizen  of  the  Republic  of  France,  and  a  skilled 
metallurgist.  Having  invented  a  new  electrical  process  for  obtaining 
soft  metals,  consisting  of  substances  which  tend  to  combine  with 
carbon,  through  the  avoidance  of  the  introduction  of  carbon  from 
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die  •Hi't.Tmtxe  i£€«L  :iier«Mii.  in»l  i  rmace  co  c&rrT  oat  said  process, 

die  A^ciiiniiiE  rhciin^e^i  i  pacr^sx  '±jer^fiX'  in  Fn&nce.  BeiD^  then  in 
one  -jf  zhtt  ^rj^jnr^  z.^v^i^^  "iie  jL-r»*nxor  in&mKted  an  attorney  in 
Piri:?  :»>  'i*ii;!ir^  ^acear*  f.r  j->  jLT«Hir:ioii  in  ocfaer  coontries.  Pur- 
jnanr  dier»*co  m  i^CLJL"a:::i;c.  .t;rrj-TT-":g  die  deseripdon  of  the  Frendi 
paceti:  VIS  iLe*!  iz.  die  Uz-irei  ^kAces  R&tent  Office.  The  patent 
irSGiSii  is.  iie  :t:iir^  ttxz.  die  t:'il*:'WziL£  single  olaim : 

^  Li  X3.  •HftKTZTJL*  tmoi^.  -^itt  .-loiibixisiritML  •:■£  a  onsribLe  adapted  to  carry  a 
bara  •  i  3ii>irea.  3i:i??r:a—  tst'?  ■^i»?•*^^•:«:•f«  ^or^^rKd  aJ»Te  it  and  coanected  in 
9«r*^«^  A  '.".iiiiii.-r'. r  in.  :x»*i-t'a  j*  -hT-*:^  .-:Q.:a«*^  with,  sucefial  cootahied  In  the 
ixuniThi'^.  jjiti  J.  -■.■LTiii*K--*r  Ji  *iiin.t  '^rvv^»i.  •<!*?•  ..-f  »ki  «-MH!inMles  and  nld  con- 
d^ict"C.  ^:*i  .■•  Gii'ii-r  r  :•  c-«r^'ji;£  L  vi  r-i  :«i«izs  chj>*a|dti  tlie  refractoiy  ma- 
terial: •;'  :!iv  :r^i:'J:>  ±zti  ;D.:»*-.*r::ij:  cT^iiie  i3id  in^I«^  of  tbe  Ame  wbereby 
tliie  t'-rrliC  -f  li*  r^xi  Tri:«:2L  i:*  zjei.":e«i  i*  r^iAo«^i  by  miilten  material  which 
lilL*  ap  ii*e  s|.A-.'t*  4zd  -±.1*  izLsnrv*  ^.<*1  .'••cti-i»--iivitT. 

Having  dL?cover^i  cb.at  his  pnxvs*^  was  not  prelected  by  the  patent 
so  obtainevi.  the  inventor,  somediiiiir  more  than  two  years  after  his 
patent  i^«i^u«>d.  died  the  pn?<ei:t  appIii.*ation  for  reissue,  presenting 
five  claims,  the  tifth  one  ^t  which  is  the  claim  above  set  out  as  con- 
tained in  the  patent.    The  Mther  four  claims  are  the  following: 

1.  In  tbe  m,anafaotTire  of  <a-ft  zL.ecals  such  as  chromium,  manganese  or  inn 
by  means  of  an  electric  funa^.'e.  the  Eiietbod  which  cimsists  in  playing  two  sep- 
arate arcs  in  series  throng  an  insulating  layer  of  slag  between  the  metal  <m  tlie 
one  hand,  and  the  t\*-o  «.tirt»«.«u  e'.t^.rP'-it'S  <•::  :he  either  hand. 

2.  In  the  iua:iuf;Ktv.iv  of  ii:v::ils  L;-.-.:::-  n  >Tn»n::  ailinity  for  carbon,  such  as 
chromium,  mauinines^.  Ln>n.  or  the  *.:ke.  I'V  means  of  an  electric  furnace  with 
carbon  electn«ilt*s,  the  meihi:«d  wLU-L  vvr.sists  in  submitting  the  charge  to  the 
hont  of  electric  arcs  lierw-fcu  the  e.e'tri'^lvs  and  the  metal  itself,  and  regulating 
the  ares  s<.»  as  to  avoid  ci.mtaot  I'f  the  e'.e^tn«des  with  the  metal. 

3.  In  the  manufacture  of  metals  haviii::  a  strouj;  affinity  for  carbon,  such  as 
chromium,  manganese,  iri^n.  or  the  like.  l»y  means  of  an  electric  furnace  with 
carbon  electrodes,  the  methml  whirh  consists  in  passing  the  current  from  one 
electrfKle  into  and  through  the  metal,  thence  through  another  electrode,  and 
regulating  the  iwsitiou  of  each  electroile  seiMirately.  so  as  to  avoid  contact 
thereof  with  the  metal. 

4.  In  the  manufacture  of  metals  having  a  strong  affinity  for  earlwn,  such  as 
chromium,  manganese,  iron,  or  the  like,  by  means  of  an  electric  furnace  with 
carbon  electrodes,  the  metho<l  which  consists  in  maintaining  a  layer  of  non- 
conducting slag  betwtvn  the  end  of  an  electrinle  and  the  molten  metal,  so  as  to 
avoid  the  combining  of  the  carbon  of  the  cliH-trode  with  the  metal. 

In  the  affidavit  accompanying  the  application  the  applicant  said, 

that  the  Letters  Patent  are  inoi)erative.  for  the  reason  that  the  specification 
then»of  is  dt^fcK'tlve  and  insufficient,  and  that  such  defect  or  insufficiency  con- 
hIhIh  particularly  in  the  failure  of  the  claim  to  describe  applicanfs  real  inven- 
tion; and  deiNMient  further  says  that  the  error  which  renders  such  jmtent  so 
lno|N'rii(ive  an)H4»  from  inadvertence,  accident  or  mistake,  and  not  in  fraudulent 
or  tbH'eptiv«»  intention  on  the  part  of  the  deponent. 

riuler  tlie  French  system  a  patent  is  construed  to  cover  whatever 
of  novelty  is  described  in  the  sj^ecification.     The  affidavit  recites 
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that  the  applicant  was  ignorant  of  the  difference  between  the  French 
patent  law  and  that  of  the  United  States,  and  believed  that  being  the 
first  to  disclose  the  real  invention  his  patent  would  secure  to  him 
whatever  was  new  in  the  same  as  described.  That  visiting  the  United 
States  and  discussing  his  patent  with  his  present  New  York  attor- 
neys, he  learned  for  the  first  time  of  the  practical  inoperativeness  of 
his  patent,  and  was  advised  that  he  might  apply  for  reissue  to  correct 
the  insufficiency.  That  he  was  familiar  with  the  state  of  the  industry 
in  the  United  States ;  and  that  to  the  best  of  his  knowledge  and  belief 
his  real  invention  as  now  claimed  has  not  been  in  use  therein  up  to 
the  present  time.  This  statement  in  respect  of  his  previous  knowl- 
edge and  belief  as  to  the  protection  of  his  patent,  and  of  the  advice 
given  him  by  his  American  counsel,'  was  supported  by  the  affidavit  of 
one  of  them. 

It  is  apparent  that  the  patent  as  issued  is  of  little  or  no  practical 
value ;  and  there  is  no  question  but  that  the  process  is  both  novel  and 
valuable.  This  is  shown  in  recent  publications  by  writers  of  estab- 
lished standing  in  Europe  and  America,  to  which  our  attention  has 
been  called.  These  show  also  that  the  process  has  been  largely  ap- 
plied by  the  inventor  and  his  licensees,  or  assignees.  The  statement 
of  the  invention  in  the  specifications  of  the  French  and  American 
patents  contains  a  particular  description  of  the  process  from  which 
any  one  skilled  in  the  art  could  utilize  the  invention.  They  also  de- 
scribe the  apparatus  of  the  claim  of  the  latter  patent,  as  used  in  the 
process.  The  process  is  first  described,  and  then  it  is  said :  "  Such  is 
the  principle  of  the  invention  which  is  carried  out,"  in  the  apparatus 
immediately  after  described. 

So  thoroughly  was  the  process  described  that  the  description  was 
copied  verbatim  in  the  reissue  application.  In  view  of  the  established 
skill  and  learning  of  the  applicant,  in  the  art,  and  from  all  the  facts 
and  circumstances  disclosed,  we  think  it  apparent  that  he  considered 
the  process  as  the  real  or  main  invention,  and  that  his  failure  to  make 
specific  claims  therefor  was  due  to  inadvertence,  accident,  or  mistake. 
It  is  unnecessary  to  discuss  the  facts  as  to  diligence  in  applying  for 
the  reissue,  as  that  has  been  conceded  by  the  tribunals  of  the  Office. 
It  is  sufficient  to  say  that  the  applicant  acted  without  unnecessary  de- 
lay ;  and  there  was  no  intervening  claim. 

The  grounds  of  the  Primary  Examiner's  decision  are  stated,  as 
follows : 

Claims  1  to  4  inclusive  are  for  a  process  of  making  metals  in  an  electric  fur- 
nace, in  whicli  the  apparatus  may  differ  widely  from  the  specific  structure  cov- 
ered by  claim  5.  The  process  of  these  claims  was  fully  disclosed  in  the  original 
specifications.  No  anticipatory  references  are  known  for  these  method  claims, 
and  It  is  generally  conceded,  in  the  art  to  which  this  application  relates,  that 
the  present  applicant  is  the  inventor  of  the  process  claimed.  The  sole  ground 
for  r^ection  from  which  the  appeal  is  taken  is  that  tiie  m<eXXiQdL  ^1  \fiad^sNsL^ 
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kin  suffice  to  make  out  a  sufficient  disclosure  on  his  part.  Larkin's 
disclosure  was  not  complete.  The  drawings  sent  to  his  company 
through  Fraser  and  Wells  impute  notice  to  Larkin  of  what  they  dis- 
close. The  letter  of  Wells  to  Fraser  shows  he  intended  Larkin  to  have 
these  drawings,  and  Larkin  admits  that  Wells  told  him  the  Biscuit 
Company  wanted  to  change  the  style  of  their  packages,  though  Larkin 
said  they  wanted  to  leave  off  embossed  lettering  and  lithograph  in- 
stead and  that  Larkin  suggested  another  opening  for  the  lettering,  to 
be  removable  and  held  by  cleats  on  the  inside  of  the  front.  Bran- 
ninger  made  the  first  can  under  his  instruction  and  Larkin  had  the 
first  sheet-metal  can,  embodying  the  invention  made  about  June  27, 
1902. 

Larkin  says  the  only  suggestion  he  had  from  Wells  was  that  the 
Biscuit  Company  wanted  a  lithographed  front  instead  of  the  em- 
bossed front  and  that  after  he  had  conceived  this  invention  and  had 
constructed  a  sample-can,  he  told  Wells  there  should  be  a  patent  ap- 
plied for  and  Wells  promised  to  attend  to  it.  It  was  stipulated  that 
five  workmen  would  testify  that  they  each  saw  a  can  constructed  like 
the  Larkin  exhibit  can,  which  embodies  the  issues,  on  the  dates  named 
by  him,  and  that  they  constructed  cans  like  the  exhibit  can,  and  other 
cans  like  the  pattern  described  by  Larkin.  It  was  also  agreed  that 
three  officers  of  the  Can  Company  would  testify  that  they  had  never 
seen  the  eight  drawings  lettered  A,  B,  C,  D,  E,  F,  G,  H,  until  a 
search  for  them  was  made  after  Fraser  testified  he  had  delivered  them 
to  Wells  nor  could  they  after  full  inquiry  find  any  employee  of  theirs 
who  had  seen  Fraser's  drawings  and  that  Wells  would  naturally  have 
shown  these  drawings  to  these  witnesses  if  to  any  one;  that  the  dis- 
play-can in  controversy  was  commonly  called  the  Biscuit  Company's 
can  because  it  was  their  custom  to  name  a  can  as  that  of  the  particular 
customer  for  whom  it  was  made,  and  such  designation  was  a  matter 
of  convenience  and  in  no  manner  signified  the  designer  of  each  par- 
ticular can.  After  Fraser  had  testified  concerning  his  drawings  to 
Kichardson,  Larkin  testified  that  these  lettered  drawings  were  sent 
to  him  from  Wells  just  before  July  14  and  thereupon  he  had  his 
workmen  make  cans  with  the  single  opening  on  July  14,  the  date 
being  fixed  by  the  memoranda  of  his  workmen  and  between  June  30, 
and  July  18,  his  workmen  made  eight  cans  with  two  openings,  in  each 
instance  differing  somewhat  in  size;  that  he  had  never  seen  or  heard 
of  the  drawing  referred  to  by  Ma  as,  nor  did  he  know  that  the  lettered 
drawings  were  in  the  possession  of  the  Can  Company.  It  is  con- 
ceded that  the  five  workmen  would  testify  that  they  for  the  first  time 
saw  these  eight  drawings  shortly  before  July  14,  and  then  proceeded 
to  make  the  display-cans  at  Larkin  stated,  and  they  were  sent  to  the 
Biscuit  Company,  and  after  a  search  these  drawings  were  found  in 
the  main  work  factory  on  January  SO,  1905.    It  was  about  June  7, 
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1902,  that  Larkin  claims  the  conception  of  the  invention,  and  on  that 
day  the  first  display-can  was  made  and  this  was  the  reduction  to 
practice  claimed  by  both  parties.  Branninger  made  this  can  under 
instructions  from  his  foreman,  Xavier,  and  from  Larkin.  Six  pat- 
terns for  the  front  of  the  can,  between  June  30,  and  July  15,  were  in 
evidence  as  Larkin's  patterns  and  it  was  testified  that  the  seventh 
pattern  representing  the  style  accepted  by  the  Biscuit  Company  was 
delivered  to  the  machinery  department  of  the  Can  Company  as  a 
guide  in  making  dies  used  in  producing  cans  like  the  accepted  sample. 
Under  all  the  circumstances  we  are  convinced  that  the  lettered  draw- 
ings were  sent  to  the  Can  Company  near  about  the  time  Fraser 
gave  them  to  Wells  for  that  purpose  and  written  and  oral  evidence 
convince  us  that  Larkin  received  them  before  he  made  the  sample- 
can  which  contains  the  two  openings  clearly  shown  in  the  drawings 
lettered  A  and  B.  For  while  the  four  drawings  produced  by  Fraser 
from  memory  have  two  openings  and  Fraser  was  mistaken  in  saying 
that  all  of  the  eight  original  drawings  showed  two  openings;  the  two 
drawings  "  A  "  and  "  B  "  of  the  series  of  eight  do  contain  two  open- 
ings, and  Richardson  says  these  two  are  in  accordance  with  his  in- 
structions to  Fraser,  and  he  believes  they  are  the  original  drawings ; 
and  that  Fraser  did  show  him  additional  drawings  with  single  open- 
ings which  did  not  embody  Richardson's  idea.  Richardson  urged 
and  Fraser  urged  speedy  delivery  of  the  sample-can  and  Fraser  by 
telephone  after  he  had  given  Wells  the  drawings,  talked  with  Wells 
concerning  the  time  of  delivery.  We  are  convinced  Larkin  is  mis- 
taken as  to  the  time  he  received  the  patterns  from  Wells.  We  believe 
when  Wells  directed  Larkin  to  construct  the  cans  desired  by  the  Bis- 
cuit Company,  that  Wells  gave  or  sent  to  Larkin  the  drawings  show- 
ing the  style  of  can  Richardson  asked  for.  Not  only  do  the  circum- 
stances impute  notice  to  the  Can  Company  and  Larkin,  but  these  cir- 
cumstances and  the  related  evidence  justify  the  inference  that  early 
in  June  Larkin  actually  received  the  drawings  and  verbal  instruc- 
tions from  Wells,  now  dead,  relating  thereto.  There  is  not  a  scintilla 
of  evidence  to  support  Larkin's  recollection  that  Wells  told  him  that 
the  Biscuit  Company  only  wanted  lithographed  lettering  on  the  can- 
front. 

We  can  not  agree  with  counsel  for  Larkin  that  the  testimony  that 
Larkin's  exhibit  can  produced  from  the  middle  of  July,  1902,  with 
the  particular  size  and  proportion  is  very  significant,  since  the  earlier 
sample-can  made  by  Richardson  embodied  the  main  elements  of  the 
issue;  size  and  shape  of  the  opening,  are  only  details.  We  will  not 
discuss  the  Smith  patent  glass-holder,  the  invention  of  an  employee 
of  the  Biscuit  Company,  as  an  explanation  of  the  silence  of  the  Can 
Conipany  when  asked  to  mark  the  cans  '*  patent  applied  fo^!J"  \X» 
suffices  to  say  it  does  not  appear  that  any  einpVo^^^  oi  \Xv^  C^xii.  C^^^o^- 


516      DECISIONS  OF  THE  UNITED  STATES  COURTS  IN  PATENT  GASES. 

pany  had  knowledge  of  Smith's  existence  or  of  his  application  for 
this  patent.  The  actual  existence  of  this  application  at  the  time 
unknown  to  the  Can  Company,  is  not  a  good  reason  for  its  silence 
when  requested  to  mark  the  cans  made  for  the  Biscuit  Company 
"  patent  applied  for."  It  was  then  the  Can  Company  should  have 
protested  if  it  believed  that  the  tin  package  was  the  invention  of 
their  employee  Larkin.  The  details  of  the  fastening  means  which 
the  Commissioner  regards  as  the  skill  of  the  mechanic,  or  merely 
ancillary  features  were  not  suggested  by  I^arkin  to  Branninger  who 
made  the  first  can.  Inasmuch  as  Kichardson  was  the  inventor  of 
the  idea  of  the  can  with  the  two  openings  with  removable  panels, 
and  by  his  draftsman  instructed  the  Can  Company  to  make  them, 
we  need  not  further  discuss  the  lesser  details  in  the  can  produced. 
We  think  this  case  is  well  characterized  in  Gallagher  v.  Hastings 
(C.  D.,  1903,  531 ;  103  O.  G.,  1165 ;  21  App.  D.  C,  91.)  There  Justice 
Shepard  said : 

These  were  not  independent  inventors,  working  out  the  same  conception 
separately  and  unljnown  to  each  other,  but  each  claims  the  conception,  and  re- 
duction to  practice,  of  a  construction  that  was  set  on  foot  by  one,  to  meet  a 
novel  condition,  and  was  manufactured  by  the  other. 

The  decision  of  the  Commissioner  of  Patents  is  a-ffirm4^d  and  this 
opinion  will  be  certified  to  him  in  accordance  with  the  statute. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  IIoey. 

Decided  December  J,,  JV06, 

(127  O.  (i.,  2817.) 

1.  1*ATENTABILITV — NoN-INVENTION — ClIANGK    OV    TAXATION. 

The  chanj^e  in  location  of  i)rojt»cti<)iis  on  the  scat  inu'tion  of  a  bed-couch 
»  from  tbc  ui)per  to  the  lower  side  of  the  scat  docs  not  amount  to  invention. 
It  is  i)os8ible,  but  not  apparent,  tbat  a  better  balance  of  the  s«»at  and  Imck 
is  secured  by  cbanging  these  projections.  It  is  iM>ssible  tbat  a  more  attract- 
ive exterior  is  thereby  presented.  It  is  i)ossib]e  that  a  more  sjiiable  article 
is  thereby  secured ;  but  all  this  does  not  prove  originality  of  invention. 
While  courts  deal  liberally  with  inventors  in  sustaining  iwi tents  having 
but  slight  distinctions  over  prior  structures,  tbcy  do  not  and  ought  not  to 
I)ermit  the  real  inventor  to  be  deprived  of  the  fruits  of  his  genius  and 
labor  by  a  mere  copyist. 

2.  Kkissue  Appijcation — New  Matter, 

Where  a  patent  describes  certain  parts  of  a  device  as  having  a  specified 
function,  a  claim  in  an  api>lication  for  the  reissue  <'f  such  patent  wiilcb 
refers  to  such  parts  as  "means"  for  i)erforming  a  different  function,  re- 
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quiring  a  relative  location  of  the  parts  which  was  not  originallj^  disclosed, 
relates  to  new  matter.  The  facts  that  the  reissue  application  was  not  filed 
for  about  two  years  after  the  grant  of  the  patent  and  that  the  claim  was  not 
made  for  about  nine  months  after  the  filing  of  such  application  strongly 
Indicate  that  the  claim  was  not  suggested  by  the  original  disclosure, 

Mr.  T.  Walter  Fowler  for  the  appellant. 

Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

BoBB,  /.; 

Hearing  on  appeal  from  a  decision  of  the  Commissioner  of  Patents 
{antey  108;  127  O.  G.,  2815)  refusing  the  following  claims  upon  an 
application  for  the  reissue  of  a  patent: 

10.  The  combination  in  a  bed-couch  of  a  containing  box  or  case,  a  seat  hinged 
to  the  top  of  the  box  between  the  front  and  rear  edges  thereof,  said  seat  having 
rearward  projections  extending  from  its  under  side  and  beyond  and  below  the 
binges,  and  within  the  box,  a  back  pivotally  connected  with  the  seat  and  a  fold- 
able  leg  connected  with  the  back  and  with  said  seat  projections. 

13.  In  a  bed-couch,  the  combination  of  a  hollow  base,  a  seat  hinged  to  the  base 
and  having  rearward  projections  within  the  base  and  below  and  beyond  its 
hinges,  a  back  turnably  connected  with  the  seat  and  braces  connecting  the  back 
with  said  seat  projections  and  tiltable  in  unison  with,  and  normally  holding  the 
back  at  right  angles  to  the  seat. 

17.  The  combination  in  a  bed-couch  of  a  containing  box  or  base,  a  seat  hinged 
to  the  top  of  the  box,  between  the  front  and  rear,  said  seat  having  side  bars 
extending  back  of  and  below  the  hinges  and  within  the  box  and  a  suitable  stop 
l)etween  the  side  bars  and  the  base  to  keep  the  seat  from  tilting  farther  back 
than  is  desirable. 

18.  In  a  couch,  the  combination  of  a  hollow  base,  a  seat  hinged  thereto  be- 
tween the  front  and  rear  thereof  and  having  projections  extending  behind  its 
hinges,  a  back  hinged  to  the  seat,  hinged  legs  carried  by  the  back,  braces  hinged 
to  the  legs  and  to  said  rearward  projections  on  the  seat,  said  legs  and  braces 
cooperating  with  the  back  to  hold  the  back  and  seat  at  right  angles  to  one 
another,  and  means  to  prevent  the  accidental  disarrangement  of  said  braces 
and  l^s  relative  to  said  back  and  thereby  allow  the  back  and  seat  to  open  out, 
when  the  seat  is  opened  to  give  access  to  the  box. 

21.  In  a  couch,  the  combination  of  a  box,  a  seat  hinged  thereto  forward  of 
the  back  edge  of  the  box  and  forming  a  cover  therefor,  rearward  projections 
on  the  back  of  the  seat,  a  back  hinged  to  the  seat,  legs  hinged  to  the  back, 
braces  hinged  to  the  legs  and  to  stiid  rearward  projections,  said  legs  foldable 
against  the  back  with  the  pivots  of  the  braces  and  legs  in  front  of  the  lines 
through  the  pivots  of  the  legs  to  the  back  and  the  braces  to  the  projections  to 
hold  the  back  at  right  angles  to  the  seat,  and  said  seat  and  back  adapted  to  be 
turned  in  unison  on  the  seat-hinges  to  give  access  to  the  box,  means  for  holding 
the  seat  in  lifted  position,  and  means  to  prevent  the  legs  and  braces  falling 
down  accidentally  when  the  soat  is  in  such  lifted  position. 

The  references,  upon  which  the  Primary  Examiner  and  the  Ex- 
aminers-in-Chief  rejected  the  claims,  are:  Buhner,  April  9,  1901,  No. 
671,906;  Weyer,  May  9,  1899,  No.  024,091;  Beloud,  July  27,  1897, 
No.  586,959.  The  Commissioner,  however,  in  his  decision  was  satis- 
fied to  rely  solely  upon  the  Biihner  patent. 
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The  above  claims,  as  will  be  seen,  have  reference  to  a  so-called  bed- 
couch,  which,  as  the  term  implies,  serves  the  double  purpose  of  a 
couch  and  bed.  There  are  many  kinds  of  bed-couches  on  the  market 
which  closely  resemble  each  other  in  appearance  and  structure; 
hence  it  was  necessary  for  this  applicant  in  his  original  and  in  his 
reissue  application  to  carefully  limit  and  differentiate  his  claims. 
This  fact,  in  view  of  his  present  contention,  is  material. 

This  bed-couch,  briefly  described,  consists  of  a  box  which  constitutes 
the  base,  and  a  seat  portion  about  three-fourths  as  wide  and  hinged 
in  the  rear  upon  the  top  of  the  box.  The  front  of  the  seat  portion, 
l:)eing  even  with  the  front  of  the  box,  of  coui'se,  leaves  an  open  space 
of  about  one- fourth  of  the  width  of  the  box  in  the  rear  of  the  seat. 
Suspended  nearly  over  this  open  space  and  attached  as  hereafter  de- 
scribed is  the  back  of  the  couch,  the  framework  of  both  seat  and  back 
being  upholstered.  Firmly  fastened  to  either  end  of  the  bottom  of 
this  seat  are  two  side  arms,  which  project  almost  to  the  back  of  and, 
of  course,  just  inside  the  box  where  they  are  pivoted  or  hinged  to 
braces  connected  w^ith  the  lower  part  of  the  folding  legs  to  the  ad- 
justable back  of  the  couch,  the  other  ends  of  the  legs  being  in  turn 
pivoted  with  the  upper  rear  portion  of  the  back.  Wlien  the  back  is 
in  a  vertical  position,  its  folded  legs  and  the  arm-braces  pivoted  there- 
with are  also  nearly  vertical,  being  inclined  just  enough  forward  in 
the  center,  that  is,  at  the  point  where  they  are  pivoted,  to  lock  the 
legs  into  position  in  the  channel  provided  therefor,  and  at  the  same 
time  lock  and  brace  the  back  in  its  vertical  position.  This  back  is 
directly  connected  with  the  seat  by  two  braces  pivoted  or  hinged  in 
the  center,  one  end  of  each  being  firmly  fastened  to  the  inside  top  end 
portions  of  the  seat  a  little  forward  of  the  hinges  on  the  lx)ttom  of 
the  seat,  the  other  ends  of  said  braces  IxMUg  firmly  fastened  to  each 
end  of  the  box.  The  projections  or  arms  on  the  under  side  of  the  seat 
being  within  the  box,  and  being  connected  with  the  legs  of  the  back 
by  pivoted  braces,  it  follows  that,  when  the  back  is  lowered,  or  tech- 
nically speaking,  in  a  horizontal  position  and  the  legs  down,  either 
the  back  of  the  box  must  be  cut  away  at  each  end,  or  slots  cut  therein, 
to  permit  the  passage  of  said  braces,  one  end  of  each  being  pivoted 
to  said  seat  projections  or  arms  just  within  the  box,  and  the  other  end 
of  each  then  extending  downward  outside  of  the  box  to  the  lower  ends 
of  said  legs.  When  the  seat  is  raised,  the  stationary  arms  on  the  bot- 
tom necessarily  project  downward  within  the  box.  Small  stops  are 
provided  on  either  end  within  and  near  the  bottom  of  the  Ik)x  against 
which  the  arms  strike  when  the  hinged  seat  is  raised  sufficiently  high 
to  balance  the  back. 

In  the  liiihner  patent  we  find  exactly  the  same  structure  except 
that  the  projections  to  the  ends  of  the  seat  extend  from  the  upper 
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instead  of  the  lower  side  thereof,  and  project  just  beyond  the  back  of 
instead  of  to  a  point  just  within  the  box.  Projecting  just  beyond 
the  back  of  the  box,  no  slots  are  necessary,  as  the  pivoted  braces  con- 
necting the  projections  with  the  legs  of  the  couch-back  do  not  at  any 
time  come  in  contact  with  the  back  of  the  box.  It  is  claimed  that,  by 
changing  the  seat  projections  from  the  upper  to  the  lower  side  there- 
of and  within  the  box,  a  better  balance  of  the  box  and  seat  is  secured. 
Claims  10  and  13  relate  to  and  embody  this  change.  It  seems  to  us 
dear  that  these  two  claims  are  anticipated  by  the  Buhner  construc- 
tion, and  that  the  change  involves  nothing  more  than  mere  mechan- 
ical skill.  While  it  is  true  that  courts  deal  liberally  with  inventors, 
it  is  equally  true  that  they  do  not,  and  ought  not,  to  permit  the  real 
inventor  to  be  deprived  of  the  fruits  of  his  genius  and  labor  by  a 
mere  copyist.  It  is  possible,  but  not  apparent,  that  a  better  balance 
of  the  seat  and  back  is  secured  by  changing  these  projections.  It  is 
possible  that  a  more  attractive  exterior  is  thereby  presented.  It  is 
possible  that  a  more  salable  article  is  thereby  secured,  but  all  this 
does  not  prove  originality  of  conception.  We  must  look  to  the  thing 
itself,  examine  its  structure,  and  compare  the  new  with  the  old. 
When  we  do  this,  we  are  forced  to  conclude  that  had  any  competent 
mechanic  been  directed  to  change  the  location  of  these  projections  or 
arms  so  that  they  would  be  within  instead  of  without  the  box,  he 
would  speedily  have  accomplished  the  result  embodied  in  these  two 
claims. 

Claim  17  involves  the  little  stops  on  either  end  of  and  within  the 
box,  and  so  placed  that,  when  the  seat  is  opened  sufficiently  to  balance 
the  back,  the  projecting  arms  strike  thereon  or  come  in  contact  there- 
with. In  the  Buhner  construction  the  back  of  the  box  itself  serves 
the  same  purpose,  or,  to  use  a  more  apt  expression,  performs  the  same 
function.  The  lack  of  originality  in  these  stops  is  so  apparent  that 
we  dismiss  the  claim  without  further  comment. 

We  next  consider  claims  18  and  21,  which  include  "  means  to  pre- 
vent the  accidental  disarrangement "  of  the  legs  relative  to  the  back 
when  the  seat  is  raised,  the  "  means  "  being  the  slots  in  the  back  of 
the  box  into  which  the  braces  hinged  to  the  legs  drop  when  the  back 
is  down.  It  is  now  contended  that  the  bottoms  of  these  slots  form 
supports  or  stops  for  the  leg-braces  when  the  seat  is  raised,  and  there- 
by prevent  the  braces  from  unlocking  or  opening  out  and  releasing  the 
back  and  seat.  It  is  urged  that,  while  this  important  function  was 
not  included  in  the  original  application,  it  was  nevertheless  suggested 
by  the  original  specifications  and  drawings,  and  that,  therefore,  it 
should  not  now  be  considered  new  matter.  These  two  claims  were 
not  only  in  the  original  application  but  they  were  not  in  the  orig- 
inal reissue  application.    The  original  patent  was  granted  Novem- 
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ber  25, 1902,  and  the  original  application  for  reissue  containing  sevei^ 
teen  claims  was  filed  September  1, 1904,  and  it  was  not  until  June  16, 
1905,  that  claims  18  and  21  were  filed.  If  these  claims  were  in  fact 
suggested  by  the  original  specifications  and  drawings,  it  is  a  little 
singular,  to  say  the  least,  that  appellant,  a  man  skilled  in  the  art, 
should  have  taken  so  long  to  discover  the  fact.  In  his  original  speci- 
fications he  stated  that  these  slots  were  made — 

in  order  to  allow  the  braces,  which  are  connected  with  the  rear  ends  of  the  side 
bars,  to  drop  into  the  inclined  position  which  they  occupy  when  the  back  and 
the  legs  have  been  opened  outwardly 

and,  when  the  seat  is  lifted,  to  allow  the  braces — 

to  drop  into  the  slots  ♦  ♦  ♦  until  the  bottom  rail  of  the  back  contacts  frtth 
the  upper  edge  of  the  box. 

Neither  this  language  nor  the  original  drawings,  in  our  opinion, 
justify  the  present  claim.  These  slots  were  evidently  originally  cut  in 
the  back  of  the  box  to  make  room  for  the  braces  and  not  the  purpose 
now  claimed.  Had  they  been  designed  to  perform  the  funcition  now 
claimed,  obviously  they  would  have  been  cut  at  a  diflferent  angle,  and 
the  drawings  and  specifications  would  have  shown  contact  between  the 
braces  and  the  slots  when  the  seat  was  opened.  The  law  authorizes  a 
reissue  of  a  patent  under  certain  conditions,  but  the  reissue  must  be 
one  in  fact  and  not  an  additional  patent  on  something  neither  shown 
or  described  in  the  original  application.  Section  4916,  Revised  Stat- 
utes, so  far  as  applicable,  reads : 

Whenever  any  patent  is  inoperative  or  invalid,  by  reason  of  a  defective  or  in- 
sufficient spec'iftcation,  or  by  reason  of  the  patentee  claiming  as  his  own  inven- 
tion or  dl8c<)V(»ry  more  than  he  has  a  right  to  claim  as  new,  if  the  error  has 
arisen  by  inadvertence,  accident,  or  mistake,  and  without  any  fraudulent  or  de- 
ceptive intention,  the  Commissioner  shall,  on  the  surrender  of  such  patent  and 
the  payment  of  the  duty  required  by  law,  cause  a  new  patent  for  the  same  in- 
vention, and  in  accordance  with  the  corrected  si)ecittcation,  to  be  issued  to  the 
patentee;  *  ♦  ♦  but  no  new  matter  shall  be  introduced  into  the  specifica- 
tion, nor  in  case  of  a  machine  patent  shall  the  model  or  drawings  be  amended, 
except  each  by  the  other ;  but  when  there  is  neither  nuxiel  or  drawing,  amend- 
ments maj'  be  made  upon  proof  satisfactory  to  the  Commissioner  that  such  new 
matter  or  amendment  was  a  part  of  the  original  invention,  and  was  omitted 
from  the  8i>ecification  by  inadvertence,  accident,  or  mistake,  as  aforesaid. 

That  appellant  did  not  regard  the  feature  embodied  in  these  two 
claims  as  part  of  his  original  invention,  is,  to  us,  clear.  The  language 
of  the  Supreme  Court  in  Chicago  d;  North  wcstey^n  Railway  Co,  v. 
SayUs  (C.  D.,  1879,  349;  15  O.  G.,  243;  97  U.  S.,  554)  is,  therefore, 
applicable : 

The  law  does  not  permit  such  enlargement  of  an  original  si^ecification,  which 
would  interfere  with  other  inventors  who  have  entered  the  field  in  the  meantime, 
any  more  than  it  does  in  the  case  of  reissues  of  intents  previously  granted. 
Courts  should  regard  with  jealousy  and  disfavor  any  attemi)ts  to  enlarge  the  - 
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scope  of  an  applicatioD  once  filed,  or  of  a  patent  once  granted,  the  effect  of 
which  would  be  to  enable  the  patentee  to  appropriate  other  inventions  nm(i«' 
prior  to  soch  alteration,  or  to  appropriate  that  which  lias  in  the  meantime  ginie 
into  public  use. 

(See  also:  in  re  DUg,  C.  D.,  1905,  620;  115  O.  G.,  1067;  25  App. 
D.  C,  9 ;  EaskiU  v.  Mt/ers,  81  Fed.,  854.) 

Finding  no  error  in  the  record,  the  decision  appealed  from  will  be 
aflSrmed,  and  this  opinion  and  the  proceedings  in  this  court  will  be 
certified  to  the  Commissioner  of  Patents  as  required  by  law,  and  it  is 
so  ordered.    A^rmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Heroult. 

Decided  February  5.  i907. 

(127  O.  G.,  3217.) 

1.  Reissue — Same  Invention — Process  and  Apparatus. 

Where  an  application  clearly  discloses  a  process  and  an  apimratiis  and 
through  inadvertence,  accident,  or  mistake  the  applicant  accepts  a  patent 
with  a  limited  claim  to  the  apparatus,  aHhough  the  pnu'esH  is  tlio  dom- 
inant part  of  the  invention,  Held  that  the  patent  may  be  reissued  to  Include 
the  process  in  the  absence  of  intervening  rights. 

2.  Same — Inadvertence,  Accident,  or  Mistake. 

Where  a  patentee  clearly  discloses  a  process  and  an  apparatus  for  carry- 
ing out  the  process  and  claims  only  the  apparatus,  the  failure  to  claim  the 
process  was  either  intentional  or  the  result  of  inadvertence,  accid(»nt.  oi- 
mistalse,  for  which  section  4910,  Revised  Statutes,  furnishes  a  renuMly. 

3.  Same — Same — ^Acts  of  Attorneys. 

Applicants  usually  act  through  solicitors  or  attorneys,  and  tlM»ir  ina<l- 
vertence,  accident,  and  mistakes,  if  such  in  fact,  are  renHHliabU'  undei*  tlM> 
statute  permitting  reissue  when  it  is  clear  tliat  tliere  is  no  fraudulent  or 
deceptive  intent  or  attempt  to  destroy  an  intervening  right.  {In  rv  lirhUr, 
C.  D.,  1906,  677;  123  O.  G.,  322;  27  App.  I).  C,  298,  301.) 

Mr.  Charles  H.  Dicell,  Mr.  D.  A.  JJsina^  Mr.  L.  S.  liacon^  Mr.  J.  II. 
MUans^  and  Mr.  A.  C.  Fraser  for  the  appellant. 

Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

Shepard,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
(C.  D.,  1906,  374;  124  O.  G.,  1843)  rejecting  an  application  for  the 
reissue  of  a  patent. 

The  applicant  is  a  citizen  of  the  Republic  of  PVancxj,  and  a  skilled 
metallurgist.  Having  invented  a  new  electrical  proc(»ss  for  obtainin«r 
soft  metals,  consisting  of  substances  which  tend  to  cx)nil)ine  with 
carbon,  through  the  avoidance  of  the  introduction  of  carbon  from 
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the  electrode  used  therein,  and  a  furnace  to  carry  out  said  pro 
the  applicant  obtained  a  patent  therefor  in  France.  Being  thea 
one  of  the  provincial  towns,  the  inventor  instructed  an  attorney  ic 
Paris  to  secure  patents  for  his  invention  in  other  countries.  Pur- 
suant thereto  an  application  containing  the  description  of  the  French 
patent  was  filed  in  the  United  States  Patent  Office.  The  patent 
issued  in  due  coui-se  with  the  following  single  claim : 

5.  Ill  an  electric  furnace,  the  combination  of  a  crucible  adapted  to  carry  a 
batli  of  molten  material,  two  electrodes  supi)ortod  above  it  and  connected  to 
series,  a  conductor  in  iK)sition  to  effect  contact  with  material  contained  tn  tlie 
crucible,  and  a  voltmeter  in  shunt  betwi^n  one  of  siiid  eI<»ctrodes  and  said  con- 
ductor, sjiid  conductor  consisting  of  a  rml  passing  through  the  refractory 
terial  of  the  crucible  and  projecting  outside  and  inside  of  the  aatnc  wheii?t)y 
the  iK>rtion  of  the  rod  which  is  meltetl  is  repla(*ed  by  molten  material  wlileb 
fills  up  the  space  and  thus  insuivs  good  conductivity. 

Having  discovered  that  his  process  was  not  protected  by  the  patent 
so  obtained,  the  inventor,  something  more  than  two  yean?  after  hb 
patent  issued,  filed  the  present  application  for  reissue,  pre^senting 
five  claims,  the  fifth  one  of  which  is  the  claim  above  set  out  as  cxm- 1 
tained  in  the  patent.    The  other  four  claims  are  the  following: 

1.  In  the  manufacture  of  soft  metals  such  as  chromium,  manganese  or  Ir 
by  mc»ans  of  an  electric  furnace,  the  method  which  consists  in  playinir  two  wp- 
arate  arcs  in  series  tlirough  an  insulating  layer  of  slag  between  the  mef&\  an  ttm 
one  hand,  and  the  two  carbon  eltH-triKles  on  the  other  hand. 

2.  In  the  mnnufactun*  of  metals  luiviuj:  a  strong  allinity  for  carbon*  socli  n^ 
chromium,  manganese,  iron,  or  tlie  like,  by  means  of  an  electric  furnace 
carbon  eUH?tr()d(»s.  the  method  which  consists  in  submitting  the  charge  to 
heat  of  electric  arcs  ]>etw(^Mi  the  ekntrodes  and  the  metal  itself,  and  reglilaf 
the  arcs  so  as  to  avoid  contact  of  the  ekH-trtKles  with  the  metal. 

li.  In  the  manufacture  of  metals  having  a  strong  affinity  for  carbon,  sacJij 
chromium,  manganese,  iron,  or  the  like,  by  means  of  an  elwtric  furnace 
carbon  ekH-trodes,  the  methml  which  consists  in  passing  the  current  from 
electHHlt*  into  and  through  the  metal,  thence  through  another  electrode, 
regulating  the  iwsition  of  each  electrode  st^pamtely,  so  as  to  avoid  con! 
thereof  with  th(»  metal. 

4.  In  the  manufacture  of  metals  having  a  strong  affinity  for  carbon, 
chromium,  manganese,  iron,  or  tlie  like,  by  means  of  an  electric  furnace 
carbon  electnnles,  the  method  which  consists  in  maintaining  a  layer  of 
conducting  slag  between  the  end  of  an  elwtrode  and  the  molten  metal,  so 
avoid  the  combining  of  the  carbon  of  the  ekn-trodt*  with  the  metal. 

In  the  affidavit  accompanying  the  application  the  applicant 

that  the  Letters  Patent  are  inoperative,  for  the  reason  that  the  speclficttj 
thereof  is  defei'tive  and  insufficient,  and  that  such  defect  or  Insufficiency 
sists  particularly  in  the  failure  of  the  claim  to  describe  applicant's  real 
ti<m;  and  deinnient  further  stiys  that  the  error  which  renders  such  jmti 
inoi)erative  arose  from  inadvertence,  accident  or  mistake,  and  not  In  frawlQ 
or  deceptive  intentk)n  on  the  part  of  the  deponent. 

Under  the  French  system  a  patent  is  construed  to  cover  wh.i 
of  novelty  is  described  in  the  specification.     The  affidavit 
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that  the  applicant  was  i^orant  of  the  difference  between  the  French 
patent  law  and  that  of  the  United  States,  and  believed  that  being  the 
first  to  disclose  the  real  invention  his  patent  would  secure  to  him 
whatever  was  new  in  the  same  as  described.  That  visiting  the  United 
States  and  discussing  his  patent  with  his  present  New  York  attor- 
neys, he  learned  for  the  first  time  of  the  practical  inoperativeness  of 
his  patent,  and  was  advised  that  he  might  apply  for  reissue  to  correct 
the  insufficiency.  That  he  was  familiar  with  the  state  of  the  industry 
in  the  United  States ;  and  that  to  the  best  of  his  knowledge  and  belief 
his  real  invention  as  now  claimed  has  not  been  in  use  therein  up  to 
the  present  time.  This  statement  in  respect  of  his  previous  knowl- 
edge and  belief  as  to  the  protection  of  his  patent,  and  of  the  advice 
given  him  by  his  American  counsel,'  was  supported  by  the  affidavit  of 
one  of  them. 

It  is  apparent  that  the  patent  as  issued  is  of  little  or  no  practical 
value ;  and  there  is  no  question  but  that  the  process  is  both  novel  and 
valuable.  This  is  shown  in  recent  publications  by  writers  of  estab- 
lished standing  in  Europe  and  America,  to  which  our  attention  has 
been  called.  These  show  also  that  the  process  has  been  largely  ap- 
plied by  the  inventor  and  his  licensees,  or  assignees.  The  statement 
of  the  invention  in  the  specifications  of  the  French  and  American 
patents  contains  a  particular  description  of  the  process  from  which 
any  one  skilled  in  the  art  could  utilize  the  invention.  They  also  de- 
scribe the  apparatus  of  the  claim  of  the  latter  patent,  as  used  in  the 
process.  The  process  is  first  described,  and  then  it  is  said :  "  Such  is 
the  principle  of  the  invention  which  is  carried  out,"  in  the  apparatus 
immediately  after  described. 

So  thoroughly  was  the  process  described  that  the  description  was 
copied  verbatim  in  the  reissue  application.  In  view  of  the  established 
skill  and  learning  of  the  applicant,  in  the  art,  and  from  all  the  facts 
and  circumstances  disclosed,  we  think  it  apparent  that  he  considered 
the  process  as  the  real  or  main  invention,  and  that  his  failure  to  make 
specific  claims  therefor  was  due  to  inadvertence,  accident,  or  mistake. 
It  is  unnecessary  to  discuss  the  facts  as  to  diligence  in  applying  for 
the  reissue,  as  that  has  been  conceded  by  the  tribunals  of  the  Office. 
It  is  sufficient  to  say  that  the  applicant  acted  without  unnecessary  de- 
lay ;  and  there  was  no  intervening  claim. 

The  grounds  of  the  Primary  Examiner's  decision  are  stated,  as 
follows : 

Claims  1  to  4  inclusive  are  for  a  process  of  making  metals  in  an  electric  fur- 
nace, in  which  the  apparatus  may  differ  widely  from  the  specific  structure  cov- 
ered by  claim  5.  The  process  of  these  claims  was  fully  disclosed  in  the  original 
specifications.  No  anticii)atory  references  are  known  for  these  method  claims, 
and  It  is  generally  conceded,  in  the  art  to  which  this  application  relates,  that 
the  present  applicant  is  the  inventor  of  the  process  claimed.  The  sole  ground 
for  r^ectiou  from  which  the  appeal  is  taken  la  that  tiie  m<e^i!i[iQdL  ^1  \fis^i^B^s2L^ 
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metals  Is  a  different  invention  from  the  furnace  wbicb  forms  the  subject-mat- 
ter of  tbe  original  claim,  and  tliat  neither  the  patent  nor  the  correspondence  bi 
the  case  contains  a  suggestion  that  the  process  of  claims  1  to  4  was  a  part  of 
applicant's  invention. 

As  indicated  above  we  cannot  agree  that  the  description  of  the 
patent  contains  no  suggestion  that  the  process  of  claims  1  to  4  was 
a  part  of  applicant's  invention.  If,  as  declared,  "  the  process  of  these 
claims  was  fully  disclosed  in  the  original  specification,"  and  was 
novel,  they  would  either  have  been  allowed  if  set  out  along  with  the 
claim  made,  or  a  divisional  application  required  under  Rule  41,  as 
then  in  force.  Having  disclosed  the  process,  the  failure  to  claim  was 
either  intentional,  or  the  result  of  inadvertence,  accident,  or  mistake 
for  which  section  401G  Revised  Statutes  furnishes  a  remedy. 

The  Hxaminers-in-Chief  in  affirming  that  decision  on  appeal,  did 
so  on  the  ground  that  a  reissue  can  only  be  granted  for  the  same  issue 
as  the  original  patent,  and  say : 

The  only  thing  claimed  in  the  original  patent  was  the  furnace  itself.  Wblle 
the  applicant,  being  a  foreigner,  may  have  been  mistaken  as  to  the  scope  of 
bis  patent  when  granted,  he  was  not  acting  without  the  advice  of  competent 
counsel.  It  is  hardly  to  be  believed  that  they  appli(»d  for  and  took  out  a  patent 
for  the  furnace  when  they  intended  to  api)ly  for  a  imtent  for  tbe  process. 

The  question  is,  however,  was  this  omission  to  make  claims  covering 
the  novel  process  disclosed  in  the  application,  the  result  of  inad- 
vertence, mistake,  or  accident.  Applicants  usually  act  through  solic- 
itors or  attorneys,  and  their  inadvertence,  accidents,  and  mistakes, 
if  such  in  fact,  are  remediable  under  the  statute  permitting  the  reissue, 
when  it  is  clear  that  there  is  no  fraudulent  or  deceptive  intent,  or  at- 
tempt to  destroy  an  intervening  ri<rht.  (In  re  Bne(h\  C.  I)..  1906, 
677;  12^  O.  (J.,  322;  27  App.  D.  C,  298,  801.) 

The  Commissioner,  who  in  turn  affirmed  the  decision  of  the  Exam- 
iners-in-Chief,  stated  the  grounds  of  his  decision  as  follows: 

These  claims  have  been  refused  on  the  ground  that  they  cover  a  different 
invention  from  that  of  the  patent. 

It  is  contended  by  appellant  that  a  reissue  may  be  granted  for  subject-matter 
which  was  intended  to  be  claimed  in  the  original  i)atent.  Tbe  intention  to 
claim  tbe  pnK-ess  is  alleged  to  be  shown  in  tbe  present  case  by  tbe  fact  that  tbe 
process  covered  by  claims  1,  2.  3,  and  4  is  described  in  the  imtent.  It  is  stated 
that  the  api)licant,  being  a  foreigner,  was  of  the  impression  that  the  descrlptioD 
in  a  patent  determined  its  scoi)e,  and  that  therefore  the  patent  as  granted  cov- 
ered the  process  described.  Having  discovereil  that  the  patent  did  not  cover  the 
pr<K?ess  described,  patentee  now  comes  asking  for  a  reissutnl  patent  with  claims 
to  the  process. 

Tbe  question  of  whether  there  was  an  int(»ntion  to  claim  tbe  process  in  the 
original  patent  does  not  appear  to  have  any  material  bearing  on  the  prewDt 
case.  It  is  chmr  that  the  claim  of  tbe  patent  was  for  a  machine,  and  it  is  well 
(established  that  a  i^atent  for  a  machine  will  not  sustain  a  reissue  for  a  proeemL 
(C.  D.,  IDOG,  374;  124  O.  G.,  1843.) 
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Assuming,  then,  that  the  invention  of  the  process  was  fully  de- 
scribed in  the  original  application ;  that  it  was  the  original  intention 
of  the  applicant  to  secure  protection  for  his  entire  invention  through 
a  patent;  and  that  the  failure  to  do  so  through  specific  claims  was 
the  result  of  inadvertence,  accident,  or  mistake;  is  it  true  that  the 
patent  limited  in  claim  to  a  machine  will  not  sustain  a  reissue  for  the 
process?  The  Commissioner's  conclusion  that  it  will  not  is  rested 
upon  the  cases  of  James  v.  Campbell,  (C.  D.,  1882,  67;  21  O.  G.,  337; 
1(M  U-  S.,  356;)  Heald  v.  Rice,  (C.  D.,  1882,  215;  21  O.  G.,  1443;  104 
U.  S.,  737;)  and  several  others  referring  to  them.  We  do  not  under- 
stand those  decisions  as  establishing  such  an  invariable  rule.  In 
Jarnea  v.  Camphell  the  patent,  held  void  on  all  points  involved,  was  a 
second  reissue  in  1870  of  a  patent  granted  in  1863.  The  invention  was 
declared  to  be  a  very  narrow  one,  and  the  two  claims  of  the  original 
patent  were  for  specific  machines.  The  application  for  the  last  re- 
issue made  many  changesi  in  the  specifications,  materially  enlarging 
them  and  the  apparatus  claims,  and  adding  a  new  claim  for  the 
process.  The  Court  expressly  declared  that  an  inspection  of  former 
patents  showed  that  the  process  could  not  be  lawfully  patented  be- 
cause anticipated.    In  regard  to  this  process  it  was  also  said : 

Leaving  out  of  view  the  history  of  the  art  prior  to  the  invention  claimed  by 
the  patentee,  what  possible  pretense  can  there  be  for  contending  that  the  general 
process  was  part  of  the  invention  which  formed  the  subject  of  the  original  lat- 
ent? Suppose  it  to  be  true  that  Norton  was  tlie  first  inventor  of  this  process, 
^-as  that  process  the  invention  which  he  sought  to  secure  in  the  original  patent? 
A  patent  for  a  process  and  a  patent  for  an  implement  or  a  macliine  are  very  dif- 
ferent things.  {Powder  Co,  v.  Powder  Works,  C.  D.,  1879,  356;  15  O.  G.,  289; 
08  U.  S.,  126.)  Where  a  new  process  produces  a  new  substance  the  invention  of 
the  process  is -the  same  as  the  invention  of  the  substance,  and  a  patent  for  the 
one  may  be  reissued  so  as  to  include  both,  as  was  done  in  the  case  of  Goodyear's 
vnlcanized-rubber  patent.  But  a  process  and  a  machine  for  api)lying  the  proc- 
ess are  not  necessarily  one  and  the  same  invention.  They  are  generally  distinct 
and  different.  The  i)rocess  or  act  of  niaicing  a  i>ostmark  and  canceling  a  iH)st- 
age-stamp  by  a  single  blow  or  operation  as  a  subject  of  invention  is  a  totally 
different  thing  in  the  patent  law  from  a  stamp  constructed  for  iHirforming  that 
process.  The  claim  of  the  process  in  the  present  case,  however,  is  not  so  broad 
as  this.  It  is  for  the  process  or  act  of  stamping  letters  with  a  postmark  and 
canceling  the  i)ostage-8tamp  at  one  and  the  wime  blow  or  oi)eratlon  of  the  in- 
strument in  the  manner  and  hy  the  means  deseribed  and  set  forth.  Perhai)S  this 
claim  amounts  to  no  more  than  a  claim  to  the  exclusive  use  of  the  patented 
instrument  or  device.  If  it  is  anything  more,  it  is  for  a  different  invention 
from  that  described  in  the  original  patent.  If  it  is  not  for  anything  more,  the 
question  is  brought  back  to  the  instrument  or  device  itself  which  forms  the 
subject  of  the  patent,  and  which  has  been  already  considered. 

In  Heald  v.  Rice,  the  application  for  the  reissued  patent  contained 
material  changes  in  the  description.  These  having  been  stated,  the 
Court  said: 

It  appears,  then,  from  the  mere  reading  of  tbe  Vl|o  »veeV^e«LWotv^  \\va\  XJafe  Ns^- 
ventlOD  daKTibed  in  the  Urst  Is  tor  the  return-flue  boVVex  Y7\iV\ft  Wi«A.  ^«sfcx\^^^\s^ 
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the  second,  abandoning  the  claim  for  tlie  boiler  itself,  is  for  a  particular  mode 
of  using  it,  withi  straw  as  a  fuel,  by  means  of  an  attachment  to  the  furnace-door 
for  that  purpose.  It  might  well  be  that  Rice  was  entitled  to  patents  for  both 
separately  or  to  one  for  both  inventions;  but  it  is  too  plain  for  argument  ttuit 
they  are  perfectly  distinct.  A  patent,  consequently,  originally  issued  for  one 
cannot  lawfully  be  surrendered  as  the  basis  for  a  reissue  for  the  other.  They 
are  as  essentially  diverse  as  a  i)atent  for  a  process  and  one  for  a  compound,  as  hi 
the  case  of  Poicder  Co,  v.  Potcdcr  Works  (C.  D.,1879,  356;  15  O.  G.,289;  98  U.  &, 
126)  where  the  roissue  patent  was  avoided,  although  the  original  applicatioD 
claimed  the  invention  both  of  the  process  and  the  compound.  The  case  comes 
directly  within  the  principle  hold  in  James  v.  CamphcU,  that  a  patent  for  a 
machine  cannot  be  reissued  for  the  puriK)se  of  claiming  the  process  of  operating 
tliat  class  of  machines;  because  if  the  claim  for  the  process  is  anything  more 
than  for  the  use  of  the  imrticular  machine  patented,  it  is  for  a  different  inr 
vention. 

It  is  to  be  observed  that  in  Janies  v.  Carrvphell  the  Court  did  not 
say  that  a  process,  and  a  machine  for  applying  the  process,  are  al- 
ways distinct  and  different,  but  ''  generally  distinct  and  different" 

A  rule  of  the  Patent  Office  has  long  provided  that  two  or  more 
independent  inventions  cannot  be  claimed  in  one  application;  and 
in  conformity  with  the  doctrine  thought  to  have  been  established  in 
the  foregoing  cases,  a  specific  provision  was  added  thereto,  that: 

Claims  for  a  machine  and  the  process  in  the  performance  of  wliich  the 
machine  is  used  must  be  presented  in  sei)anite  api)Iication8. 

Rule  41  (recently  amended  by  striking  out  the  above  quoted.)  The 
question  has  recently  been  recxaniinod  by  the  Sui^reme  Court  of  the 
United  States,  and  the  power  to  nudic  a  hard  and  fast  rule  of  the 
kind  denied.  {Stein m^tz  v.  Allen,  C.  D.,  1904,  703;  109  O.  G.,  549; 
192  U.  S.,  543.)  It  was  said  that  inventions  may  be  so  connected  oi 
related,  as  to  constitute  substantially  one  invention. 

They  may  bo  completely  independent.  {Cochrane  v.  Deener,  C.  D.,  1877,  242; 
11  O.  G.,  G87;  94  U.  S.,  7.S0.)  But  thoy  may  bo  related.  They  may  approach 
each  other  so  nearly  that  it  will  bo  dillicult  to  distinjiuish  the  process  from  the 
function  of  tlio  apparatus.  In  such  cast*  the  apparntiis  would  Ik?  the  dominant 
thing.  lUit  the  doniiiuineo  may  be  rovorseil  and  the  pnK'oss  carry  an  exclusive 
right,  no  matter  what  apparatus  may  ho  dovisod  to  i»orforni  it.  Tliere  is  an 
illustration  in  the  Telephone  Cases,  ((\  I).,  1888,  321;  43  O.  G.,  377;  126 
U.  S.,  1.) 

Stating  the  claim  in  that  case  as  referring  to  the  art  described,  as 
well  as  the  means  of  making  it  useful,  the  opinion  was  quoted  from 
as  follows: 

Other  inventors  may  compete  with  him  for  the  ways  of  giving  effect  to  the 
discovery,  but  the  new  art  he  has  found  will  belong  to  him  during  the  life  of 
his  patent. 

*     *     *     The  patent  for  the  art  d<H»s  not  neoossiirily  involve  a  fiatent  for 

the  particular  means  omploytnl  for  using  it.    Indoetl,  tlio  mention  of  any  means 

hi  the  si)ecification  or  dos<Tiptlve  ixn-tion  of  tho  patent  is  only  necessary  to 

show  that  the  art  can  ])e  used,  for  it  is  only  the  useful  arts — arts  which  may 

be  used  to  an  advantage — tluit  can  be  made  t]iie  «\3\)^^\.  ot  ^n  \^tent 
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Of  James  v.  Campbell  the  Court  said  that — 

was  a  case  of  reissued  patent,  and  by  express  provision  of  tlie  statute  as  to 
retmied  patents  no  new  matter  can  be  introduced  in  them.  In  other  words,  the 
reUwae  is  to  perfect,  not  to  enlarge,  the  invention.  Whether  the  principle  of 
the  case  applies  to  related  as  well  as  to  independent  inventions  is  not  clear 
frtnn  its  language. 

After  quoting  several  passages  from  the  opinion  in  that  case,  the 
following  language  was  used : 

The  case,  however,  indicates  what  embarrassment  and  peril  of  rights  may  be 
caused  by  a  hard  and  fixed  rule  regarding  the  separation  of  related  inventions. 

Whatever  the  doctrine  of  those  earlier  cases,  a  more  liberal  rule  has 
since  prevailed  in  respect  of  the  right  of  reissue.  {Eames  v.  Andrews^ 
C.  D.,  1887,  378;  39  O.  G.,  1319;  122  U.  S.,  40,  59;  Topliif  v.  TopUif, 
a  D.,  1892, 402 ;  59  O.  G.,  1257 ;  145  U.  S.,  156, 171 ;  Hobhs  v.  Beach, 
C.  D.,  1901,  311 ;  94  O.  G.,  2357;  180  U.  S.,  383,  394.) 

In  Eamea  v.  Andrews  the  CouBt  said : 

• 

If  the  amended  specification  does  not  enlarge  the  scope  of  the  patent  by  ex- 
tending the  claim  so  as  to  cover  more  than  was  embraccHl  in  the  original,  and 
thus  cause  the  patent  to  include  an  invention  not  within  the  original,  the  rights 
of  the  public  are  not  thereby  narrowed,  and  the  case  is  within  the  remedy  in- 
tended by  the  Statute. 

Topliff  V.  Topliif,  supra,  is  a  leading  and  most  instructive  case  on 
this  point.  After  reviewing  very  many  of  the  former  decisions,  be- 
ginning with  Powder  Co,  v.  Powder  Works,  (C.  D.,  1879,  356;  15 
O.  G.,  289;  98  U.  S.,  126,)  it  was  said  by  Mr.  Justice  Brown,  who 
delivered  the  opinion : 

From  this  summary  of  the  authorities  it  may  be  regarded  as  the  settled  rule 
of  this  Court  that  the  power  to  reissue  may  be  exercised  when  the  patent  is 
inoperative  by  reason  of  the  fact  that  the  si)ecification  as  originally  drawn  was 
defective  or  insutficient,  or  the  claims  were  narrower  than  the  actual  inven- 
tion of  the  patentee,  provided  the  error  has  arisen  from  inadvertence  or  mis- 
take, and  the  i>atentee  is  guilty  of  no  fraud  or  deception ;  but  that  such  reissues 
are  subject  to  the  following  qualifications. 

After  stating  these  to  l:»e,  first,  that  it  shall  Iw  for  the  same  inven- 
tion as  the  original  patent,  and  that  diligence  must  l>e  exercised,  and  is 
ordinarily  determined  by  the  lapse  of  two  years,  he  proceeded  to 
say: 

To  hold  tliat  a  patent  can  never  be  reissued  for  an  enlarged  claim  would  be 
not  only  to  override  the  obvious  intent  of  the  statute,  but  would  operate  in  many 
eases  with  great  hardship  uiK)n  the  patentee.  The  si)eciflcation  and  claims  of  a 
patent,  particularly  if  the  invention  be  at  all  complicated,  constitute  one  of 
the  most  difficult  legal  instruments  to  draw  with  accuracy,  and  in  view  of  the 
fact  that  valuable  inventions  are  often  placeil  in  the  hands  of  iuexi)erienced 
persons  to  prepare  such  specifications  and  claims,  it  is  no  matter  of  surprise 
that  the  latter  frequently  fiiil  to  describe  with  requisite  ^ettaAjaX^s  \3ckfe  «xaj^ 
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invention  of  tlie  patentee,  and  err  either  in  claiming  that  wliich  the  patentee 
liad  not  in  fact  invented,  or  in  omitting  some  element  which  was  a  valuable  or 
essential  part  of  his  actual  invention.  Under  such  circumstances,  it  would  be 
manifestly  unjust  to  deny  him  the  benefit  of  a  reissue  to  secure  to  him  hie 
actual  invention,  provided  it  is  evident  that  there  has  been  a  mistake  and  he  has 
been  guilty  of  no  waut  of  reasonable  diligence  in  discovering  it,  and  no  third 
persons  have  in  the  meantime  acquireil  the  right  to  manufacture  or  sell  what 
he  had  failedi  to  claim.  The  object  of  the  patent  law  is  to  secure  to  inyentore 
a  monopoly  of  what  they  have  actually  invented  or  discovered,  and  it  ought 
not  to  be  defeated  by  a  too  strict  and  technical  adherence  to  the  letter  of  the 
statute,  or  by  the  application  of  artificial  rules  of  interpretation. 

The  doctrine  of  that  case  was  applied  by  this  court  in  the  recent 
case  of  in  re  Briede,  (C.  D.,  1906,  677;  128  O*.  G.,  322;  27  App.  D.  C, 
298).  In  this  case,  as  in  that,  no  new  matter  was  contained  in  the 
specification,  and  the  applicant  applied  promptly  for  reissue.  The 
statement  of  the  invention  in  the  original  application,  followed  with- 
out change  in  the  reissue  application,  shows  that  the  process  and  the 
apparatus  are  connected  in  their  design  and  operation,  and  are  so  re- 
lated as  to  entitle  the  applicant  to  claims  for  both  within  the  rule 
declared  in  Stehurietz  v.  Allen^  supra.  In  the  language  of  that  case, 
the  process  is  "  the  dominant  thing."  Consequently,  as  was  said  in 
the  case  of  in  re  Briede^  supra: 

Had  the  claim  in  controversy  been  subniitti^  while  the  apt)Iication  for  the 
original  patent  was  i)euding,  we  cannot  believe  that  it  would  have  l)een  refused 
as  not  being  for  the  same  invention  as  that  described  and  shown.  ♦  ♦  • 
Rather,  we  thinlv,  the  Office  approaehtni  its  consideration  with  the  idea  tliat  it 
was  an  unwarranted  attempt  to  obtain  a  broadened  claim  by  means  of  a  reissue, 
and  with  the  mistalven  idea  that  such  a  reissue  was  not  i)ermissible.  The  con- 
struction placed  upon  the  patent  statutes  by  the  courts  is  favorable  toward  in- 
ventors having  meritorious  inventions  and  they  do  not  put  uix)n  them  harsh  or 
technical  interpretations.  They  do  not  look  with  favor  \\\)o\\  the  refinements  of 
division  which  lead  to  many  patents  being  issued  for  various  improvements 
incorporated  in  a  single  device.  They  are  inclined  to  resolve  all  doubts  as  to 
whether  more  than  one  invention  is  embraced  in  one  i»atent  in  favor  of  the 
patentee. 

Whatever  of  doubt  there  may  l)e  whether  the  reissue  in  this  riase  is 
for  the  same  invention  described  in  the  original  patent,  and  under 
all  the  circumstances  allowable,  should,  we  think,  following  the  ordi- 
nary practice  of  the  Patent  Office,  l)e  resolved  in  favor  of  the  inventor 
of  a  meritorious  invention,  especially  when  it  is  now  too  late  to  file 
an  independent  application  for  a  patent  for  the  same.  Xo  absolute 
right  of  property  is  conferred  by  the  grant  of  the  patent.  The  pat- 
entee is  merely  put  in  position  to  assert  his  pri?na  fade  right  in  case 
of  infringement,  and  have  the  same  adjudicated  in  a  court  where 
extrinsic  evidence,  if  important,  may  be  heard:  and  not  confined,  as 
is  this  court,  to  a  review  of  the  decisions  of  the  Patent  Office  upon 
the  record  is  made  up  therein.    {In  re  Thomson^  C.  D.,  lOOC,  566;  120 
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O.  G.,  2756;  26  App.  D.  C,  426,  429;  Seymour  v.  Osborne,  11  Wall., 
516,  544;  Parker  <&  Whipple  Co.  v.  Yale  Clock  Co.,  C.  D.,  1887,  584, 
41  O.  G.,  811 ;  123  U.  S.,  87,  98.) 

Our  conclusion  is  that  there  was  error  in  refusing  the  reissue  appli- 
cation, and  the  decision  must  be  reversed.  It  is  so  ordered,  and  that 
this  decision  be  certified  to  the  Commissioner  of  Patents.    Reversed. 


[Coart  of  Appeals  of  the  District  of  Columbia.] 

Gibbons  v.  Peller. 
Decided  January  8,  1901. 

(127  O.  G..  3643.) 

Interference — Originality — Disclaimer  of  Inventorship. 

A  ertatement  by  api)licatit  to  Ills  assignee  that  he  does  not  regard  himself 
as  the  Inventor  of  the  subject-matter  claimed  In  such  application  is  not 
sufficient  to  warrant  an  award  of  priority  to  an  opponent  where  it  appears 
that  such  statement  was  made  during  a  controversy  bet\^'een  the  parties 
with  regard  to  the  amount  of  royalty  which  should  be  paid  to  the  assignor. 

Mr.  Robert  B.  Killgore  for  Gibbons. 
Mr.  George  D.  Seymour  for  Peller. 

McC!oMAS,  J.: 

It  appears  that  the  application  of  Stephen  P.  Gibbons  was  filed 
March  21,  1903,  that  the  application  of  Morris  Peller  was  filed  Janu- 
ary 8,  1902,  and  that  all  the  tribunals  of  the  Patent  Office  have 
awarded  priority  of  invention  to  Peller,  the  senior  party.  We  find 
no  error  in  the  decision  of  the  Commissioner  of  Patents  (C.  D.,  1906, 
314;  124  O.  G.,  624)  upon  the  issue  now  before  us.  The  issue  of  this 
interference  is  as  follows : 

1.  In  a  rustless  suspender-buckle,  the  combination  with  a  frame  having  an 
upper  and  a  lower  side  with  an  oi)ening  between  the  same,  of  a  lever  pivoted  to 
the  upi)er  side  of  the  frame  in  ix>8itlon  to  have  its  clamping  edge  coact  with 
the  upi)er  edge  or  top  of  the  lower  side  of  the  frame,  and  a  piece  of  webbing 
having  Its  lower  reach  attached  to  the  lower  side  of  the  frame  and  its  upper 
reach  passed  from  front  to  rear  through  the  said  oi)ening  and  engaged  by  the 
clamping  edge  of  the  lever  which  deflects  it  over  or  approximately  over  the 
upi)er  ^\^Q  or  top  of  the  lower  side  of  the  frame. 

2.  In  a  rustless  bu(?kle,  the  combination  with  a  frame  having  an  upper  and  a 
lower  side  with  an  opening  between  them,  the  lower  side  of  the  frame  being 
wider  than  the  upi)er  side  to  form  a  flnger-]>iece,  of  a  lever  i)ivot<M^^  the 
RUialler  ui)|>er  side  of  the  frame  in  i)osition  to  have  its  clampijsa„  l^^L  u*^^  .vith 
the  upi>er  edge  or  toj)  of  the  wider  lower  side  of  the  fraui.  irbufc^*^  ^ '^'^  ^^ 
webbing  having  its  lower  reach  attached  to  the  lower  side  of  the  .  o  aind  its 
upper  reach  passed  from  front  to  rear  through  the  said  oixming  and  engaged 
by  the  clamping  edge  of  the  lever  which  deflects  it  over  or  ap^rox.VQi\^Xs\^  vs^^st 

30997— H.  Doc.  470,  60-1 34 


680      DECISIONS  OF  THE  UNITED  STATES  COUBTS  IN  PATENT  CASES. 

the  upper  edge  or  top  of  the  lower  side  of  the  frame,  whereby  the  upper  reach 
of  the  webbing  is  brought  into  or  approximately  into  line  with  the  lower  reach 
of  the  webbing  on  the  back  of  the  buckle  when  the  webbing  is  under  draft  as 
in  use. 

Of  numerous  parties  once  included  in  this  interference  only  Gib- 
bons and  Peller  remain.  Peller  did  not  testify  nor  is  there  any  testi- 
mony confirming  the  dates  of  conception  of  invention  and  disclosure 
alleged  by  Peller  in  his  preliminary  statement.  There  are  circum- 
stances indicating  that  after  Peller  had  assigned  his  interest  he  be- 
came indifferent  to  the  rights  of  his  assignee,  the  Waterbury  Buckle 
Company.  Maltby,  the  secretary  of  that  company,  testifies  that  in  the 
fall  of  1901,  he  corresponded  with  Peller  and  talked  with  him  about 
a  "  rustless  buckle  "  and  that  on  December  31,  1901,  buckles  made  in 
accordance  with  Peller's  disclosure  were  first  shipped  and  that  the 
buckle  exhibited  to  him  was  substantially  the  same  as  those  then 
shipped,  and  this  buckle  embodies  the  issue  of  this  interference. 
Thus  December  31,  1901,  is  the  date  of  reduction  to  practice  by 
Peller.  Gibbons  is  the  junior  party  and  the  burden  of  proof  is  upon 
him  and  to  prevail  he  must  prove  a  reduction  to  practice  prior  to 
the  last-mentioned  date  or  at  least  to  January  8,  1902,  when  Peller 
filed  his  application,  or  a  prior  conception  followed  by  due  diligence 
in  reduction  to  practice.  Gibbons  claimed  that  he  conceived  the  in- 
vention in  November,  1900,  and  that  he  disclosed  it  to  M.  L.  and  L. 
Rothschild  then.  These  men  were  officers  of  the  Connecticut  Web 
Company  from  which  Gibbons,  as  manager  of  the  Gibbons  Manu- 
facturing Company  of  Baltimore,  bought  supplies.  Each  of  the 
tribunals  of  the  Patent  Office  after  reviewing  the  testimony,  con- 
clude that  Gibbons  failed  to  make  a  disclosure  to  these  persons  of  the 
specific  form  of  buckle  which  is  here  in  issue,  and  it  is  quite  remark- 
able that  although  Gibbons  alleges  that  he  is  the  inventor,  yet  when 
he  testifies  after  repeated  efforts  he  did  not  succeed  in  describing  the 
invention  in  issue.  His  testimony  is  vague  and  indefinite  upon  the 
point  and  the  tribunals  of  the  I^atent  Office  concur  that  Gibbons  had 
no  conception  of  the  invention  in  issue  prior  to  the  time  when  the 
first  shipment  of  Peller  buckles  was  made  or  to  the  time  when 
Peller  filed  his  application.  The  testimony  of  M.  L.  Rothschild 
appears  to  be  unreliable  and  it  is  not  clear  that  the  buckle  he  claims 
to  have  made  for  Gibbons  can  aid  Gibbons's  case  for  it  does  not 
appear  to  embody  the  invention  in  issue. 

The  Examiners-in-Chief  say — 

it  is  to  1)0  noted  tlmt  tliis  issue  is  RixK*lt1c  and  carefully  drawn  as  to  Its 
language  and  lias  only  been  lield  to  be  patentable  after  much  discnssion  by  the 
Exanilur:*  and  tills  Board.  Where  the  invention  is  so  specific  any  oral  tentl- 
mony  nnist  of  course  corres|x>nd  in  every  dotail  with  tin*  nMijnireinents  of  the 
JsFue.    (Seo  Blackford  v.  Wilder,  ante,  491 :  127  O.  G.,  1255:  21  App.  D.  C.  l.> 
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And  as  the  Commissioner  of  Patents  says,  this  issue  calls  for  a 
bnckle  with  a  frame  having  an  upper  and  a  lower  side  with  an  open- 
ing between  the  same,  of  a  lever  pivoted  to  the  upper  side  of  the 
frame  in  position  to  have  its  clamping  edge  coact  with  the  upper 
edge  or  top  of  the  lower  side  of  the  frame,  which  is  not  found  in  this 
"  buckle  of  original  disclosure  "  produced  by  M.  L.  Rothschild.  The 
device  in  issue  has  a  lever  pivoted  above  the  top  edge  of  the  lower 
side  of  the  frame,  the  lever  in  the  buckle  exhibited  is  pivoted  to  ears 
in  the  same  plane  as  the  frame  of  the  buckle  and  it  is  the  former 
construction  which  produces  the  result  of  holding  the  web  by  deflec- 
tion rather  than  by  a  clamping  action.  At  most  this  buckle  produced 
by  Rothschild  as  Gibbons's  original  disclosure,  was  an  experimental 
model  put  away  in  a  drawer  for  years.  It  was  in  the  nature  of  an 
abandoned  experiment.  Gibbons  has  given  no  explanation  of  his 
long  delay  in  filing  his  application,  except  that  he  thought  the  buckle 
on  which  he  did  obtain  a  patent  at  home  and  three  patents  abroad 
was  a  better  buckle  and  he  lacked  the  money  to  make  an  earlier  appli- 
cation for  the  invention  of  the  issue.  That  other  invention  Gibbons 
understood  although  when  repeatedly  asked  he  repeatedly  proved 
unable  to  state  intelligently  what  the  construction  here  in  issue  is. 
We  agree  with  the  tribunal  of  the  Patent  Office  that  Gibbons's  case 
wholly  failed,  and  here  discussion  would  end  were  it  not  that  the 
appellant  further  urges  that  the  testimony  shows  that  Peller  was  not 
the  inventor  of  the  buckle  shown  in  his  application.  Here  the  appel- 
lant relies  upon  the  case  of  Oliver  v.  Felhel^  (C.  D.,  1902,  565;  100 
O.  G.,  2384;  20  App.  D.  C,  260,)  where  Oliver,  when  a  witness  in 
his  own  behalf,  swore  that  he  did  not  claim  to  be  the  inventor  of  the 
mechanism  embracing  the  particular  combination  of  parts  or  ele- 
ments specified  in  the  issue  of  interference.  The  circumstances  in 
this  case  are  different.  Maltby,  the  secretary  of  the  Waterbury 
Buckle  Company,  did  testify  that  at  one  time  after  Peller  had  as- 
signed his  application  for  a  patent  to  Maltby's  company,  Peller 
intimated  that  he  was  not  the  real  inventor  of  the  construction  shown 
in  his  application  and  now  involved  in  this  interference.  It  appears 
that  Peller's  brother  had  been  the  mechanic  in  this  instance  and  the 
testimony  indicates  that  Rothschild,  who  with  another  first  made 
application  for  this  invention,  and  later  testified  that  it  was  Gib- 
bons's invention  and  sought  to  explain  the  inconsistency  by  his 
former  belief  that  the  mechanic  who  constructed  the  invention  for 
another  was  the  inventor,  had  about  this  time  striven  to  enlist  Peller 
against  Peller's  assignee,  and  it  appears  that  Peller  was  at  that  time 
seeking  a  better  agreement  for  a  royalty  from  the  Waterbury  Buckle 
Company. 

We  do  not  find  that  Peller  deliberately  denied  that  he  wa^  iVs^ 
inventor  but  we  conclude  that  his  acts  and  dec\«LTal\ox\s>  «ltA\v\^x^- 
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fusal  to  testify  at  Maltby's  request  were  part  of  an  effort  to  secure 
better  terms  from  his  assignee.  When  Peller  executed  the  applica- 
tion in  interference  he  testified  under  oath  that  he  was  the  inventor 
of  the  invention  of  the  issue  and  we  do  not  find  evidence  sufficient  to 
overcome  it.  The  decision  of  the  Commissioner  is  affirmed.  The 
clerk  of  this  court  will  certify  this  opinion  and  the  proceedings  in 
this  court  to  the  Commissioner  of  Patents  according  to  law. 


[Coart  of  Appeals  of  the  District  of  Columbia.] 

In  re  Ams. 

Decision  February  5,  IdCTt. 

(127  0.  G.,  3644.) 

1.  Reissue — Delay  of  Two  Years — Pbesumption  op  Abandonickivt. 

Delay  of  two  years  in  filing  an  api)lication  for  a  reissue  of  a  patent  wltii 
broader  claims  will  usually  be  treated  as  an  abandonment  to  the  pabHc  of 
everything  not  claimed  in  the  original.  This  rule  is  based  upon  the  aiialo(7 
between  a  reissue  application  and  the  case  of  an  inventor  who  fkils  to 
apply  for  a  patent  of  his  invention  within  two  years  from  the  date  of  its 
public  use  or  sale,  which  the  statute  ordains  is  conclusive  evidence  of  Its 
abandonment.  (See  In  re  Sturkcy,  C.  D.,  loas,  007;  104  O.  G..  2150:  21 
App.  D.  C.,  nii),  and  cas*»s  cited  therein.) 

2.  Same — Ix)No  Dklay — Failurk  of  Attorneys  to  T'nderstand  Inventtow. 

Where  the  invention  covered  l)y  a  patent  is  simple  and  the  imtent  clearly 
and  definitely  describes  it,  and  the  patentt^e  imme<liately  uix)n  the  issue 
thereof  discovers  that  the  single  claim  allowed  is  too  narrow  and  does  not 
properly  cover  his  Invention,  and  uiH)n  calling  his  attorney's  attention  to 
this  fact  they  advis(Hl  him  that  the  claim  was  as  broad  as  could  be  obtained. 
and  it  does  not  api)ear  that  they  acttnl  in  bad  faith,  Held  that  a  delay  of 
five  years  in  seeking  a  reissue  cannot  be  excuwMl  upon  the  plea  that  the 
original  attorneys  did  not  understand  the  invention,  since  under  the  cir- 
cumstances it  was  the  duty  of  the  patentee  to  consult  other  counsel  without 
delay. 

J//'.  //.  P,  DoolHtlo  for  the  appellant. 

Mr,  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

RoBB,  ./..• 

This  is  an  appeal  from  concurrent  decisions  of  the  Patent  Office 
tribunals  refusing  to  reissue  a  patent.  (C.  I).,  lJ)Or>,  424:  1*25  O.  G., 
847.)  The  original  patent,  issued  November  J],  180G,  relates,  quoting 
from  the  specification,  *'  to  a  sheet-metal  can  designed  for  packing 
food  products,  and  more  particularly  to  an  improved  construction  of 
the  seam  between  the  can-body  and  the  cover,''  and  is  jmnlhldi Ull 
specifications  as  follows: 
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The  sheet-metal  cover  is  countersunk  or  depressed  at  its  center,  so  as  to  be 
provided  with  an  upright  neck  or  shoulder,  which  is  adapted  to  fit  snugly  within 
the  opening  of  the  can-body.  Around  this  neck  the  cover  is  provided  with  the 
laterally-extending  flange,  which  should  be  considerably  wider  than  the  flange. 
After  the  cover  has  been  pressed  into  the  above-described  form  its  neck  and 
flange  are  covered  with  an  air-excluding  adhesive  body,  that  adheres  to  the  cover 
and  constitutes  in  efl'ect  a  packing.  This  coating  consists  of  a  layer  of  rubber 
cement,  which  may  be  applied  to  the  parts  with  a  brush,  and  a  thin  layer  of 
asbestos  pulp,  which  forms  a  film  on  the  surface  of  the  cement,  *  *  *  The 
rubber  in  my  improved  packing  forms  the  air-excluding  body  proper,  while  the 
asbestos  forms  a  coating  or  skin  upon  the  surface  of  the  same  which  greatly  in- 
creases the  tightness  of  the  Joint.  Thus  a  packing  of  superior  merit  is  produced, 
and,  moreover  the  resistance  offered  by  the  ordinary  washers  to  the  crimping 
operation  and  the  consequent  frequent  imperfections  of  the  seam  are  entirely 
avoided. 

The  application  contained  but  one  claim,  which  is  as  follows : 

The  combination  of  a  sheet-metal  can  with  a  flanged  and  countersunk  cover 
and  with  an  adhesive  coating  secured  to  the  cover,  and  consisting  of  rubber 
cement  and  an  asbestos  film,  substantially  as  and  for  the  purpose  specified. 

More  than  five  years  after  the  date  of  the  original,  namely  on  March 
31,  1902,  appellant  filed  his  application  for  a  reissue.  Owing  to  the 
simplicity  of  the  invention,  the  exactness  with  which  it  is  described  in 
the  original  'application,  the  specific  and  limited  nature  of  the  claim 
therein,  and  the  long  delay  attending  the  filing  of  this  reissue  applica- 
tion, we  must  carefully  scrutinize  the  reasons  assigned  by  the  patentee 
why  it  should  be  allowed.    The  reissue  claims  are  as  follows : 

1.  A  metal  can  comprising  a  can-body  and  cover  and  Joined  by  a  crimped 
seam  having  on  one  side  of  said  i)arts  at  the  seam  portion  a  permanently  fixed 
composition  coating  forming  the  packing  means,  substantially  as  described. 

2.  A  metal  can  for  containing  food  products  having  a  can-body  and  its  cover 
joined  by  a  crimp-Joint  composed  of  overlapped  and  tightly-closed  fianges  in 
combination  with  a  heat-resisting,  non-deleterious  composition  inherently  ad- 
hesive in  application  and  fixed  to  the  neck  of  the  can  at  said  joint  in  a  dry  coat- 
ing or  layer  and  forming  a  packing  between  said  fianges,  substantially  as 
described. 

3.  An  air  and  water  tight  packing  for  a  joint  for  a  sheet-metal  can-body  and 
Its  cover  designetl  for  food  products,  consisting  of  an  inherent  adhesive,  heat- 
resisting  non-deleterious  yielding  coating  dried  on  said  cover  and  independent 
of  the  can-body,  substantially  as  described. 

4.  In  a  joint  for  a  metal  can-body  and  its  cover,  a  fixed  coating  forming  a 
fiacking  for  said  joint  and  plaste»rcd  on  one  of  said  parts,  said  coating  consist- 
ing of  an  adherent  and  packing  layer  affixed  to  the  article  and  an  outside  non- 
deleterious  and  heat-resisting  layer  or  film,  substantially  as  described. 

5.  The  combination  of  a  sheot-nietal  can  with  a  flanged  and  countersunk  cover 
and  with  an  adhesive  coating  secured  to  the  cover,  and  consisting  of  rubber 
cement  and  an  asbestos  film,  substantially  as  and  for  the  puri)ose  specified. 

6.  A  sheet-metal  can  designed  for  packing  food  products,  comprising  a  can- 
body  and  a  cover,  said  body  and  cover  connected  by  a  lap-joint,  in  combination 

^a  tight  packing  for  sealing  the  cover  and  body  independent  of  the  lap-joint, 
Qg  consisting  of  a  non-delctorious,  heat-resisting,  aVt-^^oVekiWxi^  ^^^ 


534    DEcisio:!rs  of  the  irxnED  states  conrrs  is  patent  casbb. 

adlieave  plastered  •.■ooipt^and  extendinz  into  every  portion  of  the  lap-joint  and 
between  the  inner  snrfiioe  of  the  oan-N^dy  and  the  neck  of  the  cover,  sabstan- 
tiaJIy  as  described- 

In  appt?llaiit'<  aJEdavit.  acci.>nipanyin^  his  reissue  application,  he 
states  that  the  original — 

Letters  Patent  do  not  pn>tect  and  cover  by  their  claim  the  real  invention  of  dfr 
jK^ueut  II' ^r  Id*  e^iuivuleat.  bist  only  a  particular  form  of  embodiment  thereot 
such  defect  beio^  due  to  the  •>nilssion  to  claim  the  following  essential  parts  of 
the  iiiveutiou.  namely,  a  dxed  o.iatin^  formiuj;  the  packing  in  combination  with 
the  joint  of  the  ^.tia  an*l  o^ver :  jsecimd.  the  heat-resisting  character  of  tlie  coat- 
ing, a^^rt  fi\^m  the  (xirticular  ingredietits  thereof:  third,  the  non-deleterioos 
character  of  the  o>ating  ai»art  fn>m  the  jtirticular  ingredients  thereof;  fourth, 
the  feature  of  having  a  coating  consist  ins  of  an  adherent  medium  affixed  to  a 
wuipleir.eiitary  t>art  of  the  article  to  be  joined  and  a  heat-resisting  and  non- 
deleterious  tilm  or  o>verii;c  without  limitation  to  the  particular  ingredients  em- 
pIoy^Hi :  tifth.  in  ci^mbination  with  the  crimped  joint  of  the  can  and  cover,  a 
l>ackiug  i*ousistin;r  of  au  adhesive  water  and  air  tight  heat-resisting,  noQ-del- 
eterious  v^atiug  applieii  to  ssiid  cover,  ail  of  wtiich  enumerated  parts  or  fea- 
turet^  are  essential  characteristiL^  of  the  ciuiting  descTibed  and  claimed  or  ueces- 
ssirily  of  any  i^^sitiUi:  wUich  is  the  true  eiinlvalent  thereof: 

that  he  carefiillv  exphiineil  hi<  invention  to  his  attorneys  at  the  time 
of  niakinir  the  oriirinal  application,  and — 

infonue«l  his  attorneys  that  he  wanted  to  liave  a  claim  for  an  adhesive  coaiii^ 
forming  a  i^ickin;;  lu  combination  with  the  tiaugeil  and  countersunk  cover  and 
lapiHM  ji»iut :  tluit  ho  tlivs  not  bclicvo  tb;it  sjiid  attorneys  ever  understood  tlie 
dciHmont's  oxplaiintiou  of  tlio  value  of  his  iuventiou  and  its  oss«Mitial  features: 
that  doiM'Ucnt  was  infornieil  by  his  attorneys  that  a  claim  such  as  he  has  above 
stn  forth  coiiM  not  In*  ol»taiutHl:  but  that  he  is  informed  and  l)elioves  that  said 
attorneys  di«l  attcui[>t  to  i>btain  a  claim  or  claims  for  an  adhesive  pnckinff  but 
not  for  an  adhesive  vmitinij  ftinnintr  a  i^ickin.::  in  combination  with  the  tiauged 
and  ci»nntersnnk  cover  and  lapiHil  joint.  I»ut  that  upon  the  citation  of  refer- 
en«.*es  theivto  s;iid  attorneys  cauvvlcd  s;ud  claim  or  claims  and  retaintnl  merely 
the  claim  now  si»t  forth  in  s;iid  Letters  I*atent :  ♦  *  ♦  that  at  the  time  said 
I^»tters  I*atent  wi'n*  issutnl  and  we!*e  examined  by  deiKinent  he  disci>vertHl  that 
the  claim  thcrtM»f  was  liniiteii  to  the  combination  of  a  sht^t-metal  <-an  with  a 
flangiHl  and  cmmtersunk  c»»ver.  and  consistinjir  of  rnl)!)er  cement  and  an  nsl)esto« 
film,  substantially  ^is  desiTibtnl:  tliat  to  the  best  of  deiH.)nent's  knowbMijre  and 
iM^ief,  no  cans  for  food  similar  to  liis  invention  bavin;;  Ihhmi  ever  made  prior 
to  said  invention,  deponent  was  greatly  disapiwunttM  tliat  liis  patent  was  nut 
is.su(Kl  to  a  l)ett<»r  advanta.i^e:  whereupon  he  inforuKMi  his  attornt\vs  tlwt  there 
were  other  ingreilients  tliat  could  l»e  ust^l  instead  of  rul>ber  cement  and  asl)e8- 
tos  to  constitute  the  atiixing  and  packing  miHlium  and  the  heat-resisting  and 
non-deleterions  surface  res|>ectively  and  that  theref«>re  the  claim  was  too  nar- 
row; whenMipon  his  said  attorneys  Informed  dei>onent  that  sjiid  claim  was  .ns 
broad  as  could  be  obtained  from  the  Patent  Ollice  in  vi(»w  of  the  i)revlous  state 
of  the  art  and  the  objections  of  the  Patent  Otiice;  that  thereui>on,  deiK>nent. 
relying  u|K>n  the  sjild  statement  of  his  attorneys  as  to  the  iwsition  and  objections 
of  tlu^  Patent  Offlce.  and  being  entirely  ignorant  of  the  reme<ly  of  a  defective 
pat(»nt  l).v  reissue  and  no  mention  of  such  a  remedy  having  Ik^u  made  by  his 
Hai<l  attorneys  took  no  further  steps, in  the  matter  but  very  reluctantly  accepted 
th«'  Kituatlim : 
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that  at  about  the  time  of  the  issuance  of  said  patent  deponent  formed  a  com- 
pany known  as  The  Max  Ams  Machine  C<mii)any  which  company  was  organized 
for  the  purpose  of  malcin^  and  selling  machines  for  making  tin  cans  for  food 
articles  and  for  making  and  selling  a  composition  for  use  in  producing  the  in- 
vention set  forth  in  the  said  Letters  Patent,  and  also  for  making  said  inven- 
tion and  that  said  company  did  carry  on  such  manufacture  and  sale ; 

that  appellant  was  abroad  from  May  until  November,  1897,  for  the 
purpose  of  having  a  surgical  operation  performed,  and  from  October, 
1899,  until  April,  1900,  he  was  '•  distressed  and  worried  over  the  ill- 
ness and  death  of  his  wife;" 

tbat  In  coDsequenoe  of  these  circumstances  whereby  he  was  unable  to  devote 
much  if  any  time  to  the  business  of  the  said  The  Max  Ams  Machine  Company, 
said  business  did  not  develop  and  did  not  attain  much  importance;  that  the 
said  The  Max  Ams  Machine  Company's  business  was  and  is  a  side  issue  with 
nearly  all  his  time  since  the  issue  of  said  patent  to  his  said  main  business; 
•  **♦*** 

that  in  view  of  the  above  circumstances  deponent  has  been  obliged  to  devote 
nearly  all  his  time  since  the  issue  of  said  patent  to  his  said  main  business; 

that  appellant  subsequently  intrusted  the  management  of  said  com- 
pany to  his  son,  who  in  December,  1901,  through  other  counsel 
learned  "  of  the  proceeding  and  remedy  known  as  reissue  of  a 
defective  patent;  "  that  appellant  thereupon  authorized  the  filing  of 
this  application  for  reissue ;  that  he  believes — 

theref  is  great  danger  that  his  invention  will  be  appropriated  and  his  rights 
thereto  invaded  by  parties  who  may  make,  use  and  sell  his  real  invention  with- 
out embodying  it  in  the  particular  form  set  forth  in  the  claim  of  said  I-^etters 
Patent ;  and  by  substituting  for  either  or  both  of  the  ingredients  of  the  coating 
set  forth  in  said  claim  other  ingredients  or  for  both  of  said  ingredients  a  single 
ingredient,  thereby  avoiding  or  attempting  to  avoid  said  claim  while  really 
appropriating  the  essence  of  deponent's  invention. 

All  doubt  as  to  the  scope  and  purpose  of  this  reissue  application 
is  removed  by  reading  the  above  affidavit.  The  patentee  therein 
frankly  states  that  he  was  greatly  disappointed  at  the  time  his 
patent  was  issued  because  of  the  narrow  and  limited  nature  of  the 
claim  granted  him;  that  he  now  fears  others  will  take  advantage  of 
his  failure  to  obtain  a  broader  claim  unless  this  reissue  is  allowed. 

No  good  purpose  will  be  subserved  by  a  reiteration  of  the  well- 
established  rules  applicable  to  such  a  case  as  this.  Suffice  it  to  say 
that  a  delay  of  two  years  in  filing  an  application  for  a  reissue  of  a 
patent  with  broader  claims  will  usually  be  treated  as  an  abandon- 
ment to  the  public  of  everything  not  claimed  in  the  original.  This 
rule  is  based  upon  the  analogy  between  a  reissue  application  and  the 
case  of  an  inventor  who  fails  to  apply  for  a  patent  of  his  invention 
within  two  years  from  the  date  of  its  public  use  or  sale,  which  the 
statute  ordains  is  conclusive  evidence  of  its  abandonment.  (See  in  re 
Starkey,  C.  D.,  1903,  607;  104  O.  G.,  2150;  21  App.  D.  C,  519,  and 
cases  cited  therein.) 
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The  facts  relied  upon  by  the  patentee  do  not,  in  our  opinion*  con- 
stitute a  suflScient  excuse  for  his  lack  of  diligence.  As  above 
stated,  his  invention  is  a  simple  one,  and  his  patent  as  issued  clearly 
and  definitely  describes  it.  The  real  object,  therefore,  of  this  appli- 
cation is  to  secure  something  not  originally  claimed,  or,  if  claimed, 
not  pressed  or  abandoned.  In  such  a  case  unusual  circumstances 
must  be  present,  or  the  delay  will  be  fatal.  No  such  circumstances 
are  shown  here.  Appellant  himself  immediately  discovered  that  his 
patent  was  "  too  narrow  "  and  after  discussing  the  subject  with  his 
attorneys  "  took  no  further  steps  in  the  matter  but  very  reluctantly 
accepted  the  situation."  He  now  asks  relief  because  he  believes  his 
then  attorneys  were  mistaken  as  to  the  law.  As  Mr.  Chief  Justice 
Fuller  aptly  observed  in  a  similar  case: ''  Manifestly  this  will  not  do.'' 
(Halliday  v.  Stewart,  151  U.  S.,  229.)  There  is  no  allegation  that 
his  attorney  did  not  act  in  good  faith ;  on  the  contrary,  it  is  expressly 
stated  that  they  informed  him  "  that  said  claim  was  as  broad  as 
could  be  obtained  from  the  Patent  Office  in  view  of  the  previous 
state  of  the  art  and  the  objections  of  the  Patent  Office.'^  That 
other  attorneys  undertook  to  appeal  from  the  judgment  of  the  Pat- 
ent Office  in  189G  to  its  judgment  in  1902  certainly  does  not  excuse 
the  intervening  delay.  If  the  patentee  did  not  think  the  attorneys 
who  prosecuted  his  original  application  thoroughly  understood  his 
invention,  and  for  that  reason  failed  to  obtain  as  broad  a  claim  as 
might  have  been  obtained,  he  should  have  consulted  other  counsel 
without  delay.  It  is  apparent,  however,  as  he  himself  says,  that 
this  was  merely  a  "  side  issue ''  with  him,  to  which  he  gave  little 
thought  or  attention  until  a  considerable  business  had  been  estab- 
lished, when  the  importance  of  his  invention  and  the  necessity  for 
giving  it  wider  scope  was  first  pressed  upon  him.  We  note  his  state- 
ment that  he  '*  knows  of  no  one  who  is  practicing  or  using  said  in- 
vention without  his  consent  or  whose  business  would  be  dominated 
by  the  reissue  of  said  Letters  Patent  to  protect  said  invention,"  but 
this  statement  would  not  justify  us  in  overruling  the  tribunals  of  the 
Patent  Office  and  granting  liini  a  patent  that  might  affect  the  busi- 
ness of  those  of  whom  appellant  has  no  pres(»nt  information.  More- 
over, we  believe  applications  for  reissue  filed  long  after  the  date  of 
the  patent,  and  which  have  for  their  object  the  enlargement  of  its 
claims,  should  be  discouraged,  and  should  be  countenanced  only  in 
exceptional  cases. 

The  decision  appealed  from  will,  therefore.  Ix^  affirmed,  and  it  is 
so  ordered.  The  clerk  of  the  court  will  certify  this  opinion  and  the 
proceedings  in  this  court  to  the  Connnissioner  of  Patents,  as  required 
by  law.    Affirmed. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

Bliss  v.  McElroy* 

Decided  Fehruary  5.  1901. 

(128  O.  G..  458.) 

Interferences — Priority — Delay  After  Alleged  Conception  and  Reduction 
TO  Practice. 
Where  an  inventor  after  an  alleged  reduction  to  practice  of  his  invention 
lays  it  aside  for  five  years,  during  which  time  he  files  several  domestic  and 
foreign  ai)i)Iications  and  develops  another  system  to  accomplish  the  same 
purpose  which  he  regards  as  superior,  and  fails  to  file  an  application  until 
after  the  grant  of  a  patent  to  another  for  the  same  invention  who  was  pro- 
ceeding in  good  faith,  he  is  guilty  of  inexcusable  laches. 

Mr.  W.  C.  Jones^  Mr.  J,  R.  Edson^  and  Mr.  R.  L.  Ames  for  Bliss. 
Mr.  Charles  Neace  and  Mr.  William  Duvall  for  McElroy. 

RoBB, /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
(CD.,  190C,  222;  122  O.  G.,  2687,)  in  an  interference  proceeding 
awarding  priority  of  invention  to  the  senior  party,  McElroy. 

The  counts  of  the  issue  relate  to  a  system  for  lighting  railway- 
vehicles  by  electricity,  and  are  as  follows : 

1.  In  a  system  of  lighting  rail  way- vehicles  electrically  the  combination  with 
an  axle,  of  a  dynamo-electric  generator  of  a  capacity  greater  than  the  normal 
lamp-load  driven  therel)y  having  its  field-magnet  strength  indei)endent  of  the 
armature-current,  electric  lamps  and  a  storage  battery  connected  in  multiple 
with  each  other  to  the  armature  of  said  generator,  a  potential -magnet  also  inde- 
pendent of  the  armature-current  connect(Ki  in  mutiple  to  the  sjiid  armature  and 
a  field-magnet  regulator  for  the  generator  controlled  by  the  said  magnet. 

2.  In  a  system  for  lighting  rail  way- vehicles  electrically  the  combination  with 
an  axle,  of  a  generator  of  a  cai)acity  greater  than  the  normal  lanifvload  driven 
thereby  having  its  fiold-mnguet  indei>endent  of  the  armature-current  and  ener- 
gized by  a  shunt-circuit,  electric  lamps  and  a  storage  battery  connected  in  mul- 
tiple with  each  other  to  the  armature  of  the  generator,  a  potential-magnet  also 
lndei)endent  of  the  armatuiv-current  connectc^d  to  the  armature  In  multiple  with 
the  said  lamps  and  battery,  a  clreuit-clost^r  in  the  main  circuit  between  the 
point  of  said  circuit  at  which  the  magnet  and  the  field-magnet  are  coiniected  on 
the  one  hand,  and  the  lamps  and  battery  are  connected  on  the  other  hand,  and 
an  oi>erating  connection  between  tlie  sid<l  circuit-closer  and  the  sjiid  magnet, 
whereby  the  said  magnet  and  the  field-magnet  will  be  i)ermanently  in  circuit, 
but  the  lamps  and  battery  will  have  their  circuit  connection  closed  by  the  said 
magnet. 

3.  In  a  system  for  lighting  railway-vehicles  electrically,  the  combination  with 
a  generator  driven  by  the  vehicle,  of  a  group  of  lamps  and  a  storage  battery 
connected  thereto  in  multiple,  a  regulator  for  the  dynamo,  a  second  regulator 
In  the  lamp-circuit,  and  a  magnet  measuring  the  potential  ai>i)lled  to  the  lamps 
and  controlling  the  said  second  regulator. 

4.  In  a  system  for  ligliting  railway-vehicles  electrically,  the  combination  with 

Birator  driven  by  the  vehicle,  of  a  storage  battery  connected  ther^^ft,  ^ 
of  lamps  connected  thereto  in  multli)le  w\t\i  t^e  ballot's,  «l  xe^VeXax^i^  ^^ 
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the  lamp  branch  in  series  with  the  lamps,  a  regulator-magnet  between  said 
resistance  and  the  dynamo  measuring  the  storage-battery  conditions,  a  regu- 
lator controlled  thereby,  and  supplementary  regulating  devices  controlled  by  a 
magnet  in  the  lamp  branch  measuring  the  lamp  conditions. 

5.  In  a  system  for  lighting  railway- vehicles  electrically,  the  combination  with 
a  generator  of  a  capacity  greater  than  the  normal  lamp-load  driven  by  an  axle, 
of  lamps  and  a  storage  battery,  a  switch  in  the  main-line  circuit  between  the 
said  lamps  and  the  battery  and  the  generator,  three  shunt-magnates  all  inde- 
pendent of  the  armature-current  but  connected  to  the  main  line  between  the  said 
switch  and  the  generator,  one  being  the  fleld-magnet,  another  controlling  the 
field-magnet,  and  the  third  controlling  the  said  switch,  and  two  magnets  con- 
nected to  the  main  line,  one  being  a  series  magnet  controlling  the  opening  of  the 
said  switch,  and  the  other  being  a  shunt-magnet  for  regulating  the  current 
delivery  to  the  lamps. 

6.  In  a  system  for  lighting  railway-vehicles  electrically,  the  combination  with 
an  axle,  of  a  generator  of  a  capacity  greater  than  the  normal  lan^nload  dHven 
thereby  at  a  variable  speed,  a  ix)tential-magnet  permanently  connected  in  a 
shunt-circuit  from  the  armature,  lamps  and  a  storage  battery  having  their  con- 
nection with  tbe  said  generator  controlled  by  the  iwtential  of  the  system  and 
their  disconnection  therefrom  by  the  current  of  the  system,  a  shunt-circuit  con- 
taining the  field-magnet  of  the  generator,  a  resistance  in  said  circuit,  a  motor 
operating  the  resistance  and  a  director  for  the  said  motor  controlled  by  the 
said  potential-magnet  so  as  to  be  set  and  maintained  for  one  direction  of  action 
of  said  motor  or  another  as  long  as  the  potential  of  the  system  is  either  above 
or  below  the  point  determined  by  the  said  magnet. 

7.  In  a  system  for  lighting  railway-vehicles  electrically,  the  combination  with 
a  generator,  of  an  automatic  connection-switch  set  to  connect  the  generator  to 
the  line  at  a  given  si)eed,  a  storage  battery  permanently  connected  to  the  line 
while  the  said  switch  is  clostHi.  olwtric  lamps  intermittently  connected  to  the 
line  while  the  said  switch  is  cIoschI,  a  magnet  measuring  the  generator  itotential, 
a  current-changing  regulator  controlled  by  the  said  magnet  and  adjusting  the 
amount  of  the  battery -current  to  the  counter  ekK-tromotive  force  of  tlie  battery 
whenever  the  lamps  are  disconnectwl,  and  a  resistance  in  the  lamp  branch  de- 
termining, together  with  the  said  magnet,  the  iK)tentiaI  applied  to  the  lamps 
whenever  both  lamps  and  battery  are  connected  to  the  generator. 

8.  In  a  system  for  lighting  railway-vehicles  electrically,  the  combination  with 
lamps  and  a  storage  battery  in  multiple  of  a  constant-i)otentlal  dynamo  driven 
by  the  vehicle  at  an  intermittent  and  varible  speed  and  having  a  capacity  suffi- 
cient to  simultaneously  operate  tbe  lamps  and  charge  the  battery  and  a  current- 
varying  regulator  for  the  dynamo  adjusting  the  volume  of  armature-current  to 
either  the  lamps  along  (the  battery  being  chargeil)  to  the  battery  along  (the 
lamps  being  out  of  use,)  or  to  lamps  and  battery  together. 

The  senior  party,  McElroy,  filed  his  application  September -9,  1901, 
upon  which  a  patent  issued  February  17,  11)03.  He  has  taken  no  tes- 
timony and,  therefore,  nnist  stand  upon  his  filin<r  date.  Bliss  filed 
his  application  September  10,  1904,  wdiich  is  subse(|uent  to  the  date 
of  the  McElroy  patent.  As  to  counts  1  and  8  of  the  issue,  however, 
Bliss  ccmtends  that  the  burden  of  proof  is  not  so  heavily  upon  him 
because  those  counts  are  a  continuation  of  an  application  filed  by  him 
February  20,  1902,  while  the  McElroy  application  was  still  pending 
in  the  Patent  Office.    This  contention  is  contested  by  McElroy,  but 
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we  incline  to  accept  the  view  of  the  Examiner  of  Interferences,  who 
alone  of  the  Patent  Office  tribunals  passed  upon  the  question,  that 
these  counts  "  appear  to  be  fairly  described  in  the  earlier  applica- 
tion.'' 

The  Examiner  of  Interferences  and  the  Board  of  Examiners-in- 
Chief  hold  that  Bliss  has  failed  to  prove  reduction  to  practice  prior 
to  McElroy-s  filing  date.  The  Commissioner,  without  considering 
the  evidence  bearing  upon  that  question,  finds  that — 

his  very  long  delay  in  asserting  claim  to  the  invention  discredits  his  allegations 
of  a  successful  test  of  the  invention  and  makes  it  necessary  to  resolve  against 
him  any  doubt  in  the  matter. 

Each  of  the  three  tribunals  of  the  Patent  Office  finds  that,  regard- 
less of  the  question  of  reduction  to  practice.  Bliss  has  forfeited  any 
right  he  may  have  had  by  inactivity  and  delay.  We  proceed  to  a 
consideration  of  this  question  without  expressing  any  opinion  as  to 
whether  the  experiments  and  tests  of  Mr.  Bliss  in  1897  constituted  a 
reduction  to  practice. 

Mr.  Bliss  is  an  electrical  engineer.  From  the  spring  of  1897  down 
to  the  time  he  testified  in  this  proceeding  he  devoted  all  his  time  to 
the  invention  of  electric-lighting  systems  for  railway-cars.  The  sys- 
tem involved  in  this  issue  was  the  first  to  engage  his  attention.  This, 
he  states,  he  conceived  in  the  early  spring  of  1897,  and  immediately 
proceeded  to  construct  in  the  cellar  of  128  Front  street,  New  York 
city,  where  he  asembled  it  for  the  first  time  about  the  middle  of 
June,  1897;  that  he  then  devoted  several  weeks  "  to  testing  it  under 
conditions  as  nearly  like  those  that  would  obtain  upon  a  railroad- 
car  "  as  he  could  reproduce ;  that  some  of  these  tests  were  made  in 
the  presence  of  three  witnesses,  one  of  whom  was  his  brother  and  the 
other  two  close  friends,  and  who  all  testified  in  reference  thereto. 
The  result  of  these  tests,  according  to  the  testimony  of  Mr.  Bliss,  con- 
vinced him  that  he  was  "  in  possession  of  a  thoroughly  practical  sys- 
tem." He  was  not  convinced,  however,  that  this  system  as  he  had  de- 
veloped it  '*  was  the  ultimate  solution  of  the  problem  of  axle-ligiit- 
ing."    He  thus  frankly  criticises  his  own  invention : 

I  would  state  that  while  this  apparatus  was  exceptionally  well  built  and 
performed  its  functions  under  test  in  a  highly  satisfactory  manner,  a  knowledge 
of  railroad  conditions  led  me  to  analyze  and  criticise  my  own  work  with  the 
object  in  view  of  being  able  to  ofifer  to  the  public  a  far  better  system  of  car- 
lighting.  This  apparatus,  while  nothing  like  as  complicated  and  trappy  as 
systems  of  a  similar  nature  found  to-day  having  had  an  advantage  of  some  eight 
years  in  which  to  have  had  their  crudeness  reduced  and  their  opera tiveness 
enhanced,  was  to  my  mind  too  delicate,  too  complicated,  too  subject  to  derange- 
ment, too  costly  to  maintain,  and  not  quick  enough,  accurate  enough,  or  reliable 
enough  in  Its  oi)eratlon  to  warrant  its  being  foisted  uiK)n  the  public. 

Thereupon  the  apparatus  comprising  this  system  "was  carefully 
dismantled,  cleaned  up,  and  set  temporarily  to  oiva  ^vfikfe^"*  ^V«t<^>X» 
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remained  so  far  as  the  evidence  discloses  until  the  application  herein 
was  filed.  Immediately  after  dismantling  this  apparatus  Mr.  Bliss 
applied  himself  to  the  development  of  another  system.  That,  he 
worked  with  great  industry  and  success  is  evidenced  by  the  fact  that 
his  next  system  called  the  "  bucker  "  was  actually  con^ructed  during 
the  months  of  July,  August,  and  September,  1897,  and  an  application 
for  patent  thereon  filed  October  14,  1897,  which  was  granted  March 
29,  1898.  The  bucker  system  was  tested  without  delay,  and  early  in 
1898  permission  was  obtained  to  install  it  on  a  Pullman  car,  and  it 
was  in  fact  installed  on  such  car  in  March  of  that  year.  Mr.  Bliss 
was  asked  why  he  placed  the  bucker  system  on  the  car  instead  of  his 
original  system,  and  frankly  answered  that  he  did  so  "  because  the 
bucker  system  overcame  all  of  the  difficulties  encountered  in  the  other 
apparatus."  Subsequently  the  Bliss  Electric  Car  Lighting  Company 
was  organized,  and  Mr.  Bliss  was  given  a  salary  of  $3,000  per  year. 
The  bucker  system  w^as  developed,  and  exploited,  and  installed  on 
ears  of  different  railroads,  but  absolutely  nothing  was  done  with  the 
other  system  so  far  as  the  record  discloses.  Mr.  Bliss  was  asked  by 
his  counsel  whether  he  tried  to  sell  ^Hhese  systems  "  to  the  Pennsyl- 
vania Railroad  Company,  or  to  any  other  company.  To  this  question 
Mr.  Bliss  answered : 

I  made  continual  efforts  to  sell  this  npparatns  to  other  railroads  besides  tbe 
Pennsylvania  K.  K.  Co.  and  the  Pullman  Co. 

Mr.  Bliss  further  testified  that  he  developed  the  bucker  system  in 
preference  to  the  one  in  issue  because  it  "'  appeared  to  be  a  structure 
far  less  liable  to  deran^ifenient  when  placed  in  actual  service:''  that 
there  was  nothing  particularly  delicate  about  the  bucker  system;  that 
"  the  bucker  proposition  looked  more  hopeful  from  a  financial  stand- 
point; "  that  his  father,  who  had  advanced  money  to  the  enterprise, 
''  insisted  upon  driving  the  bucker  invention  through  to  a  finish,  re- 
gardless of  anything  else/' 

Mr.  Bliss  made  no  attempt  to  secure  a  patent  on  any  feature  of  the 
invention  in  issue  until  after  he  discovered  that  a  patent  involving  the 
invention  had  issued  to  one  Creveling  December  10,  1001,  although 
he  had  since  his  conception  of  this  invention  obtained  several  do- 
mestic and  several  foreign  patents  on  other  inventions.  On  February 
20,  1002,  shortly  after  his  discovery  of  the  Creveling  patent  and  abotrf 
fire  i/rars'  (iffcr  he  had  rotuchud  tlm  thV(tdio)i.  and,  as  he  contends, 
had  reduced  the  same  to  practice,  he  filed  the  application  to  which  we 
have  heretofore  alluded.  The  application  herein  was  not  filed  by  him 
until  more  than  a  year  and  a  half  after  a  patent  had  l)een  issued  to 
"  McElroy,  and  more  than  six  yeai*s  and  a  half  after  the  alleged  con- 
ception and  reduction  to  practice  by  Bliss. 

Mr.  Bliss,  in  answer  to  this  cumulative  and  overwhelming  evidence 
of  lack  of  diligence,  says  his  means  were  so  limited  that  he  could 
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patent  only  such  inventions  as  he  made  public ;  that  the  evidence  does 
not  affirmatively  show  abandonment  by  him,  and  that  he  did  not  in 
fact  intend  to  abandon  his  invention ;  that  as  to  counts  1  and  8  of  the 
issue  McElroy  had  not  given  "  the  invention  of  these  counts  to  the 
public,  either  by  patent  or  by  public  use,"  when  the  earlier  Bliss  ap- 
plication was  filed,  and  that,  therefore,  the  rule  announced  in  Mason 
y.Hephum  (C.  D.,  1898,  510;  84  O.  G.,  147;  13  App.  D.  C,  86)  is  not 
applicable  to  these  counts. 

In  Mason  v.  Hepburn^  Mason  delayed  the  filing  of  his  application 
about  seven  years  after  conception  and  reduction  to  practice,  while 
Hepburn's  application  was  filed  about  nine  months,  and  a  patent  was 
issued  to  him  about  four  months,  prior  to  Mason's  filing  date.  In 
that  case  as  in  the  instant  case  the  evidence  cast  no  cloud  on  the  good 
faith  of  the  senior  party,  and  the  court  observed  that  his  invention 
was  an  independent  act.  After  a  very  thorough  and  careful  analysis 
of  the  leading  cases  applicable  to  the  question  involved,  the  Court 
said: 

Considering,  then,  this  paramount  interest  of  the  public  in  its  bearing  upon 
the  question  as  presented  here,  we  thinlc  it  imi)eratively  demands  tliat  a  sub- 
sequent inventor  of  a  new  and  useful  manufacture  or  improvement  who  lias 
diligently  pursued  his  labors  to  the  procurement  of  a  patent  in  good  faith  and 
without  any  knowledge  of  the  preceding  discoveries  of  another  shall,  as 
against  that  other,  who  has  deliberately  concealed  the  knowledge  of  his  inven- 
tion from  the  public,  be  regarded  as  the  real  inventor  and  as  such  entitled  to 
his  reward. 

In  Thomson  v.  Weston  (C.  D.,  1902,  521;  99  O.  G.,  864;  19  App. 
D.  C,  373)  there  was  a  delay  of  about  four  years  by  Thomson  after 
conception  and  reduction  to  practice  in  filing  his  application,  and 
Weston's  patent  antedated  by  a  few  months  the  Thomson  application. 
After  referring  to  the  decision  in  Mason  v.  Hepburn  (C.  D.,  1898, 
610;  84  O.  G.,  147;  13  App.  D.  C,  86)  the  Court  said: 

It  is  true  that  the  time  of  concealmeut  in  this  case  was  something  less  than 
four  years  as  against  seven  years  In  that.  The  mere  difference  in  time,  however, 
is  not  suflSclent  to  affect  the  api)llcation  of  the  principle,  for  It  Is  as  certain 
in  one  case  as  in  the  other  that  the  application  for  patent  was  solely  stimulated 
by  the  publication  of  the  patent  granteil  to  another  inventor.  No  substantial 
or  even  plausible  excuse  for  Thomson's  inaction  is  disclosed  by  the  testimony. 

♦  ♦  ♦  The  particular  object  of  the  beneficence  of  the  patent  law  is  the  indi- 
vidual who  first  conceives,  and  with  diligence  i)erfects  an  invention.  And  where 
one  tias  complete<l  the  act  of  invention  his  right  to  the  reward  in  the  form  of 
a  patent  becomes  complete  save  in  two  instances  that  may  be  satisfactorily 
shown  to  exist.  P^irst,  he  loses  the  right  as  against  the  public  in  general  by  a 
public  use  for  the  statutory  period.  Second,  by  his  deliberate  concealment  or 
suppression  of  the  knowhnlge  of  his  invention  he  subordinates  his  claim,  in 
accordance  with  the  general  iwlicy  of  the  law  in  the  promotion  of  the  public 
interest,  to  that  of  another  and  bona  fide  inventor  who  during  the  period  of 
inaction  and  concealment  shall  have  given  the  benefit  of  the  discovery  to  the 
poblic.  Viewed  In  the  light  of  **  the  true  policy  and  ends  ot  XXjl^  \«A.<i\NX.  \^^^^ 
the  latter  is  the  first  to  Invent,  and  therefore  entitled  to  tXie  te^^x^. 
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fusal  to  testify  at  Maltby's  request  were  part  of  an  effort  to  secure 
better  terms  from  his  assignee.  When  Peller  executed  the  applica- 
tion in  interference  he  testified  under  oath  that  he  was  the  inventor 
of  the  invention  of  the  issue  and  we  do  not  find  evidence  sufficient  to 
overcome  it.  The  decision  of  the  Commissioner  is  affirmed.  The 
clerk  of  this  court  will  certify  this  opinion  and  the  proceedings  in 
this  court  to  the  Commissioner  of  Patents  according  to  law. 


[Coart  of  Appeals  of  the  District  of  Columbia.] 

In  re  Ams. 

Decision  February  5,  1907. 
(127  0.  G.,  3644.) 

1.  Reissue — Delay  of  Two  Yeabs — Pbesumption  op  Abandonickht. 

Delay  of  two  years  in  filing  an  application  for  a  reissue  of  a  patent  wttli 
broader  claims  will  usually  be  treated  as  an  abandonment  to  tbe  pabHc  of 
everytbing  not  claimed  in  the  original.  This  rule  is  based  upon  the  analof^ 
between  a  reissue  application  and  the  case  of  an  inventor  who  fkils  to 
aijply  for  a  i)atent  of  his  invention  within  two  years  from  the  date  of  its 
public  use  or  sale,  which  the  statute  ordains  is  conclusive  evidence  of  its 
abandonment.  (See  in  re  Starkcy,  C.  D.,  100.%  007;  104  O.  G..  2150;  21 
App.  D.  C,  510,  and  cases  cited  therein.) 

2.  Same — Ix)ng  Dklay — Failurk  of  Attorneys  to  T'ndebstand  Inventtoic. 

Where  the  invention  covered  by  a  i)atent  is  simi)le  and  the  patent  clearly 
and  definitely  describes  it,  and  th<'  i)atent(H^  iuuuiHliately  ui)on  the  issue 
thereof  discovers  that  tlie  single  claim  allowed  is  t^>o  narrow  and  does  m>t 
proiK»rly  cover  his  invention,  and  uih)u  calling  his  attorney's  attention  to 
this  fact  they  advised  him  that  the  claim  was  as  broad  as  could  be  obtaine<l, 
and  It  does  not  apr>ear  that  they  nctiMl  in  bad  faith.  Held  that  a  delay  of 
five  years  in  seeking  a  reissue  cannot  be  excused  uix)n  the  plea  that  tbe 
original  attorneys  did  not  understand  the  invention,  since  under  the  cir- 
cumstances it  was  the  duty  of  the  i)atentee  to  consult  other  counsel  without 
delay. 

J//'.  77.  P.  Doolittle  for  the  appelhiiit. 

Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

RoBB,  ./. ; 

This  is  an  appeal  from  concurrent  decisions  of  the  Patent  Office 
tribunals  refusing  to  reissue  a  patent.  (C.  D.,  190G.  424;  1*25  O.  fi., 
847.)  The  original  patent,  issued  November  *>,  1890,  relates,  quoting 
from  the  s}>ecification,  '*  to  a  sheet-metal  can  designed  for  packing 
food  products,  and  more  particularly  to  an  improved  construction  of 
the  seam  l)etween  the  can-body  and  the  cover,''  and  is  described  in  said 
specifications  as  follows: 
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The  sheet-metal  cover  is  countersunk  or  depressed  at  its  center,  so  as  to  be 
provided  with  an  upright  neck  or  shoulder,  which  is  adapted  to  fit  snugly  within 
the  opening  of  the  can-body.  Around  this  neck  the  cover  is  provided  with  the 
laterally-extending  flange,  which  should  be  considerably  wider  tlian  the  flange. 
After  the  cover  has  been  pressed  into  the  above-described  form  its  neck  and 
flange  are  covered  with  an  air-excluding  adhesive  body,  that  adheres  to  the  cover 
and  constitutes  in  effect  a  packing.  This  coating  consists  of  a  layer  of  rubber 
cement,  which  may  be  applied  to  the  parts  tcith  a  brush,  and  a  thin  layer  of 
asbestos  pulp,  which  forms  a  film  on  the  surface  of  the  cement.  ♦  ♦  ♦  The 
rubber  in  my  improved  packing  forms  the  air-excluding  body  proper,  while  the 
asbestos  forms  a  coating  or  skin  upon  the  surface  of  the  same  which  greatly  in- 
creases the  tightness  of  the  Joint.  Thus  a  packing  of  superior  merit  is  produced, 
and,  moreover  the  resistance  offered  by  the  ordinary  washers  to  the  crimping 
operation  and  the  consequent  frequent  imperfections  of  the  seam  are  entirely 
avoided. 

The  application  contained  but  one  claim,  which  is  as  follows : 

The  combination  of  a  sheet-metal  can  with  a  flanged  and  countersunk  cover 
and  with  an  adhesive  coating  secured  to  the  cover,  and  consisting  of  rubber 
cement  and  an  asbestos  fllm,  substantially  as  and  for  the  purpose  specified. 

More  than  five  years  after  the  date  of  the  original,  namely  on  March 
31,  1902,  appellant  filed  his  application  for  a  reissue.  Owing  to  the 
simplicity  of  the  invention,  the  exactness  with  which  it  is  described  in 
the  original  'application,  the  specific  and  limited  nature  of  the  claim 
therein,  and  the  long  delay  attending  the  filing  of  this  reissue  applica- 
tion, we  must  carefully  scrutinize  the  reasons  assigned  by  the  patentee 
why  it  should  be  allowed.    The  reissue  claims  are  as  follows : 

1.  A  metal  can  comprising  a  can-body  and  cover  and  joined  by  a  crimpeil 
seam  having  on  one  side  of  said  parts  at  the  seam  portion  a  permanently  fixed 
composition  coating  forming  the  packing  means,  substantially  as  described. 

2.  A  metal  can  for  containing  food  products  having  a  can-body  and  its  cover 
Joined  by  a  crimp-joint  composed  of  overlapped  and  tightly-closed  flanges  in 
combination  with  a  heat-resisting,  non-deleterious  composition  inherently  ad- 
hesive in  application  and  fixed  to  the  neck  of  the  can  at  said  joint  in  a  dry  coat- 
ing or  layer  and  forming  a  packing  between  said  fianges,  substantially  as 
described. 

3.  An  air  and  water  tight  packing  for  a  joint  for  a  sheet-metal  can-bcxiy  anJ 
its  cover  designed  for  food  products,  consisting  of  an  inherent  adhesive,  heat- 
resisting  non-deleterious  yielding  coating  dried  on  said  cover  and  indei>endent 
of  the  can-body,  substantially  as  described. 

4.  In  a  joint  for  a  metal  can-body  and  its  cover,  a  fixed  coating  forming  a 
[lacking  for  said  joint  and  plastered  on  one  of  said  parts,  said  coating  consist- 
ing of  an  adherent  and  packing  layer  affixed  to  the  article  and  an  outside  non- 
deleterious  and  heat-resisting  layer  or  film,  substantially  as  described. 

5.  The  combination  of  a  sheet-metal  can  with  a  flanged  and  countersunk  cover 
and  with  an  adhesive  coating  secured  to  the  cover,  and  consisting  of  rubber 
cement  and  an  asbestos  film,  substantially  as  and  for  the  purpose  specified. 

6.  A  sheet-metal  can  designed  for  packing  for>d  products,  comprising  a  can- 
body  and  a  cover,  said  body  and  cover  connected  l)y  a  lap-joint,  in  combination 
with  a  tight  packing  for  sealing  the  cover  and  l>ody  independent  of  the  lap-joint, 
said  packing  consisting  of  a  non -deleterious,  heat-resisUw^,  «AT-^^Q\\3k!WsL^  ^»i\. 
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adhesive  plastered  compound  extending  into  every  portion  of  the  lap-joint  and 
between  the  inner  surface  of  the  can-body  and  the  neck  of  the  cover,  sabstan- 
tially  as  described. 

In  appellant's  affidavit,  accompanying  his  reissue  application,  he 
states  that  the  original — 

Letters  Patent  do  not  protect  and  cover  by  their  claim  the  real  invention  of  de- 
ponent nor  its  equivalent,  but  only  a  imrticnlar  form  of  embodiment  thereof, 
such  defect  being  due  to  the  omission  to  claim  the  following  essential  parts  of 
the  invention,  namely,  a  fixed  coating  forming  the  packing  in  combination  with 
the  joint  of  the  can  and  cover ;  second,  the  heat-resisting  character  of  the  coat- 
ing, apart  from  the  particular  ingredients  thereof;  third,  the  non-deleterious 
character  of  the  coating  apart  from  the  particular  ingredients  thereof;  fourth, 
the  feature  of  having  a  coating  consisting  of  an  adherent  medium  affixed  to  a 
complementary  part  of  the  article  to  be  joined  and  a  heat-resisting  and  non- 
deleterious  film  or  covering  without  limitation  to  the  particular  ingredients  em- 
ployed: fifth,  in  combination  with  the  crimped  joint  of  the  can  and  cover,  a 
packing  consisting  of  an  adhesive  water  and  air  tight,  heat-resisting,  noQ-del- 
eterious  coating  applied  to  said  cover,  all  of  which  enumerated  parts  or  fu- 
tures are  essentia  1  characteristics  of  the  coating  described  and  claimed  or  neces- 
sarily of  any  coathig  which  is  the  true  equivalent  thereof; 

that  he  carefully  explained  his  invention  to  his  attorneys  at  the  time 
of  making  the  original  application,  and — 

informed  his  attorneys  that  he  wanted  to  have  a  claim  for  an  adhesive  caatin§ 
forming  a  packing  in  combination  with  the  flanged  and  countersunk  cover  and 
lapped  joint;  that  he  does  not  believe  that  said  attorneys  ever  understood  the 
deponent's  explanation  of  the  value  of  his  invention  and  its  essential  features; 
that  deponent  was  informed  by  his  attorneys  that  a  claim  such  as  he  has  above 
set  forth  could  not  be  obtained;  but  that  he  is  informed  and  l)elieves  that  said 
attorneys  did  attenii)t  to  obtain  a  claim  or  claims  for  an  adhesive  packing  but 
not  for  an  adhesive  coating  forming  a  i)acking  in  combination  with  the  flanged 
and  countersunk  cover  and  lapped  joint,  but  that  upon  tbe  citation  of  refer- 
ences thereto  said  attorneys  canceUMl  siiid  claim  or  claims  and  retained  merely 
the  claim  now  set  forth  in  said  Letters  Patent;  ♦  ♦  ♦  that  at  the  time  said 
letters  Patent  were  issued  and  were  examined  by  deponent  he  disc'overed  that 
tbe  claim  thereof  was  liuiittKl  to  the  combination  of  a  sheet-metal  can  with  s 
flanged  and  countersunk  cover,  and  consisting  of  rnbl)er  cement  and  an  asN^stos 
film,  substantially -as  described;  that  to  the  best  of  deponent's  knowledge  and 
belief,  no  cans  for  food  similar  to  his  invention  having  btvn  ever  made  prior 
to  said  invention,  deponent  was  greatly  disappointed  that  his  patent  was  not 
issued  to  a  better  advantage;  whereuiUMi  h(»  inf(>rnipd  his  att(>rneys  that  there 
were  other  ingnnlients  that  could  be  usiHl  instead  of  rubber  cement  and  asbes- 
tos to  constitute  the  atfixing  and  packing  medium  and  the  heat-resisting  and 
non-deleterious  surface  resi)ectively  and  that  therefore  the  claim  was  i<x>  nar- 
row;  whereui)on  his  said  attorneys  informed  dei)onent  that  said  claim  was  as 
broad  as  could  be  obtained  from  the  Patent  Oliice  in  view  of  the  previous  state 
of  the  art  and  the  objections  of  the  Patent  Otfic(»;  that  thereupon,  deponent, 
relying  uikmi  the  said  statement  of  his  attorneys  as  to  the  iM>siti(m  and  objectSoos 
of  the  Patent  Office,  and  l>eing  entirely  ignorant  of  the  n^jnt^iy  of  n  <U*fiH^tivi* 
imtent  by  reissue  and  no  mention  of  such  a  remedy  having  been  vnuU*  by  bi* 
said  attorneys  took  no  further  steps, in  the  matter  but  very  reAiactaatly  «ct!«?p^^ 
the  situation; 

#  #  *  *  * 
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that  at  about  the  time  of  the  issuance  of  said  imtent  deponent  formed  a  com- 
pany known  as  Tlie  Max  Ams  Machiue  Company  which  company  was  organized 
for  the  purpose  of  malcin^  and  selling  machines  for  malting  tin  cans  for  food 
articles  and  for  malting  and  selling  a  composition  for  use  in  producing  the  in- 
vention set  forth  in  the  said  Letters  Patent,  and  also  for  making  said  inven- 
tion and  that  said  company  did  carry  on  such  manufacture  and  sale; 

that  appellant  was  abroad  from  May  until  November,  1897,  for  the 
purpose  of  having  a  surgical  operation  performed,  and  from  October, 
1899,  until  April,  1900,  he  was  '•  distressed  and  worried  over  the  ill- 
ness and  death  of  his  wife:" 

that  in  consequenoe  of  these  circumstances  whereby  he  was  unable  to  devote 
much  if  any  time  to  the  business  of  the  said  The  Max  Ams  Machine  Company, 
said  business  did  not  develop  and  did  not  attain  much  importance;  tliat  the 
said  The  Max  Ams  Machine  Company's  business  was  and  is  a  side  issue  with 
nearly  all  his  time  since  the  issue  of  said  patent  to  his  said  main  business ; 
*  *  *  m  •  *  * 

that  in  view  of  the  above  circumstances  deponent  has  been  obliged  to  devote 
nearly  all  his  time  since  the  issue  of  said  patent  to  his  said  main  business; 

that  appellant  subsequently  intrusted  the  management  of  said  com- 
pany to  his  son,  who  in  December,  1901,  through  other  counsel 
learned  "  of  the  proceeding  and  remedy  known  as  reissue  of  a 
defective  patent ;  "  that  appellant  thereupon  authorized  the  filing  of 
this  application  for  reissue ;  that  he  believes — 

therof  is  great  danger  that  his  invention  will  be  appropriated  and  his  rights 
thereto  invaded  by  parties  who  may  make,  use  and  sell  his  real  invention  with- 
out embodying  it  in  the  particular  form  set  forth  in  the  claim  of  said  Letters 
Patent;  and  by  substituting  for  either  or  both  of  the  ingredients  of  the  coating 
set  forth  in  said  claim  other  ingredients  or  for  both  of  said  ingredients  a  single 
Ingredient,  thereby  avoiding  or  attempting  to  avoid  said  claim  while  really 
appropriating  the  essence  of  deixnient's  invention. 

All  doubt  as  to  the  scope  and  purpose  of  this  reissue  application 
is  removed  by  reading  the  above  affidavit.  The  patentee  therein 
frankly  states  that  he  was  greatly  disappointed  at  the  time  his 
patent  was  issued  because  of  the  narrow  and  limited  nature  of  the 
claim  granted  him ;  that  he  now  fears  others  will  take  advantage  of 
his  failure  to  obtain  a  broader  claim  unless  this  reissue  is  allowed. 

No  good  purpose  will  be  subserved  by  a  reiteration  of  the  well- 
established  rules  applicable  to  such  a  case  as  this.  Suffice  it  to  say 
that  a  delay  of  two  years  in  filing  an  application  for  a  reissue  of  a 
patent  with  broader  claims  will  usually  be  treated  as  an  abandon- 
ment to  the  public  of  everything  not  claimed  in  the  original.  This 
rule  is  based  upon  the  analogy  between  a  reissue  application  and  the 
case  of  an  inventor  who  fails  to  apply  for  a  patent  of  his  invention 
within  two  years  from  the  date  of  its  public  use  or  sale,  which  the 
statute  ordains  is  tonclusive  evidence  of  its  abandonment.  (See  in  re 
\St/Erkey,  C  D.,  11^03,  607;  104  O.  G.,  2150;  21  App.  D.  C,  519,  and 
LjiUted  therein.) 
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The  facts  relied  upon  by  the  patentee  do  not,  in  our  opinion,  con- 
stitute a  sufficient  excuse  for  his  lack  of  diligence.  As  above 
stated,  his  invention  is  a  simple  one,  and  his  patent  as  issued  clearly 
and  definitely  describes  it.  The  real  object,  therefore,  of  this  appli- 
cation is  to  secure  something  not  originally  claimed,  or,  if  claimed, 
not  pressed  or  abandoned.  In  such  a  case  unusual  circumstances 
must  be  present,  or  the  delay  will  be  fatal.  No  such  circumstances 
are  shown  here.  Appellant  himself  immediately  discovered  that  his 
patent  was  "  too  narrow  "  and  after  discussing  the  subject  with  his 
attorneys  "  took  no  further  steps  in  the  matter  but  very  reluctantly 
accepted  the  situation."  He  now  asks  relief  because  he  believes  his 
then  attorneys  were  mistaken  as  to  the  law.  As  Mr.  Chief  Justice 
Fuller  aptly  observed  in  a  similar  case : ''  Manifestly  this  will  not  do."^ 
(Halliday  v.  Stewart^  151  U.  S.,  229.)  There  is  no  allegation  that 
his  attorney  did  not  act  in  good  faith ;  on  the  contrary,  it  is  expressly 
stated  that  they  informed  him  "  that  said  claim  was  as  broad  as 
could  be  obtained  from  the  Patent  Office  in  view  of  the  previous 
state  of  the  art  and  the  objections  of  the  Patent  Office.'^  That 
other  attorneys  undertook  to  appeal  from  the  judgment  of  the  Pat- 
ent Office  in  1896  to  its  judgment  in  1902  certainly  does  not  excuse 
the  intervening  delay.  If  the  patentee  did  not  think  the  attorneys 
who  prosecuted  his  original  application  thoroughly  understood  his 
invention,  and  for  that  reason  failed  to  obtain  as  broad  a  claim  as 
might  have  been  obtained,  he  should  have  consulted  other  counsel 
without  delay.  It  is  apparent,  however,  as  he  himself  says,  that 
this  was  merely  a  ''  side  issue ''  with  him,  to  which  he  gave  little 
thought  or  attention  until  a  considerable  business  had  been  estab- 
lished, when  the  importance  of  his  invention  and  the  necessity  for 
giving  it  wider  scope  was  first  pressed  u])on  him.  AVe  note  his  state- 
!nent  that  he  '*  knows  of  no  one  who  is  practicing  or  using  said  in- 
vention without  his  consent  or  whose  business  would  be  dominated 
by  the  reissue  of  said  Letters  Patent  to  i)rotect  said  invention,'-  but 
this  statement  would  not  justify  us  in  overruling  the  tribunals  of  the 
Patent  Office  and  granting  him  a  patent  that  might  alTect  the  busi- 
ne^^s  of  those  of  whom  ai)pellant  has  no  present  information.  More- 
over, we  believe  applications  for  reissue  filed  long  after  the  date  of 
the  patent,  and  which  have  for  their  object  the  enlargement  of  its 
claims,  should  be  discouraged,  and  should  be  countenanced  only  in 
exceptional  cases. 

The  decision  appealed  from  will,  therefore,  be  affirmed,  and  it  is 
so  ordered.  The  clerk  of  the  court  will  certify  this  opinion  and  the 
proceedings  in  this  court  to  the  Commissioner  of  Patents,  as  required 
by  law.    Aifirmed. 
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Bliss  v.  McElroy. 

Decided  February  5.  1907. 

(128  O.  G..  458.) 

Interferences — Pbiobity — Delay  After  Alleged  Conception  and  Reduction 
TO  Practice. 
Where  an  inventor  after  an  alleged  reduction  to  practice  of  his  Invention 
lays  it  aside  for  five  years,  during  which  time  he  files  several  domestic  and 
foreign  applications  and  develops  another  system  to  accomplish  the  same 
purpose  which  he  regards  as  superior,  and  fails  to  file  an  application  until 
after  the  grant  of  a  patent  to  another  for  the  same  invention  who  was  pro- 
ceeding in  good  faith,  he  is  guilty  of  inexcusable  laches. 

Mr.  W.  C.  Jones^  Mr.  J.  R.  Edson^  and  Mr.  R.  L.  Ames  for  Bliss. 
Mr.  Charles  Neave  and  Mr.  William  Duvall  for  McElroy. 

BoBB, /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
(CD.,  1906,  222;  122  O.  G.,  2687,)  in  an  interference  proceeding 
awarding  priority  of  invention  to  the  senior  party,  McElroy. 

The  counts  of  the  issue  relate  to  a  system  for  lighting  railway- 
vehicles  by  electricity,  and  are  as  follows : 

1.  In  a  system  of  lighting  railway-vehicles  electrically  the  combination  with 
an  axle,  of  a  dynamo-electric  generator  of  a  capacity  greater  than  the  normal 
lamp-load  driven  thereby  having  its  field-magnet  strength  independent  of  the 
armature-current,  elec'tric  lamps  and  a  storage  battery  connected  in  multiple 
with  each  other  to  the  armature  of  said  generator,  a  potential-magnet  also  inde- 
pendent of  the  armature-current  conn(K»ted  in  niutiple  to  the  said  armature  and 
a  fleld-magnet  regulator  for  the  generator  controlled  by  the  said  magnet. 

2.  In  a  system  for  lighting  rail  way- vehicles  electrically  the  combination  with 
an  axle,  of  a  generator  of  a  capacity  greater  than  the  normal  lanii>-load  driven 
thereby  having  its  field-magnet  indeiiendent  of  the  armature-current  and  ener- 
gized by  a  shunt-circuit,  electric  lamps  and  a  storage  battery  coiuiected  in  mul- 
tiple with  each  other  to  the  armature  of  the  generator,  a  i)otential -magnet  also 
iudei)endent  of  the  armatun^-current  connected  to  the  armature  in  nniltii>!e  with 
the  said  lamps  and  battery,  a  circuit-closer  in  the  main  circuit  between  the 
point  of  said  circuit  at  which  the  magnet  and  the  field-magnet  are  connei'tHl  on 
the  one  hand,  and  the  lamps  and  battery  are  conn(»cted  on  the  other  hand,  and 
an  operating  connei-tioii  between  the  wiid  circuit-closer  and  the  said  magnet, 
whereby  the  said  niagiiet  and  the  field-magnet  will  be  i)ermanently  in  circuit, 
but  the  lamps  and  !)attery  will  have  their  circuit  connection  closed  by  the  sjiid 
magnet. 

3.  In  a  system  for  lighting  rail  way- vehicles  electrically,  the  combination  with 
a  generator  driven  by  tli(»  vehicle,  of  a  group  of  lamps  and  a  storage  battery 
connected  thereto  in  multiple,  a  regulator  for  the  dynamo,  a  stKfond  regulator 
in  the  kimp-circuit,  and  a  magnet  measuring  the  potential  applied  to  the  lamps 
and  controlling  the  said  second  regulator. 

4.  In  a  system  for  lighting  railway-vehicles  electrically,  the  combination  with 
H  Hmentor  driven  by  the  vehicle,  of  a  storage  battery  connected  the^rel^,  ^ 

I  connected  thereto  in  multiple  with  tYie  ball^t^,  «l  T<i^\^\».wQft  \\^ 
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the  lamp  branch  in  series  with  the  lamps,  a  regulator-magnet  between  said 
resistance  and  the  dynamo  measuring  the  storage-battery  conditions,  a  regu- 
lator controlled  thereby,  and  supi)lementary  regulating  devices  controlled  by  a 
magnet  in  the  lamp  branch  measuring  the  lamp  conditions. 

5.  In  a  system  for  lighting  rail  way- vehicles  electrically,  the  combination  with 
a  generator  of  a  capacity  greater  than  tbe  normal  lami)-load  driven  by  an  axle, 
of  lamps  and  a  storage  battery,  a  switch  in  the  main-line  circuit  between  the 
said  lamps  and  the  battery  and  the  generator,  three  shunt-magnates  all  Inde- 
I)endent  of  the  armature-current  but  connected  to  the  main  line  between  the  said 
switch  and  the  generator,  one  being  the  field-magnet,  another  controlling  the 
field-magnet,  and  the  third  controlling  the  said  switch,  and  two  magnets  con- 
nected to  the  main  line,  one  being  a  series  magnet  controlling  the  oi)ening  of  the 
said  switch,  and  the  other  being  a  shunt-magnet  for  regulating  the  current 
delivery  to  tbe  lamps. 

6.  In  a  system  for  lighting  rail  way- vehicles  electrically,  the  combination  with 
an  axle,  of  a  generator  of  a  capacity  greater  than  the  normal  lamp-load  driven 
thereby  at  a  variable  speed,  a  potential-magnet  permanently  connected  In  a 
shunt-circuit  from  the  armature,  lamps  and  a  storage  battery  having  their  con- 
nection with  the  said  generator  controlled  by  the  potential  of  the  system  and 
their  disconnection  therefrom  by  the  current  of  the  system,  a  shunt-circuit  con- 
taining the  field-magnet  of  the  generator,  a  resistance  In  said  circuit  a  motor 
operating  the  resistance  and  a  director  for  the  said  motor  controlled  by  the 
said  potential-magnet  so  as  to  be  set  and  maintained  for  one  direction  of  action 
of  said  motor  or  another  as  long  as  the  potential  of  tbe  system  is  either  above 
or  below  the  i)olnt  determined  by  the  said  magnet. 

7.  In  a  system  for  lighting  railway-vehicles  electrically,  the  combination  with 
a  generator,  of  an  automatic  connection-switch  set  to  connect  the  generator  to 
the  line  at  a  given  speed,  a  storage  battery  permanently  connected  to  the  line 
while  the  said  switch  is  closed,  electric  lamps  intermittently  connected  to  the 
line  while  the  said  switch  is  cIoscmI,  a  magnet  measuring  the  generator  i>otential, 
a  current-changing  regulator  controlled  by  the  said  magnet  and  adjusting  the 
amount  of  the  battery-current  to  the  counter  elei'tromotive  force  of  the  battery 
whenever  the  lami)s  are  disconnected,  and  a  resistance  in  the  lamp  branch  de- 
termining, together  with  the  said  magnet,  the  i><)tential  applied  to  the  lamps 
whenever  both  lamps  and  battery  are  connected  to  the  generator. 

8.  In  a  system  for  lighting  railway-vehicles  elwtrically,  the  comblnati<ni  with 
lamps  and  a  storage  battery  in  multiple  of  a  constant- potential  dynamo  driven 
by  the  vehicle  at  an  intermittent  and  varible  speed  and  having  a  capacity  suffi- 
cient to  simultaneously  operate  the  lamps  and  charge  the  battery  and  a  current- 
varying  regulator  for  the  dynamo  adjusting  the  volume  of  armature-current  to 
either  the  la  nips  along  (the  l)attery  being  chargtnl)  to  the  battei'y  along  (the 
lamps  being  out  of  use,)  or  to  lamps  and  battery  together. 

The  senior  party,  McElroy,  filed  his  application  September -9,  1901, 
upon  which  a  patent  issued  February  17,  11)03.  He  has  taken  no  tes- 
timony and,  therefore,  nuist  stand  upcm  his  filing]:  date.  Bliss  filed 
his  application  September  10,  1904,  which  is  subsequent  to  the  date 
of  the  McElroy  patent.  As  to  counts  1  and  8  of  the  issue,  however, 
Bliss  contends  that  the  burden  of  proof  is  not  so  heavily  upon  him 
because  those  counts  are  a  continuation  of  an  application  filed  by  him 
February  20,  1902,  while  the  McElroy  application  was  still  pending 
in  the  Patent  Office.    This  contention  is  contested  by  McElroy,  but 
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we  incline  to  accept  the  view  of  the  Examiner  of  Interferences,  who 
alone  of  the  Patent  Office  tribunals  passed  upon  the  question,  that 
these  counts  "  appear  to  be  fairly  described  in  the  earlier  applica- 
tion." 

The  Examiner  of  Interferences  and  the  Board  of  Examiners- in- 
Chief  hold  that  Bliss  has  failed  to  prove  reduction  to  practice  prior 
to  McElroy's  filing  date.  The  Conmiissioner,  without  considering 
the  evidence  bearing  upon  that  question,  finds  that — 

his  very  long  delay  In  asserting  claim  to  the  invention  discredits  his  allegations 
of  a  successful  test  of  the  invention  and  makes  it  necessary  to  resolve  against 
lilm  any  doubt  in  the  matter. 

Each  of  the  three  tribunals  of  the  Patent  Office  finds  that,  regard- 
less of  the  question  of  reduction  to  practice,  Bliss  has  forfeited  any 
right  he  may  have  had  by  inactivity  and  delay.  We  proceed  to  a 
consideration  of  this  question  without  expressing  any  opinion  as  to 
whether  the  experiments  and  tests  of  Mr.  Bliss  in  1897  constituted  a 
reduction  to  practice. 

Mr.  Bliss  is  an  electrical  engineer.  From  the  spring  of  1897  down 
to  the  time  he  testified  in  this  proceeding  he  devoted  all  his  time  to 
the  invention  of  electric-lighting  systems  for  railway-cars.  The  sys- 
tem involved  in  this  issue  was  the  first  to  engage  his  attention.  This, 
he  states,  he  conceived  in  the  early  spring  of  1897,  and  immediately 
proceeded  to  construct  in  the  cellar  of  128  Front  street,  New  York 
city,  where  he  asembled  it  for  the  first  time  about  the  middle  of 
June,  1897 ;  that  he  then  devoted  several  weeks  "  to  testing  it  under 
conditions  as  nearly  like  those  that  would  obtain  upon  a  railroad- 
car  "  as  he  could  reproduce ;  that  some  of  these  tests  were  made  in 
the  presence  of  three  witnesses,  one  of  whom  was  his  brother  and  the 
other  two  close  friends,  and  who  all  testified  in  reference  thereto. 
The  result  of  these  tests,  according  to  the  testimony  of  Mr.  Bliss,  con- 
vinced him  that  he  was  "  in  possession  of  a  thoroughly  practical  sys- 
tem." He  was  not  convinced,  however,  that  this  system  as  he  had  de- 
veloped it  '"  was  the  ultimate  solution  of  the  problem  of  axle-light- 
ing."   He  thus  frankly  criticises  his  own  invention : 

I  wonld  state  that  while  this  apparatus  was  exceptionally  well  built  and 
performed  its  functions  under  test  in  a  highly  satisfactory  manner,  a  knowledge 
of  railroad  conditions  led  nie  to  analyze  and  criticise  my  own  work  with  the 
object  in  view  of  being  able  to  ofifer  to  the  public  a  far  better  system  of  car- 
lighting.  This  apparatus,  while  nothing  like  as  complicated  and  trappy  as 
systems  of  a  similar  nature  found  to-day  having  had  an  advantage  of  some  eight 
years  in  which  to  have  had  their  crudeness  reduced  and  their  operativeness 
ctnhanced,  was  to  my  mind  too  delicate,  too  complicated,  too  subject  to  derange- 
ment, too  costly  to  maintain,  and  not  quick  enough,  accurate  enough,  or  reliable 
enough  in  its  o[)eration  to  warrant  its  beiug  foistcnl  ui)on  the  public. 

Thereupon  the  apparatus  comprising  this  system  "was  carefvill^ 
dismantled,  cleaned  up,  and  set  temporarily  to  ow^  svdi^^''  ^\vst^  ^ 
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remained  so  far  as  the  evidence  discloses  until  the  application  herein 
was  filed.  Immediately  after  dismantling  this  apparatus  Mr.  Bliss 
applied  himself  to  the  development  of  another  system.  That,  he 
worked  with  great  industry  and  success  is  evidenced  by  the  fact  that 
his  next  system  called  the  "  bucker  "  was  actually  constructed  during 
the  months  of  July,  August,  and  September,  1897,  and  an  application 
for  patent  thereon  filed  October  14,  1897,  which  was  granted  March 
29,  1898.  The  bucker  system  was  tested  without  delay,  and  early  in 
1898  permission  was  obtained  to  install  it  on  a  Pullman  car,  and  it 
was  in  fact  installed  on  such  car  in  March  of  that  year.  Mr.  Bliss 
was  asked  why  he  placed  the  bucker  system  on  the  car  instead  of  his 
original  system,  and  frankly  answered  that  he  did  so  "because  the 
bucker  system  overcame  all  of  the  difficulties  encountered  in  the  other 
apparatus."  Subsequently  the  Bliss  Electric  Car  Lighting  Company 
was  organized,  and  Mr.  Bliss  was  given  a  salary  of  $3,000  per  year. 
The  bucker  system  was  developed,  and  exploited,  and  installed  on 
cars  of  different  railroads,  but  absolutely  nothing  was  done  with  the 
other  system  so  far  as  the  record  discloses.  Mr.  Bliss  was  asked  by 
his  counsel  whether  he  tried  to  sell  ''these  systems  "  to  the  Peiin^l- 
vania  Railroad  Company,  or  to  any  other  company.  To  this  question 
Mr.  Bliss  answered : 

I  made  continual  efforts  to  sell  this  apparatus  to  other  railroads  besides  tbe 
Pennsylvania  K.  I{.  Co.  and  the  IMiIlnian  Co. 

Mr.  Bliss  further  testified  that  he  developed  the  bucker  system  in 
preference  to  the  one  in  issue  because  it  "'  appeared  to  be  a  structure 
far  less  liable  to  deran<reinent  when  placed  in  actual  service:  '^  that 
there  was  nothing  particularly  delicate  about  the  bucker  system;  that 
''the  bucker  proposition  looked  more  hopeful  from  a  financial  stand- 
point; "  that  his  father,  who  had  advanced  money  to  the  enterprise, 
"  insisted  upon  driving  the  bucker  invention  through  to  a  finish,  re- 
gardless of  anything  else.'' 

Mr.  Bliss  made  no  attempt  to  secure  a  patent  on  any  feature  of  the 
invention  in  issue  until  after  lie  discovered  that  a  patent  involving  the 
invention  had  issued  to  one  Creveling  December  10,  1001,  although 
he  had  since  liis  conception  of  this  invention  obtained  several  do- 
mestic and  several  foreign  patents  on  other  inventions.  On  February 
2(),  1002,  shortly  after  his  discovery  of  the  Creveling  patent  and  ahot/f 
fire  years  after  he  had  eoueelred  this  inn  nf ion.  and,  as  he  contends, 
had  reduced  the  same  to  practice,  he  filed  the  application  to  which  we 
have  heretofore  alluded.  The  a[)plication  herein  was  not  filed  by  him 
until  moi-e  than  a  year  and  a  half  after  a  patent  had  been  issued  to 
■  McP^lroy,  and  more  than  six  years  and  a  half  after  the  alleged  con- 
ception and  reduction  to  practice  l)v  Bliss. 

Mr.  Bliss,  in  answer  to  this  cumulative  and  overwhelming  evidence 
of  lack  of  diligence,  says  his  means  were  so  limited  that  he  could 
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patent  only  such  inventions  as  he  made  public ;  that  the  evidence  does 
not  affirmatively  show  abandonment  by  him,  arnd  that  he  did  not  in 
fact  intend  to  abandon  his  invention ;  that  as  to  counts  1  and  8  of  the 
issue  McElroy  had  not  given  "  the  invention  of  these  counts  to  the 
public,  either  by  patent  or  by  public  use,"  when  the  earlier  Bliss  ap- 
plication was  filed,  and  that,  therefore,  the  rule  announced  in  Mason 
w.Hephum  (C.  D.,  1898,  510;  84  O.  G.,  147;  13  App.  D.  C,  86)  is  not 
applicable  to  these  counts. 

In  Ma8on  v.  Hepburn^  Mason  delayed  the  filing  of  his  application 
about  seven  years  after  conception  and  reduction  to  practice,  while 
Hepburn's  application  was  filed  about  nine  months,  and  a  patent  was 
issued  to  him  about  four  months,  prior  to  Mason's  filing  date.  In 
that  case  as  in  the  instant  case  the  evidence  cast  no  cloud  on  the  good 
faith  of  the  senior  party,  and  the  court  observed  that  his  invention 
was  an  independent  act.  After  a  very  thorough  and  careful  analysis 
of  the  leading  cases  applicable  to  the  question  involved,  the  Court 
said: 

Considering,  tlien,  this  paramount  interest  of  the  public  in  its  bearing  upon 
the  question  as  presented  here,  we  thinly  it  iu]i)eratively  demands  tliat  a  sub- 
sequent inventor  of  a  new  and  useful  manufacture  or  improvement  who  has 
diligently  pursued  his  labors  to  the  procurement  of  a  patent  in  good  faith  and 
without  any  knowledge  of  the  preceding  discoveries  of  another  shall,  as 
against  that  other,  who  has  deliberately  concealed  the  knowledge  of  his  inven- 
tion from  the  public,  be  regarded  as  the  real  inventor  and  as  such  entitled  to 
his  reward. 

In  Thomson  v.  Weston  (C.  D.,  1902,  521;  99  O.  G.,  864;  19  App. 
D.  C,  878)  there  was  a  delay  of  about  four  years  by  Thomson  after 
conception  and  reduction  to  practice  in  filing  his  application,  and 
Weston's  patent  antedated  by  a  few  months  the  Thomson  application. 
After  referring  to  the  decision  in  Mason  v.  Hepburn  (C.  D.,  1898, 
610;  84  O.  G.,  147;  13  App.  D.  C,  86)  the  Court  said: 

It  is  true  that  the  time  of  concealment  in  this  case  was  something  less  than 
four  years  as  against  seven  years  in  that.  The  mere  difference  in  time,  however, 
is  not  sufficient  to  affect  the  application  of  the  principle,  for  it  is  as  certain 
in  one  case  as  in  the  other  that  the  application  for  patent  was  solely  stimulated 
hy  the  publication  of  the  patent  granted  to  another  inventor.  No  substantial 
or  even  plausible  excuse  for  Thomson's  inaction  is  disclosed  by  the  testimony. 

♦  ♦  ♦  The  particular  object  of  the  beneficence  of  the  patent  law  is  the  Indi- 
vidual who  first  conceives,  and  with  diligence  perfects  an  invention.  And  where 
one  has  completotl  the  act  of  invention  his  right  to  the  reward  in  the  form  of 
a  patent  becomes  complete  save  in  two  instances  that  may  be  satisfactorily 
shown  to  exist.  First,  he  loses  the  right  as  against  the  public  in  general  by  a 
public  use  for  the  statutory  iwriod.  Second,  by  his  deliberate  concealment  Or 
Buppression  of  the  knowledge  of  his  invention  he  sul>ordinates  his  claim,  in 
accordance  with  the  general  policy  of  the  law  in  the  promotion  of  the  public 
interest,  to  that  of  another  and  hona  fide  inventor  who  during  the  period  of 
inaction  and  concealment  shall  have  given  the  benefit  of  the  discovery  to  the 
public.  Viewed  in  the  light  of  "the  true  policy  and  ends  ot  Ite  vv5\<$?a\. X^'^'s^;^ 
the  latter  is  the  first  Xo  invent,  and  therefore  entitled  \.o  \.\ie  te^^T^. 
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There  was  less  delay  in  Matthes  v.  B^trt  (C.  D.,  1905,  '574;  114 
O.  G.,  764;  24  App.  D.  C,  265)  than  in  the  present  case,  and  in  that 
case  the  Matthes  application  was  filed  while  Burt's  was  still  pending 
in  the  Patent  Office.  The  invention  related  to  a  billiard-ball,  and 
the  evidence  showed  that  after  Matthes  had  tested  his  invention  to 
his  own  satisfaction  and  to  the  satisfaction  of  his  employers,  "it 
was  laid  aside  and  the  manufacture  was  continued  in  the  old  way." 
Meanwhile  Burt  working  independently  conceived  the  same  inven- 
tion and  promptly  proceeded  to  utilize  it  and  sell  the  product.  He 
applied  for  a  patent  without  delay,  and  shortly  thereafter  Matthes 
having  learned  of  Burt's  success  also  filed  an  application.  The  court 
ruled  that  Matthes  in  concealing  his  invention  for  three  and  a  half 
years  forfeited  his  rights  as  against  Burt.    The  Court  also  said : 

That  Burt's  application  had  not  ripened  into  a  patent  before  Matthes  filed 
his  does  not  substantially  affect  the  application  of  the  cases  of  Ma%im  v.  Hep- 
hum,  and  others  supra.  Whilst  the  i)ossession  of  a  i>atent  makes,  ordinarily, 
a  stronger  case  in  favor  of  the  holder,  the  doctrine  in  respect  of  concealmeot 
by  one  earlier  to  invent  does  not  necessarily  depend  upon  that  fact.  In  Warner 
V.  Bmith,  (C.  D.,  1898,  517;  84  O.  G.,  311;  13  App.  D.  C,  111)  in  which  the 
reasons  for  that  doctrine  are  explained  at  length,  the  later  inventor  had  not 
received  a  patent. 

In  the  present  case  Bliss  concealed  his  invention  for  a  period  of 
five  years  after  his  tests  convinced  him  "  that  it  was  the  best  system  in 
existence  in  June,  1897."  He  invented  and  exploited  another  system, 
and  did  nothing  with  or  about  this  system  until  he  saw  the  Creveling 
patent.  Having  discovered  that  Creveling's  patent  encroached  upon 
his  invention  he  filed  an  application  for  so  much  of  the  invention  as 
the  Creveling  patent  covered.  It  was  not  until  he  saw  the  McElroy 
patent  a  year  and  a  half  later  that  he  filed  this  application  covering 
all  his  invention.  The  following  reference  to  his  cross-examination 
is  timely : 

Q.  You  are  aware,  are  you  not,  that  Mr.  McElroy  has  a  car-lighting  system  on 
the  Delaware  &  Hudson  R.  K.? 

A.  Only  by  hearsay. 

Q.  Were  you  aware  of  it  at  the  time  you  fileii  your  application  in  issue? 

A.  I  understood  that  he  was  carryinj;  on  some  kinds  of  experiments  in  this 
line. 

The  conclusion  is  irresistible  that  Mr.  Bliss  set  this  system  to  one 
side  because  he  believed  he  could  invent  a  better  one.  It  is  equally 
clear  that,  having  invented  what  in  his  opinion  was  a  l)etter  system, 
he  permitted  this  one  to  remain  to  one  side  until  others  after  inde- 
pendent and  patient  elTorts  had  conceived  and  developed  similar  sys- 
tems. Then  to  clear  the  field  of  troublesome  competition  he  sought  a 
patent.  The  patent  laws  were  not  enacted  for  any  such  purpose. 
They  were  not  enacted  to  discourage  but  to  stinnilate  invention,  and, 
as  was  pointed  out  in  Mason  v.  /iep(>urn.8upra^tUe  object  of  the  Gov- 
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emment  in  fostering  inventions  is  to  benefit  the  public.  The  public 
receives  no  benefit  from  an  invention  that  is  locked  up  in  a  cupboard, 
or  exists  only  in  the  brain  of  the  inventor.  For  this  reason  it  is  the 
policy  of  the  law  to  encourage  activity  and  diligence  and  discourage 
delay. 

The  reasons  for  the  delay  in  this  case  are  not  sufficient  as  to  any  of 
the  counts  of  the  issue,  and  we,  therefore,  affirm  the  decision  of  the 
Commissioner,  and  it  is  so  ordered. 

The  clerk  of  the  court  will  certify  this  opinion  and  the  proceedings 
in  this  court  to  the  Commissioner  of  Patents,  as  required  by  law. 
AifiTmed. 


[Court  of  Appeals  of  the  Dlstrlci  of  Columbia.] 

In  re  Hodges. 

Decided  January  8,  1901. 

(128  O.  Gm  887.) 

PATEWTABnJTT — SUBSTITUTION  OP  EQUIVALENTS. 

Where  it  is  old  to  heat  exhaust-air  as  it  passes  from  the  high-pressure  to 
the  low-pressure  cylinder  of  a  compound  air-engine  by  means  of  a  liquid 
substance,  and  it  is  also  old  to  use  atmospheric  air  to  impart  heat  to  air 
within  a  receptacle,  it  does  not  amount  to  invention  to  substitute  the  latter 
heating  medium  for  the  former. 

Mr.  Bayard  H.  Christy  for  Hodges. 

Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

BoBB,  /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
sustaining  the  decisions  of  two  other  tribunals  in  the  Patent  Office 
and  rejecting  five  of  appellant's  ten  claims  for  patent  on  interheaters 
for  compound  compressed-air  engines. 

The  rejected  claims  follow : 

1.  An  interheater  for  a  com[)ound  compressed-air  engine  which  consists  of  a 
receptacle  receiving  air  from  the  high-pressure  cylinder  and  delivering  air  to 
the  low-pressure  cylinder  and  provided  with  an  extended  surface  adapted  to 
absorb  heat  from  the  atmosphere  at  normal  temperature  and  impart  heat  so 
absorbed  to  the  compressed  air  In  its  flow  to  the  low-pressure  cylinder,  substan- 
tially as  described. 

2.  An  interheater  for  a  compound  compressed-air  locomotive-engine  which 
consists  of  a  receptacle  receiving  air  from  the  high-pressure  cylinder  and  deliv- 
ering air  to  the  low-pressure  cylinder,  the  said  receptacle  provided  with  an  ex- 
tended heating  surface  and  arranged  to  receive  a  flow  of  atmospheric  air  at 
normal  temperature  over  said  surface,  substantially  as  described. 

3.  An  interheater  for  a  comi)ound  compressed-air  locomotive-engine  which 
consists  of  a  receptacle  receiving  air  from  the  high-pressure  cylinder  and  deliv- 
ering air  to  the  low-pressure  cylinder,  the  said  recei>tacle  provided  with  an 
extended  heating  surface  and  arranged  to  receive  a  flow  of  atmospheric  «A?t  \n\. 
normal  temperature  over  sjild  surface,  substant\iXUy  u*  OLe^MitVo^. 
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4.  An  interhetiter  for  a  compound  compressed-air  engine  whicli  consists  of  a 
receptacle  receiving  air  from  the  high-pressure  cylinder  and  delivering  air  to 
the  low-pressure  cylinder  and  provided  with  an  extended  heating  surface  to- 
gether with  means  for  causing  a  flow  of  atmospheric  air  at  normal  temperature 
over  the  said  surface  of  said  receptacle,  substantially  as  described. 

5.  An  interheater  for  a  compound  compressed-air  engine  which  consists  of  a 
receptacle  for  the  air  in  its  passage  from  the  high-pressure  cylinder  to  the  low- 
pressure  cylinder,  provided  with  an  inlet  at  its  lower  end  and  an  outlet  at  its 
upper  end,  and  having  an  extended  surface  eximsed  to  the  heating  influence  of 
atmospheric  air  at  normal  temperature,  substantially  as  described. 

A  compound  compressed-air  engine  is  an  engine  in  which  the  com- 
pressed air  is  first  used  in  a  high-pressure  cylinder,  that  is,  in  a  cylin- 
der of  relatively  small  diameter,  and,  after  driving  the  piston  oHi- 
nected  therewith,  instead  of  being  permitted  to  escape  is  conveyed  to 
a  low-pressure  cylinder,  that  is,  to  a  cylinder  of  larger  diameter  where 
it  still  has  sufficient  expansive  force  to  drive  another  piston.  This 
operation  may  be  again  repeated  in  a  third  cylinder,  or  the  air  be 
permited  to  escape  to  the  atmosphere.  AMien  the  compressed  air 
enters  the  first  cylinder,  it  necessarily  partially  expands  and  in  ex- 
panding becomes  much  colder,  and  by  becoming  colder  its  expansive 
power  is,  of  course,  correspondingly  lessened  or  diminished.  It  is 
manifest,  therefore,  that  any  arrangement  or  device  that  will  operate 
to  warm  or  heat  the  air  after  it  loaves  one  cylinder  and  before  it 
enters  the  next  will  greatly  increase  its  efficiency  in  the  second  cylin- 
der. Inasmuch  as  such  con)pressecl  air,  after  being  partially  expanded 
in  the  first  cylinder,  is  ft^Mjuently  colder  than  atmospheric  tem- 
perature, appellant  has  arranged  what  he  calls  an  '"•  interheater," 
which  in  fact  is  a  plurality  of  longitudinally-extending  tubes  withm 
and  along  which  the  compressed  air  flows  from  one  cylinder  to  an- 
other, and  over  which  a  current  of  atmosj)heric  air  passes.  The  at- 
mospheric air,  being  warmer  than  the  compressed  air  within  the  tubes, 
imparts  or  gives  up  some  of  its  warmth  to  the  compressed  air  within, 
and  to  that  extent  increases  the  efficiency  of  the  compressed  air.  It 
is  simply  a  reversal  of  the  old  idea  of  warming  atmospheric  air  by  a 
plurality  of  tubes  called  radiators  through  which  steam  or  hot  water 
passes.  In  one  case  the  atmospheric  air  absorbs  heat  from  the  sub- 
stance within  the  tubes,  and  in  the  other  case  it  imparts  heat  to  the 
tubes  and  the  substance  therein. 

The  following  references  are  cited  by  the  Connnissioner  as  the  basi- 
for  the  rejection  of  the  above  claims:  British  patent,  Xo.  3,05(5,  of 
1871,  Geisenburger,  Xo.  222.050,  December  23,  187J),  Reynolds  Jt 
Haupt,  Xo.  344,000,  June  22,  188(;,  Palmer,  Xo.  (555,148,  July  31,  1900, 
Dickerson,  Xo.  745,373,  December  1,  1903,  Xutty. 

Reynolds  &  Haupt  in  their  specification  say: 

We  employ  nu  engine  of  the  c()uiim)iiiu1  typo,  ninl  thnu;;:li  wo  may  or  may  i 
beat  the  air  before  its  introduction  to  Uvo  ow^Xw-  \rr  a\vca^ JijwC  it 
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exhaust  tnm  the  high-pressure  cylinder  and  before  its  indtiction  to  the  low- 
pressure  cylinder;  and  to  this  end  our  invention  consists  in  the  combination, 
with  a  compound  engine  for  the  use  of  compressed  air  for  motive  power,  of  a 
heater  placed  between  its  high  and  low  pressure  cylinders  and  containing 
heated  water  or  other  liquid,  through  or  in  contact  with  which  the  air  passes 
between  its  ednction  from  the  one  cylinder  and  its  induction  into  the  other. 

It  will  be  observed  that  this  patent,  like  the  claim  in  issue,  has 
reference  to  an  interheater  for  a  compound  compressed-air  engine, 
the  only  real  difference  being  that  Hodges  uses  atmospheric  air  in- 
stead of  a  liquid  substance  to  impart  heat  to  the  compressed  air  within 
the  interheater.  Inasmuch  as  it  is  obvious  that,  under  certain  condi- 
tions, an  interheater  dependent  wholly  upon  atmospheric  air  for  its 
successful  operation  possesses  advantages  over  one  requiring  some 
liquid  substance,  Hodges  will  be  entitled  to  a  patent  if  it  can  be 
successfully  demonstrated  that  he  is  the  originator  of  the  idea  em-' 
bodied  in  this  difference  between  the  two  devices.  On  the  other 
hand,  if  he  is  not  the  originator  of  the  idea  of  using  atmospheric 
air  to  impart  heat  to  air  within  some  receptacle  for  the  purpose  and 
with  the  effect  of  increasing  its  expansive  force,  then  obviously  he 
ought  not  to  be  given  a  monopoly  on  all  such  devices.  We  pass,  there- 
fore, to  the  other  references  to  determine  this  question. 

The  Dickerson  patent,  as  described  by  him-r- 

consiata  In  the  combination,  with  a  receiver  for  containing  the  liquid  air,  of 
an  air-motor  connected  therewith  through  suitable  intermediate  expansion  coils 
or  cliambers,  and  a  blower  or  fan  which  is  driven  by  the  motor  and  which  is 
arranged  to  produce  a  current  of  air  over  the  expansion-coil,  so  as  to  impart 
to  the  latter  sufficient  heat  to  effect  the  expansion  of  the  air  therein  and  to  be 
delivered  at  a  reduced  temperature  into  the  room  or  other  si>ace  which  is  to  bo 
cooled  and  ventilated.  ♦  ♦  ♦  The  expansion-coils  are  locatcni  in  the  con- 
duit, through  which  air  is  forced  by  the  blower,  so  that  by  the  absorption  of 
heat  from  the  latter  the  air  in  said  coils  is  raised  in  temi)erature  and  expandinl. 
This  expanded  air  on  reaching  the  reservoir  is  still  further  expanded  by  the 
absorption  of  heat  from  the  incoming  air  and  exerts  a  sufficiently  high  pressuro 
to  run  the  motor. 

Without  describing  this  patent  further,  we  refer  to  the  statement 
in  the  brief  of  counsel  for  appellant  in  reference  thereto : 

Although  Dickerson  here  shows  that  one  body  of  air  may  impart  heat  to 
another  body  flowing  in  a  coil,  and  by  thus  imparting  heat  may  increase  the 
eximnsive  power  of  the  inclosed  body  of  air,  it  teaches  nothing  more  which  is 
l>crtlnent  to  the  invention  under  consideration. 

Appellant  concedes  he  did  not  invent  the  interheater.  He  found 
that  in  the  Reynolds  &  Haupt  patent.  His  claim  is  for  a  device  sus- 
ceptible of  using  atmospheric  air  instead  of  a  liquid  substance  to  heat 
and  expand  air  therein,  and  in  the  Dickerson  patent  we  find  such 
a  device  for  such  a  purpose.  We  think  appellant  concedes  this  in  the 
statement  taken  from  his  brief. 

80997— H.  Doc  470,  60-1 35 
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In  Smith  V.  Nichols,  (2  O.  G.,  649 ;  21  Wall.,  112,)  it  is  said : 

A  mere  carrying  forward  of  new  or  more  extended  application  of  the  original 
thought,  a  change  only  in  form,  proportions,  or  degree,  the  substitution  of  equiv- 
alents, doing  substantially  the  same  thing  in  the  same  way  by  substantially 
the  same  means  with  better  results,  is  not  such  invention  as  will  sustain  a 
patent. 

The  use  of  atmospheric  air  as  a  heating  medium  is  also  shown  in 
the  Geisenburger  patent,  and  also  in  the  Palmer  patent.  In  the 
Geisenburger  patent  the  carbonic-acid  gas  in  liquid  form  passes  to 
the  expansion-cylinder  through  a  coil  or  heater  "  inclosed  in  a  tank 
or  vessel  filled  with  water  or  air,  or  any  body  capable  of  having  the 
same  temperature  as  the  circumambient  air." 

A  careful  examination  of  these  cited  patents  and  the  drawings  and 
specifications  filed  therewith  convinces  us  that  the  Commissioner  of 
Patents  was  right  in  disallowing  all  these  claims,  and  we,  therefore, 
affirm  his  decision,  and  direct  the  clerk  to  certify  the  proceedings  in 
this  court  to  him  as  the  law  provides.    Afffrmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Feinberg  V.  CoWAN. 

Decided  February  J,  1907. 

(128  O.  G.,  889.) 

INTERFEBKNCE — PRIORITY — DILIGENCE. 

F.  conceived  the  invention  in  September,  1900,  and  disclosed  It  in  Sep- 
tember, 1903,  but  did  nothing  toward  reducing  it  to  practice  until  April, 
1904.  C.  conceived  the  invention  in  January,  1904,  and  reduced  it  to 
practice  in  the  following  March.  The  excuse  offered  by  F.  for  his  delay 
was  that  he  was  too  busy  earning  his  living  to  attend  to  it,  and,  moreover, 
he  did  not  have  the  means  to  reduce  it  to  practice  unless  he  borrowed  the 
money,  which  he  did  not  want  to  do.  Held  that  F.  was  lacking  in  dili- 
gence, it  being  shown  by  the  evidence  that  subsetpient  to  his  conception 
he  borrowed  $3,000  with  which  to  engage  in  a  venturesome  undertaking, 
while  a  small  amount  of  money  would  have  enabled  him  to  construct  the 
invention. 

A/r.  Joseph  L.  Levy  and  Mr.  A.  0.  K.  Edicards^  Jr.,  for  Feinberg. 
Mr.  li.  B.  Wihon  for  Cowan. 

EoBB,  ./.; 

This  is  an  appeal  involving  three  concurrent  decisions  of  the  Pat- 
ent Office  (C.  D.,  1900,  443;  125  O.  G.,  GOT)  in  an  interference  pro- 
ceeding awarding  priority  of  invention  to  appellee  Cowan,  the  senior 
party f  upon  an  issue  expressed  in  the  following  counts: 
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C!oimt  1*  In  a  device  of  the  class  described,  in  combination,  a  pair  of  angu- 
larly-disposed legs  adapted  to  rest  against  tlie  outer  face  of  two  abutting  plates, 
a  member  attached  to  one  of  said  legs  and  having  an  inclined  extension  lying 
in  the  angle  between  said  legs,  and  a  clamping-block  attached  to  said  extension. 

Ck>mit  2.  A  fastening  device  for  connecting  plates,  comprising  a  member  hav- 
ing angolarly-disposed  legs,  a  stud  attached  to  one  of  said  legs,  adapted  to  pass 
between  the  edges  of  said  plates  and  having  an  inclined  threaded  extension 
lying  in  the  angle  between  said  legs,  and  a  clamping  member  attaching  to  the 
same  and  engaging  the  faces  of  said  plates. 

The  invention  described  in  the  above  counts  is  a  very  simple  one, 
and  covers  a  clamp  for  holding  glass  plates.  Cowan  by  competent 
evidence  conclusively  established  conception  of  the  invention  about 
January  1,  1904,  and  reduction  of  the  same  to  practice  on  or  about 
March  25, 1904,  at  which  time  he  had  a  full-sized  clamp  made.  The 
manager  of  the  shop,  where  Cowan's  clamp  was  made,  identified  shop 
orders  under  date  of  March  24,  1904,  which  Cowan  gave  him  for 
making  the  clamp,  and  testified  that  Cowan  also  gave  him  a  wooden 
pattern;  that  the  order  and  pattern  were  delivered  to  a  workman 
who  completed  the  clamp  on  March  25, 1904 ;  and  that  this  clamp  was 
delivered  to  Cowan  on  the  day  it  was  made.  Witness  identified 
Cowan's  exhibit  as  being  the  clamp  made  on  said  March  25,  1904. 
Cowan  followed  this  diligence  by  having  other  clamps  made. 

Feinberg  testifies  that  from  some  time  in  September,  1900,  to 
November,  1900,  he  worked  selling  plate-glass  for  I.  Feinberg,  who 
was  a  cousin  and  a  plate-glass  dealer  in  New  York,  and  that  during 
the  month  of  September,  1900,  he  conceived  the  invention  in  issue. 
His  testimony  concerning  conception  in  1900  is  not  corroborated,  and 
is  moreover  vague  and  unsatisfactory.  On  November  30,  1900,  he 
abandoned  his  position  as  plate-glass  salesman  and  went  to  Phila- 
delphia, where  with  $3,000  he  had  borrowed  for  the  purpose  he 
opened  and  managed  three  different  music  schools  for  mandolin, 
violin,  banjo,  guitar,  and  piano  teaching.  This  venture  was  not  a 
success,  and  at  the  end  of  August,  1903,  he  returned  to  New  York, 
and  again  engaged  as  a  plate-glass  salesman  for  I.  Feinberg.  About 
the  middle  of  October,  1903,  he  engaged  in  the  business,  with  his 
cousin  Samuel  Feinberg,  of  soliciting  orders  for  glass  for  buildings. 
He  continued  in  this  last  venture  until  July,  1904.  Feinberg  testifies 
that: 

In  the  early  part  of  September,  1903,  cousin  Ike  Feinberg  and  myself  agreed 
upon  terms  and  I  became  salesman  on  the  very  first  day  that  was  on  Wednes- 
day after  Labor  Day,  1903.  I  bethought  myself  of  my  glass-fastener  which  I 
thought  out  before  I  went  in  the  music  business  and  the  very  evening  v^hen  I 
got  home  I  drafted  in  my  order-book  a  crude  sketch  of  that  clamp,  which  looked 
to  me  like  a  printed  capital  F  with  an  elongated  incline  in  a  dash  together  with 
a  triangular  inner  filler  and  a  thumb-screw  and  when  on  the  following  Saturday 
I  went  to  Philadelphia,  I  showed  the  sketch  to  my  cousin  Sam.  Feinberg.  He 
bowever  thought  it  will  not  hold  together. 
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Feinberg  produced  his  order-book  showing  this  sketch,  and  his 
cousin  gave  corroborative  testimony  on  this  point.  Nothing,  how- 
ever, was  actually  done  by  Feinberg,  according  to  his  own  testimony, 
toward  reducing  his  invention  to  practice  until  some  time  in  April, 
1904,  probably  late  in  April,  when  he  engaged  a  model-maker  to  make 
a  clamp  for  him.  He  introduced  in  evidence  a  bill  dated  June  27, 
1904,  for  making  this  clamp.  The  explanation  was  made  that  bills 
were  sent  out  about  four  weeks  after  the  completion  of  the  work. 
Accepting  this  statement  as  correct,  the  earliest  date  of  reduction  to 
practice  by  Feinberg  is  May  27,  1904.  Inasmuch  as  Cowan  reduced 
his  invention  to  practice  on  March  25, 1904,  it  is  apparent  that,  unless 
Feinberg  can  satisfactorily  explain  his  failure  to  reduce  his  invention 
to  practice  prior  to  that  date.  Cowan  must  prevail.  The  excuse  Fein- 
berg gives  for  his  lack  of  diligence  may  be  found  in  the  following 
statement : 

I  was  so  busy  earning  my  living,  in  soliciting,  hunting  up  business,  taking 
orders,  that  I  did  not  have  time  to  attend  to  the  matter  in  tliat  period,  and 
one  of  the  main  reasons  why  I  didn't  do  anything  was  that  I  dida*t  have  any 
money  to  do  it  with,  and  I  did  not  want  to  borrow  the  money  to  have  the 
samples  made. 

The  reasons  are  not  sufficient  to  entitle  Feinberg  to  an  award  of 
priority.  According  to  his  own  statement,  he  conceived  this  inven- 
tion in  September,  1900,  when  he  was  engaged  in  selling  plate-glass. 
Ho  subsequently  borrowed  $3,000  to  engage  in  an  entirely  different 
line  of  business,  the  success  of  which  must  have  been  more  uncertain 
than  the  success  of  such  a  simple  and  useful  device  as  he  claims  to 
have  invented.  His  lack  of  diligence  throughout  the  three  years 
between  his  original  conception  of  the  invention  and  his  second  dis- 
closure to  Sam.  Feinberg  "  some  time  in  September,  1903,"  throws 
some  light  on  his  subsequent  conduct,  and  leads  to  the  conclusion 
that  until  late  in  1904,  he  did  not  regard  his  invention  as  of  sufficient 
importance  to  warrant  the  expenditure  of  either  time  or  money.  He 
was  willing  to  borrow  $3,000  with  which  to  engage  in  a  new  and  ven- 
turesome business,  but  delayed  the  expenditure  of  the  almost  nominal 
sum  required  to  reduce  his  invention  to  practice.  In  view  of  the  very 
simple  nature  of  his  device,  the  small  expense  involved  in  its  con- 
struction, and  the  intervention  of  another  party,  we  do  not  think  his 
lack  of  diligence  excusable.  Manifestly,  we  cannot  now  permit  him 
to  displace  a  man  who  diligently  followed  conception  of  the  inven- 
tion with  actual  reduction  to  practice  prior  to  the  most  favorable 
date  of  reduction  to  practice  which  can  be  given  Feinberg.  To  do  so 
under  the  facts  disclosed  by  the  record  would  l)e  to  discourage  dili- 
gence and  to  encourage  delay.  Such  a  decision  would  tend  in  the 
future  to  subject  diligent  and  honest  inventors  to  needless  and  ex- 
pensive  litigation^  and  pave  the  way  for  deception  and  fraud.    We 
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therefore  affirm  the  decision  of  the  Commissioner  of  Patents,  and  it 
is  so  ordered. 

The  clerk  of  the  court  will  certify  this  opinion  and  the  proceedings 
m  this  court  to  the  Oommissioner  of  Patents,  as  required  by  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Hopkins. 

Decided  February  5, 1907. 

(128  O.  G.,  890.) 

Tbadb-Mabks — "  Oriental  Cbeam  "  fob  Skin-Lotion — Geoqraphical  in   Sig- 
nificance— Not  Registrable. 
Held  that  a  trade-mark  comprising  the  words  "  *  Oriental  Cream/  asso- 
ciated witU  an  eagle  holding  a  scroll  in  its  beak/'  is  not  registrable  as  a 
trade-mark  for  a  skin-lotion  because  of  its  geographical  significance. 

Mr.  Joseph  L.  Atkins  for  Hopkins. 

Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

Shepard,  J.: 

The  applicant  appeals  from  a  decision  of  the  Commissioner  of  Pat- 
ents (C.  D.,  1906,  452;  125  O.  G.,  670,)  refusing  registration  of  a 
trade-mark.  The  original  application  was  accompanied  by  a  label 
containing  in  large  letters  across  the  top  the  words  "  Oriental  Cream," 
under  which  follow  the  words,  "  or  Magical  Beautifier.''  It  then  pro- 
ceeds to  describe  the  article  as  the  most  elegant  and  delicate  prepara- 
tion for  the  skin,  etc.,  etc.,  with  other  words  indicating  manufacturer 
etc  Under  the  large  words  at  the  top,  and  about  the  middle  of  the 
label  is  a  figure  resembling  the  eagle  on  the  larger  silver  coins  of  the 
United  States,  which  was  described  as  "  a  fantastic  winged  figure." 
By  amendment,  the  trade-mark  was  described  as  the  words,  " '  Ori- 
ental Cream '  associated  with  an  eagle  holding  a  scroll  in  its  beak." 

The  refusal  to  register  was  on  the  ground  that  the  term  "  Ori- 
ental "  is  a  geographical  term  and,  therefore,  prohibited  from  regis- 
tration by  section  5  of  the  Trade-Mark  Act  of  February  20,  1905. 
The  Commissioner  said: 

The  Orient  is  a  term  used  to  indicate  the  East,  eastern  oonntries,  and  speci- 
fically the  regions  to  the  east  and  southeast  of  the  leading  States  of  Europe. 
(Century  Dictionary.)  The  term  **  Oriental "  is  in  general  use  in  conmierce  to 
indicate  goods  that  are  manufactured  in  tliis  region — as,  for  example,  Oriental 
rugs.  As  applied  to  a  cream  it  would  indicate  that  the  cream  came  from  the 
Orient 

In  support  of  his  conclusion  he  cites  cases  holding  such  terirvs  ^%\ 
"  Lackawanna  "  in  connection  with  coal  (Del.  cfc  H.  C .  Co* x,  CXaxk^ 
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1  O.  G.,  279;  13  Wall.,  311;)  "Columbia"  {Columbia  Mitt  Co.  v. 
Alcorn,  C.  D.,  1893,  672;  65  O.  G.,  1916;  150  U.  S.  460;)  *^01d 
Country  "  and  "  Our  Country  "  {Wrialey  Co.  v.  Iowa  Soap  Co.^  122 
Fed.  Rep.,  796) ;  "  East  Indian "  in  connection  with  "  Bemedy  ^ 
{Connell  v.  Reed^  128  Mass.,  477),  to  be  geographical  and  not  capable 
of  appropriation  as  trade-marks.  See  also  Continental  Ins.  Co.  v. 
Continental  Fire  Association,  101  Fed.  Rep.,  225  (word  "Conti- 
nental" ;)  and  Koehler  v.  Sanders,  122  N.  Y.,  65,  (word  "Inter- 
national".) 

The  contention  of  the  appellant  that  the  words  "  Oriental  Cream  " 
are  not  descriptive  but  arbitrary  as  applied  to  his  product,  which 
is  not  a  cream  but  a  cosmetical  lotion  of  a  creamy  appearance,  is 
met  by  a  recent  decision  of  this  Court  in  which  the  question  is  fully 
considered.  {In  re  American  Circular  Loom  Co.,  ant^,  481;  127 
O.  G.,  393.) 

The  decision  of  the  Commissioner  of  Patents  is  affirmed ;  and  this 
decision  will  be  certified  to  him  as  required  by  law.    Afftrmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  National  Phonograph  Company. 

Decided  February  IS,  1907. 

(128  O.  a,  1295.) 

1.  Trade-Marias — "Standard"  Descriptive — Not  Registrable. 

Held  that  the  word  "  Standard  **  as  applied  to  phonographs  is  descriptive 
and  therefore  not  registrable. 

2.  Same — Same — Immaterial  Whether  Truly  or  Falsely  Descripti\*e. 

The  ai)plicant*s  claim  to  the  use  of  "  Standard  "  as  a  traed-marlc  is  In  no- 
wise* strengthened,  because  the  word  is  applied  only  to  machines  of  Inferior 
design  which  are  not  in  any  sense  standard.  The  word  cannot  be  appropri- 
ated as  a  trade-mark  whether  it  is  truly  descriptive  or  falsely  descriptive. 

Mr.  Frank  L.  Dyer  for  the  National  Phonograph  Company. 
Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

McComas,  /.; 

The  Examiner  of  Trade-Marks  refused  to  register  the  word 
"  Standard  "  as  a  trade-mark  for  phonographs  upon  the  ground  that 
the  mark  is  descriptive.  The  Commissioner  of  Patents  affirmed  this 
decision  (C.  D.,  1906,  410;  124  O.  G.,  2901,)  and  the  National  Phono- 
graph Company  thereupon  appealed  to  this  court.  The  appellant 
claims  to  have  continuously  used  this  word  as  a  trade-mark  in  its 
business  of  producing  and  selling  phonographs,  since  April,  1898. 
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The  act  of  1905,  chapter  84,  section  5,  only  declared  the  accepted 
law  of  trade-marks  when  it  prohibited  the  registration  of  marks 
which  consists — 

merely  in  words  or  devices  which  are  descriptive  of  the  goods  with  which  they 
are  used,  or  of  the  character  of  such  goods. 

The  general  proposition  was  well  established  that  words  merely 
descriptive  of  the  character,  qualities  or  composition  of  an  article  or 
of  the  place  where  it  was  manufactured  or  produced,  could  not  be 
monopolized  as  a  trade-mark.  {Brown  Chemical  Co.  v.  Meyer^  C.  D., 
1891,  346;  55  O.  G.,  287;  139  U.  S.,  540;  Canal  Company  v.  Clark,  1 
O.  G.,  279 ;  13  Wall.,  311 ;  Manufacturing  Company  v.  Trainer^  C.  D., 
1880,  464;  17  O.  G.,  1217;  101  U.  S.,  51.) 

The  adjective  "  Standard  "  upon  varying  applications  for  its  regis- 
tration as  a  trade-mark,  was  held  not  to  be  a  lawful  trade-mark  by 
Commissioners  Payne,  Doolittle,  Fisher  and  by  Commissioner  Duell, 
afterward  Justice  Duell  of  this  court.  The  exclusive  right  to  the  use 
of  such  a  word  as  a  trade-mark  on  a  particular  article  cannot  be  ac- 
quired by  the  first  appropriation  of  it  by  one  person  because  other 
persons  who  may  produce  and  sell  a  similar  article  have  equal  right 
in  describing  it  to  employ  any  appropriate  term,  including  such  word. 

No  one  has  the  right  to  appropriate  to  his  exclusive  use  a  sign  or  symbol* 
which  from  the  nature  of  the  fact  It  Is  used  to  signify,  others  may  have  an  equal 
right  to  employ  for  the  same  reason.  It  Is  because  of  this  principle  that  a  trade- 
mark cannot  be  acquired  by  the  adoption  of  a  word  which  is  merely  descriptive 
of  the  quality,  Ingredients  or  characteristics  of  a  commodity,  manufacturing 
Co.  V.  Spear,  2  Sandt,  599;  Medicine  Company  v.  Hilton,  60  Fed.  Rep.,  756.) 

Chief  Justice  Shepard,  speaking  for  this  court,  concluded  that  the 
words  "Circular  Loom"  were  descriptive  of  one  of  the  characteristics 
of  the  article  to  which  they  were  applied  as  a  trade-mark,  in  the  case, 
in  re  American  Circular  Loom  Company,  ante,  481 ;  127  O.  G.,  393 ; 
Judge  Lurton  held  that  "  Standard  "  is  a  descriptive  word  and  in  the 
particular  case  before  him,  stood  for  a  class  of  computing-scales  and, 
of  course,  in  that  connection,  it  was  aptly  descriptive  of  a  standard  of 
weights.  {Computing  Scale  Co.  v.  Standard  Computing  Scale  Co,, 
118  Fed.  Rep.,  971.) 

In  my  collocation,  ''Standard"  in  its  common  meanings,  signifies 
authority,  a  type,  excellence,  fixed  or  permanent  value,  a  test  or  rule, 
or  measure  of  quality.  Other  makers  of  phonographs  should  not  be 
deprived  of  its  use. 

We  agree  with  the  Commissioner  that  the  applicant's  claim  to  use 
"Standard"  as  a  trade-mark  is  in  nowise  strengthened  because  the  ap- 
pellant contends  that  it  only  applies  the  word  to  machines  of  inferior 
design  and  which  are  not  in  any  sense  standard.  The  word  cannot  be 
used  whether  it  is  truly  descriptive  or  falsely  descT\ipt\\^. 
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It  would  be  unprofitable  to  discuss  the  numerous  cases  cited  by  the 
appellant's  counsel  in  which  other  words  were  registered  as  trade- 
marks, since  they  cannot  help  us  to  determine  whether  "Standard**  is 
a  descriptive  word.  In  the  instances  cited  where  the  words  are  de- 
scriptive,  we  think  such  words  were  improperly  held  valid  as  trade- 
marks, and  in  the  cases  where  they  were  not  descriptive,  such  in- 
stances do  not  support  the  applicant's  contention  here.  The  argument 
in  Williams  v.  Mitchell^  (106  Fed.  Rep.,  168,)  that  a  word  may  be 
a  descriptive  word  and  yet  used  in  a  non-descriptive  sense  is  not  con- 
vincing, for  the  Commissioner  should  prohibit  the  registration  of  de- 
scriptive words,  and  the  affidavits  of  the  president  of  the  phonograph 
company  and  two  other  persons  that  the  word  **Standard"  does  not 
indicate  to  their  minds  or  to  the  minds  of  other  persons  in  the  phono- 
graph trade  a  phonograph  of  any  particular  type,  quality  or  character 
is  not  convincing,  if  indeed  relevant  here.  The  three  affiiants  can 
testify  only  concerning  the  impression  the  word  "standard**  makes 
upon  their  minds.  This  applicant  has  no  right  to  appropriate  the 
word  "standard"  which  others  may  desire  to  employ  with  equal  sin- 
cerity. The  applicant  should  not  have  the  exclusive  right  to  describe 
its  product  as  "Standard  Phonographs"  and  another  producer  should 
have  an  equal  right  to  employ  the  same  word  to  describe  its  similar 
product.  Many  manufacturers  would  be  tempted  to  use  "Standard** 
to  indicate  the  quality  or  grade  or  uniformity  of  the  goods  they  pro- 
duce. 

Tlio  predecessors  of  the  Commissioner  of  Patents,  who  regarded  the 
word  "Standard"  as  a  descriptive  word,  do  not  appear  to  have  erred 
and  we  are  convinced  that  the  present  Commissioner  has  not  com- 
mitted error  in  this  instance  and  his  decision  ^.v  afjirmed.  The  clerk  of 
this  court  will  certify  this  opinion  and  decision  to  the  Commissioner 
of  Patents  in  accordance  with  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

KiLBOURN  V,  HtRNER. 

Decided  February  5,  1907. 

(128  O.  Gm  1C89.) 

intkrference — priority — sufficiency     of     disclosure — conclusiveness     of 
Patent  Office  Decisions. 
The  decisions  of  the  exi)ert  tribunals  of  the  Patent  Office  on  the  ques- 
tion of  the  sufficiency  of  the  disclosure  of  a  party  to  an  Interference  will 
be  accei)ted  by  the  court  of  api)eals  as  conclusive,  excoi>t  In  extreme  cases 
where  i)ali)able  error  has  been  committed  {Seebcrgcr  v.  Dodgi\  C.  D.,  11105, 
OaS;  114  O.  G..  2382;  24  Api).  D.  C,  481 ;  Podlcsak  v.  Mclnnerney,  C.  D.,  1908, 
558;  120  O.  (;.,  2127;  2G  App.  D.  C,  4^.^ 
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Mr.  J.  H.  Whitaker  and  Mr.  Melville  Church  for  Kilbourn. 
Mr.  C.  L.  Sturtevant  and  Mr.  H.  N.  Paul  for  Hinier. 

BoBB,  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
(C.  D.,  1906,  367;  124  O.  G.,  1841)  in  an  interference  case  involving 
an  automatic  stocking-knitting  machine. 

The  assignment  of  error  relied  upon  in  argument  challenges  the 
ruling  that  appellee  has  the  right  to  claim  in  his  application  in  inter- 
ference the  subject-matter  in  issue.    The  counts  of  the  issue  follow : 

Connt  1.  In  a  circular-knitting  machine  having  independent  needles  and 
means  for  narrowing  and  widening  the  back  of  the  knit  tube,  means  for  knit- 
ting open-work  and  plain  knitting  at  any  point  around  the  said  tube  and 
means  for  changing  the  open-work  on  the  back  of  the  tube  to  plain  knitting. 

Ck>ont  2.  In  a  circular-knitting  machine  having  independent  needles,  cam 
mechanism  to  cooperate  with  all  of  said  needles,  to  produce  tubular  work,  to 
cooperate  with  each  needle  of  a  continuous  i>ortion  of  said  needles  to  form 
narrowed  and  widened  fabric,  and  to  operate  certain  needles  of  said  portion 
without  causing  them  to  knit,  thereby  forming  drop-stitch  work. 

Himer  is  the  senior  party,  having  filed  his  application  July  5, 1901. 
Kilbourn  filed  his  application  December  16,  1902,  more  than  seven- 
teen months  later.  An  interference  was  declared  Noveml^er  8,  1903, 
and  then  involved,  in  addition  to  the  applications  of  the  parties 
hereto,  the  application  of  Sylvester  J.  Kutz  filed  May  1,  1902,  the 
application  of  John  B.  Hipwell  filed  June  3,  1902,  and  the  applica- 
tion of  John  C.  Duemler  filed  July  19,  1902.  Kutz,  Hipwell  and 
Duemler  took  no  testimony,  and,*  being  junior  parties,  their  failure 
in  that  respect  resulted  in  their  applications  being  eliminated  from 
further  consideration.  Hirner  and  Kilbourn  each  proceeded  to  take 
testimony  on  the  question  of  priority.  Subsequently  a  hearing  was 
had  before  the  Examiner  of  Interferences,  who  in  a  carefully  con- 
sidered opinion  awarded  judgment  of  priority  to  Hirner.  During 
the  argument  before  the  Examiner  counsel  for  Kilbourn  for  the  first 
time,  as  far  as  the  record  discloses,  raised  the  question  whether 
Himer's  application  contains  a  sufficient  basis  for  the  claims  in  inter- 
ference. This  question  was  also  carefully  considered  by  the  Exam- 
iner, and  his  ruling  thereon  sustained  Himer.  An  appeal  was  taken 
to  the  Examiners-in-Chief,  who  affirmed  the  decision  appealed  from. 
The  case  was  then  taken  to  the  Commissioner,  who,  without  deciding 
the  question  of  priority,  remanded  the  proceeding  to  the  Primary 
Examiner,  saying: 

No  motion  for  dissolution  was  made  by  Kill)oum,  and  no  statement  upon  the 
record  apijears  to  liave  been  made  by  the  Primary  Examiner  of  his  reasons 
for  holding  that  the  issues  are  properly  grounded  ui)on  Hirner*s  disclosux^. 
The  machines  upon  which  the  issue  is  drawn  and  t\io»^  ol  \Xu&  v^Vot  ^x\.  ^^^ 
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complex  aud  iutricate  and  their  o|)eratioii  iuvolved.  The  Primary  Examiiier 
is  the  technical  expert  of  this  Office  as  to  those  arts  in  which  he  examines. 
He  should  through  his  special  experience  be  peculiarly  fitted  to  determine  the 
meanings  of  the  terms  used  in  the  specification  of  the  parties  and  to  determine 
the  relations  of  their  disclosures  to  prior  devices.  I  am  unwilling  to  pass 
uiK>n  the  question  of  disclosure  by  Hirner  without  the  benefit  of  the  oplnloo 
and  the  reasons  of  the  Primary  Examiner  based  upon  discussion  of  the  ques- 
tion by  the  parties  In  case  they  desire  to  be  heard. 

The  interference  is  remanded  to  the  Primary  Examiner,  who  will  hear  the 
parties  and  furnish  me  with  his  opinion  as  to  the  question  raised,  together  with 
a  statement  of  the  reasons  for  his  conclusion.    (C.  D.,  1906, 161 ;  122  O.  G.,  728.) 

Thereupon  the  Primary  Examiner  heard  counsel  for  both  parties, 
considered  the  question  submitted  to  him,  and  furnished  the  Commis- 
sioner with  an  elaborate  opinion,  saying  in  conclusion : 

The  examiner  is  of  the  opinion  that  Hirner*s  showing  is  sufficient  to  sapport 
his  right  to  make  the  claims  made  the  issue  of  the  Interference,  and  It  Is  so 
held. 

Thereupon  the  Commissioner  rendered  a  final  decision   (C.  D^ 

1906,  367;  124  O.  G.,  1841,)  in  which  he  said: 

The  Primary  Examiner  heard  the  parties  aud  has  rendered  his  opinion,  which 
is  now  before  me.  He  has  given  a  clear  and  fair  discussion  of  the  facts  and 
concluded,  as  did  the  Exarainers-in-Chief  and  Examiner  of  Interferences,  that 
Hlmer's  disclosure  Justified  the  claims  in  issue. 

After  careful  consideration  I  am  convinced  that  the  unanimous  conclnsion 
expressed  by  the  three  oi)inlon8  which  have  been  written  upon  the  sufficiency 
of  Hiruer's  disclosure  is  sound. 

The  reasons  that  impelled  the  Commissioner  to  seek  the  opinion  of 
the  Primary  Examiner  on  the  question  here  involved  have  heretofore 
impelled  this  court  to  announce  the  rule  that  the  decisions  of  the 
expert  tribunals  of  the  Patent  Office  on  such  a  question  will  be  ac- 
cepted as  conclusive,  except  in  extreme  cases  where  palpable  error 
has  been  committed.  {Seeherger  v.  Dod<je^  C.  D.,  1905,  603;  114 
O.  G.,  2382;  24  App.  D.  C,  481;  Podlemk  v.  Mclnnerney,  C.  D,, 
1906,  558;  120  O.  G.,  2127;  20  App.  I).  C,  405.) 

We  see  nothing  unusual  or  extreme  in  this  case  unless  it  be  the 
failure  of  appellant  to  discover  what  he  now  urges  as  an  obvious  and 
fundamental  defect  in  Hirner's  application  until  more  than  a  year 
after  the  declaration  of  interference.  Unless,  therefore,  a  manifest 
error  has  been  committed,  the  judgment  must  be  affirmed. 

The  specific  objection  to  the  Hirner  application  is  that  it  neither 
shows  nor  describes  narrowing  and  widening  devices  for  making  the 
heel  and  toe  of  the  stocking.  The  record  discloses  that  at  the  time 
Hirner  made  this  application  he  was,  and  for  a  long  time  had  been,  a 
prolific  inventor  as  well  as  a  manufactun^r  of  circiilar^kiiitting 
machines.  It  also  discloses  that  he  himself  had  invented  &nd  pfll^ 
ented  machines    containing    narrowing    and    widening    devi^  I|| 

is  apparent^  therefore,  that  h&  ^was  \i\gViVy  ^k\l 


k^^ 
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filed  this  application.  The  Examiner  of  Interferences  after  quoting 
from  Himer's  application  says : 

It  seems  quite  apparent  from  Himer's  specification  that  the  machine  de- 
scribed therein  is  the  ordinary  stocking-knitting  machine  in  which  not  only 
the  leg  portion  but  the  heel  and  toe  portions  of  the  stocking  are  made.  Of 
necessity  such  a  machine  must  comprise  narowing  and  widening  mechanism. 
This,  indeed,  is  well  known  in  the  art  To  say  that  a  complete  stocking  is 
produced  upon  a  knitting-machine  means,  to  one  skilled  in  art,  that  such  a 
machine  contains  the  ordinary  narrowing  and  wideing  mechanism.  It  is  be- 
lieved that  Himer*s  specification  contains  a  sufficient  basis  for  the  present 
claims. 

The  Examiners-in-Chief — 

find  that  Fig.  10  of  the  application  of  Hirner  discloses  device  lettered  F,  and  a 
shape  of  the  upper  portion  of  device  E  which  are  provisions  for  the  guidance  of 
pickers  for  automatically  operating  the  needles  to  effect  narowing  and  widen- 
ing. In  short  this  figure  of  the  drawings  clearly  so  shows  a  part  of  the 
machine  as  to  make  the  machine  one  having  automatic  narrowing  and  widening 
mechanisms. 

Also  the  entire  specification  of  Hirner  is  drawn  to  indicate  that  all  of  the 
operations  are  automatically  performed  by  the  machine,  excepting  in  one 
instance  where  it  states  that  the  cam  N  may  be  operated  either  automatically 
or  by  hand. 

Furthermore  at  the  date  of  Himer's  application,  Hirner,  an  inventor  and 
manufacturer  of  circular-knitting  machines,  cannot  be  presumed  to  have  pre- 
sented an  improvement  on  merely  the  very  old  type  of  machines  wherein  the 
narrowing  and  widening  was  done  by  hand  operation  of  needles  and  the  cylinder 
but  rather  on  one  of  the  then  more  modern  automatic  narrowing  and  widening 
machines  with  which  he  must  have  been  well  acquainted. 

The  Primary  Examiner,  to  whom  the  question  was  then  referred, 
says  inter  alia: 

It  is  fundamental  knowledge  in  this  art  that  the  heel,  sole,  and  toe  of  a  stock- 
ing knit  of  solid  fabric  can  be  produced  only  upon  a  continuous  series  of 
needles  having  no  omissions  therein. 

It  is  also  fundamental  knowledge  in  this  art  that  the  heel  and  toe  pockets  of 
a  stocking  can  be  made  ui>on  a  circular  machine  (the  product  of  which  is  a 
"seamless"  stocking,)  only  by  widening  and  narrowing  the  fabric  to  form 
said  pockets. 

******* 
The  showing  comprised  in  Himer's  Fig.  10  appears  to  the  Examiner  to  be 
alone  sufficient  to  «»ntitle  Hirner  to  make  in  this  case  claims  to  the  combination 
of  the  particular  devices  clearly  shown  in  the  application  with  "  means  for  nar- 
rowing and  widening  the  back  of  the  knit  tube"  or  '*cams  to  cooperate  with 
each  needle  of  a  continuous  portion  of  said  needles  to  form  narrowed  and 
widened  fabric." 

The  cam  shown  in  Fig  10,  apparently  an  accurate  drawing  of  the  inner  sur- 

fiiL^  of  tli4^  (jiin-ey  I  Wilder  i}t  the  actual  machine  made  by  Hirner  is  most  distinc- 

[tl?e  In  its  des[f;u,  and  would  be  recognized  by  any  one  skilled  in  this  art  as  be- 

:Jti;j    to   ixn   (lutomHtlc    knitting-machine   having   narrowing   and    widening 

Gvte^ji*    The  configiinition  of  the  cam  D  and  E,  particularly  of  the  upper 

-^ttFdly^it'piug  siirfuces,  which  are  shown  as  containing  tq^^«»i^^  ^W3i\^\i<i 

* '  ??p»J**??H  lij  nny  other  type  of  machine.    T\ie  Tee««a^»  \sk^\i\N$yKift^  ^^^  ^^"^ 
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the  purpose  of  accommodating  the  Darrowing-pickers  when  in  poeitiou  for  action. 
See  in  this  connection  Fig.  2  of  Hinier's  prior  patent  No.  471,220,  Mar  22,  1892, 
(Ktiitting  and  Netting,  Circular  Machines,  Independent  Needles,  Fashioning,) 
and  his  patent  No.  753,260,  Mar.  1,  1004,  (Circular  Machines,  Independent 
Needles,)  wherein  a  cam-cylinder  is  similarly  conventionally  shown  with  the 
same  recesses,  and  his  patent  No.  686,070,  Nov.  5,  1901,  wherein  see  partlcnlarly 
Fig.  2  and  Fig.  13,  and  the  narrowing-pickers  E '  shown  in  said  figures. 

The  Commissioner,  as  before  stated,  accepted  and  approved  the 
finding  of  the  Primary  Examiner,  saying: 

In  Himer's  specification  as  filed,  however,  reference  is  made  to  ordinary 
stocking-knitters  and  to  a  cam  which  when  controlled  by  proper  mechanism 
may  be  used  as  a  pull-down  cam  to  lower  the  needles  after  knitting  a  heel  or 
toe  pocket,  and  also  to  cams  which  may  be  used  in  conjunction  with  other 
mechanism  at  the  commencement  of  the  formation  of  the  heel  and  toe  pocketi 
as  needle-raising  cams.  These  references,^  in  view  of  the  general  use  of  pickers 
upon  stocking-knitters,  would,  it  is  believed,  unmistakably  inform  those  skilled 
in  the  art  that  the  devices  shown  by  Himer  are  to  be  used  in  practice  with  the 
usual  pickers  for  widening  and  narrowing. 

We  have  carefully  examined  and  considered  this  record,  and  find 
no  sufficient  basis  therein  for  disturbing  the  conclusion  thus  care- 
fully reached  by  the  successive  tribunals  of  the  Patent  Office.  The 
parties,  Kutz,  Hipwell,  and  Duemler,  each  senior  to  Kilboum,  and 
each  presumably  skilled  in  the  art,  did  not  question  the  sufficiency 
of  Hirner's  application,  and  Kilbourn  himself  failed  to  discover  any 
defect  therein  until  the  testimony  had  been  taken  which  convinced 
the  Patent  Office  that  Himer  was  entitled  to  a  judgment  of  priority. 

Without  considering  the  question  further,  we  affirm  the  decision 
of  the  Commissioner,  and  it  is  so  ordered. 

The  clerk  of  the  court  will  certify  this  opinion  and  the  proceed- 
ings in  this  court  to  the  Commissioner  of  Patents,  as  required  by 
law.    A-ffirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 
MlJNSTER  V.  ASII WORTH. 

Decided  Fehniary  5,  1907. 

(128  O.  O.,  2088.) 

Interference — Evidence — Consideration  of  Deposition — Failure  to  Affoid 
Opportunity  for  Cross-Examination. 
Where  a  witness  after  testifying  on  his  own  l)ohalf  and  after  answering 
a  few  questions  on  cross-examination  states  that  he  is  unable  to  withstand 
the  strain  of  cross-examination  and  leaves  the  stand  and  his  coonael  re- 
fuses to  ask  for  an  extension  of  time  for  taking  teBthmmy  in  order  that  the 
witness  may  be  cross-examined  at  "^        ini*>  in  11  '      rilifgiitg  thai 

the  wltueas  Ib  in  such  bad  physVca' 
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being  able  to  testify  within  a  year,  if  at  all,  Held  that  counsel,  knowing  the 
condition  of  the  witness,  should  either  liave  refrained  from  offering  him  as 
a  witness  in  his  own  behalf  or,  having  done  so,  should  have  consented  to 
some  reasonable  postponement  Under  such  circumstances  the  direct 
examination  i^ould  have  been  excluded  upon  motion. 
2.  Same — Sams} — ^Affidavit  Attached  to  Deposition. 

An  affidavit  of  a  pliysician  attached  to  a  deposition,  setting  forth  the 
physical  condition  of  a  witness  who  has  left  the  stand  during  cross- 
examination  because  of  inability  to  stand  the  strain  of  cross-examination, 
forms  no  part  of  such  deposition.  The  affiant  should  have  been  called  and 
sworn  to  testify  as  a  witness. 

Mr.  Wm.  Small  for  the  appellant. 

Mr.  F.  J.  Kent  and  Mr.  Samuel  Herrick  for  the  appellee. 

Shepard,  J.: 

This  is  an  interference  proceeding  involving  priority  of  invention 
of  the  following  issue : 

1.  The  combination,  with  a  door-opening,  of  a  swinging  door  and  a  pair  of 
slide-doors  arranged  to  close  said  oi)ening,  and  connections  between  all  of  said 
doors  whereby  same  are  caused  to  open  and  close  simultaneously. 

Zf  The  combination,  with  a  door-opening,  of  an  angularly-movable  door  and 
a  pair  of  slide  doors  for  closing  said  opening,  and  means  between  all  of  said 
doors  for  opening  and  closing  them  together. 

8.  The  combination  with  a  single  door-opening,  of  a  swinging  door,  a  pair  of 
superposed  sliding  doors  movable  toward  and  from  each  other,  a  lever,  means 
for  moving  said  sliding  doors  in  opposite  directions  by  said  lever  and  means 
for  actuating  said  lever  by  said  swinging  door. 

The  invention  of  this  issue  is  an  arrangement  of  certain  elements 
which  cooperate  to  close  at  the  same  time  two  openings  in  a  smoke- 
house or  a  refrigerator.  The  larger  opening  is  closed  by  a  swinging 
door.  A  smaller  opening  immediately  above  is  closed  by  a  pair  of 
sliding  doors  which  are  caused  to  move  into  position  by  the  swinging 
of  the  larger  door. 

Munster,  the  junior  party,  claims  to  have  conceived  the  invention 
September  1,  1902,  and  to  have  reduced  it  to  practice  May  1,  1903. 
His  application  was  filed  May  27,  1904.  Ashworth,  who  filed  March 
21,  1904,  claims  conception  January  1,  1903,  the  making  of  a  model 
March  1, 1903,  but  no  actual  reduction  to  practice. 

The  Examiner  of  Interferences  decided  in  favor  of  Ashworth. 
His  decision  was  reversed  on  appeal  to  the  Examiners-in-Chief ;  and 
they,  in  turn,  were  reversed  by  the  Commissioner  who  awarded 
priority  to  Ashworth.  From  his  decision,  ante^  156 ;  128  O.  G.,  2085, 
Munster  has  prosecuted  this  appeal. 

The  burden  was  upon  Munster,  as  the  later  applicant,  to  show  that 
he  conceived  the  invention  before  Ashworth,  and  that  he  reduced 
it  to  actual  practice,  or  was  exercising  due  diligence  in  prosecuting 
his  invention  when  Ashworth  entered  the  field. 
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It  seems  sufficiently  clear  that  unless  he  reduced  to  actual  practice, 
as  claimed,  he  was  lacking  in  the  required  diligence.  His  case  turns, 
therefore,  upon  the  proof  of  reduction  to  practice. 

We  confess  embarrassment  in 'the  determination  of  this  question. 
The  difficulty  lies  in  the  meagerness  of  the  testimony  and  the  manner 
in  which  it  was  taken.  In  the  first  place,  Munster,  having  testified 
on  his  own  behalf,  was  not  subjected  to  cross-examination.  He  was 
undoubtedly  in  bad  health,  but  we  are  not  satisfied  that  he  could  not 
have  been  cross-examined  later.  After  answering  a  few  questions  of 
opposing  counsel,  he  announced  that  he  was  not  well  and  was  unable 
to  stand  the  strain  of  cross-examination.  Counsel  for  Ashworth  ex- 
pressed willingness  to  suspend,  and  asked  Munster's  counsel  to  extend 
the  time  of  taking  the  testimony.  The  record  shows  that  Munster*s 
counsel  refused — 

to  delay  indefinitely  the  determination  of  the  issue  of  this  interference,  espe- 
cially in  view  of  the  aimless  trend  of  cross-examination. 

He  further  announced  that  Munster's  mental  and  physical  condi- 
tion is  such  that  he  is  unable  to  stand  the  strain  imposed  upon  him 
as  a  witness;  that  he  has  been  sick  for  over  a  year,  has  spent  most  of 
his  time  in  a  hospital;  has  undergone  three  different  operations:  has 
come  to  the  hearing  in  a  plainly-emaciated  condition  without  ap- 
preciating what  is  required  of  him;  and  that  the  prospect  of  his 
being  able  to  testify  within  a  year,  if  at  all,  is  very  slight.  As  these 
conditions  were  so  well  known  to  his  counsel,  he  should  either  have 
refrained  from  offering  him  as  a  witness  on  his  own  l>ehalf,  or,  hav- 
ing done  so,  should  have  consented  to  some  reasonable  postiwnement. 
There  was  no  testimony  tending  to  show  that  Munster  might  not  be 
able  to  appear  for  cross-examination  within  some  reasonable  period. 
The  examination  of  other  witnesses  heard  at  the  siime  time  was  con- 
cluded on  June  14,  1005.  An  affidavit  of  a  physician  is  attached  to 
the  record  of  the  deposition  as  made  July  20,  1905,  to  the  effect  that 
he  had  treated  Munster  from  time  to  time  for  a  year  last  past :  that 
three  different  surgical  operations  had  been  performed  on  him  to 
remove  gall-stones ;  that  he  has  not  been  for  many  months  past  in  a 
condition  to  withstand  the  strain  imposed  upon  a  witness;  and  that 
his  present  condition  does  not  hold  out  any  hope  that  he  will  be  able 
to  resume  active  mental  and  physical  labors  for  perhaps  years  to 
come,  if  at  all.  An  affidavit  of  this  kind  forms  no  part  of  the  deposi- 
tion. The  affiant  should  have  been  called  and  sworn  to  testify  as  a 
witness.  Under  the  circumstances,  the  direct  examination  ought  to 
have  been  excluded  on  motion,  and  is  entitled  to  no  weight.  That 
his  testimony,  if  considered,  is  entitled  to  little  or  no  weight  is  shown 
in  the  direct  examination  of  his  son  Nicholas  Munster  who  testified 
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on  the  same  day.     The  question  of  appellant's  counsel,  and  witness's 
answer  thereto  are  as  follows : 

Q.  28.  In  your  father's  testimony  he  appears  to  have  dates  badly  mixed. 
How  did  yon  manage  to  get  the  data  for  the  preliminary  statement,  and  how 
does  it  happen  that  your  father  to-day  seems  utterly  unable  to  remember  what 
he  has  heretofore  done?  A.  When  the  preliminary  statement  was  made  up  I 
was  at  home  with  my  father,  he  was  rested  and  mentally  collected.  We  went 
over  the  matter  together  at  that  time,  and  I  assisted  him  to  refresh  ids  memory. 
To-day  the  trip  wealcened  and  confused  him,  apparently,  so  that  his  mind  is 
In  a  muddle. 

The  notice  to  take  testimony  for  Munster  at  that  time  recites  the 
name  of  Munster  only  as  the  witness  to  be  examined.  After  Mun- 
ster retired,  three  other  witnesses  were  produced.  The  record  re- 
cites that  Ashworth's  counsel  stated  that  he  had  no  objection  to  the 
examination  of  the  other  witnesses  and  did  not  care  to  cross-examine 
them;  and  then  left.  Ash  worth  moved  to  suppress  these  depo- 
sitions because  taken  without  notice,  and  filed  an  affidavit  of  his 
counsel  denying  the  correctness  of  the  recital  that  he  had  waived 
objections  to  the  examination  of  witnesses  not  named  in  the  notice. 
This  motion  was  overruled.  The  testimony  was  therefore  consid- 
ered as  properly  in  the  case.  It  is  to  be  observed  of  this  testimony 
that  the  important  facts  were  stated  in  answer  to  leading  questions 
propounded  to  the  witnesses.  The  following  question  to  Nicholas 
Munster  is  an  example: 

Q.  36.  Are  you  positive  that  your  father  conceived  the  invention  set  forth  in 
this  declaration  of  interference  on  or  about  the  Ist  day  of  September,  1002, 
according  to  the  preliminary  statement,  which  you  helped  your  father  prepare? 
A.  Yes,  sir. 

(See  also  question  12  and  answer  hereafter.) 

Questions  asked  this  witness,  who  is  also  one  of  the  assignees  of 
his  father's  invention,  relating  to  the  construction  of  doors  in  accord- 
ance with  the  model  of  his  father,  together  with  his  answers,  are  as 
follows : 

Q.  12.  A.  P.  Munster's  preliminary  statement  says  that  he  built  some  33  doors 
for  Armour  and  Co.  in  1903;  is  this  model  exactly  Uke  those  doors?    A.  Yes,  sir. 

Q.  13.  When  were  these  doors  put  up,  if  you  Isnow?  A.  He  began  to  build 
them  in  May,  1903. 

Q.  14.  About  when  were  they  completed,  to  your  knowledge?  A.  Some  time 
in  October,  1903. 

The  witness  did  not  describe  the  construction  of  the  doors,  or  under- 
take to  say  w^here  or  how  they  had  been  made.  To  the  question  ask- 
ing if  they  were  exactly  like  the  model,  he  simply  answered  yes. 

The  next  witness,  Heinig,  is  also  an  assignee  of  Munster's  inven- 
tion. He  said  that  he  first  heard  of  the  invention  in  September, 
1902,  at  wbidi  time  Munster's  son,  Nicholas,  showed  him  a  partly- 
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completed  model.  He  did  not  see  this  model  in  a  completed  state 
until  the  application  for  patent  had  been  made.  As  regards  the  com- 
pletion of.  this  model,  Heinig  differs  from  Nicholas  Munster  who  said 
it  was  completed  in  September,  1902.  Heinig  also  testified  that  be 
was  not  interested  in  the  invention  prior  to  the  time  of  filing  the  ap- 
plication for  patent,  and  gives  that  as  his  reason  for  not  having  then 
seen  the  doors  of  which  he  had  heard  of  the  construction.  He  said 
that  after  the  application  had  been  filed  he  went  to  Armour's  plant 
in  Chicago,  where  Munster  and  his  witnesses  lived,  aad  labeled 
thirty-three  doors  "  Patent  applied  for."  He  was  not  asked  to  de- 
scribe the  construction  of  these  doors,  or  their  mode  of  operation.  He 
says  he  had  heard  that  they  had  been  used  there  about  a  year;  and 
all  that  he  did  was*to  "  label  them."  The  testimony  of  the  remaining 
witness,  Klotz,  who  was  Munster's  attorney,  had  no  relation  to  this 
question ;  it  was  introduced  for  an  entirely  different  purpose. 

Assuming  that  thirty-three  doors  were  erected  in  the  Armour  plant 
of  a  construction  designed  by  Munster,  the  testimony  does  not  show, 
save  by  inference  derived  in  part  from  hearsay,  that  these  doors 
were  constructed  from  the  completed  model  of  Munster,  and  em- 
bodied the  elements  of  the  issue.  It  does  not  appear  how  they 
worked.  If  these  doors  were  constructed  by  Munster  for  the  Armour 
Company  in  accordance  with  the  requirements  of  the  issue,  and  then 
used  by  them  as  answering  the  purpose,  we  cannot  understand  why 
some  member,  or  competent  employee  of  that  company  was  not 
called  to  testify.  The  plant  was  situated  in  Chicago,  and  such  wit- 
ness or  witnesse^i  could  have  proved  the  necessary  facts,  if  they  ex- 
isted, beyond  the  shadow  of  a  doubt.  Yet  none  were  called,  and  no 
reason  was  suggested  for  the  omission.  In  this  connection  it  is 
pertinent  to  call  attention  to  the  fact  that  in  the  cross-examination  ' 
of  Ashworth  he  was  asked  if  ho  had  seen  or  heard  of  the  doors  put 
by  Munster  in  the  Armour  plant.  His  answer  was  that  he  had  heard 
of  them  after  the  declaration  of  interference,  and  had  visited  the 
plant  for  the  purpose  of  seeing  them;  but  that  after  being  shown 
through  the  visitors'  department  he  had  asked  if  he  could  see  the 
smoke-house  where  they  had  rails  running  through  an  opening  in  the 
smoke-house  door,  and  that  his  request  had  been  politely  denied. 
He  also  said  that  he  had  shown  the  invention  to  the  Armour  Com- 
pany immediately  after  applying  for  a  patent,  and  had  not  been 
informed  by  them  that  they  were  already  supplied.  No  effort  was 
made  to  contradict  these  statements. 

Though  not  without  some  apprehension  that  Munster  may  have 
made  the  invention  and  reduced  it  to  practice,  we  are  constrained  to 
affirm  the  decision  of  the  Commissioner.  We  are  not  warranted  in 
reversing  his  decision  Iwcause  of  a  mere  doubt  of  its  correctness!!  As 
before  suggested,  all  doubt  migVit  have  been  removed,  if  the  doors 
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erected  in  the  Armour  plant  were  in  fact  successful  reductions  to 
practice  of  the  invention  of  the  issue,  by  the  production  of  witnesses 
who  could  not  be  mistaken.  The  failure  to  do  this  was  the  |ault  of 
the  appellant. 

The  decision  awarding  priority  to  Ashworth  will  therefore  be 
affirmed.  The  clerk  will  certify  this  decision  to  the  Commissioner  of 
Patents  as  required  by  the  law.    Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

MiEL  V.  Young. 

Decided  May  7,  1907, 

(128  O.  G.,  2532.) 

1.  INTEBFEBENCE — CONSTBUCTION  OF   CLAIM   IN   ISSUE. 

A  claim  should  be  given  the  broadest  interpretation  which  It  will  support, 
and  limitations  should  not  be  imported  into  the  claim  from  the  specifica- 
tion to  meet  the  exigencies  of  the  particular  situation  in  which  the  claim 
may  stand  at  a  given  time. 

2.  Same — Same — Limitations  Not  Imported  from  Patent  Specification. 

Where  in  a  stone-saw  construction  the  claim  calls  for  "  removable  means 
for  reinforcing  the  lower  ends  of  the  blades  during  the  initial  part  of  a 
catting  operation  **  and  it  appears  that  the  device  of  Miel,  a  patentee,  was 
designed  to  prevent  the  blades  from  "chattering  or  wabbling"  laterally, 
while  Young's  structure  is  for  the  purpose  of  enabling  the  blades  of  the  saw 
"  to  stand  the  strain  for  their  work  "  and  to  support  the  saw  longitudinally. 
Held  that  there  is  no  limitation  in  the  claim,  which  refers  broadly  to  rein- 
forcing means,  which  necessitates  the  reading  into  the  claim  of  structural 
features  found  only  in  the  specification  of  the  patent. 

Mr.  T.  Walter  Fowler  and  Mr.  R.  C.  Mitchell  for  Miel. 
Mr.  Albert  E.  Dietrich  for  Young. 

McCoMAS,  J.: 

In  this  case  the  Assistant  Commissioner  of  Patents  {ante^  53;  126 
O.  G.,  2591,)  awarded  priority  of  invention  to  James  S.  Young  in  this 
interference,  the  subject-matter  of  which  is  a  stone-saw,  and  the  single 
issue  is: 

In  a  stone-saw,  the  combination  of  a  saw-beam,  a  series  of  long  bearing-blades 
carried  thereby,  and  removable  means  for  reinforcing  the  lower  ends  of  the 
blades  during  the  initial  part  of  a  cutting  operation. 

On  December  31,  1004,  Young,  the  appellee,  filed  his  application 
for  a  patent  for  a  stone-saw  and  while  it  was  pending,  on  April  24, 
1905,  the  appellant  Miel  filedhis  application  for  a  patent  for  a  stone- 
saw  also  and  on  November  14,  1905,  obtained  a  patent  therefor.  The 
Examiner  of  Interferences  awarded  priority  of  invention  to  Young, 
the  senior  party,  on  the  record,  no  testimony  having  been  taken  by 

30997— H.  Doc.  470,  GO-1 36 
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either  party  to  the  interference.  Miel  is  the  patentee  and  the  single 
count  of  the  issue  is  in  terms  the  first  claim  of  his  patent  On 
November  20,  1905,  Young  filed  an  amendment  containing  his  inter- 
fering claim.  The  Examiners-in-Chief  concluded  that  the  inven- 
tion of  the  issue  is  an  issue  which  Young  had  not  disclosed  in  his 
application  and  that  Miel  is  entitled  to  prevail  on  the  question  of 
priority  because  of  the  failure  of  Young  to  produce  evidence  show- 
ing that  he  was  in  possession  of  the  invention  of  the  issue  prior  to 
the  filing  date  of  Miel  and,  therefore,  reversed  the  decision  of  the 
Examiner  of  Interferences  in  Young's  favor. 

Upon  appeal  the  Assistant  Commissioner  of  Patents  reversed  the 
decision  of  the  Examiners-in-Chief  and  found  for  Young,  and  Miel 
appealed  to  this  court. 

The  invention  here  relates  to  means  for  supporting  the  blades  of 
stone-saws  which  consist  of  numerous  strips  of  steel  projecting  per- 
pendicularly from  a  beam.  These  blades  are  several  feet  in  length 
and  the  ends  of  the  blades,  forcing  an  abrasive  material  against  the 
stone,  effect  the  sawing.  Because  of  their  length  these  blades  tend 
to  vibrate  when  sawing  until  having  entered  the  stone,  the  sides  of 
the  kerf  prevent  them  from  vibrating  laterally.  To  prevent  vibration, 
Miel  provided  rigid  blocks  between  the  blades,  the  blocks  being 
notched  at  the  ends  to  receive  the  edges  of  the  blades,  the  blocb 
being  suspended  from  the  beam  by  screw-threaded  bars  so  adapted 
in  position  as  to  be  shifted  by  means  of  nuts  on  the  rods.  AVhen  it 
becomes  necessary  to  remove  or  raise  the  blocks,  whose  thickness  is 
gi'eater  than  the  kerf  formed  by  the  saw,  MieFs  specification  says 
he  may  taper  the  blades  and  thus  draw  the  blocks  up  to  the  narrower 
portion  of  the  space  between  the  blades  in  order  that  they  may 
press  upon  the  edges  of  the  blades  and  rigidly  unite  them. 

Young  unites  the  blades  of  his  saw  by  thin  strips  of  metal  having 
hooked  ends  which  pass  through  apertures  in  the  blades,  the  apertures 
being  perpendicular  to  the  faces  of  the  blades  except  as  to  a  slight 
inclined  portion  at  one  end.  The  hooks  on  the  supporting  members 
of  the  end  blades  are  threaded  and  provided  with  a  nut  by  means  of 
which  all  of  tlie  supporting  members  may  be  put  under  tension. 
The  supporting-strips  are  thin  and  so  arranged  that  they  can  enter 
the  kerf.  Young's  specification  states  that  the  slots  in  the  blade  are 
slightly  beveled  to  receive  the  upset  or  rivet-over  portion  of  the  in- 
serted strip  end.  The  drawing  of  Young's  application  shows  that 
the  strips  are  not  riveted  to  the  blades  in  the  sense  in  which  *'  rivet " 
is  ordinarily  used.  The  ends  of  the  strips  are  not  upset  to  form  a 
head  but  the  hooked  end  of  the  strip  is  sprung  into  the  slot  in  the 
blade  correspondingly  shaped  so  that  the  Connnissioner  concludes, 
the  resiliency  of  the  metal  would  permit  the  springs  to  be  forced  into 
the  slots  and  out  again.    Indeed  Xowi\%  ^^ed^cally  states  that  the 
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strips  can  be  moved  from  one  position  to  another  wherefore  the  Com- 
missioner concludes  that  he  has  a  right  to  make  the  claim  in  issue. 
That  Young's  reinforcing  device  may  not  be  removable  as  readily  as 
MiePs  and  that  it  is  not  designed  to  be  removed  after  the  initial  stage 
of  the  cutting  is  completed  is  unimportant.  If  the  device  be  remov- 
able, as  the  claim  specifies,  it  suffices  even  though  Young's  device  need 
not  be  removed  during  the  entire  sawing  operation.  We  concur  with 
the  Commissioner  that  there  is  no  limitation  in  the  claim  which  refers 
broadly  to  reinforcing  means  which  give  weight  to  the  claim  that 
MiePs  device  was  designed  to  prevent  the  blades  from  ''  chattering  or 
wabbling"  laterally,  while  Young's  structure  is  for  the  purpose  of 
enabling  the  blades  of  the  saw  "  to  stand  the  strain  for  their  work," 
and  to  support  the  saw  longitudinally. 

This  claim  should  be  given  the  broadest  interpretation  which  it 
will  support  and  we  should  not  strive  to  import  limitations  from  the 
specification  to  meet  the  exigencies  of  the  particular  situation  in 
which  the  claim  may  stand  at  a  given  time.  Although  Miel  is  a 
patentee,  if  the  terms  of  his  claim  do  not  in  their  ordinary  and 
natural  meaning  define  his  invention  according  to  his  intent  he  may 
apply  for  a  reissue. 

The  reasonable  presumption  Is  that  an  inventor  intends  to  protect  his  in- 
▼ention  broadly,  and  consequently  the  courts  have  often  said  that  the  scope 
of  a  claim  should  not  be  restricted  beyond  the  fair  and  ordinary  meaning  of 
the  words,  save  for  the  purpose  of  saving  it.  ♦  ♦  ♦  The  senior  party  who 
has  a  patent  may  not  be  heard  to  ask  that  his  claim  be  rewritten  so  that  he 
may  prevail  in  an  interference.  He  would  be  in  somewhat  better  position  had 
his  patent  not  l>een  issued,  or  had  he  surrendered  it  for  reissue.  {Andrews 
V.  Nilson,  C.  D.,  11)06,  717 ;  123  O.  G.,  1667 ;  27  App.  D.  C,  454.  See  Podlesak  v. 
Mclnnemey,  C.  D.,  1906,  558;  126  O.  G.,  2127;  26  App.  D.  C,  31)9.) 

We  concur  with  the  Commissioner  that  upon  this  issue  we  should 
not  read  into  it  limitations  not  within  it,  limitations  found  only  in 
the  specification  of  the  appellee's  patent.  Young  has  fully  disclosed 
the  invention  defined  by  the  terms  of  the  interference. 

The  decision  of  the  Commissioner  of  Patents  miist  be  affirmed^  and 
the  clerk  of  this  court  is  directed  to  certify  the  proceedings  in  this 
court  to  the  Commissioner  of  Patents  according  to  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Richards  i\  Burkholder. 

Decided  May  7,  1901. 

(128  O.  G.,  2.^'i.3.) 

Interference — Priority — Concealment  of  Invention. 

If  there  be  con  coal  in  eut  or  suppression  of  the  InvewUow,  W\^  ^^\<i  XV^'e^ 
open  to  be  occupied  by  a  more  diligent,  though  \ater,  VaNeQXxix,  ^\vr>  ^\ife\N. 
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lie  baa  not  only  put  tbe  InTention  into  pablic  uae^  bat  has  also  obtatned  a 
patent  for  It.  cannot  be  diTested  of  bis  rigbt  to  bold  tbe  Held  except  npon 
proof  beyond  a  reasonable  doobt  tbat  tbe  earlier  and  more  negligent  In- 
Tentor  bas  not  gone  back  to  an  abandoned  derlce  or  a  device  siuumjSKd 
or  concealed  In  order  to  establlsb  a  prior  rifl^ 

Mr.  John  L.  Jackwn  and  Mr.  C.  E.  Pickard  for  Kichards. 
Mr.  C.  C.  Linthicum  for  Burkfaolder. 

McCoMAS,  /. : 

This  is  an  appeal  by  Richards  from  the  decision  of  the  AsHJutant 
Commissioner  of  Patents  (ante^  166;  128  O.  6.,  2629)  awarding 
priority  of  invention  to  Burkholder  upon  the  following  issues: 

li  in  a  device  of  tbe  class  described,  tbe  combination  witb  a  bolUnr  track 
opened  in  the  rear  for  tbe  reception  of  supporting-brBckets,  of  sopporting-brack- 
ets  baving  spriDg-heads  adapted  to  fit  tbe  inner  contour  of  said  boUow  track, 
substantially  as  described. 

2.  In  a  device  of  the  class  described,  the  combination  witb  a  hollow  tra^ 
opened  in  the  rear  f6r  the  reception  of  snpportlng-brackets,  of  a  soppurUuf- 
bracket  made  of  a  single  piece  of  metal  and  having  a  spring-bead  adapted  to  fit 
tbe  inner  contour  of  said  hollow  track,  substantially  as  described. 

8.  The  combination  with  a  hollow  track  having  a  longitudinal  opening  in  one 
side,  of  a  supporting-bracket  having  portions  doubled  to  form  a  bead  sprung  into 
said  hollow  track  and  arms  extending  transversely  through  said  opening  in 
said  track,  substantially  as  described. 

4.  A  supporting-bracket  for  a  hollow  slotted  track,  comprising  spring«arms 
having  attaching  ends,  and  a  connection  between  their  opposite  «ids  adapted 
to  allow  normal  expansion  of  said  arms,  and  forming  a  head  to  fit  with  tbe 
track,  substantially  as  described. 

The  subject-matter  of  the  issue  is  a  supporting-bracket  and  track 
for  door-hangers,  the  bracket  being  conii^osed  of  a  strip  of  plain 
metal,  doubled  to  form  a  circular  head,  with  arms  extending  trans- 
versely therefrom,  and  provided  with  attaching  ends  to  be  secured  to 
a  building,  and  the  head  being  adapted  to  fit  the  inner  surface  of  a 
pipe  or  tube,  slotted  in  the  rear,  and  affording  a  track  for  the  wheel 
of  the  door-hanger. 

A  month  after  Burkholder  had  secured  a  patent  on  the  invention, 
and  a  year  after  Burkholder  had  filed  his  application,  Richards  ap- 
peared and  filed  his  application  and  alleged  in  his  preliminary  state- 
ment disclosure  and  reduction  to  practice  July  10,  1902,  which  date 
would  anticipate  Burkholder,  who  claims  conception  of  the  invention 
in  January,  1J)03,  his  patent  having  been  granted  October  4,  1904. 

The  three  tribunals  of  the  Patent  Office  concurred  in  awarding 
priority  to  Burkholder,  all  of  them  agreeing  that  the  testimony  on 
behalf  of  Richards  fails  to  prove  beyond  a  reasonable  doubt  that 
Richards  conceived  the  invention  and  reduced  it  to  practice  prior 
to  Burkholder's  reduction  to  practice  in  U*03  aiul  all  of  them  biise 
the  decision  uix)n  the  same  gi*ound,  nan|[g||[|||^^j^ 
sustain  the  burden  of  proof  resting  ug 
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duction  to  practice.  We  concur  in  the  reasoning  and  in  the  conclu- 
sion of  the  three  tribunals.  Therefore,  we  need  not  consider  whether 
or  not  as  a  matter  of  law  a  bracket,  which  Richards  claims  to  have 
made  in  1902,  was  a  reduction  to  practice,  since  it  has  not  been  proven 
beyond  a  reasonable  doubt  that  such  a  bracket  was  made  in  that  year. 
As  the  Examiners-in-Chief  well  say : 

Even  If  it  be  assuinetl  that  Richards  conceived  th«  Invention  In  1902,  and 
then  made  some  experiments  his  total  abandonment  of  those  experiments  and 
neglect  and  loss  of  the  physical  things  then  made,  together  with  the  inaction 
of  himself  and  assignee  for  two  years  Justify  us  in  concluding  that  he  aban- 
doned his  efforts  as  unsatisfactory  and  that  he  did  not  in  fact  make  a  successful 
reduction  to  practice.  {Warner  v.  Smith,  C.  D.,  1898,  517;  84  O.  G.,  311;  13 
App.  D.  C,  111.) 

All  the  testimony  tends  to  show  that  the  device  claimed  to  have 
been  set  up  in  the  workroom  of  Richards  and  the  device  claimed 
to  have  been  placed  on  the  door  of  a  sh^d  were  so  placed  in  each 
instance  for  the  purpose  of  testing  the  two  devices  on  which  the 
appellant  relied  to  prove  a  reduction  to  practice. 

If  we  assume  that  Richards  satisfactorily  proved  the  making  of 
the  bracket  in  question  in  July,  1902,  we  should  not  overrule  the 
decision  appealed  from  for  Richards  was  not  prevented  by  any  com- 
pelling circumstance  from  giving  his  invention  to  the  public  by 
placing  it  on  the  market,  or  filing  an  application  for  a  patent.  If 
there  be  concealment  or  suppression  of  the  invention,  the  field  lies 
open  to  be  occupied  by  a  more  diligent,  though  later  inventor, 
who,  when  he  has  not  only  put  the  invention  into  public  use  but 
has  also  obtained  a  patent  for  it,  cannot  be  divested  of  his  right  to 
hold  the  field  except  upon  proof  beyond  a  reasonable  doubt  that  the 
earlier  and  more  negligent  inventor  has  not  gone  back  to  an  aban- 
doned device  or  a  device  suppressed  or  concealed  in  order  to  establish 
a  prior  right.  AVe  refrain  from  reviewing  the  voluminous  testimony 
sufficiently  reviewed  in  the  three  tribunals  below  but  we  also  are 
impressed  that  the  inactivity  of  Richards  for  two  years  during  which 
period  Burkholder  entered  the  field,  and  ignorant  of  the  claim  of 
Richards  independently  produced  the  invention,  put  it  upon  the 
market,  applied  for  and  obtained  the  patent  is  fatal  to  the  foimer 
claim. 

Richards  was  in  the  employment  of  the  Wilcox  Manufacturing 
Company  of  Aurora,  111.,  and  claims  to  have  produced  this  invention 
for  that  company.  Although  Richards  claims  he  completed  and 
tested  his  invention  in  the  summer  of  1902  and  explained  it  to  the 
officers  of  that  coinpau}'  no  steps  were  taken  to  ascertain  whether  it 
was  patentable  until  the  summer  of  1903,  nor  was  any  attempt  made 
to  put  it  on  the  market  until  the  summer  of  1904  and  the  application 
inot  filed  until  November  10,  1904,  after  the  patent  had  issued  1^ 
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Burkholder  and  after  the  Burkholder  bracket  had  been  advertised 
and  a  company  had  proceeded  to  take  orders  and  ship  it  in  quantities. 

Burkholder's  record  date  is  October  21,  1903.  Richards's  record 
date  is  November  10, 1904.  Apart  from  this  priority  of  the  appellee, 
the  testimony  of  many  witnesses  and  documentary  evidence  as  weU, 
show  that  Burkholder  conceived  the  invention,  disclosed  it  to  others, 
promptly  placed  it  ^on  the  market,  and  seasonably  applied  for  the 
patent  granted  him. 

It  is  true  a  number  of  witnesses  support  Richards's  claim  that  he 
conceived  the  invention  about  July,  1902,  and  testify  their  knowledge 
of  one  or  the  other  of  the  two  devices  of  Richards  and  that  his  in- 
vention was  made  while  he  was  in  the  room  in  the  northwest  corner 
of  the  second  floor  of  the  building  of  the  AVilcox  Manufacturing 
Company,  but  on  behalf  of  Burkholder  there  is  much  testimony 
tending  to  show  that  Richards  was  moved  from  that  room  as  early 
as  April,  1902,  and  that  he  could  not  have  made  the  invention  in  it 
after  the  first  of  July  in  that  year  as  he  claims.  Credible  witnesses 
testify  that  they  saw  the  model  made  by  Richards  located  in  that 
room  which  others  with  opportunity  to  see  it  say  it  was  not  there. 
Again  credible  witnesses  testify  that  they  saw  the  device  applied  to 
the  shed  described  by  witnesses,  while  other  witnesses  with  ample 
opportunity  to  observe  testify  that  it  was  not  there.  Of  course,  in 
each  instance  this  negative  testimony  is  far  less  weighty  than  the 
positive  testimony  of  witnesses  in  behalf  of  Richards,  who  claim  to 
have  seen  the  different  devices  in  the  two  different  places.  It  tends, 
however,  to  lessen  the  degree  of  conviction  produced  by  Kichards's 
whole  case. 

AVe  have  carefully  examined  the  testimony  and  upon  the  issue  of 
fact  which  is  the  only  issue  in  this  interference,  we  agree  with  all  of 
the  tribunals  below  that  Richards  has  failed  to  prove  his  case  beyond 
a  reasonable  doubt.  As  we  have  said  in  Orcutt  v.  McDonald^  (C.  D., 
190G,  705;  123  ().  G.,  1287:  27  App.  D.  C.  228.)  and  in  many  other 
cases,  where  the  tribunals  of  the  Patent  Office  all  agree  in  deciding 
the  same  way  on  questions  of  fact,  this  court  will  not  reverse  such  a 
decision  unless  it  clearly  appears  that  the  decision  was  against  the 
weight  of  the  evidence.  In  this  case  where  we  fully  agree  with  them 
and  where  the  only  question  raised  upon  this  appeal  which  needs  to 
be  considered  is  the  issue  of  fact,  we  refrain  from  reviewing  the  facts 
and  content  ourselves  with  concurring  in  the  conclusion  of  the  Com- 
missioner of  Patents,  whose  judgment  therefore  must  be  affirmed. 

The  decision  of  the  Connnissioner  of  Patents  must  he  aifirtned^  and 
the  clerk  of  this  court  is  directed  to  certify  the  proceedings  in  this 
court  to  th(»  Commissioner  of  Patents  according  to  hn\\ 
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Dunbar  v.  Schellenger. 

Decided  February  5,  1901. 

(128  O.  G.,  2837.) 

1.  Interference — Reopening    for    Introduction    of    Newly-Discovered    Evi- 

dence— Review  by  Court  of  Appeals. 
Where  the  tribunals  of  the  Patent  Office  in  the  exercise  of  their  discretion 
have  refused  to  reopen  a  case  for  the  introduction  of  newly-discovered 
evidence,  their  conclusions  will  be  reviewed  by  the  court  of  appeals  only  in 
case  of  an  abuse  of  discretion. 

2.  Same — Priority — Appeal  to  CJourt — Ck>NSiDERATioN  of  Patentability. 

"  As  regards  the  cfontention  of  the  appellant  that  *  the  structure  in  inter- 
ference differs  from  the  prior  structure  of  Roberts  in  but  two  particulars,* 
♦  ♦  *  it  is  sufficient  to  say,  that  in  so  far  as  it  appears  to  raise  a  ques- 
tion of  patentability,  that  question  has  been  settled  by  the  allowance  of  the 
claims." 

Mr.  W.  Clyde  Jones^  Mr.  Robert  L.  Ames^  and  Mr.  Benjamin  R. 
Johnson  for  Dunbar. 

Mr.  C.  A.  Brown  for  Schellenger. 

Shepard,  J.: 

This  is  an  interference  proceeding  involving  priority  of  invention 
of  a  means  for  operating  the  supervisory  signals  of  a  telephone  sys- 
tem; and  was  declared  between  the  application  of  Schellenger  filed 
February  14,  1901,  and  that  of  Dunbar  filed  March  22,  1901. 

The  issue  contains  ten  counts  as  follows: 

1.  The  combination  with  a  telephone-line,  of  a  source  of  electricity  and  a  pair 
of  relays  adapted  to  be  bridged  between  the  limbs  of  the  talking-circuit  thereof, 
a  switch  at  the  substation  and  a  switch  at  the  central  station  for  controlling 
the  circuit  through  said  relays,  and  a  signal  adapted  to  be  controlled  by  the 
conjoint  action  of  said  relays. 

2.  The  combination  with  a  pair  of  telephone-lines,  of  an  inductive  device 
through  which  the  same  are  adapted  to  be  united  for  conversation,  a  charging 
{source  of  electricity  and  a  pair  of  relays  adapted  to  be  bridged  between  the  two 
limbs  of  each  of  said  lines,  one  pair  of  relays  being  Individual  to  one  of  said 
lines  and  the  other  pair  being  individual  to  the  other  line,  switches  at  the  sub- 
stations and  at  the  central  station  for  controlling  the  crcult  through  said  relays, 
and  a  signal  controlled  by  the  conjoint  action  of  each  pair  of  relays. 

3.  The  combination  with  a  metallic  telephone-line  free  from  permanent 
grounds  outside  the  central  office,  of  a  charglng-curreut  source,  a  third  con- 
ductor, a  pair  of  relays  at  the  central  office,  one  of  said  relays  being  energized 
over  the  telephone-line  and  the  other  over  a  portion  of  the  tallcing-circult  and 
the  third  conductor. 

4.  The  combination  with  a  metallic  telephone-line,  of  a  pair  of  relays  and  a 
chargfng-current  source  tiridged  across  the  line  at  the  central  station,  a  third 
cc>n(liiL't(»r  to  wblt^U  on<*  pole  of  the  current  source  is  connected,  both  of  said 

f«  belMg  adapt&d  to  be  operated  over  the  metallic  telephone-line,  and  one  of 
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Bald  relays  being  adapted  to  be  operated  over  a  portlcm  of  iMld  line  and  tliM 
conductor. 

IS.  The  combination  with  a  metallic  telephone-line,  of  an  operator'a  idiif  and 
a  oord-circnlt,  a  source  of  cnrrent  and  a  pair  of  relays  bridged  acroas  aald  dr 
cnlt;  a  third  conductor  connected  with  one  pole  of  said  source,  one  of  aald  relays 
being  adapted  to  be  operated  over  the  metallic  line  when  the  subaerlbei^  teto> 
phone  is  In  use,  and  the  other  to  be  operated  over  a  part  of  the  line  and  said 
third  conductor  when  ^e  subscriber's  telephone  is  not  in  use  and  tbe  opeeatort 
plug  is  connected  with  the  line. 

6L  In  a  telephone  system,  the  combination  with  a  teleplume-line^  of  a  aoime 
of  curr«it  and  a  relay  bridged  between  the  two  limbs  of  the  talklnff^iicrtt 
thereof,  a  second  relay  at  the  central  office  connected  in  a  circuit  IneliidlQg  a 
portion  of  one  side  of  the  talking-circuit  and  means  for  energising  It,  a 
at  the  substation  and  a  switch  at  the  central  station  for  controlling  the  < 
trough  said  relays,  and  a  signal  controlled  by  the  conjoint  action  of  said 
relays. 

7.  In  a  telephone  system,  the  combination  with  a  tel^[dione-lltte,  of  a  aomei 
of  tiectridty  at  the  central  office,  an  operator's  plug  and  a  pair  of  rdaya  aaso- 
dated  therewith,  one  of  said  relays  being  energised  from  the  said  aonrea  af 
electricity  as  long  as  the  said  operator's  plug  is  connected  with  the  aald  Une 
and  oyer  a  path  having  a  part  coincident  with  the  talking-circuit,  and  the  otter 
relay  being  energized  as  long  as  the  said  operator's  plug  is  connected  wllli  ths 
said  line  and  when  the  subscriber's  tel^hone  is  in  use,  and  a  signal  aaaoelated 
with  said  pair  of  relays,  the  circuit  of  said  signal  being  establiahed  by  tha 
operation  of  the  first  of  said  relays  and  said  signal  being  rendered  Inopentlvt 
by  the  operation  of  the  second  of  said  relays. 

8.  The  combination  with  telephone-lines  extending  from  subscribers'  stations 
to  an  exchange,  of  a  cord-circuit  at  the  exchange  provided  with  two  strands 
for  forming  connections  between  two  telephone-lines,  a  pair  of  relays  corre- 
sponding to  each  end  of  the  cord-circuit  and  included  in  bridge  thereof,  a  source 
of  current  for  inclusion  in  circuit  with  each  of  said  pairs  of  relays,  a  aaper- 
vlsory  signal  for  each  pair  of  relays  and  Jointly  controlled  thereby,  switdi- 
Ing  apparatus  for  controlling  the  operation  of  the  relays,  and  a  condenser  In* 
eluded  in  each  cord-strand  between  the  connections  of  the  relays  therewith. 

9.  The  combination  with  telepboue-lines  extending  from  substations  to  jacks 
at  an  exchange,  of  a  cord-circuit  at  the  exchange  provided  with  two  strands 
for  forming  connections  between  subscribers*  lines,  a  pair  of  relays  corre> 
Hponding  to  each  end  of  the  cord-circuit  and  included  in  bridge  thereof;  a  source 
of  current  for  energizing  tbe  said  relays,  a  sui)ervisory  signal  for  each  pair  of 
relays  and  Jointly  controlled  thereby,  switching  mechanism  at  the  substations 
for  controlling  the  operation  of  one  of  each  pair  of  relays,  means  Including  a 
Jack  and  a  cord-clreult  plug  Inserted  in  the  jack,  wliereby  a  closed  circuit  Is 
established  through  the  remaining  relay  of  each  pair  which  is  independent  of 
the  oi)erat\ve  position  of  the  substation  apparatus,  and  a  condenser  Incloded  In 
each  cord-strand  between  the  connections  of  the  relays  therewith. 

10.  In  a  telephone  system,  an  operator's  cord-clreult,  a  pair  of  relays  each 
operated  over  circuits  Including  portions  of  the  talking-circuit  and  a  supervisory 
signal  having  its  circuit  controlled  by  the  contacts  of  both  of  said  relays,  one 
of  said  relays  being  adapted  to  normally  close  the  circuit  and  to  be  energbMd 
over  the  telephone-line  when  the  line  Is  In  use  whereby  the  signal  is  at  that 
time  rendered  inert,  and  the  other  relay  being  adapted  to  normally  open  the 
circuit  whereby  when  the  cord-circuit  is  not  connected  with  the  line  the  signal 
is  inert  and  when  connected  with  a  line  in  use  the  signal  Is  displayed. 
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The  Examiner  of  Interferences  held  that  Dunbar's  evidence  estab- 
lished September  17,  1900,  as  the  date  of  conception  of  the  invention 
of  the  issue;  but  being  of  the  opinion  that  Schellenger's  clearly 
showed  conception  and  reduction  to  practice  in  August,  1900,  priority 
was  awarded  to  him.  He  expressed  the  opinion  also,  that  even  were 
the  evidence  of  reduction  to  practice  insufficient,  Schellenger's  dili- 
gence, nevertheless,  entitled  him  to  the  benefit  of  his  earlier  con- 
ception. 

The  decision  reviews  the  testimony  at  great  length,  and  contains 
an  elaborate  description  of  the  invention  as  disclosed  in  the  applica- 
tions of  the  respective  parties.  This  description  seems  to  be  an  accu- 
rate one,  but  its  insertion  would  occupy  unnecessary  space. 

After  noting  an  appeal  from  this  decision,  Dunbar  filed  a  motion 
to  restore  jurisdiction  to  the  Examiner  of  Interferences  in  order  that 
he  might  entertain  a  motion  to  reopen  the  case  for  the  introduction 
of  alleged  newly-discovered  evidence.  The  evidence  consisted  of  the 
testimony  of  Schellenger  as  a  witness,  on  July  5  and  18,  1905,  on  be- 
half of  Clausen  in  an  interference  between  Clausen  and  Dean,  No. 
28,797,  relating  to  telephone  circuits  and  signals.  To  the  motion  were 
attached,  a  transcript  of  said  testimony,  the  affidavits  of  counsel,  and 
the  affidavit  of  an  expert  relating  to  the  evidence  in  connection  with 
the  issues  and  the  evidence  in  the  present  case.  This  affidavit  does 
not  recite  the  issue  in  Clausen  v.  Dean,  but  contains  sketches  made 
by  the  witness  of  Clausen's  invention,  and  also  undertakes  an  analy- 
sis of  the  claims  of  the  present  issue,  and  claims  that  they  are  read- 
able upon  the  Clausen  structure.  The  Commissioner  transmitted 
the  motion  to  the  Examiner  of  Interferences  for  decision.  The  then 
Examiner  of  Interferences  had  succeeded  the  one  who  rendered  the 
award  of  priority  above  mentioned.  The  decision  denied  the  motion. 
As  the  admissibility  and  effect  of  the  testimony  recited  in  the  motion 
have  been  earnestly  contended  for  throughout  the  proceedings,  and 
on  the  final  hearing,  we  shall  quote  liberally  from  this  decision.  The 
Examiner  said: 

Dunbar's  motion  is  based  upon  the  nllepation  that  certain  testimony  given 
by  Schellenger  when  testifying  in  behalf  of  Clausen  in  another  interference 
(Clausen  v.  Dean,  No.  23,797)  is  to  the  effect  that  the  invention  at  issue  In  this 
case  was  disclosed  to  him  by  Clausen  at  a  date  prior  to  the  date  of  conception 
to  which  Schellenger  testifietl  in  this  interference.  An  examination  of  Schel- 
lenger's testimony  given  in  the  swond  interference  indicates  that  the  disclosure 
made  to  him  by  Chuisen  did  in  fact  embody  the  subject-matter  of  several  counts 
of  the  above-entitled  interference. 

Ck)nsiderable  stress  has  been  laid  upon  the  contention  that  the  interference 
should  be  reopened  on  th(?  ground  that  the  propostni  new  evidence  would  affect 
Schellenger's  credit  as  a  witness.  In  view  of  the  fact  that  Schellenger  and 
Clausen  appear  to  have  worked  together  in  making  improvements  along  the 
same  line,  it  seems  more  probable  that  the  discrepancies  In  Schellenger's  testi- 
mony in  the  two  cases  arose  from  failure  of  the  attorue'j?.  Ivit  Ytoi'SfiM  ^xv^. 
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Clausen  to  properly  limit  the  claims  to  their  separate  inventions.  It  is  estab- 
lished, however,  by  the  testimony  of  other  witnesses,  that  Sehellenger  actually 
reduced  the  invention  to  practice  before  Dunbar.  The  possibility  that  Sehel- 
lenger may  not  have  been  the  originator  of  the  invention  in  no  way  impain 
the  testimony  of  the  other  witnesses  to  the  effect  that  Sehellenger  was  in  pos- 
session of  the  invention  and  reduced  it  to  practice  prior  to  Dunbar's  established 
date  of  conception.  These  facts  preclude  the  possibility  of  awarding  priority  of 
invention  to  Dunbar. 

For  these  reasons  Schellenger's  deposition  given  in  the  second  interference, 
even  if  introduced  in  the  present  case,  could  not  affect  the  award  of  priority 
which  has  been  rendered.  Had  such  testimony  as  that  contained  in  Schellen- 
ger's later  deposition  originally  been  in  this  case,  it  might  have  led  the  El- 
aminer  of  Interferences  to  direct  the  attention  of  the  Commissioner  under 
Rule  126  to  the  fact  that  a  statutory  bar  existed  to  the  grant  of  a  patNit  to 
Sehellenger  as  to  certain  of  his  claims.  Inasmuch,  however,  as  the  determina- 
tion of  the  question  as  to  whether  or  not  such  bar  exists  Is  an  ex  parte  matter 
and  not  within  the  Jurisdiction  of  the  Examiner  of  Interferences,  no  good  cause 
exists  for  reopening  the  interference  for  the  puriK)se  of  introducing  testimony 
relative  to  the  existence  of  a  statutory  bar. 

He  then  cites,  and  quotes  from  the  opinions  in  Foster  v.  Antudtl 
(C.  D.,  1899,  413;  88  O.  G.,  1527;  14  App.  D.  C,  552)  and  PrindU  v. 
Brow7i,  (C.  D.,  1904,  680;  112  O.  G.,  957;  24  App.  D.  C,  114,)  which 
hold  that  a  junior  applicant  cannot  overcome  the  prior  date  of  his 
opponent  by  proving  that  a  third  party  was  the  first  inventor.  The 
decision  thereafter  proceeds  as  follows : 

The  only  possible  grounds  upon  which  the  evidence  In  question  could  be 
admitted  would  be  that  it  utterly  destroytni  the  <Tedibility  not  only  of  Sehel- 
lenger but  of  all  his  corroborating  witnesses  as  to  his  possession  and  reductloD 
to  practice  of  the  invention  prior  to  the  date  establislied  by  Dunbar.  It  does 
not  aiipear  that  any  reason  exists  for  the  inference  tliat  the  variance  t>etween 
the  testimony  given  by  Schellenjrer  in  the  two  cases  was  due  to  any  fraudulent 
intent  on  Schellenger's  part.  However  this  may  be,  there  api>ears  to  be  no 
reason  for  holding  that  the  testimony  given  by  the  other  witnesses  for  Sehel- 
lenger is  impaired  by  the  state  of  facts  lirought  to  light  in  sui>iK)rt  of  this 
motion. 

It  is  also  contended  that  the  testimony  of  Sehellenger  in  the  other  Interfer- 
ence, which  testimony  it  is  now  sought  to  introduce  in  evidence  in  this  interfer- 
ence, should  be  accepted  as  an  admission  against  interest,  and  would  justify  the 
holding  that  Sehellenger  is  not  an  original  inventor.  For  tlie  reasons  that  have 
been  stated  aimve  and  clearly  announced  by  the  Commissioner  in  Trufant  v. 
Prindlc  v.  Brown  {supra,)  this  question  is  not  pertinent  to  the  question  of 
priority  of  invention  as  between  Sehellenger  and  l)uni>ar,  since  it  is  shown  that 
Sehellenger  was  the  first  in  i)ossession  of  the  invention.  This  l>eing  true,  Dun- 
bar could  not  be  adjudged  the  tirst  inventor,  even  if  it  were  admitted  that  Sehel- 
lenger received  his  idea  from  some  person  other  than  Dunbar. 

On  appeal  to  him,  the  Conunissioner  aflirnied  this  decision  upon  a 
full  review  of  the  question.  lie  was  clearly  of  the  opinion  that  the 
testimony  was  inadmissable  to  show  invention  by  another,  not  a  party 
to  tlie  interference.     His  decision  concludes  as  follows: 
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It  does  not  ap^)ear  that  there  was  auy  abuse  of  discretion  by  the  Examiner 
of  Interferences  in  refusing  to  reopen  the  case.  If  it  should  appear  upon  con- 
sideration of  the  entire  record  u|)on  ai)i3eal  that  the  decision  upon  the  question 
of  priority  would  be  changed  by  evidence  tl^at  Schellenger's  testimony  is  not 
entitled  to  full  faith  and  credit,  the  case  may  be  reopened  for  further  testimony. 
The  Elxamlner  of  Interferences,  who  has  considered  the  entire  record,  is  of  the 
opinion  that  such  reopening  is  not  justified,  and  no  good  reason  is  seen  for  dis- 
turbing his  decision  upon  Interlocutory  appeal.  (C.  D.,  1906,  147;  121  O.  G., 
2663.) 

The  case  was  then  referred  to  the  Examiners-in-Chief  to  determine 
the  appeal  on  the  question  of  priority.  These  affirmed  the  award  to 
Schellenger.  On  final  appeal  to  the  Commissioner  this  decision  was 
affirmed.    After  a  careful  review  of  the  evidence  he  said : 

Not  only  is  Schellenger  entitled  to  the  award  of  priority  on  the  ground  that 
he  was  the  first  to  conceive  and  the  first  to  reduce  to  practice,  but  also  on  the 
ground  that  he  was  exercising  reasonable  diligence  at  and  before  the  time  when 
Dunbar  entered  the  field  and  up  to  the  time  of  filing  his  ai)plication.  (C.  I>., 
1906,  428;    125  O.  G.,  348.) 

Upon  the  question  of  admitting  the  evidence  contained  in  the  mo- 
tion he  said : 

After  the  decision  of  the  Examiner  of  Interferences  on  the  question  of  priority 
and  pending  an  appeal  to  the  Examiuers-ln-Chief  Dunbar  brought  a  motion  to 
reopen  the  interference  for  the  puri)ose  of  Introducing  into  the  record  a  deposi- 
tion given  by  Schellenger  in  a  later  interference  between  different  parties, 
which,  it  was  alleged,  showed  that  Schellenger  was  not  the  Inventor  of  certain 
counts  of  this  interference  and  which  also,  it  is  alleged,  discredited  Schellenger, 
as  It  contained  allegations  contrary  to  those  made  in  the  present  case.  The 
Ebmminer  of  Interferences  refused  to  i-eojien  the  case,  and  upon  appeal  from 
that  decision,  I  held  that  the  case  would  be,  reoi)ened,  if  at  all,  only  for  the 
admission  of  evidence  discrediting  Schellenger*s  testimony,  and  that  whether 
it  should  be  so  reopenetl  would  be  determined  when  the  case  came  before  me 
for  final  hearing.  ITiwn  examination  of  the  deijosition  in  the  later  interference 
it  is  found  that  Schellenger  testifies  that  one  Henry  P.  Clausen,  under  whose 
direction  Schellenger  was  worliing  while  in  the  employ  of  the  American  Electric 
Telephone  CJompany,  was  the  inventor  of  a  certain  circuit  which  Schellenger 
referred  to  as  a  *•  three-relay  system."  This  circuit  is  si)ecifically  different 
from  the  **  four-relay "  system  which  forms  the  subject-matter  of  this  inter- 
ference. Assuming  for  the  purpose  of  argument  that  some  of  the  counts  of 
this  Interference  are  broad  enough  to  cover  both  of  these  structures,  I  am 
nevertheless  convinced  that  such  testimony  does  not  materially  lessen  the  weight 
to  be  given  to  Schellenger*s  testimony  in  this  interference.  It  must  be  remem- 
bered that  Schellenger  was  testifying  in  both  instances  with  respect  to  specific 
constructions,  in  the  first  interference  with  respect  to  a  "  four-relay  "  system  and 
in  the  later  Interference  with  respect  to  a  *'  three-relay  '*  system,  whose  circuits 
differed  in  many  respects  from  the  circuits  of  the  *'  four- relay  "  system.  In 
the  earlier  testimony  Schellenger  testified  tliat  he  constructed  a  si)ecific  device 
upon  a  certain  date.  In  his  later  deposition  he  testified  that  Clausen  upon  a 
certain  date  set  up  a  different  apparatus.  There  is  no  inconsistency  in  these 
statements.  I  am  convinced  that  the  de[»ositi<m  in  the  later  interference  fur- 
nishes no  substantial  basis  for  believing  that  the  testimony  first  given  was  false. 
The  only  real  effect  of  admitting  this  testimony  would  be  to  show,  vvo«9»Vo>V3> 
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that  some  of  the  counts  of  this  luterferoice  were  first  invented  by  a  thtad 
party  and  not  by  Schellenger.  As  stated  in  a  prior  decision  in  this  case,  tUi 
question  Is  to  be  considered,  if  at  all,  after  the  final  detaminatioii  of  tts 
question  of  priority.    (Id.)  • 

The  appellee  has  moved  to  dismiss  so  much  of  the  appeal  as  xdaftei 
to  the  motion  to  reopen  the  case  for  the  consideration  of  the  newly- 
disoovered  evidence.  Whether  such  an  appeal  can  be  entertained, 
at  all,  though  the  question  has  been  raised  and  decided  by  the  Com- 
missioner along  with  the  general  question  of  priority,  has  never  been 
expressly  decided  by  this  court.  In  Richards  v.  Meismer  (G.  IX, 
1905,  596;  114  O.  G.,  18S1;  24  App.  D.  C,  305,)  it  was  said  by  lb 
Justice  Morris: 


The  reopening  of  a  cnuse  for  the  introduction  of  newly-disoovered 
'is  always  a  matter  for  the  trial  court,  and  is  in  its  discretion ;  and  that  < 
tion  is  not  subject  to  review  in  a  purely  appellate  tribunal,  such  as  this  couit  la 

The  evidence  was,  however,  incidentally  discussed  and  it  was  stid 
that  there  was  no  indication  of  the  abuse  of  discretion.  Beferoioe 
was  also  made  to  the  case  of  Cross  v.  Phillips  (C.  D.,  1899,  342;  87 
O.  G.,  1399 ;  14  App.  D.  C,  228,)  in  which  one  of  the  errors  asHignwl 
was,  the  refusal  of  leave  to  amend  a  preliminary  statement  Then 
the  Court  said : 

In  courts  both  of  law  and  equity  the  ris^ht  to  amend  is  not  an  absolute  oaa 
but  rests  in  the  discretion  of  the  court,  and  the  exercise  of  this  discretion  is  not 
reviewable  unless  it  niuy  be  in  case  of  its  palpable  abuse. 

(See  also,  Hammond  v.  Basch,  C.  D.,  1905,  615;  115  O.  G.,  804;  M 
App.  D.  C,  469,  472.)  In  view  of  the  character  of  these  cases,  we 
think,  that  the  exercise  of  discretion  in  refusing  to  reopen  a  case  for 
the  introduction  of  newly-discovered  evidence,  might  be  the  subject 
of  review  and  correction  when  undoubtedly  abused,  and  productife 
of  palpable  injustice.  Clearly  the  Commissioner  was  right  in  his 
action  in  this  instance  on  the  ground  that  it  is  not  admissible  to  show 
that  a  third  person  was,  in  fact,  the  first  inventor.  As  regards  the 
effect  of  the  later  deposition  by  way  of  discrediting  the  evidence  of 
Schellenger  in  this  ease,  it  is  sufficient  to  say,  that,  after  a  comparison 
of  the  two,  with  the  aid  of  the  elaborate  and  earnest  argument  on 
behalf  of  the  ai^i^elhint,  we  are  not  convinced  of  error  in  the  final 
conclusion  of  the  Commissioner. 

The  question  of  priority  on  the  record,  as  submitted,  remains  to 
be  considered.  Each  tribunal  of  the  Patent  Office,  accepting  the 
proof  of  conception  by  Dunbar  on  Se^Dteml^er  17,  1900,  has  agreed 
in  holding  that  Schellenger  conceived  the  invention  of  the  issue  and 
reduced  it  to  practice  in  August,  1900.  These  concurrent  condn- 
sions,  under  the  settled  rule  in  such  cases,  impose  the  burden  upon 
the  appellant  of  showing  error  therein  clearly.  This  he  has  failed 
to  do.    The  several  decisions  contain  fair  and  careful  reviews  of  the 
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testimony  of  Schellenger  and  his  corroborating  witnesses,  and  we  do 
not  think  it  important  to  add  ailything  to  the  discussion.  They  ap- 
pear to  have  given  the  proper  weight  to  the  evidence  of  each  witness, 
carefully  distinguishing  between  those  fully  competent  to  understand 
the  nature  and  details  of  the  invention  when  disclosed  and  tested, 
and  those  not  well  informed  therein. 
As  regards  the  contention  of  the  appellant  that — 

the  structure  in  interference  diiTers  from  the  prior  structure  of  Roberts  in  but 
two  particulars,  and  all  of  the  claims  in  issue  are  readable  directly  upon  the 
Roberts  structure,  except  for  the  limitations  as  to  these  two  distinguishing 
features — 

it  is  sufficient  to  say,  that  in  so  far  as  it  appears  to  raise  a  question  of 
patentability,  that  question  has  been  settled  by  the  allowance  of  the 
claims.     {Johnson  v.  Mueser^  present  term.) 

And  in  so  far  as  it  relates  to  the  necessary  elements  of  Schellenger's 
•construction  to  answer  the  test  of  conception  and  reduction  to  prac- 
tice, we  think  it  is  fairly  met  in  the  decision  of  the  Examiners-in- 
Chief  as  follows : 

The  Invention  in  controversy  is  so  fully  described  in  the  decision  of  the  Ex- 
aminer of  Interferences  and  in  the  briefs  and  applications  of  the  respective 
parties,  that  we  regard  it  as  unnecessary  to  herein  explain  its  details.  In  its 
general  aspect  said  invention  is  a  modification  of  or  an  improvement  upon 
previously-existing  means  for  operating  the  supervisory  (or  electric  lamp)  sig- 
nals at  the  central  station  of  a  telephone  system,  by  means  of  which  signals  the 
operator  determines  whether  the  called  subscriber  has  responded,  and  whether 
either  subscriber  has  concluded  the  conversation  and  placed  his  receiver  upon 
the  switch-hooli  of  the  telephone.  A  patent  to  one  Roberts,  No.  777,544  of  De- 
cember 13,  1904,  mentioned  in  the  record,  illustrates  the  prior  art.  It  discloses 
a  telephone  system  in  which  the  supervisory  signals  are  controlled  by  four  re- 
lays, two  of  said  relays  being  disposed  in  each  half  of  the  apparatus  at  the  ex- 
change, and  one  of  these  two  relays  situated  in  a  bridge  across  the  cord  or 
talking  circuit,  while  the  other  relay  is  arranged  in  a  local  circuit  connected 
with  the  bridge.  In  the  apparatus  here  in  controversy  both  relays  are  in- 
cluded in  the  bridge,  and  a  portion  of  the  cord  or  talking  circuit  Is  at  certain 
times  used  as  a  part  of  the  circuit  for  one  of  the  relays.  Although  the  Issue 
does  not  call  for  any  si)eclfic  arrangement  of  the  cord-clrcults  and  does  not  re- 
quire that  the  bridge  shall  be  connected  with  these  circuits  In  any  unusual  way, 
or  that  any  particular  sui)pleuientary  devices  shall  be  employed  In  connection 
with  the  system,  it  Is  contended  on  behalf  of  I>unbar  that  Schellenger  has  not 
carried  his  invention  beyond  the  exiHMiniental  stage  when  as  alleged  by  him  he 
set  up  and  tested  the  apparatus  upon  which  he  relies  for  reduction  to  practice. 
It  is  pointed  out  that  at  that  time  he  did  not  develop  a  satisfactory  *'  busy  test " 
and  had  not  In  contemi)latiou  any  operative  means  for  enabling  the  operator  to 
automatically  cut  out  the  subscriber's  bell-clrcults  when  connections  between 
the  central  station  and  the  telei)houes  at  the  substations  are  established. 

The  objection  thus  raised  Is  In  our  opinion  without  weight  for  not  only  does 
the  prior  art  reveal  means  which  may  be  used  for  attaining  both  of  the  afore- 
said objects,  but  the  combinations  covered  i)y  the  issue  possess  their  own  ut 
ties  irrespective  of  the  i)resence  or  absence  of  calling  and  testing  devices 
any  Itlnd.    In  other  words,  the  issue  is  directed  to  a  u^w  vxuvV  w"&^lv\\  VaN^sa 
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which  although  it  is  intended  to  be  an  element  of  a  telephone-exchange,  nerer- 
theless  possesses  its  own  characteristic  utility. 

It  may  be  remarked  that  had  all  of  the  expert  tribunals  of  the 
Office  denied  the  sufficiency  of  Schellenger's  evidence  of  actual  re- 
duction to  practice  in  August,  1900,  on  account  of  the  character  of 
the  structure,  and  the  failure  to  test  it  in  a  regular  working  telephone 
system,  we  would  not,  considering  the  nature  and  purpose  of  the  in- 
vention, dissent   from  such  a  conclusion.     {Macdonald  v.  Edison^ 

C.  D.,  1903,  622;  105  O.  G.,  1263:  21  App.  D.  C,  527,  529;  Paul  v. 
Hess,  C.  D.,  1905,  610;  115  O.  G.,  251;  24  App.  D.  C,  463,  467;  Gdla- 
gher  v.  Hein,C.  D.,  1905,  624;  115  O.  G.,  1330;  25  App.  D.  C,  77, 82; 
Ocumpaugh  v.  Norton,  C.  D.,  1905,  632;  115  O.  G.,  1850;  25  App. 

D.  C,  90,  93.)  But,  as  they  are  well  informed  in  the  art,  and  have 
concurred  in  holding  the  test  sufficient,  the  conditions  are  not  suA 
as  to  satisfy  us  that  they  have  erred  in  such  finding. 

The  question  is  of  no  practical  importance,  however,  because  we 
fully  agree  with  them  that  Schellenger,  having  shown  his  conceptioQ 
of  the  invention,  was  not  lacking  in  diligence  between  the  date  of  that 
conception  and  the  presentation  of  his  application.  His  delay  was 
not  great,  and  his  financial  condition,  coupled  with  his  necessary 
occupation  during  the  period,  furnishes  a  sufficient  excuse  for  his 
failure  to  take  speedier  action. 

It  follows  that  the  decision  of  the  Commissioner  will  be  affirmed 
It  is  so  ordered,  and  the  clerk  will  certify  this  decision  to  the  Com- 
missioner of  Patents  as  required  by  law.     Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Robinson  v,  McCormick. 

Filed  February  o,  J 907, 

(128  O.  G.,  ;i281).) 

Interference — Priority— Employer  and  E^fPLOYEE. 

Inventors  are  often  compelled  to  have  their  conceptions  embodied  in  con- 
struction l).v  slvilled  mechanics  and  manufacturers,  whose  practical 
knowledge  often  enables  them  to  suggest  and  mal^e  valuable  improvements 
in  simplifying  and  perfecting  machines  or  devices,  and  the  inventor  Is  en- 
titled to  protection  from  their  efforts  to  claim  his  invention.  At  the  same 
time  an  employee  is  to  be  protected  from  the  rapacity  of  his  employer  aln^ 
and  if  in  doing  the  worl^  assigned  him  the  employee  goes  farther  than  ne- 
chanical  sl^ill  enables  him  to  do  and  malvcs  an  actual  invention  h«  U  eqaaUf 
entitled  to  the  benefit  of  liis  invention. 

Same — Same — Same — Burden  on  Employee  to  Show  Inventioh* 

Where  an  employee  claims  i)rotection  for  an  improvement  which  lie  i 
visetl  while  working  upon  a  general  conception  of  his  employer^  the  lis 
is  generally  upon  him  to  show  that  he  made  au  invention  in  Diet, 


DECISIONS  OP  THE  UNITED  STATES  COURTS  IN  PATENT  CASES.       575 

3.  Same — Same — Same — Employer  Mubt  Disclose  More  Than  Final  Result. 

To  claim  the  benefit  of  the  employee's  skill  and  achievement,  it  is  not 
sufficient  that  the  employer  had  in  mind  a  desired  result  and  employed  one 
to  devise  means  for  its  accomplishment.  He  must  show  that  he  had  an 
idea  of  the  means  to  accomplish  the  particular  result,  which  he  communi- 
cated to  the  employee,  in  such  detail  as  to  enable  the  latter  to  embody  the 
same  in  some  practical  form. 

4.  Same — Same — Reduction  to  Practice  by  Agent. 

The  reduction  to  practice  of  an  invention  by  an  original  inventor  cannot 
be  taken  as  a  reduction  to  practice  by  another  merely  because  the  owner- 
ship of  the  claims  of  both  may  afterward  become  vested  in  the  same  person 
or  persons.  It  is  not  enough  to  entitle  an  applicant  to  a  patent  that  some 
one  else,  not  his  agent,  has  shown  the  practicability  of  the  invention  by  re- 
ducing it  to  practice.  {Hunter  v.  Stikenian,  C.  D.,  1898,  564;  85  O.  G.,  610; 
13  App.  D.  C,  214,  226.) 

Mr.  Melville  Church  for  Robinson. 
Mr.  A.  C.  Paul  for  McCormick. 

Shepard,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents (C.  D.,  1906,  416;  124  O.  G.,  2903,)  in  an  interference  proceeding 
with  the  following  issue: 

1.  A  device  for  use  in  keeping  accounts  comprising  a  casing,  a  series  of  file- 
holders  therein,  each  adapted  to  carry  loose  files,  and  an  indicator  for  each 
flle-holder  normally  in  a  position  from  which  it  must  be  moved  in  order  to 
withdraw  from  or  deposit  a  file  within  its  holder,  whereby  the  indicator  is  cer- 
tainly changed  from  normal  to  indicating  position  whenever  access  is  had  to 
said  file  without  having  to  remember  to  make  such  change,  and  whereby  it  may 
be  certainly  determined,  after  a  certain  period  at  a  glance  which  file-holders 
have  been  used  during  said  period. 

2.  A  device  for  use  in  keeping  accounts  comprising  a  casing,  a  series  of  file- 
holders  therein,  each  adapted  to  carry  files,  and  indicators  for  the  file-holders, 
each  normally  in  a  position  from  which  it  must  be  moved  in  order  to  withdraw 
from  or  deposit  a  file  within  its  holder,  whereby  the  movement  of  the  indicator 
from  normal  position  is  not  dependent  on  the  memory  of  the  operator,  and 
whereby  after  a  certain  i)eriod  it  may  be  certainly  determined  at  a  glance 
which  file-holders  have  had  their  indicators  moved  from  normal  to  indicating 
position  during  said  period. 

As  stated  by  the  Examiner  of  Interferences : 

The  invention  in  issue  is  an  indicator  for  duplicate-sales-slip  files.  In  the 
use  of  a  short  account  system  a  case  or  cabinet  is  provided  wherein  file-holders 
arte  kept  each  containing  duplicate  sales-slips  whereon  the  customer's  account 
and  daily  balances  appear.  It  is  customary  to  enter  daily  the  totals  of  each 
IndlTldnars  account  In  a  book  kept  for  that  purpose.  In  order  to  obviate  the 
necessity  of  huQdlhip  all  the  ftle-Uoiders  In  the  cabinet  every  day  an  indicator 
wa»  devised  m  thfir  It  i^oiald  be  at  a  glance  which  file-holders  had  been 

removed  from  the  cabinet  durtng  % 

HobinsoD,  who^e  appUcati  lied  January  12,  1904,  alleged 

conception  Septoinlwr  ti,  "^'^^  >  November  6,  1903.,  w-wd  x^- 

ductioD  to  pi 
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McCormick's  applicatioii  was  filed  February  16,  1905;  he  aU^ged 
oonception,  March  20,  1908,  and  redaction  to  practice  December 
22,  1903. 

Each  tribunal  of  the  Patent  Office  substantially  agreed  that  Bdbin- 
son's  evidence  wa£i  not  sufficient  to  show  conception  and  reduction  to 
practice  prior  to  the  date  of  filing  his  application.  Apparently,  lie 
must  at  least  have  conceived  the  same  «ome  time  in  December,  190B, 
but  under  the  conditions  of  the  case  it  is  unnecessary  to  determine  the 
exact  date  of  his  conception.  They  all  agreed  in  holding  alao  that 
McCormick  had  a  complete  conception  of  the  invention  on  or  beloie 
December  1,  1903.  All  concurred  in  awarding  priority  to  McOor^ 
mick,  on  the  ground  that  his  invention  had  been  reduced  to  practice 
by  one  Lumbard  in  December,  1903. 

Assuming  the  correctness  of  the  findings  that  McCormick  was 
the  first  to  conceive  the  invention,  and  that  Robinson  is  only  entitled 
to  the  benefit  of  his  filed  application  as  a  constructive  reduction  to 
practice,  we  pass  to  the  consideration  of  the  finding  that  McConnidi 
reduced  the  invention  to  actual  practice  in  December,  1903.  If  the 
decision  of  the  Commissioner  on  this  point  is  without  proper  sap- 
port,  it  must  be  reversed ;  otherwise  affirmed. 

It  appears  by  recitals  in  the  decision  referred  to,  that  one  M.  A* 
Lumbard  had  filed  an  application  for  a  patent  for  a  file-holder  with 
automatic  indicator,  and  had  been  placed  in  interference  with  Bob- 
inson.  The  Examiner  of  Interferences  states  that  two  of  the  counts 
of  tlie  issue  of  that  interference  were  the  same  as  the  counts  of  the 
present  issue;  and  counsel  for  McCormick  state  in  their  brief  that 
Lumbard's  application  made  claims  on  "  one  feature  of  the  structure 
or  combination  constituting  the  issue."  The  record  of  that  proceed- 
ing, however,  is  not  incorporated  in  the  record  before  us.  In  view  of 
the  evidence  and  the  production,  in  connection  therewith,  of  Lum- 
bard's  construction,  the  omission  is  not  material.  It  is  also  stated 
that  Lumbard  took  no  evidence  in  the  case,  and  the  decision  went 
against  him  on  the  record.  The  reason  assigned  for  his  abandcm- 
ment  of  the  controvei'sy,  by  the  counsel  for  McCormick,  who  repre* 
sented  Lumbard,  is,  the  discovery  by  them,  and  the  realization  by 
Lumbard  that  McCormick,  and  not  he,  was  the  actual  inventor  of  the 
broad  issue  of  the  interference. 

The  evidence  shows  that  since  some  time  prior  to  Lumbard's  alleged 
conception,  both  he  and  McCormick  were  connected  with  the  Com- 
plete Book-keeper  Company  of  Des  Moines,  which  had  been  organ- 
ized as  a  cori^oration  for  the  purpose  of  manufacturing  a  bookkeep- 
ing system  devised  by  McCormick. .  Lumbard  was  its  president  and 
McCormick  its  general  manager.  Both  wore  stockholders.  The  cor- 
poration appears  to  be  owner  of  McCormick's  rights  as  involved  in 
this  interference. 
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In  testifying,  McCormick  explained  the  original  sketch  of  the  in- 
vention claimed  to  have  been  conceived  by  him  early  in  190t3,  as 
follows : 

No.  1  is  a  perpendicular  shaft  runniDg  up  and  down  on  the  left-hand  side  of 
tlie  first  row  of  files  facing  the  cabinet.  No.  2  is  a  small  ratchet-wheel  on  the 
shaft  No.  1  opposite  each  and  every  individual  file.  No.  3  is  the  indicator  ex- 
tending out  over  the  individual  file  and  attached  to  shaft  No.  1  above  and  below 
the  ratchet-wheel  No.  2,  said  ratchet-wheel  being  fastened  solid  on  the  shaft 
No.  1  and  said  indicator  No.  3  being  loose  on  shaft  No.  1  with  a  spring 
attached,  when  the  indicator  is  pulled  out,  catches  in  said  ratchet  No.  2 
and  prevents  it  from  l)eing*  pushed  back,  said  indicator  also  having  a  guard 
attached  to  it  which  goes  clear  around  the  ratchet-wheel  with  square  or 
flat  surface  that  locks  it  from  being  pulled  out  farther  than  at  right  angles 
with  the  cabinet  or  file.  No.  4  is  a  lever  attached  to  the  top  of  shaft  No.  1. 
No.  5  is  a  pin  in  the  outer  end  of  said  lever.  No.  6  is  a  horizontal  bar  put  on 
the  pins  in  lever  on  shafts  No.  1,  and  which  was  designed  to  lock  at  one  end  so 
that  when  alf  balances  were  taken  in  the  evening  it  could  be  unlocked  and 
pushed  so  as  to  revolve  shafts  No.  1  until  indicators  that  had  been  used  during 
the  day  returned  to  place  over  the  file.  No.  7  is  intended  to  mark  the  place 
where  spring  catches  in  ratchet.  No.  8  indicates  the  individual  customer's  file 
and  0  the  frame  of  the  cabinet.*  This  being  the  first  rough  pencil  sketch  when 
I  first  conceived  the  idea  only  gave  the  merest  outlines  so  as  to  help  me  fix  it 
in  my  mind  and  put  it  before  my  eyes. 

He  also  testified  that  shortly  after  the  formation  of  the  company, 
early  in  December,  1903,  he  described  the  invention  to-  Lumbard,  as 
follows : 

I  described  that  my  idea  consisted  of  an  indicator  attached  exclusively  to 
the  cabinet  constructed  by  me^ns  of  a  peri)endlcular  shaft  commencing  at  the 
outside  of  the  left  end  of  pows  in  the  cabinet  when  facing  the  cabinet  putting 
one  of  these  shafts  between  each  row  of  files,  having  on  these  shafts  a  small 
ratchet-wheel  opposite  to  each  individual  file,  said  ratchet-wheel  fastened  solid 
to  the  shaft;  the  attaching  of  an  indicator  for  each  file,  said  indicator  being 
loose  on  the  shaft  with  a  spring  attached  which  would  work  in  the  teeth  on  the 
ratchet-wheel;  also  attached  to.  the  indicator  a  yoke  which  would  go  clear 
around  the  ratchet-wheel  outside,  having  at  one  iwiut  a  flat  surface  which  when 
the  indicator  was  turned  out  at  right  angles  with  the  cabinet  to  permit  of  the 
taking  out  of  the  book  or  file,  said  indicator  could  no  go  farther;  that  is,  than 
to  stand  at  right  angles  with  the  cabinet,  said  spring  standing  in  the  teeth  of  the 
ratchet  would  not  i)ermit  of  the  indicator  going  back.  The  upi>er  end  of  all  of 
these  horizontal  shafts  to  be  connected  by  cranks  with  a  horizontal  rod  locked 
at  one  end  so  that  indicators  could  only  be  thrown  back  at  the  close  of  the  day 
by  unlocking  said  rod  and  revolving  said  i)eri>endicular  shafts  one-half  circle 
so  as  to  replace  indicators  that  had  been  used  over  the  ends  of  files. 

Again,  he  said  that  he  told  Lumbard  that  it  must  be  an  "  absolutely 
automatic  device."  Lumbard  objected  to  it  on  the  ground  that  it 
would  be  too  expensive  to  construct,  and  said,  from  the  ideas  witness 
had  given  him,  be  thought  he  could  make  one  to  answer  the  purpose 
that  would  not  be  so  expensive  to  construct. 
309»7— H,  Doc.  470,  GO-1 37 


678*   SBCiBioirB  ov  ths  uhited  staibb  coubiib  nr  paxsht 


Tbe  cmiCTition  was  dropped  at  tbat  point.  I  was  gohag  cot  of  town  for  a 
few  daj%  and  wlwn  I  retmned  Mr.  Lombard  diawed  me  a  device  wUdi  he  had 
en^Ted,  be  said,  from  mj  Idea. 

What  he  meant  by  an  ^  absolately  aatomatic  device,''  is  indicated 
in  his  statement  of  a  previous  disdosare  to  Long  who  also  became  an 
incorporatcMr.    He  said  that  he  told  Lcmg  it  would  woi^ — 

aotomatlcaUy,  tliat  in,  tbat  wben  fbe  indicator  is  set  to  get  a  t)ooic  or  file  out 
of  the  calviDet,  it  woold  be  impossible  to  tlirow  it  back  to  place  orer  the  file 
tmtil  the  indicator  device  was  unlocked  and  all  indicators  nsed  tliat  day  thrown 
back  at  one  time. 

The  actual  working  of  the  device  as  indicated  in  tile  foregoing  de- 
scriptions was  this:  A  person  desiring  to  remove  a  file-holder  from 
its  pigeonhole  would  turn  out  the  corresponding  ^  flap  ''  or  "  flipper" 
by  hand;  and  when  so  turned  out  it  remained  an  indicator  until 
turned  back  with  all  other  indicators  by  a  movement  of  tM  rod  whidi 
was  under  the  control  of  the  bookkeeper. 

With  this  knowledge,  Lumbard  went  to  work  and,  without  further 
disclosure,  or  any  assistance  by  McCormic;^,  constructed  a  file-holder 
with  an  automatic  ^  flap  "  or  '^  flipper  '^  to  serve  as  an  indicator,  that 
had  been  made  an  exhibit  in  the  case.  This  device  is  simple,  useful 
and  of  cheap  construction.  It  is  an  ordinary  file-holder  with  a  small 
metal  ^  flap  ^  or  ^'  flipper  "  attached  to  the  back  of  the  book  and  lying 
flat  on  the  cover  when  that  book  or  file-holder  is  in  place.  It  comes 
into  view  when  the  book  or  file-holder  is  withdrawn.  It  works  loosely 
on  the  hinge  of  the  cover,  so  that  when  the  cover  is  opened  or  turned 
back  for  the  deposit  of  a  sales-slip  or  other  memorandum  in  the  files, 
it  moves  with  it  and  stands  straight  out  as  an  indicator  when  the 
cover  is  turned  back  and  the  file-holder  returned  to  its  pigeonhole  or 
compartment.  The  file-holder  may  then  be  withdrawn  and  opened 
any  number  of  times,  without  disturbing  the  indicator.  When  the 
bookkeeper  has  examined  the  file-holder,  and  made  his  entry,  he  turns 
the  ''  flap ''  or  "  flipper ''  back  to  itj?  normal  position  upon  the  cover 
and  returns  the  file-liolder  to  its  place.  The  file-holder  can  be  re- 
moved and  returned  without  disturbing  the  "  flap "  or  "  flipper," 
which  only  turns  back  when  the  file-holder  is  opened  by  raising  the 
cover  to  obtain  access  to  the  files  underneath  it.  This  arrangement  is 
entirely  independent  of  the  cabinet-case,  and  the  file-holder  answers 
its  particular  purpose  when  laid  upon  a  table  or  arranged  with  others 
upon  a  shelf.  No  matter  where  or  how  the  file-holder  is  placed,  the 
'*flap"  or  ''flipper''  performs  its  functions  as  an  indicator  tci  the  ■ 
l)Ookkeeper  whenever  the  cover  is  opened  to  deposit  n  file.  It  h  c^sen-  ^ 
tially  different  from  the  construction  that  McCormick,  prUn-  i]irn-lii« 
had  in  mind.  That  McCormick  and  LumbMnl  regnr^lod  it  a^  i>fiten^ 
jibly  distinct  is  apparent  from  their  action.  Luij 
knowledge  nnd  approval  of  McCormick,  iiiHue 
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solicitor  for  the  purpose  of  preparing  the  application  of  a  patent 
therefor.  It  is  this  application  which,  after  some  amendments  sug- 
gested in  the  Office,  was  later  placed  in  interference  with  Robinson, 
with  the  result  before  mentioned.  McCormick,  as  the  holder  of  a 
previously-issued  patent,  was  not  altogether  ignorant  of  the  law  that 
a  patent  can  only  be  issued  to  the  real  inventor.  The  same  solicitors 
were  employed,  subsequently,  to  make  the  present  application  for 
McCormick. 

In  the  course  of  his  cross-examination  in  relation  to  the  abandon- 
ment of  Lumbard's  application,  McCormick  was  asked  this  question : 

When  did  you  find  out  that  Lumbard's  appUcation  for  patent  would  not  give 
your  company  a  monopoly  of  the  indicator  feature? 

His  reply  was : 

We  found  out  when  Mr.  Robinson  was  put  in  interference  with  Lumbard 
that  there  was  a  question  as  to  the  priority  of  the  conception  of  the  idea  be- 
tween Mr.  Lumbard  and  Mr.  Robinson,  and  accepted  as  a  fact,  without  any 
demand  of  proof,  that  Mr.  Robinson  stated  the  truth  when  he  fixed  the  date 
of  his  conception  as  September,  1903,  Mr.  Lumbard  franltly  admitting  that  he 
did  not  conceive  the  idea  of  his  until  December,  1903. 

After  receiving  a  copy  of  Eobinson's  application  and  preliminary 
statement,  he  said  that  considerable  time  was  spent  in  corresponding 
with  their  attorneys  as  to  the  advisability  of  contesting  the  interfer- 
ence between  Robinson  and  Lumbard. 

We  shall  not  consume  time  with  a  review  of  the  evidence  explana- 
tory of  the  prosecution  of  Lumbard's  application,  its  final  abandon- 
ment, and  the  presentation  of  McCormick's  application,  which,  to 
say  the  least,  is  not  completely  satisfactory.  In  our  view  of  the  case, 
the  question  of  McCormick's  estoppel,  or  abandonment  if  his  inven- 
tion need  not  be  considered. 

The  substantial  question  for  determination  is  this:  Does  the  benefit 
of  the  reduction  to  practice  of  Lumbard*s  construction  in  December, 
1903,  inure  to  McCormick?  All  three  of  the  tribunals  held  that  it 
did.     The  Examiner  of  Interferences  said : 

It  is  true  the  specific  device  made  by  Lumbard  is  different  from  that  disclosed 
by  McCormicli  and  shown  in  his  ai)plication,  but  it  is  no  less  a  reduction  to 
practice  of  the  j?eneric  invention.  (See  Slaughter  v.  Halle,  C.  D.,  1902,  210; 
00  O.  (i.,  2771  ;  21  Ai)p.  I).  C,  10;  Wyman  v.  Donnelly,  C.  I).,  1J)03,  550;  104 
O.  G.,  310;  21  App.  D.  C,  81.  ♦  ♦  ♦  This  reduction  to  practice  is  held  to 
inure  to  the  benefit  of  McCormick. 

In  support  of  this  conclusion  he  cites,  and  quotes  from,  Milton  v. 
Etn^s^p,  (a  R,  1896,  420;  75  O.  G.,  2193;  7  App.  D.  C,  531.) 
^The  Kxaminers-in-Chief  briefly  indorsc^d  this  conclusion,  saying: 

rMla  tills  destTtptlon  rlops  not  comprehend  every  detail  of  the  device  shown 
J^4nrTi>iclc'K  ii[tpllratton  drawing,  it  is  in  our  opinion  sufficient  to  identify 
thi^  i»rif"  which  McCormick  had  in  contem\)laUo\\  \\\  ^vs\\^> 
.  Ht  least,  shows  that  prior  to  t\\e  Um^  ^\i^\i  ^xi\>^^\s^^^^, 
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1903,  McCormick  made  his  alleged  disclosure  to  Lumbard  he  was  derisfng  an 
indicator  for  file-holders  which  is  substantially  like  that  revealed  by  him  to 
Lumbard. 

The  Commissioner,  who  agreed  generally  with  the  others,  said : 

In  the  device  made  by  Lumbard  as  shown  in  Exhibit  4  the  indicator  is 
mounted  upon  the  file-holder  in  such  position  that  the  opening  of  the  file-holder 
will  operate  the  indicator.  This  structure  differs  in  detail  from  the  disclosure 
by  McCormick  to  him,  which  contemplated  mounting  the  indicators  on  the  casing 
in  such  position  that  the  indicator  must  be  operated  to  withdraw  a  file-holder 
from  the  casing. 

After  holding  substantially  that  the  work  of  Lumbard  in  improv- 
ing upon  McCormick's  idea  was  no  more  than  the  work  of  a  skilled 
mechanic  in  the  execution  of  a  general  idea  communicated  to  him  for 
the  purpose,  he  proceeds  as  follows : 

Admitting  that  Lumbard  is  entitled  to  patent  the  specific  structure  invented 
by  him  in  carrying  out  his  own  conception,  it  is  not  seen  why  this  structure 
does  not  at  the  same  time  contain  a  reduction  to  practice  of  McCormick's  inven- 
tion which  shall  inure  to  McCormick  as  the  sole  conceiver  thereof.  The  inven- 
tion in  issue  is  a  broad  one.  Each  count  includes  a  casing,  a  series  of  flle- 
holders,  and  an  indicator  for  each  holder.  The  si)ecific  form  or  location  of  the 
indicator  is  not  stated.  The  only  limitation  is  that  it  shall  bo  normally  in  a 
position  from  which  it  muet  be  moved  to  gain  access  to  the  file-holder.  Many 
forms  of  indicators  would  answer  this  purpose.  The  counts  of  the  issue  read 
equally  well  ui)on  a  device  including  the  indicator  located  as  shown  in  Lura- 
bard's  Exhibit  4,  McCormick's  apjilication  drawings,  or  Figures  3,  4,  5,  and  6  of 
the  drawing  of  Robinson.  Lumbard's  device  may  be  cheai)er  to  make  and  an 
improvement  upon  the  McCormick  device ;  but  there  is  no  change  in  the  o|>eration 
of  the  system  as  a  whole.  It  is  well  established  where  a  different  form  of  in- 
vention is  made  and  tested  from  that  disclosed  by  an  ai)plicant  in  his  applica- 
tion and  the  claims  are  sufficiently  broad  to  cover  both  forms  that  the  form 
made  and  tested  is  a  reduction  to  practice  of  the  broad  invention.  ( Wyman  v. 
Donnrlly,  C.  D.,  VMXi,  53G ;  104  O.  G.,  310.)  Similarly,  the  embo<liment  of  the 
McCormick  invention  by  Lumbard  in  structure,  although  of  a  different  siiecific 
form,  is  a  reduction  to  i)ractice  of  the  broad  invention  of  McCormick. 

It  was  urge<l  by  counsel  for  Robinson  at  the  hearing  that  there  was  no  proper 
combination  between  the  casing  and  the  tile-holder  in  the  device  wherein  the 
indicator  was  attached  to  the  file-holder.  It  does  not  ai)i>ear  that  this  conten- 
tion is  entitled  to  any  weight.  The  main  object  of  the  invention  disclosed  by 
the  Issue  Is  to  provide  a  device  whereby  it  may  be  determined  which  of  a  num- 
ber of  holders  emi)loyed  in  a  system  of  keeping  accounts  have  been  ojjen  and 
used  during  the  day.  The  casing  becomes  an  essential  element  as  a  means  for 
supporting  the  number  of  holders  which  It  is  necessary  to  use  In  the  system. 
While  It  may  be  true  that  there  is  no  direct  co<)i>eratl(m  between  the  indicator 
and  the  casing  in  this  form  of  the  invention,  it  is  not  necessary  in  a  new  combina- 
tion of  old  elements  that  each  element  should  modify  or  change  the  motle  of 
oi)eration  of  all  the  others,  but  only  that  the  combination  should  i^roduce  a  new 
and  useful  result  as  a  product  of  the  combination.  (Xationni  Cash  Register 
Companj/  vt  al.  v.  Amrriran  Cash  RcgiHtiv  ('(nnpany,  C.  I>..  isai.  100:  02  O.  G^ 
449.) 

We  have  stated  the  grounds  of  the  concurring  decisions  at  some 
length  to  iyhow  that  the  questioiv  uwdet  eou^r^ideration  is  practically 
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of  law  rather  than  fact.  In  this  consideration  it  must  be  borne  in 
mind  that  the  question  of  invention,  as  between  McCormick  and  Lum- 
bard,  depends  upon  the  thing  disclosed  by  the  former  to  the  latter 
prior  to  the  latter's  construction,  and  not  upon  what  is  now  shown  in 
McCormick's  application,  in  accordance  with  which  the  issue  in  con- 
troversy was  framed.  This  application  not  only  includes  the  struc- 
ture of  Lumbard,  but  also  improvements  upon  McCormick's  original 
conception  as  disclosed  by  Lumbard. 

Because  of  the  relation  between  these  two,  who  were  officers  and 
stockholders  of  the  corporation,  it  is  held  that  the  benefit  of  Lum- 
bard's  w^ork  inures  to  McCormick  because  it  merely  carried  out  the 
idea  given  him  by  the  latter.  Regarding  the  two  as  occupying  sub- 
stantially the  relation  of  employer  and  employee  at  the  time,  the 
well-established  principle  is  applied:  that  an  inventor  who  employs 
another  to  embody  his  conception  in  practical  form  is  entitled  to 
any  improvement  thereon  due  to  the  mechanical  skill  of  the  employee. 
The  latter  must  invent  something,  not  merely  improve,  by  the  exer- 
cise of  mechanical  skill,  upon  a  conception  which  he  has  been  em- 
ployed to  work  out.  {Agawam  v.  Jordan^  7  Wall.,  583,  603 ;  Milton 
V.  KingsUy,  C.  D.,  1896,  420;  75  O.  G.,  2193;  7  App.  D.  C,  531,  537; 
Huebel  V.  Bernard,  C.  D.,  1900,  223;  90  O.  G.,  751;  15  App.  D.  C, 
610,  614;  Gedge  v.  Cromwell,  C.  D.,  1902,  514;  98  O.  G.,  1486;  15  App. 
D.  C,  192,  198;  Gallagher  v.  Hastings,  C.  D.,  1903,  531;  103  O.  G., 
1165;  21  App.  D.  C,  88,  89;  Flather  v.  ^feber,  C.  D.,  1903,  70;  103 
O.  G.,  223 ;  21  App.  D.  C,  179 ;  Sendelback  v.  Gillette,  C.  D.,  1904, 597 ; 
109  O.  G.,  276;  22  App.  D.  C,  168,  177.)  The  reason  of  this  rule  is 
obvious.  Inventors  are  often  compelled  to  have  their  conceptions 
embodied  in  construction  by  skilled  mechanics  or  manufacturers, 
whose  practical  knowledge  often  enables  them  to  suggest  and  make 
valuable  improvements  in  simplifying  and  perfecting  machines  or 
devices.  These  are  things  they  are  employed  and  paid  to  do.  The 
inventor  is  entitled  to  protection  from  their  efforts  to  claim  his  in- 
vention. At  the  same  time,  an  employee  is  to  be  protected  from 
the  rapacity  of  his  employer  also ;  and  if  in  doing  the  work  assigned 
him,  he  goes  farther  than  mechanical  skill  enables  him  to  do,  and 
makes  an  actual  invention,  he  is  equally  entitled  to  the  benefit  of  his 
invention.  Necessarily  the  relations  between  them  generally  impose 
upon  him  the  burden  of  showing  that  he  has  made  an  invention  in 
fact. 

To  claim  the  benefit  of  the  employee's  skill  and  achievement  it  is 
not  sufficient  that  the  employer  had  in  mind  a  desired  result,  and 
employed  one  to  devise  means  for  its  accomplishment.  He  must 
show  that  he  had  an  idea  of  the  means  to  accomplish  the  particular 
result,  which  he  communicated  to  the  employee,  in  such  detail  as  to 
enable  the  latter  to  embody  the  same  in  some  pxacXicaiV  loic\sv.   ^<i^\fc^ 
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by  these  principles  we  are  of  the  opinion  that  the  construction  of 
Lumbard  was  more  than  a  mechanical  improvement  upon  the  idea  of 
means  communicated  to  him  by  McCormick.  It  is  admitted  by  all 
that  the  structure  differs  from  that  of  McCormick;  and  the  Com- 
missioner admits  that  Lumbard  would  be  entitled  "  to  patent  the 
specific  structure  invented  by  him  in  carrying  out  his  own  concep- 
tion." He  then  rests  his  decision  that  McCormick  is  entitled  to 
claim  the  benefit  of  the  reduction  to  practice,  upon  the  construction 
of  the  issue,  the  invention  of  which  he  said  was  a  broad  one: 

Each  count  includes  a  casing,  a  series  of  file-holders,  and  an  indicator  for 
each  holder.    The  si)eciflc  form  or  location  of  the  indicator  is  not  stated. 

As  before  suggested,  the  casing  and  the  series  of  file-holders  kept 
therein  had  been  long  in  use  and  perform  no  new  function  in  a  book- 
keeping system  of  any  kind.  McCormick's  communicated  idea  com- 
prehended nothing  more  than  the  attachment  of  indicators  to  the  cas- 
ing through  means  of  a  rod,  one  opposite  or  adjacent  to  each  pigeon- 
hole in  the  series  of  file-holders;  and  it  seems  quite  clear  that  these 
indicators  were  intended  to  be  moved  out  by  hand,  according  to  the 
original  idea,  before  the  corresponding  file-holder  could  be  withdrawn 
to  deposit  a  slip  in  it.  A\Tieii  out,  tliey  could  not  be  turned  back  ex- 
cept by  moving  the  rod.  McCormick  had  no  idea  at  that  time  of 
attaching  the  indicator  to  the  file-holder  itself.  This  was  the  con- 
ception of  LuinbiU'd.  He  rejected  the  complicated  and  expensive 
combination  of  McCormick  and  devised  a  simple  "  flap  ''  or  ''  flipper/' 
for  attachment  to  the  file-holder  itself,  which  was  automatically  op- 
erated whenever  the  cover  of  the  file-holder  was  raised  or  turned 
back  to  deposit  a  slip.  This  had  no  necessai\v  connection  with  a  cas- 
ing or  a  series  of  file-holders.  It  oj)erated  in  the  same  way  by  itself, 
with  others  placed  upon  a  shelf,  or  with  an  indefinite  number  of 
others  arranged  in  series  in  a  case  of  any  size.  Whether,  then,  Lum- 
bard be  regarded  as  the  eniployeo  of  McComnick,  or  his  partner,  or 
as  a  mere  stockholder  of  the  same  corporation,  which  was  the  actual 
relation,  we  are  of  the  opinion  thnt  he  must  be  held  to  l^e  the  inventor 
of  the  automatic  indicator  attached  to  the  file-holder,  as  shown  in 
his  construction. 

If  Lumbard  had  proceeded  with  his  application,  and  been  included 
in  an  interference  with  McCormick,  he  would  be  regarded  as  an  in- 
dependent inventor  and  not  a  mechanical  develoi)er  and  improver  of 
an  idea  of  means  disclosed  by  the  latter.  In  such  case  his  reduction 
to  practice  would  not,  of  course,  be  available  by  McCormick.  That 
he  was  considered  by  himself,  as  well  as  by  McCoi'mick,  an  independ- 
ent inventor,  was  shown  by  the  first  ai)plication  for  patent;  and  Mc- 
Cormick's conduct  would  have  estopped  him  to  thereafter  claim  tha 
invention  as  against  a  continued  claim  by  Lumbard.  That  they  hmw^ 
now,  the  same  intei'est  in  eslvibUsUvu^  McCormick's  present 
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had  a  natural  tendency  to  cause  Lumbard,  as  a  witness  in  this  case,  to 
minimize  his  own  claim  of  invention  as  far  as  he  could  fairly  do  so. 
We  think,  too,  that  the  substantial  cause  of  abandoning  the  prosecu- 
tion of  Lumbard's  application  was- the  apprehension  that  Robinson 
might  be  able  to  go  back  several  months  behind  the  date  to  which 
Lumbard  was  necessarily  confined,  namely,  December,  1903.  Had 
Lumbard  persisted  in  prosecuting  the  interference  with  Robinson,  he 
would,  under  the  view  taken  of  the  latter's  evidence  of  conception  by 
all  of  the  tribunals  of  the  Office,  have  obtained  an  award  of  priority. 
The  reduction  to  practice  of  an  invention  by  an  original  inventor  can- 
not be  taken  as  a  reduction  to  practice  by  another  merely  because  the 
ownership  of  the  claims  of  both  may  afterward  become  vested  in  the 
same  person  or  persons.  It  is  not  enough  to  entitle  an  applicant  to  a 
patent  that  some  one  else,  not  his  agent,  has  shown  the  practicability 
of  the  invention  by  reducing  it  to  practice.  (Hunter  v.  Stikeman^ 
C.  D.,  1898,  564;  85  O.  G.,  610;  13  App.  D.  C,  214,  226.) 

Wyman  v.  Donnelly  (C.  D.,  1903, 556 ;  104  O.G.,  310 ;  21  App.  D.  C, 
81,  85)  is  relied  on  to  show  that  a  machine  first  devised  may  be  re- 
garded as  reduced  to  practice  by  the  successful  operation  of  another 
machine,  with  a  change  in  a  part  of  the  complicated  mechanism,  which 
did  not,  however,  change  or  affect  the  necessary  elements  of  the  issue. 
Without  pausing  to  point  out  what  may  be  other  material  differences 
between  that  case  and  this,  it  is  only  necessary  to  say  that  Donnelly 
was  not  only  the  conceiver  of  the  invention,  but  the  constructor,  also, 
of  both  machines.  There  was  no  question  of  another  inventor  and 
constructor. 

For  the  reasons  given,  we  are  constrained  to  reverse  the  decision 
appealed  from.  It  is  so  ordered ;  and  that  this  decision  be  certified  to 
the  Commissioner  of  Patents  as  the  statute  requires.    Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Hansen  v.  Dean. 

Decided  February  5,  t90l. 

(129  O.  G..  483.) 

1,  INTEBFEBENCE — PRIORITY — PRESUMPTIONS    ARISING   FROM    CONDUCT. 

Where  an  employee  was  assigned  to  the  duty  of  producing  a  new  tele- 
phone-transmitter and  during  the  time  he  was  experimenting  on  such 
iievirew  ijoiiattnjited  six  or  ««veii  diiferent  transmitters,  but  did  not  con- 
struct any  embodying  the  in  in  Issue,  the  presumption  is  strong  that 
he  did  not  ^^onstmet  socb^  Kftuse  he  was  not  possessed  of  the  in- 
ventive Idea, 

8aME — SaMIS— 8AMS--fl^^l  ''^▲IH  TO  INVENTION. 

Where  W^a||[^^BiP  "^  of  producing  a  new  telephone- 
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device  and  is  assigned  to  tlie  work  of  testing  electrical  instruments  and 
while  so  employed  he  tests  a  transmitter  invented  by  a  coemployee  contain- 
ing the  invention  in  issue  and  continues  in  his  employment  for  several 
months  thereafter  without  making  claim  to  the  one  who  had  charge  of  the 
experimental  work  and  who  assigned  him  to  such  work  that  the  tinrentioD 
was  his,  although  the  claim  was  made  to  others,  and  fails  to  constmct  t 
device  or  file  an  application  until  after  he  had  left  his  employer  and  about 
seven  months  after  he  had  tested  the  invention  claimed  by  his  coemployee, 
a  claim  that  he  invented  the  device  during  his  experimental  work  can  be 
given  little  weight. 

Mr.  Charles  A,  Brown^  Mr.  E.  E.  Clement^  and  Mr.  E.  F.  CoUadag 
for  Hansen. 
M7\  Curtis  B.  Camp  and  Mr.  Benjamin  R.  Johnson  for  Dean. 

RoBB,  J. : 

Appeal  from  a  decision  of  the  Commissioner  of  Patents  in  an 
interference  proceeding  awarding  judgment  of  priority  of  invention 
to  Dean,  the  senior  party. 

The  issue  is  expressed  in  the  following  count : 

In  a  telephone-transmitter,  the  combination  with  u  diaphragm,  a  receas  or 
chamber  carried  thereby,  a  supplemental  diaphragm,  a  block  secured  to  tbe 
supplemental  diaphragm,  a  support  for  the  block,  and  means  to  secure  the 
block  in  its  support  in  any  position,  whereby  the  block  may  be  adjusted  in  its 
support  by  the  vibration  of  the  diaphragm  and  then  secured  in  adjusted  positloiL 

Dean  filed  an  application  March  22,  1901,  upon  which  a  patent 
issued  November  26,  1901.  Inasmuch,  however,  as  Hansen  filed  his 
application  August  5,  1901,  the  applications  were  concurrently 
pending. 

The  first  question,  to  which  we  address  ourselves,  is  whether  Han- 
sen has  overcome  the  filing  date  of  Dean's  application,  for,  if  he  has 
not,  his  appeal  must  fail. 

This  is  the  second  interference  between  these  parties.  The  first 
interference  was  between  the  same  application  of  Hansen  and  a  later 
application  of  Dean.  That  interference  was  dissolved  by  the  Pri- 
mary Examiner  l)ecause  the  issues  in  his  opinion  were  unpatentable. 
Hansen  thereupon  copied  claim  15  of  the  Dean  patent,  and  this 
interference  was  declared. 

All  the  tribunals  of  the  Patent  Office  concur  in  awarding  priority 
to  Dean.  The  Examiners-in-Chief  and  the  Commissioner  hold  that 
Hansen  has  failed  to  overcome  Dean's  filing  date,  and  they,  therefore, 
confine  their  decision  to  a  consideration  of  that  question. 

In  view^  of  the  prior  state  of  the  art  and  the  action  of  the  Primary 
Examiner  in  dissolving  the  first  interference  for  lack  of  patentability 
of  its  issues,  it  is  apparent  that  the  invention  is  a  very  narrow  one  and 
that. the  "  means  to  secure  the  block  in  its  support  in  any  position ''  is 
of  its  very  essence.     This  means  consists  of  a  set -screw,  which  is  tight- 
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ened  after  the  block  has  become  adjusted  in  the  support  by  the  vibra- 
tion of  the  diaphragm. 

During  the  winter  or  spring  of  1899  Hansen  commenced  working 
for  the  Kellogg  Switchboard  and  Supply  Company,  of  Chicago,  111., 
Dean's  assignee,  assembling  and  sometimes  testing  telephone-trans- 
mitters. Some  time  in  June,  1899,  Mr,  Kempster  B.  Miller,  who  had 
charge  of  the  manufacturing  department  of  that  company,  authorized 
and  directed  Hansen  "  to  work  on  the  development  of  a  new  trans- 
mitter and  to  experiment  on  any  ideas  he  evolved  with  a  view  to  re- 
ducing the  ideas  to  practical  form."  Mr.  Miller  graduated  from  Cor- 
nell University  after  a  five  years'  course  in  electrical  ^engineering. 
After  his  graduation  he  became  an  Assistant  Examiner  of  the  Patent 
Office  and  had  charge  of  applications  for  patents  relating  to  te- 
lephony. He  resigned  in  1896,  and  for  a  time  was  chief  electrician  of 
the  Western  Telephone  Construction  Company,  of  Chicago.  Hansen 
was  then  also  employed  by  that  company,  and  worked  under  Miller's 
direction.  In  May,  1899,  Miller  engaged  with  the  Kellogg  Company. 
His  testimony  in  this  proceeding  shows  him  to  be  a  candid  and  intelli- 
gent witness,  and  highly  skilled  in  the  art.  He  testifies  that  the  Kel- 
logg Company  lyas  having  considerable  trouble  with  its  transmitters, 
and  that,  being  too  busy  himself  to  devote  any  time  to  experiments 
and  knowing  Hansen  and  having  a  friendly  interest  in  him,  he  gave 
him  an  opportunity  to  work  along  original  lines.  Hansen  .immedi- 
ately commenced  experimental  work,  and,  according  to  his  own  testi- 
mony, continued  such  work  until  fall,  when  he  was  put  to  work  test- 
ing transmitters  in  which  position  he  continued  until  June,  1901, 
when  he  severed  his  connection  with  the  company.  Thus  far  there  is 
no  conflict  in  the  testimony,  Hansen  himself  testifying  that  he  was 
^^employed  to  design  a  transmitter ^  Hansen  claims  he  conceived  and 
made  a  sketch  of  the  invention  in  issue  in  June,  1899,  and  that  he 
shortly  thereafter  disclosed  his  invention  to  others.  He  introduced  in 
evidence  the  sketch  he  then  made,  but  this  sketch  shows  no  means  for 
securing  the  block  in  its  support,  and,  therefore,  falls  short  of  showing 
the  invention.  The  only  witness,  whose  testimony  even  approaches 
corroboration  of  Hansen's  claim,  is  the  witness  Meyer.  Meyer  testi- 
fies that  on  one  occasion  during  the  latter  part  of  June,  1899,  four 
years , before  he  testified  Hansen  disclosed  the  invention  to  him.  The 
witness  reproduced  on  the  witness-stand  a  sketch  which  not  only  con- 
tains all  that  Hansen's  original  sketch  disclosed,  but  the  means  for 
securing  the  block  as  well.  The  witness  admitted  that  he  had  dis- 
cussed the  matter  with  Hansen  and  his  counsel  before  testifying,  and 
that  they  had  shown  him  sketches.  The  Examiners-in-Chief  say  of 
this  witness : 

This  testimony,  even  if  It  were  sufficient  to  disclose  a  device  capable  of 
mode  of  operation  called  for  by  this  limited  issue,  is  not  eo\iNVueVvi^.    Ox^ 
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tiiuohy  that  on  a  single  occasion  a  witness  lias  seen  a  sketch  which  four  yean 
after  he  is  able  to  reproduce,  is  evidence  of  a  memory  so  remarkable  that  the 
statement  is  hardly  credible. 

The  Commissioner,  in  commenting  on  the  testimony  of  this  witness, 
says: 

When  it  is  considered  that  Meyer  testifies  to  a  detail  of  the  invention  alleged 
to  have  been  disclosed  to  him  some  tour  years  before  and  then  on  a  single  occa- 
sion, that  he  identifies  no  sketches  or  exhibits  in  support  of  his  oral  testimony, 
that  his  memory  of  later  events  api)ears  uncertain,  and  that  he  may  have 
confused  more  recent  disclosures  of  this  detail  of  the  Invention  with  the  date 
of  the  original  disclosure,  his  testimony  is  by  no  means  convincing  as  to  the 
existence  of  the  adjusting  feature  of  the  issue  in  the  invention  disclosed  to  hUa 
in  1899.  Since  this  testimony  is  all  the  corroborating  evidence  Hansen  is  able 
to  produce  concerning  his  alleged  conception  of  the  complete  invention  of  the 
issue  in  1899,  it  is  held  insuflficient  to  establish  satisfactorily  said  conception. 

The  record  discloses  additional  reasons  for  believing  Hansen  did 
not  disclose  this  invention  to  Meyer  or  anybody  else  during  1899. 
While  he  constructed  six  or  seven  different  transmitters  during  that 
period  of  experimentation,  he  did  not  construct  any  embodying  this 
invention.  He  says  the  reason  he  did  not  was  because  he  lacked  me- 
chanical skill,  but  we  are  forced  to  conclude  that  the  real  reason  was 
because  he  did  not  possess  the  requisite  inventive  idea.  He  does  not 
contend  that  he  concealed  his  ideas  from  his  superiors,  but  on  the 
contrary  complains  that  he  was  unable  to  interest  them  therein.  He 
admits  that  Mr.  Miller  examined  and  discussed  with  him  several  of 
the  transmitters  he  was  attempting  to  develop,  and  that  Mr.  Miller 
was  frequently  in  the  room  where  he  was  conducting  his  experiments. 
Miller  says: 

I  was,  I  may  say,  on  a  constant  hunt  for  n  pood  idea  in  transmitters.  I  re- 
member distinctly  when  Mr.  l>ean  first  showed  me  such  a  transmitter  as  you 
have  described;  I  at  once  saw  the  possibilities  of  it,  and  I  believe  I  would  liave 
done  so  had  Mr.  Hansen  shown  it  to  me.  ♦  *  ♦  >ir.  Hansen's  statement  that 
I  would  never  take  the  time  to  listen  to  his  ideas  is  absurd,  and  is  untrue. 
*  ♦  ♦  Mr.  Hansen  was  assigned  by  me  to  the  duty  of  producing  a  new  trans- 
mitter, and  in  doing  so  was  instructed  to  make  up  models  of  any  ideas  he 
evolved,  which  schemed  practicable.  The  result  was,  after  several  weeks  of  very 
conscientious  effort  on  his  part,  an  iihsolute  failure  to  produce  what  I,  or  any 
other  of  the  engineers  of  the  Kellogg  (^)niimny  at  that  time,  conRidere<l  to  be  a 
practical  id(»a.  *  *  *  The  result,  as  I  have  said,  was  failure,  and  it  was 
with  regret  partly  on  Hansen's  account,  and  partly  bwause  I  wanted  a  good 
transmitter,  that  Hansen  was  taken  off  this  work  and  put  on  the  routine  work 
of  testing.  ♦  *  *  During  the  early  employment  of  Mr.  Hansen  In  the  CW- 
cago  factory,  that  is  during  the  summer  and  fnll  of  'J)0,  at  which  time  he  clmlBML 
I  believe,  to  have  lU'oduced  the  invention  in  controversy  I  was  |iartk*ubirl; 
careful  to  get  to  the  bottom  of  Hansen's  scliemes.  To  have  doue  oli 
would  have  ctTtainly  been  iK)or  management  on  my  part,  for  I  had 
Mr.  Hansen  to  a  certain  definite  line  of  work,  with  the  hope  of  hi*  mtsbk 
a  certain  definite  result. 


Dean  entered  the  einploy  of  th*^  Kelloir^  Company  io  Octobtr, 
and  soon  thereafter  developed  l\\e  \\\\^\\V\o\\  \w  \ssn0  wi 
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previously  conceived.  This  transmitter  went  through  Hansen's  hands 
to  be  tested,  and  he,  therefore,  had  an  opportunity  to  become  perfectly 
familiar  with  its  construction.  He  made  no  complaint  to  Miller  that 
the  invention  was  his,  although  he  did  make  some  complaint  to  others. 
He  nevertheless  continued  in  the  employ  of  the  Kellogg  Company  for 
several  months.  Soon  after  leaving  the  company  he  engaged  with 
the  American  Electrical  Telephone  Company,  and  in  July,  1901,  four 
months  after  Dean's  application  was  filed  and  about  seven  months 
after  he  had  tested  one  of  Dean's  transmitters,  he  for  the  first  time 
constructed  a  transmitter  embodying  this  invention. 

On  this  evidence,  we  think,  the  Commissioner  was  fully  justified  in 
reaching  the  conclusion  that  Hansen  has  not  overcome  Dean's  record 
date.  We  are  convinced  that  had  Hansen  conceived  and  disclosed 
this  invention  in  1899,  it  would  have  been  adopted  by  the  Kellogg 
Company.  That  Hansen  may  have  had  a  certain  definite  result  in 
mind  is  quite  probable,  but  that  he  had  devised  any  means  for  accom- 
plishing that  result  is  disproved  by  the  surrounding  facts  and  circum- 
stances. His  conduct  from  the  time  he  says  he  conceived  the  inven- 
tion in  June,  1899,  to  June,  1901,  when  he  left  the  Kellogg  Company, 
was  certainly  inconsistent  with  his  present  contentions. 

Without  discussing  the  question  of  his  lack  of  diligence  from  June, 
1899,  the  date  he  says  he  conceived  the  invention,  to  a  period  subse- 
quent to  Dean's  filing  date,  we  hold  that  he  has  failed  to  show  either 
conception  or  reduction  to  practice  prior  to  March  22,  1901,  Dean's 
record  date,  and,  therefore,  affirm  the  decision  of  the  Commissioner, 
and  it  is  so  ordered. 

The  clerk  of  the  court  will  certify  this  opinion  and  the  proceedings 
of  this  court  to  the  Commissioner  of  Patents,  as  required  by  law. 
Afftrmed. 


[Court  of  Appeals  of  the  District  ol  Columbia.] 

Wickers  and  Furtx^ng  ?'.  McKee. 

Decided  Fehruaiy  5,  1907, 

(129  O.  G.,  809.) 

1.  Interference — Priority — REnucTioN    to    Practice — Successful    Test    Re- 
quired. 
Where  the  Invention  consists  of  a  plate  g:ra dilated  In  such  manner  as  to 
obviate  the  necessity  for  **  make-ready,"  Held  that  to  establish  a  successful 
.reduction  to  prucrk't*  reqalrfs  a  printing  test  under  actual  working  condi- 
mi  n  t^vwrr-pr#*¥i9  onrt  without  the  use  of  a  "cut-overlay." 

-(^AKR-^JhMK — HaU  E. 

~Omn|>l*-li*  lnvf*ntlini  inia«t  i       ant  to  demonstration.    The  efforts  of  the 
kivimtrif  mtJBi  havfr  mSBct^  Iw  experiment,  beyond  tho  reach  of  possible 

fid  certainty  by  emhod\\a«w\  \\\  '<Nx^ 
producing  t\ie  OLe«\Y«^  \<i^\3\x,  ^«^ 
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where  experimeuts  have  iiisi)ired  hoi>e  of  future  achievement  of  the  pur- 
lK)se  for  which  they  were  desigued,  the^-  still  fall  short  of  reductloD  to 
practice. 

3.  Same — Same — Right  to  Make  Claim  an  Ancillaby  Question. 

The  question  of  the  right  of  a  party  to  make  a  claim  may  sometimes  be 
an  ancillary  question  to  be  considered  in  awarding  priority  of  inveDtioo, 
and  there  are  good  reasons  why  the  question  of  the  right  to  make  the 
claims  may  be  couslderetl  a  basis  for  an  award  of  priority  rather  than  a 
ground  for  a  dissolution  of  an  interference. 

4.  Same — Same — Right  to  Make  Claims. 

The  contention  that  a  party  has  no  right  to  make  a  claim  for  a  procen 
of  producing  a  printing-surface  because  he  describes  a  step  of  heating  the 
plate  which  is  not  included  in  the  issue  cannot  be  admitted  as  well  founded 
where  his  specification  makes  it  clear  that  the  step  is  not  necessary  in 
all  cases. 

Mr,  J.  H.  Griffin  for  the  appellants. 

Mr.  Walter  F,  Rogers  and  Mr,  Jacob  Felbel  for  the  appellee. 

McCoMAs,  e/. ; 

The  matter  of  this  interference  is  improvement  in  manufacture  of 
printing-blocks,  and  the  issue  is  as  follows : 

1.  A  printing-block  having  an  uneven  printing  face  or  surface,  ])art8  of  aid 
printing-surface  Ijeing  raised  to  corresi)ond  to  the  darkly-shaded  i)arts  of  the 
subject  to  be  printed,  and  other  parts  of  its  printing  surface  being  depressed  to 
correspond  to  the  liRh tor- shaded  parts  of  the  subject  to  be  printed,  the  whole 
surface-level  of  the  block  being  a  printing-surface  but  having  uneven  or  facial 
differences  in  its  i)lanc. 

2.  A  printing-surface  having  the  sections  thereof,  which  are  designed  to  print 
the  darker  shades,  permanently  elevated  above  the  levels  of  the  sections  adapted 
for  the  lighter  shades. 

3.  A  printing-surface  having  the  sections  thereof,  which  are  designed  to  print 
the  darker  shades.  i)ernianently  elevated  above  the  levels  of  the  sections  adapted 
for  the  lighter  shades,  these  l(»vels  being  graded  one  into  the  other. 

4.  A  printing-surface  having  sections  thereof  which  are  designeil  to  print  the 
darker  shades  iKM'nianently  elevated  above  the  levels  of  the  sections  adapted  for 
the  lighter  shades,  the  levels  being  graded  one  into  the  other  from  the  permi- 
nently-elevated  parts  to  the  lightest  printing  shade. 

5.  The  hereln-(lescril>ed  i)rocess  of  producing  printing-surfaces  which  consists 
first  in  forming  a  relief  i)rinting-surface  in  a  yielding  material  and  then  pro- 
ducing a  graded  printing-surface  l)y  ai)plying  different  degrees  of  pressure  to 
various  sections  thereof  and  so  as  to  i)roduce  permanent  graded  alterations  In 
the  surface  in  i)rofile. 

G.  The  liorein-descrilxMl  i)rocess  of  producing  printing-surfaces  which  consists 
in  first  forming  a  relief  printing-surface  in  a  thin  plate,  and  then  applylnf 
different  degrees  of  i)ressure  tt)  various  s(»ctions  tli(»reof,  thereby  prodncinc 
permanent  differences  in  proilh*  in  siiid  plate,  the  lev(»ls  of  which  are  in  corw- 
spondence  with  the  darkness  of  the  shades  to  l»e  printed  l)y  the  sections. 

The  four  appliciuitr^  in  this  inteiferenco  are  Wickers  and  FurlcMig; 
who  filed  their  joint  application.  January  *J*J,  100*J.  and  on  August 
23d  of  the  same  year,  filed  a  divisional  aj)plication :  Milton  A.  McKce. 
who  tiled  December  i>l,  l^^Ol;  lAvgv.n\  Xlbcrt.  who  filed  June  15,  1901; 
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and  Burt  F.  Upham,  who  filed  January  22,  1901.  From  the  decision 
of  the  Commissioner  of  Patents,  (C.  D.,  1906,  326;  124  O.  G.,  905,) 
Wickers  and  Furlong  appealed  to  this  court. 

The  record  in  this  case,  which  is  interference  No.  22,400  in  the 
Patent  OflBce,  contains  2,000  pages  and  nearly  two  hundred  exhibits. 
It  is  evident  that  the  review  of  this  case  must  be  abridged  so  far  as 
practicable.  In  succession,  the  three  different  tribunals  of  the  Patent 
Office  have  agreed  in  their  conclusions,  and  as  we  have  so  often  an- 
nounced, this  court  will  not  reverse  the  unanimous  decisions  except 
in  a  very  clear  case.  We  have  found  nothing  in  this  matter  of  inter- 
ference which  makes  the  case  before  us  an  exception  to  this  rule. 
This  case  is  one  of  a  series  of  related  interferences  in  all  of  which 
the  three  tribunals  of  the  Patent  Office  agreed  in  awarding  priority 
to  McKee.  It  was  stipulated  that  the  records  and  files  of  this  case 
should  be  taken  and  considered  to  be  parts  of  the  transcripts  of  record 
in' each  of  the  other  cases,  respectively.  The  conclusion  reached  in 
the  principal  case  before  us  enables  us  to  make  brief  disposition  of 
the  interferences  involved  in  the  other  cases. 

The  invention  involved  in  these  interferences  relates  to  printing- 
plates  and  methods  of  producing  the  same  and  more  particularly  to 
such  plates  as  are  employed  for  printing  illustrations,  and  the  ap- 
pellee argues  the  invention  comprises  a  printing-plate  which  may  be 
an  original  engraved  plate,  line  or  half-tone,  or  an  electrotype,  and 
processes  for  producing  printing-plates. 

In  the  prior  art,  the  metal  relief  printing-plates  were  either  "  en- 
graved plates,"  which  were  mechanically  engraved,  "half-tone 
plates,"  which  were  engraved  by  etching,  and  "  electros,"  or  electro- 
types. The  mechanically-engraved  plates  are  made  by  transferring 
an  illustration  to  the  face  of  a  metallic  plate  by  one  method  or  an- 
other and  then  cutting  by  use  of  a  graver's  tool  the  illustration  in  the 
plate.  To  produce  half-tone  plates,  a  negative  of  the  chosen  subject 
is  made  by  photographing  through  a  ruled  screen,  and  a  print  or 
photographic  transfer  from  such  negative  is  made  on  the  previously- 
sensitized  front  of  the  printing-plate.  Because  of  the  intervention 
of  the  screen  in  preparing  the  negative,  this  print  has  the  "  ruled  " 
or  "  line  "  effect,  the  function  of  which  effect  is  to  cause  the  plate  to 
take  up  ink.  TVTien  the  sensitized  surface  is  developed,  the  plate  is 
"  etched  "  by  immersing  it  in  a  chemical  bath.  Plates  produced  by 
either  the  mechanical  or  photo-engraving  method  are  termed  "en- 
graved plates  "  or  "  original  plates."  The  part  of  the  plate  which  is 
to  produce  the  imprint  or  picture  stai  lief,  while  the  non- 

printing portion  of  the  surfftc  filial  plate  may 

be  used  for  printing,  but  usn  %  therefrom  is 

employed.    The  "  electro,"  it  ut,  is  made 

by  pressing  the  original  oH  --^  ^«x^ 


J 
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thereby  producing  a  mold  or  matrix  in  which  the  impression  of  the 
printing-surface  is  depressed,  and  the  non-printing  surface  is  in  re- 
lief. This  mold  is  dusted  with  graphite  thus  making  its  sui-face  t 
conductor  of  electricity,  a  shell  of  copper  is  then  deposited  thereon 
electrolytically,  thereby  producing  a  copper  replica  of  the  origintl 
plate.  By  whichever  of  the  methods  described  it  may  be  produced, 
the  engraved  plate  or  the  electro  made  therefrom  is  backed  up  with 
electrotype  metal,  thereby  producing  a  printing-block  suitable  fw 
use  on  a  printing-press.  Upon  all  plates  and  electrotypes  it  is  essen- 
tial that  the  pressure  exerted  by  the  printing-press  at  the  moment 
of  transferring  ink  to  the  surface  of  the  paper,  shall  be  applied 
strongly  on  the  parts  of  the  surface  of  the  plates  which  correspand 
to  the  solids  or  shadows  or  darker  shades  of  the  picture  and  iightljr 
upon  those  parts  which  correspond  to  the  light  or  high  lights  of  the 
picture. 

In  the  prior  art  it  has  been  the  practice  to  take  proofs  from  the 
plate  in  number  corresponding  with  the  printing-tones  of  the  plate 
and  then  to  make  from  these  proofs  a  cut-overlay.  This  cut-overlay 
is  made  by  first  cutting  out  and  discarding  the  lightest  printing- 
tones  from  one  of  the  proofs,  and  what  remains  is  the  base-sheet  of 
the  overlay,  to  which  all  other  portions  are  attached.  From  th^  next 
proof,  the  lighter  tones,  and  then  the  next  lightest  tones,  are  succes- 
sively cut  out  and  discarded  and  so  on  until  in  the  last  proof,  all  but 
the  solids  are  cut  out  and  discarded.  These  separate  sheets  are  then 
pasted  one  upon  the  other  so  that  the  greatest  number  of  thicknesses 
of  the  cut-overlay  will  correspond  and  register  with  the  solids  or 
shadows  of  the  cut,  while  the  lowest  number,  the' thinnest  portion, 
will  correspond  and  register  with  the  high  lights  of  the  cut.  Indeed 
the  extreme  high  light  is  often  represented  by  openings  through  the 
whole  cut-overlay.  The  cut-overlay  so  formed  is  so  graded  by  the 
l)asting  together  of  the  different  cut-out  proof-sheets  that  the  thick- 
est portions  correspond  with  the  more  solid  portions  of  the  cut  to  be 
printed,  and  from  these  portions,  the  overlay  tapers  down  to  nothing 
where  the  high  lights  are  to  be  printed.  This  cut-overlay  is  placed 
upon  the  cylinder  of  the  printing-press  so  that  in  printing,  the  over- 
lay and  cut  will  register  so  that  where  the  greatest  amount  of  print- 
ing pressure  is  required,  the  thickest  portion  of  the  overlay  will  be 
opposite  the  solids  of  the  cut,  and  so  that  where  the  least  amount  of 
pressure  is  required,  opposite  the  high  lights,  the  thinnest  part  will  be 
in  register. 

The  making  and  mounting  of  these  cut-overlays  upon  the  cylinder 
with  accompanying  necessary  details  consumes  much  time  and  !•• 
c}uires  the  service  of  exj)ert  mechanics  with  artistic  sense. 

All  of  the  parties  to  this  interfenMice  proceeded  upon  the  ides  «f 
waking  the  printing  side  of  the  v>hUe  highest  where  the  solidB  it 
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shadows  exist  and  gradually  depressing  the  plate  where  the  lighter 
tones  are  found,  sd  that  the  varying  pressures  required  may  be  accu- 
rately and  aptly  applied  upon  those  parts  of  the  plate  which  are 
to  print  darkest  and  upon  those  parts  which  are  to  print  lightest  and 
by  apt  graduation  upon  the  intermediate  portions.  The  means  em- 
'ployed  on  the  platen  or  impression-cylinder  for  pressing  the  paper 
at  varying  pressures  against  the  flat  printing-plate  is  termed  an 
"  overlay."  The  making  of  the  overjay  and  placing  it  on  this  cylin- 
der is  called  "  making  ready  "  and  what  results  from  the  operation  is 
called  the  "  make-ready  "  of  the  press.  By  a  "  reverse  overlay,"  is 
meant  an  overlay  in  which  the  thickest  parts  correspond  to  the  high 
lights  of  the  imprint  and  the  thinnest  part,  to  the  darkest,  the  inter- 
mediate thicknesses  being  properly  graded.  A  "  reverse  overlay  " 
is  never  used  on  the  back  or  reverse  of  the  plate,  but  always  on  the 
face  or  obverse  of  the  plate. 

It  is  the  object  of  the  invention  in  issue,  to  produce  a  printing- 
plate,  the  printing-surface  of  which  contains  elevations  and  depres- 
sions corresponding  with  the  tones  of  the  imprint  to  be  produced 
so  as  to  dispense  with  the  overlay  on  the  impression-cylinder  of  the 
press  so  that  instead  of  putting  the  "  make-ready  "  on  the  impression- 
cylinder  by  means  of  fhe  "  overlay,"  such  "  make-ready  "  is  put  into 
the  printing-surface  of  the  plate  itself.  Such  a  plate  has  a  gradu- 
ated printed  surface  which  produces  an  imprint  whereby  the  several 
tones  of  the  illustration  are  secured  by  these  graduations  whereas 
in  the  printing-plate  of  the  prior  art,  with  the  flat  printing-surface, 
the  several  tones  were  secured  entirely  by  the  overlay  used  on  the 
impression-cylinder.  The  Commissioner  of  Patents  holds  accord- 
ingly that  a  graduated  printed  surface  within  the  meaning  of  these 
interferences  is  a  printing-surface  containing  all  the  "  make-ready  " 
in  its  face.  The  appellant,  however,  contends  that  the  issues  of  the 
interferences  are  not  limited  to  a  plate  having  a  portion  only  of  the 
''  make-ready "  on  its  face.  This  contention  of  the  appellants  is 
quite  material  to  their  case  on  this  appeal. 

Wickers  and  Furlong,  in  their  application  filed  on  January  22, 
1902,  disclosed  two  processes  for  producing  the  invention  in  issue. 
One  process  was  to  place  an  ordinary  overlay  on  the  back  of  the 
plate  to  be  treated  so  that  the  overlay  registered  with  the  face.  The 
plate  was  then  to  be  placed  face  downward  upon  wax  or  other  semi- 
solid material  and  pressed,  and  the  pressure  of  the  overlay  against  the 
back  of  the  plate  would  cause  corresponding  graduations  in  its  face. 
This  |>i\Hi»  wa>  uati-iVrred  *a  ■;  divisional  application  upon  a  re- 
quirement of  division  by  th^  nd  it  was  this  application  which 
was  filed  by  ^Yickers  andj|  rast  23, 1902.  The  second  pro- 
cess consists  in  ptthiiig^^H  ate  so  that  the  gi^eate^t 
amount  of  i  t  is  reiiKIIjB^^  '^>  oi  \Jftft  l^efe,»>i>K\fe  ^\5^ 
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thickness  of  the  plate  being  left  under  the  darkest  tone  and  corre- 
spondingly graduating  the  various  tones  on  other  parts  of  the  plate. 
The  plate  is  then  to  be  placed  face  downward  on  wax  or  other  suit- 
able material  and  pressure  is  to  be  exerted  thereby  transferring  tiie 
graduations  from  the  back  of  the  plate  to  its  face.  By  both  processes, 
the  printed  surface  of  the  plate  is  graduated,  and  simultaneously,  the 
wax  into  which  the  plate  has  been  pressed  receives  an  intaglio  of  the 
printing-plate  and  of  course  becojnes  a  matrix  upon  which  an  electro- 
type-shell may  be  deposited. 

Both  these  applications  are  involved  in  this  interference  and  Wick- 
ers and  Furlong  have  their  date  of  January  22,  1902,  as  the  time  of 
their  constructive  reduction  to  practice.  The  Examiner  of  Interfer- 
ences decided  that  the  testimony  clearly  established  the  fact  that  in 
1897,- Wickers  and  Furlong  had  a  conception  of  the  invention  in  issue 
and  of  a  process  for  producing  it,  this  process  being  substantially  the 
same  as  the  process  disclosed  in  their  application  involved  in  the  in- 
terference. The  Examiners-in-Chief,  however,  concluded  that  Wick- 
ers and  Furlong  failed  to  prove  prior  conception,  utterly  failed  to 
prove  conception  at  any  date  in  1897,  or  at  any  time  in  fact  prior  to 
October,  1901.  The  Commissioner  of  Patents  I'emarks  that  the  Ex- 
aminer of  Interferences  had  found  that  Wickers  and  Furlong  had  a 
conception  of  the  invention  of  all  the  interferences  in  August,  1897, 
while,  as  he  observed,  the  Examiners-in-Chief  had  decided  that  in  the 
present  interference  Wickers  and  Furlong  had  failed  to  prove  their 
date  of  conception  prior  to  October,  1901,  and  in  the  remaining 
interferences  prior  to  their  filing  date,  January  22,  1902.  There- 
fore, the  Commissioner  conchided  that  in  view  of  the  fact  that  Wick- 
ers and  Furlong  in  all  of  the  interferences  were  the  last  to  reduce  to 
practice  and  were  unquestionably  lacking  in  diligence,  it  was  unneces- 
sary to  determine  their  date  of  conception  of  the  invention.  We  have 
examined,  but  it  is  impossible  to  here  review,  the  voluminous  testi- 
mony and  numerous  exhibits  related  to  the  question  of  conception, 
and  early  reduction  to  practice  of  this  invention  by  Wickers  and  Fur- 
long. Prior  to  1807,  and  thereafter  until  1902,  Wickers  had  charge  of 
the  engraving  department  and  Furlong  was  foreman  of  the  electro- 
typing  department  in  the  est.'iblishment  of  the  De  Vinne  Press,  of 
New  York  city.  Wickers  says  that  in  July.  1897,  Furlong  and  he 
jointly  conceived  the  invention  in  issue.  Furlong  says  his  employer 
De  Vinne  made  a  suggest icm  concerning  rounding  edges  on  vignetted 
cuts  and  while  he  was  experimenting  with  this  he  consulted  Wickers, 
who  suggested  that  if  it  were  possible  to  reduce  the  edges  of  vignetted 
cuts  in  electrotypes,  it  should  also  be  possible  to  j^roduce  a  graded  sur- 
face over  the  entire  fare  of  the  plate  giving  each  shade  its  proper 
tone.  This  incident  occurred  early  in  that  year  and  led  to  a 
of  experiments  by  Wickers  w\\o  cowsvvUijd  with  Furlong  in 
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deavors  to  make  such  plates.  Eighteen  witnesses  testified  in  behalf 
of  Wickers  and  Furlong.  Of  these  Foster,  Boyer  and  Liecty,  more 
fully  speak  concerning  many  exhibits  as  do  Bloom  and  Hicks  in  less 
degree.  Boyer  was  an  electrotype-molder.  Foster  molded  more  than 
fifty  original  plates  for  Wickers  and  Furlong,  and  Liecty  was  an  elec- 
trotype-finisher. The  proof  is  quite  convincing  that  Wickers  and 
Furlong  and  especially  Wickers,  made  experiments  from  time  to  time, 
and  as  some  of  the  witnesses  said,  produced  improved  plates  which 
were  an  aid  to  the  pressman  but  did  not  do  away  entirely  with  the 
overlay.  The  press  used  in  testing  and  experimental  plates  was  a 
hand-press.  Both  Wickers  and  Furlong  testify  to  experiments  dur- 
ing 1897  and  the  two  following  years.  Among  the  first  was  that  of 
placing  a  copper  overlay,  exhibited,  on  the  back  of  a  plate,  also  ex- 
hibited, in  register  with  the  face  and  subjecting  both  to  pressure,  and 
the  corresponding  electrotype  was  in  evidence  and  in  some  degree  two 
witnesses  corroborate  the  production  of  certain  plates  and  Wickers 
claims  to  have  disclosed  the  invention  to  various  employees  of  the  De 
Vinne  Company.  That  all  this  testimony  lacked  definiteness  and  that 
in  essential  features  the  case  of  Wickers  and  Furlong  fell  short  of  that 
complete  invention  which  must  amount  to  demonstration  is  sug- 
gested by  their  attitude  upon  this  appeal  wherein  they  contend  that 
it  is  not  necessary  that  the  make-ready  be  entirely  dispensed  with  and 
that  even  a  slight  variation  in  the  surface  of  the  printing-plate  is  a 
suflicient  compliance  with  the  requirements  of  the  issue.  At  least  to 
be  within  the  terms  of  the  issue,  we  are  convinced  that  they  must  have 
produced  a  plate  by  the  process  described,  in  making  which,  the  make- 
ready  was  substantially  dispensed  with.  These  issues  require  as  a 
reduction  to  practice  of  the  invention  a  construction  of  printing- 
plates  by  the  process  claimed,  having  the  characteristics  described  and 
we  are  inclined  to  agree  that  the  demonstration  by  actual  trial  should 
be  on  power-presses  and  a  clear  showing  that  the  proper  graduation 
of  tone  on  the  imprint  can  be  obtained  without  "  making  ready  "  or 
"overlaying"  the  impression-cylinder.  Complete  invention  must 
amount  to  demonstration.  The  efforts  of  the  inventor  must  have 
passed  beyond  experiment,  beyond  the  reach  of  possible  or  probable 
failure,  must  have  attained  certainty  by  embodiment  in  the  in- 
tended form,  and  must  be  capable  of  producing  the  desired  result,  for 
where  experiments  have  inspired  hope  of  future  achievement  of  the 
purpose  for  which  they  were  designed,  they  still  fall  short  of  reduc- 
tion to  practice ;  for  the  test  of  successful  reduction  to  practice  herein 
is  the  printing  test  under  actual  working  conditions.  (See  Himter  v. 
Stikeman,  C.  D.,  1898,  564;  85  O.  G.,  610;  13  App.  D.  C,  214;  Mc- 
Kenzie  v.  Cummings,  C.  D.,  1904, 683 ;  112  O.  G.,  1481 ;  24  App.  D.  C, 
137 ;  (.'J/^.nn.  \\  IJIus^m,  <  \  D.,  1906,  634;  122  O.  G.,  731 ;  26  App.  D.  C, 
3000T— H*  Dw:*  470,  tW-l 38 
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409 ;  O'Connell  v.  Schmidt,  C.  D.,  1906, 662 ;  122  O.  G.,  2065 ;  27  App. 
D.  C,  77.) 

The  witness  Murray  testifies  that  the  various  Wickers  and  Fur- 
long's exhibit  proofs  pi-oduced  by  a  hand-press  are  no  fair  test  of  the 
printing  qualities  of  the  plate,-  for  such  proof  is  produced  at  one 
given  impression  over  the  surface  of  the  entire  plate  at  one  time  and 
consequently  a  proof  thus  produced  cannot  be  compared  with  the  im- 
pression from  a  power  printing-press,  for  the  latter  is  extremely  rigid 
on  the  impression  and  the  point  of  contact  is  on  a  small  portion  of 
the  printed  surface  at  any  given  time,  it  is  on  a  line  with  the  length 
of  the  cylinder  and  is  at  no  time  over  a  quarter  of  an  inch  in  width. 
Murray  gives  reasons  why  a  hand-press  proof  shows  up  much  better 
than  one  from  the  cylinder  impression.  We  need  not  follow  this  and 
other  witnesses  who  claim  that  an  inventor  who  has  confidence  in  any- 
thing he  has  done  to  a  plate  should  not  be  satisfied  until  he  has  demon- 
strated that  the  plates  are  available  in  actual  printing.  This  court 
has  held  that  where  invention  belongs  to  a  class  requiring  actual  use 
or  thorough  tests  to  demonstrate  its  practicability,  there  can  be  no 
reduction  to  practice  until  one  or  the  other  thing  happens  and  is 
proved.  (Gallagher  v.  Hcin,  C.  D.,  1905,  624;  115  O.  G.,  1330;  25 
App.  D.  C,  77.)  We  are  not  satisfied  that  the  proofs  produced  by 
Wickers  and  Furlong  are  evidence  of  the  printing  qualities  of  th« 
plates. 

We  concur  with  the  Examiners-in-Cliief  and  the  Commissioner 
that  it  is  only  by  subjecting  the  plate  produced  by  the  process  claimed, 
to  the  printing  test  under  the  conditions  of  actual  use  that  Wickers 
and  Furlong  can  establish  satisfactorily  that  such  plate  embodies  the 
invention  of  this  interference  and  therefore  the  plate  must  be  printed 
from,  without  the  use  of  ^'  cut-overlays.''  A  flat  plate  with  an  over- 
lay may  produce  the  same  imprint  as  a  graduated  plate  and  to  print 
from  a  plate  with  an  overlay  may  make  it  uncertain  that  the  plate 
itself  has  any  graduation  wliatever.  It  is  clear  that  some  of  the 
earlier  plates  of  AVickers  and  Furlong  lacked  any  perceptible  gradu- 
ation and  in  printing,  tlie  usual  overlays  were  used  on  them.  We 
concur  too  in  the  conclusion  that  of  the  numerous  plates  put  in  evi- 
dence by  AVickers  and  Furlong,  it  is  not  clear  that  any  were  made  or 
printed  from,  without  overlays  prior  to  the  date  of  McKee's  applica- 
tion, December  21,  1001.  Late  in  1901,  an  electro  made  from  a  plate 
w^as  used  in  printing  page  48()  of  the  Coitunj  Magazine  and  there  is 
a  strong  probability  tluit  the  work  was  done  without  the  use  of  an 
overlay  on  the  impression-cylinder.  The  appellants'  witnesses  insist 
this  incident  happened  in  October  of  that  year,  but  at  that  time 
McKee  had  already  reduced  the  invention  to  practice  and  in  Decem- 
ber of  that  year  filed  his  application. 
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There  was  remarkable  lack  of  diligence  on  the  part  of  Wickers 
and  Furlong.  Reckoning  from  the  first  experiment  in  August,  1897, 
there  appear  three  intervals  of  about  five  or  six  months  each,  sev- 
eral intervals  of  three  or  four  months  each,  and  another  still  longer 
interval,  until  the  spring  of  1901,  and  another  of  six  or  seven  months 
before  the  last  of  October,  1901.  Wickers  and  Furlong  with  every 
convenience  at  hand  for  reducing  the  invention  to  practice,  experi- 
mented only  at  intervals  of  time  wide  apart  and  the  delay  appeared 
to  be  due  to  business  considerations  and  other  distractions.  As  Jus- 
tice Shepard  has  said  in  Paul  v.  Hesa^  (C.  D.,  1905,  610;  115  O.  G., 
251;24  App.  D.  C,  462:) 

Eyen  if  proi)erly  siii)i)orted  and  covering  the  entire  period  of  delay,  tliis 
excuse  would  he  iusullicient  as  not  of  tlie  eliaracter  required.  It  involves  mere 
business  considerations,  and  not  circumstances  of  a  compeUing  nature.  Dili- 
gence will  not  wait  on  business  arrangements. 

The  appellants  have  failed  to  show  that  they  were  diligently  en- 
gaged in  reducing  the  invention  to  practice  at  the  time  their  rivals 
entered  the  field.  We  are  satisfied  that  in  October,  1901,  when  Mc- 
Kee  had  reduced  his  invention  to  practice,  and  when  Albert  and 
Upham  had  filed  their  applications,  there  is  not  sufficient  proof  of 
Wickers  and  Furlong  having  done  any  serious  work  upon  their  prob- 
lem for  a  long  time  prior  to  that  date.  Certain  exhibits  it  is  true 
were  said  to  have  been  made  in  March  and  May,  1901,  but  the  testi- 
mony is  not  convincing  that  these  exhibits  were  made  at  that  time. 
An  original  plate  and  an  electrotype  said  by  Wickers  and  Furlong 
to  have  been  made  at  a  prior  date,  lacked  the  necessary  confirmation 
of  a  disinterested  witness.  While  it  appears  that  Wickers  and  Fur- 
long did  something  with  reference  to  the  invention  of  the  issue  in 
February,  1900,  there  is  a  lack  of  corroborating  testimony  that  the 
plates  of  1900  and  of  the  early  part  of  1901  were  tested.  Their  con- 
duct strongly  indicates  that  they  regarded  these  plates  as  unsuccess- 
ful experiments.  They  did  nothing  of  consequence  thereafter  until 
October,  1901.  We  do  not  forget  that  they  and  their  witnesses  claim 
that  intervals  of  delay  never  exceeded  two  months,  but  we  are  not 
convinced  that  the  fact  was  so. 

Both  Wickers  and  Furlong  held  important  places  in  the  De  Vinne 
printing  establishment,  where  the  Century  Magazine^  the  St.  Nich- 
olas Magazine  and  the  books  of  the  Century  Company  were  printed. 
Workmen  were  near  by  to  prei)are  electrotypes  and  on  presses  fitted 
to  print  illustrations  of  every  kind,  they  had  ample  facility  for  try- 
ing every  phase  of  their  ideas,  for  testing  the  feasibility  of  their 
invention.  Beginning  in  1897,  we  find  their  first  substantial  results 
clearly  proved  near  tlie  end  of  1001.  Appellants'  counsel  say  that 
the  only  time  they  could  devote  to  their  experiments,  was  chaw<^^ 
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hours  which  they  could  spare  from  their  responsible  and  absorbing 
duties.  They  say  too  that  De  Vinne  paid  little  attention  to  their 
experiments  and  was  absorbed  in  other  experimental  work  not  re- 
lated to  the  appellant's  invention.  Still  it  is  true  Wickers  and  Fur- 
long suffered  intervals  to  elapse  without  renewed  efforts,  although 
the  facilities  near  at  hand  were  so  valuable. 

Wickers  testifies  that  from  the  experiments  in  midsummer  in  1897 
to  the  production  of  plates  in  the  spring  of  1898,  their  experiments 
were  carried  on  intermittently,  and  he  denies  there  were  any  intervals 
so  long  as  six  months,  though  sometimes  several  months  elapsed  with- 
out renewed  experiment.  Furlong  is  quite  indefinite,  saying  that 
Wickers  and  he  endeavored  to  produce  graded  surfaces  on  printing- 
plates  in  the  years  just  mentioned  and  did  produce  pronounced  graded 
surfaces  in  each  of  the  three  succeeding  years  and  he  thinks  also  in 
1902.  Foster  and  Bloom  say  Wickers  and  Furlong  worked  at  these 
plates  at  odd  times  and  Boyer  states  the  plates  were  taken  up  at 
leisure  times  and  no  interval  exceeded  tw^o  months. 

In  considering  the  proof  of  diligence,  we  have  in  mind  the  well- 
settled  rule  of  the  insufficiency  of  the  uncorroborated  testimony  of 
sole  or  joint  inventors.  Since  we  agree  with  the  Patent  Office  tri- 
bunals that  they  have  failed  to  prove  themselves  to  be  the  prior  in- 
ventors, it  is  unimportant  to  consider  whether,  when  they  failed,  they 
were  or  were  not  joint  inventors.  The  Commissioner  of  Patents  con- 
cludes that  they  have  failed  to  establish  that  they  actually  reduced 
the  invention  to  practice  prior  to  their  constructive  reduction  to  prac- 
tice by  filing  their  application  of  January  22,  1902.  Indeed,  the  Ex- 
aminers-in-Chief  hold  that  in  the  present  interference.  Wickers  and 
Furlong  have  failed  to  prove  a  date  of  conception  prior  to  October, 
1901,  and  in  the  remaining  interferences,  prior  to  their  filing  date 
just  mentioned. 

In  October,  1901,  the  activity  of  Wickers  and  Furlong  is  undis- 
puted and  the  result  of  their  subsequent  work  soon  led  to  a  construc- 
tive and  actual  reduction  to  practice  of  the  invention  by  them.  We 
think,  however,  their  diligence  was  excited  by  the  knowledge  of 
McKee's  entry  into  this  field.  The  record  of  McKee  is  much  clearer. 
He  testifies  that  he  conceived  this  invention  early  in  August,  1900, 
and  on  the  10th  of  that  month  he  disclosed  it  to  his  friend  Gates,  then 
foreman  of  the  press-room  of  the  '"  Fanu  Jour/ial^  McKee  then  pre- 
pared a  plate  which  was  successfully  used  in  i)riiiting  the  next  regular 
edition  of  that  journal.  This  plate  was  introduced  in  evidence  and 
with  it  was  exhibited  a  page  of  the  Farm  Journal  which  was  printed 
from  that  plate,  called  the  ''  Gate's  plate.'-  Gates  fully  corroborated 
McKee  and  testified  that  they  printed  from  that  plate  without  any 
make-ready  on  the  imjjression-cylinder;  that  McKet»'s  conception  and 
reduction  to  practice  in  August,  1900,  is  fully  established  is  too  clear 
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for  argument  and  the  fact  is  not  controverted  by  any  of  his  opponents. 
Even  if  McKee  were  not  entitled  to  a  date  of  conception  earlier  than 
his  filing  date  of  December  21,  1901,  Wickers  and  Furlong  must  still 
fail  because  they  failed  to  prove  diligence.  But  we  agree  with  the 
Patent  Ofl5ce  tribunals  that  in  September  and  October,  1901,  McKee 
made  further  reductions  to  practice.  His  printing-plates  made  at 
this  period  were  planed  in  the  works  of  the  De  Vinne  press  and  in  the 
department  wherein  Furlong  was  the  manager.  McKee's  testimony 
is  further  corroborated  by  Greenway  and  the  two  Cottrells.  After 
McKee's  plates  had  been  planed  in  Furlong's  department,  McKee 
wrote  a  letter,  which  does  not  appear  in  evidence,  and  on  October  15, 
1901,  Furlong  wrote  to  McKee  in  the  following  terms: 

Tuesday,  p.  m.,  Oct.  15,  1901, 

My  deab  Mr.  McKee  :  Some  days  since  I  was  pleased  at  receiving  your  letter 
announcing  the  success  of  the  new  metliod  of  shaving  electrotyijes  and  was  de- 
lighted this  a.  m.,  on  receiving  convincing  proofs  from  the  plates. 

You  deserve  much  credit  for  the  novel  method  which  is  new  to  me  and  in 
Justice  to  you  state  I  told  Mr.  Ctottrell  that  I  did  not  believe  overlays  on  the 
plates  while  being  shaved  would  produce  the  desired  result  because  the  elec- 
trotypes are  not  sufficiently  yielding  but  am  glad  to  know  I  was  mistaken. 

I  am  having  some  overlays — ^reverse  overlays  made  here  and  will  write  you 
the  result. 

The  delay  in  shipping  last  order  of  electrotypes  was  caused  by  carrying  out 
the  rules  of  this  office  which  is  **  all  outside  electrotyplng  is  subject  to  the  con- 
venience of  Century  work" — we  are  very  busy  here  at  present. 

Hoping  to  see  more  samples  of  your  printing  by  the  new  method  and  expect- 
ing a  visit  from  you  previous  to  returning  to  Philadelphia  I  remain  yours 

P.   M.   FURLONG. 

Nor  can  it  be  doubted  that  the  object  of  these  inventions  of  McKee 
was  in  substance  to  do  away  with  making  ready.  McKee's  specifica- 
tion thus  states  his  method  of  producing  a  plate : 

The  main  object  of  my  Invention  Is  to  dispense  entirely  with  the  work  of 
"  making  ready "  or  of  "  underlaying "  and  **  overlaying "  and  to  make  the 
necessary  corrections  (or  cure  the  defects)  In  the  plates  themselves,  and  so, 
that  after  treatment  of  the  plates  they  may  be  placed  on  the  press  and  the 
printing  directly  pi*oceeded  with. 

V  «  «  ♦  «  *  ¥ 

So  far  as  my  knowledge  extends,  no  printing-plate  of  this  description  has 
ever  before  been  produced,  and  In  consequence  of  my  Improvements  in  the  plate 
it  will  be  seen  that  all  the  objectionable,  expensive  and  difficult  work  of  "  mak- 
ing ready  "  may  now  be  entirely  dispensed  with,  although  I  may  add  here  that 
after  the  making  of  the  plate — if  the  pressman  should  at  any  time  during  the 
course  of  the  printing  therefrom  desire  to  change  the  character  of  impressions 
by  further  lightening  or  Increasing  the  same  he  may  for  such  purpose  "  under- 
lay "  or  "  overlay  "  in  the  usual  manner,  but  ordinarily  the  plates  may  be  made 
at  the  outset  to  conform  exactly  to  what  is  required  by  the  pressman  or  to 
what  is  demanded  by  the  nature  of  the  plate  to  be  worked  from. 

In  so  far  as  certain  features  of  my  improvements  in  the  art  of  treating  or 
manipulating  the  plate  are  concerned,  it  will  be  understood  tbssA.  1  ^o  \!iSi\.  nsV^sv 


598      DECISIONS  OF  THE  UNITED  STATES  COURTS  IN  PATENT  CASES. 

to  be  limited  to  each  and  all  of  the  steps  of  the  complete  process  to  which  I 
prefer  to  subject  the  plate,  for  some  of  such  stei)S  may  be  used  without  others 
or  in  couuectlou  with  still  other  steps  or  modes  of  treatment  to  produce  certain 
of  the  results  produced  by  me  and  to  avoid  either  in  whole  or  in  part  the  work 
of  "  underlaying  "  and  "  overlaying." 

The  proof  of  McKee's  reductions  to  practice  show  that  he  substan- 
tially dispensed  with  the  make-ready  and  the  demonstration  of  his 
success  in  actual  trial  on  power-presses  was  immediate  and  beyond 
dispute. 

In  respect  to  the  claim  of  Wickers  and  Furlong  we  c<mcur  with  all 
the  tribunals  of  the  Patent  Office  that  McKee  was  undoubtedly  the 
prior  inventor.  Wickers  and  Furlong  contend  that  McKee  had  no 
right  to  make  certain  claims  forming  counts  of  the  issues  of  these 
interferences.  The  Examiners-in-Chief,  however,  refused  to  make 
the  desired  recommendation  under  Rule  126,  for  which  appellants- 
counsel  ask.  In  Podlesak  v.  Mclnnerney  (C.  D.,  190G,  558;  1'20  O.  G., 
2127;  26  App.  D.  C,  399)  this  court  has  held  that  the  question  of 
the  right  of  a  party  to  make  a  claim  may  sometimes  be  an  ancillar}' 
question  to  be  considered  in  awarding  priority  of  invention,  and 
there  are  good  reasons  why  the  question  of  the  right  to  make  the 
claims  may  be  considered  a  basis  for  an  award  of  priority  rather  than 
a  ground  for  a  dissolution  of  an  interference,  and  the  Commissioner 
of  Patents  in  his  decision  says  that  the  riofht  of  McKee  to  make  these 
certain  claims  question  by  Wickers  and  Furlong,  will  later  be  given 
consideration  in  the  Office  as  ancillary  to  the  (|uestion  of  priority. 

The  Commissioner  further  says  that  Wickers  and  Furlong's  con- 
tention is  that  Mclvee  is  not  entitled  to  make  the  claims  5  and  G  of  the 
present  interference  "  for  the  reason  that  his  specification  does  not 
describe  nor  does  his  testimony  show  the  steps  of  forming  a  relief 
printing-surface  in  a  '*  yielding  material  ■'  and  the.  Commissioner 
holds  for  reasons  well  stated  that  there  is  no  merit  in  this  contention. 
The  appellants  further  contend  that  McKee  cannot  make  the  process 
claims,  forming  counts  of  this  or  the  companion  interferences,  Ix^cause 
he  heats  his  plate  as  a  step  in  his  treatment  and  these  counts  are 
silent  as  to  the  heating  of  the  plate.  Of  course  the  purpose  of  the 
heat  is  to  soften  the  plate  and  permit  the  work  to  be  accomplished 
with  less  pressure.  We  agree  with  the  Commissioner  that  heating  is 
no  more  essential  to  McKee's  process  than  to  the  process  of  Wickers 
and  Furlong  and  that  it  may  be  omitted  if  greater  pressure  be  ap- 
plied. McKee  himself  does  not  consider  liis  invention  as  limited  to  a 
process  including  heating,  for  his  application  as  filed  contained 
claims  which  omitted  this  step. 

From  the  decision  of  the  Examiner  of  Interferences  Wickers  and 
Furlong  alone  appealed.  Upon  the  issue  of  this  interference  the 
Examiner  of  Interferences  decided  that  Upham  conceived  the  inven- 
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tion  in  1899  but  did  not  reduce  the  invention  to  practice  prior  to  the 
filing  of  his  application  on  January  22,  1001.  He  was  not  diligent 
at  the  time  of  McKee's  conception  and  reduction  to  practice  in  August, 
1900,  and  therefore  was  not  entitled  to  prevail  over  McKee.  The  Ex- 
aminer of  Interferences  also  held  that  sinc«  Albert  had  taken  no  tes- 
timony he  was  restricted  to  his  record  date ;  that  even  if  he  were  given 
the  benefit  of  his  alleged  foreign  patents,  the  earliest  date  to  which  he 
would  be  entitled  for  conception  would  be  the  date  of  his  earliest  for- 
eign patent,  which  was  April  16, 1901.  This  date  would  avail  him  no 
more  than  the  date  of  his  application  involved  in  this  interference, 
which  was  June  13,  1901.  It  was  held,  therefore,  that  Albert  was  not 
entitled  to  prevail  over  either  Upham  or  McKee.  At  this  stage  Albert 
and  Upham  disappeared  from  further  consideration  upon  this  issue 
and  as  we  concur  with  the  three  tribunals  of  the  Patent  Office  that 
McKee  is  the  prior  inventor  as  to  the  issues  of  this  interference,  the 
decision  of  the  Commissioner  of  Patents  is  afprmed  and  the  clerk  of 
this  court  will  certify  this  opinion  and  decision  to  the  Commissioner 
of  Patents  in  accordance  with  law. 


[Court  of  Appeals  of  the  District  of  Colnmbia.] 

Wickers  and  Furlong  %\  Albert. 

Decided  February  5,  1907. 
(129  O.G.,  1268.) 

INTEBFEBENCE — PRIORITY. 

The  decision  of  the  Commissioner  of  Patents  awarding  priority  of  inven- 
tion to  Albert  affirmed,  for  the  reasons  stated  in  the  case  of  Wickers  and 
Furlong  v.  McKee,  (ante,  587:  120  O.  G.,  869.) 

Mr.  J.  H.  Griffin  for  the  appellants. 
Mr.  Engen  Albert  pro  se. 

McCoMAS,  e/.; 

A  like  stipulation  with  that  made  in  No.  387  Patent  Appeal  Docket, 
respecting  such  parts  of  the  record  of  the  companion  interference 
No.  22,400  (No.  38G  Patent  Appeal  Docket),  as  are  common  to  the 
two  interferences,  was  entered  into  between  the  parties  to  this  inter- 
ference.   The  issue  of  this  interference  is  as  follows : 

The  process  of  "malting  ready''  the  printing-surface  of  a  printing-blocli, 
which  consists  in  applying  to  the  back  of  the  printing-block  a  "  relief "  form 
having  raised  parts  corresi)onding  to  the  darkly-shaded  parts  of  the  subject  to 
be  printed,  covering  the  printing-surface  of  the  printing-block  with  yielding 
material,  and  then  subjecting  the  printing-block  and  the  "  relief "  form  to 
pressure  thereby  raising  the  level  of  those  parts  of  the  printing-surface  of  the 
printing-block  which  correspond  to  the  light-sliaded  parts  of  the  subject  to  be 
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l)riDted  so  as  to  obtain  a   correctly-slittdod   impresslou   in  a   single   i)rlutiiig 
operation. 

In  this  case  the  three  tribunals  of  the  Patent  Office  concurred  in 
awarding  priority  of  invention  in  favor  of  Albert.  The  Examiner 
of  Interferences  held  that  Wickers  and  Furlong  conceived  this  inven- 
tion in  1897  but  did  not  reduce  to  practice  prior  to  their  filing  date, 
January  22,  1902,  while  Albert  filed  his  application  involved  in  this 
interference  on  June  15,  1901,  at  which  time  and  for  several  months 
thereafter  Wickers  and  Furlong  were  not  exercising  diligence,  and  he 
awarded  priority  of  invention  of  the  issue  of  this  interference  to 
Eugen  Albert,  the  senior  party.  The  Examiners-in-Chief  and  the 
Commissioner  of  Patents  concurred  in  holding  that  Wickers  and 
Furlong  did  not  establish  a  date  of  conception  prior  to  June  15,  1901, 
when  Albert's  application  was  filed,  and  that'  Albert  was  the  first  to 
conceive  and  the  first  to  reduce  to  practice.  The  three  tribunals, 
therefore,  awarded  priority  to  Albert  and  from  such  decision  by  the 
Commissioner  of  Patents  Wickers  and  Furlong  appealed  to  this 
court. 

We  have  so  fully  stated  our  reason  for  concurring  with  the  Com- 
missioner of  Patents  and  for  concluding  that  Wickers  and  Furlong 
did  not  reduce  to  practice  the  invention  of  this  issue  until  after  the 
filing  date  of  Albert's  application,  June  15,  1901,  and  that  they  were 
lacking  in  diligence  at  the  time  Allx^rt  entered  the  field,  that  we  con- 
tent ourselves  by  referring  to  the  opinion  of  this  court  in  the  com- 
panion interference  No.  38G  Patent  Appeal  Docket,  where  we  have 
discussed  the  matter  which  lead  us  to  such  conclusion. 

The  decision  of  the  Commissioner  of  Patents  Is  (termed  and  the 
clerk  of  this  coui't  will  certify  this  opinion  and  decision  to  the  Com- 
missioner of  Patents  in  accordance  with  law. 


(Court  of  Appeals  of  the  District  of  rolurabia.] 

Wickers  and  Furix)ng  i\  McKee. 

Decided  February  o,  JUOl. 

(121)  O.  Gm  1209.) 

I NTERFEBENCE — PRIORITY. 

The  decision  of  tlie  Commissioner  of  Patents  awarding  priority  of  inven- 
tion to  McKoe  affirmed,  for  tbo  reasons  stated  in  tlie  case  of  Wieker.s  and 
Furlong  v.  McKee,  {ante,  587;  129  O.  O.,  8G9.) 

Mr.  J.  II.  Gjiffin  for  the  appellants. 

Mr,  Walter  F.  Rogers  and  Mr.  Jaeoh  Felhel  for  the  api)ellee. 

McCoMAS,  J.: 

A  stipulation  like  that  mentioned  in  our  decision  in  No.  388  Patent 
Appeal  Docket,  making  the  record  \iv^o.  V^%^  V^l^wt  Ay\)eal  Docket, 
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the  companion  interference  No.  22,400,  as  to  such  parts  of  that  record 
as  are  common  to  the  two  interferences,  part  of  this  .case,  was  entered 
into  between  the  parties  to  this  case.  The  issue  of  this  interference 
is  as  follows: 

1.  That  improvement  in  the  art  of  treating  manufactured  relief  printing- 
plates  which  consists  in  mechanically  producing  in  the  printing-face  of  such 
plate  depressions  and  elevations  at  predetermined  places  where  the  printing  is 
to  be  respectively  light  and  heavy,  and  in  also  evening  or  leveling  the  back  of 
the  plate. 

2.  That  improvement  in  the  art  of  preparing  printing-plates  which  consists  in 
producing  in  the  back  of  the  plate  depressions  and  elevations  at  predetermined 
places  where  the  printing  is  to  be  respectively  light  and  heavy,  and  then  subse- 
quently producing  similar  depressions  and  elevations  in  the  face  of  the  plate 
by  pressing  forward  the  elevations  produced  in  the  back  of  the  plate. 

3.  That  lnii)rovement  in  the  art  of  preparing  printing-plates  which  consists  in 
first  producing  in  the  back  of  the  plate  a  series  of  depressions  and  elevations 
and  in  then  forcing  the  metal  toward  the  face  of  the  plate  to  produce  therein  a 
series  of  substantially  similar  depressions  and  elevations. 

4.  That  improvement  in  the  art  of  preparing  printing-plates  which  consists  in 
first  producing  in  the  back  of  the  plates  a  series  of  depressions  and  elevations 
and  in  then  forcing  the  metal  toward  the  face  of  the  plate  to  produce  therein  a 
series  of  substantially  similar  depressions  and  elevations  and  simultaneously 
smoothing  or  evening  the  back  of  the  plate. 

The  three  tribunals  of  the  Patent  Office  concurred  in  awarding 
judgment  of  priority  of  invention  of  the  issue  of  this  interference 
to  Milton  A.  McKee,  the  senior  party,  and  for  the  reasons  set  forth 
in  our  decision  in  the  companion  interference  No.  386  Patent  Appeal 
Docket,  ^I'e  a-ffinn  the  decision  of  the  Commissioner  of  Patents  in  this 
case  and  the  clerk  of  this  court  will  certify  this  decision  to  the  Com- 
missioner of  Patents  in  accordance  with  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Wickers  and  Furlong  t\  McKee. 

Decided  February  5,  1901, 

(120  O.  G.,  1269.) 

Interference — Priority. 

The  decision  of  the  Cominissioner  of  Patents  awarding  priority  of  inven- 
tion to  McKet?  afiinned,  for  the  reasons  stated  in  the  case  of  Wickers  and 
Furlong  v.  McKee,  {ante,  587;  129  O.  G.,  869.) 

Mr.  e/.  //.  Gri-ffiR  for  the  appellants. 

Mr,  Walter  F.  Rogers  and  Mr.  Jacob  Felhel  for  the  appellee. 

McCoMAS,  J. : 

By  stipulation  between  the  parties  to  this  interference  such  paxrtis. 
of  the  record  of  the  companion  interference  ^o,  ^^.,At^^.j  ^<^.  '^^^ 
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l*alent  Apj)eal  Docket)  as  are  coriinion  to  the  two  iiiterfeivuivs  art? 
to  lj*i  taken  na  pait  of  tlie  record  in  the  ease  we  are  now  considering. 
The  issues  of  this  interference  are: 

1.  As  a  ut*w  iirdclt'  fit  mniiufaoture,  a  relief  priiiHnir  plate  whose  face  coivsti- 
tutes  tlie  prniting-EiUrface  and  \b  formed  with  depressions  atul  elevations  at 
those  juirtioiia  wliere  the  impressions  are  tu  be  respectively  light  and  dark  and 
whose  bat?k  Is  even  and  leveL 

2f  As  a  new  article  of  mniinfaf'tnrp,  a  relief  prhUing-pIate  haTlug  an  even 
ntu\  level  bnvk  :ind  a  pretleternitntHl  nmlnlaiin^  fnrp  whlcU  fonsitltuteii  1I19 
f>ritit!nju'-snrfHee  of  the  phite  and  which  is  ndtipte*!  to  yield  differeut  pr«d«^ 
ternihieil  iK^vy  and  li>;ht  Iniiireis.'^tliiaH,  heavy  inipressinnK  at  the  ralBeil  |ii.irtSoii0 
of  the  plate  and  M^ht  Un[)res.siont^  nt  the  de|ire!4sed  i«>rtk)ns  of  the  plute* 

3.  As  a  new  article  t\t  inanufaeturet  a  relief  prlnttn^-rtlate  huvinir  11  n  evMil^- 
I>resReiI  baek  and  a  presseil-np  i»riidinjr-faee  compelled  of  a  iserien  of  prlutiag 
pi*oje<'tions  and  rieprpsslons  formed  at  pretletertnlneil  places  where  the  prlntlag 
prc*Hsnres  are  to  ho  res]»eetively  hoovy  and  H^ht* 

The  issne  here  ilea  Is  T\'ith  a  print  ing-fiiirf  ace  ami  method  of  pro- 
ducing the  same  and  in  this  case,  as  in  No.  SS6  of  the  Patent  Appeal 
Docket,  the  tliree  tribunals  of  the  Patent  Office  concur  in  awarding 
priority  of  invention  to  McKee.  Tlie  Examiner  of  InterforviH'^s, 
largely  for  the  reasions  we  have  stated  in  otir  opinion  this  day  ren* 
ilerecl  in  Xo.  380  on  tlie  Patent  Appeal  Docket,  held  that  \yirker? 
and  Fiirlong  conceived  the  invention  of  this  issue  in  the  summer  of 
1807  but  did  not  make  a  reduction  to  practice  prior  to  their  filing  date 
of  Jnnnary  22,  irK}2,  and  that  although  they  wei^  the  first  to  conceive, 
they  were  la*it  to  reduce  to  practice,  and  owing  to  their  lack  of  tlili 
gence,  are  not  entitled  to  prevail  over  any  of  their  rivals.  He  also 
hehl  that  Upham  conceived  this  invention  in  1890  but  did  not  reduce 
to  practice  prior  to  the  filing  of  his  application  on  January  ^i,  li*01; 
that  he  was  not  diligent  at  the  time  of  Mclw's  conception  and  reduc- 
tion to  practice  unci,  therefore,  was  not  entitled  to  prevail  over 
McKee.  And  lie  further  decided  that  McKee  conceived  the  inven- 
tion and  reduced  it  to  practice  in  August,  1000,  and  liecau^^e  he  was 
the  fii^t  to  reduce  to  practice,  McKee  was  entitled  to  prevail  over 
irpliam  and  Wickers  and  Furlong  on  account  of  the  lack  of  diligence 
of  each  of  these  apidicants,  and  ^o  he  a%varded  judgment  of  priority 
of  invention  of  the  issue  of  this  interference  to  Milton  A.  McKee.  a 
junior  party. 

Wickers  and  Fnrlong,  only,  appealed  to  the  Examinersdn-Chief 
from  this  decision  of  the  Examiner  of  Tnterferent^s  awarding  prior- 
ity to  McKee,  and  the  Examiners- in- Chief  for  the  reasons  stateil  by 
them  in  interfei-encc  No.  f^S,400  (No.  386  Patent  Appeal  I>ocketi 
decided  that  AVickers  and  Furlong  failed  to  show  a  conception  of 
(he  invention  prior  to  their  application  date  and  in  all  other  particu- 
lars  concurred  with  the  Examiner  of  Interferences  in  hohling  that 
AlcKcc  was  the  prior  inventor  of  the  issue  of  this  inti^rference.  Tlw^y 
atm  {leclined  to  make  certain  i*ecoui\\vetv4^VVm?.  wwdec  Rule  12G  re- 
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specting  the  right  of  the  party  to  make  certain  of  the  interfering 
claims.  They  aflirmed  the  decision  of  the  Examiner  of  Interferences. 
Upon  appeal  to  the  Commissioner  of  Patents,  that  official  affirmed 
the  decision  of  the  Examiners-in-Chief  awarding  priority  to  McKee. 
This  court  for  the  reasons  stated  in  the  companion  interference  No. 
22,400  (No.  386  Patent  Appeal  Docket)  vow  affiiins  the  decision  of 
the  Commissioner  of  Patents  in  awarding  priority  of  invention  of 
the  issue  of  this  interference  to  Milton  A.  McKee,  and  the  clerk  of 
this  court  will  certify  to  the  Commissioner  of  Patents  this  opinion 
and  decision  in  accordance  wuth  law. 


[Court  of  AppeaiR  of  the  District  of  Columbia.] 

Wickers  and  Furu^nc.  v,  McKee. 

Decided  February  5,  J907, 
(129  O.  (;.,  1270.) 

IlfTEBFEBENCE — PRIORITY. 

The  decision  of  the  Conimisslonor  of  Patents  awarding  priority  of  hiven- 
tion  to  McKee  affirmed,  for  the  reasons  stated  in  the  case  of  Wickent  and 
Furlong  v.  McKcc,  {ante,  587;  120  O.  G.,  8G9.) 

Mr.  J.  H.  Griffin  for  the  appellants. 

Mr.  Walter  F.  Rogers  and  Mr.  Jacob  Felbel  for  the  appellee. 

McComas,  J.: 

In  this  case  by  stipulation  like  that  in  No.  387,  this  day  decided  by 
this  court,  such  parts  of  the  record  of  the  companion  interference  No. 
22,400  (No.  886  Patent  Appeal  Docket,)  l>etween  the  same  parties  as 
are  common  to  the  two  interferences,  are  to  be  taken  as  a  part  of  the 
record  in  this  case.    The  issue  of  this  interference  is : 

1.  An  engraved  i)rintlnjx-plate  reduced  in  thickness  from  the  back  and  de- 
pressed from  the  front  to  corresi)ond  to  the  successive  graduations  of  light  and 
shade  represented  by  the  engraving  on  tlie  face. 

2.  That  improvement  in  the  art  of  preparing  printing-plates  which  consists 
in  preparing  the  back  of  tlie  plate*  with  depressions  and  elevations  corresiwnd- 
ing  to  those  which  are  to  appear  in  tlie  face  of  the  plate,  and  in  then  subjecting 
the  plate  to  pressure  and  causing  said  depressions  and  elevations  to  appear  in 
the  face  of  the  plate. 

For  reasons  in  the  main  agreeing  with  those  given  in  the  opinion  of 
this  court  accompanying  the  decision  this  da}'^  rendered  in  No.  380 
Patent  Appeal  Docket,  the  Examiner  of  Interferences  Jield  that  Mc- 
Kee conceived  the  invention  in  issue  and  reduced  it  to  practice  in 
August,  1900;  that  Wickers  and  Furlong  conceived  the  invention  but 
did  not  reduce  to  practice  prior  to  the  filing  of  their  application  oxv 
January  22,  1002,  and  that  because  of  their  lack  oi  AA!^\^<iw^.^^.^^^^ 
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II lid  Furlong  were  not  entitled  to  prL^vaiK  uucK  ilicivftirei  he  awarded 
priority  of  invention  of  the  issue  of  this  interferent*e  to  MilLon  -V., 
MeKee,  the  senior  party.     Upon  appeal  to  the  Exaniiners-in-CUiel 
that  tribnnul  tifiirined  tlie  deeiwion  of  the  Exuniiner  of  Interfei*enc€ 
and  in  so  doing  direr  ted  tlie  attention  of  the  Commissioner  to  the  fac 
that  McKee  had  no  riglit  to  a  claim  corresponding  to  count  one  of  the 
issue,  it  api>earing  that  his  application  did  not  disclose  an  enfjrafed^M 
printing-plate  such  as  is  etdled  for  by  the  fir^t  connt.    Upon  ap|>ea}^l 
to  the  Commissioner  of  Paten t,s  that  official  affirmed  the  decision  of 
the  Examiners- in -Chief  jiw«rding  priority  of  indent  ion  to  MeKi*e  in 
respect  of  the  second  count  and  reversed  it  as  to  the  first  count  of  ihe^^ 
issue  of  this  interfeience.     The  Commissioner  held  that  for  the  res^^f 
sons  stated  in  his  decision  in  the  companion  interference  Xo,  22A^K( 
(No,  380  Patent  Appeal  Docket,)  the  question  a^^^  to  whetlier  McKee's 
application  does  or  does  not  disclose  an  engi^aved  plate  such  as  is  cnllcd 
for  by  the  first  count,  shoidd  be  considered  as  ancilhiry  to  tlie  «pies~ 
tJon  of  jjrlority  of  invention.    The  Commissioner  ailded  that  McKee 
applied  his  process  to  the  electrotype  and  no  mention  is  made  through- 
out  his  specification  of  treat insf  nn  en^rnved  [ihite,  and  in  view  of  the 
well-known  distinction  in  the  art  l>etween  an  electnitype  and  engraved 
plate,  held  that  McKee's  specification  will  not  support  a  claim  cor- 
i-espnnding  to  the  first  count  of  the  issue  of  this  interference,  ^M 

The  Commissioner,  therefore,  awarded   priority  of  invention  o^^ 
count  one  of  the  issue  to  Wickers  and  Furlong  because  McKee  had 
no  right  to  make  the  claim  corresponding  to  this  count* 

The  Commissioner  directed  the  Primary  Examiner,  when  the  a|>-^ 
plicutions  are  returned  to  him  for  ex  jmrt^  action,  to  consider  the  qm 
lion  of  the  patentnbility  of  count  one  of  this  issue  over  count  two 
the  issue  and  over  the  subject  matter  of  the  companion  interference 
which  McKee  is  hehl  to  Ije  tlie  prior  inventor* 

From  this  ruling  of  tlie  Commissioner  respecting  coimt  one  of  the 
issue,  McKee  s  counsel  dissents  and  insists  that  the  term  "  an  engrn  ved 
plate  '^  is  not  a  misnomer  when  applied  to  an  eieetrotype  and  that  anl 
elet^trotype  is  a  duplicate  of  an  original  phitr*  n 
intents  and  purposes  is  an  engraved  printing- 
did  not  disclose  this  spf*cies  of  print ing-pl 
McKee's  couo'^M  urge^?  that  Ww  final  ]>r 
long  is  an  elect rotvpe-pbite  and,  therefore 
of  the  issue  is  likewise  excluded  hy  tJiis 
not  appeal  from  this  ruUng  iind  we  concur 
Patents  in  his  decisituiL^^JIiJvee  i-  *^''^  r^' 
ject-matter  of  the  sei^^^^^lpbf  i 

Therefore,  tlie  ilci 

and  the  clerk  of  ilii 

b/fiiiiiiii^ioner  <d 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

Wickers  and  Furlong  ik  Upham. 

Decided  February  5,  J 907, 
(129  O.  G.,  1G12.) 

INTEBFEBENCE — PBIORITY— DILIGENCE.  ' 

The  decision  of  tbe  Coiumissioner  of  Patents  holding  that  Wickers  and 
Furlong  were  not  exercising  diligence  when  Uphani  filed  his  application 
and  awarding  priority  to  Upham  on  his  record  date  afiu*iued.  (See  Wickers 
and  Furlong  v.  McKec,  antt\  587;  120  O.  G.,  869.) 

Mr.  J.  n.  Gri-ffin  for  the  appellants. 

Mr.  Walter  F.  Rogers  and  Mr,  Jacob  Felhel  for  the  appellee. 

McCoMAS,  e/./ 

This  is  another  of  the  series  of  interferences  which  have  been  con- 
sidered together,  in  which  Wickers  and  Furlong,  appellants  here, 
were  also  appellants  in  the  other  cases  of  the  series,  and  this  case  re- 
lates especially  to  the  manufacture  of  printing-plates.  The  three  tri- 
bunals of  the  Patent  Office  concur  in  awarding  priority  of  invention 
of  the  issue  of  this  interference  to  Burt  F.  Upham,  the  senior  party, 
and  the  issue  of  this  interference  is  as  follows : 

1.  The  herein-described  i)rocess  of  producing  printing-surfaces  which  consists 
in  first  forming  a  relief  printing-surface  in  a  thin  metallic  plate,  supporting 
the  same  upon  a  yielding  backing,  and  finally  forcing  into  the  face  thereof 
a  comparatively  unyielding  surface  varying  in  profile  in  direct  proportion  to 
the  lightness  of  the  shades  to  be  i)rinted  by  the  different  sections  of  the  print- 
ing-surface. 

2.  The  process  of  **  making  ready  '*  the  printing-surface  of  a  printing-block, 
which  consists  in  applying  to  one  side  of  the  printing-block,  a  "  relief "  form 
having  parts  of  its  printing-surface  raised,  said  raised  parts  corresponding  with 
certain  parts  of  the  subject  to  be  printed,  covering  the  other  side  of  the  print- 
ing-block with  yielding  material,  and  then  subjecting  the  printing-block  and  the 
said  **  relief"  form  while  in  contact  with  one  another  to  pressure,  thereby  alter- 
hig  the  level  parts  of  the  printing-surface  of  the  printing-block  so  as  to  obtain 
a  correctly-shaded  impression  in  a  single  i)riuting  oi)eration. 

3.  The  process  of  making  ready  the  printing-surface  of  a  printing-block,  which 
consists  in  applying  to  the  face  of  the  printing-block  a  "  relief "  form  having 
raised  parts  corresponding  to  the  light-shaded  parts  of  the  subject  to  be  printed, 
eorering  the  back  of  the  i)rIuting-block  with  yielding  material,  and  then  sub- 

^Jwtiii^  tbe  iirinting-block  mid  said  "relief"  form  to  pressure,  thereby  setting 

rk  th<*  lf*vel  of  those  piiits  of  the  ju'lntiiig-surface  of  the  block  which  corre- 

ad  to  the  lightly-shMiU'il  parts  of  the  subject  to  be  iirlnted  Ixjlow  the  level 

pso  [nirts  i}t  tlie  priTiHng-surface  of  the  printing-block  which  correspond 

-  durkly-shaded  parts  of  the  subject  to  be  printed  so  as  to  obtain  a  cor- 

r^iiiailitl  hitprep^ltm  in  a  single  printing  operation. 


t>^  discussed  tlie  case  of  Wickers  and  Furlong  in  the  com- 
encc  in  No.  380  Patent  Appeal  Docket  so  fully,  that 
,t  here  the  matters  relevant  to  tVns>  \ss\3l^  ^\^K^)ssftftL^s^.  • 


^ 
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that  case.  Mainly  for  the  reasons  there  stated,  the  three  tribunals 
of  the  Patent  OflSce  agree  that  Wickers  and  Furlcmg  were  not  the 
prior  inventors  of  the  issue  of  this  interference.  The  Examiner  of 
Interferences  decided  in  this  case  as  in  the  others  concerning  related 
issues,  that  Wickers  and  Furlong  conceived  the  invention  defined  in 
counts  one  and  two  of  this  issue  in  1897  but  did  not  reduce  it  to  prac- 
tice prior  to  their  filing  date,  January  22,  1902,  and,  therefore,  are 
not  entitled  to  prevail  in  this  interference. 

We  concur  in  his  conclusion  that  Albert,  who  has  taken  no  testi- 
mony, and  who  filed  his  application  involved  in  this  interference 
June  15,  1901,  should  be  limited  to  his  record  date,  but  if  he  be  given 
the  benefit  of  certain  of  his  foreign  patents  introduced  here,  the  date 
of  his  conception  and  reduction  to  practice  would  be  no  earlier  than 
April  IG,  1901.  This  date  would  not  benefit  him  nor  entitle  him  to 
prevail  over  Upham  who  conceived  this  invention  in  1899,  and  filed 
his  application  on  January  22,  1901.  Therefore,  the  Examiner  held 
that  Upham  was  entitled  to  prevail  over  Wickers  and  Furlong,  who 
had  a  prior  conception  of  the  invention  here  involved,  and  who  were 
not  diligent  in  reducing  it  to  practice  after  Upham's  entry  into  the 
field.  He  also  decided  that  Upham  was  entitled  to  prevail  over  Al- 
bert, whose  date  of  conception  and  reduction  to  practice  is  subsequent 
to  Upham's  filing  date. 

The  Examiners-in-Chief  affirmed  the  decision  of  the  Examiner  of 
Interferences.  They  observed  that  the  first  and  third  counts  of  this 
issue  are  si)ecific  in  that  they  reciuire  that  the  pressure  by  means  of 
which  the  graduations  in  the  printing-surface  of  the  plate  are  pro- 
duced, shall  be  applied  to  the -face  of  the  plate  instead  of  to  the  back 
thereof  as  is  retiuired  in  other  issues  of  the  series  of  interferences  to 
which  this  interference  belongs.  The  Examiners-in-Chief  also  re- 
marked that  count  two  in  this  case  covers  broadly,  subjecting  one  side 
of  a  printing-block  supported  upon  a  yielding  body  of  material  to 
the  action  of  a  "  relief  "  form  under  pressure,  thereby  altering  the 
level  parts  of  the  printing-surface,  and  they  hold  that  even  if 
Wickers  and  Furlong  be  entitled  to  a  date  of  concej^tion,  which  the 
Examiners  say  they  are  not,  although  their  application  of  January 
22,  1902,  discloses  tlie  subject-matter  of  this  count,  they  wei*e  not  exer- 
cising diligence  when  Upham  entered  the  field  and  therefore,  if 
Upham  were  only  entitled  to  the  date  of  liis  interfering  upplication, 
priority  of  invention  had  been  properly  :4\v;n(lji|SM|nUam,  Albert 
here  disappears.  Wickers  and  Furlong  iiluiK'^^^^^^^jUie  Cnimt^i- 
sioner,  who  affirmed  the  decision  of  the  I'^^^n^^^P  ^rf  an4 
concurred  with  them  upon  the  grounds  "-iiil^'f^^^T  %  the  J 

missioner  also  determined  that  Uphaiai  nm^ 
1890,  but  did  not  reduce  it  to  practice  [krini  tj 
application,  January  22,  "      CuiiuniJ 
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that  Upham  was  entitled  to  the  award  of  priority  whether  he  was  the 
first  or  last  to  conceive  the  invention.  From  this  third  adverse  de- 
cision in  the  Patent  Office,  Wickers  and  Furlong  appealed  to  this 
court 

Upham  alleged  that  he  conceived  the  invention  involved  in  the  issue 
of  this  interference  in  March,  1899,  and  reduced  it  to  practice  about 
three  months  thereafter.  He  was  then  employed  in  the  establishment 
of  the  YoutK^a  Companion,  in  Boston,  when  the  idea  came  to  him 
that  he  could  treat  a  plate  by  putting  an  "  overlay  "  or  "make-ready  " 
in  the  face  of  the  plate. 

Appellants'  counsel  contend  that  Upham's  testimony  that  in  the 
summer  of  1899  he  produced  a  satisfactory  plate,  having  a  graduated 
printed  surface,  and  that  he  made  the  plate  by  using  a  reverse  over- 
lay upon  the  face  of  the  plate  with  a  thin  piece  of  cardboard  between 
the  reverse  overlay  and  the  plate,  and  subjected  it  to  pressure,  and 
that  the  plate  produced  in  this  manner  was  printed  from,  without 
the  use  of  any  overlay  upon  the  impression  cylinder,  is  not  sufficiently 
corroborated  and  that  evidence  is  lacking  because  neither  the  plate 
nor  the  reverse  overlay  used  nor  an  imprint  from  the  plate  was  pro- 
duced. It  is  insisted  that  his  exliibits  were  all  recently  made.  It  is 
argued  that  Jiis  testimony  of  the  conception  of  the  invention  and  all 
he  did  prior  to  March,  1900,  must  be  considered  as  abandoned  ex- 
periments and  that  a  memorandum  prepared  by  Upham  and  signed 
by  witnesses  at  the  last-mentioned  time  shows  his  process  is  crude  and 
that  Upham  is  not  entitled  to  priority  over  Wickers  and  Furlong  in 
respect  of  the  first  and  second  counts  of  this  issue.  Appellants' 
counsel  concede  that  as  to  the  third  count  of  this  issue.  Wickers  and 
Furlong  can  claim  no  priority  because  there  is  no  foundation  for  it 
in  their  application. 

Upham  testified  that  in  October,  1900,  he  caused  to  be  made  for 
him  by  an  electrotyper,  a  thin  copper  plate  from  which,  in  November 
following,  he  had  made  two  original  half-tones  which  he  treated 
by  his  process  and  used  on  a  printing-press.  He  described  several 
other  experiments  in  the  same  year  of  like  character  and  used  them 
on  a  printing-press  without  a  make-ready  on  •the  impression-cylin- 
der. In  March,  1900,  he  wrote  a  description  of  one  of  his  processes 
and  of  the  object  of  the  process  which  he  signed  and  caused  to  be 
signed  by  two  witnesses.  He  testified  to  a  disclosure  to  his  attorney 
late  in  1899  and  his  application  was  filed  on  January  21,  1901,  there- 
by becoming  the  senior  party  in  the  series  of  these  interferences. 

James  Humphry,  in  cliarge  of  the  press  department  of  the  YoutK^s 
Companion^  testified  that  before  Upham  went  to  Texas  late  in  1899, 
he  liiid  i'X(M.^riiut*nted  uii  cub  to  do  away  with  overlays  and 

pressing  a  it? verse  uvoiliiy^  *     \  oi  the  plate.     Hum^htY 
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it  Upham  produced  a  plate  treated  by  his  process  and  used  it  in  print- 
ing the  regular  edition  of  the  YoutK^s  Companion  for  January  3, 
1901.  Malcolm  and  Anderson  in  material  points  corroborate  Upham. 
Upham's  attorney  testifies  that  he,  Upham,  specifically  disclosed  the 
process  of  his  invention  to  his  attorney  about  a  year  before  December 
20,  1900,  when  the  attorney  was  instructed  to  prepare  Upham's  ap- 
plication, and  in  the  spring  of  1900,  his  attorney  says  that  Upham 
submitted  to  him  an  electrotype  having  a  graduated  surface  as  de- 
scribed in  his  application,  and  the  witnesses  to  Upham's  written 
memorandum,  which  strongly  ^confirms  Upham's  testimony,  testified 
that  they  affixed  their  signatures  at  the  date  named  in  that  instru- 
ment. It  would  appear  that  Upham  may  be  entitled  to  an  earlier 
date  than  that  of  his  application  but  as  he  was  the  senior  party,  it 
is  not  essential  in  this  case  to  further  consider  this  point.  We  do  not 
hesitate  to  affirm  the  decision  and  toe  do  hereby  afp^i^vn  the  decision 
of  the  Commissioner  of  Patents  and  the  clerk  of  this  court  will  certify 
this  opinion  and  decision  to  the  Conmiissioner  of  Patents  in  accord- 
ance with  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Wickers  and  Furlong. 

Decided  February  ,1,  1007. 
(120  O.  (}.,  2U71.) 

1.  Two   Applications   for   Same    Invention — Earlier   Involved   in    Interfeb- 

ENCE — KeFUSAL    of    PATENT    ON    LATER. 

Where  a  party  whose  application  is  involved  in  interference  proceetllngs 
presents  another  application  baseil  ni^on  the  invention  involved  in  the  inter- 
ference, it  is  proper  to  refnse  a  patent  npon  the  later  application  until  the 
interference  has  been  terminated.  In  such  case  it  is  just  to  suspend  action 
on  the  later  application. 

2.  Patentability — Process   of   Making-Ready    Printing-Plates. 

After  the  generic  process  of  preparing  printing-plates  with  projecting  por- 
tions on  the  back  thereof  and  pressing  these  to  the  face  of  the  plates,  giving 
a  graduated  surface,  has  been  claimed  and  the  siKH}ific  mode  of  preparing 
the  plates  by  the  u^»  of  i)hotolith()gia piling  and  etching  has  also  been 
claimed  there  is  nothing  left  to  claim  in  a  separate  api)lication  as  a  se|iarate 
invention  as  a  process  of  making-ready  printing-plates.  What  remains 
would  api)ear  to  be  a  mere  carrying  out  of  the  puri>os€*s  of  the  original 
invention,    which    ought    to    b(»   obvious    to    skilled    workers    in    the    art. 

3/r.  J,  II.  (ri'iifi.n  for  the  ai)pcllant. 

Mr,  Fairfax  Bayard  for  the  Conmiissioner  of  Patents. 

McCoMAS,  ./.; 

Tn  this  case  upon  tlie  application  of  AVickors  and  Furlong  for  a 

patent   for  an   iniprovomont  in   jn'ocess  of  niakin<L!f  printing-plates, 

Sled  March  1,  1905,  these  applicauts  appealed  from  the  decision  of 
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the  Principal  Examiner,  rejecting  the  claims  of  the  application  on 
the  issues  of  three  interferences  in  which  certain  applications  of  these 
appellants  were  involved.  These  interferences  are  Wickers  and  Fur- 
long V.  Weimmirm^  No.  23,741 ;  Lammera  v.  Wickers  and  Furlong  v. 
McKee^  No.  22,404,  (No.  388  Patent  Appeal  Docket;)  and  Wickers 
and  Furlong  v.  McKee^  No.  22,405,  (No.  389  Patent  Appeal  Docket.) 
The  Examiner  rejected  certain  claims  on  a  British  patent  to  Wein- 
wurm,  No.  14,508  of  1901.  The  Examiners-in-Chief  affirmed  the 
Examiner  in  refusing  to  allow  the  claims  brought  before  them  upon 
appeal,  holding  that  the  issues  in  the  aforenamed  interferences  when 
considered  together,  substantially  covered  the  real  invention  of  this 
application  of  Wickers  and  Furlong,  and  suggesting  doubt  if  these 
appellants  can  obtain  a  valid  patent  if  the  decisions  in  these  inter- 
ferences be  adverse  to  them.  Wickers  and  Furlong  appealed  to  the 
Commissioner  of  Patents  from  this  decision  of  the  Examiners-in- 
Chief  affirming  the  rejection  by  the  Primary  Examiner  of  the  fol- 
lowing claims: 

1.  The  method  of  making  printing-plates  which  consists  in  photographing  the 
subject  to  be  printed  on  the  front  end  on  the  baclt  of  a  metallic  plate,  such  pho- 
tographs being  in  register  with  each  other ;  etching  l)oth  surfaces  of  the  plate ; 
and  deflecting  the  metal  of  the  plate  from  the  printing-face  toward  the  back  and 
producing  a  graduated  printing-surface  on  the  front  of  the  plate. 

2.  The  method  of  making  printing-plates,  which  consists  in  photographing  a 
subject  to  be  printed  on  the  respective  faces  of  a  sensitized  plate ;  etching  both 
faces  of  said  plate,  and  subjecting  the  plate  to  pressure  to  cause  elevations  and 
depressions  to  appear  in  the  printing-surface  of  the  plate. 

3.  The  method  of  making  printing-plates  which  consists  in  sensitizing  both 
faces  of  a  metallic  plate ;  producing  photographic  prints  on  the  respective  faces 
of  said  plate;  and  pressing  the  plate  to  cause  elevations  and  depressions  to 
appear  in  the  printing-surface  of  said  plate. 

4.  The  method  of  making  printing-plates,  which  consists  in  sensitizing  both 
sides  of  a  metallic  plate;  exposing  siiid  plate  and  a  negative  to  the  light  and 
producing  photographic  prints  in  register  with  each  other  on  the  resi)ective 
faces  of  said  plate;  etching  both  surfaces  of  the  plate,  and  forcing  the  metal 
from  the  front  toward  the  back  of  the  plate  to  cause  elevations  and  depressions 
to  appear  in  the  printing-surface  of  the  plate. 

5.  The  method  of  making  printing-plates  which  consists  in  photographing  a 
subject  on  the  respective  faces  of  a  metallic  plate ;  producing  in  the  back  of  the 
plate  elevations  and  depressions  at  predetermined  places  where  the  printing  is 
to  be  respectively  light  and  heavy,  and  subsequently  producing  similar  depres- 
sions and  elevations  in  the  printing-surface  of  the  plate  by  pressing  forward  the 
elevations  produced  in  the  back  of  the  plate. 

6.  The  method  of  making  printing-plates  which  consists  in  photographing  a 
subject  on  the  respective  faces  of  a  metallic  plate;  etching  both  faces  of  the 
plate  and  producing  on  the  back  thereof  elevations  and  depressions  at  predeter- 
mined places  where  the  printing  is  to  be  respectively  light  and  heavy,  and  press- 
ing the  plate  to  cause  such  elevations  and  depressions  to  appear  in  the  etched 
front  of  the  plate. 

30997— H.  Doc.  470,  60-1 39 
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7.  The  method  of  making  printing-plates  which  consists  in  photographing  a 
subject  on  the  respective  faces  of  a  metallic  plate;  etching  the  front  of  the 
plate;  etching  portions  of  the  back  of  the  plate  deeper  than  the  front  thereof 
and  producing  elevations  and  depressions  on  the  back ;  and  deflecting  the  metal 
of  the  plate  to  cause  the  elevations  and  depressions  of  the  back  to  appear  on 
the  etched  front  of  the  plate. 

8.  The  improvement  in  the  art  of  preparing  printing-plates  which  consists 
in  etching  a  picture  of  a  subject  on  both  sides  of  a  metallic  plate,  and  succes- 
sively etching  the  back  of  the  plate  to  produce  thereon  surfaces  in  different 
levels  corresponding  to  the  lights  and  shadows  of  the  subject 

9.  The  improvement  in  the  art  of  preparing  printing-plates  which  consists  in 
successively  etching  away  various  portions  of  a  picture  of  a  subject  on  the 
back  of  a  metallic  plate  to  various  depths,  thereby  producing  thereon  surfaces 
in  different  levels  corresponding  to  the  lights  and  tones  of  a  picture  on  the  face. 

10.  The  improvement  in  the  art  of  preparing  printing-plates  which  consists 
in  producing  on  the  back  of  a  plate  a  picture  of  a  subject  to  be  printed;  and 
then  subjecting  the  back  of  the  plate  to  successive  etchings  to  produce  thereon 
elevations  and  depressions  at  predetermined  places  opiwsite  to  the  places  on  the 
face  where  the  printing  is  to  be  respectively  light  and  heavy. 

11.  The  improvement  in  the  art  of  preparing  printing-plates  which  consists 
in  photographing  a  subject  to  be  printed  on  the  back  of  a  metallic  plate;  apply- 
ing resist  to  said  back;  etching  the  exi)osed  parts  of  the  plate;  and  alternately 
removing  parts  of  the  resist  and  exiwsing  the  plate  to  an  etching  fluid  to  pro- 
duce successive  gradations  in  level  of  the  back. 

12.  The  method  of  making  prlntlng-plates  which  consists  in  etching  depres- 
sions ui)on  the  rear  side  of  u  plate  in  register  with  a  picture  which  has  been 
produced  on  the  front  side  of  llie  plate,  and  subsequently  subjecting  the  plate 
to  pressure  to  produce  gradations  in  the  level  of  a  priutiug-surface  ou  the  front 
of  said  plate. 

13.  The  method  of  producing  printing-plates  which  consists  in  protographing 
upon  the  face  of  the  i)late  a  picture  to  be  printed,  photographing  upon  the  back 
of  the  plate  a  similar  picture  but  reversely  arranged  with  reference  to  the  pic- 
ture on  the  face  of  the  plate  and  in  register  with  it ;  etching  both  pictures  on 
the  plate  the  one  on  the  back  being  etcho  !  oelow  the  surface  iu  parts  cor- 
responding to  lighter  tones ;  and  subsequent  y  pressing  the  plate  from  the  back 
to  produce  gradations  in  the  level  of  a  prij  ting-surface  on  the  etched  face  of 
the  plate. 

14.  The  method  of  producing  printing-plates  which  consists  in  photographing 
upon  the  face  of  the  plate  a  picture  to  be  printed ;  photographing  a  similar  but 
reversely-arranged  picture  on  the  back  of  the  plate  in  register:  etching  l)oth 
faces  of  the  plate,  and  producing  on  the  back  of  the  plate  elevations  and  depres- 
sions, and  then  pressing  the  elevated  portions  of  the  plate  toward  the  face 
thereof. 

15.  The  method  of  producing  printing-plates  which  consists  in  photographing 
a  picture  to  be  printed  upon  the  face  of  the  plate:  i)h(>tographing  a  similar 
reversely-arranged  picture  on  the  back  of  the  plate  in  register  with  the  picture 
on  the  face;  etching  both  faces  of  the  plate  and  then  further  etching  the  back 
of  the  plate  to  produce  elevations  and  depressions  thereon,  and  then  subjecting 
the  back  and  face  to  i)ressures  to  produce  gradations  in  tbe  level  of  Uk- 
printing-surface  on  the  face  of  the  plate. 

16.  The  improvement  in  the  art  of  making  printing-plates 
etching  a  reversely-arranged  photograph  of  the  picture  in  a 
so  as  to  produce  elevations  and  depressions  on  one  face  of 
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forcing  the  elevated  portions  of  tlie  plate  toward  the  face  thereof,  thereby 
graduating  the  levels  in  a  printing-surface  on  such  plate. 

17.  The  process  of  making  printing-plates  which  consists  in  producing  on  the 
back  of  the  plate  a  reversely-arranged  facsimile  of  the  picture  to  be  printed 
upon  the  face  of  the  plate,  then  etching  the  back  of  the  plate  to  successively 
greater  depths  from  the  dark  to  the  high  lights,  and  subsequently  pressing  the 
depressed  portions  of  the  plate  toward  the  back  so  as  to  produce  gradations  in 
the  level  of  a  printing-surface  on  the  face  of  the  plate. 

18.  The  method  of  making  printing-plates  which  consists  in  producing  on  the 
face  of  the  plate  a  photograph  of  the  subject  to  be  printed ;  photographing  the 
subject  to  be  printed  on  the  back  of  the  plate  and  in  register  with  the  photo- 
graph on  the  front ;  etching  the  face  of  the  plate ;  etching  the  back  of  the  plate 
to  different  depths  in  a  graduated  manner ;  and  subjecting  the  plate  to  pressure 
to  produce  a  graduated  printing-surface  on  the  front  of  the  same. 

19.  The  process  of  making  printing-plates  which  consists  in  photographing 
reversely-arranged  pictures  in  register  urith  each  other  on  the  front  and  back 
of  a  metallic  plate ;  etching  a  relief -surface  on  the  back  of  the  plate ;  and  then 
applying  pressure  to  the  back  and  front  of  the  plate,  thereby  producing  per- 
manent differences  in  profile  in  the  printing-surface  of  the  plate. 

20.  The  process  of  making  printing-plates  which  consists  in  photographing 
pictures  on  the  front  and  back  of  a  sensitized  plate;  etching  the  back  of  the 
plate  to  produce  depressions  and  elevations  corresponding,  but  arranged  re- 
verseljtto,  those  which  are  to  appear  in  the  face  of  the  plate,  and  then  pressing 
the  plate  to  produce  gradations  in  the  level  of  a  printing-surface  on  the  face  of 
the  plate. 

21.  The  method  of  preparing  printing-plates  which  consists  in  producing  an 
impression  or  picture  in  a  metallic  plate;  etching  the  plate,  and  subjecting  the 
plate  to  differential  pressures  whereby  a  graduated  printing-surface  is  produced 
on  a  face  of  siiid  plate. 

22.  The  method  of  preparing  printing-plates  which  consists  in  photographing 
a  picture  of  a  subject  to  be  printed  on  a  metallic  plate ;  etching  the  plate ;  and 
in  the  thickness  of  said  plate,  and  subjecting  the  plate  to  pressure  to  thereby 
displace  the  metal  and  produce  a  graduated  r)riutiug-surface  on  the  plate. 

23.  The  method  of  preparing  i)rintiug-plate8  which  consists  in  photographing 
a  picture  of  a  subject  to  be  printed  on  a  metllic  plate;  etching  the  plate;  and 
subjecting  the  plate  to  variable  pressures  whereby  a  graduated  printing-surface 
is  produced  on  a  face  of  the  plate. 

24.  That  improvement  in  the  art  of  preparing  printing-plates  which  consists 
in  sensitizing  both  faces  of  a  metallic  plate,  and  photographically  printing  from 
a  single  negative  by  exposing  the  sensitized  surfaces  successively  to  light 
through  said  negative. 

The  Commissioner  also  rejected  all  of  these  claims  on  the  issues  of 
three  pending  interferences  and  particularly  upon  the  following 
counts: 

8.  The  improvement  in  the  art  of  preparing  printing-plates  which  consists  in 
etching  a  picture  of  a  8ubjtK,'t  on  both  sides  of  a  metallic  plate,  and  successively 
ctchliijt;  tbe  back  uf  tlie  i^iati'  to  produce  thereon  surfaces  in  different  levels  cor- 
resjiondltig  to  the  IJshts  atid  shadows  of  the  subject. 

9,  Tht>  liiir*n>veoient  1u  the  art  of  preparing  printing-plates  which  consists  in 
S«i!i?eHsivi?ly  etching  away  vtirious  portions  of  a  picture  of  a  subject  on  the  back 

a^ metallic  plate  tu  varlnus  depths,  thereby  producing  thereon  surfaces  in 
corresponding  to  the  lights  and  tones  of  a  pielMT^  o\i  \Xifc  l-a^Rfe* 
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10.  Tbe  ImproTemrait  in  tbe  art  of  preparing  printing-plates  which  wmrighi  in 
producing  on  the  back  of  a  plate  a  picture  of  a  subject  to  be  printed;  and  then 
subjecting  ttie  back  of  the  plate  to'successiTe  etdiings  to  produce  thereoa  eknra- 
tlons  and  depressiims  at  predetermined  places  of^xMdte  to  tlie  places  oo  the  fus 
where  the  printing  is  to  be  respectively  light  and  heavy. 

11«  The  improyement  in  the  art  of  preparing  printing-plates  which  constoti  in 
photographing  a  subject  to  be  printed  on  the  back  of  a  metallic  plate;  applying 
resist  to  said  back;  etching  the  exposed  parts  of  the  plate;  and  alternate 
removing  parts  of  the  resist  and  exposing  the  plate  to  an  etching  fluid  to  pro- 
duce successive  gradations  in  level  of  the  back. 

24.  That  improvement  in  the  art  of  preparing  printing-plates  which  couslato 
In  sensitising  both  fkces  of  a  metallic  plate,  and  photographically  printing  fxom 
a  single  negative  by  exposing  ttie  sensitised  surfaces  successively  to  11^ 
through  said  negative. 

Claims  8,  9, 10, 11,  and  24  were  also  rejected  on  the  British  patent 
to  Weinwurm  No.  14,508  of  190f .  The  Commissioner  held  after  a 
careful  review  that  the  issues  of  the  interferences  we  have  mentioned 
cover  substantially  the  real  invention  of  this  application  of  Wickers 
and  Furlong  and  that  the  appeal  claims  are  not  distinguishable  from 
them.  We  will  not  here  repeat  his  dear  exposition  in  his  opinion. 
He  fully  sustained  the  Examiner  and  Board  of  Examiners-iiv-Chief 
bedding  that  the  separate  matters  in  all  the  claims  brought  up  on 
appeal  were  involved  in  the  issues  in  interference  before  mentioned. 
The  Commissioner  also  regarded  the  decision  of  the  Assistant  Gcnn- 
missioner  who  had  affirmed  the  rejection  of  the  five  claims  mentioned 
on  the  British  patent  to  Weinwurm  and  held  that  claims  8,  9,  10,  11, 
and  24  are  not  patentable  over  the  British  patent  to  Weinwurm. 
From  this  ruling,  Wickers  and  Furlong  have  appealed  to  this  court. 

We  have  disposed  of  the  series  of  interferences  involving  the  ques- 
tions sought  to  be  raised  by  this  appeal  from  the  decision  of  the  Com- 
missioner of  Patents  refusing  to  grant  a  patent  for  a  process  of  mak- 
ing printing-plates  to  these  appellants  upon  their  application  filed 
March  1,  1905.  The  case  of  the  interference  of  these  appellants 
against  Weinwurm  is  not  before  us.  We  are  convinced  that  the 
claims  of  the  application  in  which  this  appeal  is  taken,  are  for  the 
same  invention  involved  in  the  interferences  named  in  the  record  in 
this  case  and  we  concur  with  the  tribunals  of  the  Patent  Office  that  it 
would  be  improper  to  grant  a  patent  under  the  circumstances  to  the 
appellants  upon  this  application. 

It  is  so  well  established  that  two  valid  patents  may  not  be  issued 
to  a  party  based  upon  the  same  patentable  invention  that  we  need 
not  cite  authorities.  It  is  the  practice  in  the  Patent  Office  where  an 
application  is  allowed  to  a  party  to  reject  any  other  applications  of 
the  same  party  upon  the  allowed  application  unless  such  other  appli- 
cations claimed  a  clearly  different  invention  from  that  claimed  in 
the  allowed  application.  In  this  way  the  Patent  Office  limits  an 
inventor  to  a   single  patent  based  upon  a   single   invention,    ft 
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appears  proper  therefore  in  a  case  where  a  party  whose  application 
is  involved  in  pending  interference  proceedings  presents  another 
application  based  upon  the  invention  involved  in  an  interference,  to 
refuse  a  patent  upon  the  later  application  until  the  interference  has 
terminated.  A  different  course  would  involve  inextricable  confu- 
sion. To  suspend  action  upon  such  an  application  appears  to  us  to 
be  just.  In  the  interference  proceedings  there  is  ample  opportunity 
for  the  appellants  to  raise  the  question  of  the  sufficiency  of  their  op- 
ponent's application.  We  greatly  doubt  whether  the  affidavits  in  this 
record  presented  for  the  consideration  of  this  court  and  contro- 
verting the  sufficiency  of  disclosure  found  in  the  Weinwurm  applica- 
tion in  interference,  could  be  profitably  considered  by  this  court. 
That  Question  should  come  before  us  upon  testimony  taken  in  the 
interference  proceeding.  Since  all  the  tribunals  of  the  Patent  Office 
concur  in  holding  that  all  the  appealed  claims  are  for  the  same  inven- 
tion as  claims  of  the  appellants'  earlier  applications,  involved  in  inter- 
ference proceedings,  we  should  hesitate  to  differ  with  these  expert 
tribunals.  The  reasoning  in  several  of  these  decisions  is  most  per- 
suasive that  after  the  generic  process  of  preparing  printing-plates 
with  projecting  portions  on  the  back  thereof  and  pressing  these  to  the 
face  of  the  plates  giving  a  graduated  surface  has  been  claimed,  and 
the  specific  mode  of  preparing  the  plates  by  the  use  of  photographing 
and  etching  has  also  been  claimed,  that  there  is  nothing  left  to  claim 
in  a  separate  application  as  a  separate  invention  as  a  process  of  mak- 
ing-ready printing-plates.  What  remains  would  appear  to  be  a  mere 
carrying  out  of  the  purposes  of  the  original  invention,  matters  which 
ought  to  be  obvious  to  skilled  workers  in  this  art. 

As  we  concur  with  the  Commissioner  upon  this  general  ground  for 
rejecting  these  claims,  w^e  need  not  discuss  the  rejection  of  five  of 
these  claims  on  the  British  patents  to  AVeinwurm. 

The  decision  of  the  Commissioner  of  Patents  in  refusing  to  issue 
a  patent  to  the  appellants  upon  their  application  in  which  this  appeal 
comes  before  us  ?>  a-ffirmed  and  the  clerk  of  this  court  will  certify  this 
opinion  and  decision  to  the  Commissioner  of  Patents  in  accordance 
with  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

The  Union  Disttllinc.  Company  v.  Schneider. 

Decided  February  ;7,  1901. 

(129  O.  G.,  2503.) 

1.  Interference — Interlocutory  Decision. 

A  decision  of  the  Coiiiniissiouer  of  Patents  dissolving  an  interferetice 
id  not  a  final  order. 
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2.  Same — Same — Jubisdiction  of  Court  of  Appeals  op  District  op  Columbia. 
The  court  of  appeals  has  i\p  jurisdiction  to  consider  an  appeal  from  a 
decision  of  the  Commissioner  of  Patents  which  is  not  a  final  order,  and 
such  an  appeal  will  be  dismissed. 

Mr,  A.  E.  Wallace  for  the  appellant. 

Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

BOBB,  /./ 

This  court  has  no  jurisdiction  to  entertain  the  appeal  herein.  We 
dismissed  Podleaak  and  Podlesak  v.  Mclnnemey^  November  21,  1906, 
for  want  of  jurisdiction.  That  was  an  appeal  from  an  interlocutory 
order  of  the  Commissioner  of  Patents  in  an  interference  proceeding 
dissolving  the  interference  and  remanding  the  case  to  the  Primary 
Examiner  for  further  action  not  inconsistent  with  the  views  of  the 
Commissioner.  It  was  urged  that  such  an  order  was  in  effect  a  final 
order,  and,  therefqre,  appealable  to  this  court,  but  we  entertained  the 
opposite  view  and  dismissed  the  appeal.  Exactly  the  same  question 
is  involved  here.  An  interference  was  declared  in  the  Patent  Office 
between  appellant,  as  an  applicant  for  the  registration  of  a  trade- 
mark, and  John  R.  Schneider,  a  rival  applicant  here  designated  as 
the  appellee.  Before  the  issue  in  that  interference  was  determined 
the  Patent  Office  discovered  evidence  that  another  firm  had  used  the 
same  mark  in  the  same  business  prior  to  the  date  set  up  in  the  appli- 
cations of  the  parties  to  the  interference.  The  Examiner  thereupon 
dissolved  the  interference,  from  which  ruling  an  appeal  was  taken  to 
the  Commissioner  whose  opinion  follows: 

This  is  an  appeal  by  The  I^nion  Distilling  Co.  from  the  decision  of  the  Ex- 
aminer of  Trade-Marks  dissolving  the  above-entitled  interference  on  the  ground 
that  the  mark  of  the  issue  is  a  known  trade-mark  which  was  adopted  and 
used  by  another  prior  to  the  date  of  adoption  alleged  by  the  present  applloanta. 

As  evidence  of  such  prior  adoi)tion  and  ust»  the  Examiner  calls  attention  to 
the  mark  registered  by  Mills,  Johnson  and  Company  on  March  14,  1S71. 

The  appellant  calls  attention  to  the  fact  that  the  registration  cited  was  made 
under  the  unconstitutional  act  of  1S70  and  to  the  further  fact  that  the  period  of 
thirty  years  for  which  the  registration  was  granttnl  has  expirtnl.  It  therefore 
urges  that  such  registration  Is  not  a  valid  reference,  since  It  is  not  prima  facie 
evidence  of  ownershij)  by  the  registrant.  The  question  here  raised  was  consid- 
ered and  decided  in  the  case  of  the  Star  Distillery  Company,  (C.  D.,  1905,  493; 
119  O.  (}.,  964,)  wherein  it  was  held  that  registrations  under  the  act  of  1.^0  are 
to  be  regarded  as  proin^r  references  until  ov(»rcomo  in  some  way  by  the  applicant 
The  api>ellant  asks  that,  if  the  ruling  in  the  above-cited  case  is  adhered  to,  it  be 
permitted  to  overcome  the  registration  as  a  reference  l)y  an  interference  proceed- 
ing. It  is  clear,  however,  that  there  can  be  no  interference,  since  interferences 
can  be  declartnl  only  as  to  applications  and  existing  registrations.  The  appel- 
lant's renuHly  would  seem  to  be  not  at  interference,  but  a  showing  in  the  form 
of  affidavits  tending  to  overcome  the  presumption  that  the  registrant  under  the 
act  of  1870  is  still  the  owner  of  the  mark.  If  such  affidavits  are  filed  a  con- 
tinuance of  the  present  interference  will  nwessarily  follow. 
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The  Examiner  was  right  in  dissolving  the  interference  in  the  absence  of  a 
showing  tending  to  overcome  the  reference  cited,  and  therefore  his  decision  is 
affirmed. 

It  is  apparent  that  this  appeal  is  not  from  a  final  order  refusing 
registration,  but  from  a  mere  interlocutory  order  from  which  no 
appeal  lies  to  this  court.  Appellant's  application  has  not  yet  been 
denied.  It  may  be  that,  unless  it  satisfies  the  Patent  Office  that  an- 
other firm  had  not  previously  adopted  and  used  the  trade-mark,  or 
having  previously  adopted  and  used  it  subsequently  abandoned  it,  its 
application  will  be  denied  and  a  final  order  to  that  effect  entered.  But 
such  an  order  has  not  been  made,  and  this  appeal  must,  therefore,  be 
dismissed  for  the  want  of  jurisdiction,  and  it  is  so  ordered. 

The  clerk  of  the  court  will  certify  this  opinion  and  the  proceedings 
in  this  court  to  the  Commissioner  of  Patents,  according  to  law.  Dis- 
missed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

HORINE  V.   WeNDE. 

Decided  April  10,  1907. 

(129  O.  G.,  2858.) 

1.  INTEBFEBENCE — ^APPEAL   TO    Ck)URT — ^AMENDMENT   OP    REASONS    OF   APPEAL. 

Although  neither  the  rules  of  the  CJourt  of  Appeals  of  the  District  of  Co- 
lumbia nor  of  the  Patent  OflSce  mention  amendments  to  the  reasons  of 
appeal,  when  such  amendment  is  made  in  due  time  to  correct  an  assign- 
ment of  error  that  may  not  be  sufficiently  specific  or  some  inadvertence  in 
its  preparation  and  no  possible  injury  could  be  done  the  opposing  party, 
there  appears  to  be  no  reason  why  it  should  not  be  permitted. 

2.  Same — Priority — Second  Interference — Res  Adjudicata. 

Where  judgment  is  rendered  in  an  interference  proceeding  in  the  Patent 
Ofllce  holding  that  the  issue  was  limited  to  matters  not  found  in  certain 
exhibits  upon  which  a  party  relies  for  an  award  of  priority,  although  such 
party  contends  to  the  contrary,  and  no  appeal  is  taken  from  such  holding 
and  the  case  is  finally  decided  adversely  to  such  party.  Held  that  in  a  sub- 
sequent interference  between  the  same  parties  on  an  issue  which  is  the 
same  as  the  prior  issue,  with  the  exception  that  in  the  second  interference 
such  limitations  were  omitted,  the  question  of  priority  is  res  adjudicata, 

Mr.  C.  E,  Piclcard  for  the  appellant. 

Mr.  Clias.  D,  Dauis  and  Mr,  Geo.  E,  Waldo  for  the  appellee. 

Shepard,  /. ; 

This  is  an  interference  proceeding  involving  priority  of  invention 
of  a  manifolding  apparatus  adapted  to  make,  simultaneously,  an 
original  and  two  or  three  copies.  The  original  is  retained  in  a  record- 
book  while  two  of  the  copies  in  the  form  of  slips  connected  in  pairs 
are  adapted  to  be  removed.  The  invention  is  primarily  designed  for 
use  by  weigh-masters  in  stock-yards,  the  record  oi  \3ftfc  \i\xss&iiet  ««v^ 
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weij^t  of  the  animals,  and  the  names  of  seller  and  buyer  being  en- 
tered in  the  record-book,  and  a  duplicate  slip  given  to  the  seller  and 
buyer  respectively. 

The  issue,  as  declared,  contained  six  counts.  The  Examiner  of 
Interferences  awarded  priority  to  Wende  on  counts  1,  2,  3,  5,  and  6, 
and  to  Horine  on  count  4. '  Both  parties  appealed  to  the  Examiners- 
in-Chief  who  affirmed  the  former  decision  as  to  counts  1,  2,  3,  4  and 
6,  and  reversed  it  as  to  count  6.  Horine,  alone,  appealed  from  this 
decision  as  to  counts  1,  2,  3,  and  6,  to  the  Commissioner  of  PatentSi 
who  affirmed  the  same.  Horine  then  prosecuted  this  appeal  whidi 
involves  said  counts  1,  2, 3,  and  5,  reading  as  follows: 


1.  The  combination  of  a  record-book,  a  hinged  support  connected  with 
record-book  and  adapted  'to  fold  over  upon  a  leaf  thereof*  an  imprawlon-ahoet 
secnred  to  said  support  at  a  point  removed  from  the  hinge  thereot  said  impraa- 
sion-sheet  being  adapted  to  fold  over  upon  and  present  a  prepared  surface  to  tlw 
rarfftce  of  said  support  which  is  uppermost  when  it  rests  upon  a  leaf  of  tlw 
record-book,  and  one  or  more  copy-slips  arranged  to  receive  impressions  firm 
■aid  Impression-sheet  when  it  is  folded  upon  said  support. 

2.  The  combination  of  a  record-book,  a  hinged  support  connected  wltb  aald 
record-book  and  adapted  to  fold  over  upon  a  leaf  thereof,  an  impresalon-abeet 
secured  to  a  free  edge  of  said  support  and  adapted  to  fold  over  upon  and  present 
a  prepared  surface  to  the  surface  thereof  which  is  uppermost  when  said  support 
rests  upon  a  leaf  of  the  record-book,  and  one  or  more  copy  slips  arranged  to 
receive  impressions  from  said  impression-sheet  when  it  is  folded  upon  said 
support.    I 

8.  The  combination  of  a  record-book,  a  hinged  support  connected  with  said 
record-book  and  adapted  to  fold  over  upon  a  leaf  thereof,  an  impression-sheet 
secured  ro  the  edge  of  said  support  opposite  the  hinge  thereof  and  adapted  to 
fold  over  and  present  a  prepared  surface  to  the  surface  of  said  support  which  Is 
uppermost  when  it  rests  upon  a  leaf  of  the  record-book,  and  one  or  more  copy- 
slips  arranged  to  receive  impressions  from  said  impression-sheet  when  It  Is 
folded  upon  said  support 

5.  The  combination  of  a  record-book,  a  support  swingingly  connected  with 
said  record-book,  parallel  with  the  side  edge  thereof  and  adapted  to  fold  over 
upon  a  leaf  thereof,  an  impression-sheet  secured  to  said  support  near  a  free 
edge  thereof,  and  adapted  to  fold  over  upon  and  present  a  prepared  surface  to 
the  surface  thereof  which  is  uppermost  when  said  support  rests  upon  a  leaf  of 
the  record-book,  and  one  or  more  copy-slips  arranged  to  receive  impressions 
from  said  impression-sheet  when  it  is  folded  upon  said  support. 

The  record  shows  that  Horine  filed  his  application  July  3, 1897,  and 
that  Wende  filed  December  21,  1898.  On  June  19,  1900,  an  interfer- 
ence was  declared  between  the  two  in  an  issue  of  two  counts,  to  which 
was  subsequently  added  a  third.     These  read  as  follows  : 

1.  A  manifolding-book  comprising  primary  leaves  secured  together  at  one 
edge,  a  support  hinged  adjacent  to  the  free  edges  of  said  primary  leaves  when 
the  book  is  in  position  for  writing,  said'  support  being  adapted  to  be  folded  upon 
said  primary  leaves,  secondary  leaves  secured  to  that  side  of  said  hinged  sup- 
port which  is  exposed  when  said  support  is  folded  upon  said  primary  leaves,  ter- 
tfaiy  leaves  attached  to  and  adniited  to  fold  over  said  secondary  leaves,  and 
transfer-paper  secured  to  the  book  and  compT\aVsitL  vt^vo^t^  vostiaLces  adapted  to 
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be  disposed  in  contact  witli  the  exposed  secondary  leaf  and  the  tertiary  leaf 
attached  thereto,  said  transfer-paper  being  movable  toward  and  from  the  pri- 
mary leaves  with  the  secondary  leaves. 

2.  A  manifolding-book  comprising  primary  leaves  secured  together  at  one  edge, 
a  suppoit  hinged  adjacent  to  the  free  edges  of  said  primary  leaves  when  the 
book  is  in  position  for  writing,  said  support  being  adapted  to  be  turned  back 
upon  said  primary  leaves,  secondary  leaves  secured  to  that  side  of  said  hinged 
support  which  is  exposed  when  said  support  is  turned  upon  said  primary  leaves, 
tertiary  leaves  attached  to  and  adapted  to  fold  over  said  secondary  leaves, 
quadruplicate  leaves  arranged  one  beneath  each  primary  leaf  and  adapted  to  be 
turned  therewith  and  transfer-paper  secured  to  the  book  and  comprising  pre- 
pared surfaces  adapted  to  be  disposed  in  contact  with  the  exposed  secondary 
leaf  and  the  tertiary  leaf  attached  thereto  and  leaving  a  prepared  surface 
exposed,  said  transfer-paper  being  movable  toward  and  from  the  primary  leaves 
with  the  secondary  leaves. 

3.  The  combination  with  a  record-book,  of  a  base  or  tablet  adapted  to  be 
inserted  between  the  leaves  of  the  book,  said  base  or  tablet  being  pivotally 
mounted  parallel  with  and  near  the  edges  of  the  leaves  of  the  record-book, 
whereby  it  may  be  folded  6ver  upon  and  away  from  such  leaves,  one  or  more 
copy  slips  or  sheets  carried  thereby  and  one  or  more  carbon  or  impression 
sheets  secured  to  the  free  edge  of  said  base  or  tablet  and  adapted  to  fold  over 
and  upon  the  copy-slips  carried  by  the  base  or  tablet. 

In  the  preliminary  statement  of  Horine  in  this  interference,  it  was 
alleged  that  he  conceived  the  invention  September  1,  1896,  explained 
it  to  others  on  or  about  September  1,  1896,  made  sketches  about  Sep- 
tember 1,  1896,  and  a  model  on  or  about  the  same  day;  that  about 
November  1,  1896,  he  took  steps  to  have  a  full-size  device  made  em- 
bodying said  invention,  which  was  completed  on  or  about  November 
15,  1896,  and  immediately  tested  and  put  to  successful  use.  Wende's 
statement  alleged  conception  about  June  1, 1896,  explanation  t<5  others 
on  or  about  the  same  day,  construction  of  a  model  on  or  about  Au- 
gust 1,  1896,  construction  of  a  full-size  manifolding-book  embody- 
ing the  invention  on  or  about  September  1,  1896,  and  the  filling  of 
Orders  therefor  made  by  the  Stock- Yards  Company  during  January, 
1897. 

Testimony  was  taken  on  the  issue  joined,  and  on  May  26,  1903,  the 
Examiner  of  Interferences  decided  in  favor  of  Horine.  This  was  in 
turn  aflSnned  by  the  Examiners-in-Chief  and  the  Commissioner;  the 
final  decision  having  been  made  January  2,  1904.  On  February  20, 
1904,  Horine  filed  amendments  broadening  the  claims  of  the  original 
application  which  were  further  amended  from  time  to  time  until  he 
succeeded  in  obtaining  the  final  approval  of  the  Office.  Patent  was 
finally  issued  to  him  covering  some  of  these  broader  claims,  on  Janu- 
ary 3,  1905.  On  February  7,  1905,  Wende  filed  an  amendment  to 
the  claims  of  his  former  application,  canceling  the  former  and  sub- 
stituting six  new  claims,  copied  in  part  from  Horine's  patent.  In 
the  letter  accompanying  this  proposed  amendment  he  referred  to  the. 
'fact  that  his  former  claims  had  been  rejected  uivdet  \}cv^  dL^Q\'sv«s\  \w 
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the  interference,  and  stated  that  the  new  clauns  are  designed  to  cover 
broadly  a  structure  adapted  to  accomplish  the  objects  of  the  inven- 
tion as  they  relate  to  providing  a  book  of  the  type  shown  in  U.  S. 
Patent  No.  666,484— 

so  constructed  and  arranged  that  the  leaves  which  receive  original  entries  may 
be  retained  in  the  boolc  as  a  permanent  record,  as  set  forth  in  the  statement  of 
the  objects  of  the  invention. 

He  then  further  stated : 

In  the  interference  in  which  this  application  was  involved,  attorney  for  ap- 
pellant urged  among  other  things,  that  Wende  was  entitled  to  an  award  of 
priority  of  invention  of  the  issues  for  the  reason  that  "Horine  Exhibits  Wende 
'  Books  Nos.  1,  2  and  6  *'  were  a  reduction  to  practice  of  the  issues  and  antedated 
Horine's  date  of  conception.  The  Commissioner  held  that  these  exhibits  were 
not  reductions  to  practice  of  the  issues  of  the  invention,  but  that  they  had 
broad  features  in  common  with  the  invention  in  controversy  and  that  it  wai 
possible  that  those  broad  features  were  patentable.  Since  the  decision  of  said 
interference  a  patent  has  issued  to  Horine,  the  other  party  to  said  interference, 
containing  claims  which  cover  the  invention  broadly. 

New  claims  have,  therefore,  been  prepared  covering  these  broad  featores, 
applicant  being  confident  that  he  can  establish  to  the  satisfaction  of  the  Patent 
Oflace  officials  that  he  was  the  prior  inventor  of  the  broad  features  referred  to 
by  the  Commissioner. 

In  order  to  determine  the  question  of  priority  as  it  relates  to  the  inventioo 
of  the  broad  issues,  applicant  has  also  included  in  his  amendment  claims  copied 
from  said  patent  to  M.   F.  Horine,   Issued   Jan.  3,  1903.   No.   779,042. 

To  establish  his  claim  of  priority  as  regards  the  broad  Invention,  applicant 
will  rely  largely  upon  the  books  or  apparatus  relied  ui)on  by  him  in  the  former 
interference  and  identified  as  "  Horine  Exhibits  Wende  Books  Nos.  1,  2  and  6.'' 

The  application,  with  the  amended  claims,  was  allowed,  and  on 
February  28,  1905,  the  present  interference  was  declared  between 
the  applicant  and  the  patentee,  Horine,  the  issue  of  which,  and  the 
proceedings  thereon  in  the  Patent  Office,  have  been  hereinabove 
recited. 

The  amendments  of  each  party  after  the  determination  of  the  first 
interference  related  to  the  claims  of  each  applicant,  the  description 
and  specifications  remain  as  originally  made. 

Horine  moved  to  dissolve  this  second  interference  on  the  ground, 
among  others: 

That  Wende  is  estopped  by  reason  of  the  adverse  final  decision  in  a  former 
interference  between  the  same  parties  on  the  same  applications  from  making 
the  claims  of  the  Issues. 

This  motion  was  sustained  by  the  Primary  Examiner,  but  on  appeal 
to  the  Commissioner  his  decision  was  reversed,  and  the  motion  to 
dissolve  denied.     (C.  D.,  1905,  376;  118  O.  G.,  1070.) 

The  parties  entered  into  a  stipulation  making  all  of  the  depositions 
in  the  former  case,  and  all  exhibits  in  connection  therewith,  evidence 
in  the  jpending  case,  and  further  providing  that  the  record  of  eadi 
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party  in  the  present  case  shall  consist  of  his  record  in  the  former  case, 
together  with  all  exhibits  offered  in  connection  therewith,  and  any 
additional  depositions,  exhibits  or  other  evidence  that  may  be  offered. 
Wende  took  the  depositions  of  several  witnesses  in  addition  to  the 
evidence  taken  in  the  former  trial  case.  Horine  relied  upon  his 
former  record. 

Wende's  second  preliminay  statement  alleged  conception  "  during 
the  summer  of  1896,"  explanation  to  others  during  the  same  summer, 
the  making  of  full-size  books,  embodying  the  invention,  during  the 
latter  part  of  August,  1896,  and  others  about  January  1,  1897,  which 
were  used  by  the  Stock- Yards  Company  in  January,  1897.  This 
statement  is  substantially  the  same  as  the  one  in  the  first  interference. 

Before  proceeding  to  consider  the  first  question  in  order,  which  is 
the  effect  of  the  decision  in  the  first  interference,  that  the  appellant 
contends  was  a  final  determination  of  the  matters  involved  in  the 
second,  a  preliminary  question  must  be  disposed  of. 

Before  an  appeal  can  be  taken  from  an  appealable  decision  of  the 
Commissioner  of  Patents  to  the*  court,  notice,  and  reasons  of  appeal 
must  be  filed  in  the  Patent  Office  within  forty  days  (exclusive  of  Sun- 
days and  legal  holidays)  from  the  date  of  the  decision  appealed 
from ;  and  petition  for  appeal  to  this  court,  with  a  transcript  of  the 
record,  must  be  filed  within  forty  days  (exclusive  of  Sundays  and 
legal  holidays,)  from  the  time  of  giving  the  notice  of  appeal  before 
mentioned.  Notice  of  this  appeal  was  given  January  7,  1907,  and 
reasons  of  appeal  filed  therewith.    The  ninth  reason  is : 

That  the  Assistant  Commissioner  erred  in  not  awarding  priority  of  invention 
as  to  counts  1,  2,  3,  and  5  to  Horine,  and  in  awarding  priority  as  to  such  counts 
to  Wende. 

On  February  1,  1907,  notice  was  served  on  Wende's  attorney  of  rec- 
ord, to  the  effect  that  under  the  ninth  reason  of  appeal,  aforesaid, 
appellant  would  ask  a  reversal  of  the  decision  on  the  ground  that  the 
decision  in  the  former  case  was  conclusive  of  the  matters  litigated  in 
this  interference.  Pursuant  to  this  notice  of  amendment  the  same 
was  filed  in  the  Patent  Office,  on  February  14, 1907,  and  made  a  part 
of  the  tran§cript  of  the  record  filed  in  this  court  February  18,  1907. 
The  petition  for  appeal  filed  in  this  court  in  accordance  with  its  rules, 
specifically  assigns  this  as  one  of  the  questions  to  be  determined  on 
appeal. 

Without  considering  the  point  whether  this  court  will  take  notice 
of  a  fundamental  error,  apparent  upon  the  record,  that  may  not  have 
been  specially  assigned  in  the  reasons  of  appeal  which  is  in  the  nature 
of  the  ordinary  assignment  of  error  in  actions  at  law  or  in  equity, — or 
whether  the  particular  error  is  embraced  within  the  ninth  reason  of 
appeal,  as  broadly  written,  we  are  of  the  opinion  that  the  araftwAxws^ 
of  the  reasons  ot  appeal  should  be  entertamed.    ^e\V\v^T  >i>wi  tx^^'s.  ^\ 
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.  The  difficulty  in  the  application  of  the  principle,  that  so  frequently 
occurs  in  ordinary  litigation,  is  often  increased  by  the  peculiar  diar- 
acter  of  the  proceedings  in  the  Patent  Office.  The  proceedings  are  ex 
parte  during  the  process  of  amendment,  under  the  suggestions  of  the 
Office,  leading  up  to  the  allowance  of  the  application ;  and  it  is  only 
when  the  interference  has  been  declared  and  the  preliminary  state- 
ments of  the  conflicting  parties  filed,  that  either  has  information  of 
the  proceedings  of  the  otter.  The  issue  of  the  interference  is  pre- 
pared in  the  Patent  Office.  There  are  no  formal  pleadings.  The 
applications  which  contain  the  descriptions  of  the  invention,  and  the 
claims  that  relate  to  the  matter  of  the  issue,  are  the  foundations  of 
the  case.  The  preliminary  statements  are  required  merely  to  give  the 
respective  dates  of  conception  and  reduction  to  practice  of  the  inven- 
tion described  in  the  application,  thereby  fixing  the  boundaries  of  the 
evidence  relied  on  for  their  establishment.  To  ascertain  what  facts 
have  been  finally  adjudicated  in  an  interference,  resort  must  be  had  to 
the  several  applications,  the  preliminary  statements,  the  claims  in 
issue,  the  evidence  produced,  and  the  decisions  of  the  tribunals  of  the 
Patent  Office.  These  decisions,  unlike  the  ordinary  judgments  of 
courts  of  law,  are  opinions  reciting  the  grounds  upon  which  the 
•award  of  priority  is  made,  consisting  of  conclusions  in  respect  of 
matters  both  of  law  and  fact. 

In  this  case  we  have  before  us  the  entire  record  of  the  former  inter- 
ference, inchiding  the  applications  and  claims  of  the  respective  par- 
ties, their  preliminary  statements,  the  evidence  and  exhibits,  as  well 
as  the  decisions  of  the  several  tribunals  of  the.  Patent  Office  which 
passed  on  the  case  in  succession.  But  little  additional  evidence  has 
been  given  in  the  present  case  and  that  wholly  on  behalf  of  the 
appellee.  The  determination  of  the  second  case  depended  m  the 
main  upon  the  evidence  introduced  in  the  former  case. 

The  conditions  recited  are  analogous  to  those  presented  in  the 
recent  case  of  Blackford  v.  Wilder,  {ante,  491:  127  O.  G.,  1255:  28 
App.  D.  C,  555,)  in  which  it  w^as  held  that  the  decision  in  the  first  in- 
terference between  the  same  parties,  was  conclusive  of  matters  litigated 
in  the  second.  There  are  some  differences  between  the  two  cases,  it 
is  true,  but  they  do  not  materially  affect  the  application  of  the  gov- 
erning principle.  In  Rlarlford  v.  Wilder,  somewhat  broader  claims 
had  been  narrowed,  pursuant  to  the  requirements  of  the  Office,  in 
order  to  obtain  allowance  of  patentability  at  all.  After  final  award 
of  priority  to  Blackford,  by  judgment  of  this  court  reversing  the 
decision  of  the  Commissioner,  AVilder  was  permitted  to  amend  his 
claims.  His  amendment  broadened  the  former  claims  by  omitting 
a  specific  feature  of  the  issue  of  the  former  interference.  This,  if 
finally  allowed,  would  have  enabled  him  to  obtain  a  patent  dominat- 
ing that  to  which  Blackford  had  become  entitled  by  reason  of  the 
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final  judgment  before  rendered  in  his  favor.  On  the  amended 
claims,  anocher  interference  was  declared  between  him  and  Black- 
ford. Wilder's  application  had  been  drawn  upon  a  construction 
called  Eidiibit  E,  on  which  he  had  chiefly  relied  in  the  former  inter- 
ference as  evidence  of  his  completion  of  the  invention  of  the  issue 
therein.  He  was  permitted  in  the  second  case  to  introduce  evidence 
to  show  that  this  exhibit  had  in  it  the  necessary  lighting  member 
when  produced  in  the  first  case.  Of  the  construction  of  this  exhibit 
there  was  no  doubt,  but  the  existence  of  the  lighting  member  was 
one  of  the  questions  expressly  decided  against  him.  His  amended 
claims  broadened  the  invention  into  a  claim  for  a  burner,  omitting 
the  particular  lighting  member,  but  in  other  respects  covering  the 
invention  described  in  his  and  Blackford's  applications.  The  award 
of  priority  in  the  second  case  to  Wilder,  was  reversed  on  the  ground 
that  the  decision  in  the  former  case  was  conclusive  of  the  matter  in 
issue.    It  was  said : 

The  parties  are  the  same.  The  applications  are  the  same,  and  disclose  the 
Invention  of  each  issue.  The  constructions  relied  on,  respectively,  as  evidencing 
conception  and  reduction  to  practice  of  both  issues  are  the  same.  The  funda- 
mental facts  of  both  cases  are  the  same. 

Reference  was  made  to  the  peculiar  conditions  of  practice  in  the 
Patent  Office  permitting  amendments  after  decisions  in  interference, 
and  to  rules  thereof,  devised  to  meet,  by  the  application  of  the 
principle  of  estoppel  by  former  decision,  as  far  as  possible,  condi- 
tions that  would  necessarily  call  therefor.  One  of  the  early  decisions 
of  the  Commissioner  of  Patents  was  also  referred  to  in  which  the 
rule  was  declared  that  while  a  defeated  party  might  be  allowed  to 
make  additional  patentable  claims  that  could  not  be  made  by  the  pre- 
vailing party,  none  such  should  be  allowed  that  could  by  any  latitude 
of  construction  be  held  to  embrace  matter  common  to  the  structures 
of  both  parties.    (C.  D.,  1891,  107;  56  O.  G.,  141.) 

In  Corry  and  Barker  v.  Trout  v.  McDermott^  (C.  D.,  1904,  144; 
110  O.  G.,  306)  it  was  again  said  by  the  Commissioner: 

The  declaration  of  a  second  interference  between  the  same  applications 
should  be  necessary  only  in  rare  cases  and  under  very  exceptional  circum- 
stances. It  should  not  ordinarily  be  declared  upon  claims  to  the  same^  device 
and  differing  from  the  first  issue  merely  in  scope.  If  a  mere  change  in  the 
scope  of  claims  were  considered  good  ground  for  a  second  interference,  the 
number  of  successive  interferences  between  the  same  parties  would  be  prac- 
tically unlimited,  and  the  interference  procedure  would  become  an  intolerable 
burden  to  applicants.  The  Oflice  is  justified  in  taking  the  decision  as  to  pri- 
ority of  invention  as  prima  facie  evidence  that  the  successful  party  was  the 
first  inventor  not  merely  of  the  particular  issue  in  controversy,  but  of  the  in- 
vention common  to  the  two  cases,  whether  more  broadly  or  more  specifically 
stated.  The  burden  is  upon  the  defeated  party  to  show  special  circumstances 
of  the  particular  case  which  make  it  improper  to  apply  the  decision  to  the  othait 


624      DECISIONS  OF  THE  UNITED  STATES  COUBTS  IN  PATENT  CASES. 

claims  presented.  It  is  not  sufficient  that  the  claims  differ,  and  that  it  is 
theoretically  possible  for  one  party  to  be  the  prior  inventor  as  to  the  first  and 
the  other  party  prior  inventor  as  to  the  second,  for  this  would  apply  in  all  cases 
where  the  claims  are  not  identical. 

It  was  also  said  in  Blackford  v,  WUder^  that  the  principle  to  be 
applied  is  the  same  declared  in  the  ease  of  two  patents  issued  to  the 
same  party,  where,  to  be  valid,  the  second,  if  it  covered  matters  de- 
scribed in  the  first,  must  be  for  something  essentially  distinct  and 
separable  from  the  invention  covered  by  the  first.  {Miller  v.  Eagle 
Mfg.  Co.,  C.  D.,  1894, 147;  66  O.  G.,  845;  151  U.  S.,  186,  198.) 

In  the  case  at  bar  the  amended  claims  were  first  presented  by,  and 
patented  to  Horine,  and  subsequently  adopted  by  Wende;  but  it  is 
not  perceived  that  this  makes  any  substantial  difference  between  the . 
two  cases.  The  question  nevertheless  remains:  What  was  deter- 
mined in  the  first  interference?  It  is  unfortunate,  perhaps,  that 
the  Patent  Office  practice  permits  amendment  by  the  successful  party 
to  broaden  the  scope  of  his  claims  after  a  final  decision  in  an  inter- 
ference upon  claims  for  the  same  invention  narrower  in  scope.  That 
question,  however,  is  not  before  us. 

Assuming,  for  the  purposes  of  this  case,  without  so  deciding  at  this 
time,  that  Wende  would  not  be  precluded  by  the  decision  in  the  first 
interference  from  making  a  new  claim  for  a  generic  invention,  sep- 
arate and  distinct  from  a  mere  specific  form,  (when  not  estopped  by 
the  conditions  stated  in  Bechmati  v.  Wood,  (C.  D.,  1899,  453 ;  89  O.  G., 
2459;  15  App.  D.  C,  484,  and  cases  therein  cited,)  we  will  inquire 
whether  there  is  such  a  distinction  between  his  new  claims  and  those 
involved  in  the  issue  of  the  first  interference. 

The  invention  described  is  of  a  manifolding  copying-book,  the 
hinged  support  of  which  used  in  connection  with  the  record-book  and 
adapted  to  fold  over  so  that  one  or  more  copy-slips  may  receive  the 
impression,  and  be  withdrawn  for  delivery  to  the  buyer  and  seller,  is 
the  essential  feature,  as  shown  by  its  recurrence  in  the  counts  of  each 
issue.  That  Wende  considered,  and  urged  that  the  counts  of  the  first, 
issue  covered  his  entire  invention,  as  described  in  his  application, 
appears  plainly  in  the  decisions  in  the  former  case.  His  stock-yard's 
book  represented  the  improved  fomi  of  his  invention,  and  it  is  said 
in  the  decisions  in  the  present  case,  also  embodied  all  of  tlie  counts 
of  the  present  issue.  This,  however,  was  held,  in  the  foraier  case, 
to  have  been  made  subseciuently  to  Horine's  established  date  of 
reduction  to  practice.  In  addition  thereto  Wende  relied  upon  said 
Exhibits  1,  2  and  0.  In  considering  them  the  Commissioner  said, 
in  his  then  decision : 

It  may  be  admitted  that  Exhibits  1,  2  and  G  and  the  invention  hero  in  issue 
have  certain  features  in  common,  and  it  is  i)ossible  that  those  common  features 
arc  patentable,  but  the  issue  contains  limitations  to  features  not  present  in  both 
exhibits. 
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He  then  proceeded  further  to  say : 

One  essential  feature  of  this  arrangement  (that  of  the  issue)  is  a  support 
hinged  adjacent  to  ^he  free  edges  of  the  adjacent  leaves.  The  support  is  adapted 
to  be  folded  upon  the  primary  leaves,  and  the  secondary  leaves  are  secured  to 
it  and  carry  the  tertiary  leaves.  This  hinged  support  is  not  present  in  Exhibits 
1,  2  and  6,  and  consequently  neither  the  leaves  nor  the  carbon  sheets  are  at- 
tached together  and  arranged  in  a  way  called  for  by  the  counts  of  the  issue.  If 
by  a  strained  construction  of  the  term  it  can  be  said  that  there  is  a  support 
for  the  secondary  leaves,  it  is  not  a  support  having  the  purpose  and  function 
of  that  in  the  present  devices,  and  is,  therefore,  not  the  support  called  for  by 
the  issue. 

The  hinged  support  connected  with  the  record-book  and  adapted  to 
fold  over  for  the  making  and  removal  of  copy-slips,  is  clearly  the 
controlling  feature  of  the  combination  in  both  issues,  and  the  only 
reason  for  holding  in  the  first  case  that  Exhibits  1,  2  and  6  did  not 
embody  the  issue  is  on  the  specific  ground,  as  stated  by  the  Examiners- 
in-Chief ,  in  their  decision — 

that  they  do  not  have  these  secondary  and  tertiary  leaves  secured  to  the  hinged 
support  or  carried  by  such  support. 

It  is  the  omission  of  these  secondary  and  tertiary  leaves  that  served, 
in  their  opinion,  to  distinguish  the  one  issue  from  the  other. 

Wende  may  have  been  right  in  his  view  that  Exhibits  1,  2  and  6 
were  suflScient  to  show  conception,  at  least,  of  the  invention  of  the 
first  issue,  as  described  in  his  application,  without  further  broadening 
his  claims  so  as  to  have  a  like  broadening  of  the  issue,  in  anticipation 
of  technical  objections.  And  the  Commissioner  may  have  been  in 
error  in  his  conclusion  as  regards  this  point;  but  whether  so  or  not 
is  not  now  an  open  question.  Wende,  satisfied  with  his  own  view, 
took  his  chances  upon  the  issue  as  framed,  and  when  defeated  by  the 
construction  given  to  the  issue  and  to  his  said  exhibits,  failed  to 
appeal  from  the  adverse  decision.  Whether  that  decision  was  right 
or  wrong,  cannot  affect  its  operation  as  an  estoppel.  Having  acqui- 
esced in  this  decision,  in  that  he  failed  to  take  a  further  appeal,  he 
might,  as  above  assumed,  have  made  a  new  claim  to  a  generic  inven- 
tion distinct  from  a  purely  specific  one,  if  the  former  may  be  so 
regarded;  but  he  could  not  by  merely  broadening  the  scope  of  the 
former  claims  to  the  invention  described,  bring  the  subject-matter 
into  litigation  again. 

In  our  opinion,  these  broadened  claims  do  not  present  the  case  of  a 
generic  invention  separable  and  distinct  from  the  matters  covered  by 
the  former  issue.  As  admitted  in  the  decision  of  the  Commissioner, 
before  quoted,  in  which  he  declared  that  the  exhibits  did  not  show  a 
necessary  feature  of  the  first  issue,  they  and  the  invention  in  issue 
"  have  certain  features  in  common."  He  declined,  however,  to  give 
them  what  he  called  "  a  strained  construction,"  that  would  b\ivw^^JweKv 
30907— H.  Doc.  470,  60-1 40 


626      DECISIONS  OF  THE  UNITED  STATES  COURTS  IN  PATENT  CASB8. 

within  that  issue.  As  before  suggested,  he  may  have  been  in  error  in 
refusing  this  construction.  Be  that  as  it  may,  however,  the  most 
that  we  are  able  to  say  of  the  amended  claims  now  is  that  they  differ 
from  those  of  the  adjudicated  issue  in  scope  merely.  We  are  con- 
strained to  hold  that  this  brings  them  under  the  rule  as  applied  in 
Blackford  v.  Wilder^  supra^  and  the  Patent  Office  and  other  decisions 
recited  therein  with  approval. 

As  this  conclusion  necessarily  disposes  of  the  appeal,  there  is  no 
occasion  to  consider  any  other  question  in  the  case. 

For  the  reasons  given,  the  decision  appealed  from  will  he  reversed; 
and  it  is  so  ordered.  The  clerk  will  certify  this  decision  to  the  (Com- 
missioner of  Patents.     Reversed, 


[Cojirt  of  Appeals  of  the  District  of  Columbia.] 

KeMPSHALL  V,  ROYCE. 

Decided  March  5,  1901, 
(129  O.  G.,  3162.) 

1.  Interference — Evidence — ^Admissibiijty  of  Letter-Press  Copies. 

Where  a  party  to  an  interference  who  is  in  possession  of  original  copies 
of  letters  written  in  the  regular  course  of  business  is  aslsed  to  produce  them, 
so  that  they  may  be  used  as  evidence,  but  fails  to  do  so,  although  he  has 
ample  time  therefor,  letter-press  copies  produced  by  the  i)roi)er  custodian 
of  the  same  may  be  admitteil  with  the  same  force  and  effect  as  the  originals 
without  throwing  oi)en  the  entire  letter-i)ress  boolc  to  the  inspection  of  the 
opposing  i)arty. 

2.  Same — Same — Presumption  Arising  from  Failure  to  Rebut  Admissions. 

Where  the  evidence  indicated  that  the  senior  party  derived  the  invention 
in  controversy  from  the  junior  party  and  that  prior  to  the  junior  party's 
application  the  senior  party  admitttnl  that  the  invention  was  made  by  the 
junior  party.  Held  that  the  election  of  the  senior  party  to  rely  on  his  record 
date  rather  tlian  to  take  the  stand  and  explain  such  admission  is  signifi- 
cant evidence  of  their  truth. 

3.  Same — Refusal  of  (Commissioner  to  Suppress  Evidence — Nor  Reversible 

Error. 
The  refusal  of  the  ConuHissi(mor  of  Patents  to  su|)i)ress  i)ortions  of  a 
deix)sition  because  of  the  inclusion  therein  of  alleged  copies  of  letter-press 
coi)ies  of  letters  written  by  one  i)arty  to  the  other  is  not  reversible  error. 

Mr,  ir.  ir.  Dodge  for  Kenipshall. 
Mr,  G,  P,  Byrnes  for  Royee. 

McCoMAs,  /.; 

This  is  an  appeal  by  Kempshall  froni  a  decision  of  the  Commis- 
sioner of  Patents  (C.  D..  190G.  4G1):  125  O.  G.,  1347)  awarding 
priority  io  Royce  over  Kempshall,  patentee,  upon  an  issue  in  inter- 
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ference  stated  in  eleven  counts  relating  to  golf -balls.  Less  than  half 
this  number  of  counts  should  have  suflSced.  Three  of  the  counts 
which  follow  contain  all  that  is  involved  in  this  issue: 

1.  A  playing-ball  comprising  a  center  piece  built  up  of  windings  of  elastic 
material,  fibrous  material  interspersed  in  said  windings,  and  held  under 
pressure  thereby,  a  layer  of  rubber  thereon,  and  a  suitable  inclosing  shell. 

3.  A  playing-ball  comprising  a  center  piece  built  up  of  a  continuous  winding 
in  miscellaneous  directions  of  cured-rubber  strip,  fibrous  material  inters|iersed 
in  said  windings,  said  strip  being  continued  into  windings  in  miscellaneous 
directions  to  form  a  layer  over  said  center  piece,  and  a  shell. 

8.  A  playing-ball  comprising  a  center  piece  built  up  of  hair  suitably  com- 
pressed and  intermingled  in  windings  of  cured  rul^ber,  and  an  inclosing  shell. 

Kempshall  filed  an  application  December  14, 1903,  and  a  patent  was 
granted  to  him  May  31,  1904,  for  a  golf-ball.  Royce  copied  this 
patent  in  his  application  filed  November  8,  1904.  The  Patent  Office 
tribunals  agree  that  there  is  invention  in  a  center  for  a  golf-ball  of  the 
peculiar  construction  we  here  consider.  To  form  this  center  a  cured- 
rubber  strip,  thin  and  flat,  is  wound  while  suitably  compressed  into 
a  ball,  and  during  the  winding  strands  of  hair  are  interspersed  be- 
tween the  layers  of  rubber  and  intermingled  in  every  direction  so 
that  the  ball  when  wound  is  made  up  of  hair  and  rubber.  Before 
this  invention  it  was  old  usage  to  wind  a  strip  of  rubber  like  that 
here  used  around  a  center  in  forming  a  golf-ball  and  the  only  inven- 
tion found  now  by  the  Patent  Office  in  the  case  before  us  was  in  sub- 
stituting the  hair  interspersed  in  the  winding  in  place  of  the  separate 
center  heretofore  used  in  golf-balls. 

Kempshall  relied  upon  his  filing  date,  December  14,  1903,  and  took 
no  testimony.  The  testimony  taken  in  behalf  of  Royce  well  supports 
his  claim  that  he  conceived  this  invention  in  October,  1903,  and  that 
disclosure  and  reduction  to  practice  followed  in  November  of  that 
year.  Kempshall  and  Royce  are  brothers-in-law  and  in  the  fall  of 
1903  Kempshall  was  president  and  Royce  the  secretary  of  the  Kemp- 
shall Manufacturing  Company  which  was  engaged  in  making  golf- 
balls.  Royce  was  busy  in  the  factory  at  Arlington,  New  Jersey; 
Kempshall  was  almost  daily  playing  golf  on  the  golf  fields  of  c^ertain 
clubs  about  Boston. 

Royce  claims  to  have  disclosed  the  invention  and  to  have  sent 
golf-balls  embodying  the  invention  to  Kempshall  in  November,  1903. 
It  is  conceded  that  the  issue  of  this  interference  involves  a  question 
of  originality  rather  than  priority.  This  invention  was  made  inde- 
pendently by  one  or  the  other  of  these  two  parties.  The  Examiner 
of  Interferences  concluded  that  the  testimony  in  behalf  of  Royce  did 
not  satisfy  him  beyond  a  reasonable  doubt  that  Royce  originated  this 
golf-ball  center.  The  Examiners-in-Chief  and  the  Commissioner  of 
Patents  found  that  Royce  claimed  to  be  the  inventor  aud  tvi  Vv^n^ 
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disclosed  the  invention  to  Kempshall  prior  to  Kempshall^s  filing 
date,  and  that  Roj^ce  was  corroborated  by  Crane;  that  Kempshall 
does  not  claim  to  have  disclosed  the  invention  to  Royce  and  does  not 
deny  his  allegations  and  that  there  is  no  warrant  for  holding  Kemp- 
shall, the  patentee,  to  be  the  inventor. 

There  was  a  dispute  respecting  the  admissibility  in  evidence  of  nine 
letters  from  Kempshall  to  Royce  and  of  certain  letters  from  Royce 
to  Kempshall.  The  letters  from  Kempshall  to  Royce  were  fully 
proven  and  were  properly  admitted  in  evidence.  Counsel  for  Royce 
on  March  17,  1905,  when  testimony  was  first  taken  in  behalf  of  Royce 
first  secured  a  stipulation  of  record  that  letter-press  copies  of  letters 
from  Royce  to  Kempshall  should  be  admitted  and  used  in  evidence 
as  fully  as  if  they  were  the  original  letters  and  when  Royce,  the 
secretary  of  the  Kempshall  Manufacturing  Company  was  about  to 
read  from  the  letter-press  copy-book  of  the  company  of  which  he  was 
properly  the  custodian,  Kempshall's  counsel  made  frivolous  objec- 
tions. It  appears  from  the  record  that  Royce  read  from  the  letter- 
press book  his  own  letter  to  Kempshall  in  Boston,  dated  November  2, 
1903,  despite  objections  from  Kempshall's  counsel,  and  thereupon 
counsel  for  Royce  waived  the  stipulation  just  mentioned,  and  notified 
Kempshall's  counsel  to  produce  the  original  letters  written  by  Royce 
in  due  course  of  business  addressed  to  Mr.  E.  Kempshall,  Westminster 
Hotel,  Boston,  and  dated  respectively  upon  certain  dates  in  November 
and  December  specified.  Kempshall's  counsel  did  not  offer  to  pro- 
duce the  letters,  saying  only  that  if  in  his  opinion  they  were  relevant 
and  he  could  obtain  them,  he  would  produce  them.  The  taking  of 
the  testimony  continued  during  four  different  days  and  Kempshall's 
counsel  made  no  effort  to  procure  and  produce  any  of  these  letters. 
Royce  then  proceeded  to  read  from  the  letter-press  book  he  had  pro- 
duced, his  letter  to  Kempshall  dated  November  4,  1903,  and  then 
identified  and  introduced  Kempshall's  original  letter, to  Royce  pur- 
porting to  he  an  answer  to  the  last  two  letters  just  read  from  the 
letter-press  book.  And  so  the  testimony  proceeded,  Royce  reading 
from  the  letter-press  book  his  letter  to  Kempshall,  and  next  i-eading 
the  original  letter  from  Kempshall  to  him  in  response.  In  each 
instance  counsel  for  Royce  filed  a  copy  of  the  letter  which  Roj'ce 
read  from  the  letter-press  book  i)roduced  in  evidence.  The  examina- 
tion of  witnesses  continued  on  March  17,  18,  and  21st  and  was  con- 
cluded on  the  22d.  Tn  the  beginning,  the  record  shows  that  the  parts 
of  the  letter-press  book  of  the  company  containing  letters  of  Royce 
to  Kempshall  was  proflered  in  evidence  after  the  stipulation  had 
been  entered  into  thjlt  letter-press  copies  of  these  letters  should  be 
used  in  evidence  in  lieu  of  the  original  and  when  Kempshall's  coun- 
sel objected  unless  he  should  be  permitted  to  examine  the  whole  con- 
tents  of  the  Jetter-press  book  containing  the  proffered  letters  and  there- 
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after  although  notified  to  produce  theoriginals  on  March  17th,he  failed 
to  produce  the  originals  or  give  any  account  of  them.  Kempshall's 
counsel  had  time  enough  to  produce  the  original  letters  and  the  letter- 
press copies  of  Royce's  letters  to  Kempshall  in  the  letter-press  book 
were  admissible,  and  from  this  book  Royce  read  the  letters  which  he 
swears  were  letter-press  copies  of  his  letters  to  Kempshall  and  Royce's 
counsel,  who  had  liberty  to  examine  these  letter-press  copies  in  the 
book,  declined  to  examine  them  only  because  he  was  not  permitted  to 
examine  all  the  other  letters  of  the  company's  secretary  or  other 
agents  contained  in  the  same  book.  In  every  instance,  the  original 
letter  from  Kempshall  to  Royce  admits  of  the  receipt  of  Royce's 
letter  read  from  the  letter-press  book  or  the  receipt  of  golf-balls  men- 
tioned in  Royce's  letters  to  Kempshall.  The  record  convinces  us 
that  during  the  days  when  Royce  was  being  examined  as  a  witness, 
Kempshall's  counsel  had  ample  time  in  which  to  produce  the  original 
letters  and  that  the  letter-press  book  containing  the  letters  from 
Royce  to  Kempshall  was  introduced  in  evidence.  The  only  iixegu- 
larity  that  appears  is  the  filing  of  copies  of  the  letters  contained  in 
the  letter-press  book.  Kempshall's  counsel,  we  repeat,  had  an  op- 
portunity to  inspect  these  letters  and  to  cross-examine  Royce  respect- 
ing them.  He  did  neither.  His  untenable  objections  and  his  conduct 
clearly  show  he  was  fully  satisfied  of  the  genuineness  of  these  letters. 
Kempshall's  counsel  upon  cross-examination  asked  Royce  if  all  the 
statements  contained  in  his  letters  were  true  and  Royce  swore  that 
they  were  true  and  that  he  had  produced  all  of  the  correspondence 
he  had  had  with  Kempshall  relative  to  this  matter,  and  we  observe 
that  many  of  the  most  material  statements  in  the  letters  objected  to, 
were  aflSrmed  by  lloyce  upon  his  cross-examination. 
^  The  Commissioner  of  Patents  overruled  the  motion  of  Kempshall's 
counsel  to  suppress  the  portions  of  Royce's  deposition  in  which 
Royce's  letters  to  Kempshall  are  included  in  the  record.  The  Com- 
missioner overruled  this  motion  relying  upon  McCormick  v.  Cleal^ 
(C.  D.,  1898,  492;  83  O.  G.,  1514;  12  App.  D.  C,  338.)  We  do  not 
think  the  decision  of  the  Commissioner  constitutes  reversible  error 
in  this  case.  We  are  satisfied  that  the  oral  testimony  of  Royce  and 
of  Crane  and  the  letters  of  Kempshall  fully  support  the  conclusion 
reached  by  the  Examiners-in-Chief  and  by  the  Commissioner,  even  if 
Royce's  letters  be  not  considered. 

We  will  not  in  detail  review  the  testimony  which  convinced  the 
Examiners-in-Chief  and  the  Commissioner  that  Royce  first  conceived 
and  reduced  to  practice  this  invention. 

Royce,  in  October,  1903,  conceived  the  invention  in  the  factory 
at  Arlington,  New  Jersey,  and  then  caused  golf-balls  to  be  made 
embodying  it.  He  called  them  "  Kempshall  Flyer  Click  B^V\sJ' 
His  statement  of  the  mode  of  making  these  baW^  ei^^itVs  Wwv^  >i5ftfc\sw 
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within  the  issue  of  this  interference  and  Royce  continued  to  manu- 
facture these  balls  in  large  quantities  from  that  time  until  he  testi- 
fied in  this  case.  He  was  positive  he  had  received  no  direction  or 
suggestions  from  Kempshall,  while  Kempshall's  original  letters  show 
that  Royce  had  written  him  describing  this  new  click-ball  and  that 
Kempshall  was  at  first  a  severe  critic  of  Royce's  invention  and  dis- 
suaded him  from  making  them,  and  later  Kempshall  having  tried 
the  new  click-balls  sent  by  Royce  to  him  was  less  hostile  and  finally 
became  greatly  impressed  with  their  merits  and  in  his  letter  to  Royoe 
dated  December  15,  1903,  says : 

The  click-ball  is  giving  excellent  satisfaction  here  and  you  deserve  great 
credit.  I  think  Mr.  Chapman  will  see  his  way  clear  to  continue  your  salary 
at  $6,000  per  year. 

Soon  thereafter  Kempshall  was  so  much  pleased  that  he  filed  in 
his  own  name  an  application  for  a  patent  upon  Royce's  invention. 
Crane,  vice-president  and  treasurer  of  the  Kempshall  Company,  cor- 
roborates Royce,  testifying  that  balls  composed  of  hair  and  a  continu- 
ous strip  of  rubber  sheeting  to  form  the  core,  were  first  brou^t  to 
his  attention  by  Royce  in  the  fall  of  1903,  and  that  his  company  di- 
rected that  these  balls  be  tested  to  prove  their  utility  with  intent 
that  a  patent  be  applied  for  if  the  test  was  satisfactory.  Crane  also 
says  that  at  a  directors'  meeting  in  May,  1904,  when  Kempshall  was 
present,  the  merits  of  the  new  click-ball  were  being  discussed,  when 
Kempshall  made  the  statement  that  he  had  applied  for  a  patent,  and 
Crane  at  once  asked,  and  so  did  Royce,  how  was  it  possible  for  Kemp- 
shall to  apply  for  a  patent  when  the  invention  was  not  his,  and  Mr. 
Chapman  remarked  that  he  supposed,  of  course,  Kempshall  would 
protect  the  interests  of  the  company,  when  Crane  rejoined  that  it  did 
not  seem  to  him  that  it  was  a  question  of  how  Kempshall  could  protect 
the  interests  of  the  company  hut  the  question  was  how  was  it  possible 
for  Kempshall  to  swear  to  the  originality  of  the  invention  which  was 
not  his  own.  Kempshall  replied  that  he  simply  did  it  as  a  precau- 
tionary measure  to  protect  the  interests  of  the  company,  when  Crane 
indignantly  answered  that  Kempshall  should  not  take  out  a  patent 
for  an  invention  to  which  he  couhl  not  swear  he  was  the  original  in- 
ventor. After  this  meeting  adjourned,  in  walking  up  Broadway, 
Royce  again  asked  Kempshall  why  he  applied  for  a  patent  knowing 
this  ball  to  be  Royce's  invention,  and  Kempshall  repeated  that  he  did 
it  as  a  matter  of  precaution  and  added  that  at  any  time  within  two 
years  from  the  date  of  his  application  for  a  patent,  Royce  could  easily 
prove  priority.  The  failure  of  Kempshall  to  testify  to  contradict 
Chapman,  Crane,  and  Royce  or  to  explain,  if  he  could  explain,  these 
admissions,  is  significant.  We  are  satisfied  that  on  that  date  Kemp- 
shall admitted  outright  that  he  was  not  the  inventor  of  this  golf-ball, 
while  KempshalVs  own  letters  to  Royce  show  that  he  all  the  while  re- 
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garded  Royce  as  the  inventor  of  this  golf -ball,  which  he  had  at  first 
disparaged  and  later  approved.  The*  expressions  of  this  court  in  a 
case  in  which  Winslow  relied  upon  the  prima  facie  case  made  by  the 
record  in  his  favor  apply  here. 

Instead  of  a  resort  to  proof  of  the  facts  as  they  really  existed  Winslow  has 
elected  to  rest  upon  a  technicality  or  the  prima  fhcie  effect  of  a  status  acquired 
in  the  Office  by  virtue  of  seniority  of  application  for  his  original  patent.  This 
may  serve  in  some  cases,  but  it  is  not  always  safe  to  rest  exclusively  upon  it. 
A  party  by  his  conduct  in  doing  acts  or  in  omitting  to  act  when  circumstances 
woold  seem  to  require  action  may  often  furnish  evidence  more  convincing  in 
leading  to  a  conclusion  than  even  the  sworn  testimony  of  the  party,  and  that 
would  seem  to  be  the  case  here.  (Wimlotc  v.  Auatiny  C.  D.,  18d9,  301 ;  86  O.  G., 
2171;  14  App.  D.  C,  143.) 

It  would  be  a  denial  of  justice  if  the  pi'ima  facie  case  of  Kempshall 
reinforced  by  the  considerable  delay  of  Royce  in  making  his  appli- 
cation should  outweigh  the  culpable  attitude  and  conduct  of  Kemp- 
shall  and  his  failure  to  testify  in  answer  to  the  serious  charges  against 
him  made  by  Royce  and  Crane.  The  delay  of  Royce  was  largely 
caused  by  Kempshall's  failure  to  assign  to  his  company  this  very  pat- 
ent, after  he  had  assured  the  officials  at  the  directors'  meeting  that  his 
motive  in  obtaining  the  patent  was  to  protect  the  interests  of  the  com- 
pany, and  it  appears  that  members  of  the  company  which  had  found 
Kempshall  a  very  expensive  president,  temporized  too  long,  in  the 
hope  that  Kempshall  would  assign  the  patent  and  thus  end  all  con- 
troversy. 

We  have  no  doubt  that  Royce  is  the  inventor  of  the  subject-matter 
of  this  interference  and  that  in  the  fall  of  1903  he  disclosed  this 
invention  to  Kempshall.. 

The  decision  of  the  Commissioner  of  Patents  in  this  case  must 
therefore  he  affirmed  and  the  clerk  of  this  court  will  certify  this 
decision  and  opinion  to  the  Commissioner  of  Patents  in  accordance 
with  law. 


[Court  of  Appenls  of  the  District  of  Columbia.) 

Wm.  a.  Rogers,  Limited,  v.  International  Silver  Company. 

Bedded  June  h  1907. 

(129  O.  G.,  3503.) 

1.  Trade-Mabks — Opposition — "  Wm.  A.  Rogers  "  and  "  Wm.  Rogers  Mpg.  Co." 
The  name  **  Wm.  A.  Rogers  "  Held  entitled  to  registration  under  the  last 
proviso  of  section  5  of  the  Trade-Marlt  Act  approved  February  20,  1905, 
notwithstanding  the  prior  adoption  and  continuous  use  of  the  names  "  Wm. 
Rogers  Mfg.  Co"  and  "  Wm.  Rogers  and  Son,"  as  a  party  is  entitled  to  use 
his  own  name,  actually  or  legally  acquired,  without  regard  to  the  c»\il\»Nsstt. 
that  may  result  from  similarity. 
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2.  Same — Same — Same — Similarity  of  Subnames. 

As  au  ordiuary  suruaiue  cainiot  be  appropriated  as  a  trade-mark  to  the 
exclusion  of  others  of  the  same  name,  it  follows  that  the  rules  of  law 
relating  to  the  similarity  of  technical  trade-marks  cannot  be  applied  to 
the  use  of  such  surname  as  a  mark,  notwithstanding  the  confusion  that 
may  result  from  its  legitimate  use  by  such  others.  The  law  relating  to 
unfair  competition  may  apply  under  certain  conditions,  but  not  that  of 
infringement. 

3.  Same — Same — Same — Pleading — Effect  of  Demurbeb — Subsequently-Filed 

Affidavit. 
A  demurrer  to  an  opposition  to  the  registration  of  a  trade-mark  stands 
as  an  admission  of  the  allegations  of  the  opposition  in  so  far  as  they-  state 
facts,  and  not  conclusions  of  law  and  cannot  be  supported  by  an  affidavit 
and  subsequently  filed  by  the  applicant  relating  to  facts  set  forth  in  the 
notice  of  opposition. 

4.  Registbation — Effect  Of. 

The  registration  of  a  trade-mark  is  not  conclusive  of  a  right  of  property 
therein. 

Mr.  Chas.  //.  Duell,  Mr.  H.  S.  Duell,  Mr.  F.  P.  Warfield,  and 
Mr.  William  F.  Bissing  for  Wm.  A.  Rogers,  Limited. 

Mr.  C.  L.  Sturtevant  and  Mr.  George  H.  Mitchell  for  International 
Silver  Company. 

Shepard,  J.: 

The  appeal  is  from  a  decision  of  the  Commissioner  of  Patents 
(C.  D.,  190G,  301 ;  124  O.  G.,  818,)  sustaining  opposition  to,  and  deny- 
ing the  registration  of  a  trade-mark. 

On  May  25,  1905,  Wm.  A.  Rogers,  Limited,  a  corporation  of  the 
Province  of  Ontario,  Dominion  of  Canada,  applied  for  the  registra- 
tion of  a  trade-mark,  consisting  of  the  words  "  Wm.  A.  Rogers,"  used 
in  the  manufacture  and  sale  of  silver-plated  flat  ware,  hollow  ware, 
and  tableware.  It  is  displayed  by  stamping  the  ware,  and  by  means  of 
labels  on  packages  and  cases  containing  the  same.  Continuous  use 
was  claimed  since  the  year  1894.  Riglit  to  register  is  claimed  under 
the  proviso  of  the  act  of  February  20,  1905,  called  the  ''  ten-years 
clause." 

After  publication,  opposition  was  filed  by  the  International  Silver 
Company,  a  corporation  of  the  State  of  New  Jersey.  The  allegations 
of  the  opposition  are  substantially: 

1.  That  it  is  engaged  at  Meriden,  State  of  Connecticut,  and  else- 
where in  the  manufacture  of  silver-plated  tableware,  and  in  its  sale 
throughout  the  United  States  and  in  foreign  countries. 

2.  That  the  Wm.  Rogers  Mfg.  Co.,  a  corporation  organized  in  Con- 
necticut in  1872,  has  been  engaged  since  then  in  the  manufacture  and 
sale  of  silver-plated  tableware. 

3.  That  in  May,  1899,  the  opposer  became  the  successor  to  the  bmJK 
ness  of  said  Wm.  Rogers  Mfg.  Co.,  and  became  vested  with  its 
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will,  including  trade-marks  and  trade-mark  rights,  and  has  continued 
said  business  since  said  date. 

4.  That  said  Wm.  Rogers  Mfg.  Co.,  for  the  purpose  of  identifying 
its  wares  adopted  and  used  from  and  after  1876  the  trade-marks 
"  Wm.  Rogers  Mfg.  Co."  and  "  Wm.  Rogers  and  Son,"  with  and  with- 
out certain  prefixes;  and  opposer  as  its  successor  has  used  the  same 
throughout  the  United  States  and  in  foreign  nations.  The  conspicu- 
ous and  characteristic  feature  of  both  of  said  marks  being  the  words 
"  Wm.  Rogers." 

6.  That  by  reason  of  the  long-continued  association  of  said  trade- 
marks in  the  market  with  the  products  of  (^poser  and  its  predecessor, 
and  by  reason  of  extensive  advertisement,  the  same  have  become  very 
widely  known  and  valuable  to  opposer;  and  by  reason  thereof  the 
goods  bearing  the  same  have  come  to  be  familiarly  known  in  the 
market  as  "  Wm.  Rogers  goods,"  and  "Rogers  goods,"  and  the  same 
are  the  essential  part  of  the  good-will  of  opposer's  business,  and  are 
of  great  value,  so  that  any  injury  thereto  injures  and  destroys  the 
value  and  profits  of  its  said  business. 

6.  That  the  trade-mark  sought  to  be  registered  by  applicant  was 
adopted  by  William  A.  Rogers  many  years  after  the  adoption  by  the 
Wm.  Rogers  Mfg.  Co.  of  its  trade-marks  aforesaid,  that  were  subse- 
quently acquired  by  opposer.  That  it  so  clearly  resembles  the  marks 
of  opposer,  that  its  registration  will  result  in  the  confusion  and  decep- 
tion of  purchasers  and  the  public  generally.  And  the  said  applicant 
has  not  the  exclusive  right  to  use  said  mark,  but  others,  including 
opposer,  have  prior  rights  either  in  the  identical  form',  or  in  such 
near  resemblance  thereto  as  might  be  calculated  to  deceive.  That  the 
original  William  A.  Rogers  was  permitted  to  use  said  mark  as 
against  the  prior  use  of  the  marks  of  opposer,  only  because  it  was  his 
name,  and  he  never  had  the  right  to  any  exclusive  use  thereof,  except 
as  he  was  permitted  to  use  it  as  his  own  name  concurrently  with  the 
use  by  opposer  and  others  of  similar  marks. 

Demurrer  was  entered  to  this  opposition  on  the  following  grounds : 

1.  It  does  not  appear  that  the  trade-mark  so  closely  resembles 
opposer's  marks  as  to  result  in  confusion  or  deception  of  purchasers. 

2.  It  does  not  appear  that  the  opposer  will  be  injured  or  damaged 
by  the  applicant's  registration,  in  that  it  does  not  appear  that  said 
trade-mark  was  not  in  the  actual  and  exclusive  use  of  applicant  or 
its  predecessor,  from  whom  it  derived  title,  for  ten  years  next  preced- 
ing the  passage  of  the  act  of  February  20, 1905. 

Subsequently  an  affidavit  of  William  A.  Rogers,  general  manager 
of  applicant,  was  filed,  alleging  certain  facts  relating  to  the  use  of 
ihe  st-vernl    tiJult^'inHilcs   hy  applicant,  opposer,  and  others  not  in 
Lithe  cojubination  of  the  ititWr.    It  is  unnecessary  to  set  this  out^  «& 
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it  cannot  be  considered.  The  demurrer  must  istaml  as  an  admission 
of  the  allegations  of  the  opposition,  in  .so  far  as  tliey  state  facts  ajid 
not  conclusions  of  law,  and  cannot  be  supported  by  tJie  affidavit 
The  Examiner  of  Interferences,  expressing  the  opinion  that  the 
simihirity  of  the  marks  is  so  great  as  to  produce  confusion  in  the 
minds  of  the  public,  overruled  the  first  ground  of  the  demurrer* 
He  suKtained  the  second  ground  under  his  construction  of  the  proviso 
of  the  act  relating  to  ten  years  prior  use.  On  appeal  to  the  Commis- 
sioner the  decision  of  the  Examiner  on  the  second  ground  was  re- 
versed. The  applicant  electing  to  stand  on  its  demurrer,  a  final  de- 
cision was  made  on  the  two  grounds;  that  the  similarity  between  the 
two  marks  is  so  close  as  to  l>e  likely  to  cause  confusion  and  deceive  the 
public :  and  that  the  trade- mark  of  the  applicant  has  not  tieen  in 
actual  and  exclusive  use  for  ten  years  prior  to  the  passage  of  tlie  act 
For  these  reasons,  registration  was  denied. 

From  the  opinion  of  Judge  Shipman  in  /?.  W.  Rogers  Co,  v,  Ifm* 
Rogers  Mfg,  Co,  {70  Fed,,  1017)  it  appears  Uiat  about  fifty  or  more 
yeai*s  ago,  in  the  State  of  Connecticut,  Rogers  Bros.^  a  firm  composed 
of  three  brothers,  first  applied  the  art  of  electropluting  to  the  manu- 
facture of  silver-plated  ware  in  this  country,  and  established  and 
maintained  a  high  reputation  for  the  sterling  quality  of  their  wares. 
The  name  of  Rogers  Bros,  stamped  upon  the  back  thereof  obtained  t 
widely-cxtendod  reputation.  Since  then,  apparently^  the  fiurnatn? 
Rogers  has  been  used  by  many  ditTerent  persons,  natural  and  ar(i* 
ficial,  in  various  collocations.  The  Wm.  Rogers  Mfg.  Co, — prede- 
cessors of  the  opposer — as  appears  from  the  allegations  of  the  oppo- 
sition, was  one  of  the  early  ones  of  these.  William  A,  Rogers,  a  nat- 
ural person,  was  another,  TATiether  he  is  the  same  person  who  i^  the 
general  manager  of  the  api:)ellant^  Wm,  A*  Rogers,  Limited,  dm*:^  nc^ 
clearly  appear;  apparently  he  is.  In  ISiH,  he  engageil  a  manufaetnr* 
ing  firm  to  make  silver-plated  ware  for  Iiini.  This  was  stamped  on  the 
back,  '^  Wm.  A.  Rogers,"  and  put  up  in  boxes  of  the  ordinary  sixe  and 
shape  for  such  ware,  labeled  '^  Wm.  A.  Rogers,  N,  W*  C>n  a  hill  filed 
against  him  by  the  Wm.  Rogers  Mfg.  Co.,  an  injunction  pendente  Ufs 
was  granted  against  his  causing  to  Ije  manufactured,  or  selling  silver- 
plated  ware  stamped  with  the  words, '"  Wm.  A.  Rogers.'^  On  appeal, 
the  Cirenit  Court  of  Appeals,  for  the  Second  Circuit,  iTversed  this 
order.  It  was  said  that  while  there  were  indicia  of  an  unworthy  pur- 
pose to  gain  advantage  from  a  name  well  known  to  the  purchaser?^  of 
silver-plated  ware,  the  facts  were  not  sufficient  to  justifj'  the  (xmclii* 
sion  that  he  was  using  his  name  unfairly  and  dishonestly  in  the 
business  in  which  he  was  entitled  to  use.  it.  {R*KjerH  w  Wm.  Rogtri 
Mfg.  Co.,  70  Fed.  Rep.,  1019.)  In  18J>8,  the  Wm.  Rogers  Mfg.  Ok 
filed  another  bill  against  William  A,  Rogers  for  alleged  infringipmen 
of  its  trade-murk^  and  moved  for  a  preUminary  injunction,  which  w 
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denied  by  Lacombie,  circuit  judge.  In  a  brief  opinion,  he  said  that 
defendant's  right  to  use  the  ordinary  abbreviation  of  his  name,  "  Win. 
A.  Rogers,"  had  been  settled  in  the  former  case.  (70  Fed.  Rep., 
1019.)  And  that  it  did  not  appear  that  he  had  put  up  his  goods,  or 
offered  them  for  sale,  in  any  form  of  package  describing  them  other- 
wise than  as  the  goods  of  "  Wm.  A.  Rogers."  While  he  had,  doubt- 
less, availed  himself  of  the  similarity  of  name  which  naturally  tends 
to  confound  his  goods  with  those  of  the  original  Rogers,  yet,  so- far 
as  the  mere  name  produces  such  confusion,  the  plaintiff  has  no  cause 
of  complaint.  After  reciting  some  of  the  facts  relating  to  defend- 
ant's probable  motives,  he  said  there  was  not  enough  to  warrant  the 
injunction — 

so  long  as  defendants  goods  are  packed  and  labeled  with  Lis  own  name,  "  Wm. 
A.  Rogers,"  not  collocated  with  other  words  in  such  manner  as  to  induce  any 
greater  confusion  in  the  minds  of  the  public  than  would  naturally  be  produced 
by  the  use  of  such  name.  (Wm,  Rogers  Mfg,  Co,  v.  Wm,  A,  Rogers,  84  Fed. 
Rep.,  639;  [affirmed  by  C.  C.  A.;]  95  Id.,  1007.) 

The  principle  applied  in  those  cases,  between  the  predecessors  of  the 
parties  to  this  opposition  and  involving  the  same  trade-names, 
has  been  maintained  by  the  Supreme  Court  of  the  United  States. 
{Howe  Scale  Co.  v.  Wyckoff^  Seamans  cfe  Benedict^  C.  D.,  1905,  717 ; 
116  O.  G.,  299;  198  U.  S.,  118,  and  cases  cited.)  That  case  involved 
the  use  of  the  name,  "  Remington."  The  conclusion  of  the  Court  was 
thus  declared  by  Mr.  Chief  Justice  Fuller: 

We  hold  that,  in  the  absence  of  contract,  fraud,  or  estoppel,  any  man  may 
use  his  own  name,  in  all  legitimate  ways,  and  as  the  whole  or  a  part  of  a  cor- 
porate name. 

As  an  ordinary  surname  cannot  be  appropriated  as  a  trade-mark, 
to.  the  exclusion  of  others  of  the  same  name,  it  follows  that  the  rules  of 
law  relating  to  the  similarity  of  technical  trade-marks  cannot  be  ap- 
plied to  the  use  of  such  surname  as  a  mark,  notwithstanding  the  con- 
fusion that  may  result  from  its  legitimate  use  by  such  others.  The 
law  relating  to  unfair  competition  may  apply,  under  certain  con- 
ditions, but  not  that  of  infringement. 

This  brings  us  to  the  chief  point  of  contention:  Whether,  under 
the  last  proviso  of  the  fifth  section  of  the  Trade-Mark  Act,  approved 
February  20,  1905,  the  appellant  is  entitled  to  have  registration  of 
the  name,  "  Wm.  A.  Rogers,"  bj'^  reason  of  its  ten  years  previous  use 
as  a  trade-mark.    The  provision  reads  as  follows: 

And  provided  further  that  nothing  herein  shall  prevent  the  registration  of 
any  mark  used  by  the  applicant,  or  his  predecessors,  or  by  those  from  whom 
title  to  the  mark  is  derived,  in  commerce  with  foreign  nations  or  among  the  sev- 
eral States,  or  with  Indian  tribes,  which  was  in  actual  and  exclusive  use  as  a 
trade-mark  of  the  applicant  or  his  predecessors  from  whom  he  derived  title  for 
ten  years  next  preceding  the  passage  of  this  act. 
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The  intention  of  Congress  in  adopting  this  proviso  was  declared  in 
the  recent  case  of  in  re  Cahn^  Belt  &  Co.^  (C.  D.,  1906,  627;  122 
O.  G.,  354;  27  App.  D.  C,  173,  177.)  Mr.  Justice  McComas,  who 
delivered  the  opinion  of  the  Court,  said : 

The  last  proviso  of  this  section  which  was  in  the  bill  when  it  passed  the 
House  of  Representatives,  was  amended  in  the  Senate  by  twice  substituting  the 
word  "mark"  for  the  word  "trade-mark"  and  in  inserting  in  lieu  of  "and 
lawful "  the  word  "  exclusive."  It  Is  clear  to  us  that  these  changes  were  made 
for  the  purpose  of  permitting  the  registration  of  marks  which  were  not  trade- 
marks but  which  had  been  actually  used  as  trade-marks  by  the  applicantB  or 
their  predecessors,  from  whom  they  derived  title,  and  in  which  the  user  laid 
acquired  property  rights  for  more  than  ten  years  next  preceding  the  passage 
of  the  act. 

The  last  proviso  of  section  5,  as  amended  and  passed,  was  not  intended 
to  provide  for  the  registration  of  technical  trade- marks,  for  such  marks 
had  been  cared  for  elsewhere  in  this  act.  This  proviso  permitted  the  registra- 
tion of  marks,  not  in  either  of  the  classes  prohibited  by  this  section,  if  such 
marks  were  in  actual  and  exclusive  use  as  a  trade-mark  for  ten  years  next  pre- 
ceding the.  passage  of  the  act.  In  respect  of  technical  trade-marks,  this  pro- 
viso was  absolutely  useless.  It  was  intended  to  save  the  right  of  registration 
to  the  marks  described  in  the  proviso. 

The  section  had  prohil)ited  the  registration  of  immoral  or  scandalous  matter 
and  public  insignia  as  trade-marks,  no  matter  how  long  the  same  had  been 
before  registered,  and  the  proviso  only  extended  the  right  of  registration  to 
marks  not  within  either  of  the  prohibited  classes,  if  such  marks  liad  l>een  in 
actual  and  exclusive  use  as  a  trade-mark  during  the  ten  years  next  preceding 
the  passage  of  the  act. 

As  the  name  of  a  person  could  not  be  appropriated  as  a  technical 
trade-mark,  but  might,  nevertheless,  have  been  used  by  him  as  a  mark 
to  indicate  the  original  of  his  goods,  it  is,  under  this  interpretation  of 
the  proviso,  entitled  to  be  registered  if  in  actual  and  exclusive  use  as 
such  a  mark  for  more  than  ten  years  next  preceding  February  20, 
1905.  That  this  name,  "  AVm.  A.  Rogers,"  was  so  used  by  him,  and  by 
the  applicant  under  right  derived  from  him,  is  not  denied  in  the  alle- 
gations of  the  opposition,  but  is  practically  admitted.  The  exclusive 
right  to  its  use  only  is  denied,  and  that  on  the  ground  that  it  so  closely 
resembles  the  marks  accjuired  by  the  opposer  from  its  predecessor, 
namely,  "  Wm.  Rogers  Mfg.  Co.,''  and  "  Wm.  Rogers  and  Son,'-  as  to 
be  calculated  to  confuse  and  deceive  purchasers,  and  the  public  gen- 
erally. This,  of  course,  is  a  conclusion  of  law  that  is  not  admitted  by 
the  demurrer.  As  heretofore  stated,  this  rule  relating  to  similarity 
and  simulation  as  applied  in  the  case  of  recognized  trade-marks,  is  not 
applicable  to  the  names  of  persons  legitimately  used  as  marks  for  their 
goods.  The  Commissioner  failed  to  recognize  this  distinction  and 
held  that  the  use  of  the  name  by  the  applicant  had  not  been  exeluidf« 
because  it  was  a  simulation  of  the  marks  <if  the  iipp^^ser  thai  had  iJ?» 
been  in  use  during  the  same  period.     As  author 
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he  quoted  the  following  extract  from  the  opinion  in  the  Cahn^  Belt  & 
Co.  case: 

The  application  in  this  case  admits  that  the  marlc  we  are  now  considering  is  a 
simnlation  of  the  arms  or  seal  of  the  State  of  Maryland,  with  variations  it  is 
true,  but  stili  a  simulation  of  the  coat  of  arms  of  Maryland.  The  coat  of  arms 
of  Maryland  was  never  in  the  exclusive  use  of  the  applicants  during  any  period, 
nor  could  the  applicants  ever  acquire  an  exclusive  use  as  a  trade-mark  of  the 
State  coat  of  arms.  In  the  sense  of  this  proviso,  the  applicants  had  the  actual 
but  never  had  the  exclusive  use  of  this  simulation  of  the  Maryland  coat  of  arms, 
and  for  this  reason  the  appellants*  trade-mark  sought  to  be  registered  does  not 
eoibe  within  ihe  last  proviso  of  the  fifth  section.  The  appellants  never  could 
acquire  such  property  right  in  the  coat  of  arms  of  Maryland,  or  any  simulation 
thereof,  against  the  State  of  Maryland. 

What  was  there  said  had  relation  to  a  different  state  of  facts  from 
those  presented  in  this  case.  The  mark  was  not  the  name  of  the 
applicants  or  of  any  one  of  them,  but  a  device  claimed  as  a  technical 
trade-mark.  It  was,  as  said,  nothing  more  than  a  simulation  of  the 
arms  and  seal  of  the  State  of  Maryland.  As  the  applicants  could  not 
register  it  for  that  reason,  they  claimed  the  right  to  do  so  under  the 
proviso  because  of  its  exclusive  use  by  them  as  a  trade-mark  for  more 
than  ten  years  before  the  enactment  of  the  statute.  But  as  it  was  of 
the  nature  of  a  technical  trade-mark,  the  exclusive  right  to  the  use  of 
which  was  in  the  State  of  Maryland,  it  was  held  that  they  could  not 
evade  that  exclusive  right  by  using  it  in  a  slightly  changed  form. 
Here,  however,  the  applicant  was  lawfully  entitled  to  use  the  name, 
"  Wm.  A.  Rogers,"  as  a  mark  upon  his  goods,  though  any  other  per- 
son, of  the  identical  name,  might  also  have  used  it  upon  his  own 
goods.  But  it  was  not  made  to  appear  that  there  was  another  Wm. 
A.  Rogers  making  the  same  goods  and  using  his  name  as  a  mark  upon 
them  during  that  time.  The  sole  use  of  his  name  for  the  time  pre- 
scribed was  enough,  we  think,  to  constitute  an  exclusive  use  of  the 
mark  within  the  meaning  o/the  proviso.  The  opposer  did  not  show 
any  right  to  use  the  mark  or  name,  "  Wm.  A.  Rogers,"  but  only  those 
of  "  Wm.'  Rogers  Mfg.  Co."  and  "  Wm.  Rogers  and  Son."  In  view^ 
of  what  has  been  heretofore  said,  it  is  unnecessary  to  consider  whether, 
if  these  were  all  technical  trade-marks,  the  applicant's  mark  so  closely 
resembles  the  others  as  to  constitute  an  infringement.  Each  party 
is  entitled  to  use  his  own  name,  actually  or  legally  acquired,  without 
regard  to  the  confusion  that  may  result  from  similarity.  No  right 
of  property  will  be  concluded  by  the  registration  of  appellant's  mark. 
All  parties  affected  are  free  to  maintain  whatever  rights  they  may 
have  in  law  or  equity  m  the  courts  having  jurisdiction  therein. 

The  decision  wilL  therefore,  be  reversed;  and  this  decision  will 
certified  to  the  Commissioner  of  Patents  as  the  law   requires. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

Lewis  and  Wilx.iams  v.  Cronemeyer. 

Decided  March  5,  1907, 

(130  O.  G.,  300.) 

1.  Interference — Reduction  to  I*ractice — Test, 

Where  it  ai)i)ears  that  L.  and  W.  constructed  a  macbine  embodying  the 
tin-i)late  catcher  set  forth  in  the  issue  and  secretly  tested  the  same  August 
23,  1902,  but  it  is  not  clear  that  freshly-tinned  plates  were  used  In  the  test, 
and  the  machine  was  at  once  dismantled,  and  that  subsequ<mtly,  in  Octo- 
ber, 1903,  another  machine  was  constructed  which  is  said  to  liave  been 
operated  until  November  IS,  1<H)3,  but  was  not  again  used  until  September, 
1904,  after  L.  and  W.  heard  of  C.*s  i)atent,  and  no  sheets  which  were  run 
through  this  catcher  are  i)roduced,  and  where  another  machine,  which  was 
made  in  February,  1005,  in  conformity  with  the  first  machine  and  tested  io 
the  i)resence  of  witnesses  called  in  this  case,  required  frequent  adjustments 
of  the  catcher-disks  to  i)revent  the  sheets  from  slii)ping  and  yet  to  place 
them  far  enough  ai)art  to  avoid  denting  the  sheets.  Held  that  the  experi- 
mental stage  of  the  invention  had  not  been  passed  and  that  such  tests  did 
not  establish  reduction  to  practice  of  the  Invention. 

2.  Same — Same;— Diligence. 

Where  li.  and  W.  made  and  secretly  tested  a  machine  embodying  tlie  in- 
vention August  23,  1903,  and  at  once  dismantled  the  same,  made  and  tested 
another  machine  October,  11K)3,  but  did  not  use  the  same  again  until  Sep- 
tember, 1904,'  and  when*  li.  and  W.  cohsuUchI  their  attorneys  in  November. 
1903,  and  had  the  api)lication  pai)erf:  i)rei)ared  in  January,  1004,  but  did 
nothing  further  toward  tiling  their  npplicntion  until  June,  1904,  after  they 
had  heard  of  C.'s  i)atent,  Held  that  L.  and  W.  were  lacking  in  diligence  and 
cannot  |)revail  over  C,  who  reduced  the  invention  to  practice  and  filed  liis 
a|)i>lication  in  Sei)tenibiM',  llKX*i. 

Mr,  Ilarri/  Frcdne  for  Lewis  and  AVilliaiiis. 
Mr,  C,  P,  BijrueH  for  Cronemeyer. 

McCo3iA8,  J, : 

The  three  tribunals  of  the  Patent  Office  concurred  in  awarding 

^priority  of  invention  in  this  case  to  Cronemeyer  and  we  mjist  affinii 

the  decision  of  the  Commissioner  of  Patent^  appealed  from.     Such 

unanimity  relieves  us  from  a  prolonged  discussion  of  the  case.    The 

issues  are: 

1.  A  catcher  for  tinning-inachines  comprising  a  i>air  of  iM)sitively-driven 
rollers  having  gripi»ing  i)ortions  providcnl  with  soft  material  to  prevent  martLing 
of  the  plates. 

2.  A  plate-catcher  having  positively-driven  catch-rolls,  said  rolls  having  8e|>- 
arated  registering  gripping  i)ortions  of  soft  material. 

3.  A  plate-catcher  having  a  imir  of  driven  rolls  with  soft  gripping  portions,  a 
defiector  above  them,  a  raised  supi)ort  below  the  deflector,  and  an  inclined  chute 
for  the  sheets  as  they  leave  the  deflector. 

4.  In  a  i)lnt(*-ca teller  a  pair  of  driven  feiMl-roUers  above  the  tinning-machiue 
and  having  soft  gripping  iM)rtions,  and  means  for  yieldingly  pressing  at  least  one 

of  said  rollers  toward  the  other. 
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It  thus  appears  that  the  invention  in  issue  is  a  catcher  for  tinning- 
machines.  It  is  the  office  of  this  catcher  to  take  hold  of  the  tin-plate 
when  it  emerges  from  the  rolls  of  the  tinning-machine  and  discharge 
it  from  the  machine.  Cronemeyer  is  the  senior  party  to  whom  was 
granted  a  patent  six  months  before  the  application  of  Lewis  and  Wil- 
liams, the  appellants,  was  filed.  In  this  interference,  therefore,  the 
burden  of  proof  is  upon  them  in  an  unusual  degree.  Mechanical 
catchers  for  tinning-machines  were  in  use  before  Cronemeyer  filed  his 
application.  In  February,  1899,  a  patent  was  issued  to  Burson  for  a 
metal-plate  catcher,  which  consisted  of  two  steel  rolls  similar  to  the 
tinning-rolls,  and  as  the  tin-plate  emerged  from  the  tinning-rolls, 
Burson's  machine  caught  it  up  by  these  steel  rolls  and  discharged 
it  from  the  machine. 

In  the  invention  in  issue',  instead  of  the  rolls  of  Burson's  patent, 
shafts  are  employed,  having  a  series  of  pairs  of  disks  between  which 
the  tin-plate  sheet  is  caught  when  it  emerges  from  the  tinning-rolls. 
In  Cronemeyer 's  patent  these  disks  are  formed  of  a  number  of  linen 
disks  clamped  between  sleeves  on  the  shaft.  In  the  application  of 
Lewis  and  Williams  it  appears  that  the  disks  are  made  of  tin  and 
clamped  in  position  on  the  shafts  by  threaded  sleeves,  or  cast  on  the 
^ihaft  Bursdn's  steel  rolls  mounted  over  a  tinning-bath  successfully 
seized  and  discharged  freshly-tinned  plates  but  in  practice  it  was 
found  that  these  steel  rolls  greatly  marred  the  polished  surface  of  the 
plates.  It  was  the  purpose  of  the  invention  of  each  of  the  parties  to 
produce  a  catcher  which  would  receive  and  discharge  plates  without 
marking  or  defacing  their  polished  surfaces.  Therefore,  the  im- 
portant feature  of  the  invention  of  this  issue  is  the  "  gripping  por- 
tions "  on  the  feed-rollers  "  provided  with  soft  material  to  prevent 
marking  of  the  plate."  Expedients  for  guiding  the  plates  as  they 
are  discharged  from  the  rollers  are  incidental,  in  the  more  limited 
counts  of  the  issue. 

Cronemeyer  sought  to  avoid  the  defect  in  Burson's  catcher  by  the 
use  of  the  linen  disks  described.  Lewis  and  Williams  tried  to  avoid 
Burson's  difficulty  by  the  use  of  tin  disks,  which  they  claim  are  rela- 
tively soft  and  at  least  not  hard  enough  to  mark  the  freshly-tinned 
surfaces  of  the  plates. 

Lewis  was  the  superintendent,  and  Williams  was  a  foreman  of  the 
Morewood  works  of  the  American  Tin  Plate  Company  at  Gas  City, 
Indiana.  They  jointly  conceived  this  invention  before  July  1,  1902, 
and  about  that  date,  they  disclosed  it  to  Smith  and  Hook,  who  under 
the  instruction  of  Lewis  and  Williams,  built  a  test  machine  which 
when  completed  was  tested  in  the  tin-house  of  the  Morewood  works 
on  August  23,  1902,  in  the  presence  of  four  or  five  persons.  Because 
they  wished  to  keep  secret  their  invention,  after  a  few^  hours  te§»t\Vi.^^ 
Lewis  and  Williams  had  this  machine  broken  up.    ^oow  ^IXjKt^^*^- 
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liams  departed  from  Gas  City  and  became  a  superintendent  for  the 
Carnahan  Tin  Plate  and  Sheet  Company  at  Canton,  Ohio.  Lewis 
joined  him  there  in  the  same  employment  in  July,  1903.  Lewis  and 
Williams  discussed  with  Blecker,  the  secretaiy  of  the  company,  the 
merits  of  their  tin-disk  catcher,  and  soon  completed  and  put  into 
operation  a  catcher  about  the  1st  of  October,  1903.  It  remained  in 
use  until  the  middle  of  November  following.  Its  use  was  discon- 
tinued for  a  long  time  and  it  was  again  in  operation  in  September, 
1904. 

It  is  clear  that  Lewis  and  Williams  were  the  first  to  conceive  the 
invention  in  issue.  All  the  tribunals  of  the  Patent  Office  agree  that 
the  construction  and  testing  of  the  machine  at  Gas  City  was  not  a  re- 
duction to  practice  of  the  invention  in  issue.  As  we  have  said,  the 
Burson  catcher  with  its  steel  rolls,  successfully  caught  the  plate  but 
it  marred  them  in  so  doing.  Lewis  and  Williams  testify,  and  they 
are  corroborated  by  Smith  and  Hook,  that  a  number  of  sheets  were 
run  through  the  machine  at  Gas  City  and  there  were  no  marks  upon 
the  plates.  Thornburg  says  these  plates  had  a  little  oil  but  no  marks 
on  them.  Blackburn  says  the  plates  showed  some  abrasion  but  after 
they  passed  through  the  dusting  and  polishing  machines,  this  abra- 
sion was  not  noticeable. 

At  the  time  the  appellants  secretly  tested  their  machine  at  Gas  City, 
the  plant  was  shut  down  and  there  is  no  satisfactory  evidence  that 
the  particular  tin-pot  on  which  the  new  catcher  was  mounted  con- 
tained molten  tin.  On  the  contrary,  the  evidence  is  most  persuasive 
that  tin  plates  no  longer  fresh  were  used  in  the  experiment,  and  there 
is  no  evidence  that  the  sheets  used  were  retinned  at  the  time.  This 
experiment  continued  only  for  an  hour  or  two  and  none  of  these 
sheets  were  preserved.  The  positive  opinions  of  witnesses  that  these 
sheets  showed  no  marks  after  passin<r  through  the  cleaning  and  pol- 
ishing machines  would  l)e  more  weighty  had  the  test  not  occurred 
two  days  after  the  tin-house  had  shut  down  for  the  season,  at  which 
time  the  tin  ordinarily  would  have  been  removed  from  the  j)ot.  Un- 
due importance  is  given  to  the  statement  that  the  light  in  the  tin- 
house  was  poor.  It  was  the  building  in  which  tin  j)lates  were  dipped 
and  we  infer  there  was  light  enough  from  the  windows  for  the  busi- 
ness therein  conducted.  This  machine  at  Gas  City  was  tested  and 
dismantled  on  August  2?^,  1902.  AVe  are  not  satisfied  l^eyond  a 
reasonable  doubt  that  this  test  was  a  successful  reduction  to  practice. 

The  machine  built  in  the  Carnahan  plant  at  Canton  was  installed 
on  the  5th  of  October,  1908,  and  taken  otT  on  Noveml>er  18,  I9a3. 
Williams  says  none  of  the  sheets  run  through  this  catcher  were 
marked  and  Thornburg  says  it  worked  well.  No  plates  then  pro- 
duced apj)ear  among  the  exhibits.  F^ewis  testifies  that  another 
inacbine  was  built  and  pul  iu  oY)eiatiou  in  the  Carnahan  works  on 
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February  14,  1905,  and  this  machine  was  later  made  to  conform  to 
the  construction  of  the  first  machine  tested  at  Gas  City  and  he  in- 
sists that  the  machine  worked  as  well  after  this  change  as  before.  A 
series  of  plates  caught  up  by  this  machine  were  exhibited  and  Lewis 
admits  that  some  of  them  were  marked  but  not  marked  to  such  an 
extent  "  that  an  assorter  could  turn  them  back  as  wasters  or  mend- 
ers." When  this  machine  was  tested,  before  witnesses  on  both  sides 
who  appear  in  this  case,  it  required  frequent  adjustment  in  order  that 
the  disks  might  be  close  enough  together  to  prevent  the  sheets  from 
slipping  and  yet  far  enough  apart  to  avoid  denting  the  sheets  which 
often  vary  in  thickness.  Kimball,  an  intelligent  witness  for  Crone- 
meyer,  says  the  machine  was  adjusted  every  few  minutes,  which  in- 
dicated that  the  machine  did  not  successfully  do  its  work.  Lewis 
and  Williams  occupied  important  positions  in  the  Carnahan  plant 
and  it  is  significant  that  after  their  second  machine  had  been  in  op- 
eration for  six  or  seven  weeks  in  the  fall  of  1903  it  was  not  used 
again  until  September,  1904.  The  applicants  say  it  was  taken  off 
for  repairs  but  the  repairs  necessary,  Thornburg  says,  consumed 
only  one  day's  work,  and  it  is  significant  that  it  was  not  restored  to 
use  until  after  these  applicants  had  heard  that  the  patent  had  been 
granted  Cronemeyer  and  that  his  invention  was  in  use,  and  at  no 
time  does  it  appear  that  Lewis  and  Williams  made  use  of  more 
than  one  of  their  catchers  at  the  same  time  upon  tinning-pots  in  the 
Carnahan  establishment.  The  Examiners-in-Chief  fairly  infer  that 
the  experimental  stage  of  the  invention  had  not  been  passed. 

Nor  were  Lewis  and  Williams  diligent  in  filing  their  application 
for  a  patent.  Mr.  Frease  who  so  well  presented  appellants'  case  in 
this  court  says  he  was  consulted  about  the  1st  of  November,  1903,  and 
prepared  the  papers  in  January  following;  that  Secretary  Blecker, 
who  had  arranged  to  pay  the  fees,  held  back,  and  the  matter  was 
taken  up  in  July,  1904,  and  the  first  application  filed  August  9,  1904, 
and  though  it  is  true  the  attorney  says  the  appellants  applied  to  Him 
in  June,  1904,  to  know  why  the  application  had  not  been  filed,  this 
interview  did  not  occur  until  after  they  had  heard  of  Cronemeyers 
patent.  We  conclude  that  Lewis  and  Williams  have  failed  to  prove 
beyond  a  reasonable  doubt  that  the  tests  of  their  catchers  in  1902  and 
1903  were  so  successful  as  to  constitute  a  reduction  to  practice  of  the 
invention.  They  are  the  junior  parties,  and  they  were  joint  inventors, 
but  they  must  in  this  case  rely  upon  the  success  of  the  tests  just  men- 
tioned to  establish  priority  over  Cronemeyer,  the  patentee,  and  these 
tests  are  not  convincing.  {Guilhert  v.  Killinger^  C.  D.,  1898,  522; 
84  O.  G.,  313;  13  App.  D.  C,  108;  Meyer  v.  Sarfert,  C.  D.,  1903,  529; 
102  O.  a,  1555;  21  App.  D.  C,  28;  Dashiell  v.  Tasher,  C.  D.,  1903, 
561;  103  O.  G.,  2174;  21  App.  D.  C,  08;  NieUon  v.  fira<^8^xi^»^Q..X3«. 
aOOHT-a  Doc  4m  60-1 41 
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1900,  274;  91  O.  G.,  648;  16  App.  D.  C,  96;  KeUy  v.  Fynn,  C.  D., 
1900,  339;  92  O.  G.,  1237;  16  App.  D.  C,  577.) 

It  was  during  this  period  that  Cronemeyer  appeared  and  reduced 
the  invention  to  practice. 

Cronemeyer  testifies  that  in  November,  1902,  he  conceived  the  idea 
of  a  catcher  having  gripping-rolls  for  use  with  a  tin-plate  machine. 
In  December  of  1903,  he  experimented  with  rolls  having  soft  gripping 
portions ;  he  tried  rubber  and  asbestos,  and  by  the  first  week  in  Sep- 
tember of  that  year  he  used  rolls,  the  gripping  portions  of  which  con- 
sisted of  linen  disks.  Three  witnesses  testify  that'  a  catcher  having 
linen  or  cotton  disks  was  in  use  just  before  Cronemeyer  took  his  vaca- 
tion on  September  5,  1903.  The  proof  is  satisfactory  that  Crone- 
meyer's  catcher  worked  well  until  the  disks  were  worn  down,  and  his 
patent  was  applied  for  on  September  21,  1903,  and  granted  February 
9, 1904.  Lewis  and  Williams  filed  their  application  as  we  have  stated, 
October  13,  1904,  and  when  the  testimony  was  taken  Fraser  stated 
that  he  had  placed  over  fifty  of  the  Cronemeyer  catchers  in  the  plants 
of  the  American  Sheet  and  Tin  Plate  Company.  It  is  unnecessary  to 
review  the  ingenious  argument  of  appellants'  counsel  that  the  Patent 
Office  tribunals  decided  this  case  adversely  to  the  appellants  because 
their  invention  was  not  operative.  We  think  the  Commissioner  ap- 
preciated that  upon  this  interference  priority  of  invention  was  the 
sole  question  to  be  determined  and  he  rightly  held  that  the  appellants 
failed  to  prove  beyond  a  reasonable  doubt  that  they  had  reduced  their 
conception  of  the  invention  to  successful  practice. 

The  decision  of  the  Commissioner  of  Patents  in  this  case  must 
therefore  be  affirmed  and  the  clerk  of  this  court  will  certify  this  de- 
cision and  opinion  to  the  Commissioner  of  Patents  in  acordance  with 
law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Sherwood   r.  Drewsen. 

Decided  March  o,  1901, 
(130  O.  G.,  657.) 

1.    INTEBFEBENCE — REDUCTION    TO    PRACTICE. 

Reduction  to  practice  must  prcxiuce  something  of  practical  use,  coupled 
with  a  knowledge,  preferably  by  actual  trial,  that  the  thing  will  work 
practically  for  the  intended  purpose.  The  conception  may  give  rational 
hopes  of  future  fulfillment  of  the  purpose  at  which  it  aims;  but  if  as  a 
matter  of  practice  it  falls  short  of  success  it  Is  not  a  siiakrietit  re<tiictimi 
to  practice.  Comi)lete  invention  amounts  t<^  demon aC£|M|tf^'^KI|eu.  nes  in 
this  case,  it  had  not  quite  passed  beyond  rx|K>rtnie^^^^^  ^ot  QuHe^ 
attained  certainty  and  had  fallen  short  of  -k"ti]f>ri^tr 
the  iflvention  to  produce  the  desired  xe^wU,  vU^  iuv 
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incboate.  These  parties  sought  certainty;  but  they  had  not  attained  cer- 
tainty beyond  all  conjecture,  which  certainty  the  law  requires.  (See 
McKenzie  v.  Cummings,  C.  D.,  1904,  683 ;  112  O.  G.,  1481 ;  24  App.  D.  C, 
140;  Hunter  v.  Stiketnan,  C.  D.,  1808,  564;  85  O.  G.,'  610;  13  App.  D.  C, 
219;  Coffin  v.  Ogden,  5  O.  G.,  270;  Ts  Wall.,  124.) 
2.  Samb — Same — Filing  of  Application. 

Where  neither  the  testimony  presented  by  S.  nor  that  oflPered  in  belialf 
of  D.  satisfactorily  establishes  conception  of  the  Invention  in  issue,  Held 
that  each  party  must  be  restricted  to  the  date  of  filing  of  his  application 
for  conception  and  constructive  reduction  to  practice,  and  since  D.  was  the 
first  to  file,  priority  of  invention  must  be  awarded  to  him. 

Mr.  C.  C.  Linthicum  for  Sherwood. 
Mr.  J.  E.  H.  Hyde  for  Drewsen. 

McCoMAS,  /.,  (RoBB  dissenting:) 

In  this  appeal  the  issue  of  this  interference  is: 

1.  The  process  of  preparing  materials  for  paper-making  from  cornstalks, 
sugar-cane  and  analogous  pithy  stalks,  which  consists  in:  (1)  cooking  said 
stalks  continuously  in  a  single  cooking  liquor  which  contains  the  ordinary 
chemical  reagents  used  to  produce  cellulose  from  vegetable  fibers  for  a  suffi- 
cient length  of  time  to  separate  the  fibers  of  the  shell  and  the  pith-cells  from 
their  incrustaceous  matter;  (2)  separating  the  fibrous  matter  from  the  pith- 
cells  by  washing  and  screening;  (3)  collecting  the  fibrous  materials  and  the 
pith-cells,  substantially  as  described. 

2.  The  process  of  pre[)aring  materials  for  paper-making  from  cornstalks, 
sugar-cane  and  analogous  i)ithy  stalks,  which  consists  ii^:  (1)  cooking  said 
stalks  continuously  in  a  single  cooking  liquor  containing  a  caustic  alkali  for 
a  suflScient  length  of  time  to  separate  the  fibers  of  the  shell  and  the  pith-cells 
from  their  incrustaceous  matter;  (2)  separating  the  fibrous  matter  from  the 
pith-cells  by  washing  and  screening;  (3)  collecting  fibrous  material  and  the 
pith-cells,  substantially  as  described. 

3.  The  process  of  prei>aring  materials  for  pai)er-making  from  cornstalks, 
sugar-cane  and  analogous  pithy  stalks  which  consists  in:  (1)  cutting  or  other- 
wise dividing  the  stalks  into  pieces;  (2)  cooking  said  stalks  continuously  in  a 
single  cooking  liquor  which  contains  the  ordinary  chemical  reagents  used  to 
produce  cellulose  from  vegetable  fibers  for  a  sufficient  length  of  time  to  sepa- 
rate the  fibers  of  the  shell  and  the  pith-cells  from  their  incrustaceous  matter ; 
(3)  separating  the  fibrous  matter  from  the  pith-cells  by  washing  and  screen- 
ing; (4)  collecting  the  fibrous  material  and  the  pith-cells,  substantially  as 
described. 

4.  The  process  of  preparing  materials  for  paper-making  from  cornstalks, 
sugar-cane  and  analogous  pith  stalks  which  consists  in:  (1)  cutting  or  other- 
wise dividing  the  stalks  into  jiieces;  (2)  cooking  said  stalks  continuously  in 
a  single  cooking  liquor  containing  a  caustic  alkali  for  a  sufficient  length  of 
time  to  separate  the  fibers  of  the  shell  and  the  pith-cells  from  their  incrusta- 
ceous matter;  (3)  separating  the  fibrous  matter  from  the  pith-cells  by  wash- 
ing and  screening;  (4)  collecting  the  fibrous  material  and  the  pith-cells,  sub- 
stantially as  described. 

The  invention  here  involved  i^  the  disclosure  that  in  a  single  cook- 
ing an  entire  cornstalk,  sugar-cane,  or  other  like  pithy  stem  may  b^ 
cooked,  if  the  liquor  be  strong  enough  and  the  time  \>e  \oxv^  ewoM^^ 
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sufficiently  to  separate  the  fibers  of  tlie  shell  of  the  stalk  and  the  pith- 
cells  contained  inside,  also,  from  the  other  matter,  without  destroy- 
ing the  pith-cells,  so  that  by  washing  and  screening,  the  pith-cells 
may  be  separated  from  the  fibrous  material  and  the  two  kinds  of  cells 
may  be  separately  collected.  The  claims,  which  are  the  counts  of 
this  issue,. were  first  made  by  Drewsen  and  upon  the  suggestion  of 
the  Primary  Examiner  were  adopted  by  Sherwood.  The  following 
extract  from  Drewsen's  application  explains  these  counts: 

The  difficulty  in  preparing  fibrous  material  (cellulose,  J  or  other  products  suit- 
able for  the  manufacture  of  pai)er  from  these  pithy  stalks  lies  in  the  different 
character  of  the  different  parts  of  the  stalk.  A  cornstalk  proi>er,  namely  with- 
out leaves  or  husks,  for  instance,  consists  of  two  parts  which  can  be  used  by 
paper  manufacturers,  to  wit,  the  outside  shell  and  the  pith.  The  she!!  has  a 
character  similar  to  wood  and  contains  a  high  percentage  of  fibers,  while  th« 
pith  is  8i)ongy  and  consists  principally  of  oblong  celft.  This  is  aLso  true  of  the 
sugar-cane. 

The  shell  when  treated  with  chemical  substances,  such  as  caustic  soda,  or 
sulfurous  acid  and  lime,  yields  a  large  proportion  of  fibers  which  are  adapted 
for  paper-making  and  produce  an  opaque  sheet  of  paiier.  The  pith,  on  the  other 
hand,  when  treated  with  the  same  substance  disintegrates  into  cells  and  tlie 
sheet  of  paper  derived  therefrom  is  transi)arent  and  resembles  imitation  parch- 
ment-paper. 

It  has  heretofore  been  supposed  that  this  difference  in  character  in  the  fibers 
of  the  shell  and  the  cells  of  the  pith  reijuired  two  separate  cooking  operations 
and  that  the  former  required  a  stronger  solution  and  a  longer  time  in  cooking 
than  the  latter.  It  was  also  bofore  thought  that  if  the  pith  wore  c<M)ked  .simul- 
tancH)usly  with  the  slioll  in  tlio  siinie  strength  of  tlie  liquor  and  for  the  same 
length  of  time  as  are  required  for  the  disintegration  of  the  fibers  of  the  shell 
and  their  separation  from  the  incrustacoous  matter  that  the  cells  of  the  pith 
are  practically  destroyed  and  could  not  be  utilized. 

I  have  discovered,  however,  that  this  is  not  always  the  case,  and  that  by  the 
use  of  the  proper  means  only  a  single  operation  <»f  cooking  is  necessary  for 
the  entire  stalk,  shell,  and  pith,  and  that  both  can  be  used  either  sei^arately  or 
together  in  making  the  desired  pai»er  by  using  the  following  metlKHl. 

The  stalk  is  first  cut  up  into  i)ieces  so  as  to  expose  the  pith.  These  i>ieces  are 
I)Iacod  in  a  digester  or  rotary  containing  a  solution  of  about  fifteen  i>er  cent, 
of  caustic  soda  ;  the  stalks  are  then  cooked  for  six  hours  under  a  steam -pressure 
of  sixty  pounds  per  square  inch.  The  contents  of  the  digester  are  run  out  into  a 
vat  and  washed.  The  solids  in  the  washed  material,  namely  the  co<iked  fibers 
and  pith-cells,  are  thrown  on  a  screen  to  separate  such  portions  as  are  un- 
cooked and  are  then  run  into  a  beating-engine  provided  with  washers.  The 
washers  of  this  engine  are  covered  either  with  perforated  metal  sheets  or  with 
wire  meshes,  having  oi)enings  large  enough  to  i>erniit  the  pith-cells  to  pass 
through,  yet  small  enough  to  retain  the  fibrous  n^aterial.  The  separation  of 
the  cellulose  libers  from  the  pith-cells  is  effected  in  the  beater  by  continiKNIS 
washing  of  the  solid  materials  containe<l  therein.  The  fibrous  material  is  then 
ready  to  be  placed  upon  tlie  wet  machine  in  a  manner  familiar  to  those  mt- 
quainted  with  the  prior  art. 

The  water  containing  the  pith-cells  flowing  from  the  washer  is  aometlHMB 

surticiently  thickene<l  by  the  mass  of  pith-cells  (-(tutainHl  in  It,  to  run  directly 

onto  the  wet  machine,  and  if  it  be  not  so  thickened,  the  water  containlns  tte 

pith-cells  is  run  off  from  the  waslier  Viito  BeU\V\i%-l«Livk8  where  tbe  iiifli  Ulli 

M 
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are  allowed  to  settle.  When  they  have  settled  iu  such  tanks  sufficlentlj'  to 
give  the  needed  consistency,  familiar  to  those  skilled  iu  the  art,  the  clean 
water  is  run  off  from  the  tank  and  the  pith-cells  are  carried  to  a  wet  machine 
to  collect  them  for  subsequent  use  either,  alone,  or  together  with  the  fibrous 
portion  in  a  manner  understood  by  i^ersons  skilled  in  this  art.  This  process  re- 
quires but  a  single  cooking,  which  is  effective  to  separate  the  fibers  of  the  shell 
and  the  pith-cells,  in  the  manner,  and  with  the  result  Just  stated,  and  after  this 
process  the  pith  and  shell  fiber  and  the  pith-cells,  it  is  claimed,  are  in  a  con- 
dition ready  for  use  in  making  i)aper  without  further  treatment. 

Sherwood 'in  his  specification  states  that: 

This  invention  relates  to  an  improved  process  of  making  fiber  stock  from 
cornstalks  and  analogous  plants,  and  it  has  for  its  salient  objects,  to  provide  a 
process  whereby  two  kinds  of  characteristically  different  fiber  may  be  prac- 
tically and  effectively  sei)arate<l;  to  provide  a  process  which  may  be  carried 
on  continuously,  by  the  use  of  comparatively  simple  and  inexpensive  apparatus, 
and  without  chemically  and  physically  changing  the  character  of  the  fiber;  to 
provide  a  process  which  is  characterized  by  the  absence  of  mechanical  injury 
to  the  fiber-cells;  and  in  general,  to  provide  a  simple  and  improved  process  of 
the  character  referred  to. 

I  have  disco vertHl  that  these  two  -kinds  of  fiber  may  be  practically  and 
effectually  seimrated  by  first  cooking  the  stalks  in  a  reducing  solution  until  the 
physical  structure  of  the  plant  is  broken  down  and  the  connective  tissues  dis- 
integrated to  such  extent  as  to  free  the  two  fibers,  and  then  subjecting  the  pulp 
thus  produced  to  a  screening  oi)eration  in  which  the  fiowing  action  of  a  liquid  is 
largely  utilized  for  effecting  the  sorting  out  and  separation  of  the  two  kinds 
of  fiber. 

Sherwood's  lengthy  specification  does  not  particularly  describe  the 
reducing  solution  to  which  he  refers  nor  the  time  required  for  the 
cooking,  nor  does  he  definitely  describe  the  cooking  process.  His  en- 
tire application  treats  of  the  pr(K'ess  of  mechanical  separation  of  the 
two  fibers  after  cooking  and  all  of  his  original  claims  were  concerned 
with  the  process  of  separation  of  the  two  classes  of  cells  in  the  particu- 
lar manner  described  in  his  specification.  Some  of  his  claims  assume 
the  prior  cooking  of  the  stalks;  others  speak  of  the  art  of  making 
fiber  from  cornstalks  "  which  consists  in  cooking  the  stalks  in  a  re- 
ducing solution  until  reduced  to  a  mass  of  pulp  in  which  the  con- 
nective tissue  is  broken  down  and  the  ultimate  fiber  freed." 

In  Sherwood's  application  and  claims,  the  cooking  is  secondary, 
while  the  process  of  mechanical  separation  of  the  two  varieties  of 
cells  from  each  other  is  primarily  and  particularly  described.  Drew- 
sen  in  his  application,  from  which  we  have  quoted,  primarily  insists 
that  he  has  discovered  that  only  a  single  operation  of  cooking  is 
necessary,  instead  of  two  as  before  supposed,  for  the  disintegration  of 
the  fibers  of  th«  shell  and  ii^  ^  and  that  both  varieties  of  cells 

can  be  preserved  and  utili^  Hdy  or  together  in  making 

paper. 

Both  partiei^  mAi]«'  iirelid  filed  proofs.    Drew- 

sen,  the  t^nior  p^rty,  cMi  ^ivq«u\Aniv.^Vo  V^n^ 
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disclosed  it  to  others  and  to  have  reduced  it  to  practice  during  April, 
May  and  June,  1903,  and  his  application  was  filed  July  9, 1903.  Sher- 
wood claims  conception,  disclosure,  and  reduction  to  practice  in  Sep- 
tember, 1902.  He  filed  his  application  June  11, 1904.  The  Examiner 
of  Interferences  determined  that  Sherwood  conceived  the  invention  in 
September,  1902;  that  one  Bonfield  had  obtained  certain  knowledge 
of  it  from  Sherwood  and  had  imparted  his  knowledge  to  Drewsen  in 
June,  1903 ;  that  Drewsen  failed  to  prove  conception  of  the  invention 
prior  to  that  time  and  that  Sherwood  should  prevail  ^because  he  was 
the  first  and  only  inventor  of  the  process  in  issue. 

The  Examiners-in-Chief  and  the  Commissioner  successively  decided 
(C.  D.,  1906,  342;  124  O.  G.,  1205,)  that  neither  party  to  this  inter- 
ference had  reduced  this  invention  to  practice  prior  to  the  filing  of 
their  application  in  issue  and,  therefore,  Bonfield  had  made  no  dis- 
closure of  the  invention  to  Drewsen,  the  senior  applicant,  and  that 
really  Sherwood  failed  to  prove  a  conception  of  the  invention  at  any 
time  before  the  date  of  his  application. 

The  Commissioner  and  in  effect  the  Examiners-in-Chief  concur  in 
the  unusual  conclusion  that  neither  party  proved  conception  or  reduc- 
tion to  practice  prior  to  the  day  that  Drewsen  filed  his  application, 
and  that  Sherwood,  the  junior  party,  is  in  like  situation  and  only 
entitled  to  his  filing  date  as  the  time  of  his  conception  and  reduction 
to  practice. 

To  make  paper  from  cornstalks  and  like  stalks  was  not  novel  but 
the  paper  produced  was  not  so  desirable  commercially. 

Everybody  knew  that  a  cornstalk  was  composed  of  a  hard  shell 
outside  and  a  soft  pith  inside.  Tt  was  learned  that  the  shell  by 
chemical  cooking  under  pressure  could  be  reduced  to  long  cells  suited 
to  make  soft  and  flexible  paper,  and  that  the  pith  could  in  like 
manner  be  reduced  to  short  granular  cells  which  would  yield  a  hanl 
brittle  paper.  All  the  parties  interested  in  this  interference,  the 
])rincipals  and  witnesses,  knew  these  things. 

Sherwood  alleges  that  he  conceived  the  invention  in  the  middle  of 
September,  1002,  and  in  the  same  month  reduced  it  to  practice.  Dur- 
ing the  four  preceding  years,  Sherwood  had  been  trying  to  utilize 
cornstalks  and  had  invented  a  machine  for  mechanically  separating 
the  shell  of  the  cornstalk  from  the  pitli.  Mariner  and  Hoskin. 
chemists  whom  he  had  consulted,  had  advised  him  that  paj^er-stot^k 
could  not  be  economically  j)roduced  from  a  cornstalk  without  first 
separating  the  pith  and  that  paper-stock  can  be  produced  from  the 
shell  and  that  under  proper  treatment,  the  pith  itself  prmluces  a  sal>- 
stance  of  value  in  the  ])reparation  of  paper. 

Tt  was  then  believed  by  these  parties  that  the  stalks  could  not  l)e 
reduced  in  a  single  cooking  operation  without  destroying  the  pith- 
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cells  by  the  action  of  the  strong  chemicals  and  by  the  long  cooking 
required  to  reduce  the  hard  shell  of  the  stalk. 

Near  the  end  of  the  last-mentioned  year,  Sherwood  by  means  of 
a  company  he  had  formed,  established  an  experimental  plant  in  Chi- 
cago in  which  was  installed  his  depithing-machine  and  the  experi- 
ments looking  to  the  use  of  cornstalks  in  the  manufacture  of  paper- 
stock  and  of  paper  proceeded.  These  experiments  were  made  with 
the  depithed  shell  and  the  pith  also,  to  discover  the  possibilities  in 
the  fiber  and  in  the  pith,  of  producing  paper-stock.  In  addition  to 
the  depithing-machine,  a  rotary  digester,  a  beating-machine,  a  screen, 
a  stuff-chest,  and  a  wet  machine  in  conjunction  with  a  boiler  and  a 
gas-engine  were  installed.  In  making  experiments  on  the  shell  fiber 
to  which  the  pith  adhered,  Sherwood  observed  that  the  pith-cells 
washed  out  with  the  wash-water  and  he  proceeded  so  far  as  to  allow 
the  pith-cell  to  settle  and  from  some  of  these,  collected  by  means  of 
a  hand-screen,  he  made  a  rough  sheet  of  paper.  Sherwood  regretted 
the  waste  of  these  pith-pells  and  endeavored  to  make  use  of  them  in 
Ihe  fall  of  1902. 

That  Sherwood  had  observed  the  pith-cells  were  carried  off  with 
the  waste  water  and  that  he  collected  these  escaping  pith-cells  oc- 
casionally and  made  them  into  sheets  of  paper  on  a  hand-screen  is 
corroborated  by  Bonfield,  Brand,  and  Miller,  all  fair  and  intelligent 
witnesses.  This  treatment  of  the  subject-matter  by  Sherwood  would 
appear  to  be  almost  the  conception  of  the  invention  by  him,  but  other 
considerations  determine  us  to  concur  with  the  two  higher  tribunals 
of  the  Patent  Office  that  neither  Sherwood  or  any  one  else  at  the  Chi- 
cago experiment  plant  at  any  time  clearly  appreciated  the  process, 
the  disclosure  of  which  in  the  application  of  Drewsen  constitutes 
the  invention  of  this  issue. 

Ou  December  1,  1902,  Sherwood  filed  an  application  which  re- 
sulted in  a  patent.  It  is  true  that  this  application  was  a  division 
of  an  application  filed  in  October,  1901,  but  it  was  executed  by  Sher- 
wood several  months  after  he  alleges  he  had  conceived  the  invention 
and  it  related  to  the  same  subject-matter  and  he  urged  the  importance 
of  separating  the  pith  from  the  fibrous  portion  of  the  stalk  as  far 
as  practicable  before  subjecting  either  to  chemical  treatment  or  dis- 
integration, and  proceeded  to  show  that  the  pith  and  fibrous  parts  of 
the  stalk  so  separated  may  be  treated  separately  in  digesters  or  boilers 
and  after  such  digestion,  reunited  if  desired  producing  a  product  of 
value  not  to  be  obtained  by  dissolving  both  together  in  the  first  in- 
stance. This  patent  further  stated  that  if  less  heat  bt>  used  more  time 
or  a  stronger  solution  would  be  required,  and  among  other  things, 
that  the  treatment  of  the  pith  must  be  gentler  than  that  required  for 
the  proper  digestion  of  the  shell  fiber.  No  stress  is  laid  upon  the 
collecting  of  pith-cells  after  the  cooking  of  the  st^Ak-^'^j!^.-  ^\xs^'^^>s. 
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is  given  only  to  the  separation  of  the  shell  and  pith  by  machine  and 
the  separate  cooking  of  the  pith. 

Bonfield,  working  under  Sherwood's  direction,  at  the  end  of 
December,  1902,  says  that  when  the  pith  was  treated,  the  shell  fiber 
was  screened  away  and  recooked.  It  is  significant  that  neither  Sher- 
wood nor  his  witnesses  testify  that  they  washed  out  the  pith-cells 
from  the  shell  fiber  after  a  single  cooking,  yet  Sherwood  now  claims, 
that  he  then  knew  that  more  than  one  cooking  was  unnecessary  to 
satisfactorily  separate  the  pith-cells  from  the  fiber-cells  of  the  corn- 
stalk and  early  in  1903,  Sherwood's  letters  show  that  his  main  reliance 
was  upon  the  use  of  the  depithing-machine ;  that  he  sought  a  mechan- 
ical depithing  of  the  stalks  by  the  machine,  instead  of  a  chemical  sep- 
aration by  cooking  with  chemical  agents. 

Sherwood  had  learned  that  the  pith-cells  must  be  removed  for  they 
caused  the  paper  produced  to  be  hard  and  stiff  and  unsuited  for  com- 
mercial use,  and  that  if  the  pith-cells  were  eliminated,  the  fibrous 
material  of  the  stalk  would  produce  a  paper  white  and  soft.  When  it 
was  found  Sherwood's  depithing-machine  did  not  remove  all  of  the 
pith,  and  that  the  remaining  pith  when  cooked  with  the  stalk,  pro- 
duced samples,  even  after  the  pulp  was  washed  to  remove  the  pith- 
cells,  still  unsatisfactory,  experiments  were  continued.  Wallace,  an 
expert  in  paper-mill  work  as  an  engineer,  was  called  in  and  being 
shown  samples  of  paper  made  in  October,  1902,  dissuaded  Sherwood 
and  his  companions  from  building  mills  until  more  satisfactory 
results  had  been  obtained,  and  at  his  instance  the  company  employed 
Drewsen  whom  AValhice  reconunended  as  his  friend  and  as  an  ex- 
pert in  the  chemistry  of  pulp  and  i)aper  making.  About  Xovember, 
1902,  Drewsen  first  met  Sherwood  in  Chicago  and  thereafter  Drewsen 
and  AVallace  coiiperated  with  Sherwood  in  tiying  to  raise  capital  to 
use  the  invention  so  far  as  it  had  advanced.  These  efforts  did  not 
succeed. 

If  Sherwood  at  this  time  had  fully  appreciated  that  the  pith  r.nd 
shell  of  the  cornstalk  could  have  been  separated  by  a  single  cooking 
operation  and  that  the  two  varieties  of  cells  could  l>e  separately  col- 
lected and  used  either  alone  or  together  to  produce  paper-sto(*k.  it 
is  exceeding  strange  that  with  the  experiment  plant  and  all  needed 
apparatus  at  hand  and  while  he  was  daily  investigating  in  order  to 
produce  paper  commercially,  that  he  should  have  been  content  with 
now  and  then  producing  a  single  piece  of  paper  upon  a  hand-mold 
and  that  while  he  was  collecting  small  quantities  of  pith-cells,  pro- 
ceeding from  the  oj)eration  of  the  mechanical  depithing,  and  the  two 
separate  cooking  operations,  upon  which  he  relied  in  Chicago  he 
still  continned  to  rely  upon  the  same  process  until  after  the  , 
Drewsen's  application. 
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Late  in  April,  1903,  Drewsen,  Sherwood,  and  Bonfield  went  to  the 
Warren  mills  in  Maine  and  industriously  experimented  until  the 
end  of  May  in  that  year  when  Sherwood  and  Drewsen  went  togetlier 
to  New  York  to  interest  capitalists  in  the  scheme,  leaving  Bonfield  to 
carry  on  further  experiments  at  the  Warren  mills  and  to  use  up  a 
quantity  of  raw  material  that  remained  on  hand.  The  experiments 
at  the  Warren  mills  were  carried  on  under  Drewsen's  directions,  all 
three  of  these  visitors  directing  their  efforts  to  perfect  the  paper-mak- 
ing from  the  cornstalk.  Before  Drewsen  went  to  Warren  mills  and 
in  April,  1903,  Drewsen  had  filed  an  application  in  which  he  had 
described  a  process  requiring  two  cookings  of  a  stalk. 

This  patent  was  afterward  granted.  In  it  Drewsen  states  that  the 
fchell  when  treated  with  caustic  soda  and  sulfurous  acid  and  lime, 
yields  a  large  proportion  of  fibers  which  are  adapted  for  paper- 
making,  producing  an  opaque  sheet  of  paper.  The  pith  on  the  other 
hand  when  treated  with  the  same  substances 'disintegrates  into  cells 
and  the  sheet  of  paper  produced  is  transparent  resembling  parch- 
ment-paper. He  says  the  shell  requires  a  stronger  cooking  liquor 
and  a  longer  time  than  is  required  in  cooking  the  pith.  He  proposes 
separating  the  shell  from  the  pith  mechanically  and  cooking  thorn 
apart  in  caustic-soda  solutions  of  different  strength  and  thereafter 
uniting  them  in  the  proportions  desired.  The  patent  states  that  the 
split  pieces  of  cornstalk  were  digested  in  a  solution  so  weak  that 
only  the  pith  became  disintegrated  and  the  shell  only  partially  so. 
The  partly-cooked  shells  were  then  to  be  separated  from  the  pith- 
cells  and  carried  to  a  second  digester  to  l)e  cooked  in  a  stronger  solu- 
tion so  as  to  yield  the  fibrous  material  in  the  shell.  This  method 
was  tried  at  Warren  mills  and  the  success  was  a  qualified  one.  Bon- 
field submitted  a  report  of  all  the  experiments  at  AVarrcMi  mills. 
Few  of  the  experiments  recorded  throw  light  upon  the  controversy 
here.  After  Sherwood  and  Drewsen  went  away  together,  Bonfield 
in  June,  1903,  wrote  two  letters  to  Drewsen  which  the  appellant 
insists  disclosed  this  invention  to  Drewsen,  whicli  invention  Bonfield 
sincerely  believes  Sherwood  had  imparted  to  him.  Tn  neither  one 
of  these  letters,  nor  in  the  record  of  all  the  tests,  do  we  find  any 
definite  information  concerning  the  collection  of  the  pith-cells.  The 
paper  produced  by  eliminating  pith-cells  steadily  improved  and  in 
one  of  the  later  reports  it  is  said  that  after  washing  twenty  hours, 
they  washed  away  as  much  pith  as  possil)le  and  it  was  remarked  that 
"  the  pith  settled  quickly  making  it  possible  and  practicable  to  save 
it."  In  none  of  these  experiments  is  it  recorded  that  the  pith  was 
actually  saved  or  that  it  was  proved  that  it  was  in  condition  for  mak- 
ing piipun  yet  the  issue  we  are  considering  requires  that  the  pith- 
eell  shall  !>(■  KilK-cted  and  shall  be  in  condition  for  making  \\*^\^x\ 
lliL'refore  it  is  clear  that  none  of  these  ex\>evm\ex\ls  cvsiw\i^\v^^  ^^^ 
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constitute  a  reduction  to  practice  of  the  process.  We  have  said  that 
Sherwood  almost  but  not  quite  attained  the  conception  of  this  inven- 
tion. It  is  significant  that  while  they  were  together  seeking  the 
same  result  and  were  most  friendly,  Sherwood  did  not  disclose  the 
invention  to  Drewsen.  Before  they  departed  from  Warren  mills, 
Drewsen  appears,  as  an  experienced  chemist,  to  have  lost  faith  in  the 
mechanical  separation  of  the  two  kinds  of  cells  and  to  have  gained 
increasing  confidence  in  his  power  to  separate  them  by  chemical 
cooking,  but  we  are  convinced  that  Drewsen  at  that  time  also  failed 
to  conceive  and  reduce  to  practice  this  invention;  that  he  narrowly 
missed  it  but  still  failed  to  achieve  a  "  reduction  to  successful  prac- 
tice." All  of  the  experiments  in  Chicago  and  in  Maine  are  fully  and 
fairly  stated  by  intelligent  and  honest  witnesses  and  after  carefully 
examining  the  long  record,  we  concur  with  the  Commissioner  of  Pit- 
ents  that  there  is  a  want  of  satisfactory  evidence  that  any  one  at  any 
time  conceived  the  invention  and  there  is  no  evidence  that  either  of 
the  applicants  had  reduced  it  to  practice  when  at  the  end  of  May, 
Sherwood  and  Drewsen  left  the  Cumberland  mill. 

Counsel  for  appellant  say  that  it  was  impossible  that  both  parties 
in  some  way  could  be  led  to  file  applications  for  an  invention  which 
neither  of  them  had  conceived.  We  need  not  curiously  inquire  how 
Drewsen  finally  came  upon  the  invention  first  disclosed  by  his  appli- 
cation. AA^e  agree  with  the  Commissioner  that  while  the  witnesses 
thought  Sherwood  disclosed  the  invention  to  them,  he  fell  short  of 
disclosure  of  that  which  he  liad  nearly  found.  Not  only  what  he  said 
but  all  that  lie  did  fell  short  of  this  invention:  apparently  it  eluded 
him  while  he  still  pursued  mechanical  devices  for  depithing  and  sepa- 
rating the  two  kinds  of  cells. 

It  happened  that  Bonfield  remained  to  use  up  the  material  on  hand. 
Both  applicants  contend  that  Bonfield  reduced  the  invention  to  prac- 
tice in  June,  100»1  Had  he  done  so,  it  might  be  very  difficult  to 
say  to  whose  advantage  Bonfield's  achievement  accrued,  but  as  we 
concur  with  the  two  highest  tribunals  of  the  Patent  Office  in  saying 
that  Bonfield's  successors  fell  short  of  a  reduction  to  suc(*essful  prac- 
tice, we  quite  end  the  discussion  on  this  point.  AA'^e  cannot  agree  with 
the  parties  although  upon  this  point  they  agree  with  each  other.  We 
must  concur  with  the  two  tribunals  just  mentioned. 

Reduction  to  practice  must  produce  something  of  practical  use 
coupled  with  a  knowledge,  preferably  by  actual  trial,  that  the  thing 
will  work  practically  for  the  intended  purpose.  The  conception  may 
give  rational  hopes  of  future  fulfilment  of  the  purpose  at  v»iiich  it 
aims,  but  if  as  a  matter  of  practice  it  falls  short  of  success,  it  is  not 
a  sufficient  reduction  to  practice.  Complete  invention  amounts  to 
demonstration.  AAlien,  as  in  this  case,  it  had  not  quite  passed  beyond 
experiment  and  had  not  quit«  viltaiued  certainty  and  had  fallen  short 
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of  demonstrating  the  capacity  of  the  invention  to  produce  the  de- 
sired result,  the  invention  itself  was  still  inchoate.  These  parties 
sought  certainty  but  they  had  not  attained  certainty  beyond  all  con- 
jecture, which  certainty  the  law  requires.  (See  McKenzie  v.  Cum- 
minga,  C.  D.,  1904,  683;  112  O.  G.,  1481;  24  App.  D.  C,  140;  Hun- 
ter  V.  Stikeman,  C.  D.,  1898,  564;  85  O.  G.,  610;  13  App.  D.  C,  219; 
CoHin  V.  Ogden,  5  O.  G.,  270;  18  Wall.,  124.) 

In  Maine  a  great  advance  was  made  beyond  the  Chicago  experi- 
ment for  in  the  former  place  the  escape  of  the  pith-cells  was  more 
fully  observed  and  the  significant  fact  that  they  were  not  destroyed 
by  the  cooking  and  the  idea  that  it  was  feasible  to  collect  them  for 
subsequent  use  was  in  the  minds  of  all  the  persons  engaged  in  these 
experiments.  But  the  result  of  all  the  experiments  was  that  by  one 
cooking,  the  pith-cells  and  shell  fibers  could  be  so  separated  that  pith- 
cells  could  be  entirely  washed  away  if  it  was  desired  to  make  soft 
sheets  of  paper.  This  court  has  often  said  that  satisfactory  evidence 
of  reduction  to  practice  must  embrace  all  the  elements  of  the  issue 
and  must  leave  nothing  to  inference,  since  no  one  of  these  elements 
can  be  determined  to  be  subordinate  and  immaterial.  {Blackford  v. 
wader,  C.  D.,  1903,  567;  104  O.  G.,  578;  21  App.  D.  C,  10;  RoUn- 
8on  V.  Seelinger,  C.  D.,  1905,  640;  116  O.  G.,  1735;  25  App.  D.  C, 
240.) 

This  process  of  preparing  the  materials  for  paper-making  from 
cornstalks  and  the  like,  required  the  collecting  of  the  fibrous  mate- 
rials and  the  pith-cells  substantially  as  described.  When  it  was  that 
Drewsen  attained  a  complete  conception  of  the  invention  the  record 
fails  to  show.  The  tribunals  of  the  Patent  Office  all  agree  that  the 
four  claims  in  Drewsen's  application,  which  Sherwood  adopted,  con- 
stitute invention  and  the  filing  of  his  application  by  a  familiar  rule 
constitutes  a  constructive  reduction  to  practice  of  the  invention  and 
of  every  element  of  it  and  since  Drewsen  is  the  senior  party  we  concur 
with  the  Commissioner  that  Drewsen  is  the  prior  inventor. 

The  decision  of  the  Commissioner  of  Patents  in  this  case  must 
therefore  be  a-fffrmed  and  the  clerk  of  this  court  will  certify  this  de- 
cision and  opinion  to  the  Commissioner  of  Patents  in  accordance  with 
law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Woods  v.  Poor. 

Decided  April  2,  1901. 
(130  O.  G.,  1313.) 

INTEBFERENCE — PRIORITY — DILIGENCE — CIRCUMSTANCES  TO   BE  CONSIDERED. 

There  is  no  arbitrary  rule  or  standard  by  which  dilifcence  may  be  meas- 
ured.    The  sole  oi)ject  of  the  law  being  to  mete  out  \>afe  IxjANfe'aX.  \x«»»»kc^ 
of   Justice,  each    cast*  must    be  considered    and  deeVded  Nxi   >i>afe  XVfioX   ^*^ 
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the  circumstances  of  that  case.  The  nature  of  the  invention,  the  sltuatioo 
of  the  inventor,  the  length  of  time  intervening  between  coDception  and  re- 
duction to  practice,  the  character  and  reasonableness  of  the  inventor*! 
testimony  and  that  of  his  witnesses  are  all  Important  factors  in  deter- 
mining the  question  of  diligence 
2.  Same — Same — Same. 

Where  on  October  24,  1903,  twenty-three  days  after  his  conceptlOD  of 
the  invention,  Woods  left  the  company  by  which  he  liad  been  empli^ed 
to  embark  in  business  on  his  own  account,  and  during  this  period  had  made 
a  blackboard  drawing  of  the  invention  and  frequently  discussed  with  one 
Jacob,  who  was  skilled  in  the  art,  the  possibility  of  overcoming  certain 
criticism,  and  where  after  establishing  his  own  business  he  employed  said 
Jacobs  and  resumed  the  consideration  of  these  defects,  and  while  be  did 
not  eventually  modify  his  device,  but  filed  his  application  January  27, 
1904,  Held  lie  was  not  lacking  in  diligence,  and  priority  was  awarded  to 
him  over  Poor,  who  reduced  his  invention  to  practice  by  filing  his  applica- 
tion December  17,  1903. 

J/r.  George  ir.  Rea  and  Mr.  C.  S.  Pickard  for  Woods. 

Mr.  Thomas  F.  Sheridan,  Mr.  Charhs  F.  Fitts,  and  Mr.  Welter 

A.  Scott  for  Poor. 

RoBB,  /.; 

This  is  an  appeal  in  an  interference  case  from  the  decision  of  the 
Commissioner  of  Patents.     {Ante,  12 ;  126  O.  G.,  391. 

The  counts  of  the  issue  disclose  the  structure  of  the  invention,  and 
read  as  follows: 

1.  A  side  bearing  for  railway-cars  comprising  a  casing  or  shell  which  has 
K0i)enIngs  In  its  top  and  bottom  and  a  roller  in  said  shell  adapted  for  rolling 
contact  thronph  said  openings  with  hearing-surfaces;  said  casing  or  shell  being 
provided  with  tracks  located  in  i)Osltion  to  supiwrt  the  roller  when  the  latter 
is  below  and  frtn*  from  the  upper  bearing-surface  and  the  said  roller  having 
free  niov(»nient  in  the  shell  both  endwise  of  the  latter  and  vertically  with 
respect  to  said  tracks. 

2.  A  side  bearing:  for  railway-cars  comprising  a  casing  or  shell  which  has 
openings  in  its  top  and  bottom  and  a  roller  in  said  shell  adapted  for  roUing 
contact  through  siiid  oiKMiings  with  bearing-surfaces  and  provided  with  trun- 
nions at  its  ends:  said  casing  or  shell  having  Inwardly-extending  flanges  form- 
ing tracks  which  are  located  in  iK)sitlon  to  engage  the  said  trunnions  when  the 
roller  is  below  and  free  from  tlu^  upward  bearing-surface,  and  the  said  roller 
having  free  movement  In  the  shell  both  endwise  of  the  latter  and  vertically  with 
resiKVt  to  the  sjiid  track. 

3.  In  a  device  of  the  class  described,  the  combination  with  a  suitable  roller, 
having  oppositely-extending  gudginms,  ol  a  box  <»i>en  at  the  top  to  receive  the 
roller  and  having  a  longltudinally-slotttMl  bottom  through  which  the  roller' 
projects,  there  being  Inwardly-extending  side  tianges  on  the  box  to  limit  the 
downward  movement  of  the  roller,  and  a  cover  for  the  box,  sei>arately  formed 
and  adaptcHl  to  furnish  an  upper  tread  for  the  roller. 

All  the  tribunals  of  the  Patent  Office  concur  in  awarding  priority 
of  invention  to  Poor,  the  senior  party,  on  the  sole  ground  that  Woods, 
Oie  junior  party,  although  first  to  conceive  the  invention,  was  lacking 
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in  diligence.    The  Commissioner,  however,  in  his  opinion  states  that 
the  question  "  is  not  entirely  free  from  doubt." 

Counsel  for  appellee,  with  commendable  fairness  and  conciseness, 
thus  state  the  case : 

Fortunately,  there  is  no  serious  dispute  as  to  most  of  the  facts  in  the  case, 
since  the  dates  of  invention  of  both  imrties  are  practically  admitted.  It  Is  not 
disputed  that  Woods  was  the  first  to  conceive  the  invention  which  forms  the 
Bubject-matter  of  the  interference,  and  this  conception  was  on  September  16, 
1908,  on  which  day  Woods  made  the  disclosure  of  his  invention  to  others.  It  is 
not  disputed  that  Woods  reduced  his  invention  to  practice  constructively  by  the 
filing  of  his  application  on  January  27,  1904. 

It  is  conclusively  estabiished  by  the  record  that  Poor  conceived  the  invention 
within  a  day  or  two  of  November  1,  1903,  and  this  date  is  not  seriously  con- 
tested. Poor  reduced  his  invention  to  practice  on  December  17,  1903,  by  the 
filing  of  his  application. 

The  facts  are,  therefore,  that  Woods,  though  the  first  to  conceive,  was  the  last 
to  reduce  to  practice;  and  that  Poor  conceived  and  reduced  to  practice  In  the 
interval  between  Woods's  conception  and  reduction  to  practice. 

Under  these  circumstances  the  burden  of  proof  is  placed  upon  Woods  of  show- 
ing eitlier  that  at  the  time  of  Poor's  conception  he.  Woods,  was  actively  engaged 
in  reduction  to  practice  of  his  own  conception  and  that  this  activity  continued 
until  his  own  reduction  to  practice,  or  of  showing  some  sufficient  excuse  for  his 
delay  in  reducing  to  practice. 

It  is  apparent,  therefore,  that  the  only  question  here  involved  is 
whether  Woods  was  using  reasonable  diligence  in  adapting  and  per- 
fecting his  invention  just  prior  to  November,  1903,  the  date  his  com- 
petitor entered  the  field,  and  continued  such  diligence  to  the  time  of 
filing  his  application  January  27, 1904.  It  is  perhaps  not  inappropri- 
ate at  the  outset  to  state  what  has  many  times  been  stated  that  there 
is  no  arbitrary  rule  or  standard  by  which  diligence  may  be  measured. 
The  sole  object  of  the  law  being  to  mete  out  the  fullest  measui*e  of  jus- 
tice, each  case  must  be  considered  and  decided  in  the  light  of  the  cir- 
cumstances of  that  case.  The  iiatiu'e  of  the  invention,  the  situation 
of  the  inventor,  the  length  of  time  intervening  between  conception 
and  reduction  to  practice,  the  character  and  reasonableness  of  the  in- 
ventors testimony  and  that  of  his  witnesses,  are  all  important  factors 
in  determining  the  question  of  diligence.  And,  where  the  facts  are 
admitted,  and  a  mere  question  of  law  is  involved,  the  court  .will  not 
hesitate  to  reverse  the  judgment  appealed  from  if  convinced  that  an 
erroneous  conclusion  was  reached.  {O'Cofmell  v.  Schmidt,  C.  D., 
1906, 662 ;  122  O.  G.,  20G5 ;  27  App.  D.  C,  77.) 

The  record  in  this  case  discloses  that  the  appellant.  Woods,  is  by 
profe^on  a  mechanical  engineer  and  something  over  thirty  yeai's  of 
age;  that  he  was  vice-president  and  manager  of  the  Kindl  Car  Truck 
Company  of  Chicago,  III,  from  February,  1898,  to  October  24,  1903, 
at  which  time  owing  to  differences  arising  between  the  president  of 
that  company,  Samuel  W.  McMunn,  and  him^li  a?>  lo  \i>cv^  ^ymv^vsvv 
of  profits  arising  {rom  sales  of  roller-bearings  emJcyoda^SL  \w  ^^\ss>^ 


654      DECISIONS  OF  THE  UNITED  STATES  COURTS  IN  PATENT  CASES. 

No.  703,148,  which  was  issued  to  said  Woods  and  McMunn,  he  sev- 
ered his  connection  with  the  company.  During  Woods's  incumbency 
as  vice-president  the  company  had  been  manufacturing  roller-bear- 
ings under  said  patent.  Woods  soon  after  leaving  the  company  em- 
barked in  the  railway  supply  business  on  his  own  account,  in  which 
business  he  continued  during  the  remainder  of  the  period  covered  by 
this  controversy.  On  September  15,  1903,  while  at  St  Louis,  he  con- 
ceived this  invention  and  made  a  drawing  of  the  same  with  a  written 
explanation  on  the  reverse  side  thereof.  This  drawing,  even  with- 
out the  explanation,  fully  and  completely  discloses  the  device.  He 
returned  to  Chicago  that  night,  taking  the  drawing  with  him,  and  the 
next  day  showed  it  to  J.  M.  McConahey,  an  attorney,  and  to  John 
Jacob,  who  was  the  draftsman  and  superintendent  of  mechanical 
work  for  the  Kindl  Company,  and  skilled  in  the  art.  Each  of  these 
gentlemen  signed  their  names  as  witnesses  on  the  reverse  side  of  the 
sketch.  Immediately  following  this  Woods  discussed  his  discovery 
with  Jacob,  who  was  in  his  room  daily.  Large  sketches  wei:e  made 
upon  a  blackboard  in  Woods's  office,  and  details  of  the  idea  were  dis- 
cussed. Jacob  appears  to  have  made  certain  objections  and<criticisms 
to  the  device  as  outlined,  the  result  being,  as  Woods  says,  "  that  he 
endeavored  to  think  of  some  means  to  overcome  this  criticism."  The 
drawings  remained  upon  the  blackboard  for  several  weeks,  and  fre- 
quent, discussions  continued  to  be  had  with  Jacob  concerning  them. 
Woods  had  very  limited  capital  in  which  to  embark  in  business  for 
himself,  and  appears  to  have  been  very  busy  with  many  matters  im- 
mediately after  leaving  the  Kindl  Company.  On  October  24,  1903. 
Jacob  severed  his  connection  with  the  Kindl  Company  and  engaged 
with  Woods.  Discussions  as  to  the  possibility  of  perfecting  the  de- 
vice were  again  had.  Woods,  in  his  testimony,  speaking  of  these  dis- 
cussions, said: 

I  had  almost  constantly  in  mind  the  question  of  overcoming?  the  objections  re- 
ferred to  before,  made  by  Mr.  Jacob.  I  myself  and  alone,  as  well  as  together 
with  Mr.  ^acob,  frequently  went  over  those  matters  in  the  endeavor  to  overcome 
Mr.  Jacob's  objections,  but  I  was  unable  to  do  so. 

On  cross-examination  he  was  asked: 

Q.  Then,  between  September  15,  1003,  and  January  27,  1904.  all  the  physical 
work  done  by  you  toward  develoi)ing  this  invention  was  limited  to  the  black- 
board sketclies  which  you  have  referred  to  in  your  direct  examiiiation ;  is  not 
that  true? 

A.  No,  sir;  Mr.  Jacob  and  I.  as  well  us  myst>lf  alone,  held  numerous  conversa- 
tions which  undoubtedly  Involved  our  making?  a  number  of  sketches  all  looking 
to  the  overcoming  of  the  objections  of  Mr.  Jacob  before  referre<l  to  by  me,  and 
which  objections  I  believed  to  be  well  founded. 

Woods  is  fully  corroborated  hy  Jacob.  In  answer  to  a  question  as 
to  what  was  done  by  AVoods  after  he  had  exhibited  the  sketch  of  Sep- 
ember  15,  Jacob  said: 
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We  laid  out  details  of  this  sketch  on  a  blackboard  with  chalk.  This  black- 
board was  in  Mr.  Woods*s  office,  and  we  looked  his  drawings  on  the  blackboard 
over,  with  a  view  of  more  clearly  finding  the  objections  and  remedies  that  could 
be  made  to  overcome  the  weak  construction  to  which  I  have  referred. 

Ho  also  testified  that  the  drawings  remained  on  the  blackboard  for 
two  or  three  weeks,  and  that  whenever  he  was  in  Woods's  office  they 
"  discussed  some  points  in  reference  to  the  drawings  on  the  board  ;■' 
and  that  the  matter  was  discussed  several  times  after  he  entered 
Woods's  employ.  In  answer  to  the  question,  whether  Woods  ever 
succeeded  in  devising  any  means  for  overcoming  the  objections  urged, 
witness  said : 

Mr.  Woods  advocated  ribs  and  lugs  to  strengthen  the  sides,  and  we  also  dls- 
cussed  the  possibilities  of  using  different  kinds  of  metal;  that  is,  we  looked  into 
the  merits  of  making  the  device  either  in  steel  or  malleable  iron,  or  cast-iron, 
and  tried  to  arrive  at  a  definite  conclusion  which  of  these  difl'ereut  materials 
would  make  the  best  device,  either  from  a  mechanical  or  commercial  stand[>oint. 

The  record  discloses  that  Poor  entered  the  employ  of  the  Kindl 
Company  October  24,  1903,  and  that,  as  heretofore  stated,  he  con- 
ceived the  invention  in  issue  about  November  1,  1903. 

On  this  record  we  think  Woods  entitled  to  a  judgment  of  priority. 
There  is  no  doubt  whatever  that  his  date  of  conception  antedates 
Poor's  by  a  month  and  a  half.  There  is  no  doubt  that  w  hen  he  con- 
ceived the  invention  he  fully  realized  and  appreciated  the  value  of 
his  discovery,  a^  he  w^as  highly  skilled  in  the  art,  and,  moreover,  took 
immediate  steps  to  fully  explain  his  discoverj'^  to  others  to  obtain  in- 
dubitable evidence  of  having  done  so.  Only  twenty-three  days  inter- 
vened between  the  date  of  his  return  from  St.  Tx)uis,  where  he  con- 
ceived this  invention,  and  the  date  of  his  leaving  the  Kindl  Company. 
During  that  time  he  and  Jacob  had  almost  daily  discussions  as  to  the 
possibility  of  overcoming  the  criticisms  which  Jacob  had  made.  Stress 
is  laid  on  the  fact  that  no  models  were  made.  We  attach  no  impor- 
tance to  this  fact,  because,  owing  to  the  nature  of  the  device,  the 
blackboard  drawings  answered  the  same  purpose.  They  enabled  these 
two  men  highly  skilled  in  the  art  as  they  were  to  consider  and  criticise 
and  endeavor  to  perfect  the  device.  Tliat  they  did  not  succeed  in  fur- 
ther perfecting  it  should  not  redound  to  Woods's  disadvantage,  for 
the  reason  that  the  law  does  not  require  that  the  one,  who  first  con- 
ceives a  practical  invention,  shall  perfect  it  thereafter  to  such  an  ex- 
tent that  it  is  better  tlian  the  invention  of  others  who  subsequently 
entef'  the  field.  All  the' law  requires  is  that  the  first  to  conceive  shall 
be  using  reasonable  diligence  in  endeavoring  to  perfect  and  adapt  his 
invention  when  his  rivals  enter  the  field. 

We  have  heretofore  had  occasion  to  remark  that  the  law  encourages  such 
delay  as  is  required  to  test  the  thoroughness  and  utility  of  supposed  inven- 
tiooB,  and  to  prevent  the  Patent  Oflace  from  being  overloaded  wWXi  «c^^\V»XV3ra» 
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for  patent  for  crude  and  incomplete  devices.     (Griffin  v.  Swenson,  C.  D.,  1890, 
440;  89  O.  G.,  910;  15  App.  D.  C,  135,  142.) 

Soon  after  Woods  severed  his  connection  with  the  Kindl  Company 
he  secured  the  services  of  Jacob,  and  they  both  testified  that  Woods's 
invention  again  became  the  subject  of  discussion.  Of  course,  we  do 
not  mean  to  say  that  mere  casual  discussion  would  alone  be  sufficient 
to  show  diligence,  but  we  think  the  evidence  in  this  case  shows  much 
more.  It  must  be  remembered  also  that  pnly  three  weeks  elapsed 
between  the  time  Woods  left  the  Kindl  Company  and  the  time  Poor 
entered  the  field,  and  that  Woods,  just  having  embarked  in  business 
on  his  own  account,  was  busy  adjusting  himself  to  new  conditions. 
Nevertheless,  this  invention  appears  to  have  received  consideration 
for  he  secured  the  services  of  the  man  who  had  pointed  out  its  defects, 
and  immediately  resumed  the  discussion  of  those  defects  and  the 
possibility  of  overcoming  them.  The  delay  in  this  case  was  less 
than  the  delay  in  O'^Connell  v.  Schmidt^  supra^  and  the  facts  in  the 
two  cases  are  quite  similar.  \Miat  was  said  in  that  case,  therefore, 
applies  to  this. 

Taking  into  consideration  the  nature  of  the  invention,  the  circum- 
stances surrounding  him  at  the  time,  the  comparatively  short  time 
between  his  date  of  conception  and  the  date  Poor  entered  the  field, 
his  promptness  in  filing  his  application  thereafter,  and  the  fact  that 
reduction  to  practice  was  constructive  and  not  actual  in  each  case, 
we  conrhide  that  Woods  has  shown  that  degree  of  diligence  which 
the  hnv  requires,  and  that  he  is  justly  entitled  to  the  fruits  of  his 
discovery. 

The  decision  of  the  Comniis^^ioiier  of  Patents  will,  therefore,  be 
reversed,  with  directions  to  the  clerk  of  this  court  to  certify  this 
opinion  to  the  Commissioner  of  Patents,  according  to  law.     Recersed. 


[Court   oi  Appp.iU  of  tho  District  of  Columbia.] 

MrCOKMKK    r,   HaLLWUOD. 

Drcidrd  Jtntr    ',,  IHOl. 

(i:jO  (>.  c;.,  J  187.) 

Interferknce — Priority — REnrcTioN  to  Tractke — TiOxo  Delay. 

Wln'iT  tho  ovidcMico  satisfnctnrilv  shows  that  Hallwood  eonstnicted  a 
inaohiiu*  cmlxHlyhi;:  tho  in  volition  in  issne  and  siiccessfnlly  oi>erated  it 
luoro  than  tivo  yoars  prior  to  tho  filing  of  his  application  and  that  several 
niac'hinos  woro  afterward  const rncte<l  and  sent  to  various  imrts  of  the 
T'nito<l  States.  Ildd  that  those  acts  should  not  ho  considered  merely  as  evi- 
dence of  an  ahandoned  exi)orinieiit,  hut  as  ovidtMice  of  a  rcHluctlon  to 
practice,  althonjch  oth(»r  machines  w(M*e  hnilt  emhodyinj:  an  older  form  of 
device  for  ])erforming  the  ^iwuvi  Iwuvitlou,  where  it  api>ear8  that  the  old 
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devices  satisfactorily  performed  the  desired  function  in  ordinary  use  and 
that  they  were  so  made  in  order  to  dispose  of  old  materials  then  on  hand. 

Mr.  Frank  Parker  Davis  and  Mr.  J.  B.  Haywood  for  the  appellant 
Mr.  Paul  A.  Staley  for  the  appellee. 

McCoMAS,  J.: 

The  subject-matter  of  the  issue  involved  in  this  appeal  found  in  the 
counts  of  this  interference  from  eight  to  sixteen,  inclusive,  and  relates 
to  means  for  preventing  the  overthrow  of  the  adding-wheels  in  a 
cash-register.    These  counts  are  as  follows: 

8.  The  combination  with  a  toothed  wheel,  a  pivoted  lever,  a  pawl  on  said  lever 
for  turning  said  wheel,  an  angular  locking-lever  also  carried  on  the  pivoted 
lever  and  normally  engaging  the  pawl  to  lock  the  same  into  engagement  with  the 
wheel,  and  means  movable  into  contact  with  said  locking-lever  after  the  pawl 
has  come  to  rest  to  release  the  pawl  from  the  wheel. 

9.  In  a  cash-register  of  the  class  described,  the  combination  with  a.  register- 
ing mechanism,  of  operating-levers  for  the  same,  operating  pawls  mounted  on 
said  levers,  locking  bell-cranks  mounted  on  said  levers  and  each  formed  with  an 
extended  arm,  movable  tripping  devices  for  said  bell-cranks  adapted  to  contact 
with  the  extended  arms  no  matter  what  positions  the  operating-levers  may  have 
assumed. 

10.  In  a  cash-register,  the  combination  with  a  register  comprising  a  series  of 
wheels,  of  a  series  of  levers,  pawls  mounted  on  said  levers,  locking  devices  for 
said  pawls  also  mounted  on  said  levers,  an  Independent  rock-frame  arranged  to 
lock  said  pawls  to  the  wheels,  means  connecting  said  frame  to  the  movable 
parts  of  the  machine  and  means  for  connecting  the  locking  devices  to  said  mov- 
able parts  of  the  machine. 

11.  In  a  cash-register  the  combination  with  a  register  comprising  a  series  of 
wheels,  of  operating-levers,  pawls  mounted  on  said  levers  and  engaging  said 
wheels,  locking  devices  mounted  on  said  levers  and  engaging  said  pawls  and 
formed  with  oi)erating  extensions,  and  movable  means  Independent  of  the  levers 
and  continuously  in  position  for  actuating  said  extension. 

12.  In  a  cash-register  the  combination  with  a  register  comprising  a  series  of 
wheels,  a  series  of  levers,  pawls  mounted  on  said  levers,  locking  devices  for  said 
pawls  also  mounted  on  said  levers,  an  Independent  rock-frame  arranged  to  lock 
said  pawls  to  the  whei»ls  and  operate  the  locking  devices,  and  means  connecting 
said  frame  to  the  movable  parts  of  the  machine. 

13.  In  a  cash-register  the  combination  with  a  registering  mechanism,  a  series 
of  movable  members,  register-operating  pawls  mounted  on  said  members,  an 
operating  member  connected  to  the  movable  parts  of  the  machine,  a  series  of 
movable  pawl-looking  devices  mounted  on  the  movable  members,  and  means  for 
maintaining  an  operating  connection  between  the  operating  member  and  the 
locking  devices  no  matter  what  i)ositions  the  movable  members  may  take  up. 

14.  In  a  cash-register  the  combination  with  a  series  of  registering-wheels,  of 
a  series  of  pivoted  levers,  operating-pawls  mounted  on  said  levers,  a  series  of 
locking-pawls  nionnteil  on  said  levers  and  having  upwardly-projecting  curved 
extensions,  and  a  relatively  stationary  tripping  device  for  said  curved  exten- 
sions arranged  to  operate  the  same,  no  matter  what  position  the  pivoted  levers 
may  have  assuuieil. 

15.  In  a  cash-register,  a  registering-wheel,  a  pivoted  lever,  a  pawl  carried  by 
said  lever  for  turning  the  register-wheel,  an  angular  locklng-levet  al«o  ^^ax^^A^ 

30997— H.  Doc.  470,  60-1 42 
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by  said  pivoted  lever  for  ^igaging  the  pawl  and  locking  it  to  the  resister-wheel, 
a  key,  and  means  released  by  the  depression  of  said  key  for  tripping  the  angular 
lever  to  free  the  pawl  from  its  register-wheel,  substantially  as  described. 

16.  In  a  cash-register,  a  register-wheel,  a  pivoted  lever,  a  pawl  carried  by 
said  lever  for  turning  the  register-wheel,  an  angular  locking-lever  also  carried 
by  said  pivoted  lever  and  having  an  extended  arm,  means  for  normally  holding 
the  locking  lever  in  engagement  with  the  pawl  to  lock  the  same  to  the  register- 
wheel,  and  means  engaging  the  extended  arm  of  said  angular  lever  to  free  the 
same  from  the  wheel  after  the  pawl  has  come  to  rest,  substantially  as  described. 

The  adding- wheels  are  mounted  on  the  main  shaft  of  the  machine 
on  which  the  main  and  auxiliary  yokes  are  mounted.  Mounted  on 
this  shaft  alternately  with  the  adding-wheels  are  arms  which  carry 
pawls  which  are  by  springs  pressed  into  engagement  with  ihd 
ratcheted  peripheries  of  the  adding-wheels  and  these  pawls  carrying 
arms,  have  legs  which  rest  on  the  auxiliary  yokes  so  that  as  the  yokes 
drop,  the  arms  follow  them,  the  pawls  tripping  over  the  teeth  of  the 
adding-wheel. .  As  the  main  yoke  is  swung  upward,  it  carries  aux- 
iliary yokes  and  the  arms  with  it,  and  the  pawls  engaging  the  teeth 
of  the  adding-wheels,  the  latter  are  turned  so  that  the  values  of  the 
pressed  keys  are  added  thereon. 

The  counts  we  here  consider  show  devices  to  prevent  the  adding- 
wheel  being  carried  by  momentum  beyond  the  pawls,  thereby  regis- 
tering an  amount  greater  than  that  indicated  by  the  keys.  The  ap- 
plications of  McCorniick,  appellant,  and  of  Hallwood,  the  appellee 
alike  show  means  consisting  of  a  bell-crank  pivoted  to  the  end  of  the 
])awl-carrving  arm,  the  shorter  arm  being  spring-pressed  against 
the  rear  of  the  [)awls;  the  longer  arm  of  the  bell-crank  projects  over 
a  rocking  franie-j)ieee  which  is  so  arranged  that  when  the  main  yoke 
moves  downward  it  is  rocked,  throwing  the  Ix^ll-crank  out  of  engage- 
ment with  the  pawls  and  allowing  the  latter  to  trip  over  the  teeth 
of  the  adding-wheels  but  when  the  yoke  moves  upward  it  is  rocked 
and  allows  the  bell-crank  to  be  throw^n  against  the  pawls,  thereby 
locking  the  adding-wheels  and  pawl-carrying  arms  and  preventing 
the  adding-wheels  from  being  overthrown.  It  is  claimed  that  these 
means  i)revent  the  overthrow  of  the  counting- wheels  which  register 
the  amount  of  the  purchase  and  add  it  to  the  amount  registered  from 
previous  purchases.  It  was  conceded  in  argument  that  without 
some  such  means  such  an  overthrow  could  be  produced  by  closing  the 
casli-draw(»r  violently  or  by  pounding  or  hammering  on  it. 

The  tril)unals  below  fully  discussed  the  facts.  The  appellant, 
McCorniick,  took  no  testimony,  relying  on  the  date  of  the  filing  of 
his  application  as  his  dates  of  conception  and  reduction  to  practice 
and  this  date  in  respect  of  the  counts  we  here  consider  is  December 
30,  1807.  llalhvood  is  the  junior  party  and  upon  him  is  the  burden 
of  proof  in  order  to  prevail  in  this  interference.  He  has  pro- 
duced no  testimony  to  support  the  dates  of  his  conception  and  dis- 
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closure  alleged  in  his  preliminary  statement.  He  produces  much 
testimony  tending  to  show  that  devices  embodying  the  subject-matter 
of  the  issue  were  constructed  and  successfully  tested  during  the  sum- 
mer of  1897.  The  Examiner  of  Interferences  concluded  that  Hall- 
wood  proved  a  conception  of  the  invention  in  issue  at  that  time  but 
that  there  was  such  delay  in  making  use  of  the  invention  and  in  ap- 
plying for  a  patent  that  the  alleged  reduction  to  practice  was  nothing 
more  than  an  abandoned  experiment.  The  Examiners-in-Chief  con- 
cluded that  Hallwood  has  fully  proven  a  reduction  to  practice  and 
reversed  the  decision  of  the  Examiner  of  Interferences  relating  to  the 
counts  which  we  here  consider  and  awarded  priority  of  invention  to 
Hallwood  as  to  counts  eight  to  sixteen,  inclusive. 

The  Commissioner  of  Patents  affirmed  the  decision  of  the  Exam- 
iners-in-Chief, awarding  priority  of  invention  to  McCormick  as  to 
counts  one  to  seven,  inclusive,  and  with  these  we  are  not  here  con- 
cerned, and  awarding  priority  of  invention  to  Hallwood  as  to  counts 
eight  to  sixteen,  inclusive.  With  the  latter  award  we  are  concerned 
on  this  appeal. 

We  agree  with  the  conclusion  of  the  Examiners-in-Chief  and 
of  the  Commissioner  of  Patents.  It  was  satisfactorily  shown  that 
several  machines  embodying  the  subject-matter  of  the  counts  with 
which  we  are  here  concerned  were  made  and  tested  by  the  Hallwood 
Company  in  1897  before'  McCormick  filed  bis  application.  It  is  true 
no  one  of  these  niacliines  was  in  evidence  but  it  was  proved  that  they 
embodied  the  constructions  in  Hallwood's  drawings  number  three 
and  number  four,  number  three  disclosing  the  subject-matter  of  some, 
and  number  four  disclosing  the  subject-matter  of  all  of  the  counts 
we  here  consider. 

The  machine  corresponding  to  drawing  number  three  not  proving 
satisfactory,  the  construction  shown  in  drawing  number  four  was 
substituted.  The  evidence  of  the  witnesses  Simpson,  VIerebome,  Hill, 
Ward,  Hildebrand,  Hold,  Squires,  and  Emory  in  connection  with 
other  facts  and  circumstances  is  convincing  that  a  machine  containing 
the  devices  corresponding  to  drawing  number  four  and  embodying 
the  features  of  each  count  here  in  controversy  was  made,  tested,  and 
found  satisfactory  during  the  summer  or  early  fall  in  1892.  Most  of 
these  witnesses  were  familiar  with  the  machine  to  which  the  improve- 
ments were  applied  and  identified  the  devices  and  speak  intelligently 
of  their  operation.  Hallwood  testified  that  three  machines,  embody- 
ing the  invention,  were  made  and  shipped  to  three  cities  he  named. 
Although  he  produced  none  of  them,  the  positive  testimony  of  his 
witnesses  satisfactorily  suj)plies  such  omission.  It  is  true  that  for 
some  time  after  tho  successful  reduction  to  practice  Hallwood's  com- 
pany used  an  old  form  of  interlock  for  the  register,  but  it  is  ^Isac^  VT>;i5 
that  his  company  had  on  hand  a  stock  of  the  old  laat^rviV  ^tA^^  ^ 
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interlock  was  sufficient  for  the  ordinary  use  of  the  machines  when  not 
subjected  to  violent  slamming.  To  say  that  the  Hallwood  Onnpany 
adopted  the  tailpiece  construction  does  not  satisfy  us  that  the  company 
did  not  continue  to  use  old  material  on  hand.  While  the  construction 
was  not  adopted  commercially  until  some  months  later  it  was  not 
discarded  as  unsatisfactory  but  quite  the  contrary.  It  is  true  that 
Spangler  and  Huckins,  witnesses  called  by  McCormick  in  rebuttal 
were  employed  by  the  Hallwood  Company  at  the  time  and  might  have 
known  of  such  a  construction  and  both  say  they  were  ignorant  of  it 
And  it  is  notably  true  that  Spangler's  special  employment  and  the 
experimental  work  in  which  he  was  engaged  ought  to  have  made  it 
impossible  for  Hallwood's  improved  machine  to  have  escaped  Spang- 
ler's familiar  acquaintance  with  it.  The  witnesses  for  Hallwood, 
however,  so  strongly  confirm  Hallwood  that  Spangler  and  Huckins 
are  overborne.  But  on  the  other  hand,  Hill,  Wardj  and  Emory  dur- 
ing the  same  period  tested  these  very  devices  and  testified  that  they 
operated  'satisfactorily.  We  concur  with  the  Examiners-in-Chief  and 
the  Commissioner  of  Patents  in  holding  that  Hallwood  reduced  to 
practice  the  construction  of  counts  eight  to  sixteen,  inclusive,  before 
McCormick's  application  was  filed,  and  that  therefore  Hallwood  was 
properly  awarded  priority  as  the  inventor  in  respect  of  these  counts. 
All  of  the  tribunals  agreed  that  Hallwood  was  the  first  to  conceive 
and  it  is  clear  he  did  not  abandon  his  invention. 

The  decision  of  the  Commissioner  of  Patents  is  a^rmed  and  the 
clerk  of  this  court  will  certify  this  opinion  and  decision  to  the  Com- 
missioner of  Patents  in  the  manner  required  by  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

MacMulkin  v.  Bolleb. 
Decided  June  ^,  1907, 
(130  O.  G.,  1691.) 
Interference — Priority — Appeal  to  Court — Sufficiency  of  Disclosube  Coh- 

SIDERED. 

Whether  or  not  an  application  involved  in  interference  disclosee  the  wib- 
ject-matter  in  issue,  and  therefore  whether  or  not  the  interference  li 
properly  declared,  is  a  question  to  be  ordinarily  determined  by  the  Patent 
Office,  {Ostrrgrcn  v.  Triplcr,  C.  D.,  1901,  350;  95  O.  G.,  837;  17  App.  D.  C 
558;  Jlcrmnn  v.  FuUman,  C.  D.,  1904,  025;  109  O.  G.,  1888;  23  App.  D.  C 
264,  2G5;)  but  in  extreme  cases  where  palpable  error  has  been  oommttM 
the  court  may  review  the  decision  of  the  Patent  Office  on  tbtn  (mint 
iPodlrsak  and  Podlcftak  v.  Mclnnerney,  C.  D.,  1906,  558;  120  O.  G^  SUKJ 
App.  D.  C,  399.) 


Mr.  Uuhei't  floirsff/t  for  the  appellant. 
Mr,  A.  S.  Pattkon  for  ttve  apipeW^, 
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McCoMAS,/.; 

MacMuUdn,  the  appellant,  filed  his  application  on  December  9, 
1903,  and  BoUee,  the  appellee,  filed  on  August  3,  1903,  and  is,  there- 
fore, the  senior  party,  although  a  patent  was  issued  to  the  appellant 
upon  his  subsequent  application.  MacMulkin  took  no  testimony  and 
conception  and  reduction  to  practice  by  him  is  therefore  deemed  to 
have  happened  at  his  filing  date.  Testimony  taken  by  Bolide  to  show 
he  had  secured  certain  foreign  patents  was  taken  but  need  not  be  con- 
sidered because  his  filing  date  is  earlier  than  that  of  MacMulkin. 
The  Examiner  of  Interferences  awarded  priority  of  invention  to 
MacMulkin,  holding  that  the  original  application  of  BoUee  did  not 
disclose  the  inv^tion  in  controversy  which  was  only  disclosed  by  his 
subsequent  drawings  and  specifications  and  so  restricting  Boll6e  to 
the  date  of  filing  them.  Such  date  was  subsequent  to  the  filing  of 
MacMuUdn's  application.  The  Examiners-in-Chief,  who  were  af- 
firmed by  the  Commissioner  of  Patents,  {antey  38;  126  O.  G.,  1356,) 
reversed  the  decision  of  the  Examiner  of  Interferences  and  held  that 
Bolide's  original  application  did  not  disclose  this  invention  and  they 
therefore  awarded  priority  to  BoUee. 

I     The  three  following  issues  show  the  matter  in  controversy : 
jt 

1.  A  vaporizer  for  liquid  hydrocarbons,  comprising  a  number  of  hydrocar- 
bon-inlets, a  separate  air-inlet  to  such  hydrocarbon-inlet,  a  common  outlet- 
pipe  and  means  for  cutting  off  one  or  more  of  the  pairs  of  hydrocarbon-inlets 
and  air-inlets  simultaneously,  as  described. 

2.  A  vaporizer  for  liquid  hydrocarbons,  comprising  a  number  of  inlets  for 
hydrocarbons  and  means  at  all  times  to  supply  a  constant  flow  to  each  inlet, 
an  air-supply  to  each  said  inlet,  an  outlet  for  the  vaporized  mixture  and  a 
throttle-i^alve  between  the  individual  inlets  and  the  outlet  adapted  to  cut  off 
or  open  more  or  fewer  of  the  combined  air  and  hydrocarbon  inlets,  substan- 
tially as  described. 

3.  A  vaporizer  for  liquid  hydrocarbons,  comprising  an  outlet-pipe,  a  throttle- 
valve  opening  thereto,  a  body  part  containing  a  plurality  of  chambers,  a  sepa- 
rate passage  from  each  chamber  to  the  throttle- valve  and  an  air-supply  and 
a  hydrocarbon-supply  to  each  chamber,  the  throttle-valve  being  adapted  to 
cut  off  more  or  fewer  of  the  cliambers  from  the  outlet-pipe,  substantially  as 

described. 

« 

'  Whether  or  not  the  application  discloses  the  subject-matter  of  the 
interference  and,  therefore,  whether  or  not  the  interference  is  prop- 
erly declared,  is  a  question  to  be  ordinarily  determined  by  the  Patent 
Office.  (See  Ostergren  v.  Tripler,  C.  D.,  1901,  350;  95  O.  G.,  837; 
17  App.  D.  C,  668;  Herman  v.  Fullman,  C.  D.,  1904,  625;  109  O.  G., 
1888;  28  App.  D.  C,  264,  265.)  However,  this  court  has  held  that 
in  extreme  cases  where  palpable  error  has  been  committed,  the  deci- 
sion of  the  Patent  Office  h  iMj  identity  of  invention  between  the 
devices  of  the  parties  to  tlie  irenoe  may  be  reversed.     (See  Pod- 

lemh  and  Podlemh  v.  Mein  ,  D^  1906,  658;  120  O.  G.,  2127; 

26  App.  D.  a,  3990 
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The  case  we  are  now  considering  is  not  such  an  exceptional  < 
Tlie  Primary  Examiner  first  declared  that  because  the  specificaticii 
did  not  explain  what  was  meant  by  *^  carbureter  ^  and  by  ^  sprayer" 
in  Bolide's  specifications,  he  could  take  no  action  on  the  merits.  Thb 
Exanuner  of  Interferences  held  that  Bollfe's  applicatiim  did  not 
disdoae  any  particular  kind  or  form  of  carbureter  and  tiiat  sock 
diadoeure  was  only  incorporated  by  amendment  after  MacMuUdn^ 
patent  had  issued  and  the  inclusion  of  the  added  elements  was  new 
matter.    The  Commissioner,  however,  justly  states  that: 

Tlie  Bzaminer's  actUm  in  admitting  the  subBtltiite  speciflcatioa  and  diawtac 
wafl»  in  effect,  a  raling  on  bis  part  that  ttie  sabotitiite  speciflcation  anil  diawtac 
did  not  contain  nevr  mfttter  and  that  here  waa  a  foundation  in  BoUfe*s  oclr 
laal-  application  for  the  claims  whiq)i  he  suggested  to  him. 

The  Examiner»-in-Chief  reversed  the  Examiner  of  InterferenoBB 
and  found  that  the  invention  was  disclosed  in  Bollfe's  original  appG- 
oation  and,  therefore,  awarded  to  him  priority  of  invention.  Thiy 
were  affimwd  by  the  Commissioner  of  Patents.  We  hold  the  finding 
of  the  Patent  Office  that  the  Bollee  application  as  originally  filed, 
disclosed  the  invention  in  controversy,  is  conclusive  upon  this  court 
in  this  interference. 

The  only  point  at  issue  here  is  whether  or  not  BoUfe's  original 
application  discloses  this  invention  and  whether  or  not  BoUte  has  the 
ri{^t  to  make  the  claims  as  based  upon  said  application.  If  so,  he 
is  entitled  to  judgment  of  priority.  The  invention  in  issue  is  an 
improvement  in  carbureters  for  internal-conibustion  engines.  It  is 
intended  to  provide  means  for  varying  the  quantity  of  explosive 
mixture  supplied  to  the  cylinder  without  altering  the  proportion  of 
air  to  gas  in  the  mixture ;  and  this  result  is  accomplished  by  provid- 
ing a  series  of  carbureters  together  with  a  valve  by  means  of  whidi 
one  or  more, of  the  carbureters  can  be  placed  in  communication  with 
the  cylinder.  If  BoUee's  application  of  August  3,  1903,  contained 
such  a  disclosure  of  this  invention  as  to  enable  those  skilled  in  the  art 
to  practice  it,  that  date  is  to  be  deemed  as  the  date  of  constructive 
reduction  to  practice  by  him  and  he  is  entitled  to  an  award  of  priority 
in  this  case. 

The  Examiners-in-Chief  concluded  that  taking  the  drawing  and 
the  specification  together,  Bollee's  application  shows  a  construction 
within  the  terms  of  the  counts  of  this  issue.  They  conclude  that  the 
first  count  requires  that  the  vaporizer  shall  comprise  a  number  of  hy- 
drocarbon-inlets, separate  air-inlets  for  each  of  these,  a  conunon  out- 
let-pipe, and  means  for  cutting  off  one  or  more  pairs  of  hydroc«rbon- 
inlets  and  air-inlets  simultaneously.  In  the  second  and  third  counts 
this  last  element  is  called  a  throttle-valve.  The  second  count  adds 
further  means  for  a  constant  How  of  hydrocarbon  to  each  inlet,  and 
the  third  count  specifies  further  that  the  vaporizer  has  a  body  part 
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with  a  series  of  chambers  with  a  separate  passage  from  each  chamber 
to  the  throttle- valve,  with  an  air  and  hydrocarbon  supply  for  each 
diamber,  and  the  Examiners-in-Chief  very  clearly  argue  that  Bollee's 
original  drawings  and  specifications  disclose  the  exact  invention  of 
the  counts  of  the  issue. 
In  affirming  this  Board,  the  Acting  Commissioner  aptly  said : 

In  the  drawing  of  his  original  application  BoU^  showed  a  valve  controlling 
commimlcation  between  several  chambers,  which  he  termed  "  carbureters,"  and 
a  passage  leading  to  the  cylinder  of  the  engine.  The  primary  purpose  of  a  car- 
bureter for  an  internal-combustion  engine  is  to  form  a  mixture  of  air  with 
hydrocarbon.  There  can  be  no  question,  therefore,  that  the  merfe  use  of  the 
term  **  carbureter  "  was  a  sufficient  disclosure  of  the  idea  of  providing  "  hydro- 
carbon-inlets," as  specified  in  the  issue.  It  is  contended  by  MacMulkin  that 
from  aU  that  appears  in  Bolide's  application  he  might  have  intended  to  supply 
carbureted  air  from  a  reservoir,  or  if  he  intended  to  use  an  oil  supply  he 
might  have  used  a  common  mixer  leading  to  the  various  passages  controlled  by 
the  valve.  Bol^,  however,  in  his  original  specification  stated  that  he  proposed 
to  use  a  number  of  carbureters,  and  he  referred  to  the  several  chambers  con- 
troUed  by  the  valve  as  "  carbureters."  He  furthermore  stated  that  practically 
perfect  results  could  be  secured  by  the  use  of  two  carbureters. 

We  agree  with  the  Commissioner  that  it  would  be  impossible  for 
any  one  skilled  in  the  art  to  read  Bollee's  original  specification  in 
connection  with  the  drawings  accompanying  it  without  perceiving 
that  air  and  hydrocarbon  were  to  be  supplied  separately  to  each  of 
the  passages  controlled  by  the  valves.  The  specification  refers  to  the 
use  of  "  sprayers  "  and  in  effect  states  that  the  several  chambers  sup- 
ply mixtures  varying  in  the  proportion  of  contained  hydrocarbon, 
which  result  could  only  be  secured  by  providing  each  of  the  chambers 
controlled  by  the  valve  with  means  for  supplying  both  air  and  hydro- 
carbon, or,  in  other  words,  each  chamber  must  be  a  carbureter,  "  a 
thing  which  was  old  and  well  known."  Section  4888  Revised  Statutes 
requires  that  the  dscription  shall  be  sufficiently  full  and  clear — 

to  enable  any  person  skilled  in  the  art  or  science  to  which  it  appertains,  or  with 
which  it  is  most  nearly  connected,  to  make,  construct,  compound,  and  use  the 
same 

Bollee's  specification  and  drawing  meet  this  requirement.  The  ex- 
haustive argument  of  appellant's  coun.sel  is  met  by  the  decision  of  the 
Patent  Office  that  Bollee's  original  application  was  a  constructive 
reduction  to  practice  and  that  the  amendment  of  his  specification 
was  in  no  wise  an  admission  that  his  original  application  was  an 
insufficient  disclosure.  It  follows  also  that  because  his  original  ap- 
plication sufficed,  no  question  of  diligence  in  acquiring  constructive 
reduction  to  practice  arises  here.  The  argument  in  behalf  of  the 
appellant  that  Bollee's  application  as  amended  does  not  disclose  one 
essential  element  of  the  third  issue  and  that  the  lack  of  a  suction 
control  leaves  Bollee's  disclosure  an  inoperative  dii\  vevi.j  \^  w^V  ^vysv- 
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vincing.  In  respect  to  the  point  that  count  3  requires  three  throttles 
it  appears  that  the  count  called  for  only  one  throttle-valve  namely 
the  one  which  is  adapted  to  cut  off  more  or  fewer  of  the  chambers 
from  the  outlet-pipe  as  defined  in  that  count.  The  new  objection 
that  Bolide's  disclosure  is  not  operative  is  in  this  instance  a  theo- 
retical objection  which  need  not  here  be  discussed. 

The  decision  of  the  Commissioner  of  Patents  is  a^rmed  and  the 
clerk  of  this  court  will  certify  this  opinion  and  decision  to  the  C<Hn- 
missioner  of  Patents  in  the  manner  required  by  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Williams. 

Decided  June  4,  i907. 

(130  O.  a,  1692.) 

Patentabujtt — Mere  Change  in  Design — No  Invention. 

Where  the  claim  is  distinguishable  from  the  prior  art  by  a  mere  arbi- 
trary variation  which  amounts  only  to  a  change  in  mechanical  design. 
Held  that  such  a  claim  is  unpatentable. 

Mr.  M.  E.  Robinson  for  the  appellant. 

Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

Shepard,  J. : 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
{ante^  286;  130  O.  G.,  1688,)  rejecting  an  application  for  a  patent 
having  the  following  claim : 

An  outside  burial -ease  consisting  of  a  cement  body  of  suitable  form  and  site 
to  receive  a  caslvet  having  an  ojjen  top  with  a  shoulder  and  an  upwardly- 
standing  flange  outside  of  the  shoulder  around  the  upper  eiige  of  the  wall,  the 
flange  having  an  inward ly-faclng  groove,  a  cement  cover  adapted  to  close  the 
top  of  the  case  and  rest  on  the  shoulder  and  having  around  its  eilge  an  out- 
wardly-facing groove,  the  gr(X)V(»  of  the  cover  and  the  groove  of  the  flange 
together  forming  an  upright  elliptical  space,  and  the  cover  and  flange  arranged 
to  provide  an  open  joint  to  nn-eive  in  connection  with  said  rJliptiral  space  a 
liquid  cement,  substantially  as  set  forth. 

Patent  was  denied  on  reference  to  a  patent  to  Zarling — No.  71-2,030, 
issued  October  28,  1902.  The  only  dilTerence  between  the  two  is  in 
the  shape  of  the  space  made  to  receive  the  licjuid  cement.  In  ap- 
pellant's casket  this  space  has  around  its  edge  an  outwardly-facing 
groove,  which  nuikes  it  elliptical.  In  Zarling's  ])atent  this  space  is 
rectangular.  The  difl'erence  is  one  of  design  merely,  and  is  clearly 
not  patentable. 

The  decision  is  aff?r?n('(L  This  decision  will  1h»  certified  to  the  Com- 
missiouer  of  Patents  as  the  law  recjuires. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

BlUTHENTHAL    and    BlCKART    V,    BiGBIE    BROTHERS    &    CoMPANT. 

Decided  June  4,  1V07, 

(130  O.  G.,  2068.) 

Trade-Mabks — Ownership  by  Partners — Rights  upon  Dissolution. 

Whatever  interest  in  a  trade-mark  a  retiring?  i>artner  of  a  firm  may  have 
had  ceases  npon  bis  withdrawal  from  the  firm  and  remains  with  the  snr- 
viving  partner. 

Mr,  Joseph  L.  Atkins  for  the  appellant. 

Mr.  E,  T.  Feiiwick  and  Mr.  Smeltzer  V.  Kemp  for  the  appellee. 

Shepard,  J.: 

This  is  an  interference  proceeding  involving  the  right  to  the  regis- 
tration of  the  words  "  Old  Velvet "  as  a  trade-mark  used  in  the  manu- 
facture and  sale  of  whisky.  Appellants  filed  April  4,  and  appellees 
April  19,  1905.  The  J.  &  G.  Butler  Company  was  also  a  party,  but 
took  no  appeal  from  the  final  decision  of  the  Commissioner. 

The  Examiner  of  Interferences  decided  in  favor  of  Bigbie  Brothers 
and  Company,  as  against  the  other  contestants,  and  his  decision  was 
affirmed  by  the  Commissioner.  {Ante,  22;  126  O.  G.,  1063.)  There 
is  no  occasion  to  review  the  evidence,  as  that  has  been  done  with  care, 
and  at  length,  in  both  of  the  decisions  referred  to.  Upon  examination 
of  the  entire  evidence,  we  are  convinced  of  the  soundness  of  the  Com- 
missioner's conclusions.  As  the  appellees,  being  the  last  to  make  ap- 
plication, had  the  burden  of  showing  prior  adoption  and  use  of  the 
trade-mark,  we  deem  it  important  only  to  make  a  brief  statement  of 
facts  wiiich  we  think  their  evidence  clearly  establishes.  It  appears 
that  one  Joseph  Lawson  was  engaged  in  the  sale  of  liquor  in  Lynch- 
burg, Virginia,  prior  to  18()1,  and  that  he  resumed  said  business  in 
1865  or  1866.  During  the  time  between  then  and  P^ebruaiy  19,  1887, 
the  exact  date  of  which  is  unimportant,  he  made  or  compounded  an 
article  of  rye  whisky  which  he  hibeled  and  sold  as  "  Old  Velvet."  He 
went  into  partnership  with  one  Kinnear,  under  the  firm-name  of  Law- 
son  and  Kinnear.  Kinnear  retired  and  was  succeeded  by  the  son  of 
Lawson,  and  the  firm-name  became  Joseph  Lawson  and  Son.  The 
son  retired  or  died  before  February  10,  1887.  The  several  partner- 
ships sold  Old  Velvet  whisky  at  retail  and  wholesale,  and  the  brand 
seems  to  have  been  well  known.  They  used  a  stencil  with  which  the 
brand  was  placed  on  the  heads  of  barrels  and  kegs.  On  February  19, 
1887,  Joseph  Lawson  as  surviving  j)artner  sold  the  entire  stock  of 
liquors  to  Bigbie  Brothers  Company,  and  leased  the  premises, 
which  belonged  to  him  alone,  to  theiii.  He  transferred  the  good-will 
and  turned  over  to  them,  not  only  the  stock  o\\  \\wii^^  \i\xV  \>\sKi  'Cw^ 
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stencils,  including  Old  Velvet,  and  the  formula  for  making  it.  The 
purchasers  continued  the  business,  as  successors  to  Joseph  Lawson  and 
Son.  They  used  the  stencil  on  barrels  and  kegs,  and  also  procured  a 
large  number  of  labels,  containing  the  words  Old  Velvet,  which  they 
applied  to  bottles  containing  whisky  made  after  the  formula  therefor. 
Whisky,  in  barrels  and  bottles  so  branded  and  labeled,  was  sold  con- 
tinuously thereafter,  and  shipped  to  purchasers  in  Virginia  and  other 
States.  Old  Velvet  was  intended  to  be  used  as  a  trade-mark,  and  the 
brand  was  well  known  to  customers.  The  earliest  date  of  adoption 
and  use  claimed  by  appellants  is  February  8, 1888.  Whether  a  date  so 
early  is  established  by  the  evidence  it  is  immaterial  to  consider,  as  the 
one  claimed  is  later  than  that  established  by  the  appellee. 

The  testimony  rather  indicates  that  the  trade-mark  was  the  sepa- 
rate property  of  Lawson.  But  the  first  retiring  partner  had  an  in- 
terest in  it  also,  through  its  use  during  his  membership  of  the  firm,  it 
ceased  upon  his  withdrawal  and  remained  with  Lawson  who  contin- 
ued to  conduct  the  business  at  the  same  place  and  in  the  same  way. 
{Giles  Remedy  Co.  v.  Giles,  C.  D.,  1906,  552;  120  O.  G.,  1826;  26 
App.  D.  C,  375,  382.)  At  any  rate,  the  retiring  partner  does  not 
appear  to  have  asserted  any  interest  thereafter.  Assuming  also  that 
Joseph  Lawson's  son  acquired  an  interest  ill  the  use  of  the  trade- 
mark upon  his  accession  to  the  partnership,  whatever  interest  he  may 
have  taken  passed  by  the  sale  and  transfer  made  by  the  surviving 
partner  to  the  appellees. 

In  our  opinion  the  decision  was  right,  and  it  will,  therefore,  be 
afprmed.  This  decision  will  be  certified  to  the  Commissioner  of 
Patents  as  required  by  the  law.    Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 
McKnigiit   ?'.  PoiILE. 
Dccidrd  June  J,,  1907. 
(130  O.   (i.,  2060.) 

Interference — Priority — Failure  of  Senior  Party  to  Disclose  Invewtiow. 
Evidence  considered  and  held  to  show  that  the  application  on  which  the 
patent  involved  In  interfen»nce  was  jjrantetl  did  not,  as  originally  tiled,  dU- 
close  the  invention  in  issne,  and  priority  therefore  awarded  to  the  Junior 
I>arty. 

M?\  W.  C.  Pusey  and  Mr.  Joshua  Pusey  for  the  appellant. 
Mr.  Augustus  B.  Sfovyhtoii  for  the  appellee. 

McCoMAS,  /.; 

In  this  case  the  tliree  tribunals  linve  substantially  determined  the 
issue  against  McKnight,  appeW-Awt.  vwul  in  favor  of  Pohle,  appellee. 
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(C.  D.,  1905,  549;  119  O.  G.,  2519.)    The  following  two  counts  dis- 
close the  issue: 

1.  The  art  of  treating  refractory  ores  containing  precious  metals  and  a  re- 
fractory metalloid,  wtiich  consists  in  pulverizing  the  ore,  mixing  with  the  pal- 
yerixed  ore  a  quantity  of  haloid  salt  of  an  alkaline  metal,  the  relative  propor- 
tions of  the  materials  being  substantially  those  quantitatively  requisite  to 
produce  when  heated  in  the  presence  of  oxygen,  a  haloid  salt  of  the  precious 
metal,  and  an  oxygen  salt  of  the  alkaline  metal  and  the  refractory  metalloid, 
roasting  the  mixt\ire  with  free  access  of  air  and  agitation  at  a  temperature 
sufficient  to  effect  the  reaction  mentioned,  but  substantially  shut  ofT  from  the 
products  of  combustion,  until  the  reactions  above  mentioned  are  accomplished, 
and  volatilizing  and  recovering  the  precious  metal  values  as  haloids  or  oxylia- 
loids;  substantially  as  described. 

2.  The  art  of  treating  refractory  ores  containing  precious  metals  and  a  re- 
fractory metalloid,  which  consists  in  pulverizing  the  ore,  mixing  with  the  pul- 
iverlzed  ore  chlorid  of  sodium,  the  relative  proportions  of  the  materials  being 
substantially  those  quantitatively  requisite  to  produce  when  heated  in  the  pres- 
ence of  oxygen,  a  chlorid  of  the  precious  metal  and  an  oxygen  salt  of  the  sodium 
and  the  refractory  metaUoid,  roasting  the  mixture  with  free  access  of  air,  but 
shut  ofT  from  the  products  of  combustion,  and  until  a  clilorid  of  the  precious 
metal  and  an  oxysalt  of  the  refractory  metalloid  and  the  sodium  is  produced, 
and  continuing  the  heating  until  the  said  chlo^'id  is  volatilized  and  carrying  ofT 
and  collecting  the  same  separate  and  apart  from  the  fumes  of  combustion  of  the 
furnace ;  substantially  as  described. 

The  operation  described  in  Pohle's  specification  shows  that  the 
refractory  ore  is  pulverized  and  mixed  with  common,  salt  and  sulfur 
and  the  mixture  is  heated  and  stirred  in  a  current  of  air.  Chlorids 
or  oxychlorids  of  the  valuable  metals  formed  are  carried  off  as  vs^ors 
and  these  vapors  condensing  constitute  the  product  of  this  process. 

McKnight,  having  taken  no  testimony,  the  filing  date  of  his  appli- 
cation stands  for  his  date  of  conception  and  constructive  reduction 
to  practice.  McKnight's  patent  issued  October  29,  1901,  while  Pohle 
did  not  file  his  application  until  February  26,  1902,  and  bears  the 
burden  of  proving  his  case  beyond  reasonable  doubt.  The  Examiner 
of  Interferences' found  that  Pohle  conceived  the  invention  in  1887 
and  that  McKnight's  application  contained  no  basis  for  the  claims 
in  issue  while  the  proof  shows  that  McKnight  derived  portions  of 
this  process  from  Pohle  and  was  not  its  inventor  and  that  the  inven- 
tion was  inserted  in  the  McKnight  application  by  amendments  em- 
bodying Pohle's  information.  Without  considering  the  question  of 
actual  reduction  to  practice  by  Pohle,  the  Examiner  of  Interferences 
awarded  him  priority. 

The  Examiners-in-Chief  taking  McKnight's  application  as  afford- 
ing proof  of  conception  and  as  a  ocmstructive  reduction  to  practice 
felt  constrained  by  the  doctri  ^eoto  as  applied  to  inter- 

ference proceedings  and  KB  cKni^t  had  a  right 

to  make  these  dahns  itSM  iititled  to  &  ^«^\^ 

therecm,  that  his  pafaniil  ><s^<6'%  ^^^v^- 
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tion.  This  tribunal,  however,  called  the  Commissioner's  attention  to 
their  opinion  that  McKnight  had  never  filed  an  application  whidi 
can  be  regarded  as  one  which  is  allowable  to  cover  the  counts  of  the 
issue  or  held  to  be  a  constructive  reduction  to  practice  thereof  and  that 
he  had  never  obtained  a  patent  valid  to  sustain  the  claims  which  are 
the  counts  of  this  issue ;  that  lacking  any  constructive  reduction  to 
practice  of  those  counts,  and  being  without  other  evidence,  he  had  no 
evidence  of  any  reduction  to  practice  of  the  issue  of  the  application 
and  that  because  of  such  failure  to  prove  a  reduction  to  practice, 
Pohle,  who  has  proof  of  constructive  reduction  to  practice,  is  the 
prior  inventor  of  this  issue.  The  Examiners-in-Chief  concluded  that 
the  interference  should  be  dissolved  and  the  application  of  Pohle 
should  be  sent  to  patent.  They  agreed  that  the  record  of  the  appli- 
cation of  McKnight's  patent  discloses  that  McKnight  had  no  right  to 
make  in  his  application  or  in  his  patent  the  claims  which  are  the 
issues  of  this  interference.    Hence  res  adjvdicata  does  not  apply. 

The  Commissioner  concluded  that  Pohle  failed  to  establish  facts 
which  would  entitle  him  to  prevail  over  McKnight  if  it  be  assumed 
that  the  latter's  patent  is  grounded  in  his  application  as  filed.  The 
Commissioner  then  proceeds  to  review  the  testimony  as  the  other  tri- 
bunals had  done.  We,  therefore,  need  not  again  summarize  it.  In 
McKnight  v.  Pohle  (C.  D.,  1903,  619;  105  O.  G.,  977;  22  App.  D.  C 
219)  many  of  the  facts  important  here  were  involved  and  this  court 
affirmed  the  Commissioner  in  sustaining  a  patent  obtained  by  Pohle 
and  Crosdale  as  joint  inventors,  which  contains  claims  differing  from 
the  claims  involved  here  only  in  the  omission  of  the  limitation  to 
exclusion  of  products  of  combustion  from  the  substances  treated. 

All  of  the  tribunals  observed  that  each  count  of  the  issue  includes 
as  part  of  the  ])rocess  which  it  defines,  "  roasting  *  *  *  with  free 
access  of  air.''  McKnight's  application  for  a  patent,  when  filed,  con- 
tained no  suggestion  of  this  step,  while  his  drawing  showed  a  closed 
vessel  for  heating  the  mixture  of  ground  ore  and  salt.  Pohle's  caveat 
filed  years  before,  showed  an  open-ended  chamber.  Not  until  April 
IG,  1901,  did  McKnight  amend  his  case  to  include  roasting  the  mix- 
ture with  free  access  of  air.  The  Commissioner  and  the  other  tribu- 
nals conclude  from  the  testimony  that  McKnight  and  Collet,  his 
attorney,  before  this  amendment  w^as  filed,  saw  tfie  specification  and 
claims  of  an  application  of  Pohle  and  Crosdale  for  the  quite  similar 
process  to  that  in  issue,  to  which  we  have  referred,  which  included 
"  roasting  *  *  *  with  free  access  of  air.'-  We  will  not  review  the 
testimony  which  convinces  us  also  that  McKnight's  amendments  were 
obtained  from  Pohle  in  the  way  described  by  the  witnesses,  whose 
testimony  is  considered  by  all  the  Patent  Office  tribunals. 

In  MrKnight  v.  Pohle  {supra)  in  which  McKnight  was  the  junior 
p&rty^  this  court  referred  to  the  omission  of  McKnight  to  mention 
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the  use  of  air  in  the  application  when  filed  for  his  patent  here  in- 
volved, and  in  that  case  affirmed  the  decision  adverse  to  McKnight, 
which  decision  was  based  in  part  upon  the  conclusion  that  McKnight's 
application,  when  filed,  did  not  include  this  feature  of  the  invention. 
The  opinion  of  Mr.  Justice  Shepard  in  that  case  is  most  pertinent 
here,  especially  so  this  conclusion: 

In  view  of  these  circumstances,  the  testimony  presented  in  behalf  of  Me- 
Knight  as  to  his  invention  before  January,  1900,  is  to  be  carefully  scrutinized. 
It  is  significant,  to  say  the  least,  that  he  did  not  disclose  the  invention  in  his 
application  of  January,  1900,  if  he  was  then  in  possession  of  the  same.  This 
omission  coupled  with  the  fact  that  he  failed  to  disclose  the  same  until  it  was 
admittedly  disclosed  to  him  by  agents  of  another  inventor,  is  almost  sufficient 
of  itself  to  warrant  the  conclusion  that  McKnight  never  indep^idently  in- 
vented the  invention  of  the  issue. 

The  Commissioner  repeats  his  conclusion,  therefore,  that  Mc- 
Knight's original  application  did  not  disclose  the  invention  now  in  is- 
sae  and  was  not  a  proper  foundation  for  the  amendments  by  which  it 
was  made  to  include  this  invention,  and  further  concludes  that  the 
patent  granted  upon  this  application  is  not  to  be  accepted  as  proof 
of  the  invention  of  the  issue  at  the  date  of  the  application  and  since 
the  amendments  were  unwarranted  the  patent  is  not  to  be  deemed  evi- 
dence of  this  invention  by  McKnight  at  any  time.  We  concur  in  this 
conclusion  and  in  the  decision  that  Pohle  t^as  entitled  to  a  patent 
upon  his  application  which  fully  disclosed  the  invention  in  issue. 
We  see  no  reason  to  discuss  here  the  other  questions  considered  by 
the  Commissioner  of  Patents.  The  conclusion  that  McKnight's  patent 
does  not  support  the  invention  in  issue  determines  adversely  his  claim 
of  priority  of  this  invention. 

The  decision  of  the  Commissioner  of  Patents  is  a-ffirmed  and  this 
opinion  and  decision  will  be  certified  to  the  Commissioner  of  Patents 
in  accordance  with  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

BURSON  V.  VOGBL. 

Decided  April  2,  1907. 

(131  O.  G.,  942.) 

intebfebence  —  preliminary  statement  —  allegations  —  restriction  of 
Proof. 
Where  the  preliminary  statement  of  a  party  alleges  that  an  "experi- 
mental "  device  was  constructed  in  January,  1901,  and  no  date  of  reduction 
to  practice  is  given,  such  party  will  not  be  restricted  to  the  date  of  his  ap- 
plication for  his  reduction  to  practice  where  no  objection  was  made  to  the 
statement  on  the  ground  that  it  was  indefinite.  (Hammond  v.  Basch,  O.  D., 
1905,  615;  115  O.  G.,  804;  24  App.  D.  C,  469,  di8tingul8lled.^ 
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2.  8amb— BnnaicB— FUTAn  DuMt  m  BHonBAara 

An  inventDr  after  luLTing  tettlfled  In  reeud  to  bis  oonoeptloo  and  tte 
work  done  tbereon  produced  a  ehorthand  diary  and  read  a  nomber  of  en- 
tries from  the  diary  Bhowing  dates  and  mCTU»randa  of  work  done.  Of  this 
eridenoe  tbe  court  said:  **  Bnrson  is  a  man  orer  seventy  years  of  ase  and 
appears  to  hsTs  kept  a  diary  for  fifty  years  tai  whkA  lie  made  a  daily 
reoord  of  events.  Tliere  is  nothing  in  the  anpearanee  of  this  diary  to  ex- 
cite suspicion.  The  dates*  fbllow  coAsecutiTely.  It  is  true  that  the  reeoid 
is  in  shorthand  after  the  Pittman  system;  but  it  appears  that  interpieta-' 
tlon  thereof  could  be  made  with  sufficient  certainty  by  one  skilled  in  that 
method.  *  *  *  We  see  no  substantial  difference  between  tbis  and  tiie 
ordinary  use  of  memoranda  by  a  witness  to  refredi  his  memory.** 

3.  Samb— ^BsDucnoN  to  PiAcnov— Rkpboduction  or  OuonrAL  BlACHim. 

A  device  which  was  experimented  with  and  afterward  laid  asldie  and 
partly  dismantled  and  which  when  produced  in  evidence  did  not  have  all  ef 
the  original  parts,  some  of  the  important  parts  being  replacements^  ITeli 
not  to  omstitute  a  reduction  to  practice^  tiie  evidenoe  tending  to  i 
identity  of  the  parts  replaced  and  the  original  fiarts  not  being 

4.  SA1IS--SAMB— GBUOB  MaCHINI — SUBSBQUXNT  IM FBOVSlOimL 

A  machine  may  be  crude  in  construction,  but  if  it  contains  all  tbe  easn- 
tial  elements  of  the  invention  of  the  issue  and  in  its  operation  socoeaafUly 
demonstrates  its  practical  efficacy  and  utility  reduction  to  practiee  is  ae- 
complished.  (Coffee  y.  Gtceremi,  G.  D.  1894,  884;  68  O.  Q^  279;  8  Appi 
D.  O,  407;  Vardem.  t.  £f]MWld<fi^,  a  D.  1006,  688;  114  O.  G.,  1828;  24  Appi 
D.  C  286;  OaUagher  t.  Hien,  a  D.,  1006, 624;  116  O.  O.,  1830;  25  Appu  IXC* 
77;  Loiorie  t.  Taylor,  G.  D.,  1900,  713;  128  O.  G.,  1666;  27  App.  D.  G.»  522.) 
The  mere  fact  that  mechanical  Improvements  may  be  suggested  and  made 
in  the  course  of  operation  that  tend  to  perfect  the  operation  of  the  machine 
and  increase  its  practical  efficiency,  while  retaining  the  essential  elements 
of  the  invention  which  it  puts  in  practice,  does  not  impair  the  effect  of  the 
original  demonstration  of  utility,  if  established  satisfactorily. 

5.  Same — Conception  of  Invention — Idea  of   Means  Necbssabt. 

The  mere  idea  that  there  ought  to  be  an  arrangement  to  strip  a  stoddng 
from  a  board  or  form  on  which  it  was  mounted  and  return  the  board  to  the 
one  who  placed  the  stockings  thereon  and  the  illustration  of  this  idea  by 
the  originator  thereof  by  stripping  a  stocking  from  a  form  by  the  passage 
thereof  between  his  hand  and  the  edge  of  a  table  does  not  amount  ty  a 
conception  of  an  invention.  No  mechanism  was  described  by  which  the 
desired  result  could  be  obtained.  Invention  consists  of  the  conception  of 
the  idea  and  of  means  for  putting  it  in  practice  and  producing  the  desired 
result.  Until  the  latter  conception  is  complete  and  ready  to  be  put  In  some 
practical  form  there  is  no  available  conception  of  the  invention  within  the 
meaning  of  the  patent  law.  (Mergenthaler  v.  8cudder,  C.  D.,  1897,  724; 
81  O.  G.,  1417;  11  App.  D.  C,  264.) 

6.  Same — Concealment  or  Suppression  After  Reduction  to  Practice. 

The  failure  to  file  an  application  for  more  than  two  years  after  redne- 
tion  to  practice  where  the  machine  was  put  into  actual  use  in  a  factory  the 
policy  of  the  management  of  which  was  not  to  imtent  machines  need  for 
their  own  work  is  not  such  a  concealment  or  suppression  of  the  invention  as 
will  subordinate  the  inventor*s  rights  to  one  who,  claiming  conception  In 
July,  1900,  reduced  it  to  practice  in  April,  1901,  but  did  not  file  an  applloa* 
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tlon  until  May,  1902,  and  did  not  arrange  to  manufacture  the  same  until 
June,  1903. 
7.  Public  Use — Question  Not  Considered  in  an  Intebfesence. 

The  question  whether  the  invention  in  isdue  was  placed  in  public  use  by 
one  of  the  parties  to  an  interference  is  not  one  which  can  be  raised  in  an 
Interference  proceeding,  but  is  one  for  the  consideration  of  the  Commis- 
sioner of  Pat^its  on  the  final  allowance  of  the  patent. 

Mr,  George  W.  Rea  for  the  appellant. 

Mr.  Edgar  M,  Kitchin  and  Mr.  Edward  T.  Fenwick  for  the  ap- 
pellee. 

Shepard,  J.: 

This  is  an  interference  proceeding  involving  priority  of  invention 
of  an  improvement  in  singeing-machines. 

The  issue  is  embraced  in  twenty-two  counts  which  show  forth  in 
a  machine  for  singeing  stockings,  a  combination  of  rollers,  the  ending- 
point  of  which  is  in  proximity  to  the  initial  point,  whereby  the 
articles  to  be  singed,  mounted  on  stretching-boards,  are  continuously 
advanced  from  the  starting-point  to  the  ending-point,  and  in  their 
journey  pass  between  gas,  or  singeing  jets;  and  a  stripping. device 
whereby  the  further  motion  of  the  board  effects  the  withdrawal  of 
the  article  stretched  upon  it,  and  returns  the  board  to  the  point,  where, 
having  another  article  attached,  it  may  be  fed  again  to  the  machine 
for  singeing  and  stripping. 

For  the  sake  of  brevity,  the  following  counts  1,  2,  11,  14,  and  22, 
are  extracted  as  fairly  representing  the  issue: 

1.  A  finishing-machine  embodying  stripping  means,  the  articles  to  be  treated 
being  mounted  on  supports  so  as  to  be  acted  on  by  said  means. 

2.  In  combination  with  means  for  treating  tubular  fabrics  supported  from 
within  upon  suitable  formers,  of  means  for  carrying  the  said  formers  with 
the  articles  to  be  treated  through  the  said  treating  means,  and  means  for 
stripping  said  articles  from  the  formers. 

11.  In  combination  with  singeing  means,  of  means  for  carrying  the  supports 
holding  the  articles  to  be  singed  through  the  said  singeing  means,  means  for 
returning  the  supports  and  means  for  8trii>ping  the  said  articles  from  their 
supports  on  their  return  movement. 

14.  In  combination  with  means  for  singeing  stockings  or  Hive  articles 
mounted  upon  supports,  of  means  for  carrying  the  snpiK)rts  with  the  articles 
thereon  through  said  singeing  means,  means  for  changing  the  direction  of  move- 
ment of  the  supports  after  they  have  passed  through  the  singeing  means,  and 
means  for  returning  the  supports. 

22.  In  combination  with  means  for  singeing  stockings  or  like  articles  mounted 
upon  supports,  of  means  for  carrying  the  articles  through  the  singeing  means. 
an  inclined  belt  located  in  tho  path  of  movement  of  the  said  supports  for  chang- 
ing the  direction  of  movement  thereof,  means  for  returning  the  supports  to  a 
point  adjacent  to  the  feed  end  of  the  machine,  and  means  for  stripping  the 
articles  from  their  supports. 
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The  application  of  Vogel  was  filed  May  28,  1902,  and  that  of  Bur- 
son  April  17,  1903. 

In  his  preliminary  statement,  Vogel  alleged  conception  July  2, 1900, 
drawings  made  July  7,  1900,  disclosure  to  others  July  8,  1900;  and 
that  he  embodied  the  invention  in  a  full-sized  machine  which  was 
completed  about  April  6,  1901,  and  operated  successfully  April  9, 
1901.  He  also  alleged  the  manufacture  of  machines  for  sale  after 
September  22,  1903,  under  contract  with  manufacturers  entered  into 
April,  1903. 

Burson  alleged  conception  in  August,  1899,  sketches  December, 
1899,  but  no  model ;  and  disclosure  to  others  December  27,  1899.  He 
also  alleged  that  he  constructed  one  experimental  machine  in  Janu- 
ary, 1901,  and  has  since  had  constructed  two  machines  containing 
the  invention  in  controversy. 

The  Examiner  of  Interferences  awarded  priority  to  Burson.  On 
appeal  to  the  Exaoiiners-in-Chief,  that  decision  was  reversed;  and 
they  were  affirmed  by  the  Commissioner  (C.  D.,  190G,  508;  125  O.  G., 
2361,)  with  final  award  to  Vogel.  From  this  decision  Burson  has 
appealed. 

A  preliminary  question  must  be  disposed  of  before  passing  to  a  con- 
sideration of  the  evidence  relating  to  conception  and  reduction  to 
practice  of  the  invention  of  the  issue. 

The  appellee  contends  that  the  allegation  in  the  preliminary  state- 
ment of  Burson,  to  the  effect  that  ho  constructed  an  experimental 
machine  in  January,  1901,  does  not  amount  to  an  allegation  of  a  re- 
duction to  practice,  and,  hence,  in  respect  of  that  machine  and  the 
two  other  machines  thereafter  constructed,  to  which  no  date  is  given, 
limits  Burson  to  the  date  of  his  application  as  his  first  reduction  to 
practice.  We  cannot  concur  in  this  view  of  the  effect  of  the  state- 
ment. It  is  not  so  precise  as  it  might  have  been,  and  if  exception 
had  been  taken  to  it  on  that  ground,  in  limine^  its  amendment  might 
possibly  have  been  compelled;  at  any  rate,  if  unamended,  after  ex- 
ception, the  limitation  of  its  averments  now  insisted  ui>on  might  rea- 
sonably be  imposed.  Neither  of  the  two  decisions  adverse  to  Burson 
is  rested  upon  such  limitati(m. 

We  do  not  regard  the  case,  under  the  circumstances,  as  falling 
under  the  rule  applied  in  Tlaminotid  v.  Baach  (C.  D.,  1905,  r)15;  115 
O.  G.,  804;  '24  App.  D.  C,  400.)  In  that  case  the  statement  alleginl 
the  construction  of  a  ''  model  "  in  May,  1000,  and  this  was  followed 
by  the  specific  allegation  of  actual  reduction  to  practice  in  February. 
1001,  through  the  completion  and  use  of  a  full-size,  operative  device. 
The  invention  was  n  simple  one,  and  the  evidence  tended  to  show 
actual  reduction  to  practice  of  the  alleged  model.  But  in  view  of 
the  specific  allegation  of  later  reduction  to  practice  in  the  statement, 
which  remained  unamended,  it  was  held  that  the  date  thereof  could 
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not  be  carried  back  of  the  time  alleged.  In  taking  his  testimony, 
the  opposing  party  had  the  right  to  assume  that  the  model  was  what 
it  was  alleged  to  be,  and  nothing  more.  Here  the  party,  after-stating 
that  he  had  made  no  model,  alleged  the  construction  of  an  experi- 
mental machine  on  a  certain  date,  and  did  not  follow  it  with  an  alle- 
gation of  a  later  date  of  actual  reduction  to  practice.  An  experi- 
mental machine — and  the  first  construction  of  a  complicated  device 
usually  is — ^may  be,  according  to  the  evidence  relating  to  its  construc- 
tion and  use,  a  mere  unsuccessful  aild,  therefore,  an  abandoned  ex- 
periment, or,  though  crude  in  its  construction,  may  furnish  a  satis- 
factory demonstration  of  its  utility.  If,  therefore,  the  evidence  shall 
show  that  this  experimental  machine  was  successfully  operated, 
Burson  ought  to  have  the  benefit  of  it  as  of  the  date  alleged.  He 
cannot,  of  course,  have  the  benefit  of  an  earlier  date  than  that  alleged. 
no  matter  what  his  evidence  may  show.  (Lowrie,  v.  Taylor^  C.  D., 
1906,  713;  123  O.  G.,  1665;  27  App.  D.  C,  522,  and  cases  cited.) 

Without  reviewing  the  evidence  at  length,  we  think  it  sufficient 
to  show  that  Burson  had  a  conception  of  the  invention  and  disclosed 
it  to  others  as  early  as  the  first  of  July,  1900.  His  own  testimony  as 
to  this  is  corroborated,  and  the  entries  in  his  diary,  with  this  corrobo- 
rating evidence,  fix  dates.  As  the  recitals  in  this  diary  seem  to  have 
been  rejected  by  the  Commissioner,  we  think  it  proper  to  say  that 
we  cannot  agree  with  his  conclusions.  Burson  i§  a  man  over  seventy 
years  of  age  and  appears  to  have  kept  a  diary  for  fifty  years  in  which 
he  made  a  daily  record  of  events.  There  is  nothing  in  the  appearance 
of  this  diary  to  excite  suspicion.  The  dates  follow  consecutively. 
It  is  true  that  the  record  is  in  shorthand  after  the  Pittman  system ; 
but  it  appears  that  interpretation  thereof  could  be  made  with  suf- 
ficient certainty  by  one  skilled  in  that  method.  Having  testified  in 
regard  to  his  conception  and  the  work  done  therein,  he  read  a  num- 
ber of  entries  from  the  diary  showing  dates  and  memoranda  of  work 
done.  We  see  no  substantial  difference  between  this  and  the  ordinary 
use  of  memoranda  by  a  witness  to  refresh  his  memory.  While  such 
testimony,  uncorroborated  by  other  witnesses,  is  not  sufficient  proof 
of  the  conception  of  an  invention,  we  think  it  has  sufficient  corrobora- 
tion in  the  testimony  of  Ziock,  the  superintendent  of  the  factory,  and 
Westberg,  a  carpenter,  who  worked  on  all  of  the  machines  of  Burson. 

Under  the  ordinary  burden  of  proof  imposed  upon  a  junior  party, 
we  do  not  think  the  evidence  sufficient  to  show  that  the  experimental 
machine  was  successfully  reduced  to  practice.  It  was  evidently  ex- 
perimented with,  but  was  afterward  hi  id  aside  and  partly  dismantled. 
When  produced  as  an  exhibit  it  had  all  of  the  necessary  parts,  but  the 
important  ones  in  this  controversy  were  replacements.  We  are  not 
satisfied  with  the  evidence  tending  to  show  that  the  parts  y«^\ar« 
30097— H.  rW)C.  470,  GO-1 43 
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were  identical  with  those  that  had  been  removed.  It  was  given  some 
five  years  a,fter  the  fact,  and  lacks  certainty.  The  reduction  to  prac- 
tice by  jthe  use  of  the  experimental  machine — No.  1 — is,  however,  of 
no  practical  importance  under  the  allegation  of  its  construction  in 
1901.  The  proof  shows,  we  think,  that  machines  2  and  3  were  being 
constructed  in  December,  1900,  and  January,  1901,  and  were  com- 
pleted and  tried  during  the  latter  month.  This  evidence,  we  think, 
shows  a  successful  reduction  to  practice,  at  least  during  the  early 
spring  of  1901. 

The  Examiners-in-Chief  held  that  the  evidence  relating  to  these 
two  later  machines  was  not  sufficient  to  show  reduction  to  practice, 
and  held  that  Burson  must  be  confined,  therefoi-e,  to  the  date  of  filing 
his  application.  They  base  their  conclusion  upon  the  evidence  of 
Burson,  who  said,  with  apparent  candor,  that  machine  2  required — 

considerable  changing  and  bettering  of  different  parts  all  of  which  changes,  of 
course,  stopi)ed  the  oiHjnition  of  the  machine  while  said  changes  were  being 
made.  The  machine  which  is  called  No.  3  was  better  constructed  and  ran 
better  but  there  were  some  changes  and  some  interruptions  in  its  work  for 
some  considerable  time. 

They  say: 

If  these  machines  had  in  January,  1001,  the  construction  which  they  now  have, 
they  were  of  course  reduction  to  practice  as  defined  in  the  issue,  but  the  testi- 
mony does  not  satisfy  us  that  they  were  in  the  condition  which  they  now  are.  at 
that  date,  or  that  they  were  successful  in  operation  at  that  time. 

This  conchision  ignores  the  further  fact,  testified  to  by  Burson,  that 
these  changes  were  made  in  the  line  of  better  workmanship,  and  that 
substantially  all  the  parts  of  the  first  construction  were  retained. 
The  resemblance  between  the  new  machines,  and  their  resemblance  to 
the  first  experimental  machine,  indicate  the  presence  in  the  former  of 
the  essential  elements  of  the  issue;  and  the  evidence  of  the  two  wit- 
nesses before  referred  to  is  to  the  same  elfect. 

A  machine  may  be  crude  in  construction,  but  if  it  contains  all  the 
essential  elements  of  the  invention  of  the  issue,  and  in  its  oj>eration 
successfully  demonstrates  its  practical  efficacy  and  utility,  reduction 
to  practice  is  accomplished.  {Co fee  v.  Gnerant,  C.  D.,  1804,  384;  ♦>S 
O.  G.,  279;  3  App.  D.  C,  497;  Xorden  v.  Spauldbig,  C.  D.,  1905,  58S; 
114  O.  G.,  1828;  24  App.  D.  C,  286:  Gallagher  v.  Hien,  C.  D.,  1*K>:>. 
624;  115  O.  (;.,  1330:  25  App.  D.  C,  77;  Loicrie  v.  Taylor.  C.  D., 

*1906,  713;  123  ().  G.,  1665:  27  App.  D.  (\,  522.)  The  mere  fact  tliat 
mec^hanical  improvements  may  l)e  suggested  and  made  in  the  course 
of  operation,  that  tend  to  perfect  the  operation  of  the  machine  and 
increase  its  practical  efficiency,  while  retaining  the  essential  elements 
of  the  invention  which  it  puts  in  practice,  does  not  impair  the  effect 
of  the  original  demonstration  of  utility,  if  established  satisfactorily. 

Having  found  that  Burson's  e\'\d^\\ee  svvflRciently  established  his  con- 
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ception  about  July  1, 1900,  and  reduction  to  practice,  as  early  at  least 
as  March  1,  1901,  the  burden  was  shifted  to  Vogel,  the  senior  appli- 
cant. 

The  Examiner  of  Interferences  awarded  him  July  8,  1900,  as  his 
date  of  conception.  The  Examiners-in-Chief  held  his  evidence  in- 
sufficient and  restricted  him,  both  in  respect  of  conception  and  reduc- 
tin  to  practice,  to  his  filing  date.  The  Commissioner,  agreeing  with 
them  in  their  conclusions  as  regards  Burson's  claims  to  conception 
and  reduction  to  practice,  did  not  consider  it  necessary  to  pass  upon 
Vogel's  evidence,  as  his  earlier  filing  date  entitled  him  to  the  award 
of  priority. 

Vogel  testified  to  his  conception  of  the  invention  on  July  8,  1900, 
and  that  he  made  a  sketch  showing  the  same  on  that  date.  No  wit- 
ness was  produced  who  saw  this  sketch,  and  the  only  witness  intro- 
duced to  corroborate  Vogel  was  one  Loerding.  His  testimony  was 
to  the  effect  that  a  few  days  after  July  4,  1900,  Vogel  came  to  witness 
who  was  at  work  on  a  machine  singeing  stockings,  and  said  the  ma- 
chine was  not  complete;  that  there  ought  to  be  an  arrangement  to 
strip  the  stocking  and  return  the  board  to  the  man  who  put  them  on. 
He  then,  by  using  his  hands  and  the  edge  of  the  table  removed  a 
stocking  and  the  board  remained  in  his  hand.  No  mechanism  was 
described  by  which  the  desired  result  could  be  obtained.  Invention 
consists  of  the  conception  of  the  idea  and  of  means  for  putting  it 
in  practice  and  producing  the  desired  result.  Until  the  latter  con- 
ception is  complete  and  ready  to  be  put  in  some  practical  form,  there 
is  no  available  conception  of  the  invention  within  the  meaning  of 
the  patent  law.  {Mergenthalei^  v.  Scudder^  C.  D.,  1897,  724;  81 
O.  G.,  1417;  11  App.  D.  C,  204;  Funk  v.  Ilalnes,  C.  D.,  1902, 
659;  100  O.  G.,  1766.)  Failing  to  establish  the  earlier  date  of  con- 
ception, the  next  date  is  that  of  April,  at  which  time  also  it  would 
seem  that  Vogel  embodied  his  completed  idea  in  a  machine  and  re- 
duced it  to  practice.  Whether  it  amounted  to  a  complete  reduction 
to  practice  is,  however,  immaterial  because  of  the  conclusion  reached 
in  respect  of  Burson's  claim  to  earlier  conception,  which  also  ante- 
dates Vogel's  alleged  date,  and  to  reduction  to  practice. 

There  was  very  great  delay  on  the  part  of  Burson  in  filing  his  ap- 
plication for  a  patent,  but  it  does  not  ai)pear  that  he  suppressed  or 
intended  to  conceal  knowledge  of  his  invention  after  its  reduction  to 
practice.  The  Burson  Knitting  Company  was  engaged  in  the  manu- 
facture of  stockings  and  other  knit  goods  on  a  large  scale,  and  used 
the  stripping-machines  in  the  course  thereof.  Burson  testified  that 
it  was  the  policy  of  the  company  not  to  patent  machines  used  in  work 
in  its  own  factory.  This  is,  perhaps,  not  an  unusual  practice  on  the 
part  of  manufacturers  of  products  by  the  use  of  machines.  W\\<^\kNset 
so  or  not  it  does  not  amount  to  such  a  couceaVmftii^  oi  \3cv^  mN^\v\Assvv., 


676      DECISIONS  OF  THE  UNITED  STATES  COURTS  IN  PATENT  CASES. 

after  reduction  to  practice,  as  to  subordinate  his  right  to  a  later  dis- 
coverer, under  the  rule  governing  in  Mason  v.  Hepburn^  (C.  D.,  1898, 
510;  84  O.  G.,  147;  13  App.  D.  C,  86.)  (See  TrisseU  v.  Thomas, 
C.  D.,  1904,  616;  109  O.  G.,  809;  23  App.  D.  C,  219.)  Moreover, 
Vogel,  claiming  to  have  conceived  the  invention  July  8,  1900,  did  not 
construct  a  machine  for  use  until  April,  1901.  Having  constructed 
it  and  used  it  in  manufacture  in  April,  1901,  he  delayed  application 
for  patent  until  May  28,  1902 ;  and  it  was  not  until  June,  1903,  that 
he  made  an  arrangement  with  a  manufacturer  to  build  machines  and 
put  them  on  the  market. 

Whether  Burson's  use  of  his  machine  in  his  factory  for  more  than 
two  years  before  applying  for  a  patent,  amounted  to  such  public  use 
within  the  meaning  of  section  4886,  Revised  Statutes,  as  to  bar  his 
right  to  a  patent,  is  not  a  question  which  can  be  raised  in  this  case 
which  involves  priority  of  invention  as  between  him  and  Vogel.  The 
question  is  one  for  the  consideration  of  the  Commissioner  on  the  final 
allowance  of  a  patent. 

Burson  having  been  shown,  as  we  view  the  evidence,  to  have  been 
the  first  to  conceive  the  invention,  as  well  as  to  reduce  it  to  practice, 
is  entitled  to  the  award  of  priority.  The  decision  of  the  Commis- 
sioner must  therefore  be  reversed.  It  is  so  ordered,  and  the  clerk  wiU 
certify  this  decision  to  the  Commissioner  of  Patents  as  the  law  re- 
quires.    Re  versed. 


r Supreme  Court   of  the   District   of  Columbia.] 

The  United  States  of  America,  ex  veL  Tuttle,  v.  Axlen,  Commis- 
sioner OF  Patents. 

Decided  Devcmhcr  21,  1906, 

(12G  O.  (;.,  7G0.) 

1.  Practice — Mandamus. 

The  writ  of  niandanius  cannot  be  used  in  the  place  of  an  appeal  or  writ 
of  error  to  correct  any  erroneous  decision  made  by  tbe  Primary  Examiner 
in  the  course  of  his  official  duties. 

2.  Same — Same. 

The  writ  of  mandamus  cannot  be  used  to  control  the  exercise  of  Judicial 
discretion. 

3.  Division — Same. 

Where  division  had  l)een  required  between  the  claims  of  an  application 
for  patent  and  it  was  soujrht  by  mandamus  to  compel  consideration  of  the 
claims  upon  their  merits.  Held  that  it  is  of  no  consequence  to  the  court  in 
renderinjc  the  decision  upon  mandamus  whether  the  Office  was  right  or 
wrong  in  rtKjuiring  division. 

4.  Abandonment  of  Application. 

Where  after  final  requirement  of  division  numerous  letters  and  petitions 
are  Qled  lu  regard  thereto,  but  no  appeal  is  taken  or  compliance  liad  within 
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the  ensuing  year.  Held  that  it  is  not  clear  that  the  actions  taken  could  pre- 
vent the  operation  of  the  statute  as  to  abandonment. 
5.  Saks — ^Appeal. 

The  action  of  the  Oifice  holding  an  application  to  be  abandoned  Is,  in 
effect,  a  rejection.  If  tliat  action  is  erroneous,  the  applicant  has  his  remedy 
by  way  of  appeal. 

Mr.  Edward  L.  Gies  for  the  petitioner. 
Mr.  John  M.  Coit  for  the  respondent. 

Barnard,  «/.; 

In  this  case  the  petitioner  prays  for  a  writ  of  mandamus  to  require 
the  Commissioner  of  Patents  to  order  a  reconsideration  of  a  require- 
ment of  the  Examiner  in  charge,  for  a  division  of  his  appli^jation 
nmnbered  134,953,  for  a  patent  for  an  improvement  in  voting-ma- 
chines, so  far  as  relates  to  claim  No.  11  in  said  application,  which 
claim  covers  interlocking  means  between  push-keys,  both  severally 
and  in  the  aggregate,  and  a  single  whole-ticket  key,  for  independent 
voting;  and  further,  to  require  the  respondent  to  cause  an  examina- 
tion to  be  made  of  the  relator's  alleged  new  invention  or  discovery, 
as  set  forth  and  claimed  in  claim  No.  1  of  his  said  application ;  and 
also  to  cause  an  examination  to  be  made  of  several  other  claims  in 
his  said  application,  not  required  to  be  separated  from  said  claim  No. 
1  and  presented  in  a  separate  application,  with  a  view  to  the  allow- 
ance or  rejection  of  all  said  claims;  and  further  to  require  the  re- 
spondent to  cancel  an  order  heretofore  made,  holding  that  the  relator 
had  abandoned  his  said  application. 

The  answer  of  the  respondent,  filed  February  15,  1906,  sets  forth 
the  history  of  the  case,  as  shown  by  the  record  in  the  Patent  Office, 
and  attaches  copies  of  orders,  motions,  petitions,  etc.,  as  exhibits. 

On  March  9,  1906,  the  relator  filed  an  amendment  to  his  petition 
in  this  court ;  and  on  the  same  day  a  stipulation  of  counsel  was  filed, 
which  allowed  certain  'additional  facts  to  appear  by  way  of  answer, 
and  allowed  the  petitioner  time  to  file  reply. 

On  March  20, 1906,  the  relator  filed  a  reply;  and  on  April  11,  1906, 
the  respondent  filed  a  demurrer  thereto. 

By  a  stipulation  filed  Nov.  23,  1906,  the  case  thus  made,  was  sub- 
mitted to  the  court,  on  briefs,  without  oral  argument. 

The  answer  of  the  respondent,  filed  February  15,  1906,  sets  forth 
the  history  of  the  case,  as  shown  by  the  record  in  the  Patent  Office, 
and  attaches  copies  of  orders,  motions,  petitions,  etc.,  as  exhibits. 

On  March  9,  1906,  the  relator  filed  an  amendment  to  his  petition 
in  this  court ;  and  on  the  same  day  a  stipulation  of  counsel  was  filed, 
which  allowed  certain  additional  facts  to  appear  by  way  of  answer, 
and  allowed  the  petitioner  time  to  file  reply. 

On  March  20, 1906,  the  relator  filed  a  reply ;  and  oiv  A.\^^\V\Y^^S>^^^ 
the  respondent  filed  a  demurrer  thereto. 


678      DECISIONS  OP  THE  UNITED  STATES  COURTS  InVaTBNT  CASES. 

By  a  stipulation  filed  Nov.  23,  1906,  the  case  thus  made,  was  sub- 
mitted to  the  court,  on  briefs,  without  oral  argument. 

It  appears  that  relator's  application  for  Letters  Patent  was  filed 
Dec.  12,  1902,  and  the  same  contained  a  number  of  claims. 

On  Jan.  14,  1903,  the  Primary  Examiner  decided  that  there  should 
be  a  division  of  the  claims,  under  Rule  41  of  the  Patent  Office.  He 
specifically  pointed  out  what  claims  were  required  to  be  groupJed  to- 
gether, but  by  a  clerical  error,  claim  11  was  omitted  from  the  group 
which  defined  an  interlocking  or  key-arresting  system,  but  was  evi- 
dently intended  to  be  grouped  with  claims  8,  9, 14, 15,  and  21,  relating 
to  the  same  subject. 

Thp  relator  asked  a  reconsideration  of  the  first  requirement  for 
division,  on  Sept.  10,  1903,  and  again  on  Sept  14,  1903;  and  the 
Examiner  on  Nov.  11,  1903,  denied  the  petition  for  a  reconsideration, 
and  repeated  his  requirement,  and  made  his  action  final,  expressly 
requiring  said  claim  11  to  be  divided  out. 

On  October  3,  1904,  the  relator  appealed,  by  petition,  from  the 
action  of  the  Examiner,  to  the  Commissioner  of  Patents,  from  the 
several  orders  requiring  a  division,  and  asked  that  the  Examiner  be 
no  longer  allowed  to  insist  upon  said  orders. 

To  this  petition  the  Examiner  filed  his  answer,  Oct.  6,  1904;  and 
Oct.  18,  1904,  the  Commissioner  dismissed  the  petition,  and  stated 
that  applicant's  only  remedy  was  by  appeal  to  the  Examiners-in- 
Chief. 

On  Oct.  24,  1904,  the  applicant  filed  an  argument;  and  on  Oct.  26, 
1904,  a  petition,  in  which  petition  he  asked  that  the  Examiner  waive 
his  requirement  of  division  for  the  present,  and  act  upon  the  claims, 
in  order  that  an  appeal  might  be  taken  to  the  Examiners-in-Chief ; 
and  that  the  Examiner  be  directed  to  select  such  invention,  and  claims 
relating  thereto,  as  might  be  retained  in  the  original  application. 

On  Oct.  28,  1904,  the  Commissioner  denied  the  relator's  petition  of 
Oct.  26, 1904.     (C.  D.,  1904,  537;  113  O.  G.,  1967.) 

On  Oct.  31,  1904,  the  applicant  filed  an  amendatory  petition,  in 
which  he  requested  that  the  Examiner  be  directed  to  retain  claim  1, 
and  all  its  pertinent  claims,  in  the  original  application. 

The  Commissioner  denied  this  petition,  Nov.  2,  1904,  and  stated 
that  when  a  di\4sion  was  required,  it  must  be  settled  before  the  Office 
would  examine  the  claims  to  determine  their  probable  novelty  and 
patentability ;  and  also  held,  under  the  authority  of  the  case  of  IJ,  5., 
ex  reh  Stehmetz  v.  Allen  (C.  D.,  1904,  708;  109  O.  0.,  549)  that  the 
refusal  to  grant  a  patent  because  the  application  contained  separate 
inventions,  was  in  effect  a  rejection  of  the  application,  and  entitled 
the  applicant  to  an  appeal  to  the  Examiners-in-Chief. 

On  Nov.  1,  1904,  relator  filed  another  petition,  dated  Oct  29,  1904, 
^iii  urging  that  the  Examiuev  xeVeiiw  eUiia  1,  and  all  its  relmtive 
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claims,  in  the  original  case,  and  act  upon  them,  regardless  of  the 
orders  of  division. 

On  Nov.  3,  1904,  the  Commissioner  denied  the  last  petition,  on  the 
ground  that  the  division  must  be  settled  before  any  action  could  be 
had  on  the  merits ;  and  again  holding  that  the  requirement  for  a  divi- 
sion is  deemed  a  rejection. 

On  Feb.  13,  1905,  the  Examiner  informed  the  applicant  that  his 
case  was  held  to  have  been  abandoned  on  Nov.  11, 1904,  for  failure  to 
prosecute  within  one  year;  that  being  one  year  from  the  time  said 
claim  11  was  expressly  required  to  be  divided  out ;  and  when  the  re- 
quirement for  a  division  w«s  confirmed,  or  made  final. 

The  applicant  thereupon  wrote  three  letters  under  date  of  Feb.  17, 
Mar.  1,  and  Mar.  10,  respectively,  asking  for  prompt  attention,  and 
stating  that  the  holding  of  abandonment  was  not  understood,  in  that 
no  action  had  been  taken  with  reference  to  certain  claims. 

On  April  11,  1905,  the  ComQiissioner  repeated  the  holding  of 
abandonment,  and  stated  that  applicant  had  forfeited  his  right  to 
proceed,  by  his  failure  to  specifically  elect  what  claims  were  to  be 
retained  in  his  original  application. 

The  applicant  filed  a  petition  on  May  8, 1905,  again  asking  a  recon- 
sideration of  the  case;  and  on  May  11,  1905,  the  Examiner  answered 
the  petition,  and  repeated  the  holding  of  abandonment,  because  the 
applicant  did  not  take  proper  action  within  a  year  from  Nov.  11, 
1903.  Under  date  of  June  5,  1905,  the  Commissioner  denied  this 
petition.     (C.  D.,  1905,  274;  117  O.  G.,  1796.) 

It  seems  that  the  misunderstanding  between  the  petitioner  and  the 
Patent  Office  began  at  the  time  the  application  for  a  patent  was 
required  to  be  divided,  under  Rules  41  and  42  of  the  Rules  of  Prac- 
tice of  the  Patent  Office.  The  Examiner  in  charge  had  decided  that 
the  applicant  claimed  in  his  application,  independent  inventions  of 
such  a  nature  that  a  single  patent  could  not  be  issued  to  cover  them. 

In  such  case  Rule  42  provides  that  the  inventor  will  be  required 
to  limit  the  description,  drawing,  and  claim  of  the  pending  applica- 
tion, to  whichever  invention  he  may  elect.  It  also  provides  that  if 
the  independence  of  the  inventions  be  clear,  such  limitation  must  be 
made  before  any  action  upon  the  merits;  otherwise  it  may  be  made 
at  any  time  before  final  action  thereon,  in  the  discretion  of  the 
Examiner. 

The  whole  difficulty  in  which  the  applicant  now  finds  himself, 
seems  to  have  started  by  his  persistence  in  trying  to  have  the  Exam- 
iner in  charge  reconsider  the  decision  which  required  his  application 
to  be  divided;  and,  notwithstanding  the  repeated  decisions  both  of 
the  Examiner  and  the  Commissioner,  confirming  his  first  decision, 
he  &iled  to  take  his  appeal  to  the  Examiners-in-Chief. 
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He  seems  to  have  continued,  by  appeals  to  the  Commissioner  on 
petition,  and  by  applications  to  the  Examiner  in  charge,  to  try  to 
secure  the  reconsideration,  or  some  modification  of  the  order;  and 
particularly  to  have  the  Examiner  decide  which  inventions  might  be 
continued  in  connection  with  claim  1,  as  his  pending  application,  in- 
stead of  himself  making  the  selection,  as  seems  to  be  required  by 
Rule  42. 

The -original  application  containing  a  number  of  claims  which 
could  be  divided  into  groups,  the  Examiner  did  not  require  a  sepa- 
rate application  for  each  claim,  but  did  require  a  number  of  claims 
to  be  divided  out  of  the  original  application,  leaving  certain  claims 
therein  for  matters  that  did  not  constitute  a  distinct  subject  of  in- 
vention, together  with  what  are  called  combination  claims. 

If  the  applicant  had  deemed  this  action  of  the  Examiner  to  be 
improper,  he  had  his  remedy  by  appeal,  after  the  requirement  for 
division  had  been  repeated  and  made  final,  which  it  was  on  Nov. 
11,  1903,  when  the  Examiner  refused  to  reconsider  the  case  on  the 
applicant's  petition  and  argument  filed  in  September,  1903. 

This  remedy  seems  to  have  been  established  by  the  decision  of  the 
Supreme  Court  in  the  said  case  of  the  United  States  ex  rel.  Stein- 
metz  V.  Allen,  (C.  D.,  1904,  703;  109  O.  G.,  549;  192  U.  S.,  543.) 

Not  having  accepted  the  suggestion  of  the  Examiner,  that  the  ap- 
plication should  be  divided  in  the  manner  pointed  out,  and  not 
having  taken  an  appeal,  the  next  difficulty  in  which  the  applicant 
found  himself  was,  that  at  the  expiration  of  one  year  from  Novem- 
ber 11,  1903,  when  the  requirement  was  for  a  second  time  made  and 
became  final,  his  api)lication  was  held  to  be  abandoned  under  section 
4894  of  the  Kevised  Statutes,  (29th  Statute-at-Large,  692.) 

This  statute  requires  that  all  applications  for  patents  shall  be 
completed  and  prepared  for  examination  within  one  year  after  the 
filing  of  the  application;  and  in  default  thereof,  or  upon  failure  to 
prosecute  the  same  within  one  year  after  any  action  therein,  of  which 
notice  shall  have  been  given  to  the  applicant,  they  shall  be  regarded 
as  abandoned,  unless  it  l)e  shown  to  the  satisfaction  of  the  Commis- 
sioner, that  such  delay  was  unavoidable. 

Rule  171,  based  on  this  statute,  defines  what  shall  l>e  considered 
as  an  abandoned  application. 

Rules  31  and  77  are  also  based  on  the  said  statute.  Rule  77  defining 
the  time  when  the  one  year  shall  begin  to  run,  namely,  from  the  day 
when  the  last  official  notice  of  any  action  by  the  Office  was  mailed 
to  the  applicant. 

Rule  171,  after  defining  what  an  abandoned  application  is,  defines 
what  prosecution  is  necessary  to  save  an  application  from  abandon- 
ment,  and  says  that  such  prosecution  must  include  SjH^^piper  actioQ 
as  the  condition  of  the  case  may  re(\uire. 
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The  petitioner,  having  a  right  to  appeal  from  the  requirement  to 
have  his  application  divided,  it  is  of  no  consequence  in  this  court, 
in  a  mandamus  proceeding,  whether  the  Examiner  was  right  or 
wrong  in  such  decision. 

If  the  applicant  thought  the  Examiner  was  wrong,  and  he  still 
insisted  on  the  right  to  prosecute  his  application  with  the  several 
claims  therein  joined,  then  he  could  have  taken  his  appeal  to  the 
Examiners-in-Chief,  and  if  their  decision  was  adverse,  a  further 
appeal  to  the  Commissioner  of  Patents. 

The'  writ  of  mandamus  cannot  be  used  in  the  place  of  an  appeal 
or  writ  of  error,  to  correct  any  erroneous  decision  made  by  the  Pri- 
mary Examiner  in  the  course  of  his  official  duties. 

The  applicant  having  his  right  of  appeal,  which  must  be  presumed 
to  be  an  adequate  remedy,  cannot  rightfully  ask  the  court  to  give  him 
the  same  relief  by  the  writ  of  mandamus.  {Ex  parte  Virginia  Com- 
missionersj  112  U.  S.,  177;  Riverside  Oil  Company  v.  Hitchcock^  21 
App.  D.  C,  252.) 

In  the  last-mentioned  case,  Mr.  Justice  Morris  stated  the  estab- 
lished rule  in  these  words : 

The  writ  of  mandamus,  It  is  well  settled,  cannot  be  used  to  serve  the  purpose 
of  an  appeal  or  writ  of  error:  nor  can  it  be  used  to  control  the  exercise  of 
Jadieial  discretion. 

Having  this  right  of  appeal,  and  having  neglected  to  pursue  it, 
within  one  year  after  the  mailing  of  notice  that  the  action  of  the 
Examiner  in  charge  had  been  repeated  and  made  final,  can  the 
petitioner  escape  the  predicament  in  which  he  is  placed  by  the  ex- 
press language  of  section  48J)4  of  the  Revised  Statutes? 

He  took  no  action  in  the  prosecution  of  his  claim  for  patent,  except 
the  ineffectual  action  by  way  of  repeated  motions  and  petitions,  in 
which  he  sought  to  have  the  Examiner  reverse  himself  as  to  the  re- 
quirement for  division  of  his  application,  whereas  Rule  171  requires 
ttiat  he  should  take  such  proper  action  as  the  ccmdition  of  the  case 
demands.  That  was,  in  this  case,  to  file  separate  claims,  and  so  divide 
his  application,  or  to  take  his  appeal  from  the  order  requiring  such 
division,  under  section  4909  of  the  Revised  Statutes. 

It  is  not  clear  that  such  action  on  his  part,  as  he  did  take,  could 
prevent  the  operation  of  the  statute  as  to  abandonment,  and  I  must 
therefore  hold  that  he  has  no  remedy  by  mandamus,  to  prevent  the 
abandonment  which  the  Office  has  declared. 

If,  however,  the  Office  has  declai-ed  that  his  application  has  been 
abandoned,  and  that  decision  should  be  erroneous,  he  has  a  remedy 
by  appeal  from  that  decision,  which  would  bar  him  from  any  stand- 
ing in  this  court  in  a  proceeding  for  mandamus.  On  both  of  these 
Bts  it  seems  to  me  that  the  respondent's  contention  must  Vife  ^x^sr 
L 
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There  is  one  other  contention  that  the  relator  makes,  namely,  that 
he  is  entitled  to  the  writ  of  mandamus  to  compel  a  consideration 
and  decision  as  to  his  right  to  a  patent  mider  claim  No.  1,  of  his 
application,  and  under  such  other  claims  as  the  Office  may  hold  to 
be  properly  joined  with  said  claim,  No.  1.  That  is,  without  himself 
electing  to  abandon  the  claims  required  to  be  divided  out,  and  elect- 
ing what  claims  he  .wishes  to  prosecute- in  the  pending  application, 
he  asks  that  the  Office  be  required  to  proceed  with  its  consideraticm 
of  part  of  his  application  for  a  patent,  on  the  merits.  That  is  to 
say,  that  notwithstanding  the  Patent  Office  through  its  Examintsr  and 
Commissioner,  holds  that  the  relator's  application  has  been  aban- 
doned; and  notwithstanding  the  requirement  that  the  application 
should  be  divided,  before  being  examined  on  the  merits,  the  court  is 
asked  to  require,  by  mandamus,  that  the  Examiner  should  proceed 
with  the  case,  and  proceed  in  a  certain  way. 

The  authorities  have  established  the  rule  over  and  over  again,  tbat 
a  mandamus  will  not  lie  to  compel  an  officer  having  discretion  to 
decide  a  question  in  a  particular  manner;  and  only  where  the  peti- 
tioner has  a  clear  legal  right  to  the  relief  he  claims,  and  it  is  a  plain 
ministerial  duty  of  the  respondent  to  act  in  the  premises,  will  the  writ 
be  issued. 

In  this  case  the  action  of  the  Patent  Office  is,  in  effect,  a  rejection 
of  the  plaintiff's  application  for  a  patent  on  two  grounds,  namely, 
because  the  requirement  for  division  was  not  complied  with;  and 
because  the  application  has  been  abandoned  by  failure  to  take  the 
proper  steps  in  its  prosecution  within  one  year. 

Any  order  that  the  court  might  make  to  require  the  Office  to  pro- 
ceed with  the  examination  of  claim  No.  1,  or  any  other  claim,  would 
operate  as  a  reversal  of  the  action  taken  by  the  Examiner  and  the 
Commissioner;  and  would  be  the  substitution  of  the  judgment  of  the 
court  in  place  of  that  of  the  Patent  Office,  where  jurisdiction  has 
been  vested  by  the  statute,  and  where  all  the  technical  facilities  have 
been  provided  for  the  examination  and  decision  of  questions  pertain- 
ing to  patents. 

Many  of  the  facts  which  are  stated  as  appearing  in  this  case,  are 
admitted  to  be  true  by  the  stipulation  filed  herein  on  March  IHh, 
1906,  and  the  petitioner  has,  by  his  reply  to  the  answer  to  the  re- 
spondent, admitted  certain  other  of  the  facts  assumed  by  the  court 
in  the  foregoing  statements. 

In  his  said  reply  the  relator  repeats  all  the  several  allegations  and 
averments  contained  in  his  petition,  except  such  as  are  by  the  defend- 
ant's return  fully  admitted.  He  avers  also  that  the  several  dates  in 
the  fourth  paragraph  of  page  3  of  defendant's  first  answer,  should  be 
1904,  and  not  1903 ;  and  he  admits  that  since  the  rule  to  show  cause 
was  issued  herein,  that  he  \\wh  ft\ed  iu  the  Patent  Office  an  appeal  to 
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the  Examiners- in-Chief,  from  the  action  of  the  Primary  Examiner, 
holding  his  application  to  have  been  abandoned. 

It  is  insisted  by  the  respondent  that  this  appeal  necessarily  takes 
out  of  this  case  the  right  of  the  relator  to  insist  upon  an  order  of  the 
court  to  require  of  the  respondent  a  decision  on  the  question  of  aban- 
donment, and  leaving  only  the  other  questions  herein  which  have 
been  above  mentioned,  and  which  contention  I  am  inclined  to  think 
is  correct. 

Under  section  1276  of  the  code  of  this  District,  the  petitioner  was 
allowed  to  plead  or  to  traverse  all  or  any  of  the  material  averments 
set  forth  in  the  respondent's  answer,  and  the  defendant  was  allowed 
to  take  issue  or  demur  to  said  plea  or  traverse;  and  further  pro- 
ceedings were  to  be  taken  as  in  an  action  for  a  false  return. 

The  proper  practice  under  this  section  was  pointed  out  by  the  court 
of  appeals  in  the  case  of  West  v.  Hitchcock^  (19  App.  D.  C,  346.) 

The  demurrer  to  the  reply  seems  to  raise  the  question  of  the  suffi- 
ciency of  the  petitioner's  case;  and,  after  considering  all  the  facts 
which  are  admitted  by  the  relator,  or  stated  in  his  petition  and 
reply;  and  after  considering  the  matters  claimed  in  his  reply  to  be 
in  avoidance  of  the  facts  contained  in  the  answer  of  the  respondent, 
I  have  reached  the  conclusion  that  the  petitioner  has  failed  in  his 
reply  and  petition  to  state  a  plain  right  to  the  relief  claimed  by  him ; 
and  that  the  court  cannot  properly  grant  him  the  writ  of  mandamus 
for  any  of  the  purposes  asked  for  in  the  petition ;  and  I  will,  there- 
fore, sign  an  order  sustaining  the  demurrer  to  the  reply,  and  enter 
judgment  for  the  defendant  for  costs,  as  appears  to  be  proper  under 
sections  1278  and  1279  of  the  code. 


r Supreme  Court  of  the  District  of  Columbia.] 

The  United  States  of  Ajierica,  ex  rel.  The  Newcomb  Motor  Co., 
V.  Allen,  (Moore  Substituted,)  Commissioner  of  Patents. 

Decided  June  21,  1907, 
(130  O.  G.,  302.) 

1.  Mandamus  Not  Granted — Where  other  Legal  Remedies  Exist. 

Where  the  relator  is  not  without  other  complete  and  ade(iiiate  remedies, 
a  writ  of  mandamus  will  not  lie. 

2.  Same — Merely  to  Expedite  the  Case. 

Although  the  writ  of  mandamus  might  serve  as  an  inexpensive  and  sum- 
mary conclusion  of  the  whole  matter,  providing  this  court  liad  jurisdiction 
to  issue  the  writ,  yet  neither  economy  of  time,  nor  expense  can  weigh  any- 
thing as  against  the  orderly  procedure  under  the  luw  of  a  given  case. 

3.  Same — Where  Court  is  Without  Jurisdiction. 

Where  the  Commissioner  has  In  fact  acted  and   rendered  Ul^  ^«!Ns\^tv 
toochlng  the  very  matter  here  in  controversy  and  baa  Wie  cVeciic  \e%^\  xV^fioX. 
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to  act  and  decide  for  himself,  this  coart  is  without  jurisdiction  to  refiev 
his  action  and  above  all  to  comiiel  him  by  its  writ  to  undo  what  be  bu 
done. 
4.  Same— Practice. 

Where  the  Ck)mmissioner  had  the  power  to  act  and  has  acted,  HHd  tliat 
it  is  wholly  immaterial  whether  in  the  judgment  of  the  court  he  was  ricM 
or  wrong  in  his  determination  and  that  in  overruling  the  motion  for  a 
writ  of  mandamus  no  opinion  will  be  expressed  as  to  the  merits  of  the  re- 
lator's contentions.  '  ■ 

Mr.  Charles  H,  Dvell^  Mr,  Robert  N.  Kenyan^  and  Mr.  Walter  F, 
Rogers  for  the  petitioner. 

Mr,  Fairfax  Bayard  and  Mr,  W.  S,  Ruckman  for  the  respondent. 

Mr,  Melville  Church  of  counsel  for  the  respondent  and  ^ep^esen^ 
ing  the  General  Electric  Company. 

Anderson,  J,: 

This  case  is  before  the  court  upon  motion  of  the  relator,  based  upon 
the  petition  and  return  herein,  for  a  writ  of  mandamus  against  the 
respondent,  Commissioner  of  Patents,  directing  him  to  vacate  and 
set  aside  certain  proceedings  in  the  Patent  Office  bearing  upon  the 
subject-matter  of  certain  interferences  which  had  been  declared  and 
dissolved  in  that  Office. 

The  interferences  referred  to  involved,  on  the  one  side,  two  certain 
patents  of  the  rehitor,  and,  on  the  other  side,  four  certain  i^ending 
applications  for  patents  of  parties  named  Tliomson  and  Lemp. 

The  relator  contends  that  upon  the  expiration  of. the  limit  of  ap- 
peal fixed  by  the  P^xaminer  from  his  decision  in  the  interferences  thii 
rehitor\s  opponents  had  no  right  to  make  the  claims  involved  in  the 
issues  of  interference  and  dissolving  such  interferences  in  consequence 
thereof,  that  such  decision  became  final  and  res  judicata^  and  that  all 
further  proceedings  in  the  Patent  Office  respecting  the  rig^t  of  the 
relator's  opponents  had  no  right  to  make  the  claims  involved  in  the 
the  jurisdiction  of  the  Office. 

It  is  by  no  means  clear  to  the  court,  however,  that  the  respondent 
has  exceeded  his  jurisdiction  in  allowing  these  further  proceedings. 
The  determination  of  the  question  involved  the  ccmstruction  of  certain 
statutes  prescribing  the  rights  of  parties  before  the  Patent  Office, 
and  the  respondent  gave  careful  consideration  to  the  whole  question, 
and  decided  that  the  provision  of  the  rules  for  interlocutory  motions 
to  dissolve  interferences  and  appeals  in  connection  therewith,  wi* 
entirely  independent  of,  and  in  no  wise  affected,  the  unconditional 
right  given  to  applicants  for  patents  by  section  4909  Revised  Stat- 
utes of  the  United  States  of  appealing  whenever  their  claims  are, 
"  twice  rejected,"  by  the  Primary  Examiner,  and  that  it  would  be 
neither  legal  nor  consistent  with  the  statute  to  hold  that  a  pai^^s 
failure  to  exercise  a  rigVil  oi  «l)^^viI  not  given  by  the  statute 
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resting  solely  upon,  and  being  the  creature' of,  the  rules  of  the  Patent 
Office,  estops  him  from  exercising  a  right  of  appeal  unconditionally 
given  to  him  by  the  statute. 

If  the  respondent  is  right  in  his  construction  of  section  4909  of 
the  Revised  Statutes  of  the  United  States,  namely,  that  applicants 
for  patents  are  thereby  given  the  indisputable  right  of  appeal  when- 
ever their  claims  are  twice  rejected  by  the  Primary  Examiner,  and 
that  Rules  122  and  124  have  no  application  to  such  cases,  but  are 
limited  to  interlocutory  motions  to  dissolve  interferences  and  appeals 
in  connection  therewith,  then  clearly  these  rules  cannot  avail  any- 
thing as  against  the  statute,  and  cannot  be  invoked  in  support  of  the 
application  for  a  writ  of  mandamus  in  this  case.  WTiether  the  dis- 
tinction thus  pointed  out  by  the  respondent  actually  exists  under  a 
right  interpretation  of  the  law  and  the  rules  themselves  is  not  for  this 
court  to  decide,  as  the  court  is  without  jurisdiction  so  to  do. 

As  was  said  by  the  United  States  Supreme  Court  in  Rivemide  OH 
Co.  V.  Hitchcock,  (190  U.  S.,  324:) 

Whether  he  decided  right  or  wrong,  is  not  the  question.  Having  jurifdlction 
to  decide  at  all,  he  had  necessarily  jurisdiction,  and  it  was  his  duty  to  decide 
as  he  thought  the  law  was,  and  the  courts  have  no  power  whatever  under 
tlKMie  clrcamstances  to  review  his  determination  by  mandamus  or  injimction. 

OTHER  REMEDIES. 

'  It  seems  to  me  that  this  is  clearly  not  a  case  where  the  relator  is 
without  other  legal  remedy  than  that  afforded  by  writ  of  mandamus, 
in  order  to  rightly  determine  and  enforce  his  rights  in  the  premises, 
and  thereby  save  himself  harmless  from  any  possible  error  in  the  decis- 
ions of  which  it  complains.  If  the  questions  involved  are  in  fact  and 
in  law  res  judicata  as  the  relator  contends,  ample  opportunity  will 
be  afforded  it  to  fully  and  fairly  press  that  contention  for  final  de- 
termination upon  appeal  from  the  final  decision  in  the  interference 
proceedings  between  the  relator  and  Thomson  and  Lemp,  that  must 
necessarily  be  prosecuted  to  a  final  conclusion  before  patents  can  issue 
to  the  latter  for  the  inventions  covered  by  the  relator's  patents.  More- 
over, if  the  Commissioner  should  decide  against  the  relator's  conten- 
tions, his  right  of  appeal  from  such  decision  to  the  court  of  appeals 
would  seem  to  be  unquestionable,  and,  if  the  relator  should  prevail  on 
such  appeal,  it  necessarily  follows  that  the  court  would  reverse  the 
Commissioner  and  enter  an  order  of  priority  in  its  favor,  as  was  done 
in  Blackford  v.  Wilder,  {ante,  401;  127  O.  G.,  1255.)  ^ile,  on  the 
other  hand,  if  the  court  of  appeals  should  decide  against  the  relator, 
then  its  opponents  would  be  entitled  to  their  patents,  with  the  right 
still  reserved  to  the  relator  to  avail  himself  of  any  error  in  the  decis- 
ions leading  to  the  granting  of  such  patents  in  an  interfering  \)at^w\. 
suit  as  provided  under  section  4918  Revised  Statutes.    ^V\?cvo\>X>  x^sl- 


686      DECISIONS  OF  THE  UNITED  STATES  COURTS  IN  PATENT  CASES. 

dertaking  to  enumerate  and  define  the  specific  statutory  remedies 
available  to  the  relator  against  the  alleged  errors  in  the  decisions  of 
which  it  complains ;  it  is  sufficient  to  say,  in  a  word,  that  in  the  opin- 
ion of  the  court  the  relator  is  not  without  other  complete  and  adequate 
legal  remedies  suited  to  the  exact  situation  of  this  case. 

While  it  is  true  that,  if  the  questions  here  involved  are  res  judicata^ 
the  writ  of  mandamus  invoked  by  the  relator  would  serve  as  an  in- 
expensive and  summary  conchision  of  the  whole  matter,  providing 
this  court  had  jurisdiction  to  issue  the  writ,  yet  neither  economy  of 
time  or  expense  can  weigh  anything  as  against  orderly  procedure 
under  the  law  of  a  given  case. 

As  was  said  by  the  Supreme  Court  of  the  United  States  in  Bayard 
V.  United  States,  (127  U.  S.,  426,  at  p.  250:) 

The  writ  of  mandamus  is  a  remedy  to  compel  the  performance  of  a  doty 
required  by  law,  where  the  iMirty  seeking  relief  has  no  other  legal  remedy  and 
the  duty  sought  to  be  enforced  is  clear  and   indisputable. 

The  Commissioner  has  decided  that  the  failure  of  Thomscm  and 
Lemp  to  prosecute  their  appeal  from  the  decisions  of  the  Primary 
Examiner  dissolving  the  interferences,  is  not  conclusive  of  the  ques- 
tions here  involved ;  or,  in  other  words,  that  these  questions  are  not, 
by  virtue  of  the  decision  of  the  Primary  Examiner,  res  judicata.  In 
so  deciding,  the  Commissioner  was  necessarily  required  to  study,  com- 
pare and  interpret,  according  to  his  own  best  jud^nent,  aided  pre- 
sumably by  the  legal  advisers  of  his  Office;  the  various  sections  of  the 
statutes  relating  thereto.  And  in  so  deciding  he  was  acting  clearly 
within  his  jurisdiction,  as  the  head  of  the  Office  charged  with  the  duty 
of  exercising  his  judgment  and  discretion,  as  contradistinguished 
from  tlie  performance  of  a  mere  ministerial  act  or  duty.  It  therefore 
follows,  in  the  opinion  .of  the  court,  that  inasmuch  as  the  Commi?- 
sioner  lias  in  fact  acted  and  rendered  his  decision  touching  the  very 
matter  here  in  controversy,  and  having  the  clear  legal  right  to  act 
and  decide  for  himself,  this  court  is  without  jurisdiction  to  renew 
his  action  and  above  all  to  compel  him  by  its  writ  to  undo  what  he 
has  done. 

As  was  said  by  Mr.  Justice  Miller,  in  Johnson  v.  Toicsley.  (13 
Wall.,  72,  88:) 

When  the  law  has  confined  to  a  si)ecific  tribunal,  the  authority  to  hear  and 
determine  such  matters  arising  in  the  course  of  its  duties,  the  dec^ision  of  that 
tribunal,  within  the  scope  of  its  authority,  is  conclusive  ui)on  all  others. 

In  the  case  of  Diinhip  v.  Black,  ( 128  U.  S.,  48,)  it  was  also  said 
by  the  Supreme  Court  of  the  United  States: 

The  Court  will  not  interfere  by  mandamus  with  the  executive  officers  of  the 
Government  in  the  exercise  of  their  ordinary  official  duties,  even  where  \3uam 
duties  require  au  interpretation  of  the  law,  the  Court  having  no  appeUtte 
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power  for  that  purpose.  Whether,  if  the  law  were  properly  before  us  for  con- 
sideration, we  should  be  of  the  same  opinion  or  of  a  different  opinion  is  of 
DO  consequence  in  the  decision  of  the  case. 

In  Kirwin  v.  Murphy^  (189  U.  S.,  55,)  the  Court  quoted  with 
approval  the  following  passage  found  in  the  case  of  Litchfield  v. 
The  Register  and  Receiver,  (9  Wall.,  577,  579:) 

The  principle  has  been  so  repeatedly  decided  in  this  Court,  that  the  judiciary 
cannot  interfere  either  by  mandamus  or  injunction  with  executive  officers 
8nch  as  the  respondents  here,  in  the  discharge  of  their  official  duties,  unless 
those  duties  are  of  a  character  purely  ministerial,  and  involving  no  exercise  of 
judgment  or  discretion,  tliat  it  would  be  useless  to  repeat  it  here. 

Having  thus  decided  this  court  is  without  jurisdiction  to  require 
the  respondent  to  undo  what,  in  the  exercise  of  his  judgment  and  dis- 
cretion and  under  his  interpretation  of  the  law  and  of  the  rules  of 
his  Office,  he  has  done,  it  is  wholly  immaterial  whether  in  the  judg- 
ment of  this  court  he  is  right  or  wrong  in  his  determination  of  these 
questions;  and  I  therefore  express  no  opinion  as  to  the  merits  of  the 
relator's  contentions  in  such  connection,  but  content  myself  with 
thus  briefly  stating  my  reasons  for  overruling  the  relator's  motion 
that  the  w^rit  of  mandamus  issue  notwithstanding  the  respondent's 
answer  or  return  to  the  relator's  petition. 

The  motion  will  therefore  be  overruled,  the  rule  to  show^  cause 
discharged,  and  the  petition  dismissed. 


[Supreme  Court  of  the  United  States.] 

Computing  Scale  Co3ipany  of  xVmerica  v.  The  Automatic  Scale 

Company. 

Decided  February  Jo,  1007, 

(127  O.  G.,  840.) 

1.  Patentability — Invention — Uearranqkment  of  Elements  of  Combination. 

Where  a  given  combination  of  elements  is  old  in  an  automatic  computing- 
scale  of  the  horizontal  tyiH»  and  the  prior  art  also  shows  a  computing-scale 
arranged  vertically,  although  it  was  not  entirely  automatic,  a  claim  cover- 
ing a  rearrangement  of  the  elements  of  the  automatic  horizontal  scale  to 
provide  a  vertical  construction  can  be  sustained  only  to  a  limited  extent. 

2.  Construction  of  Claims — Acquiescence  in  Rejection  of  Patent  Office. 

Where  an  Inventor  seeking  a  broad  claim  which  is  rejected,  in  which  re- 
jection he  acquiesces,  substitutes  therefor  a  narrower  claim,  he  cannot  be 
heard  to  insist  that  the  construction  of  the  claim  allowed  shall  cover  that 
which  has  been  previously  rejected.  {CorlHn  Cabinet  Lock  Company  v. 
Eagle  Lock  Company,  C.  D.,  1803,  612;  65  O.  G.,  1066;  150  U.  S.,  38-40,  and 
cases  there  cited.) 


Mr.  Melville  Church  for  the  appellant. 
Mr.  H.  P.  DoobUOe  for  the  appdlee. 
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Mr.  Justice  Day  delivered  the  opinion  of  the  Court. 

This  is  an  appeal  from  the  Court  of  Appeals  of  the  District  of  Co- 
lumbia, (C.  D.,  1905,  704;  119  O.  G.,  1586;)  affirming  a  decree  of  the 
Supreme  Court  of  the  District  dismissing  the  bill  of  the  Computing 
Scale  Company  of  America,  appellant,  againt  the  Automatic  Scale 
Company,  based  upon  the  alleged  infringement  of  Letters  Patent  Na 
700,919,  granted  to  the  complainant  as  the  assignee  of  the  inventor, 
Austin  B.  Hayden,  said  letters  bearing  date  May  27,  1902,  for  an  im- 
provement in  computing-scales. 

The  bill  contained  a  prayer  for  an  injunction  and  accounting.  The 
answer  denied  the  patentability  of  the  alleged  invention  of  the  plain- 


jy.i 


yy  e 


tiff,  set  up  the  alleged  anticipating  invention  of  one  Christopher,  and 
denied  infringement. 

The  alleged  improvement  of  Hayden  is  shown  in  the  accompanying 
illustrations  taken  from  the  patent : 

To  understand  these  drawings  they  are  to  be  viewed  in  the  light  of 
the  description  of  the  mechanism  given  by  complainant's  expert, 
which  has  the  approval  of  the  expert  of  the  defendant,  and  was  ac- 
cepted as  correct  in  the  court  of  appeals.  This  description,  somewhat 
abridged,  is  as  follows: 

The  two  principal  parts  of  ttie  mechanism  are  as  follows:  Ist,  a  vertlcallj- 
arrauged,  lion -rotating  frame  wUVeU  cornvrlses  and  includes  a  vertical  cylin- 
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drical  casing  which  incloses,  conceals,  and  protects  the  major  portion  of  the  oper-' 
ating  portions  of  the  scale,  and  upon  which  are  marked  the  price  indications 
which  indicate  the  price  per  pound  at  which  the  articles  weighed  are  to  be  sold. 
As  clearly  shown  in  the  drawings,  this  external  casing  or  frame  is  provided 
with  a  vertically-disposed  sight-opening  through  which  the  coacting  mechanism 
is  observable,  and  along  one  vertical  edge  of  the  sight-opening  are  arranged  the 
numerals  indicating  the  price  per  pound. 

The  second  of  these  principal  parts  is  a  second  cylinder  located  within  the 
casing,  this  cylinder  constituting  a  computing-cylinder  or  chart-drum  upon 
which  are  placed  indications  indicating  the  weight  In  pounds  of  the  article 
weighed,  and  also  having  other  indications  indicating  the  price  of  an  article 
weighed- corresponding  to  the  weight  and  to  the  price  per  pound.  This  chart- 
drum  or  computing-cylinder  extends  vertically  within  the  external  casing  and  it 
is  arranged  to  rotate  on  a  vertical  axis  within  the  external  casing.  This  casing 
is  appropriately  connected  to  the  spring  balancing  mechanism  and  to  the  scale- 
pan  so  tliat  when  the  spring  balancing  mechan- 
ism moves  up  and  down  on  the  placing  or  re-  ritf  ^ 
moving  of  a  load  on  the  scale-pan,  the  chart- 
drum  will  be  rotated  in  one  direction  or  the 
other  within  the  external  casing  or  frame. 

Al8  shown  in  Fig.  2,  the  weight  and  value 
indicating  figures  are  placed  in  horizontal  rows 
on  the  external  surface  or  periphery  of  the 
rotatable  cliart-drum  of  the  computing-cylinder, 
the  weight  indications  being  shown  in  a  hori- 
lontal  row  at  the  bottom,  and  the  price  indica- 
tions in  horizontal  rows  above,  there  being  as 
many  of  these  horizontal  rows  of  price-indica- 
ting figures  as  there  are  "  price-per-pound  "  in- 
dicating figures  on  the  fixed  external  casing. 
These  value-indicating  figures  *on  the  chart- 
drum  are  computed  at  different  rates  corre- 
sponding to  the  "price-per-pound**  figures  on 
the  external  casing.  As  indicated  in  figure  2 
of  the  drawings  of  the  patent,  there  is  supposed  ./»-^ 
to  be  a  weight  on  the  scale-pan  of  five  pounds, 
this  weight  being  indicated  on  the  weight-scale, 
and  it  will  be  seen  that  in  such  instance  the 
various  value  indications  on  the  chart-drum 
opposite  the  "  price-per-i)ound  '*  indications  on  the  fixed  casing,  are  in  each  illus- 
trated instance,  five  times  as  great  as  the  corresponding  *'  price-per-pound  '* 
indications.  The  drawings  illustrate  only  a  portion  of  the  indicating-figures  on 
the  cliart-drum,  but  it  will  be  understood  in  practice  that  this  drum  will  be 
entirely  covered  on  Its  external  surface  with  figures  corresponding  to  the 
weights  multiplied  by  the  figures  indicating  **  price  per  pound  **  on  the  non- 
rotatable  external  casing.  Accordingly  whenever  the  Interior  chart-drum  Is 
turned  a  distance  corresponding  to  the  load  placed  on  the  scale-pan,  the  value 
of  the  load  can  be  read  at  once  opposite  the  figures  on  the  external  casing  which 
correspond  to  the  i»rlce  i^r  pound  of  the  article  weighed. 

The  various  price  Indications  on  the  chart-drum  are  visible  through  the  sight- 
opening  in  the  external  casing. 

30097— H.  Doc.  470,  60-1 44 
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The  mechanism  whereby  the  chart-drum  is  rotated  a  distance  corresponding 
to  the  weight  of  the  load  placed  on  the  scale-pan  is  as  follows:  The  balancUig 
mechanism  is  a  spring-balance  comprising  two  springs  which  are  suspended 
from  a  suitable  portion  of  the  non-rotating  frame  of  the  scale.  To  the  lower 
ends  of  these  springs  is  attached  a  cross-bar  in  the  middle  of  which  dei^ends  t 
rod  this  cross-bar  and  rod  constituting  the  runner  of  the  scale.  (See  Fig.  3.) 
The  scale-pan  is  suspended  from  the  lower  end  of  this  rod  as  illustrated  in 
Figure  1.  When  a  load  is  i)laced  on  the  scale-pan  the  vertical  runner  moves 
vertically  downward  distending  the  spring  to  an  extent  proportional  to  the 
weight  of  the  load.  In  order  to  indicate  the  weight  this  vertical  movement  of 
the  spring-supported  runner  is  converted  or  translated  into  a  rotary  movement 
of  the  chart-drum  by  suitable  intervening  mechanism.  This  intervening  mech- 
anism consists  of  a  spiral  groove  of  high  pitch  on  the  vertical  rod  and  two 
rollers  Joumaled  In  suitable  bearings  carried  by  the  rotatable  chart-drum,  the 
bearings  of  one  of  these  rollers  being  spring-pressed  so  that  the  rollers  are  held 
in  yielding  contact  with  the  spiral  groove  on  the  rod.  Consequently  as  tlie  rod 
moves  vertically  the  spiral  groove  thereof  causes  the  chart-drum  or  coBi- 
puting-cylinder  to  rotate  on  its  vertical  axis. 

Accordingly,  the  mechanism  is  such  that  the  vertical  movement  of  the  runner 
is  translated  into  rotary  movement  of  the  chart-drum  and  the  chart-drum  to 
rotated  to  an  extent  proportional  to  the  vertical  movement  of  the  runner. 

In  his  application,  Hayden,  having  set  forth  a  description  of  his 
invention,  disclaiming  any  intention  to  limit  his  invention  by  the 
precise  description  of  the  specifications,  except  as  appears  from  his 
claims,  sets  forth  eleven  (11)  claims,  which  he  alleges  as  new  and 
desires  to  secure  by  Letters  Patent. 

The  claims  alleged  to  be  infringed  in  this  case  are  numbered  1,  2, 
6,  7,  and  8.  Numbers  1  and  2  are  practically  alike,  except  that  in 
No.  2  the  spring-supported,  load-bearing,  and  cylinder-revolving  rod 
is  described  as  non-rotatably  suspended.  Claims  6,  7,  and  8  have 
some  trifling  variations,  but,  in  the  view  we  take  of  this  case,  they 
are  suiRciently  embodied  in  claim  No.  6.  We  shall,  therefore,  con- 
sider, in  arriving  at  a  decision,  claims  1  and  G.     They  are  as  follows: 

1.  In  a  spring-balance  computing-scale,  the  combination  of  a  suitably-sop- 
I)orted  vortical  non-rota  table  casing  provided  with  a  price-index,  a  vertical 
rotatablo  computing-cylinder  joumaled  in  stiid  casing,  provided  with  cost 
computations,  ii  si)ring-supportcd  load-bearing  and  cylinder-revolving  rod  sua- 
I)ende<l  from  said  casing,  and  connecting  means  l)etween  rod  and  computing- 
cylinder,  whereby  by  longitudinal  movement  of  the  rod  rotary  movement  to 
imparted  to  siiid  cylinder,  substantially  as  and  for  the  puriwse  set  forth. 

6.  In  a  spring-balance,  the  combinaticm  of  a  non-rotating  frame  providing 
an  external  casing  and  having  means  for  supi)orting  it  from  above,  weighing* 
springs  secured  at  their  upper  ends  to  rigid  parts  of  said  frame,  a  vertically- 
movable  runner  which  is  suspended  from  the  lower  ends  of  said  springs  and 
is  provided  with  depending  means  to  support  the  load,  a  chart-drum  rotataMj 
mounted  within  said  casing  on  a  vertical  axis  and  having  external  borlaootal 
rows  of  value-indicating  figures  computed  at  different  rates,  said  casing  baTtalf 
a  sight-opening  through  which  portions  of  sjiid  value-indicating  rows  may  to 
seen,  and  corresiX)nding  rate-indicating  figures  on  the  outer  face  of  said 
adjacent  to  the  value-Indicating  rows  on  the  chart-drum,  and  mecbaiUflB 
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translating  the  vertical  movements  of  the  runner  into  the  rotary  movements  of 
the  chart-drum. 

Hayden  did  not  assume  to  be  a  pioneer  in  this  field  of  invention, 
but  he  claims  to  have  made  an  improvement  in  computing-scales  of 
the  spring-balance  type,  and  states  his  object  to  be  specially  to  in- 
crease the  computing  capacity  of  scales  of  that  type. 

An  examination  of  the  record  discloses  that  computing-scales  have 
been  .the  subject  of  prior  inventions  and  were  well  known  at  the  time 
of  Hayden's  application.  It  is  true  that  the  scales  disclosed  in  the 
prior  art  were  generally  those  having  a  horizontal  axis,  case,  and 
cylinder,  although  it  was  not  new  to  arrange  a  scale  vertically. 

If  we  are  to  read  the  claims  as  broadly  as  is  contended  for  and 
omit  for  the  present  vertical  construction  shown  by  Hayden,  we  shall 
find  in  the  patent  of  Phinney,  No.  106,869,  of  August  30,  1870,  a 
computing-scale  having  the  general  elements  of  a  non-rotatable 
casing,  provided  with  a  price-index  and  rotatable  cylinder  journaled 
in  the  case  and  having  computations  thereon,  a  suspended,  spring- 
supported,  load-bearing,  and  cylinder-revolving  rod,  and  connecting 
means  between  the  rod  and  computing-cylinder,  to  impart  rotary 
motion  to  the  inner  cylinder.  This  is  perhaps  more  emphatically 
true  in  the  invention  of  Smith,  Patent  No.  545,616,  of  September  3, 
1895. 

In  the  patent  of  Babcock,  No.  421,805,  February  18;  1890,  a  vertical 
construction  is  shown.  It  is  true  that  Babcock's  invention  was  not 
automatic  in  its  operation,  and  required  the  intervention  of  the 
operator  to  complete  the  required  process,  but  it  serves  to  show  that 
the  idea  of  vertical  construction  was  not  new  when  Hayden  entered 
the  field.  Taking  the  state  of  the  art  at  that  time,  it  is  evident  that 
there  is  little  room  to  claim  a  broad  construction  of  Hayden's  im- 
provement. It  is  well  settled  by  numerous  decisions  of  this  Court 
that  while  a  combination  of  old  elements  producing  a  new  and  useful 
result  will  be  patentable,  yet  where  the  combination  is  merely  the 
assembling  of  old  elements  producing  no  new  and  useful  result,  in- 
vention is  not  shown.  {Specialty  Manvfacturing  Co.  v.  Fenton  Me- 
toMic  Manufacturing  Co.^  174  U.  S.,  492-498,  and  previous  decisions 
of  this  Court  there  cited.) 

It  is  true  that  many  valuable  inventions  seem  simple  when  accom- 
plished, and  yet  are  entitled  to  protection.  The  books  abound  in 
cases  showing  inventions  involviiur  onlv  small  departure  from  former 
means,  yet  mnking  the  differ  defective  mechanism  and 

a  practical  method  of  accomj  In  such  cases  a  decision 

in  favor  of  invention  as  dl  naere  mechanical  im- 

provement has  not  iDfreqpg  w  of  the  fact  that 

the  device  has  mad^  the  dH  ticabl^  vsv^chiv^cNs^ 


692      DECISIONS  OF  THE  UNITED  STATES' COURTS  IN  PATENT  CASES. 

and  a  useful  improvement  displacing  others  occupying  the  field. 
{Krementz  v.  The  S.  Cottle  Co.,  C.  D.,  1894,  521;  69  O.  G.,  241;  148 
U.  S.,  556;  Consolidated  Brake  Shoe  Co.  v.  Detroit  Steel  d;  Spring 
Co.,  47  Fed.  Rep.,  894;  Star  Brass  Works  v.  General  Electric  Co^ 
111  Fed.  Rep.,  398.) 

In  the  present  case  it  nowhere  appears  in  the  testimony,  nor  is  it 
claimed  in  the  specifications  of  Hayden's  patent,  that  the  prior  mech- 
anisms of  horizontal  construction  were  impracticable  or  insufficient. 
There  is  no  suggestion  that  Hayden's  invention  has  been  the  last 
step  as  between  an  inoperative  machine  and  one  practically  operative 
and  useful.  There  is  no  showing  that  it  has  been  generally  accepted 
in  the  trade  and  displaced  the  former  machines  used  for  the  same 
purpose.  Without  resort  to  the  record  in  the  Patent  Office,  we  think 
it  is  plain  that  the  invention  is  but  a  small  advance  upon  others 
already  in  use. 

•  Broadly  considered,  the  elements  of  Hayden's  invention  were  in  the 
horizontal  machines,  and  the  idea  of  vertical  construction  was  old. 
Considering  this  invention  in  the  light  of  what  occurred  in  the  Patent 
Office  in  connection  with  the  other  considerations  already  referred 
to,  and  the  state  of  the  art  at  the  time,  we  think  Hayden's  invention 
can  only  be  sustained  to  a  limited  extent. 

Before  taking  up  the  record  as  disclosed  in  the  file-wrapper  and 
contents  we  may  premise  that  it  is  perfectly  well  settled  in  this  Court 
by  frequent  decisions  that  where  an  inventor,  seeking  a  broad  claim 
which  is  rejected,  in  which  rejection  he  acquiesces,  substitutes  there- 
for a  narrower  claim,  he  cannot  be  heard  to  insist  that  the  construc- 
tion of  the  claim  allowed  shall  cover  that  which  has  been  previously 
rejected.  {Corbln  Cabinet  Lock  Co,  v.  Kagle  Lock  Co.^  C.  D.,  1893, 
612;  ()5  O.  G.,  lOGG;  150  U.  S.,  88-10,  and  cases  there  cited.) 

A  late  statement  of  the  rule,  and  one  as  favorable  to  the  inventor 
as  the  previous  cases  would  ^ulmit,  is  found  in  Huhbell  v.  United 
States,  (C.  I).,  1900,  382,389;  93  O.  G.,  1124,  112G;  179  U.  S.,  77,  SO,) 
as  follows : 

All  examination  of  the  history  of  the  appellant's  claim,  as  disclosed  in  the 
file-wrapper  and  contents,  shows  that  in  order  to  get  his  patent  he  was  com- 
pelled to  accept  one  with  a  narrower  claim  than  that  contained  in  his  original 
application ;  and  it  is  well  settled  that  the  claim  as  allowed  must  be  read  and 
interpreted  with  reference  to  the  rejectcnl  claim  and  to  the  prior  state  of  the 
art,  and  cannot  be  so  construed  as  to  cover  either  what  was  rejected  by  the 
Patent  Ottice  or  disclosed  by  prior  devices.  {Lrfj'jctt  v.  Arcrif,  C.  D.,  18S0,  283; 
17  O.  G.,  445:  101  U.  S.,  2r)(>:  ^hcpnnl  v.  Can'Kjnn.  C.  D.,  1886,  110:  34  O.  C 
1157:  110  r.  S.,  593;  Knnpp  v.  Morss,  C.  I).  181)3,  051;  65  O.  G.,  15.93;  150  U.  8, 
221,  227.) 

It  is  (piite  true  that,  where  the  dirferences  betwiH»n  the  claim  as  made  and  M 
allowed  consist  of  the  mere  changes  of  expression,  having  substantially  the 
same  meaninj?,  such  changes,  made  to  meet  the  views  of  the  Examiners,  ongkt 
Dot  to  be  ])eriijltted  to  defeat  a  mvirvlorious  claimant.    While  not  allowed  to  !•• 
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Vive  a  rejected  claim,  by  a  broad  construction  of  the  claim  allowed,  yet  the 
patentee  is  entitled  to  a  fair  construction  of  the  terms  of  his  claim  as  actually 
granted. 

Looking  to  the  record  in  the  Patent  Office,  we  find  that  claim  1,  as 
originally  presented,  read  as  follows: 

1.  In  a  spring-balance  computing-scale,  the  combination  of  a  suitably-sup- 
ported vertical  non-rotatable  casing  provided  with  a  price-index,  a  vertical  ro- 
tatable  computing-cylinder  Joumaled  in  said  casing,  provided  with  cost  compu- 
tations, a  spring-supported  load-i)an  supix)rted  from  said  casing,  and  means  con- 
nected  with  said  pan  and  cylinder  for  rotating  the  cylinder  as  the  pan  is  low- 
ered under  pressure,  substantially  as  and  for  the  purpose  set  forth. 

The  Examiner  rejected  this  claim  upon  the  patent  of  Smith,  No. 
545,616,  price-scales,  and  in  view  of  the  patent  of  Tumbull,  No. 
378,382,  spring-scales,  saying,  "  It  would  not  involve  invention  to 
arrange  upon  TurnbuU's  scales  a  vertical  stationary  casing  having 
within  it  a  revolvable  computing-chart,  the  axis  being  connected  with 
the  index-carrying-shaft  P  shown  in  the  TurnbuU  patent." 

To  this  the  applicant,  through  his  attorneys,  replied: 

The  first  portion  of  the  Examiner's  letter  is  not  understood,  as  there  are  no 
modifications  referred  to  In  lines  G  to  26  of  page  3.  A  reconsideration  of  the 
claims  is  requested,  for  the  reason  that  it  Is  believed  that  the  references  cited 
do  not  anticipate  any  of  the  claims.  In  both  of  the  references  cited  a  rack- 
bar  extending  transversely  of  the  center  of  rotation  of  the  computing-chart 
serves,  by  means  of  engagement  with  a  pinion  at  the  axis  of  the  computing- 
chart,  to  rotate  the  latter.  This  is  entirely  different  from  applicant* s  construc- 
tion, and  it  is  not  S€»en  that  the  references  are  pertinent  to  the  issue.  Certainly, 
the  references  neither  singly  nor  taken  together  anticipate  the  structure  set 
forth  In  the  claims,  and  there  can  hardly  be  any  question  that  the  construction 
which  applicant  shows  is  a  substantial  improvement  in  the  art.  It  Is  hoi>ed 
that  all  the  claims  may  be  allowed. 

But  the  Examiner  again  rejected  claims  1,  8,  and  9  upon  the  refer- 
ences of  record,  and  held  that  it  would  not  involve  invention  to  ar- 
range upon  the  vertical  shaft  of  Turnbuirs  scale  a  computing-chart 
and  inclosing  case  having  the  characteristics  of  Smith's  scale.  To 
this  the. attorneys  for  applicant  answered: 

These  claims  are  canceled,  not  because  considered  unallowable,  but  because  It 
l8  not  desired  to  prosecute  an  appeal.  In  view  of  the  fact  that  the  allowed  claims 
appear  to  cover  the  invention  as  It  would  be  constructed  In  practice.  The  can- 
celation is  made,  therefore,  without  prejudice  to  the  claims  which  remain. 

The  sixth  claim  was  allowed  upon  the  suggestion  of  the  Examiner, 
as  follows : 


In  a  spring-balance,  the  combinatioii  of  a  lum-rotatUig  frame  providing  an 
external  casing  and  having  mear*  ^^  from  above,  welghlng- 

wpriagB  secured  at  their  upper  e  4  frame,  a  vertically- 

movable  nmner  which  is  soipen  !  aald  springs  and  is 

provided  with  means  to  MipQ^  iv>t%tably  mounted 

wltbin  said  casing  on  a  Vilillri  qdXaV  xqt^^  ^^"^ 


to  waggtf 
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value-indicating  figures  computed  at  different  rates,  said  casing  baring  a  sight- 
opening  through  which  portions  of  said  value-indicating  rows  may  be  seen,  and 
corresponding  rate-indicating  figures  on  the  outer  face  of  said  frame  adjacent 
to  the  value-indicating  rows  on  the  chart-drum,  and  mechanism  for  tramamitting 
the  vertical  movement  of  the  runner  into  the  rotary  movem^its  of  the  chart- 
drum. 

It  was  afterwards  stated  by  the  Examiner: 

Upon  consideration  of  claim  6  preparatory  to  the  declaration  of  interference 
it  is  found  that  the  claim  does  not  clearly  and  patentably  distinguish  from  the 
scale  shown  in  the  patent  to  Herr,  No.  G51,801,  June  12,  1900,  price-scaJes,  and 
it  is  therefore  necessary  to  reject  the  claim.  It  is  believed,  however,  tliat  the 
claim  may  be  rendered  allowable  by  inserting  depending  before  '*  means  **  in 
line  6, 

and,  accordingly,  the  word  "  depending  "  was  inserted  in  the  claim, 
so  as  to  make  it  in  its  present  form'.  How  this  added  anything  to 
the  patentability  of  the  mechanism  described  it  is  difficult  to  perceiTe, 
in  view  of  the  presence  of  "  depending  means  to  support  the  load  ^ 
in  all  scales  of  this  class. 

The  general  rule,  as  stated,  as  to  the  effect  of  a  patentee  striking 
out  a  broad  claim  and  accepting  a  narrow  one,  is  conceded  by  the 
learned  counsel  for  appellant,  but  it  is  contended  that  if  an  inventor 
presents  a  broad  claim  and  strikes  it  out  and  then  presents  and  obtains 
an  equally  broad  claim,  he  loses  no  right  by  such  action,  and  may 
justly  claim  his  allowed  claim  to  be  a  broad  one  and  have  relief 
accordingly.  But  we  think  the  action  of  the  Department  in  this  case 
cannot  be  thus  eliminated.  Claim  1,  as  presented,  had  contained  the 
words  "  a  spring-supported  load-pan  supported  from  said  casing,  and 
means  connected  with  said  pan  and  cylinder  for  rotating  the  cylinder 
as  the  pan  is  lowered  under  pressure,"  and  as  allowed  there  was 
inserted  '"  a  spring-supported  load-lx'aring  and  cylinder-revolving 
rod  suspended  from  said  casing,  and  connecting  means  between  rod 
and  computing-cylinder,  whereby  by  longitudinal  movement  of  the 
rod  rotary  movement  is  imparted  to  said  cylinder,  substantially  as 
and  for  the  purpose  set  forth."'  This  limitation  to  specific  means  is 
certainly  a  narrowing  of  the  claim. 

It  was  accepted,  as  the  patentee  said,  ''  in  view  of  the  fact  that  the 
allowed  claims  appear  to  cover  the  invention  as  it  would  be  con- 
structed in  practice."' 

We  cannot  think  it  was  the  intention  of  the  Department,  after 
requiring  the  insertion  of  ''  a  spring-supported  load-l)earing  and  cyl- 
inder-revolving rod "'  and  ''  connecting  means  between  rod  and  com- 
puting-cylinder ""  to  secure  the  rotary  movement  of  the  inner  cylinder 
as  a  means  of  saving  claim  1,  to  then  permit  the  claim  to  be  granted 
broadly  in  allowing  other  claims.  And  ^ft|^jyfive  it  would  be  a  more 
reasonable  construction  of  the  letter  c  j^MAT^Ifiiuit  to  say  that  te 
ivrit^tii/ni  that  his  invention,  "  as  con; 
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read  into  it  to  sustain  the  claim  the  specific  means  shown  for  translat- 
ing the  vertical  movement  of  the  runner  into  the  rotary  movement  of 
the  chart-drum,  rather  than  as  saving  a  right  to  construe  a  claim 
broadly  as  including  in  one  claim  what  had  just  been  refused  in 
another. 
It  is  to  be  noted  that  Hayden,  in  his  specifications,  says : 

The  spiral  rod  passing  through  the  lower  ends  of  the  casing  and' serving,  by 
means  of  its  connection  with  the  two  cylinders,  to  rotate  the  computing-cylinder 
is  regarded  as  the  essence  of  this  feature  of  the  invention,  however,  regardless 
of  the  precise  details  of  connection  between  cylinders  and  rod. 

In  view  of  the  action  of  the  Patent  Office  in  this  case  and  the 
acquiescence  of  the  applicant,  considered  also  in  view  of  the  state  of 
the  art,  in  our  opinion  it  is  necessary  to  have  this  novel  element  of  the 
invention  read  into  them  in  order  to  save  the  claims  of  Hay  den's 
patent. 

Conceding  that  this  spiral  rod  and  its  connections  with  the  cylinder 
in  the  manner  and  for  the  purposes  stated  is  a  novel  feature  in  the 
combination  and  entitled  to  protection,  it  is  of  that  narrow  character 
of  invention  which  does  not  entitle  the  patentee  to  any  considerable 
range  of  equivalents,  but  must  be  practically  limited  to  the  means 
shown  by  the  inventor.  The  distinction  between* pioneer  inventions 
permitting  a  wide  range  of  equivalents  and  those  inventions  of 
a  narrow  character,  which  are  limited  to  the  construction  shown, 
has  been  frequently  emphasized  in  the  decisions  of  this  Court. 
{Cimiotti  Vnhairing  Co.  v.  American  Fur  Refining  Co.^  C.  D.,  1905, 
729;  116  O.  G.,  1452;  198  U.  S.  399,  406,  and  cases  therein  cited.) 

Thus  limiting  the  invention,  we  do  not  think  the  construction  of 
the  defendant  amounts  to  an  infringement.  Its  mechanism,  by  means 
of  which  the  downward  movement  of  the  load  accomplishes  the 
rotary  movement  of  the  cylinder,  consists  of  a  bar  which  has  a  rod 
extended  upward  and  carrying  a  rack  which  meshes  with  a  pinion 
on  a  shaft  journaled  in  bearings  on  a  cross-bar  of  the  frame  of  the 
machine.  On  this  shaft  is  a  gear  meshing  with  the  pinion,  secured 
lo  an  upright  shaft  journaled  in  bearings  in  the  frame,  and  projecting 
above  it  so  as  to  receive  a  light  frame  composed  of  cross-arms  and  a 
circular  rim  to  which  the  chart-drum  is  secured.  The  downward 
movement  of  the  load-supporting  hook  causes  the  rack  to  move  in  the 
same  direction,  rotating  the  horizontal  shaft  by  means  of  the  pinion, 
and  this  movement  is  communicated  by  means  of  the  gearing  to  the 
upright  shaft  carrying  the  chart-drum.  The  cylinder-revolving  rod 
with  its  connections,  which,  as  we  have  seen,  was  made  an  essential 
element  to  accomplish  invention  in  Hayden's  device,  is  not  found. 
The  complainant's  expert  is  of  opinion  that  it  is  shown  in  the  lKH)k 

the  bottom  of  defendant's  scale  for  holding  the  load-pan.    We 


i^Ht  the  botton 

Ik. 


69§      DECISIONS  OF  THE  UNITED  STATES  COURTS  IN  PATENT  CASES. 

cannot  agree  to  this  conclusion ;  the  hook  is  not  the  cylinder-revolving 
spiral  rod  and.  does  not  accomplish  its  function. 

The  court  of  appeals  held  the  sixth  claim  void.  We  are  of  the 
opinion  that  it  cannot  be  allowed  for  the  broad  claim  ''  mechanism 
for  translating  the  vertical  movement  of  the  runner  into  the  rotary 
movement  of  the  chart-drum,"  but  must  be  limited  to  Hayden's  sus- 
pended rod  with  its  spiral,  engaging  with  the  rollers,  or  similar 
devices  on  the  cylinder,  practically  in  the  manner  and  for  the  pur- 
poses shown  by  him.  If  the  claim  be  thus  limited,  for  the  reasons 
we  have  already  stated,  the  mechanism  of  the  defendant  does  not 
infringe. 

We  find  no  error  in  the  decree  rendered  by  the  court  of  appeals, 
and  it  is  affirmed. 


[Supreme  Court  of  the  United  States.] 

Kessler  v.  Eldred. 

Decided  May  13,  1907. 

(128  O.  G.,  1690.) 

1.  Patents — Decbee     of      Non-Infringement — Question      Res      Adjudicata 

Throughout  the  United  States. 
Held  that  a  final  decree  for  the  defendant  in  one  circuit  In  a  suit  upon 
a  patent  upon  the  ground  of  non-infringement  entitled  the  defendant  to 
continue  the  l)usiness  of  nialving  and  selling  throughout  the  United  States 
the  article  which  he  had  theretofore  been  making  and  selling  witboat 
molestation  by  the  complainant  through  the  patent  in  suit. 

2.  Same — Same — Subsequent  Suit  Against  Defendant's  Customers — Wrong- 

ful. 
Held  that  said  decree  makes  a  suit  by  the  complainant  against  any  of 
defendant's  customers  for  alleged  infringement  of  the  patent  sued  upon  a 
wrongful    interference  with  defendant's  business. 

3.  Same — Assumption  of  Defense  of  Suit  Against  Customer — No  Estoppel 

from  Proceeding  Directly  Against  Complainant. 
Where  a  suit  ui>(>n  a  i)atent  terminates  for  the  defendant  and  com- 
plainant thereafter  sues  a  customer  of  the  defendant  ufKm  the  same  patent 
and  the  aforesaid  defendant  assumes  the  defense  of  his  customer's  suit 
Held  that  he  is  not  thereby  estopi>ed  from  proceeding  against  the  cH>mplaiD- 
ant  for  wrongfully  interfering  with  his  business. 

4.  Same — Same — Same — May  Proceed  in  Equity. 

Held  that  the  aforesaid  defendant  was  entitled  to  proceed  against  tbe 
comi)lainant  in  equity. 

Mr,  R.  S.  Taylor  for  Kessler. 
Mr,  C,  C.  Llnih(('}iin  for  Eldred. 

This  case  comes  to  this  Court  from  the  Circuit  Court  of  Appeals 
tor  i\w  Seventh  Circuit  upon  a  certificate  of  that  court  of  questions 
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of  law  concerning  which  it  desires  instructions.  Accompanying  the 
certificates  is  a  statement  of  facts.  The  statement  of  the  facts  and 
the  certificate  of  the  questions  of  law  are  as  follows: 

STATEMENT  OP  THE   CASE. 

Kessler,  a  citizen  of  Indiana,  prior  to  1898  had  built  up  an  exten- 
sive business  in  the  manufacture  and  sale  of  electric  cigar-lighters, 
and  had  customers  throughout  the  United  States.  Eldred,  a  citizen 
of  Illinois,  and  an  inhabitant  of  the  Northern  District,  was  the  owner 
of  Patent  No.  492,913,  issued  to  Chambers  on  March  7,  1893,  for  an 
electric  lamp-lighter.  Eldred  was  a  competitor  of  Kessler's  and 
manufactured  a  similar  form  of  lighter  (entirely  dissimilar  from 
that  described  in  the  Chambers  patent,)  so  that  it  was  not  a  matter  of 
much  importance,  to  customers  which  lighter  they  bought.  In  1898 
Eldred  began  a  suit  against  Kessler  in  the  District  of  Indiana  for 
the  infringement  of  the  Chambers  patent.  The  bill  alleged  that 
Kessler's  manufacture  and  sale  of  the  Kessler  lighter  infringed  all 
the  claims.  The  answer  denied  that  Kessler's  lighter  infringed  any 
of  the  Chambers  claims.  On  final  hearing  the  circuit  court  found 
for  Kessler  on  the  issue  of  non-infringement  and  dismissed  the  bill. 
That  decree  was  affirmed  in  1900  by  the  Circuit  Court  of  Appeals  for 
the  Seventh  Circuit.     {Eldred  v.  Kessler^  106  Fed.  Rep.,  509.) 

Subsequently,  Eldred  brought  suit  on  the  same  patent  in  the  North- 
em  District  of  New  York  against  Kirkland,  who  was  selling  a  simi- 
lar lighter,  but  not  of  Kessler's  make.  The  circuit  court  found  for 
Kirkland  on  the  issue  of  non-infringement  and  dismissed  the  bill. 
The  Circuit  Court  of  Appeals  for  the  Second  Circuit  reversed  that 
decree  and  held  the  Kirkland  lighter  to  be  an  infringement.  {El- 
dred V.  Kirkland,  130  Fed.  Rep.,  342.) 

In  June,  1904,  Eldred  filed  a  bill  for  infringement  of  the  same 
patent  in  the  Western  District  of  New  York  against  Breitwieser. 
user  of  Kessler  lighters,  which  were  identical  with  those  held  in 
Eldred  v.  Kessler,  to  be  no  infringement  of  the  Chambers  patent. 
Many  of  Kessler's  customers  were  intimidated  by  the  Breitwieser 
suit,  so  that  they  ceased  to  send  in  further  orders  for  lighters  and 
refused  to  pay  their  accounts  for  lighters  already  sold  and  delivered 
to  them.  Kessler  assumed  the  defense  of  the  Breitwieser  suit,  and 
will  be  compelled  in  the  proper  discharge  of  his  duty  to  his  cus- 
tomers to  assume  the  burden  and  expense  of  all  suits  which  may  be 
brought  by  Eldred  against  other  customers.  In  this  state  of  aifairs 
Kessler,  a  citizen  of  Indiana,  in  July,  1904,  filed  a  bill  against  El- 
dred in  the  Circuit  Court  for  the  Northern  District  of  Illinois,  thft 
State  and  district  of  Eldred's  citizenship  and  residence,  to  en; 
Eldred  from  prosecuting  any  suit  in  any  court  of  the  Utvvt^^L  ^ 
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against  any  one  for  alleged  infringement  of  the  Chambers  patent  by 
purchase,  use  or  sale  of  any  electric  cigar-lighter  manufactured  by 
Kessler  and  identical  with  the  lighter  in  evidence  before  the  Circuit 
Court  for  the  District  of  Indiana  and  the  Circuit  Court  of  Appeals 
for  the  Seventh  Circuit  in  the  trial  and  adjudication  of  the  suit  of 
Eldred  against  Kessler.  From  an  adverse  decree  by  the  circuit  court 
Kessler  perfected  an  appeal  to  this  Court. 

Upon  the  foregoing  facts  the  questions  of  law  concerning  which 
this  court  desires  the ,  instruction  and  advice  of  the  Supreme  Court 
are  these : 

First.  Did  the  decree  in  Kessler's  favor,  rendered  by  the  Circuit 
Court  for  the  District  of  Indiana  in  the  suit  of  Eldred  against  Kess- 
ler, have  the  effect  of  entitling  Kessler  to  continue  the  business  of 
manufacturing  and  selling  throughout  the  United  States  the  same 
lighter  he  had  theretofore  been  manufacturing  and  selling,  without 
molestation  by  Eldred  through  the  Chambers  patent? 

Second.  Did  the  decree  mentioned  in  the  first  question  have  the 
effect  of  making  a  suit  by  Eldred  against  any  customer  of  Kessler's 
for  alleged  infringement  of  the  Chambers  patent  by  use  or  sale  of 
Kessler's  lighters  a  wrongful  interference  by  Eldred  with  Kessler's 
business? 

Third.  Did  Kessler's  assumption  of  the  defense  of  Eldred's  suit 
against  Breitwieser  deprive  Kessler  of  the  right,  if  that  right  would 
otherwise  exist,  of  proceeding  against  Eldred  in  the  State  and  dis- 
trict of  his  citizenship  and  residence  for  wrongfully  interfering  with 
Kessler's  business? 

Fourth.  If  Eldred's  acts  were  wrongful,  had  Kessler  an  adquate 
remedy  at  law? 

Mr.  Justice  Moody  delivered  the  opinion  of  the  Court. 

The  industry  of  counsel  has  not  discovered  any  decision  on  the 
exact  questions  presented  by  the  certificate,  and  they  agree  that  those 
questions  are  not  settled  by  controlling  authority.  The  decision  of 
the  case  turns  upon  the  effect  of  the  judgment  in  the  suit  which 
Eldred  brought  against  Kessler.  Both  manufactured  and  sold 
electric  cigar-lighters.  Eldred,  being  the  owner  of  a  patent  issued 
to  one  Chambers  for  an  electric  lamp-lighter,  brought  a  suit  against 
Kessler,  in  which  it  was  alleged  by  the  plaintiff  and  denied  by  the 
defendant  that  the  cigar-lighters  manufactured  by  Kessler  infringed 
each  and  all  of  the  claims  of  the  Chambers  patent.  On  the  issue  thus 
joined  there  was  final  judgment  for  Kessler.  This  judgment, 
whether  it  proceeds  upon  good  reasons  or  upon  bad  reasons,  whether 
it  was  right  or  wrong,  settled  finally  and  everj^where,  and  so  far  is 
Eldred,  by  virtue  of  his  ownership  of  the  Chambers  patent,  was  < 
cerned,  that  Kessler  had  the  right  to  manufacture,  use 
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electric  cigar-lighter  before  the  court.  The  court,  having  before  it 
the  respective  rights  and  duties  on  the  matter  in  question  of  the 
parties  to  the  litigation,  conclusively  decreed  the  right  of  Kessler  to 
.  manufacture  and  sell  his  manufactures  free  from  all  interference 
from  Eldred  by  virtue  of  the  Chambers  patent,  and  the  corresponding 
duty  of  Eldred  to  recognize  and  yield  to  that  right  everywhere  and 
always.  After  this  conclusive  determination  of  the  respective  rights 
and  duties  of  the  parties,  Eldred  filed  a  bill  for  an  infringement  of 
the  same  patent  against  Breitwieser,  on  account  of  his  use  of  the 
same  kind  of  Kessler  cigar-lighter  which  had  been  passed  on  in  the 
previous  case,  and  Kessler  has  assumed  the  defense  of  that  suit. 
Whether  the  judgment  between  Kessler  and  Eldred  is  a  bar  to  the 
suit  of  Eldred  v.  Breitwieser^  either  because  Breitwieser  was  a  privy 
to  the  original  judgment,  or  because  the  articles  themselves  were  by 
that  judgment  freed  from  the  control  of  that  patent,  we  deem  it 
unnecessary  to  inquire.  We  need  not  stop  to  consider  whether  the 
judgment  in  the  case  of  Eldred  v.  Kessler  had  any  other  effect  than 
to  fix  unalterably  the  rights  and  duties  of  the  immediate  parties  to  it, 
for  the  reason  that  only  the  rights  and  duties  of  those  parties  are 
necessarily  in  question  here.  It  may  be  that  the  judgment  in  Kessler 
V.  Eldred  will  not  afford  Breitwieser,  a  customer  of  Kessler,  a  defense 
to  Eldred's  suit  against  him.  Upon  that  question  we  express  no 
opinion.  Neither  it  nor  the  case  in  which  it  is  raised  are  before  us. 
But  the  question  here  is  whether,  by  bringing  a  suit  against  one  of 
Kessler's  customers,  Eldred  has  violated  the  right  of  Kessler.  The 
effect  which  may  reasonably  be  anticipated  of  harassing  the  pur- 
chasers of  Kessler's  manufactures  by  claims  for  damages  on  account 
of  the  use  of  them,  would  be  to  diminish  Kessler's  opportunities  for 
sale.  No  one  wishes  to  buy  anything,  if  with  it  he  must  buy  a  law- 
suit. That  the  effect  to  be  anticipated  was  the  actual  effect  of  the 
Breitwieser  suit  is  shown  by  the  statement  of  facts.  Kessler's  cus- 
tomers ceased  to  send  orders  for  lighters,  and  even  refused  to  pay  for 
those  which  had  already  been  delivered.  Any  action  which  has  such 
results  is  manifestly  in  violation  of  the  obligation  of  Eldred,  and  the 
corresponding  right  of  Kessler,  established  by  the  judgment.  Leav- 
ing entirely  out  of  view  any  rights  which  Kessler's  customers  have 
or  may  have,  it  is  Kessler's  right  that  those  customers  should,  in 
respect  of  the  articles  before  the  court  in  the  previous  judgment,  be 
let  alone  by  Eldred,  and  it  is  Eldred's  duty  to  let  them  alone.  The 
judgment  in  the  previous  case  fails  of  the  full  effect  which  the  law 
attaches  to  it  if  this  is  not  so.  If  rights  between  litigants  are  once 
established  by  the  final  judgment  of  a  court  of  competent  jurisdiction 
those  rights  must  be  recognized  in  every  way,  and  wherever  the 

Bt  is  entitled  to  respect,  by  those  who  are  bound  by  it.     Having 
virtue  of  the  judgment  the  right  to  seW  \v\«^  ^'act<i'5>  \^^^^ 
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without  hindrance  from  Eldred,  must  Kessler  stand  by  and  see  that 
right  violated,  and  then  bring  an  action  at  law  for  the  resulting 
damage,  or  may  he  prevent  the  infliction  of  the  unlawful  injury  by 
proceedings  in  personam  in  equity?  If  Eldred  succeeds  in  his  suit 
against  one  of  Kessler's  customers,  he  will  naturally  bring  suits 
against  others.  He  may  bring  suits  against  others,  whether  he  suc- 
ceeds in  one  suit  or  not.  There  may  be  and  there  is  likely  to  be  a 
multiplicity  of  suits.  It  is  certain  that  such  suits  if  unsuccessful 
would  at  the  same  time  tend  to  diminish  Kessler's  sales  and  to  impose 
upon  him  the  expense  of  defending  many  suits  in  order  to  maintain 
the  right  which  by  a  judgment  has  already  been  declared  to  exist 
If  the  suits  are  successful  the  result  will  be  practically  to  destroy 
Kessler's  judgment  right.  Moreover,  tliough  the  impairment  or 
destruction  of  Kessler's  right  would  certainly  follow  from  the  course 
of  conduct  wliich  Eldred  has  begun,  it  would  be  diflScult  to  prove  in 
an  action  at  law  the  extent  of  the  damage  inflicted.  An  action  at 
law  would  be  entirely  inadequate  to  protect  fully  Kessler's  unques- 
tioned right,  and  under  these  circumstances,  though  there  may  be  no 
exact  precedent,  we  think  that  the  jurisdiction  in  equity  exists.  Nor 
do  we  see  any  good  reason  why  Kessler's  interposition  for  the  defense 
in  the  suit  of  Eldred  v.  Breitwieser  debars  him  from  his  remedy  in 
equity. 

It  follows  from  the  foregoing  reasoning  that  the  first  and  second 
questions  certified  should  be  answered  in  tlie  ajfir))uit'irt\  and  the 
third  and  fourth  in  the  negaffV(\  and  //  is  so  ordered. 


[Supreme    Court    of   the   United    States.] 

Maky  v.  Cortelyou  and  ,Ja^ies  G.  Cortelyou,  Administrators  of 
THE  Estate  of  John  G.  Cortelyou,  deceased;  Xeostyi.e  Company, 
AND  Brodrick  Copygraph  Company  of  New  Jersey,  Petitioners, 
V.  Charles  Eneu  Johnson  &  Company. 

Drridrd  Drrnnhcr  .?,  imi. 
(i:n  O.  G.,  L»147.) 

1.  Infringement — Contributory — Sale  ok  Unpatented  Sn»PLiEs  for  Use 
WITH  Patented  Machine. 
Where  a  machine  is  sold  under  the  restriction  that  it  was  to  be  used 
only  with  supplies  made  by  the  vendor,  a  defendant  who  sells  supplies 
which  are  used  with  such  machine  cannot  be  held  liable  as  a  contributory 
infringer  of  the  patent  for  the  machine  where  it  does  not  apin^ar  that  the 
defendant  ever  solicited  an  order  for  such  supplies,  or  was  ever  notified 
by  the  plaintiffs  of  the  rights  which  they  claimed,  or  that  the  executive 
ofiicers  of  defendant  had  knowledge  of  the  si)ecial  character  of  such 
lu/ich/nes  or  the  restrictions  on  the  purchase  of  supi>lies. 
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2.  Same — Notice — Notice  to  Salesman  Not  Notice  to  Company. 

Notice  to  a  salesman  of  a  company  who  was  not  an  officer  or  general 
agent  of  the  company  is  not  such  notice  as  will  bind  the  principal  with 
respect  to  all  future  transactions. 

Mt.  Edmund  Wetmore  and  Mr.  S.  O.  Edmonds  for  the  petitioners. 
Mr.  Francis  T.  Chambers  for  the  respondents. 

Mr.  Justice  Brewer  delivered  the  opinion  of  the  Court. 

This  is  a  suit  to  restrain  an  alleged  infringement  of  a  patent 
granted  June  22,  1897,  for  the  stencil-duplicating  machine  known 
as  the  rotary  Neostyle.  The  plaintiffs  below,  petitioners  here,  rep- 
resent the  entire  interest  in  the  patent.  There  is  no  claim  of  any 
infringement  by  using  or  selling  the  patented  machines,  but  of  an 
indirect  infringement  in  the  following  manner:  For  the  last  few 
years  the  rotary  Neostyle  has  been  sold  subject  to  this  license,  which 
was  plainly  disclosed  on  the  base-board  of  the  machine : 

License  agreement.  This  machine  is  sold  by  the  Neostyle  Company  with  the 
Hcense  restriction  that  it  can  be  usefl  only  with  stencil  paper,  ink  and  other 
supplies  made  by  the  Neostyle  Company,  New  York  city. 

The  defendant  company  (which  is  engaged  in  the  manufacture  and 
sale  of  ink)  is,  it  is  contended,  engaged  in  selling  ink  to  the  purchas- 
ers of  these  machines  for  use  thereon;  that  it  is  thus  inducing  a 
breach  of  the  license  contracts  and  is  responsible  as  indirectly  in- 
fringing the  patent  rights  of  plaintiffs.  The  circuit  court  sustained 
the  contention  and  entered  an  interlocutory  decree. for  an  injunction 
and  an  accounting.  (138  Fed.  Rep.,  110.)  On  appeal  the  Circuit 
Court  of  Appeals  for  the  Second  Circuit  reversed  this  decree  and 
remanded  the  case  to  circuit  court,  with  instructions  to  dismiss  the 
bill  (76  C.  C  A.  455,)  whereupon  the  case  was  brought  here  on  cer- 
tiorari. 

The  three  judges  of  the  circuit  court  of  appeals  concuri'ed  in  re- 
versing the  decree  of  the  circuit  court  on  the  ground  that  the  evidence 
was  not  sufficient  to  show  tliat  the  defendant  had  notice  that  the  ma- 
chines for  which  the  ink  was  ordered  had  been  sold  under  any 
restrictions,  but  they  differed  upon  the  question  whether  there  was 
any  liability  in  case  sufficient  notice  of  the  license  agreement  luid  been 
brought  home  to  the  defendant.  The  majority  were  of  the  opinion 
that  the  doctrine  of  contributory  infringement,  which  they  conceded 
to  exist,  should  not  be  extended  beyond  those  articles  which  are  either 
parts  of  a  patented  combination  or  device,  or  which  are  produced 
for  the  sole  purpose  of  being  so  used,  and  should  not  bo  applied  to 
the  staple  articles  of  commerce.  In  that  view  of  the  case  the  article 
supplied  being  ink,  a  thing  of  common  use,  its  sale  to  a  purchaser  of 
the  Neostyle  machine  would  be  no  infringement. 
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While  in  Bement  v.  National  Harrow  Company  (186  U.  S.,  70) 
this  Court  held,  in  respect  to  patent  rights,  that  with  few  excep- 
tions— 

any  conditions  which  are  not  in  their  very  nature  illegal  with  regard  to  this 
kind  of  property,  imposed  by  the  patentee  and  agreed  to  by  the  licensee  for 
the  right  to  manufacture  or  use  or  sell  the  article,  will  be  upheld  by  the 
courts — 

it  is  unnecessary  to  consider  how  far  a  stipulation  in  a  contract  be- 
tween the  owner  of  a  patent  right  and  the  purchaser  from  him  of  a 
machine  manufactured  under  that  right,  that  it  should  be  used  only 
in  a  certain  way,  will  sustain  an  action  in  favor  of  the  vendor  against 
the  purchaser  in  case  of  a  breach  of  that  stipulation.     So  although — 

if  one  maliciously  interferes  in  a  contract  between  two  parties,  and  induces  one 
of  them  to  break  that  contract  to  the  injury  of  the  other  party,  the  party  injured 
can  maintain  an  action  against  the  wrongdoer — 

Angle  v.  Chicago^  St.  Paul  c&c.  Railway^  (151  U.  S.  1, 13,)  it  is  also 
unnecessary  to  determine  whether  Jthis  states  the  full  measure  of 
liability  resting  upon  a  party  interfering  and  inducing  the  breaking 
of  a  contract,  for  we  concur  in  the  views  expressed  by  all  the  judges 
of  the  court  of  appeals  that  there  is  no  sufficient  evidence  of  notice. 
True  the  defendant  filled  a  few  orders  for  ink  to  be  used  on  a  rotary 
Neostyle,  but  it  does  not  appear  that  it  ever  solicited  an  order  for  ink 
to  be  so  used,  that  it  was  ever  notified  by  the  plaintiffs  of  the  rights 
which  they  claimed,  or  that  anything  which  it  did  was  considered  by 
them  an  infringement  upon  those  rights.  Further,  none  of  the  chief 
executive  officers  of  the  company  had  knowledge  of  the  special  char- 
acter of  the  rotary  Neostyle  machine  or  the  restrictions  on  the  pur- 
chase of  supplies.  The  case  of  the  plaintiflfs  in  this  respect  rests 
mainly  on  the  testimony  of  the  witness,  Gerber,  who  testified  that  at 
the  instance  of  the  manager  of  the  Neostyle  Company  he  wrote  to  the 
defendant  for  a  one-pound  can  of  black  ink  for  use  on  the  rotary 
Neostyle,  saying — 

I  will  be  at  my  office  Friday  afternoon,  between  1 :30  and  3 :30,  and  if  convenient 
have  your  representative  call  at  that  time. 

A  salesman  of  the  defendant,  named  Randall,  did  call.  The  witness 
directed  Randall's  attention  to  the  restrictions  on  the  single  machine 
he  had  in  his  office,  and  asked  if  he  would  have  any  trouble  with  the 
Neostyle  Company  if  he  used  the  defendant's  ink.  Randall  replied 
in  the  negative,  and  added  that^ — 

the  ink  in  queetion  was  not  patented,  that  anybody  could  make  or  use  it;  that 
no  trouble  would  come  to  me  from  the  use  of  the  ink  which  he  sold. 

The  restriction  on  the  machine  shown  to  Randall  was  one  formerly 
used  by  plaintiffs,  but  which  had  been  discarded  prior  to  this  trans- 
action  and  for  it  the  present  license  agreement  had  been  substituted. 


DECISIONS  OF  THE  UNITED  STATES  COURTS  IN  PATENT  CASES.      708 

The  restriction  shown  to  Randall  stated  that  the  machine  was  sold 
^with  the  express  understanding  that  it  is  licensed  to  be  used  only 
with  stencil  paper  and  ink  (both  of  which  are  patented)  made  by  the 
Neostyle  Company  of  New  York  city."  Evidently  from  his  reply 
Randall's  attention  was  drawn  to  the  question  of  a  patent  on  the  ink. 
Further  he  was  not  an  officer  or  general  agent  of  the  defendant  com- 
)>any,  but  simply  a  salesman  and  it  cannot  be  that  this  talk  with  him 
is  notice  to  and  binding  on  his  principal  in  respect  to  all  future  trans- 
actions. 

After  reviewing  all  the  minor  considerations  to  which  our  attention 
has  been  called  by  the  plaintiffs,  we  see  no  sufficient  reason  for  dis- 
agreeing with  the  unanimous  opinion  of  the  circuit  court  of  appeals 
in  respect  to  the  matter  of  notice,  and  its  decree  is  affirmed. 
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[Decisions  of  the  United  States  courts  are  indicated  by  an  asterisk  (*),  of  the 
Secretary  of  the  Interior  by  a  dagger  (t),  and  the  opinion  of  the  Attorney- 
General  by  a  double  dagger  (t).] 

ABANDONED    APPLICATIONS.     See    Access    to    Abandoned    Applications; 

Copies  of  Abandoned  Applications. 
ABANDONED  EXPERIMENTS.     See  Reduction  to  Practice,  11.  15. 
ABANDONMENT.     See  Reissue  Applications,  6,  7. 
ABANDONMENT  OF  APPLICATIONS.     See  Trade-Marks,  109. 

1.  Division  of  Applications. — Where  after  final  reciuirement  of  division 

numerous  letters  and  petitions  are  filed  in  regard  thereto,  but  no  appeal 
is  taken  or  compliance  had  within  the  ensuing  year,  Held  that  it  is  not 
clear  that  the  actions  taken  could  prevent  the  operation  of  the  statute 
as  to  abandonment.  *The  United  titates  of  America,  ex  rel,  Tuttle,  v. 
Allen,  Commissioner  of  Patents,  676. 

2.  Appeal. — ^The  action  of  the  Office  holding  an  application  to  be  aban- 

doned is,  in  effect,  a  rejection.  If  that  action  is  erroneous,  the  appli- 
cant has  his  remedy  by  way  of  api)eal.     *Id. 

3.  SuFnciENCY   OF   Amendment. — Where   the   first   amendment   made  by 

applicant  five  days  before  the  expiration  of  the  year  from  the  Exam- 
lucres  first  action  rejecting  all  the  claims  consisted  of  a  few  correc- 
tions to  the  specification,  an  argument  as  to  the  patentabiltiy  of  the 
claims,  and  the  addition  of  a  new  claim,  and  the  Examiner  in  admit- 
ting this  amendment  and  rejecting  the  claims  warned  ai)plicant  that 
It  was  not  such  an  action  as  the  condition  of  the  case  required  and 
that  the  added  claim  was  so  broad  as  to  be  met  in  nearly  all  selective 
signaling  systems,  and  where,  following  this,  applicant  fil(»d  an  amend- 
ment two  days  before  the  expiration  of  a  year  fnmi  tlie  last  action  of 
the  Examiner  in  which  he  amended  all  of  the  claims  except  the  broad 
claim  added  by  the  previous  amendment,  which  claim  he  neither  can- 
celed nor  amended  nor  presentetl  any  reasons  why  he  considered  It 
allowable.  Held  that  the  latter  amendment  was  not  entirely  resi)onsive 
to  the  Examiner's  rejection  and  was  not  sufficient  to  save  the  applica- 
tion from  abandonment.    Ex  parte  Lcich,  31. 

4.  Repeated  I^elays — Uigiits  Strictly  Construed. — Where  an  applicant  at- 

tempts to  excuse  the  delay  In  the  prose<'Utlon  of  his  case  on  the  ground 
that  Its  subject-matter  is  dominated  l)y  certain  claims  In  a  coi>en<llng 
application  and  that  he  considered  It  advisable  to  press  the  broad 
application  to  allowance  bofore  letting  this  application  go  to  Issue.  Held 
that  the  conduct  of  applicant  In  the  prosecution  of  his  case  has  not 
been  such  as  to  entitle  lilni  to  leniency  In  the  application  of  the  rule 
that  amendments  must  be  such  as  tho  condition  of  the  cas<»  requires 
and  that  In  electing  to  prosecute  his  ai)p]lcatlon  In  this  manner  he  must 
^all  risk  as  to  the  sufficiency  of  his  actions.     Id. 

.470,00-1 15  "-^^ 
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5.  Excuse  fob  Delay. — Confusion  upon  the  attorney's  docket  by  reason 

of  Office  action  suggesting  claims  for  interference  is  not  acceptable  as  a 
showing  of  unavoidable  delay  in  responding  to  the  prior  Office  action. 
Ex  parte  Hess,  58. 

6.  Application,  Joint — Prosecution  of  bt  One  Applicant  Where  CJoappli- 

CANT  Refuses  to  Act. — Where  one  of  two  Joint  inventors  seeks  to  cause 
the  abandonment  of  their  application  by  preventing  amendment  thereot 
claiming  that  he  is  a  sole  inventor,  and  also  flies  a  written  abandon- 
ment of  the  application,  Held  that  permission  will  be  giv^i  to  the 
coinventor  to  prosecute  the  application  through  an  attorney  of  his 
own  selection.     Ex  parte  Barrett  and  Altera  76. 

7.  Attorneys — ^Appointment  of  by  One  of  Two  Joint  Applicants. — ^Where 

the  attorneys  for  joint  applicants  are  prevented  from  amoiding  the 
application  by  one  of  the  joint  inventors,  who  in  order  to  cause  the 
case  to  become  abandoned  also  refuses  to  permit  them  to  give  an  asso- 
ciate power  of  attorney  to  an  attorney  of  the  other  joint  applicant's 
selection,  Held  that  an  attorney  appointed  by  the  coinventor  will  be 
permitted  to  prosecute  the  application.    Id. 

8.  Must  Be  Signed  by  All  Joint  Inventors. — Where  one  coapplicant  does 

not  Join  in  the  written  abandonment  of  an  application,  it  can  be  given 
no  effect.    Jd. 

9.  Withdrawal  from  Issue — Failure  to  Take  Action. — Where  an  appli- 

cation is  withdrawn  from  issue  at  the  request  of  the  applicant  to  await 
the  allowance  of  a  related  application  and  no  action  is  taken  therein 
until  after  the  expiration  of  the  statutory  period  allowed  for  taking 
action,  which  dates  from  the  notice  of  allowance,  the  application  is 
abandoned  in  the  absence  of  special  circumstances  excusing  the  de- 
lay.   Ex  parte  Brooks,  77. 

10.  When  Holding  is  Proper. — Where  27  claims  were  rejected  on  August  9. 

1905,  and  on  June  9,  1906,  the  applicant  amended  two  of  the  rejected 
claims  and  added  two  new  claims,  but  made  no  allusion  to  the  remain- 
ing 25  rejected  claims,  and  the  Examiner  on  August  14,  190«.  on  taking 
up  the  case  in  the  regular  course  of  his  work,  notified  applicant  that 
his  case  was  abandoned.  Held  that  the  Examiner's  action  is  entirely 
in  accord  with  sound  reason  and  well-established  practice  and  is  the 
only  proper  action  which  could  have  been  given  under  the  circum- 
stances.   Ex  parte  Midgley,  84. 

11.  Unresponsive    Action    Not    Entitled    to    Consideration. — Petitioner's 

contention  that  his  unresponsive  amendment  filed  within  the  year  is 
entitled  to  consideration  and  action  upon  Its  merits  Is  clearly  un- 
founded, since  the  statutes  provide  for  no  piecemeal  consideration  and 
the  rules  prohibit  the  same.    Id. 

12.  Applicant  Responsible  for  Failure  to  Comply  with  Rules. — The  fact 

that  the  Examiner  In  the  regular  course  of  business  did  not  reach  sli>- 
pllcant's  case  and  give  him  notice  of  the  Insufficiency  of  his  action  until 
after  the  year  allowed  for  action  had  expired  does  not  relieve  appli- 
cant of  the  necessity  of  taking  responsive  action  within  the  year  re- 
quired by  the  rules  or  shift  the  responsibility  for  failure  to  comply 
with  the  rules  to  the  Patent  Oflice.    Id. 

13.  Where  Delay  Was  Not  Unavoidable. — Where  the  delay  has  not  !»een 

terminated  by  the  filinj?  of  an  action  fully  resiwnslve  to  the  last  rejec- 
tion and  where  no  good  reason  api)ears  why  such  an  action  should  not 
have  been  filed  within  the  year  allowed  therefor.  Held  that  the  delay 
was  not  unavoidable  and  that  t\i^  «ivvV^<t«A.VQ\i  Is  abandoned.    Id. 
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14.  What   is   Responsive   Action. — On   October   16,   1905,    the   Examiner 

finally  rejected  certain  claims.  The  applicant  on  June  6,  1006,  filed 
an  amendment  substituting  new  claims  for  those  rejected,  which  amend- 
ment was  refused  entry  by  the  Examiner  in  view  of  the  final  rejec- 
tion. On  September  24.  1906,  applicant  filed  a  request  for  reconsidera- 
tion of  the  final  rejection  and  refusal  of  his  amendment,  accompanied 
by  a  statement  of  reasons  why  he  considered  said  actions  improper. 
In  reply  he  was  notified  by  the  Examiner  on  November  3,  1906,  that 
his  application  was  abandoned,  and  on  November  6,  1906,  he  took 
this  petition,  Held  that  if  the  final  rejection  of  October  16,  1905,  was 
proper  the  condition  of  the  case  called  for  either  a  cancelation  of  the 
rejected  claims  or  an  appeal  to  the  Examiners-in-Chief,  and  since  such 
action  was  not  taken  within  the  year  the  case  is  abandoned ;  but  in  case 
the  final  rejection  vraa  irregular  or  premature,  then  the  actions  of  June 
6  and  September  24  were  such  as  the  condition  of  tjie  case  required, 
and  the  application  is  not  abandoned.    Ex  parte  Fowler,  jr„  88. 

15.  Failure  of  Applicant  to  Authorize  Attorney  to  Take  Action  Does 

Not  Excuse. — The  failure  of  the  attorney  to  act  within  the  statutory 
period  is  not  excused  by  the  allegation  that  he  did  not  act  earlier  be- 
cause not  authorized  by  the  applicant  to  do  so,  where  it  does  not  ap- 
pear that  he  could  not  have  been  earlier  authorized  to  proceed.  Ex 
parte  Trehon,  110. 

16.  Unavoidable  Delay. — ^The  delay  of  more  than  one  year  Is  resix)ndinp 

to  the  Office  action  is  not  unavoidable  in  those  cases  wherb  action 
might  have  been  taken  had  reasonable  efforts  been  exercised  to  that 
end  at  any  time  within  the  period  following  the  Office  action.     Id, 

17.  Same — Intention  of  Applicant. — Applications  are  abandoned  without 

regard  to  what  the  intention  of  the  applicant  may  have  been  in  case 
of  delay  for  more  than  one  j'ear  in  responding  to  the  Office  action  un- 
less the  delay  was  unavoidable.    Id. 

18.  Failure  to  Take  Responsive  Action. — Where  the  action   taken  near 

the  close  of  the  year  was  not  a  proi)er  action.  Held  that  the  applicant 
has  a  i)erfect  right  to  delay  action  until  the  close  of  the  year  allowed 
by  law  therefor;  but  in  doing  so  he  assumes  the  risk  of  any  mistake 
in  the  character  of  the  action.    Ex  parte  Grant,  1.31. 

19.  Same. — Since  earlier  action  by  applicant  would  have  permitted  correc- 

tion of  the  mistake  within  the  year  and  since  it  does  not  appear  that 
earlier  action  could  not  have  been  taken,  the  failure  to  duly  prosecute 
the  application  cannot  be  regarded  as  unavoidable,  and  it  is  therefore 
abandoned  under  the  statute.     Id, 

20.  Delay  Not  ITnavoidadle. — Where  it  is  alleged  that  the  case  was  in- 

advertently crossed  off  the  attorney's  docket,  and  therefore  overlooked 
until  after  the  period  for  action  had  expired,  but  it  does  not  api)ear 
that  there  was  any  intention  to  rosiKind  to  the  last  Office  action  until 
near  the  clo8<»  of  the  year  alloweti  therefor  or  that  action  could  not 
have  been  taken  In  the  earlier  part  of  this  period  had  it  been  so  de- 
sired. Held  that  the  delay  was  not  unavoidable  and  the  case  is  aban- 
doned.   Ex  parte  Dvryea,  130. 

21.  Claims  Presented  After  Final  Rejection  T'naccompanied  by  Showing 

Does  Not  Avoid..— Where  after  final  rejection  the  applicant  presents  an 
amendment  curing  Informalities  and  containing  claims  which  differ 
substantially  from  those  finally  rejected,  but  does  not  make  a  showing 
of  good  and  sufficient  reasons  why  the  amendmeut  n\v\^  woX.  ^-axWe^  \f^^ 
sented,  Held  that  the  amendment  Is  lnadin\8aVb\v>,  \x\V\io\3i^  VX.  ^qx3\^ 
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have  been  proper  to  cure  the  iuformalities  by  proper  amendment,  and 
that  such  action  does  not  relieve  the  application  from  its  condition  as 
subject  to  appeal  or  save  it  from  abandonment.    Ex  parte  Green,  230. 

22.  Revival — Unavoidable  Delay. — The  fact  that  the  Office  did  not  suggest 

claims  from  a  copending  application  does  not  render  applicant*s  delay 
in  prosecuting  his  case  unavoidable.    Ex  parte  McKee,  255. 

23.  Final  Action  on  Form   and  Merits — ^Appeal  on  Merits  Too  Late. — 

Where  the  Examiner  finally  rejected  the  claims  of  an  application  and 
also  made  final  certain  objections  to  such  claims  on  July  3,  1906,  and  a 
petition  upon  the  formal  matters  was  taken  on  August  2,  1906,  which 
was  decided  by  the  Ck)mmissiouer  on  August  27,  1906,  an  appeal  to  the 
Examiners-in-Chief  filed  August  24,  1907,  is  filed  without  the  period  of 
one  year  allowed  for  prosecution,  which  dates  from  the  final  rejection 
and  not  from  the  decision  of  the  Commissioner  on  the  petition.  Ex 
parte  Wentzel,  352. 

24.  Delay   Slight — Unavoidable. — Where  delay  beyond  the  year  allowed 

for  action  is  slight  and  the  application  prior  to  such  delay  had  been 
prosecuted  vigorously  and  in  good  faith  and  the  applicant  had  reason 
to  suppose  that  his  action  was  filed  in  time,  the  delay  may  be  regarded 
as  unavoidable.    Id, 

25.  Sufficiency  of  Action. — Where  on  December  29,  1905,  an   Elxaminer 

rejected  certain  claims  and  made  a  formal  objection  to  another  claim, 
to  which  the  applicant  made  a  sufficient  response  on  January  27,  1906. 
with  the  exception  that  he  failed  to  mention  the  informal  claim,  and 
the  Examiner  in  his  next  action,  on  February  IG,  1906,  reiterated  the 
formal  objection,  but  did  not  state  that  the  applicant's  action  by  reason 
of  failnre  to  mention  the  informal  claim  was  imresiwusive  and  did  not 
make  such  ol)jection  final,  Held  that  an  amendment  curing  the  infor- 
mality filed  January  18,  1007,  is  filed  in  proper  time,  the  renewal  of 
the  objection  by  the  Examiner  without  objection  to  the  insufficiency  of 
the  applicant's  action  of  January  27,  1906,  constituting  a  waiver  of  the 
question  of  incompleteness  of  such  action.     Ex  parte  Wvstinghouse,  372. 

ABANDONMENT  OF  APPLICATIONS  FOR  REGISTRATION.  See  Trudt- 
Marl'8,  7\  143. 

ABANDONMENT  OF  INVENTION.     See  Priority  of  Invention,  IS,  10. 

ABANDONMENT  OF  TRADE-MARKS.     See  Trade-Marks,  82,  132. 

ABBREVIATIONS.     See  Name  of  Applieant. 

ACCESS  TO  ABANDONED  APPLICATIONS.  See  Copies  of  Abnndonni  Ap- 
plications, 

1.  Notice  to  Applicant  or  Assignee. — Where  an  application  has  been  n!>an- 

doned  a  long  time,  notice  of  the  petition  to  insi)ect  should  !h*  given  t«» 
the  owner  of  the  invention,  whether  applicant  or  assignee. — In  re  Com- 
mereial  Miea  Company,  186. 

2.  Abandoned  Applications — Petition  to  Inspect. — A  i>etition  to  insjiect 

an  abandoned  application  will  be  denieil  where  the  reference  to  the 
abandomxl  application  in  applicant's  patent  is  not  of  such  a  natun*  as 
to  indicate  that  it  was  relied  ui)on  for  any  piir|X)se  in  the  i^nx^HHline 
eventuating  in  the  patent  or  to  indicate  a  waiver  by  the  i)atenti>e  i»f 
the  right  of  secrecy  concerning  said  application.  In  re  The  ButUtck 
Eleetrie  Man ufaeiu ring  Company,  207. 

3.  Same — Same — Practice. — Such   petitions   should   be   accoinimnitHl   by  a 

certificate  of  the  court  before  whom  a  suit  is  iKMuiing.     Id, 
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4.  Same — Same — Service, — Where  an  application  has  been  abandoned  a 
long  time,  service  of  petition  to  iusi)ect  ui)on  the  attorney  of  record  is 
not  sufficient,  but  service  should  be  made  upon  the  owner  of  the  inven- 
tion, whether  applicant  or  assignee.    Id. 

ACCESS  TO  APPLICATIONS.     See  Interference,  9,  25. 

ACCESS  TO  INTERFERENCE  FILES.     See  Interference,  48,  67. 

ACQUIESCENCE.    See  Construction  of  Claims,  3;  Interference,  94. 

ADOPTION  AND  USE.     See  Trade-Marks,  25,  27,  43,  58,  105. 

ADMISSION  OF  EVIDENCE.     See  Evidence,  3,  4. 

AFFIDAVITS.  See  Interference,  14,  42,  44;  Motion  to  dissolve  Interference, 
2,  38;  Name  of  Applicant;  Public  Use  and  Sale,  2,  3;  Trade-Marks,  82, 
84,  98. 
Interference — Right  to  Make  Claim — ^Testimony  Under  Rule  130 — 
Prima  Facie  Showing  of  Aggregation — Expert  Affidavits  not  Ac- 
cepted.— Where  motion  is  made  for  leave  to  take  testimony  under  the 
provisions  of  Rule  130  to  establish  that  the  claim  as  applied  to  one 
jmrty's  structure  is  a  true  combination,  while  as  applied  to  the  other 
party's  structure  is  mei'ely  for  an  aggregation,  affidavits  in  support 
of  such  motion  which  consist  wholly  of  the  opinion  of  expert  patent 
lawyers  as  to  the  legal  effect  of  the  claims  will  not  be  received.  Pym 
V.  Hadaway,  189. 

AFFIDAVIT  UNDER  RULE  75.  See  Copies  of  Affidavit  Filed  Under  Rule 
15;  Motion  to  Dissolve  Interference,  28. 

AGENT.     See  Infringement,  G;  Reduction  to  Practice,  4.  21. 

AGGREGATION.     See  Affidavits;  Division  of  Applications,  2. 

ALLEGATIONS.  See  Motion  to  Dissolve  Interference,  35,  40,  41,  43;  Prelimi- 
nary Statement,  4;    Trade-Marks,  105,  142. 

AMENDMENTS.  See  Abandonment  of  Applications,  3,  4,  10, 11,  14,  21,  25;  Ap- 
peal to  the  Commissioner  of  Patents,  1;  Applications,  1;  Claims,  1; 
Drawings,  1;  Examination  of  Applications,  6;  Interference,  10,  12; 
Motion  to  Dissolve  Interference,  12. 

1.  Entry  After  Rejection  Under  Rule  132. — Where  following  the  termi- 

nation of  an  interference  and  the  rejection  of  the  defeated  party's 
claims  he  filed  an  amendment  canceling  the  rejected  claims  and  adding 
new  claims,  which  amendment  was  refused  admission  by  the  Examiner 
on  the  ground  that  the  prosecution  before  the  Primary  Examiner  was 
closed  by  reason  of  the  fact  that  the  application  had  been  appealed 
to  the  Examiners-in-Chief,  allowed,  and  passed  to  issue  prior  to  the 
declaration  of  the  interference,  Held  that  the  rejection  of  the  claims  in- 
volved in  the  interference  under  Rule  132  is  a  new  ground  of  rejection 
and  that  the  rules  and  statute  give  applicant  the  right  to  amend  in 
an  endeavor  to  overcome  said  ground  of  rejection.    Ex  parte  Ktepetko,  1. 

2.  Petition — Rule  78. — A  jietltlon  for  the  entry  of  an  amendment  presented 

under  Rule  78  after  the  allowance  of  the  application  will  be  denied 
where  the  amendment  includes  claims  which  the  Examiner  in  his  re- 
port upon  the  i)etitlon  states  are  not  patentable.  Ex  parte  Fleming,  51. 
8.  Rule  78 — Discretion  of  Examiner. — ^The  entry  of  claims  under  Rule  78 
is  not  a  matter  of  right,  but  a  i)rivllege  allowed  applicants  where  claims 
are  found  allowable  by  the  Examiner  upon  such  consideration  of  the 
case  as  he  may  deem  proper.  The  Examiner  will  not  be  directed  to 
consider  the  question  of  patentability  of  claims  presented  after  his  re- 
port upon  petition.    Id. 
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4.  Interference. — Where  during  the  interference  proceeding  one  of  the 

parties  filed  an  amendment  canceling  the  claims  rejected  under  Rule 
124  and  substituted  a  substitute  specification  and  drawing,  Held  tliat 
the  amendment  is  not  of  the  character  i)ermitted  under  the  rules  during 
the  interference  proceeding  and  that  the  si)ecial  circumstauces  are  not 
such  as  to  warrant  its  admission.  Hamisch  v.  Oueniffet,  Benoit,  and 
Nicault,  127. 

5.  New  Matter — Right  to  Make  Claims. — Where  the  original  specification 

of  an  application  relating  to  combined  type-writing  and  adding  machines 
did  not  describe  the  adding  machine,  but  stated  that  the  invcHition  was 
illustrated  '*  in  connection  with  an  adding  machine  of  the  class  known 
as  *  registering  accountants,' "  and  only  the  case  and  a  few  minor  ele- 
ments thereof  were  shown  in  the  drawings.  Held  that  an  amendm^it 
of  the  application  reciting  a  patent  disclosing  the  construction  referred 
to  by  the  words  "  registering  accountants  "  did  not  constitute  a  depar- 
ture from  the  original  disclosure  in  view  of  evidence  showing  that  such 
term  referred  to  a  construction  well  known  in  the  market  embodying 
the  construction  of  the  patent  and  that  such  construction  was  the  only 
one  on  the  market  which  had  the  distinctive  appearance  illustrated  in 
the  original  drawing,  Held,  further,  that  such  party  had  a  right  to 
make  claims  to  a  combination  including  specific  elements  of  such  add- 
ing machine.    Hopkins  v.  Newman,  356. 

AMENDMENT  TO  OPPOSITION.     See  Trade  Marks,  15,  70. 

AMENDMENT  TO  PRELIMINARY  STATEMENT.  See  Interference,  7d,  77. 
83,  91;  Motion  to  Amend  Preliminary  Statement;  Preliminary  State- 
ment, 1,  2,  3. 

ANCILLARY  INVENTION.     See  Employer  and  Employee,  2. 

ANCILLARY  QUESTION.     See  Priority  of  Invention,  9,  10. 

ANTICIPATION.  See  Motion  to  Dissolve  Interference,  29;  Trade-Marks,  3S, 
46,  47,  C6,  G7,  80,  110,  117,  118,  134. 
Patent — Failure  of  Specification  to  State  Character  of  ^Iaterial.— 
Where  the  specification  of  a  patent  cited  as  an  anticipation  does  not 
state  of  what  material  the  article  is  composed,  it  cannot  ordinarily  be 
assumed  to  l)e  of  any  particular  material.    Ex  parte  Walters,  272. 

APPEAL.  See  Ahandonmcnt  of  Applications,  1,  2, 23 ;  Appeal  from  the  Examiner 
•  of  Interferences;  Appeal  from  the  Examiners-in-Chicf;  Appeal  to  the 
Commissioner  of  Patents;  Appeal  to  the  Court  of  Appeals  of  the  Dt«- 
trict  of  Columbia;  Division  of  Applications,  1;  Interference,  G.  7,  S,  ll. 
12, 18, 19,  21,  23,  24, 31, 33, 01, 69,  70 ;  Mandamus,  1 ;  Motion  for  Lea  ve  to 
Take  Testimony;  Motion  for  Rehearing,  1,  2,  3,  0;  Motion  to  DtMxolve 
Interference,  38;  Motion  to  Take  Testimony  in  Foreign  Countries: 
Patentahility,  6;  Priority  of  Invention,  4;  Rejection  of  Claims,  1: 
Trade-Marks,  1,  136,  152,  154. 

APPEAL  FROM  THE  COMMISSIONER  OF  PATENTS.  See  Appeal  to  the 
Court  of  Appeals  of  the  District  of  Columbia,  2. 

APPEAL  FROM  THE  EXAMINER  OF  INTERFERENCES.  See  Interfrrener, 
58;  Motion  for  Leave  to  Take  Testimony;  Trade-Marks,  153. 
NoN- appealable  Question — Dismissed. — Where  a  ruling  is  made  that  an 
appeal  from  the  Examiner  of  Interferences  will  not  be  entertained 
by  the  Commissioner  on  a  given  question,  an  appeal  on  that  question 
will  not  be  considered,  even  though  filed  prior  to  the  rendition  of  the 
decision.     Hanan  and  (Jiitt'H  v.  Marshall,  05. 
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APPEAL  FROM  THE  EXAMINERS-IN-CHIEF.  See  Appeal  to  the  Commis- 
sioner of  Patents,  1;  Interference,  64. 

INTEBFBBENCE — DiSCLAIMEB     BY     APPELLEE — DISMISSED. — Where     appeal     IS 

taken  from  a  decision  of  the  £}xaminers-in-Ghief  on  the  question  of 
priority  and  the  appellee  flies  a  motion  to  dismiss  the  appeal,  accom- 
panied by  a  disclaimer  of  the  invention  in  issue  signed  by  the  appellant. 
Held  that  the  disclaimer  will  be  considered  a  concurrence  in  the  motion 
of  the  appellee  to  dismiss  the  appeal.     Wert  v.  Borst  and  Oroscop,  47. 

APPEAL  FROM  FAVORABLE  DECISION.  See  Appeal  to  the  Court  of  Ap- 
peals of  the  District  of  Colunihia;  Interference,  17, 18, 19, 75 ;  Amotion  to 
Dissolve  Interference,  11. 

APPEAL  TO  THE  COMMISSIONER  OF  PATENTS.  See  Appeal  from  the 
Examiner  of  Interferences;  Interference  21,  23. 

1.  New   Reference   Discovered   Subsequent  to. — Where  a  reference  was 

discovered  by  the  Office  subsequent  to  a  hearing  by  the  Commissioner 
on  an  ex  parte  appeal  from  a  decision  of  the  Examiners-in-Chief  affirm- 
ing a  rejection  by  the  Primary  Examiner,  decision  on  the  appeal  was  sus- 
pended for  thirty  days  and  applicant  was  notified  that  he  might  amend 
or  take  other  action  in  view  of  the  citation  within  the  time  stated,  that 
a  failure  to  amend  within  the  time  would  amount  to  a  waiver  of  the  right 
to  amend,  and  that  upon  failure  to  act  a  decision  would  be  rendered, 
upon  consideration  of  the  old  and  the  new  references.  He  was  further 
notified  that  if  he  did  not  desire  to  amend  a  rehearing  would  be  granted 
for  argument  upon  the  new  reference  upon  request  therefor,  ^j?  parte 
Foriuny,  135. 

2.  Motion  to  Dissolve — Heabing. — Where  appeals  are  taken  from  the  de- 

cision of  the  Examiner  upon  motions  for  dissolution  both  to  the  Com- 
missioner and  to  the  Examiners-in  Chief,  action  upon  the  appeal  to  the 
Commissioner  will  be  suspended  until  after  the  decision  of  the  Exam- 
iners-in-Chief is  rendered,  in  order  that  all  appeals  upon  the  motions 
may  be  considered  at  the  same  time.  Where  the  Examiner  upon  the 
■  rehearing  entirely  dissolves  the  interference,  the  question  of  irregu- 
larity in  declaration  of  the  interference  becomes  a  moot  question  and 
will  not  be  entertained  unless  the  decision  dissolving  the  interference 
is  reversed  on  appeal.  O'Brien  v.  Gale,  sr.,  v.  Miller  v.  Zimmer  v.  Cal- 
denoood,  184. 
APPEAL  TO  THE  COURT  OF  APPK\LS  OF  THE  DISTRICT  OF  COLUM- 
BIA. See  Interference,  5C,  61,  69,  74;  Priority  of  Invention,  5;  Re- 
opening of  Interference,  1,  2,  3. 

1.  Consideration  of  Patentability  by  Court. — Where  the  Primary  Exam- 

iner has  held  claims  to  be  patentable  and  the  Examiner  of  Interfer- 
ences and  the  EJxaminers-in-Chief  have  omitted  or  declined  to  call  the 
attention  of  the  Commissioner  to  the  unpatentability  of  the  issue  or 
where  the  Commissioner  has  declined  to  review  the  decision  of  the 
Primary  Examiner  after  his  attention  has  been  called  to  the  alleged 
unpatentability  of  the  issue,  the  court  of  api)eal8  of  the  District  of  Co- 
lumbia should  hold  the  question  of  patentability  to  be  settled,  except 
in  an  extraordinary  ease.  The  statute  does  not  provide  for  an  appeal 
to  the  court  from  a  ruling  by  the  Commissioner  or  of  any  subordinate 
tribunals  affirming  the  patentability  of  a  claimed  hivention.  It  is  only 
from  a  decision  adverse  to  the  patentability  of  a  claim  that  an  appeal 
will  lie.     *8ohey  v.  Holsclaw,  465. 

2.  JlTUSDICTION  OVEB  PbOCEDUBE  BeFORK  COMMISSIONEVl. — OVi.  ?CVi  «lV^»^^  ^^''^ 

the  Commissioner  at  Patents  to  the  court  ot  a\>\>e«L\»  ol  \Xi^  X^sjeXxViV  '^'^ 
Columbia  on  the  question  of  priority  ol  iuveutiow  Wi^  co>rc\.\ia»^^»  \3«^«t 
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to  hold  that  the  Commissioner  has  committed  an  error  for  which  a  case 
should  be  reversed  because  of  a  claim  that  he  refused  to  i^ermit  coun- 
sel to  be  heard  in  support  of  a  given  contention.  The  court  cannot  in 
such  a  proceeding  control  his  action  in  a  discretionary  matter  such  as 
the  extent  of  oral  argument  he  will  permit  at  a  hearing  of  an  interfer- 
ence.' *ld, 
3.  Jurisdiction  of  Commissioner  After  Appeal  to  Court  on  Pbiowtt. — 
After  a  decision  of  the  court  of  appeals  on  the  question  of  priority  the 
Commissioner  of  Patents  may  refuse  a  patent  to  the  successful  inter- 
ferant.    */d. 

APPEAL  TO  THE  EXAMINERS- IN-CHIEF.  See  Appeal  to  the  Commissioner 
of  Patents,  2;  Decisions  of  the  Examiners-in-Chief ;  Division  of  Ap- 
plications,  1 ;  Interference,  7,  56,  57 ;  Motion  to  Dissolve  Interference,  12. 

APPEAL  TO,  THE  SECRETARY  OF  THE  INTERIOR.     See  Interference,  24. 

APPLICANT.     See  Access  to  Abandoned  Applications,  1,  3. 

APPLICANT  AND  PATENTEE.     See  Interference,  16,  17. 

APPLICANT  AND  REGISTRANT.     See  Trade-Marks,  79. 

APPLICATIONS.  See  Abandonment  of  Applications;  Access  to  Abandoned  Ap- 
plications; Amendments ;- Claims ;  Concealment  of  Invention;  Con- 
struction of  Claims;  Construction  of  Statutes;  Copies  of  Abandoned 
Applications;  Designs,  Drawings;  Division  of  Applications ;  Examina- 
tion of  Applications;  Foreign  Executors  or  Administrators;  Formal 
Objections;  Interference,  9,  10,  22,  24,  53;  Invention,  7,  8;  Labels; 
Name  of  Applicant;  Oath;  Patentability ;  Priority  of  Invention,  1,  2,  3: 
Prosecution  of  Applications  by  Assigyiees;  Public  Use  and  Sale,  1,  2; 
Reduction  to  Practice,  1,  2,  10;  Reissue  Applications;  Specifications; 
Trade-Marks;  Withdrawal  of  Allowed  Applications  from  Issue. 

1.  Amendment  from  Design  to  Mechanical  Case. — Where  an  applicant  in 

presenting  his  own  case  requested  In  his  petition  the  grant  of  a  design 
patent  upon  a  letter  scale,  but  his  specification,  claim,  and  oath  were  of 
the  form  prescribed  for  mechanical  application,  and  it  api>ears  from 
the  actions  by  the  applicant  in  the  case  that  it  was  his  intention  to 
obtain  protection  for  an  article  of  manufacture,  Held  that  he  should  be 
permitted  to  amend  the  case  to  accord  with  the  form  prescribed  for 
mechanical  applications.     Ex  parte  Saunders,  jr.,  363. 

2.  Completion — Drawings  Signed  by  Attorney  Without  Full  Power.— 

Where  all  papers  necessiiry  for  a  complete  application  are  filed  on 
October  30,  1902,  but  the  drawings  were  signed  by  substitute  attorneys 
who  had  not  full  ix)wer,  and  on  November  28, 1902,  full  ix)wer  is  given  to 
such  attorneys,  upon  whose  request  the  date  of  the  application  is 
changed  to  November  28,  1902,  Held  that  the  application  is  entitled  to 
the  date  of  October  30,  1902,  as  a  constructive  reduction  to  practice. 
the  informality  being  one  which  could  be  cured,  and  was  in  fact  cured, 
by  subsequent  ratification  by  the  persons  delegating  the  power.  Mar- 
coni V.  Shoemaker,  392. 

3.  Sworn  to  in  Blank— Striking  from   Files — Rule  31. — Where  an  in- 

ventor assigns  an  invention  and  subsequently  alleges  that  the  applica- 
tion papers  were  executed  in  blank  and  i)etitions  that  the  application 
be  stricken  from  the  files,  Held  that  because  of  the  assignment  he  is 
estopped  from  denying  the  validity  of  the  executed  papers,  especially 
when  the  application  has  been  on  file  nearly  a  year.  Ex  parte  Shaver, 
428. 
^PLICATIOy  EXECUTED  IN  BIANK.     See  Applications,  3. 
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ARBITRARY  TERMS.     See  Trade-Marks,  25. 

ASSIGNEiES.  See  Access  to  Abandoned  Applications,  1,  3;  Interference,  37; 
Prosecution  of  Applications  by  Assignees. 

ASSIGNMENTS.    See  Applications,  3.' 

ASSIGNMENT  OF  TRADE-MARKS.    See  Trade-Marks.  28,  143,  145. 

ATTORNEYS.  See  Abandonment  of  Applications,  5,  6,  7,  15,  20;  Applications, 
2;  Motion  to  Dissolve  Interference,  29:  Priority  of  Invention,  15;  Re- 
issue Applications,  1,  5,  7. 
United  States  Commissionebs  Ineligible  to  Act  as  Befobe  the  Patent 
Office. — Held  that  under  section  1782  of  the  Revised  Statutes  a  person 
holding  the  office  of  United  States  commissioner  is  ineligible  to  prac- 
tice as  an  attorney  representing  applicants  for  patents  before  the 
United  States  Patent  Office,    t  In  re  Block,  432. 

BAR  TO  PATENT.     See  Interference,  89;  Patentability,  5. 

BAR  TO  REGISTRATION.     See  Trade-Marks,  59,  79. 

BILL  IN  EQUITY  UNDER  SECTION  4915,  REVISED  STATUTES.  See 
Copies  of  Affidavit  Filed  Under  Rule  15;  Reopening  of  Interference,  4. 
Filing  by  Defeated  Pabty  to  Intebfebence  will  not  Stay  Issue  of 
Patent  to  Successful  Pabty. — ^The  filing  of  a  bill  in  equity  under  sec- 
tion 4915,  Revised  Statutes,  by  the  defeated  party  to  an  interference 
will  not  operate  to  stay  the  issue  of  a  patent  to  the  successful  party, 
nor  will  it  justify  the  Ck)mmissioner  of  Patents  in  withholding  it  until 
the  equity  proceeding  is  terminated.  (Citing  case  of  Sargent,  C.  D., 
1877,  125;  12  O.  G.,  475,  and  Wells  v.  Boyle,  C.  D.,  1888,  36;  43  O.  G., 
753.)     Dunbar  v,  Bchcllenger,  162. 

BURDEN  OF  PROOF.     See  Employer  and  Employee,  4,  5. 

CANCELATIOl*^  OF  FIGURES  OF  THE  DRAWINGS.     See  Drawings,  2. 

CANCELATION  OF  TRADE-MARK  REGISTRATION.  See  Trade-Marks, 
22,  23,  49,  50,  61,  62,  63,  82,  83,  84. 

CERTIFICATE  OF  COURT.  See  Access  to  Abandoned  Applications,  3;  Copies 
of  Abandoned  Applications,  2;  Copies  of  Affidavit  Under  Rule  15; 
Foreign  Executors  or  Administrators. 

CERTIFIED  COPIES  OF  PARTS  OF  APPLICATIONS.  See  Interference,  25; 
Motion  to  Amend  Application,  1. 

CITIZENSHIP.    See  Oath. 

CLAIMS.  See  Affidavits;  Amendments;  Construction  of  Claims;  Examina- 
tion of  Applications;  Interference.  10,  11,  12,  15,  16,  17,  19,  22,  30,  31, 
78,  70,  80;  Motion  to  Dissolve  Interference,  9,  10,  11,  12,  13,  18,  19,  29, 
33,34;  Patentability,  2,^)',  Priority  of  Invention,  H,^,  10',  Rejection  of 
Claims. 
1,  Independent  Inventions — Pbactice. — Where  claims  presented  by  amend- 
ment are  held  by  the  Elxaminer  to  be  for  an  independent  invention  from 
that  presented  In  the  other  claims.  Held  that  the  question  of  whether 
the  claims  are  in  fact  for  an  independent  invention  must  be  settled 
before  applicant  can  demand  an  action  upon  their  merits.  If  for  an 
independent  invention,  applicant  is  estopped  from  prosecuting  said 
claims  on  their  merits  in  this  application,  and  they  should  be  canceled. 
This  question  is  the  same  as  that  ordinarily  presented  In  a  require- 
ment for  division,  with  the  exception  that  In  originally  presenting  and 
prosecuting  claims  to  one  invention  only  applicant  has  already  made 
his  election  and  has  now  no  choice  as  to  which  set  of  claims  he  will 
cancel.'  {Ex  parte  Selle,  C.  D.,  1904,  221;  110  O.  G,,  VIZ%\  tx  -^^TXe, 
Tuttle,  C.  D.,  1904,  537;  113  O.  G.,  1007.^     Ex  parte  BuWocV,^^. 
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2.  Indefinite  and  Functional. — Where  the  claim  is  not  for  a  comblnatiOD 

of  which  the  **  means  "  for  the  purpose  mentioned  is  an  elem^it,  but 
is  merely  for  means  as  an  element  and  covers  all  possible  means  for 
accomplishing  a  certain  function  regardless  of  structure.  Held  that 
the  claim  is  indefinite  and  functional.    Id, 

3.  Functional — Open  to  Objection. — Claims  which  fail  to  include  sufBcient 

mechanical  elements  to  effect  the  function  expressed  in  the  claims  are 
open  to  objection,  and  .from  objection  on  such  ground  petition  may 
be  taken  to  the  Commissioner.    Ex  parte  Plumh,  367. 

CLASS  OF  MERCHANDISE.      See  Trade-Marks,  89.  90,  92. 

COLOR.     See  Trade-Marks,  9,  18,  29. 

COMBINATION.     See  Ajgfldavits. 

COMMERCIAL  SUCCESS.    See  Designs,  2;  Diligence,  3. 

COMMISSIONER  OF  PATENTS.  See  Abandonment  of  Applications,  23;  Ap- 
peal from  the  Examiner  of  Interferences;  Appeal  to  the  Commissioner 
of  Patents;  Appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia; 
Bill  in  Equity  Under  Section  4915,  Revised  Statutes;  Claims;  Evidence, 
6;  Examination  of  Applications,  7;  Interference,  7,  19,  20,  21,  22,  24. 
29,  30,  56,  57,  58,  59,  60,  75;  Mandamus,  6,  7;  Motion  to  Amend  Applica- 
tions; Priority  of  Invention,  11,  12,  13,  14;  Public  Use  and  Sale, 
4;  Trade- Marks,  11,  15.  30,  153. 

CONCEAIJdENT  OF  INVENTION.    See  Interference,  10,  25.  45, 

1.  Suppression  After  Reduction  to  Practice. — The  failure  to  file  an  appli- 

cation for  more  than  two  years  after  reduction  t<>  practice  where  the 
machine  was  put  into  actual  use  in  a  factory  the  policy  of  the  manage- 
ment of  which  was  not  to  patent  machines  used  for  their  own  work  is 
not  such  a  concealment  or  suppression  of  the  invention  as  will  subor- 
dinate the  inventor's  rights  to  one  who,  claiming  conception  in  July, 
1900,  reduced  it  to  practice  in  April,  1001.  but  did  not  flle  an  applica- 
tion until  May.  1902,  and  did  not  arrange  to  manufacture  the  same 
until  June,  1903.     *  Burson  v.  VogrI,  G(>9. 

2.  Same. — Where  a  party  constructed  a  device  in  October,  1900,  but  allowed 

it  to  remain  entirely  within  tbe  knowledge  of  the  inventor  and  his 
coemployees  until  knowledge  was  obtained  of  the  invention  of  the 
opposing  party,  when  tbe  application  in  interference  was  filed  showing 
a  different  form,  apparently  suggested  by  such  knowledge.  Held  that 
such  party's  rights  were  forfeited  by  concealment.  Marconi  v.  Shoe- 
maker, 392. 
CONCEPTION  OF  INVENTION.  See  Interference,  2,  3,  90.  Reduction  to 
Practice,  10. 
Idea  of  Means  Necessary. — The  mere  idea  that  there  ought  to  be  an  ar- 
rangement to  strip  a  stocking  from  a  board  or  form  on  which  it  was 
mounted  and  return  tbe  board  to  the  one  who  placed  the  stockings 
thereon,  and  the  illustration  of  this  idea  by  the  originator  thereof  by 
stripping  a  stocking  from  a  form  l)y  the  passage  thereof  betw€*en  his 
hand  and  the  edge  of  a  table  does  not  amount  to  a  conception  of  an 
invention.  No  mechanism  was  described  by  which  the  deslreil  result 
could  be  obtained.  Invention  consists  of  the  conception  of  the  idea 
and  of  means  for  putting  it  in  practice  and  producing  the  desired 
result.  Until  the  latter  conception  is  complete  and  ready  to  be  put  In 
some  practical  form  there  is  no  available  conception  of  the  invention 
within  the  meaning  of  tbe  patent  law.  {Mergentlhaler  v.  Scudder 
(C.  D..  1897,  724;  81  O,  0.,  1417;  11  App.  D.  a,  264,  276.)  *Bunon 
y.  Vogtl,  mo. 
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CONCESSION  OF  PRIORITY.    See  Priority  of  Invention,  6. 
CONSTRUCTION  OF  CLAIMS.    See  Interference,  16,  17,  22,  79. 

1.  Claim — New  Mattes — "Mounted  Upon"   Construed.— A  claim  for  a 

latch  mounted  upon  a  mold-blade  section  of  a  type  mold.  Held  to  cover 
matter  not  within  the  original  disclosure,  the  words  "  mounted  upon  " 
not  being  properly  descriptive  of  a  part  which  merely  rides  in  or  over 
another  in  a  slot  for  the  purpose.  *In  re  Duncan,  Prichard,  and  Ma- 
cauley,  400. 

2.  Same — Implying   Stbuctuees  Not  in  Claims. — Where  an  applicant's 

claims  to  a  trimmer  for  sewing-machines  make  no  mention  of  a  presser- 
foot,  a  difl^rence  in  structure  embodying  a  particular  form  of  presser- 
foot  which  is  not  clearly  pointed  out  in  the  record  will  not  be  assumed, 
♦/n  re  McNeil  v.  Sturtevant,  478. 

8.  AcQuiESCENCE  IN  REJECTION  BY  PATENT  OFFICE. — ^Where  an  inventor 
seeking  a  broad  claim  which  is  rejected,  in  which  rejection  he  ac- 
quiesces, substitutes  therefor  a  narrower  claim,  he  cannot  be  heard  to 
insist  that  the  construction  of  the  claim  allowed  shall  cover  that  which 
had  heesk  previously  rejected.  (Corbin  Cabinet  Lock  Company  v.  Eagle 
Lock  Company  C.  D.,  1893,  612;  65  O.  G.,  1066;  150  U.  S.,  38-40,  and 
cases  there  cited.)  *Computing  Scale  Company  of  America  v.  The 
Automatic  Scale  Company,  687. 

4.  Interference. — A  claim  should  be  given  the  broadest  interpretation 
which  it  will  support,  and  limitations  should  not  be  imported  into  the 
claim  from  t^^^  specification  to  meet  the  exigencies  of  the  particular 
situation  in  which  the  claim  may  stand  at  a  given  time.  *Miel  v. 
Young,  561. 

6.  Same — Limitations  Not  Imported  from  Patent  Specification. — ^Where 
in  a  stone-saw  construction  the  claim  calls  for  **  removable  means  for 
reinforcing  the  lower  ends  of  the  blades  during  the  initial  part  of  a 
cutting  operation  "  and  it  appears  that  the  device  of  Miel,  a  patentee, 
was  designed  to  prevent  the  blades  from  "chattering  or  wabbling" 
laterally,  while  Young*s  structure  is  for  the  purpose  of  enabling  the 
blades  of  the  saw  "to  stand  the  strain  for  their  work"  and  to  sup- 
port the  saw  longitudinally,  Held  that  there  is  no  limitation  in  the 
claim,  which  refers  broadly  to  reinforcing  means,  which  necessitates  the 
reading  into  the  claim  of  structural  features  found  only  in  the  speci- 
fication of  the  patent.  *Id. 
CONSTRUCTION  OF  RULES.  See  Amendment8, 1,  2,  3,  4 ;  Affidavits;  Applica- 
tions, 3;  Construction  of  Statutes,  1;  Decisions  of  the  Examiner  of 
Interferences,  2;  Interference,  11,  12,  19i  23,  25,  28,  31,  33,  34,  35,  39, 
46,  51,  52,  81,  87;  Jurisdiction  of  the  Examiners-in-Chief ;  Motion  for 
Leave  to  Take  Testimony,  2;  Motion  to  Amend  Applications,  1,  2; 
Motion  to  Dissolve  Interference,  5,  6,  13,  17,  36,  37,  39;  Prosecution  of 
Applications  by  Assignees;  Rejection  of  Claims,  1,  5;  Testimony,  1,  3; 
Withdrawal  of  Allowed  Applications  from  Issue,  2. 
CONSTRUCTION  OF  STATUTES.  See  Appeal  to  the  Court  of  Appeals  of 
the  District  of  Columbia,  1 ;  Attorneys;  Bill  in  Equity  Under  Section 
4915,  Revised  Statutes;  Decisions  of  the  Examiner  of  Interferences,  2; 
Interference,  18,  19,  20;  Labels,  1;  Notary  Public;  Oath;  Reissue  Appli- 
cations, 4,  5,  6. 

1.  Limited  to  Question  op  Priority  of  Invention. — The  United  States  Su- 
preme Court  in  the  case  of  ex  rel.  Oeorge  A,  Lowry  v.  Frederick  I.  AUeiv^ 
Commissioner  of  Patents  (C.  D.  1906,  765;  125  O.  0„  *2a!^> ,  \kfe\^  XJMbX. 
section  4904  of  the  Revised  Statutes  UmVta  XYie  a<ec^a.T«iX\wi  lA  \ssX«tr 
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ferences  to  the  question  of  priority  of  invention.  Should  a  party  be 
permitted  to  urge  that  the  claims  of  the  issue  are  patentable  to  neither 
party  in  the  interference,  a  decision  that  the  issue  is  not  patentable 
would  not  result 'in  a  decision  of  priority  of  Invention  in  favor  of 
either  party  or  in  the  issue  of  a  patent  to  one  of  the  parties.  In  the 
cases  contemplated  by  Rule  130,  however,  a  decision  that  the  issoe 
is  not  patentable  to  one  party  would  necessarily  result  in  a  decision 
of  priority  in  favor  of  the  other  party.  Dixon  and  Marsh  v.  Graves 
and  Whittemore,  101. 
2.  Application  Date — Foreign  Application — Section  4887,  Revised  Stat- 
utes.— Under  the  second  clause  of  section  4887  of  the  Revised  Statutes 
as  amended  March  3,  1903,  an  application  for  patent  in  the  United 
States  is  not  entitled  to  the  date  of  an  application  filed  by  the  appli- 
cant in  a  foreign  country  prior  to  March  3,  1903,  although  the  United 
States  application  was  filed  after  this  date.  De  Ferranti  v.  Lindmark, 
203. 
8.  Application — Period  of  One  Year  After  Filing  of  Application  ih 
Foreign  Country  Not  Extended. — Where  the  applicant  filed  an  appli- 
cation in  a  foreign  country  on  May  7,  1906,  and  a  patent  was  granted 
thereon,  an  application  filed  in  this  country  after  May  7,  1907,  can  not 
be  received.  Applications  which  the  law  requires  to  be  filed  in  this 
Office  within  a  certain  time  cannot  be  held  to  be  so  filed  by  reasoo 
of  the  fact  that  they  are  in  the  hands  of  the  postal  authorities.  Bs 
parte  Ravelli,  260. 
4.  Same — Same — Revised  Statutes  4894  Inapplicable. — Section  4894  of 
the  Revised  Statutes  only  applies  to  applications  which  already  liave 
a  status  in  this  Office  and  Is  not  applicable  to  cases  iii  which  an  appli- 
cation is  filed  in  this  Office  more  than  one  year  from  the  date  upon 
which  the  applicant  filed  an  application  in  a  foreign  country  and  upon 
which  he  has  received  a  patent.    Id. 

CONSTRUCTION  OF  TRADEMARK  STATUTES.  See  Trade-Marks.  14,  15, 
16,  18,  19,  20,  22,  23,  28,  29,  36,  37,  50,  51,  52,  57,  58,  59,  61,  62,  67.  71,  81, 
82,  85,  86,  87,  88,  89,  90,  96,  97,  113,  114,  118,  125,  142,  143. 

CONTINUOUS  APPLICATION.     See  Reduction  to  Practice,  2. 

CONTINUOUS  USE.     See  Trade-Marks,  27,  63,  78,  105,  107. 

COPIES  OF  ABANDONED  APPLICATIONS.  See  Access  to  Abandoned  Ap- 
plications. 

1.  Application  Referred  to  in  Patent. — ^A  reference  In  a   patent  to  an 

application  is  not  sufficient  to  justify  allowing  copies  of  the  application 
to  be  made  where  the  reference  Is  not  of  such  a  nature  as  to  indicate 
that  it  was  relied  upon  for  any  purpose  in  the  proceeding  eventuating 
In  the  patent.     In  re  Commercial  Mica  Company,  186. 

2.  Same — Certificate  of  Court. — Petition  to  have  such  copies  made  denied 

in  the  absence  of  a  certificate  of  the  court  before  whom  the  suit  la 
pending?.     Id. 
COPIES  OF  AFFIDAVIT  FILED  UNDER  RULE  75. 

Certificate  of  Court  Required. — The  Patent  Office  will  not,  upon  the  re- 
quest of  the  defeated  party  of  an  Interference  proceeding,  furnish 
copies  of  an  affidavit  filed  ex  parte  by  his  opponent  under  Rule  75  to 
overcome  a  reference  against  claims  not  Involved  In  the  interference 
merely  upon  a  showing  that  petitioner  has  brought  a  suit  in  equity 
under  section  491.'),  Revised  Statutes,  to  determine  priority  of  Inveo- 
tion  and  desires  a  eopy  of  sueh  affidavit  for  use  in  such  suit.    Undtf 
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such  circumstances  a  copy  will  be  furnished  only  upon  a  certificate 

of  the  court  that  such  a£Qdayit  would  constitute  material  and  proper 

evidence  in  such  suit    In  re  U,  8.  Standard  Voting  Machine  Company, 

280. 
COPIES  OF  INTERFERENCE  PROCEEDINGS.     See  Interference,  48.  G7. 
COPIES  OF  INTERFERENCE  RECORDS.     See  Interference,  9,  67. 
CORPORATIONS.     See  Trade-Marks,  150. 
CROSS-EXAMINATION.    See  Interference,  41,  42,  43,  44. 
COURT  OF  APPEALS  OF  THE  DISTRICT  OF  COLUMBIA.     See  Appeal  to 

the  Court  of  Appeals  of  the  District  of  Columbia;  Priority  of  Invention, 

4 ;  Reopening  of  Interference,  1,  2,  3,  4. 
DATE  OF   FILING   APPLICATIONS.     See  Applications,  2;   Concealment  of 

Invention;  Construction  of  Statutes,  2,  3;  Preliminary  Statement,  4; 

Reduction  to  Practice,  2,  10. 
DATE  OF  FILING  MOTION.     See  Motion  for  Rehearing,  4. 
DECEPTION.    See  Trade-Marks,  11,  12,  144,  147. 
DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS.     See  Interference,  59, 

eo. 

DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS  AFFIRMED.  See 
Priority  of  Invention,  11,  12,  13,  14. 

DECISIONS  OF  THE  EXAMINER.  See  Formal  Objections;  Motion  to  Dis- 
solve Interference,  12,  17. 

DECISIONS  OF  THE  EXAMINERS  IN-CHIEF. 

1.  Decision  by  Two  Members. — A  decision  by  two  of  the  Examiners-in 

Chief  is  a  decision  of  the  Examiners-in-Chief.    Ex  parte  Hclbig,  385. 

2.  Same — Reheabino. — A  rehearing  of  an  appeal  to  the  Examiners-in-Chief 

is  not  necessary  merely  because  one  of  the  Examiners-in-Chief  was  not 
present.  If  the  two  members  are  present,  the  decision  is  valid.  If 
they  disagree,  the  case  may  be  set  for  rehearing,  as  provided  in  Order 
No.  1664  (121  O.  G.,  1983.)  Id. 
DECISIONS  OF  THE  EXAMINER  OF  INTERFERENCES.  See  Interference, 
8,  19;  Motion  for  Leave  to  Take  Testimony,  2;  Motion  to  Take  Testi- 
mony in  Foreign  Countries;  Reopening  of  Interference,  5. 

1.  Intebfebence — Pbiobity — Based  on  Opebativeness  of  Device. — Where 

the  Examiner  of  Interferences  awarded  priority  of  Invention  to  one 
party  on  the  ground  that  the  application  of  his  opponent  fails  to  show 
an  operative  device,  Held  that  the  operativeness  of  an  applicant's 
device  affects  his  right  to  make  the  claim  and  that  the  action  of  the 
Examiner  of  Interferences  was  in  accord  with  the  rules  and  decisions. 
Oreenawalt  v.  Mark,  21. 

2.  Same — Same. — The  decision  of  the  Examiner  of  Interferences  is  not  a 

rejection  of  the  claims  under  section  4903,  Revised  Statutes,  although 
it  may  form  a  basis  for  such  rejection  by  the  Primary  Examiner  under 
Rule  132.    Id, 

DECISIONS  OF  THE  PATENT  OFFICE  TRIBUNALS.  See  Intrrfercncc,  21, 
26,  40,  69;  Priority  of  Invention,  4,  5;  Reopening  of  Interferences,  1,  2. 

DECLARATION  OF  INTERFERENCE.  See  Appeal  to  the  Commissionrr  of 
Patents,  2;  Motion  to  Dissolve  Interference,  18,  19;  Trade-Marks,  142. 

DECREE.     See  Infringement,  1.  2. 

DELAY  IN  APPLYING  FOR  REISSFE.     See  Rvimmuc  Applications,  1. 

DELAY  IN  FILING  APPLICATIONS.  See  Interference  37;  Priority  of  In- 
vention, 15. 
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DELAY  IN  FILING  MOTIONS.  See  Interference,  49,  54,  72;  MotUm  to  Amend 
Application,  1,  2;  Motion  to  Dissolve  Interference,  20,  23,  29,  30,  32,  35 ; 
Preliminary  Statement,  2;  Reopening  of  Interference^  5. 

DELAY  IN  FILING  REISSUE  APPLICATIONS.  See  Reissue  Applications, 
1,  2,  6,  7. 

DELAY  IN  MAKING  APPEAL.  See  Abandonment  of  Applications,  23;  Mo- 
tion to  Dissolve  Interference,  4. 

DELAY  IN  PROSECUTING  APPLICATIONS.  See  Abandonment  of  Applica- 
tions, 4,  5,  9,  13, 15,  16,  17,  18,  19,  20,  22,  23,  24;  Public  Use  and  Sale  3. 

DELAY  IN  REDUCTION  TO  PRACTICE.     See  Interference,  3,  4,  38. 

DEMURRER.    See  Trade-Marks,  2,  98,  128,  129. 

DEPOSITION.    See  Interference,  1,  41,  44.     » 

DESCRIPTION.    See  Specifications. 

DESCRIPTION  OF  GOODS.     See  Trade-Marks,  10,  67,  111,  130,  131,  137. 

DESCRIPTIVE  TERMS.  See  Trade-Marks,  24,  25,  39,  40.  42,  45,  55,  56,  59, 
60,  64,  65,  71,  91,  100,  121,  122, 123,  126,  127, 134,  156,  157. 

DESIGNS.    See  Applications,  1. 

1.  Patentability — New   Appearance   Must   Be   Obnamental. — A   design 

patent  for  an  article  will  be  granted  only  when  there  can  be  foand 
in  such  article  a  new  appearance  created  by  Inventive  process  which 
serves  the  purpose  of  embellishment.  It  is  not  enough  that  the  design 
should  possess  features  of  utilitarian  attractiveness  which  would  com- 
mend it  to  persons  familiar  with  the  art  because  of  its  functional 
value;  it  must  possess  an  inherent  beauty.    Ew  parte  Bettendorf,  70. 

2.  Same — Font  of  Type. — Where,  as  in  the  art  of  printing,  the  field  of  in- 

ventive design  is  limited  to  modifications  of  detail  in  predetermined 
forms  of  letters,  and  an  inventor  has  succeeded  in  producing  a  new 
font  having  clearly  distinguishing  characteristics  running  through  the 
whole,  and  the  esthetic  value  of  his  production  is  confirmed  by  an  ex- 
tensive demand  for  the  same,  it  is  believed  that  he  should  be  granted 
the  right  to  a  lawful  monopoly  of  the  results  of  his  labor  for  the  limited 
time  provided  by  the  design  statutes.  Ex  parte  Smith,  287. 
DILIGENCE.  See  Interference,  2,  3,  38.  45;  Motion  to  Amend  Preliminary 
Statement,  2;  Priority  of  Invention,  14,  15;  Reduction  to  Practice,  8. 

1.  Interference — Priority — Circumstances  to  be  Considered. — There  is  no 

arbitrary  rule  or  standard  by  which  diligence  may  be  measured.  The 
sole  object  of  the  law  being  to  mete  out  the  fullest  measure  of  justice, 
each  case  must  be  considered  and  decided  in  the  light  of  the  circum- 
stances of  that  case.  The  nature  of  the  invention,  the  situation  of  the 
inventor,  the  length  of  time  intervening  between  conception  and  reduc- 
tion to  practice,  the  character  and  reasonableness  of  the  inventor's  tes- 
timony and  that  of  his  witnesses,  are  all  important  factors  in  determin- 
ing the  question  of  diligence.     *Woods  v.  Poor,  651. 

2.  Same — Same— Same. — Where   on    October  24,   1003,   twefity-three   days 

after  his  conception  of  the  invention,  Woods  left  the  company  by  which 
he  had  been  employed  to  embark  in  business  on  his  own  account  and 
during  this  period  had  made  a  blackboard  drawing  of  the  invention 
and  frequently  discussed  with  one  Jacob,  who  was  skilled  in  the  art. 
the  possibility  of  overcoming  certain  criticisms,  and  where  after  estab- 
lishing his  own  business  he  employed  said  Jacob  and  resumed  the  con- 
sideration of  these  defects,  and  while  he  did  not  eventually  modify  his 
device,  but  filed  his  application  January  27,  1004,  Held  he  was  n<>t 
lacking  in  diligence,  and  priority  was  awarded  to  him  over  Poor,  wlw 
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reduced  his  invention  to  practice  by  filing  his  application  December  17, 
1903.  *Id. 
3.  Same — Same — Work  on  Auxiliary  Invention. — ^Work  on  an  auxiliary 
invention  which  the  Inventor  regarded  as  necessary  to  the  commercial 
success  of  his  invention  cannot  be  regarded  as  'constituting  diligence 
where  the  evidence  does  not  satisfactorily  show  the  nature  of  the  ex- 
periments or  when  they  were  made.    Fordyce  v.  Stoetzel,  306. 

DISCLAIMER.     See  Appeal  from  the  Examiners-in-Chief ;  Interference,  36. 

DISCLOSURE  OB"  INVENTION.  See  Construction  of  Claims,  1 ;  Drawings,  1 ; 
Interference,  40,  69;  Preliminary  Statement,  1;  Priority  of  Invention, 
1,  2,  16,  17. 

DISCRETION.    See  Mandamus,  2;  Preliminary  Statement,  3. 

DISCRETION  OF  THE  EXAMINER  OF  INTERFERENCES.  See  Motion  to 
Amend  Preliminary  Statement,  3. 

DISSOLUTION  OF  INTERFERENCE.  See  Appeal  to  the  Commissioner  of 
Patents,  2;  Motion  to  Dissolve  Interference;  Priority  of  Invention,  7. 

DIVISIONAL  APPLICATIONS.     See  Reduction  to  Practice,  1,  2. 

DIVISION  OF  APPLICATIONS.  See  Abandonment  of  Applications,  1 ;  Claims, 
1 ;  Mandamus,  3 ;  Trade-Marks,  89,  90. 

1.  Should  be  Settled  by  Appeal  to  Examiners-in-Chief  Before  Action  on 

Patentability  of  Claims. — Where  the  Elxaminer  based  his  requirement 
for  division  upon  proper  grounds*  the  question  of  whether  the  Examiner 
is  right  In  his  requirement  is  a  matter  for  consideration  on  appeal  by 
the  Examlners-in-Chlef  before  action  is  made  upon  the  patentability 
of  the  claims.    Ex  parte  Crain,  18. 

2.  Practice. — The  fact  that  as  an  aid  to  applicant  in  electing  how  he  will 

divide  the  Examiner  cited  patents  showing  the  prior  art  and  volun- 
teered the  opinion  that  the  claims  are  for  aggregations  does  not  change 
the  practice  and  does  not  warrant  the  assumption  that  the  Examlner*s 
action  amounts  to  a  refusal  to  examine  the  case  on  the  ground  that  the 
claims  cover  aggregations.     Id, 

DOUBLE  USE.     See  Patentability,  1. 

DRAWINGS.  See  Amendments,  5;  Applications,  2;  Priority  of  Invention,  2; 
Trade-Marks,  19,  29,  31. 

1.  Amendments   of — Sufficiency   of   Disclosure   in    Specification    and 

Claims. — Where  in  the  original  speciflcatlon  one  member  Is  said  to  be 
secured  to  a  part  **by  means  of  a  bolt  or  pivot'*  and  In  an  original 
claim  the  member  is  referred  to  as  being  "  connected  adjustably  *'  with 
such  part,  but  no  means  for  permitting  such  adjustment  is  shown  in 
the  drawing.  Held  that  amendment  to  the  drawing  should  be  permitted 
to  show  suitable  means  for  performing  the  function  claimed,  if  sup- 
ported by  a  supplemental  oath.    Ex  parte  Sylvestersen,  228. 

2.  Elimination  of  Unnecessary  Illustrations. — Held  that  the  require- 

ment by  the  Examiner  that  unnecessary  figures  be  canceled  and  that 
the  remaining  figures  be  reduced  to  a  reasonable  scale  and  placed  on  a 
single  sheet  was  right.    Ex  parte  Keil,  408. 

EARLIER  APPLICATIONS.     See  Interference,  01. 

EARLIER  AND  LATER  APPLICATIONS,  SAME  INVENTOR.  See  Interfer- 
ence, 53. 

EMPLOYEE.    See  Priority  of  Invention,  7,  8. 

EMPLOYER  AND  EMPLOYEE.     See  Interference,  94. 

1.  Originality — Improvements   by   Emplo'^'ee. — When   one   conceives   the 
principle  or  plan  of  an  Invention  and  employs  another  to  ^^xtsR.\.  Xiafc 
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details  and  realize  his  conceptioD,  though  the  latter  may  make  Taloable 
improvements  therein,  such  improved  result  belongs  to  the  employer. 
*Kreag  v.  Qeen,  502. 

2.  Same — ^Ancillary  Invention. — Where  a  person  has  discovered  an  im- 

proved principle  in  a  manufacture  and  employs  others  in  assisting  him 
to  carry  out  that  principle,  and  these  in  that  employment  make  valu- 
able additions  to  the  preconceived  design  of  the  employer,  such  sug- 
gested Improvements  are  in  general  to  be  regarded  as  the  property 
of  the  party  who  discovered  the  original  improved  principle  and  may 
be  embodied  in  his  patent  as  part  of  his  invention.  (See  Agatcam  Co. 
v.  Jordan,  7  Wall.,  583,  602;  Oedge  v.  Cromwell,  O.  D.,  1902,  514;  98 
O.  G.,  1480;  19  App.  D.  C,  198;  MUton  v.  Kingaley,  C.  D.,  1896,  426; 
75  O.  G.;  2195;   7  App.  D.  C,  537.)     *Larkin  v.  Richardson,  508. 

3.  Interference — Priority. — Inventors  are  often  compelled  to  liave  their 

conceptions  embodied  in  construction  by  skilled  mechanics  and  manu- 
facturers, whose  practical  knowledge  often  enables  them  to  suggest 
and  make  valuable  improvements  in  simplifying  and  perfecting  ma- 
chines or  devices,  and  the  inventor  is  entitled  to  protection  from  thdr 
efforts  to  claim  his  invention.  At  the  same  time  an  employee  is  to  be 
protected  from  the  rapacity  of  his  employer  also,  and  if  in  doing  the 
work  assigned  him  the  employee  goes  farther  than  mechanical  skill 
enables  him  to  do  and  makes  an  actual  invention  he  is  equally  oititled 
to  the  benefit  of  his  invention.  ♦  Robinson  v.  McCormick,  574. 
<  Same — Same — Burden  on  Employee  to  Show  Invention. — ^Where  an 
employee  claims  protection  for  an  improvement  which  he  devised  wliile 
working  upon  a  general  conception  of  his  employer,  the  burden  is  gen- 
erally upon  him  to  show  that  he  made  an  invention  in  fact.  •  Id. 
5.  Same — Samk — Employer  Must  Disclose  More  Than  Final  Result.— 
To  claim  the  benefit  of  the  employee's  skill  and  achievement,  it  is  not 
suflicient  that  the  employer  had  in  mind  a  desired  result  and  employed 
one  to  devise  means  for  its  accomplishment.  He  must  show  that  h<» 
had  an  idea  of  the  means  to  accomplish  the  particular  result,  which 
he  communicated  to  the  employee  in  such  detail  as  to  enable  the  latter 
to  embody  the  same  in  some  practical  form.    ♦  Id, 

EQriTY.     See  Infringement,  4. 

EQUIVALENTS.     See  Intrrfcrnwc,  ?«,  00;  Invention,  5;  Trade-Harks,  137,  12S^ 

ESTOPPEL.  See  AppUeation.i,  3;  Infringement,  3;  Res,  Ad  judicata;  Trade- 
Ma  rks,  04. 

E^'IDENCE.  See  Copie.s  of  Affidavit  Filed  Under  Rule  15;  Diligence;  Interfer- 
ence, 4,  41,  43,  44,  S4 :  Priority  of  Invention,  16;  Reduction  to  Practice, 
3,  11,  13,  14,  15;  Rejection  of  daims,  2;  Trade-Marks,  12,  23,  117,  ISa 

1.  INTERFERENC?E — TESTIMONY — CONTROL    OF    WITNESSES. The    Patent   OffiCC 

has  no  power  to  couiik)!  the  attendance  of  witnesses  or  to  enforce  tlie 
production  of  evidence  of  any  kind.  {Lindstrom  v.  Lipschutz,  C.  D., 
lOOfi;  120  O.  G.,  004;  Kelly  et  al,  v.  Park  et  al„  C.  D.,  1897,  182:  81 
O.  G.,  1031.)  Bay  t<tatc  Belting  Company  v.  Kclton-Brucc  HanHfac- 
turing  Company,  01. 

2.  Same — Same — Books  Used  to  IIefresh  Memory  Need  Not  be  Offered  nr 

Evidence. — Hooks  produced  at  the  examination  of  a  witness  for  the 
purpose  of  refrfshiuLr  Iiis  memory  nee<l  not  be  offered  in  evidence. 
{Tjaas  and  Hponenhurg  v.  ^cott,  C.  T>.,  1000,  621;  122  O.  G.,  352;  M(^ 
Cormick  v.  Cleal,  C.  D.,  1S1>S.  402;  83  O.  G.,  1514.)     Id. 

3.  Same — Same — Sippression — Kefisal  to   I*lace  Books  in  ESyidkncb.— 

Where  certain  books  wv^y^  \'vil^vv«^\  tf>  by  a  witness  for  the  purpose  of 
refreshing  his  recoUecUoii,  vvw^  ovvo^\\i^  ^Q>\\i'e»^\,  ^\iQ  ^^.e  given  an 
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opportunity  to  examine  them,  did  not  interpose  any  objection  to  the 
books  or  cross-examine  the  witness  relative  to  the  entries,  Held  that 
a  subsequent  refusal  to  produce  the  books  for  inspection  or  to  offer 
them  In  evidence  does  not  warrant  the  suppression  of  any  part  of  the 
deposition  of  the  witness  who  referred  to  said  books.    Id. 

4.  Same — ^Admissibility  of  I^etter-Pbess  CJopies. — Where  a  party  to  an  In- 
terference who  is  in  possession  of  original  copies  of  letters  written  in 
the  regular  course  of  business  is  asked  to  produce  them,  so  that  they 
may  be  used  as  evidence,  but  falls  to  do  so,  although  he  has  ample 
time  therefor,  letter-press  copies  produced  by  the  proper  custodian  of 
the  same  may  be  admitted  with  the  same  force  and  effect  as  the  orig- 
inals without  throwing  open  the  entire  letter-press  book  to  the  in- 
spection of  the  opposing  party.    *Kemp8hall  v.  Royce^  628. 

6.  Same — Presumption  Arising  from  Failure  to  Rebut  Admissions. — 
Where  the  evidence  indicated  that  the  senior  party  derived  the  inven- 
tion In  controversy  from  the  Junior  party  and  that  prior  to  the  junior 
party's  application  the  senior  party  admitted  that  the  invention  was 
made  by  the  junior  party.  Held  that  the  election  of  the  senior  party 
to  rely  on  his  record  date  rather  than  to  take  the  stand  and  explain 
such  admissions  is  significant  evidence  of  their  truth.    *Id, 

6.  Same — Refusal  of  Ck)MMissioNER  to  Suppress  E3vidbnce — ^Not  Rever- 
sible Ebrob. — The  refusal  of  the  Commissioner  of  Patents  to  suppress 
portions  of  a  deposition  because  of  the  Inclusion  therein  of  alleged 
copies  of  letter-press  copies  of  letters  written  by  one  party  to  the  other 
is  not  reversible  error.  *Id, 
EXAMINATION  OF  APPLICATIONS.  See  Abandonment  of  Applications, 
3,  4,  14;  Clainift;  Division  of  Applications,  2;  Motion  to  Dissolve  Inter- 
ference, 7;  Rejection  of  Claims;  Specifications. 

1.  FtNAL  Rejection — When  Unwarranted.— Where  appellant's  letter  stated 

that  the  prior  Office  action  was  not  understood,  requested  that  the  per- 
tinency of  the  references  be  pointed  out  as  a  guide  to  applicant  In  the 
further  prosecution  of  the  case,  and  expressly  stated  that  It  was  not 
intended  as  a  request  for  reconsideration.  Held  that  the  action  of  the 
Examiner  in  treating  this  letter  as  calling  for  a  reconsideration  and 
in  finally  rejecting  the  claims  was  unwarranted.  Bx  parte  Fotoler,  jr., 
88. 

2.  Same — When  Premature. — Where  In  the  Ofllce  action  prior  to  the  final 

rejection  a  claim  was  criticised,  but  Its  rejection  was  Inadvertently 
omitted.  Held  that  the  final  rejection  was  premature.    Id. 

3.  Citation  of  References. — Where  several  claims  are  rejected.  It  should 

appear  in  the  Examiner's  letter  whether  all  the  references  are  cited 
against  each  claim  or  whether  they  are  cited  dlstributlvely  against  the 
various  claims.  In  the  latter  event  it  should  be  made  clear  In  con- 
nection with  each  claim  which  references  are  relied  upon  In  the  rejec- 
tion thereof.     Ex  parte  TAncoln,  117. 

4.  Combination  of  References. — Where  references  cited  are  to  be  taken 

jointly,  the  theory  upon  which  they  are  combined  must  be  pointed  out 
The  Examiner  need  not,  however,  ordinarily  apply  the  references  to  the 
claim  element  for  element,  the  specification  and  drawings  of  the  refer- 
ences being  ordinarily  sufficient  to  indicate  their  application  to  the 
claims.    Id, 

5.  Explanation  of  References. — If  any  doubt  exists  as  to  the  Interpreta- 

tion placed  by  the  Examiner  upon  a  feature  of  the  draw\A%  ^x  -^ks^- 
80997— H.  Doc.  470, 60-1 45 


72S  DIGEST  OF  DECISIONS. 

tion  of  the  specification,  he  will  furnish  an  explanation  in  response  to 
a  specific  request  malting  clear  the  uncertainty  existing  in  the  mind  of 
the  applicant.    Id, 

6.  Amendment  After  Final  Bbjection — Explanation  bt  Examinsb  Peioi 

TO  Final  Rejection. — Where  after  a  rejection  by  the  Primary  Exam- 
iner an  applicant  requests  a  reconsideration  and  files  an  argumeot  fully 
presenting  the  case  upon  the  merits  and  the  Examiner  in  view  thereof 
finally  rejects  the  claims,  he  cannot  submit  new  claims  and  have  them 
entered  and  considered  thereafter  upon  the  allegation  that  the  letter 
asking  for  reconsideration  was  In  fact  a  request  for  an  explanation  of 
the  Examiner's  position.    Em  parte  Knapp  and  Cade,  150. 

7.  Res  Aojudicata — Practice — Rejection. — ^Where  an  application  is  filed 

the  specification  and  claims  of  which  the  Examiner  holds  to  be  sub- 
stantially the  same  as  those  of  a  prior  application  of  the  same  party 
the  claims  of  which  have  been  declared  unpatentable  by  the  Gonunis- 
sioner  and  the  courts.  Held  that  the  application  should  be  examined 
and  the  claims  rejected  on  the  ground  that  the  question  of  their  i)atrat- 
ability  Is  res  adjudicata.     Ex  parte  MUlett  and  Reed,  177. 

8.  Sufficiency  of  Disclosure — Practice. — ^Where  no  reason  is  given  for 

the  use  of  certain  ingredients  of  the  article  of  manufacture  which  are  set 
forth  in  the  specification  and  the  Eixaminer  is  of  the  opinion  tliat  such 
ingredients  have  a  deleterious  effect  or  no  effect  at  all,  he  should  not 
refuse  to  act  upon  the  merits  of  the  case,  but  should  reject  the  claim 
for  this  reason.    Ex  parte  Danford,  356. 

EXAMINER  OF  INTERFERENCES.  See  Appeal  from  the  Examiner  of  Inter- 
ferences; Appeal  to  the  Court  of  Appeals  of  the  District  of  Cdumhia,  1; 
Decisions  of  the  Examiner  of  Interferences;  Interference,  7,  8,  11»  19, 
82,  49,  51,  5S;  Motion  for  Leave  to  Take  Testimony;  Motion  to  Dis- 
solve  Interference,  1,  2,  5,  6,  12;  Preliminary  Statement,  3;  Trade- 
Marks,  1,  74,  82,  131,  153,  154. 

EXAMINER  OF  TRADE-MARKS.     See  Trade-Marks,  80,  135. 

EXCLUSIVE  USE.       See  Trade-Marks,  50,  51,  52,  57,  58,  60,  61,  67,  87. 

EXHIBITS.     See  Trade-Marks,  152. 

EXPERIMENTAL  DEVICES.     See  Preliminary  Statement,  4. 

EXPERIMENTAL  MACHINES.     See  Reduction  to  Practice,  7. 

EXPERIMENTS.     See  Priority  of  Invention,  6,  8;  Reduction  to  Practice,  6. 

FAILURP:  to  take  TESTIMONY.     See  Interference,  1. 

FINAL  fee.     See  Withdrawal  of  Allowed  Applications  from  Issue,  1. 

FINAL  HEARIN(4.  See  Motion  to  Amend  Preliminary  Statement,  3;  Motion  to 
Suppress  Testimony ;  Reopening  of  Interference,  6,  8. 

FINAL  REJECTION  OF  CLAIMS.     See  Rejection  of  Claims, 

FIRST  AND  ORIGINAL  INVENTOR.  See  Employer  and  Employee,  1,  2: 
Interference,  5,  36,  39,  54,  55,  93,  94;  Priority  of  Invention,  17. 

FOREIGN  APPLICANT.     See  Trade-Marks,  30,  31. 

FOREI(4N  APPLICATIONS.  See  Construction  of  Statutes,  2,  3,  4;  Tmde- 
Marks,  85,  118. 

FOREKJN  EXECUTORS  OR  ADMINISTRATORS. 

Foreign  Inventors — Germany — Proof  of  Authorization. — Where  it  ap- 
pears that  the  ai)i)li('ant,  who  was  a  subject  of  the  Emperor  of  <]Jer- 
niany  and  resi(le<l  hi  (ieniiany,  is  dead  and  application  is  made  by  Mrs. 
Niedenfiihr,  his  alleged  administratrix,  to  prosecute  the  application. 
Held  that  in  addition  to  a  proi>erly-authenticated  certificate  of  inher- 
itance there  should  be  flled  either  a  certificate  of  a  German  court  of 
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record  that  Mr&  Niedenftthr  is  entitled  to  administer  the  estate,  such 
certificate  being  properly  proved  by  the  certificate  of  a  consular  or 
diplomatic  o£Qcer,  or  else  a  formal  statement  to  that  effect  from  the 
German  embassy  or  the  Grerman  consulate.    Ew  parte  Niedenfuhr,  257. 

FOREIGN  INVENTOR.    See  Interference,  90. 

FOREIGN  PATENTS.     See  Interference,  89. 

FOREIGN  REGISTRATION  OF  TRADE-MARKS.     See  Trade-Marks,  30,  31. 

FORMAL  OBJECTIONS.    See  Rejection  of  Claims,  6. 

DiSCOVEBED  BY  ISSUE  AND  GAZETTE  DIVISION — DECISION  OF  EXAlflNEB  CON- 
TROLLING.— When  in  the  revision  of  the  application  in  the  Issue  and 
Gaasette  Division  supposed  formal  objections  are  discovered,  the  EiZam- 
iner's  attention  should  be  called  thereto;  but  the  Examiner's  decision, 
indorsed  upon  the  reference  slip,  that  a  supposed  objection  is  not  in 
fact  one  or  that  correction  is  not  necessary  should  settle  the  matter  for 
this  Ofllce.    E^  parte  Faulkner,  136. 

FORMER  DECISIONS  CITED.  See  BUI  in  Equity  Under  8eciUm  4915,  Re- 
vised Statutes;  Claims,  1;  Conception  of  Invention;  Constmction  of 
Claims,  3;  Construction  of  Statutes,  1;  Employer  and  Einplopee,  2; 
Evidence,  1,  2,  Interference,  11,  17,  18,  40,  49,  57,  fl9,  73»  78;  Motion  for 
Rehearing,  5 ;  Motion  to  Dissolve  Interference,  4,  9,  19 ;  Patentability,  1, 
5;  Priority  of  Invention,  11,  12,  13,  14,  19;  Reduction  to  Practice,  4,  9, 
17;  Reissue  Applications,  5,  6;  Res  Adjudicata;  Specifications;  Trade- 
Marks,  8,  9,  59,  65,  103,  109. 

FORMER  DECISIONS  DISTINGUISHED.  See  Interference,  28;  Motion  to 
Dissolve  Interference,  43 ;  Preliminary  Statement,  4 ;  Trade^Marks,  140. 

FORMER  DECISIONS  FOLLOWED.     See  Trade-Marks,  12a 

FORMER  DECISIONS  MODIFIED.  See  Motion  for  Leave  to  Take  Testimony; 
Motion  to  Dissolve  Interference,  33. 

FRAUDULENT  INTENT.     See  Reissue  Applications,  5. 

FUNCTION.     See  Interference,  15. 

FUNCTIONAL  CLAIMS.  *See  Claims,  2,  3. 

GEOGRAPHICAL  TERMS.     See  Trade-Marks,  32,  34,  44,  53,  54,  60,  64,  141. 

HEARING.    See  Interference,  14,  30,  33,  34,  51,  52;  Trade-Marks,  72,  73,  74. 

IDENTICAL  CLAIMS.  See  Interference,  33;  Motion  to  Dissolve  Interference, 
10,  11 ;  Priority  of  Invention,  6. 

IDENTITY  OF  INVENTION.     See  Interference,  26,  53 ;   Testimony. 

INADVERTENCE  OR  MISTAKE.    See  Reissue  Applications,  8,  4,  5. 

INDEFINITENESS.  See  Interference,  88;  Motion  to  Dissolve  Interference, 
14,  35,  41. 

INFRINGEMENT.     See  Trade-Marks,  149. 

1.  Patents — DEcrfEE    of    Non-infringement — Question    Res    Adjudicata 

Throughout  the  United  States. — Held  that  a  final  decree  for  the  de- 
fendant in*  one  circuit  in  a  suit  upon  a  patent  upon  the  ground  of  non- 
infringement entitled  the  defendant  to  continue  the  business  of  making 
and  selling  throughout  the  United  States  the  article  which  he  had 
theretofore  been  making  and  selling  without  molestation  by  the  com- 
plainant through  the  patent  In  suit    *Kessler  v.  Eldred,  696. 

2.  Same — Same — Subsequent     Suit     Against     Defendant's     Customers 

Wrongful. — Held  that  said  decree  makes  n  suit  by  the  complainant 
against  any  of  the  defendant's  customers  for  alleged  infringement  of 
the  patent  sued  upon  a  wrongful  interference  with  defendant's  business. 
♦/<*. 
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3.  Same — ^Assumption  of  Defense  of  Suit  Against  Customeb — No  Earrop- 

PEL  FBOM  Proceeding  Directly  Against  CJomplainant. — Where  a  suit 
upon  a  patent  terminates  for  the  defendant  and  complahiant  thereafter 
sues  a  customer  of  the  defendant  upon  the  same  patent  and  the  afore- 
said defendant  assumes  the  defense  of  his  customer's  suit.  Held  that  he 
is  not  thereby  estopped  from  proceeding  against  the  complainant  for 
wrongfully  interfering  with  his  business.    *Id, 

4.  Same — Same — Same — May  Proceed  in  Equity. — Held  that  the  aforesaid 

defendant  was  entitled  to  proceed  against  the  complainant  in  equity. 
*Id. 

5.  Contributory — Sale  of  Unpatented  Supplies  for  Use  with  Patented 

Machine. — Where  a  machine  is  sold  under  the  restriction  that  it  was 
to  be  used  only  with  supplies  made  by  the  vendor,  a  defendant  who  sells 
supplies  which  are  used  with  such  machine  cannot  be  held  liable  as  a 
contributory  infringer  of  the  patent  for  the  machine  where  it  does  not 
appear  that  the  defendant  ever  solicited  an  order  for  such  supplies,  or 
was  ever  notified  by  the  plaintiffs  of  the  rights  which  they  claimed,  or 
that  the  executive  officers  of  defendant  had  knowledge  of  the  special 
character  of  such  machines  or  the  restrictions  on  the  purchase  of  sup- 
plies *Cortelyou  and  Cortelyou,  administrator s,  et  al.  v.  Charles  Eneu 
Johnson  d  Company,  700. 

6.  Notice  to  Salesman  Not  Notice  to  CJompany. — Notice  to  a  salesman  of 

a  company  who  was  not  an  officer  or  general  agent  of  the  company  iB 
not  such  notice  as  will  bind  the  principal  with  respect  to  all  future 
transactions.    *Id. 

INOPERATIVENESS.  See  Decisions  of  the  Examiner  of  Interferences;  MotUm 
for  Leave  to  Take  Testimony,  1;  Motion  to  Dissolve  Interference,  1, 
2,  6;  Priority  of  Invention,  4. 

INTERFERENCE.  See  Amendments,  1,  4;  Affidavits;  Appeal  from  the  Ex- 
aminer of  Interferences ;  Appeal  to  the  Eaiaminers-in-Chief ;  Bill  in 
Equity  Under  Section  J^OIS,  Revised  Statutes;  Concealment  of  Inven- 
tion; Conception  of  Invention;  Construction  of  Claims;  Construction 
of  Statutes,  1;  Copies  of  Affidavit  Filed  Under  Rule  75;  Decisiont 
of  the  Examiner  of  Interferences;  Diligence;  Employer  and  Em- 
ployee; Evidence;  Inter  Partes  Cases;  Mandamus;  Motion  for  Leave  to 
Take  Testimony ;  Motion  for  Rehearing;  Motion  to  Amend  Application: 
Motion  to  Amend  Preliminary  Statement;  Motion  to  Dissolve  Interfer- 
ence; Motion  to  Suppress  Testimony ;  Motion  to  Take  Testimony  in 
Foreign  Countries;  Patentability ;  Preliminary  Statement ;  Priority  of 
Invention;  Public  Use  and  Sale;  Reduction  to  Practice;  Rejection  of 
Claims;  Reopening  of  Interference;  Testimony :  ^rade-Marks,  1.  3,  6. 
13,  14,  21,  26,  35,  46,  47,  51,  52,  65,  76,  77,  79,  95.  107,  108,  109,  115,  Ut 
130,  131,  139,  140,  145,  146;  Withdrawal  of  Alloiced  Applications  frrm 
Issue,  3. 
1.  Trade-Mark — Failure  to  Take  Deposition  in  Accordance  with 
Notice — Subsequent  Deposition — Suppression. — Where  a  party  to  tn 
interference  gives  notice  to  the  opposing  party  of  his  intention  to  take 
testimony  at  a  certain  time  and  place,  but  fails  to  appear  at  the  time 
and  place  stated,  and  no  notice  is  given  of  bis  inability  to  take  testi- 
mony in  accordance  with  the  notice,  testimony  taken  under  a  subw* 
quent  notice  will  not  be  considered  if  proper  objection  is  made  by  tbf 
opposing  party  unless  it  api)ears  that  the  opposing  jxarty  was  not  in- 
jured by  the  failure  to  aet  uv>o\i  the  original  notice  or  that  there 
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good  reasons  for  such  failare  to  act  then  and  for  the  f^ilnre  to  duly 
notify  th^  opposhig  party  of  the  postponement    Densten  v.  Bumham,  4. 

2,  Pbiobitt — ^Diligence. — Where  P.  conceived  the  invention  in  the  early 
part  of  November,  1903,  and  filed  his  application  December  11,  1903, 
and  W.  conceived  the  invention  on  September  16,  1903,  but  did  not  re- 
duce it  to  practice  prior  to  the  filing  of  liis  application  on  January  27, 
1904,  Held  that  W.  was  lacking  in  diligence  in  the  absence  of  a  sufil- 
cient  excuse  for  the  delay.    Woods  v.  Poor,  12. 

8.  Same — Same — Endeavor  to  Improve  Device. — ^The  claim  of  an  inventor, 
advanced  as  an  excuse  for  his  delay  In  reducing  to  practice,  that  he 
was  endeavoring  to  improve  upon  liis  conception  is  not  supported  by 
testimony  showing  merely  tliat  conversations  were  held  looking  to  the 
improvement  thereof  where  it  does  not  appear  tliat  any  clianges  were 
actually  made  or  that  any  material  changes  were  even  suggested.    Id, 

4.  Samb-^Same — Claim  of  Poverty  Not  Proved.— A  claim  of  an  inventor 
that  he  was  financially  unable  to  reduce  his  invention  to  practice  after 
paying  the  necessary  expenses  of  his  business  Is  not  proved  where  the 
evidence  does  not  show  what  the  necessary  expenses  of  the  business 
were  and  where  there  is  no  evidence  of  the  inventor's  resources  ex- 
cept his  own  statement  tliat  he  had  only  a  given  amount  of  cash  on 
hand.    Id. 

fi.  Originality. — ^An  allegation  of  derivation  of  an  invention  by  one  party 
from  another  is  not  proved  by  a  mere  showing  that  opportunity  for 
such  derivation  existed.    Id. 

8.  Appeal  After  Expiration  of  Limit  of  Appeal. — A  motion  to  extend 
the  limit  of  appeal  to  include  an  appeal  filed  about  three  weeks  after 
the  expiration  of  the  limit  of  appeal,  supported  by  affidavits  tending  to 
excuse  the  delay,  granted,  where  it  appeared  that  the  granting  of  the 
motion  was  not  opposed  and  that  the  appeal  might  be  heard  with  an 
appeal  filed  by  the  opposing  party,  to  whom  no  delay  would  therefore, 
result    Normand  v.  Krimmelhein,  15. 

7.  Same — Motion  Ck)NsiDERED  by  Ck)MMissioNER  in  Person. — It  is  the  prac- 

tice for  the  Commissioner  to  consider  in  person  a  motion  to  extend  the 
limit  of  appeal  to  include  an  appeal  to  the  Examiners-in-Chief  filed 
after  the  expiration  of  the  limit  of  appeal  rather  tlian  to  restore  Juris- 
diction to  the  Examiner  of  Interferences  for  this  purpose.    Id, 

8.  Motion  to  Suspend  Proceedings — ^Appeal. — The  decision  of  the  Examiner 

of  Interferences  refusing  to  suspend  proceedings  pending  a  determina- 
tion of  contempt  proceedings  brought  in  a  United  States  circuit  court 
for  failure  of  witnesses  to  appear  and  testify  in  response  to  subpoena 
will  not  be  disturbed  where  it  does  not  appear  that  great  hardship  will 
otherwise  ensue.    Outcault  v.  Th4  New  York  Herald  Companyy  17. 

9.  Access  to  Application  of  Former  Opponent. — Where  the  joint  appli- 

cants H.,  G.,  and  F.  filed  a  concession  in  favor  of  the  sole  applicant  H. 
and  judgment  was  thereupon  entered  against  the  Joint  applicants.  Held 
that  the  application  of  H.,  G.,  and  F.  is  no  longer  involved  in  the  inter- 
ference proceeding,  and  the  fact  tliat  it  was  formerly  so  Involved  is  no 
reason  for  permitting  D.,  another  party  to  said  interference,  to  obtain 
a  copy  of  it  at  this  time.  Herr  v.  Herr^  Chroves,  and  Foreman  v. 
Dodds,  20. 
10.  Shifting  Claims  from  One  Application  to  Another — ^Transmission 
AT  Request  of  Primary  Examiner. — Where  a  party  having  two  appli- 
cations involved  in  companion  interferences  presents  «j£kfe\i^sas?DX^  ^»»r 
celing  the  interfering  claims  from  one  appWeatVou  «ai^  «L^^Va.%  \XiSKssi.  ^» 
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the  other  for  the  purpose  of  withdrawing^  one  application  from  inter- 
ference and  concealing  its  subject-matter,  Held  that  .the  request  of  the 
Primary  Examiner  that  the  interference  be  transmitted  to  him  for  the 
purpose  of  considering  these  amendments  should  be  granted,  as  the 
otl^r  party  will  not  be  seriously  inconvenienced  by  the  slight  delay 
caused  by  talking  the  desired  action.    Behrend  v.  Lamme,  28. 

11.  Claims  Pbesented  Undeb  Rule  109 — Practice. — ^The  reasons  which  led 

to  the  change  in  Rule  124,  set  forth  in  Newcomb  v.  Thomson  (C.  D^ 
1906,  232;  122  O.  G.,  3012,)  apply  with  nearly  the  same  force  to  mo- 
tions under  Rule  109.  The  purpose  of  Rule  109  is  to  avoid  a  second 
interference.  If  a  party  wishes  to  appeal  from  an  adverse  decision  on 
the  merits  of  his  claims  presented  under  Rule  109,  he  should  be  per- 
mitted to  do  so  to  the  full  extent  provided  by  law  in  order  tliat  the 
Decessity  for  a  subsequent  ex  parte  appeal  and  the  possibility  of  a  sec- 
ond interference  may  be  avoided.  Townsend  v.^  Copland  v.  Robin- 
son,  35. 

12.  Same — Same. — ^The  practice  concerning  moticms  to  add  claims   under 

Rule  109  ^ould  follow  the  procedure  set  forth  in  Rule  124  relative  to 
motions  for  dissolution.  The  amendment  acccnnpanying  tlie  motion 
made  under  Rule  100  should  be  entered  in  the  application,  and  if  the 
EiXaminer  holds  that  the  claims  are  not  allowable  to  the  party  bring- 
ing the  motion  he  will  reject  the  claims.  Following  Rule  124,  tlie  Ex- 
aminer will  also  set  a  time  for  reconsideration,  and  if  after  reconsid- 
eration he  adheres  to  his  original  decision  he  will  finally  reject  the 
claims  and  fix  a  limit  of  appeal.    Id. 

13.  Motion  to  Take  Testimony  on  Ofebativeness — Good  Faith. — It  must 

appear  from  the  showing  accompanying  a  motion  to  take  testimony  on 
the  question  of  operativeness  that  the  moving  party  is  acting  in  pMxl 
faith  and  that  the  matters  alleged  in  support  of  the  motion  are  such 
as  to  justify  the  setting  of  times  for  taking  testimony.  Clement  v. 
Browne  v.  Stroud,  48. 

14.  Same — Heabing   on  Sufficiency  of  Showing — Counteb  Affidavits.— 

Motions  to  take  testimony  on  the  question  of  the  oi>erativeness  of  an 
opposing  party's  device  win  generally  be  disposed  of  on  the  showius 
made  by  the  moving  party,  and  when  the  moving  imrty  files  atfidavits 
in  support  of  his  motion  the  Office  will  hear  the  opi>08ing  party  on  the 
sufficiency  of  the  showing;  but  counter  affidavits  should  not  be  ad 
mitted.     Id, 

15.  Right  to  Make  Claim. — A  party  cannot  be  deprived  of  the  right  to 

make  a  claim  by  reason  of  the  fact  that  his  structure  performs  s-aut* 
function  in  addition  to  what  is  called  for  by  the  claim.  Miel  v.  i  om;ij/. 
53. 

16.  Same — Limitation  of  Claim   by  Construction   Condemned. — A   claim 

made  by  a  patentee  involve<l  in  interference  with  an  api)licant  win*  b 
refers  broadly  to  reinforcing  means  should  not  l>e  limited  by  c«>ii 
struction  to  reinforcing  means  operating  in  a  specifietl  way  where 
there  is  nothing  in  the  re<'or(l  to  show  that  such  a  limitation  is  neivs- 
sary  to  render  the  claim  patentable  over  ^he  prior  art  and  where  it 
is  not  clear  that  the  reinforcing  means  disclosed  by  the  applicant  d«>e5 
not  operate  in  the  same  way  as  that  disclosed  l)y  the  luiteutet*.     /</. 

17.  Same — One    Party    a    Patentee — Constrittion    of    Claim. — The    fact 

that  one  of  the  parties  to  an  interference  has  obtained  a  patent  should 
have  no  bearing  on  the  U\tev\»vetation  of  a.  claim  in  issue  in  deter- 
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mining  the  right  of  an  ai>plicant  to  make  such  claim.    If  the  terms 
of  the  claim  do  not  in  their  ordinary  meaning  deftae  tbe  invention  of 
the  patentee  as  he  wishes  to  have  it  defined,  he  may,  as  intimated 
in  Andrews  v.  NUson  (0.  D.,  1906,  717;  123  O.  G^  1667,)  apply  for  a  , 
reissue.    Id, 

18.  Dissolution — ^Appeal  from  Afpibmative  Decision  on  Patentability. — 

Neither  the  rules  of  the  Patent  Office  nor  any  section  of  the  Revised 
Statutes  provide  for  nor  permit  appeals  from  a  decision  rendered  upon 
a  motion  for  dissolution  affirming  the  patentability  of  the  issue.  (Allen 
V.  Lowry,  C.  D.,  1906,  648;  116  O.  G.,  2253.)     *8ohey  v.  HoUclaw,  465. 

19.  Appeal  on   Pbiobity — Patentability   of   Issue. — Where   the   patenta- 

bility of  the  claims  of  an  interference  issue  lias  been  favorably  passed 
upon  by  the  Primary  Examiner  ex  parte  and  also  inter  partes  upon  a 
motion  to  dissolve,  from  whose  affirmative  decision  in  the  latter  case 
no  right  of  direct  appeal  is  given  either  by  the  patent  statutes  or  the 
rules  of  the  Patent  Office,  and  both  the  Examiner  of  Interferences  and 
the  Examiners-in-Chief  have  refused  to  direct  the  attention  of  the 
Commissioner,  under  Rule  126,  to  the  fact  that  the  claims  were  un- 
patentable, it  cannot  be  successfully  maintained  that  the  Commissioner 
of  Patents  decided  the  question  of  priority  without  first  determining 
and  deciding  that  the  subject-matter  was  patenable.    ♦  Id. 

20.  Same — Review  by  Commissioneb  of  Decision  of  Examineb  on  Pat- 

entability OB  Right  to  Make  Claims. — ^The  Primary  Examiners,  who 
are  given  statutory  authority  to  decide  questions  of  patentability,  are 
under  the  supervision  of  the  Commissioner,  and  it  would  seem  to  be 
not  only  his  right  but  his  duty  to  correct  any  manifest  error  committed 
by  any  of  the  Primary  E2xaminers  relative  to  the  patentability  of  a 
supposed  invention  or  of  the  right  of  an  applicant  to  claim  it  whenever 
such  error  was  called  to  his  attention.  To  warrant  any  action 
on  his  part  in  such  a  case,  the  error  must  be  so  gross  that  it  would 
be  a  wrong  to  the  public  to  permit  a  patent  to  issue.  It  manifestly 
should  not  be  based  upon  a  mere  difference  of  opinion.    *  Id, 

21.  Same — Adoption  by  Commissioneb  of  Views  of  Suboboinate  Tbibu- 

NAL6. — Where  the  question  of  the  patentability  of  the  claims  of  the 
issue  has  been  repeatedly  raised  before  the  subordinate  tribunals  of 
tlie  Patent  Office  and  is  again  raised  upon  appeal  to  the  Commissioner 
on  priority,  the  adoption  by  the  Commissioner  of  the  views  of  the 
subordinate  tribunals  is  a  sufficient  determination  by  him  of  the 
question  so  far  as  it  is  necessary  to  be  determined  in  an  interference 
proceeding.    *Id, 

22.  Issues — Constbued  in  Light  <»•  Application  Fibst  Containing  Them.— 

Since  the  claims  of  an  interference  issue  are  to  be  construed  in  tbe 
light  of  the  application  of  the  party  first  making  them,  it  would  be 
manifestly  improper  for  the  Commissioner  of  Patents  to  read  into 
them  for  any  purpose  limitations  not.  disclosed  in  the  application  of 
such  party.    *Id, 

23.  Motion  to  Dissolve — No  Appeal  fbom  Holding  that  Counts  Have 

Identical  Meaning. — From  the  decision  of  the  Examiner  holding  that 
there  is  interference  in  fact  or  that  the  counts  of  the  issue  have  the 
same  meaning  in  the  cases  of  the  different  parties  no  appeal  is  per- 
mitted under  the  provisions  of  Rule  124.  Dukesmith  v.  Corringtoti,  s* 
Turner,  62. 
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24.  Defective  Application  Oath — ^Appeal  to  Secbetabt. — The  decision  of 

the  Commissioner  of  Patents  ruling  tliat  defects  in  the  application 
oath  of  one  of  the  parties,  if  there  were  such,  might  be  corrected  after 
the  termination  of  the  interference  is  judicial  or  quasi-Judicial  in 
character  and  subject  only  to  review  by  the  courts,  and  the  Secretary 
of  the  Interior  has  no  appellate  or  supervisory  control  of  the  matter. 
^  Dukeamith  v.  Corrington  v.  Turner,  431. 

25.  Access   to   Opponent's   Appucation,    Part   of   Which    is    Concealed 

Under  Rule  105. — Where  the  interfering  subject-matter  of  the  appli- 
cation of  one  of  the  parties  to  an  interference  is  disclosed  to  the  other 
by  means  of  a  certified  copy,  as  provided  by  Rule  105,  an. auxiliary 
invention  which  has  been  described  and  claimed  by  the  former,  but 
which  might  be  omitted  without  destroying  the  operativeness  of  the  in- 
vention in  issue,  will  not  be  disclosed  where  the  latter  has  presented 
no  claim  which  includes  this  invention  either  broadly  or  specifically. 
Kugele  v.  Blair ,  81. 

26.  PBIOBITY — INTEBFEBENCE  IN   FaCT — CONCLUSIONS  BY  PaTENT  OfFICE  GE5- 

EBALLY  Accepted  by  Coubt  of  Appeals. — Ordinarily  where  the  point 
has  been  raised  whether  the  application  of  one  of  the  parties  was 
broad  enough  in  the  terms  of  its  specification  and  claims  to  embrace 
the  invention  of  the  other,  and  especially  where  the  invention  is  one 
of  elaborate  and  complicated  mechanism,  the  decisions  of  the  expert 
tribunals  of  the  Patent  OflSce  in  respect  of  identity  liave,  for  obvious 
reasons,  been  accepted  as  conclusive.    ♦  Bechman  v.  Southgate,  489. 

27.  Second  Intebfebence — Res  Adjudicata. — Where  a  second   interference 

is  declared  between  the  same  applications  on  an  issue  relating  to  tbe 
subject-matter  of  invention  as  that  of  a  prior  interference,  of  broader 
scope  than  the  first  Issue,  and  the  constructions  relie<l  on,  resi)ectively. 
as  evidencing  conception  and  reduction  to  practice  of  the  invention  of 
both  Issues  are  the  same  and  the  fundamental  facts  of  both  cases  are 
the  same,  Held  that  the  final  decision  In  the  first  interference  is  con- 
clusive and  that  the  question  of  priority  is  res  adjudwata  unless  it 
can  be  made  to  appear  that  the  question  uiK)n  which  the  determi- 
nation of  the  second  case  rests  Is  one  that  neither  was  nor  could 
have  been  presented  and  determined  in  the  first  case.  *Blackford  v. 
Wilder,  491. 

28.  Refebence  Undeb   Rule  126 — Rejection   of   Claims. — Where   the   Ex- 

amlners-in-Chlef  In  their  decision  in  an  interference  upon  priority  of 
invention  call  the  attention  of  the  Commissioner  under  Rule  .12t»  to 
the  fact  that  in  their  opinion  the  Issue  is  not  patentable  and  the  de- 
cision becomes  final  by  the  expiration  of  the  limit  of  api>eal  without 
appeal,  the  Examiner  will  bo  directed  to  reject  In  the  application  tif 
the  successful  party  the  claim  corresponding  to  the  issue  found  by 
the  Examlners-ln-Chlef  to  be  unpatentable.  (Snider  v.  Bunnell,  C.  V^ 
1903,  117;  103  O.  G.,  890,  distinguished.)     Holz  v.  Hewitt,  9S. 

29.  Same — Same. — It   is  not  to  be   presuminl   that   the   Examiuers-ln-Chief 

would  form  an  opinion  adverse  to  a  party's  interest  and  call  attention 
to  the  same  upon  the  record  without  careful  consideration  in  those 
cases  where  the  grounds  of  their  opinion  had  already  been  considered 
by  the  Primary  Examiner  and  held  insufficient  to  warrant  such  ad- 
verse opinion.  When  they  express  an  opinion  under  these  circum- 
stances, the  same  is  clearly  of  sufficient  force  to  bind  the  Primary 
Examiner  and  sustain  Ids  pro  /o/ma  reje<.tion  of  claims  until  tlie 
opinion  is  withdrawn  V>y  l\ie  Yi>v\^\\\\\v>\\j>-\\\-vc\i\^t  themselves  or  over- 
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ruled  by  the  Commissioner  or  court  of  appeals  in  the  regular  course 
of  appeal.  Id, 
30., Hearing — Rules  126  and  139  Distinguished. — Rule  126  does  not 
provide  for  a  bearing  by  the  Commissioner,  and  no  reason  appears 
why  a  hearing  should  be  given  to  an  applicant  whose  claims  are  found 
to  be  unpatentable  by  the  Board  of  Examiners-in-Chlef  in  their  con- 
sideration of  the  claim  in  connection  with  the  question  of  priority  of 
invention.    Id, 

81.  Appeal   After   Rejection   of   Claim. — Where   upon   reference   by   the 

Examiners-in-Chief,  under  Rule  126,  stating  that  in  their  opinion  the 
issue  of  an  interference  is  unpatentable,  the  Examiner  is  directed  to 
reject  the  claims  in  the  application  of  the  successful  party,  the  pro 
forma  rejection  of  the  Examiner  puts  the  case  at  once  in  condition 
for  a  course  of  appeal  which  may  be  carried  to  the  court  of  appeals  if 
the  application  is  otherwise  in  condition  therefor.    Id. 

82.  Testimony  to   Show   Issue  Unpatentable  to  Either  Party   Irrele- 

vant TO  Question  of  Priority. — Where  during  the  time  assigned  him 
for  the  purpose  of  taking  testimony  upon  the  question  of  priority  of 
invention  one  party  took  merely  the  testimony  of  an  expert  for  the  pur- 
pose of  showing  that  the  issue  is  not  patentable  to  either  party  over  the 
prior  art.  Held  that  the  decision  of  the  Examiner  of  Interferences  was 
proper  in  granting  a  motion  to  strike  said  testimony  from  the  record 
on  the  ground  that  it  is  irrelevant  to  the  question  of  priority.  Dixon 
and  Marsh  v.  Graves  and  Whittemore,  101. 

38.  Unpatentability  of  Issue  to  All  Parties — Properly  Raised  by 
Motion  to  Dissolve  Under  Rule  122. — Where  it  is  contended  that  the 
non-patentability  of  the  issue  to  either  party  to  the  interference  may 
be  urged  at  final  hearing.  Held  that  during  the  preliminary  stages  of 
the  interference  and  before  the  parties  have,  been  put  to  the  trouble 
and  expense  of  taking  testimony  on  the  question  of  priority  either 
party  may  raise  the  question  of  the  patentability  of  the  issue  by 
motion  to  dissolve  the  interference  under  Rule  122.  Contestants  are 
thus  given  an  opportunity  to  have  determined  the  question  of  whether 
the  Office  was  right  in  declaring  the  interference  and  whether  the  pro- 
ceedings should  continue  before  testimony  as  to  priority  is  taken.  It 
is  essential  to  the  orderly  proceedings  of  the  interference  that  the 
question  of  patentability  be  finally  settled  at  this  time,  and  for  this 
purpose  the  rules  provide  for  an  appeal  from  the  rejection  of  claims 
based  on  the  decision  on  the  motion  to  the  full  extent  permitted  by 
law.    Id. 

84.  Same — Cannot  Be  Raised  Under  Rule  130. — Where  it  is  contended 
by  one  party  to  an  interference  that  he  has  a  right  to  urge  the  un- 
patentability of  the  issues  to  either  party  at  the  final  hearing  under 
Rule  130  and  to  take  testimony  in  supi)ort  thereof.  Held  that  the  con- 
tention is  erroneous  and  that  this  rule  permits  a  party  to  urge  the 
non-patentability  of  a  claim  to  his  opi)onent  as  a  basis  for  the  decision 
upon  priority  of  invention  only  when  it  is  material  to  his  own  right 
to  a  patent.    Id, 

35.  Testimony — Use  in  Subsequent  Interference. — Where  the  real  parties 
in  interest  in  a  pending  interference  are  the  same  as  in  a  prior  inter- 
ference and  the  inventions  involved  are  substantially  the  same,  per- 
mission may  be  obtained,  under  the  provisions  of  Rule  157,  to  use  in 
the  pending  interference  the  testimony  taken  Ui  IXi'fe  Ivixvtwvix  \\\\.vxVst- 
ence.    Beall,  jr.,  v,  Lyon,  116. 
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36.  Originality — Disclaimer  of  Inventorship. — ^A  statement  by  applicant 
to  his  assignee  that  he  does  not  regard  himself  as  the  inventor 
of  the  subject-matter  claimed  in  such  application  is  not  mifBcient  lo 
warrant  an  award  of  priority  to  an  opponent  where  it  appears  that 
such  statement  was  made  during  a  controveri^y  between  Hie  parties 
with  regard  to  the  amount  of  royalty  which  should  be  paid  to  the 
assignor.    ♦  Oihhons  v.  Peller,  529. 

87.  Priority — Delay  After  Alleged  Conception  and  Reduction  to  Prac- 

tice.— Where  an  inventor  after  an  alleged  reduction  to  practice  of  liUi 
Invention  lays  it  aside  for  five  years,  during  which  time  he  files 
several  domestic  and  foreign  applications  and  develops  another  system 
to  accomplish  the  same  purpose  which  he  regards  as  soperior,  and 
fails  to  file  an  application  until  after  the  grant  of  a  patent  tc  anothtf 
for  the  same  invention  who  was  proceeding  in  good  faith,  he  is  guilty 
of  inexcusable  laches.    *  Bliss  v.  McElroif,  537. 

88.  Same — Diligence. — F.  conceived  the  invention  in  September,  1906^  and 

disclosed  it  in  September,  1903,  but  did  nothing  toward  reducing  it  to 
practice  until  April,  1904.  C.  conceived  the  invention  in  January,  ISOi 
and  reduced  it  to  practice  in  the  following  March.  The  excuse  offered 
by  F.  for  his  delay  was  that  he  was  too  busy  earning  his  living  to 
attend  to  it,  and,  moreover,  he  did  not  have  the  means  to  reduce  it 
to  practice  unless  he  borrowed  the  money,  which  he  did  mot  want  to 
do.  Held  that  F.  was  lacking  in  diligence,  it  being  shown  by  the  evi- 
dence that  subsequent  to  his  conception  he  borrowed  $3,000  with  wliich 
to  engage  in  a  venturesome  undertaking,  wlille  a  small  amoimt  of 
money  would  have  enabled  him  to  construct  the  invention.  •  Feinberg 
v.  Cowan,  546. 

39.  Testimony — Right    to    Make    Claims — Priority. — In    an    interference 

proceeding  where,  in  addition  to  the  taking  of  testimony  as  to  wl» 
was  the  first  inventor,  permission  was  obtained  to  take  testimony  con- 
cerning the  right  of  one  of  the  parties  to  make  the  claims  for  use  at 
the  first  hearing  on  priority  under  Rule  130,  Held  that  the  rule  con- 
templates but  one  contest,  and  that  leading  to  an  award  of  priority, 
and  not  two  distinct  contests  and  two  separate  proceedings.  The  taking 
of  testimony  on  the  question  of  priority  should  not  therefore  he  sos 
pended  until  the  question  of  the  right  to  make  the  claims  has  l)een  de- 
termined.   Hewitt  V.  Weintrauh  v.  Hewitt  and  Rogers,  155. 

40.  Priority — Sufficiency    of    Disclosure — Ck)NCLU8ivENES8    of     Patettt 

Office  Decisions.— The  decisions  of  the  exi)ert  tribunals  of  the  Patent 
Oflico  on  tho  question  of  the  sufficiency  of  the  disclosure  of  a  party 
to  an  intorforenco  will  be  accepted  by  the  court  of  appeals  as  concln- 
sivo,  except  in  extreme  cases  where  palpable  error  has  been  committed. 
{^('chcrger  v.  Dodge  C.  D.,  1005,  608:  114  O.  G.,  2382:  24  App.  D.  a 
4S1  :  PodUmk  and  Podlcsak  v.  Melnticrnep,  C.  D.,  1906,  558;  120  O.  G., 
2127:  20  App.  D.  C,  405.)  *KiJhourn  v.  Himer,  552. 
'*!.  Evidence — roNsioERATioN  of  Deposition — Failure  to  Afford  Oppoi- 
tunity  for  Tross-Examination. — Wliere  the  direct  examination  of  a 
witness  is  completed  and  after  answering  certain  questions  upon  cross- 
examination  he  is  withdrawn  from  the  stand  on  account  of  sickness 
and  his  counsel  refuses  to  take  any  steps  to  produce  him  again  to 
order  that  the  cross-examination  may  be  comY>leted,  on  the  ground 
that  he  had  been  sick  for  over  a  year,  had  undergone  several  opera- 
tions, and  that  there  was  t\o  \>To\iwlivUty  that  he  would  be  able  to  testil!j 
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at  any  definite  time  in  the  future,  if  at  all.  Held  that  in  so  far  as  the 
answers  given  on  direct  examination  were  not  tested  by  cross-examina- 
ticm  the  deposition  should  not  be  considered.  Munater  v.  Ashworth, 
156. 

42.  Dkfobitiohs — NonoB  of  Taking — Notice  Waived. — Where  a  record  as 
made  up  by  the  officer  before  whom  testimony  is  taken  in  an  interfer- 
ence proceeding  shows  that  counsel  for  one  of  the  parties  desired  to 
examine  certain  witnesses  as  to  whom  no  notice  had  been  given  by 
opposing  counsel  and  the  latter  stated  that  while  he  had  no  objection 
to  their  direct  examination  he  did  not  care  to  cross-examine  and  there- 
upon went  away,  Held  that  the  depositions  of  such  witnesses  v^ill  not 
upon  motion  be  stricken  out  because  of  lack  of  notice,  notwithstanding 
an  affidavit  by  counsel  stating  that  he  had  refused  to  take  the  testi- 
mony of  such  witnesses.    Id, 

4S.  Evidence — Consideration  of  Deposition — Failure  to  Afford  Oppor- 
tunity FOR  Caoss-EtAMiNATioN. — Where  a  witness  after  testif^ng  on 
his  own  behalf  and  after  answering  a  few  questions  on  cross-examina- 
tion states  that  he  is  unable  to  withstand  the  i^train  of  cross-examina- 
tion and  leaves  the  stand  and  his  counsel  refuses  to  ask  for  an  exten- 
sion of  time  for  taking  testimony  in  order  that  the  witness  may  bo 
cross-examined  at  some  time  in  the  future,  alleging  that  the  witness  is 
in  such  bad  physical  condition  that  there  is  no  prospect  of  his  being 
able  to  testify  within  a  year,  if  at  all,  Held  that  counsel,  knowing  the 
condition  of  the  witness,  should  either  have  refrained  from  offering 
him  as  a  witness  in  his  own  behalf  or,  having  done  so,  should  have 
consented  to  some  reasonable  postponement  Under  such  circumstances 
the  direct  examination  should  have  been  excluded  upon  motion.  *Mun- 
Bter  V.  Ashworth,  656. 

44.  Same — ^Affidavit  Attached  to  Deposition. — ^An  affidavit  of  a  physician 

attached  to  a  deposition,  setting  forth  the  physical  condition  of  a  wit- 
ness who  has  left  the  stand  during  cross-examination  because  of  ina- 
bility to  stand  the  strain  of  cross-examination,  forms  no  part  of  such 
deposition.  The  affiant  should  have  been  called  and  sworn  to  testify 
as  a  witness.    *Id. 

45.  Priority — Ck>NCEALMENT   of   Invention. — If  there   be   concealment   or 

suppression  of  the  invention,  the  field  lies  open  to  be  occupied  by  a  more 
diligent,  though  later,  inventor,  who  when  he  has  not  only  put  the  In- 
vention into  public  use,  but  has  also  obtained  a  patent  for  it,  cannot 
be  divested  oi;  his  right  to  hold  the  field  except  upon  proof  beyond  a 
reasonable  doubt  that  the  earlier  and  more  negligent  inventor  has  not 
gone  back  to  an  abandoned  device  or  a  device  suppressed  or  concealed 
In  order  to  establish  a  prior  right.    ^Richards  v.  Burkholder,  5G3. 

46.  SUOOESTION    OF    CLAIMS    UNDER    RULE   96 — ^PRACTICE — INVENTOR    AND    AS- 

SIGNEES Personally  Notified. — In  all  cases  where  claims  are  sug- 
gested for  the  purpose  of  interference  under  the  provisions  of  Rule  96, 
copies  of  the  letter  containing  the  suggested  claims  will  be  sent  to  the 
applicant  and  to  the  assignees,  if  the  invention  is  assigned,  as  well  as 
to  the  attorney  of  record.    Ex  parte  Doehler,  183. 

47.  Inter\'ention  by  Exclusive  Licensee. — An  exclusive  licensee  of  an  in- 

vention will  not  be  permitted  to  intervene  in  the  prosecution  of  an 
interference  so  long  as  the  Interference  Is  being  prosecuted  In  good 
faith  by  his  licensor.  In  re  The  National  Railway  Materials  Com- 
pany, 193. 
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48-  Same — ^Access  to  Records. — Where  it  appears  that  the  inventor  has 
eutered  the  employment  of  a  company  which  is  the  assignee  of  his 
opponent  in  an  interference  proceeding,  the  exclusive  licensee  of  said 
inventor  will,  upon  request,  be  furnished  with  copies  of  all  notices  in 
the  interference  and  papers  accompanying  the  same,  including  the  pre- 
liminary statements,  when  approved,  and  the  notices  for  taking  testi- 
mony, and  will  also  be  permitted  to  be  present  at  all  proceedings  in 
the  interference.    Id, 

49.  Motion  to  Transmit  Motion  to  Amend — Delay. — ^Where  the  Primary 

Examiner  refused  to  dissolve  an  interference  on  the  ground  that  the 
senior  party  had  no  right  to  make  the  claims,  but  the  Examiner  of  In- 
terferences under  Rule  130  decided  that  he  had  no  right  to  make  the 
claims.  Held  that  this  state  of  facts  was  sufficient  to  excuse  delay  in 
bringing  a  motion  to  amend  the  issue  under  the  practice  announced  in 
Churchward  v.  Douglas  v.  Cutter  (C.  D.,  1903,  389;  106  O.  G.,  2016.) 
especially  in  view  of  the  recent  decisions  of  the  court  of  appeals  in 
Blackford  v.  Wilder  (ante,  491 ;  127  O.  G.,  1255)  and  Horine  v.  Wende 
{ante,  615;  129  O.  G.,  2858.)     Becker  v.  Otis,  197. 

50.  Limit  of  Appeal. — Where  a  Judgment  on  the  record  is  rendered  and  a 

limit  of  appeal  set,  the  running  thereof  is  not  stayed  by  filing  a  petition 
to  set  the  case  down  for  hearing  under  Rule  130.  Pym  v.  Hadaicay, 
209. 
51«  Practice — Rule  130. — A  refusal  to  reopen  a  case  to  permit  Examiner  of 
Interferences  to  consider  a  petition  and  set  case  down  for  hearing  under 
Rule  130  proper  where  it  appears  from  a  consideration  of  the  record 
that  the  question  sought  to  he  raised  is  not  one  of  priority.    Id, 

52.  Same — Same. — A  party  is  deprived  of  no  rights  by  a  refusal  to  sot  for 

hearing  under  Rule  130  a  ease  where  the  objections  urged  against  one 
party's  case  apply  equally  well  to  that  of  the  other.    Id, 

53.  Two  Applications   for   Same    Invention — Eablier   Involved — Refusal 

OF  Patent  on  Later. — Where  a  party  whose  application  is  Involved  in 
interference  proceedings  i>resents  another  application  based  uixm  the 
invention  Involved  in  the  interference,  It  is  proi)er  to  refuse  a  jiatent 
upon  the  later  application  until  the  interference  has  been  teriuiuated. 
In  such  case  it  is  just  to  suspend  action  on  the  later  application.  •/« 
re  Wickers  and  Furlong,  008. 

54.  Reopenino — Delay   in    Bringing    Motion — Originality. — Where   after 

judgment  had  been  rendered  against  C,  a  junior  party,  for  failure  to 
take  testimony,  and  later  In  another  interference  S.  admitted  a  dis- 
closure of  the  issue  of  this  Interference  to  him  by  C,  but  C.  waited 
over  a  year  after  obtaining  knowledge  of  this  fact  l)efore  bringing  a 
motion  to  reoi)en,  Held  that  the  long  delay  indicates  that  the  motion 
was  not  brought  in  good  faith,  but  merely  for  the  purpose  of  delay,  and 
the  motion  to  reopen  denitnl.  Clausen  v.  Dunbar  v.  Schellcngcn  212. 
C3.  Same — Evidence  of  Originality  Long  After  Final  tJuDOMEXT  Not 
Received. — Where  judgment  was  rendered  against  C.  by  default  and 
long  afterward  it  apijeared  from  testimony  in  a  different  interference 
that  C.  disclosed  the  invention  to  S.,  the  successful  party.  Held  that  C 
having  failed  to  contest  the  question  of  orfginality  or  to  move  promptly 
to  have  the  case  reot)ened  for  the  Introduction  of  uewly-discuvered 
evidence  as  to  this  fact,  has  no  greater  right  to  contest  the  imteuta- 
bility  of  the  issue  to  S.  than  any  other  member  of  the  public  and  that 
right  of  S.  to  make  the  claim  is  not  a  matter  for  inter  partes  consid- 
eration.    Id, 
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56.  Recommendation  of  Examinebs-in-Chief  Under  Rule  126 — ^Nor  De- 

cided BY  Ck>MMISSIONEB  WITHOUT  REMANDING  TO  PbIMABT  EXAMINES. — 

The  recommendation  of  the  Examlners-in-Chief  that  the  issue  is  not 
patentable  is  not  a  final  decision  of  this  question  by  them,  and  as  the 
statutes  provide  for  appeals  to  the  Ck>urt  of  Appeals  of  the  District  of 
Ck)lumbia  omly  after  successive  appeals  have  been  taken  to  the  Exam- 
iners-in-Chief  and  the  Commissioner  from  a  second  rejection  of  the 
Primary  Examiner  the  question  of  patentability  will  not  be  reviewed 
by  the  Ck)mmissioner  until  it  has  been  finally  passed  upon  by  the  lower 
tribunals.    Serrell  v.  Donnelly,  217. 

57.  Same — ^Action    by   Pbimaby    Examines — Practice. — Where   a    case  '  is 

remanded  to  the  Primary  Examiner  by  the  Ck)mmissioner  upon  refer- 
«ence  by  the  Examiners-in-Chief  under  Rule  126,  the  Primary  Examiner 
will  enter  a  jn-o  fotma  rejection  of  the  claims.  (Holz  v.  Hewitt,  ante, 
98;  127  O.  G.,  1992.)  He  may,  however,  in  such  action  include  any 
recommendation  he  may  deem  proper  in  order  that  the  E2xaminers-in- 
Ghief  may  have  the  benefit  of  his  expert  knowledge  of  the  art  if  the 
case  comes  before  them  on  appeal.    Id, 

58.  Extension  of  Time  fob  Taking  Testimony — Pbactice. — It  is  well  settled 

that  no  appeal  lies  from  the  decision  of  the  Examiner  of  Interferences 
on  motion  to  extend  the  time  for  taking  testimony,  and  the  sufficiency 
of  the  showing  made  in  support  of  the  motion  will  not  be  considered  by 
the  Ck)mmissloner  on  petition  except  in  cases  where  it  appears  that 
there  has  been  a  clear  abuse  of  discretion  operating  to  the  injury  of 
one  of  the  parties.  Wickers  and  Furlong  v.  Weinwurm,  219. 
60.  Interlocutory  Decision. — ^A  decision  of  the  Ck)mmis8ioner  of  Patents 
dissolving  an  interference  is  not  a  final  order.  *The  Union  Distilling 
Company  v.  Schneider,  613. 

60.  Same — Jurisdiction  of  CJourt  of  Appeals  of  District  of  Columbia. — 

The  court  of  appeals  has  no  Jurisdiction  to  consider  an  appeal  from  a 
decision  of  the  Commissioner  of  Patents  which  is  not  a  final  order,  and 
such  an  appeal  will  be  dismissed    *Id, 

61.  Appeal  to  Coubt — Amendment  of  Reasons  of  Appeal. — Although  neither 

the  rules  of  the  court  of  appeals  of  the  District  of  Columbia  nor  of  the 
Patent  Office  mention  amendments  to  the  reasons  of  appeal,  when  such 
amendment  is  made  in  due  time  to  correct  an  assignment  of  error  that 
may  not  be  sufficiently  specific  or  some  inadvertence  in  its  preparation 
and  no  possible  injury  could  be  done  the  opposing  party  there  appears 
to  be  no  reason  why  it  should  not  be  permitted.    *Horine  v.  Wende,  615. 

62.  Pbiobity — Second  Interference — Res  Adjudicata. — Where  Judgment  is 

rendered  in  an  interference  proceeding  in  the  Patent  Office  holding  that 
the  issue  was  limited  to  matters  not  found  in  certain  exhibits  upon 
which  a  party  relies  for  an  award  of  priority,  although  such  party  con- 
tends to  the  contrary,  and  no  appeal  is  taken  from  such  holding  and  the 
case  is  finally  decided  adversely  to  such  party.  Held  that  in  a  subse- 
quent interference  between  the  same  parties  on  an  issue  which  is  the 
same  as  the  prior  issue,  with  the  exception  that  in  the  second  interfer- 
ence such  limitations  were  omitted,  the  question  of  priority  is  rea  adju- 
dicata,   *Id. 

63.  Reopening. — An  interference  will  not  be  reopened  for  the  purpose  of  in- 

troducing newly-discovered  evidence  where  it  does  not  appear  that  the 
evidence  could  not  have  been  discovered  at  the  time  of  taking  testimony* 
Latahato  v.  Duff  v.  Kaplan,  254. 
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64.  Appeal — Reheahino. — ^An  appeal  from  the  ExamiBers-in-Chief  will  not 

be  reheard  for  the  purpoie  of  conaidertng  a  patent  of  one  of  the  parties 
to  the  interference  which  is  not  in  eridence.    14. 

65.  Testimony — Subrebuttal. — Where  an  inventor  testifying  in  rebuttal  on 

behalf  of  his  opponent  denies  that  he  is  the  inventor  of  a  part  of  the 
invention  in  issue,  his  testimony  constitutes  such  legal  surprise  as  will 
entitle  his  assignee,  who  is  prosecuting  the  invention,  to  talce  surre- 
buttal  testimony.    Bandage  v.  Dean  v.  Wright  v.  McKemie,  250. 

66.  Same — Same. — Where  the  instances  alleged  to  show  that  the  inventor 

has  testified  falsely  amount  to  no  more  than  a  difference  of  opinion  be- 
tween the  witness  and  the  alfiant,  a  motion  to  take  surrebuttal  testi- 
mony should  be  denied.    Id. 

67.  Access  to  Records  of  Another. — ^Wliere  S.  requested  copies  of  the  de- 

cision of  the  Eb^aminer  upon  a  motion  for  dissolution  in  anotlier  inter- 
ference to  which  F.  was  a  party  and  which  is  referred  to  in  F.'s  record. 
Held  that  since  S.  was  not  a  party  to  the  other  interference  and  the 
claims  forming  the  issue  ef  that  interference  are  not  made  by  S.  he 
should  be  denied  access  to  the  record  of  tliat  interference,  even  though 
the  issue  thereof  is  based  upon  the  same  structure  as  that  upon  wMch 
the  claims  in  the  present  interference  are  drawn.  8ione  v.  Fesscnden, 
282. 

68.  Suspension — Postponement  of  Time  for  Opening  Preliminabt  State- 

ments.— ^An  interference  relating  to  a  machine  will  not  be  suspended 
and  the  time  for  opening  the  preliminary  statements  postponed  in 
order  that  one  of  the  parties  may  take  out  a  patent  upon  an  applica- 
tion covering  a  closely  related  process  not  involved  in  the  interference 
before  the  existence  of  such  application  is  discovered  by  his  opponent 
through  access  to  the  machine  application  which  contains  a  cross-ref- 
erence thereto.    Ex  parte  Field,  284. 

69.  Priority — Appeal  to  Court — Sufficiency  of  Disclosure  Consioered.— 

Whether  or  not  an  application  involved  in  interference  discloses  the 
subject-matter  in  issue,  and  therefore  whether  or  not  the  interference 
is  properly  declared,  is  a  question  to  be  ordinarily  determined  by  the 
Patent  Office  (Ostergrcn  v.  Triplcr,  C.  D.,  1901,  350;  95  O.  G.,  837;  17 
App.  D.  C,  558;  Herman  v.  Fullman,  C.  D.,  1904,  625,;  109  O.  G.,  1888; 
23  App.  D.  Cm  204,  265)  ;  but  in  extreme  cases  where  palpable  error 
has  been  committed  the  court  may  review  the  decision  of  the  Patent 
Office  on  this  point.  (Podlesak  and  Podlesak  v.  Mclnnemey,  C.  D« 
1906,  558;  120  O.  G.,  2127;  26  App.  D.  C,  399.)  *MacMulkin  v.  BoUec, 
660. 

70.  Consideration  of  Patentability  on  Appeal  on  Priorpty — Supervisory 

Authority. — The  question  of  the  patentability  of  issue  will  be  consid- 
ered on  api>eal  ou  priority  only  under  the  8Ui)ervisory  authority  of  the 
Commlssiouer  for  the  purpose  of  correcting  a  manifest  error.  Dixon 
and  Marsh  v.  Grarcit  and  Whittcmore,  311. 

71.  Judgment  on  Record — Order  to  Show  Cause — Sufficiency  of  Show- 

ing.— Where  in  resinnise  to  an  order  to  the  junior  party  to  show  cause 
why  judgment  of  priority  could  not  be  rendered  against  him  becaus4> 
his  alleged  date  of  conception  was  subsequent  to  the  filing  date  of  the 
senior  party  the  junior  party  files  a  statement  alleging  that  certain  of 
the  I'ounts  are  specific  to  his  structure  and  that  the  subject-matter 
covered  thereby  was  not  shown  or  described  by  the  senior  party.  Held 
to  be  insufficient,  as  the  question  sought  to  be  raised  was  one  which 
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should  have  been  raised  by  a  motion  to  dissolTe  rather  than  by  the 
mere  filing  of  a  statement.    Felhel  y.  Fosp,  312. 

72.  Delay  in  Filing  Motion — Chabacteb  of  Showing  Required.— A  mere 
miTerifled  statement  accompanying  a  motion  filed  one  day  late  stating 
that  the  motion  should  not  be  brought  sooner  on  account  of  other  work 
is  hMufflcient.  A  showing  in  excuse  for  delay  should  be  under  oath, 
and  it  should  state  facts  from  which  the  Office  may  Judge  whether  or 
not  the  delay  was  excusable.    Id, 

78.  Practice — Adherence  to  Rules  Necoessary. — While  it  is  not  the  desire 
of  the  Office  to  be  too  technical,  it  is  better  to  insist  upon  a  reasonable 
and  just  compliance  with  the  rules  of  the  Office^  though  it  may  work 
a  hardship  in  an  individual  case,  than  to  adopt  a  course  that  would 
result  practically  in  abrogating  the  rules,  with  consequent  confusion. 
{KeUer  y.Wethey  v.  Roberta,  C.  D.,  1807,  157;  81  O..G.,  331;  Bates  v. 
Oauae,  C.  D.,  1890,  164;  88  O.  G.,  1336.)    Id, 

74.  Final  Judgment  by  Patent  Office — ^Appeal  to  Ck)URT  Pending. — Judg- 

ment in  an  interference  proceeding  will  not  be  made  final  by  the  Pat- 
ent Office  after  the  filing  of  a  notice  of  appeal  to  the  court  of  appeals 
of  the  District  of  Columbia  and  pending  such  appeal,  on  the  ground 
that  such  notice  was  filed  one  day  outside  the  forty-day  period  set  by 
the  rules  of  that  court  for  filing  notice  of  appeal,  it  being  regarded  as 
within  the  discretion  of  the  court  to  waive  a  strict  adherence  to  the 
rule  and  to  entertain  the  appeal  notwithstanding  the  delay  in  filing 
the  notice.    Proutt  v.  Johnaton  and  Johnaton,  318. 

75.  Practice  Under  Rule  124 — Supervisory  Authority  of  Commissioner. — 

No  appeal  lies  from  a  favorable  decision  on  the  right  to  make  the  claims 
or  the  identity  of  meaning  of  the  counts  in  the  cases  of  different  par- 
ties, and  such  a  decision  will  be  reviewed  on  petition  in  the  exercise 
of  the  Commissioner's  supervisory  authority  only  to  correct  some 
palpable  error  in  the  decision  which  is  clear  and  evident  on  its  face. 
Lipachutz  v.  Floydy  319. 
78fc  Preliminary  Statement — Second  Proposed  Amendment — Showing  Re- 
quired.— Where  after  decision  upon  a  motion  for  dissolution  a  party 
moves  to  amend  his  preliminary  statement  and  it  is  held  that  the  show- 
ing in  support  thereof  is  insufiScient  to  warrant  such  amendment,  a 
second  motion  to  amend  will  not  be  granted  where  no  good  reason  ap- 
pears why  the  showing  then  made  could  not  have  been  presented  in 
connection  with  the  first  motion.  Parties  cannot  be  permitted  to  try 
their  cases  piecemeal  and  experimentally.     Borg  v.  Strauss,  320. 

77.  Same — Same — Same. — Amendments   to    preliminary    statements   are   to 

he  permitted  after  a  party  has  had  an  opportunity  to  inspect  his  oppo- 
neat's  case  only  in  cases  where  hona  fide  mistakes  of  fact  have  been 
made  and  a  full  and  «lear  showing  is  made  that  there  was  no  negli- 
gence in  discovering  the  true  facts.    Id, 

78.  Construction  of  Issue— Equivalents. — Where  the  claim  in  issue  calls 

for  a  "  plurality  of  blast  nozzles,"  a  device  which  has  an  **  oscillating 
blast  nozzle"  cannot  be  considered  as  a  reduction  to  practice  on  the 
ground  that  it  Is  an  equivalent.  In  the  consideration  of  an  interference 
the  Patent  Office  is  no  more  competent  than  the  courts  to  say  that  an 
element  which  an  applicant  has  placed  in  his  claims  is  an  immaterial 
one.  {Streat  v.  Freckleton,  C.  D.,  1899,  85;  87  O.  G.,  695.)  Collom  v. 
Thurman,  330. 
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die  ofher  for  the  purpoae  mt  wttMrawiag  «iie  appUcatton  fnun  Inter- 
feBence  amA  «onoeftliiic  Hm  subject-oiatter,  HOd  that  .the  re^nest  of  tbe 
Prinuurir  flbaminer  tkat  the  interferenoe  be  truiflmltted  to  lUm  Cor  the 
parpooe  at  4ionriilering  theoe  amftodnieiits  Bhoold  be  granted,  as  the 
other  party  will  not  be  ferioailF  Inoonvenlenoed  by  the  flUsbt  delay 
OHiMi  by  taking  Hie  desired  action.    Behrend  ▼.  Lomme,  28. 

tL  Olmxmm  IPmmmjMD  VwsmM  Rule  lOfr— FaACPrioB.-/nie  reasons  which  led 
to  the  change  In  Role  124,  set  forth  in  Newcomb  v.  TAoaieon  (GL  IX, 
HOe,  282;  122  O.  G^  8012,)  apply  with  nearly  the  same  foroe  to  mo- 
tions under  Snle  100.  The  purpose  of  Bale  100  Is  to  sTold  a  second 
intartettioe.  If  a  party  wishes  to  appeal  from  an  adverse  decision  on 
the  merlits  of  his  claims  presented  under  Bole  100,  he  should  be  per- 
flsttled  to  do  so  to  tiie  fall  extent  provided  by  law  In  order  that  the 
DoeosBlty  for  a  subseqoent  ew  parte  appeal  and  the  possibility  of  a  see- 
end  Interforenee  may  be  avoided.  Toumaend  v^  Oopeioiitf  v.  Jfodlii- 
seii,  8B. 

11.  8a3I»— 8Aif&-- The  praotloe  concerning  motions  to  add  cloiaas  nnder 
Bode  100  shonld  follow  the  procecUire  set  fortii  In  Bale  124  velatlye  to 
mettOBS  for  dissolution.  The  amendment  accompanying  the  motkm 
made  under  Bole  100  should  be  entered  In  the  an;»licatlon,  and  If  the 
Bxaminer  holds  that  the  claims  are  not  allowable  to  the  party  bring- 
ing the  motion  lie  will  reject  liie  claims.  Following  Bnle  Idi,  the  Bi- 
nmlnar  will  also  set  a  time  for  reconsideration,  and  If  after  reconsld- 
nation  he  adheres  to  his  original  decision  he  will  finally  reject  the 
claisu  and  ix  a  limit  of  appeal.    Jd. 

18.  IfonoK  so  Taks  Tsstzmoht  on  OKSAnYBinBss— Oood  Faxtb. — ^It  moit 
appear  from  the  showing  accompanying  a  motion  to  take  testimony  oo 
the  question  of  operatlveness  that  the  moving  party  is  acting  in  good 
faith  and  that  the  matters  alleged  in  support  of  the  motion  are  such 
as  to  Justify  the  setting  of  times  for  taking  testimony.  Clement  v. 
Browne  v.  Stroud,  48. 

14.  Bamb — Hbasino  on  Bufficiency  of  Showing — Counteb  AFFinAvrrs.— 
Motions  to  talse  testimony  on  the  question  -of  the  operatlveness  of  an 
opposing  party*s  device  win  generally  be  disposed  of  on  the  showiof 
made  by  the  moving  party,  and  when  the  moving  party  files  affidavits 
in  support  of  his  motion  the  Office  will  hear  the  opposing  party  ou  tlie 
sufficiency  ct  the  showing;  but  counter  affidavits  should  not  be  ad- 
mitted.   Id. 

16.  Bight  to  Make  Claim. — ^A  party  cannot  be  deprived  of  the  right  to 
make  a  claim  by  reason  of  the  fact  that  his  structure  performs  Home 
function  in  addition  to  what  is  called  for  by  the  claim.  Uiel  v.  1'onn^ 
68. 

16.  Same — ^Limitation  of  Claim  by  Construction  Condemnko. — ^A  claim 

made  by  a  patentee  involved  in  interference  with  an  applicant  whicb 
refers  broadly  to  reinforcing  means  should  not  be  limited  by  con- 
struction to  reinforcing  means  operatteg  in  a  si)ecified  way  where 
there  is  nothing  in  the  record  to  show  that  such  a  limitation  is  nece»- 
sary  to  render  the  claim  patentable  over  ^ho  prior  art  and  where  It 
is  not  clear  that  the  reinforcing  means  disclosed  by  the  applicant  does 
not  oiK^rate  in  the  same  way  as  that  discluHed  by  the  patentee.     Id, 

17.  Same — One   Party   a   Patentee — Construction   of   Claim. — ^The   fact 

that  one  of  the  parties  to  an  interference  has  obtained  a  patent  should 
have  no  bearing  on  the  interpretation  of  &  claim  in  issue  hi  deCcr- 
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mining  the  right  of  an  applicant  to  make  such  claim.  If  the  terms 
of  the  claim  do  not  in  their  ordinary  meaning  define  the  invention  of 
the  patentee  as  he  wishes  to  have  it  defined,  he  may,  as  intimated 
in  Andrews  v.  NUton  (C.  D.,  1906,  717;  123  O.  G^  1687,)  apply  for  a 
reissue.    Id, 

18.  Dissolution — ^Appeal  from  Affibmative  Decision  on  Patentability.— 

Neither  the  rules  of  the  Patent  Office  nor  any  section  of  the  Revised 
Statutes  provide  for  nor  permit  appeals  from  a  decision  rendered  upon 
a  motion  for  dissolution  affirming  the  patentability  of  the  issue.  {Allen 
V.  Lowry,  C.  D.,  1905,  643;  116  O.  G.,  2263.)     *8ohey  v.  Holaclaw,  465. 

19.  Appeal  on   Pbiobity — Patentability   of   Issue. — ^Where   the   patenta- 

bility of  the  claims  of  an  interference  issue  has  been  favorably  passed 
upon  by  the  Primary  Examiner  ex  parte  and  also  inter  partes  upon  a 
motion  to  dissolve,  from  whose  affirmative  decision  in  the  latter  case 
no  right  of  direct  appeal  is  given  either  by  the  patent  statutes  or  the 
rules  of  the  Patent  Office,  and  both  the  Examiner  of  Interferences  and 
the  EiXaminers-in-Chief  have  refused  to  direct  the  attention  of  the 
Ck)mmissioner,  under  Rule  126,  to  the  fact  that  the  claims  were  un- 
patentable, it  cannot  be  successfully  maintained  tliat  the  Ck)mmissioner 
of  Patents  decided  the  question  of  priority  without  first  determining 
and  deciding  that  the  subject-matter  was  patenable.    *  Id. 

20.  Same — Review  by  Commissioneb  of  Decision  of  Examines  on  Pat- 

entability OB  Right  to  Make  Claims. — The  Primary  Elxaminers,  who 
are  given  statutory  authority  to  decide  questions  of  patentability,  are 
under  the  supervision  of  the  Commissioner,  and  it  would  seem  to  be 
not  only  his  right  but  his  duty  to  correct  any  manifest  error  committed 
by  any  of  the  Primary  Examiners  relative  to  the  patentability  of  a 
supposed  invention  or  of  the  right  of  an  applicant  to  claim  it  whenever 
such  error  was  called  to  liis  attention.  To  warrant  any  action 
on  liis  part  in  such  a  case,  the  error  must  be  so  gross  that  it  would 
be  a  wrong  to  the  public  to  permit  a  patent  to  issue.  It  manifestly 
should  not  be  based  upon  a  mere  difference  of  opinion.    *  Id. 

21.  Same — Adoption  by  Commissioneb  of  Views  of  Suboboinate  Tbibu- 

NALS. — Where  the  question  of  the  patentability  of  the  claims  of  the 
issue  has  been  repeatedly  raised  before  the  subordinate  tribunals  of 
tlie  Patent  Office  and  is  again  raised  upon  appeal  to  the  Commissioner 
on  priority,  the  adoption  by  the  Commissioner  of  the  views  of  the 
8ut)ordinate  tribunals  is  a  sufficient  determination  by  him  of  the 
question  so  far  as  it  is  necessary  to  be  determined  in  an  interference 
proceeding.    *Id. 

22.  Issues — Consteued  in  Light  of  Application  Fibst  Containing  Them.— 

Since  ttie  claims  of  an  interference  issue  are  to  be  construed  in  the 
light  of  the  application  of  the  party  first  making  them,  it  would  be 
manifestly  improper  for  the  Commissioner  of  Patents  to  read  into 
them  for  any  purpose  limitations  not  disclosed  in  the  application  of 
such  party.    *Id. 

23.  Motion  to  Dissolve — No  Appeal  fbom   Holding  that  Counts  Have 

Identical  Meaning. — From  the  decision  of  the  Examiner  holding  that 
there  is  interference  in  fact  or  that  the  counts  of  the  issue  have  the 
same  meaning  in  the  cases  of  the  different  parties  no  appeal  is  per- 
mitted under  the  provisions  of  Rule  124.  Dukesmith  v.  Corrington  r 
Turner,  62. 


728  DIGEST  OF   DECISIONS. 

24.  Defective  Application  Oath — ^Appeal  to  Secretaby. — The  decision  of 
the  Ck>minissioner  of  Patents  ruling  that  defects  in  the  application 
oath  of  one  of  the  parties,  if  there  were  such,  might  be  corrected  after 
the  termination  of  the  interference  is  judicial  or  quasi- judicial  in 
character  and  subject  only  to  review  by  the  courts,  and  the  Secretary 
of  the  Interior  has  no  appellate  or  supervisory  control  of  the  matter. 
^  Dukesmith  v.  Corrington  v.  Turner,  431. 

26.  Access  to  Opponent's  Application,  Part  of  Which  is  Concealed 
Under  Rule  105. — Where  the  interfering  subject-matter  of  the  appli- 
cation of  one  of  the  parties  to  an  interference  is  disclosed  to  the  other 
by  means  of  a  certified  copy,  as  provided  by  Rule  105,  an  •  auxiliary 
invention  which  has  been  described  and  claimed  by  the  former,  but 
which  might  be  omitted  without  destroying  the  operativeness  of  the  in- 
vention in  issue,  will  not  be  disclosed  where  the  latter  has  presented 
no  claim  which  includes  this  invention  either  broadly  or  specifically. 
Kugele  v.  Blair,  81. 

26.  Priority — Interference  in  Fact — Conclusions  by  Patent  Office  Gen- 

erally Accepted  by  Court  of  Appeals. — Ordinarily  where  the  point 
has  been  raised  whether  the  application  of  one  of  the  parties  was 
broad  enough  in  the  terms  of  its  specification  and  claims  to  embrace 
the  invention  of  the  other,  and  especially  where  the  invention  is  one 
of  elaborate  and  complicated  mechanism,  the  decisions  of  the  expert 
tribunals  of  the  Patent  Office  in  respect  of  identity  have,  for  obvious 
reasons,  been  accepted  as  conclusive.    *  Bechman  v.  Southgate,  489. 

27.  Second  Interference — Res  Adjudicata. — Where  a  second  interference 

is  declared  between  the  same  applications  on  an  issue  relating  to  the 
subject-matter  of  invention  as  that  of  a  prior  interference,  of  broader 
scope  than  the  first  issue,  and  the  constructions  relied  on,  respectively, 
as  evidencing  conception  and  reduction  to  practice  of  the  invention  of 
both  issues  are  the  same  and  the  fundamental  facts  of  both  cases  are 
the  same,  HeJd  that  the  final  decision  in  the  first  interference  is  con- 
clusive and  that  the  question  of  priority  is  res  adjudicata  unless  it 
can  be  made  to  appear  that  the  question  u\xn\  which  the  determi- 
nation of  the  second  case  rests  is  one  that  neither  was  nor  could 
have  been  presented  and  determined  in  the  first  case.  *Blackford  v. 
Wilder,  491. 

28.  Reference  Under   Rule  126 — Rejection   of   Claims. — Where   the   Ex- 

amiuers-in-Chief  in  their  decision  in  an  interference  upon  priority  of 
invention  call  the  attention  of  the  Commissioner  under  Rule  .12<I  to 
the  fact  that  in  their  opinion  the  issue  is  not  patentable  and  the  de- 
cision becomes  final  by  the  ex[)iration  of  the  limit  of  appeal  without 
appeal,  the  Examiner  will  be  directetl  to  reject  in  the  application  of 
the  successful  party  the  claim  corresi)ondinj;  to  the  issue  found  by 
the  Examiners-in-Chief  to  be  unpatentable.  (Snider  v.  BunnelL  C  I>.. 
1903,  117;  103  O.  G.,  890,  distinguished.)     Ifolz  v.  Hetcitt,  9S. 

29.  Same — Same. — It   is  not  to  be   presumed   that   the   Examiuers-in-Chief 

would  form  an  opinion  adverse  to  a  party's  interest  and  call  attention 
to  the  same  upon  the  record  without  careful  consideration   in   those 
^  cases  where  the  grounds  of  their  opinion  had  already  been  considere«l 

by  the  Primary  Examiner  and  held  insufficient  to  warrant  such  ad- 
verse opinion.  When  they  express  an  opinion  under  these  circum- 
stances, the  same  is  clearly  of  sufficient  force  to  bind  the  Primary 
Examiner  and  sustain  his  pro  forma  rejection  of  claims  until  the 
opinion  Is  withdrawn  V>y  t\ie  Y»^L\nw\wvjx^-\\vv:\i\^t  themselves  or  over- 
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ruled  by  the  Commissioner  or  court  of  appeals  in  the  regular  course 
of  appeal.  Id, 
30., Hearing — Rules  126  and  139  Distinguished. — Rule  126  does  not 
provide  for  a  hearing  by  the  Commissioner,  and  no  reason  appears 
why  a  hearing  should  be  given  to  an  ai)plicant  whose  claims  are  found 
to  be  unpatentable  by  the  Board  of  Examiners-in-Chlef  in  their  con- 
sideration of  the  claim  in  connection  with  the  question  of  priority  of 
invention.    Id, 

81.  Appeal   Afteb   Rejection   of   Claim. — Where   upon   reference   by   the 

Ezaminers-in-Chiet  under  Rule  126,  stating  that  in  their  opinion  the 
issue  of  an  interference  is  unpatentable,  the  Examiner  is  directed  to 
reject  the  claims  in  the  application  of  the  successful  party,  the  pro 
forma  rejection  of  the  Examiner  puts  the  case  at  once  in  condition 
for  a  course  of  appeal  which  may  be  carried  to  the  court  of  appeals  if 
the  application  is  otherwise  in  condition  therefor.    Id. 

82.  Testimony  to  Show   Issue  Unpatentable  to  Eitheb  Party   Irrele- 

vant TO  Question  of  Priority. — Where  during  the  time  assigned  him 
for  the  purpose  of  taking  testimony  upon  the  question  of  priority  of 
invention  one  party  took  merely  the  testimony  of  an  expert  for  the  pup- 
pose  of  showing  that  the  issue  is  not  patentable  to  either  party  over  the 
prior  art.  Held  that  the  decision  of  the  Elxamlner  of  Interferences  was 
proper  in  granting  a  motion  to  strike  said  testimony  from  the  record 
on  the  ground  that  it  is  irrelevant  to  the  question  of  priority.  Dixon 
and  Marsh  v.  Graves  and  Whittemore,  101. 

83.  Unpatentability    of    Issue    to    All    Parties — Properly    Raised    by 

Motion  to  Dissolve  Under  Rule  122. — Where  it  is  contended  that  the 
non-patentability  of  the  issue  to  either  party  to  the  interference  may 
be  urged  at  final  hearing.  Held  that  during  the  preliminary  stages  of 
the  interference  and  before  the  imrties  have,  been  put  to  the  trouble 
and  expense  of  taking  testimony  on  the  question  of  priority  either 
party  may  raise  the  question  of  the  patentability  of  the  issue  by 
motion  to  dissolve  the  interference  under  Rule  122.  Contestants  are 
thus  given  an  opportunity  to  have  determined  the  question  of  whether 
the  Office  was  right  in  declaring  the  interference  and  whether  the  pro- 
ceedings should  continue  before  testimony  as  to  priority  is  taken.  It 
is  essential  to  the  orderly  proceedings  of  the  interference  that  the 
question  of  patentability  be  finally  settled  at  this  time,  and  for  this 
purjwse  the  rules  provide  for  an  appeal  from  the  rejection  of  claims 
based  on  the  decision  on  the  motion  to  the  full  extent  permitted  by 
law.    Id. 

84.  Same — Cannot   Be  Raised   Under  Rule  130. — Where  it  is  contended 

by  one  party  to  an  interference  that  he  has  a  right  to  urge  the  un- 
patentability of  the  issues  to  either  party  at  the  final  hearing  under 
Rule  130  and  to  take  testimony  In  supi)ort  thereof.  Held  that  the  con- 
tention Is  erroneous  and  that  this  rule  i)ermlts  a  party  to  urge  the 
non-patentability  of  a  claim  to  his  opiK)nent  as  a  basis  for  the  decision 
upon  priority  of  invention  only  when  it  is  material  to  his  own  right 
to  a  patent.  Id, 
35.  Testimony — Use  in  Subsequent  Interference. — Where  the  real  parties 
In  Interest  In  a  pending  Interference  are  the  same  as  In  a  prior  Inter- 
ference and  the  Inventions  Involvwl  are  substantially  the  same,  per- 
mission may  be  obtained,  under  the  provisions  of  Rule  157,  to  use  \sl 
the  pending  Interference  the  testimony  takeu  V\i  l\iti  IvixvAviY  \\\\5StV«t 
ence.    Beall,  jr.,  v.  Lyon,  116. 
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at  any  definite  time  in  the  future,  if  at  all.  Held  that  in  so  far  as  the 
answers  given  on  direct  examination  were  not  tested  by  cross-examina- 
ticm  the  deposition  should  not  be  considered.  Munater  v.  Ashtoorth, 
156. 

42.  Depositions — Nonos  of  Taking — Notice  Waived. — Where  a  record  as 
made  up  by  the  officer  before  whom  testimony  is  taken  in  an  interfer- 
ence proceeding  shows  that  counsel  for  one  of  the  parties  desired  to 
examine  certain  witnesses  as  to  whom  no  notice  had  been  given  by 
opposing  counsel  and  the  latter  stated  that  while  he  had  no  objection 
to  their  direct  examination  he  did  not  care  to  cross-examine  and  there- 
upon went  away.  Held  that  the  depositions  of  such  witnesses  v^ill  not 
upon  motion  be  stricken  out  because  of  lack  of  notice,  notwithstanding 
an  aflldavit  by  counsel  stating  that  he  had  refused  to  take  the  testi- 
mony of  such  witnesses.    Id. 

4S.  Evidence — Consideration  of  Deposition — Failube  to  Afford  Oppor- 
tunity FOR  CBoss-EtAMiNATioN. — Where  a  witness  after  testifying  on 
his  own  behalf  and  after  answering  a  few  questions  on  cross-examina- 
tion states  that  he  is  unable  to  withstand  the  i^train  of  cross-examina- 
tion and  leaves  the  stand  and  his  counsel  refuses  to  ask  for  an  exten- 
sion of  time  for  taking  testimcmy  in  order  that  the  witness  may  be 
cross-examined  at  some  time  in  the  future,  alleging  that  the  witness  is 
in  such  bad  physical  condition  that  there  is  no  prospect  of  his  being 
able  to  testify  within  a  year,  if  at  all,  Held  that  counsel,  knowing  the 
condition  of  the  witness,  should  either  have  refrained  from  offering 
him  as  a  witness  in  his  own  behalf  or,  having  done  so,  should  have 
consented  to  some  reasonable  postponement  Under  such  circumstances 
the  direct  examination  should  have  been  excluded  upon  motion.  *Mun- 
Bier  V.  Ashworth,  556. 

44.  Same — Affidavit  Attached  to  Deposition. — ^An  affidavit  of  a  physician 

attached  to  a  deposition,  setting  forth  the  physical  condition  of  a  wit- 
ness who  has  left  the  stand  during  cross-examination  because  of  ina- 
bility to  stand  the  strain  of  cross-examination,  forms  no  part  of  such 
deposition.  The  affiant  should  have  been  called  and  sworn  to  testify 
as  a  witness.    */(f. 

45.  Priority — Ck)NCEALMENT   of   Invention. — If  there   be   concealment   or 

suppression  of  the  invention,  the  field  lies  open  to  be  occupied  by  a  more 
diligent,  though  later,  inventor,  who  when  he  has  not  only  put  the  in- 
vention into  public  use,  but  has  also  obtained  a  patent  for  it,  cannot 
be  divested  oi;  his  right  to  hold  the  field  except  upon  proof  beyond  a 
reasonable  doubt  that  the  earlier  and  more  negligent  inventor  has  not 
gone  back  to  an  abandoned  device  or  a  device  suppressed  or  concealed 
in  order  to  establish  a  prior  right    ^Richards  v.  Burkholder,  5G3. 

46.  Suggestion  of  Claims  Under  Rule  96 — Practice — Inventor  and  As- 

signees Personally  Notified. — In  all  cases  where  claims  are  sug- 
gested for  the  purpose  of  Interference  under  the  provisions  of  Rule  96, 
copies  of  the  letter  containing  the  suggested  claims  will  be  sent  to  the 
applicant  and  to  the  assignees,  if  the  Invention  is  assigned,  as  well  as 
to  the  attorney  of  record.    Ex  parte  Doebler,  183. 

47.  Intervention  by  Exclusive  Licensee. — An  exclusive  licensee  of  an  in- 

vention will  not  be  permitted  to  intervene  in  the  prosecution  of  an 
interference  so  long  as  the  interference  is  being  prosecuted  in  good 
faith  by  his  licensor.  In  re  The  National  Railway  Materials  Com- 
pany, 193. 
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48-  Same — ^Access  to  Records. — Where  it  appears  that  the  inventor  has 
entered  the  employment  of  a  company  which  is  the  assignee  of  his 
opponent  in  an  interference  proceeding,  the  exclusive  licensee  of  said 
inventor  will,  upon  request,  be  furnished  with  copies  of  all  notices  in 
the  interference  and  papers  accompanying  the  same,  including  the  pre- 
liminary statements,  when  approved,  and  the  notices  for  taking  testi- 
mony, and  will  also  be  permitted  to  be  present  at  all  proceedings  in 
the  interference.    Id. 

49.  Motion  to  Transmit  Motion  to  Amend — Delay. — Where  the  Primary 

Examiner  refused  to  dissolve  an  interference  on  the  ground  that  the 
senior  party  had  no  right  to  make  the  claims,  but  the  Examiner  of  In- 
terferences under  Rule  130  decided  that  he  had  no  right  to  make  the 
claims.  Held  that  this  state  of  facts  was  sufficient  to  excuse  delay  in 
bringing  a  motion  to  amend  the  issue  under  the  practice  announced  in 
Churchward  v.  Douglas  v.  Cutter  (C.  D.,  1903,  389;  106  O.  G.,  2016,) 
especially  in  view  of  the  recent  decisions  of  the  court  of  appeals  in 
Blackford  v.  Wilder  {ante,  491;  127  O.  G.,  1255)  and  Horine  v.  Wende 
(ante,  615;  129  O.  G.,  2858.)     Becker  v.  Otis,  197. 

50.  Limit  of  Appeal. — Where  a  Judgment  on  the  record  is  rendered  and  a 

limit  of  appeal  set,  the  running  thereof  is  not  stayed  by  filing  a  petition 
to  set  the  case  down  for  hearing  under  Rule  130.  Pym  v.  Hadaicay, 
209. 
51«  Practice — Rule  130. — A  refusal  to  reopen  a  case  to  permit  Examiner  of 
Interferences  to  consider  a  petition  and  set  case  down  for  hearing  under 
Rule  130  proper  where  it  appears  from  a  consideration  of  the  record 
that  the  question  sought  to  be  raised  is  not  one  of  priority.    Id, 

52.  Same — Same. — A  party  is  deprived  of  no  rights  by  a  refusal  to  set  for 

hearing  under  Rule  130  a  case  where  the  objections  urgetl  against  one 
party's  case  apply  equally  well  to  that  of  the  other.    Id. 

53.  Two  Applications   for   Same   Invention — F^ablier   Involved — Refusal 

OF  Patent  on  Later. — Where  a  party  whose  ai)plication  is  involved  in 
Interference  proceedings  presents  another  application  based  ui)on  the 
invention  involved  in  the  interference,  it  is  proper  to  refuse  a  iiatent 
ni)on  the  later  application  until  the  interference  has  been  terniinatwl. 
In  such  case  it  is  just  to  suspend  action  on  the  later  application,  •/n 
rv  Wickers  and  Furlong,  COS. 

54.  Reopening — Delay   in    Bringing    Motion — Originality. — Where    after 

judgment  had  been  rendered  against  C,  a  junior  party,  for  failure  to 
take  testimony,  and  later  in  another  interference  S.  admitted  a  disi- 
closure  of  the  issue  of  this  interference  to  him  by  C,  but  C.  waited 
over  a  year  after  obtaining  knowledge  of  this  fact  before  bringing  a 
motion  to  reopc»n,  Held  that  the  long  delay  indicates  that  the  motion 
was  not  brought  in  good  faith,  but  merely  for  the  purpose  of  delay,  and 
the  motion  to  reopen  denieil.  Clausen  v.  Dunbar  v.  Schellcngcr.  212. 
C3.  Same — Evidence  of  Originality  I^ng  After  Final  ^Judgment  Not 
Received. — AVhere  judgment  was  rendered  against  C.  by  default  and 
long  afterward  it  api3eared  from  testimony  in  a  different  interference 
that  C.  disclosed  the  invention  to  S.,  the  successful  part.t,  Held  that  C 
having  failed  to  contest  the  question  of  orfginallty  or  to  move  promptly 
to  have  the  case  reopened  for  the  introduction  of  newly-discovertd 
evidence  as  to  this  fact,  has  no  greater  right  to  contest  the  |>ateDta- 
bility  of  the  issue  to  S.  than  any  other  member  of  the  public  and  that 
right  of  S.  to  make  the  claim  is  not  a  matter  for  inter  partes  consid- 
eration.   Id. 
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56.  Recommendation  of   EiXAMiNEBS-iN-CHiEF  Under  Rule  126 — Nor  De- 

cided BY  Commissioner  Without  Remanding  to  Pbimabt  Examines. — 
The  recommendation  of  the  Examiners-in-Chief  that  the  issue  is  not 
patentable  is  not  a  final  decision  of  this  question  by  them,  and  as  the 
statutes  provide  for  appeals  to  the  Ck)urt  of  Appeals  of  the  District  of 
Ck)lumbia  omly  after  successive  appeals  have  been  taken  to  the  Exam- 
iners-in-Chief  and  the  Commissioner  from  a  second  rejection  of  the 
Primary  Examiner  the  question  of  patentability  will  not  be  reviewed 
by  the  Commissioner  until  it  has  been  finally  passed  upon  by  the  lower 
tribunals.    Serrell  v.  Donnelly,  217. 

57.  Same — ^Action   by   Pbimaby    Examines— Practice. — ^Where   a    case    is 

remanded  to  the  Primary  Examiner  by  the  Commissioner  upon  refer- 
•ence  by  the  Examiners-in-Chief  under  Rule  126,  the  Primary  Examiner 
will  enter  a  jn-o  fotma  rejection  of  the  claims.  (Holz  v.  Hewitt,  ante, 
88;  127  O.  G.,  1992.)  He  may,  however,  in  such  action  include  any 
recommendation  he  may  deem  proper  in  order  that  the  E2xaminers-in- 
Chief  may  have  the  benefit  of  his  expert  knowledge  of  the  art  if  the 
case  comes  before  them  on  appeal.    Id, 

58.  Extension  of  Time  fob  Taking  Testimony — Psactice. — It  is  well  settled 

that  no  appeal  lies  from  the  decision  of  the  Examiner  of  Interferences 
on  motion  to  extend  the  time  for  taking  testimony,  and  the  sufficiency 
of  the  showing  made  in  support  of  the  motion  will  not  be  considered  by 
the  Commissioner  on  petition  except  in  cases  where  it  appears  that 
there  has  been  a  clear  abuse  of  discretion  operating  to  the  injury  of 
one  of  the  parties.  Wickers  and  Furlong  v.  Weinwurm,  219. 
50.  Inteblocutoby  Decision. — ^A  decision  of  the  Commissioner  of  Patents 
dissolving  an  interference  is  not  a  final  order.  *The  Union  Distilling 
Company  v.  Schneider,  613. 

60.  Same — Jubisdiction  of  Coubt  of  Appeals  of  Distbict  op  Columbia. — 

The  court  of  appeals  has  no  Jurisdiction  to  consider  an  appeal  from  a 
decision  of  the  Commissioner  of  Patents  which  is  not  a  final  order,  and 
such  an  appeal  will  be  dismissed    *Id, 

61.  Appeal  to  Coubt — Amendment  of  Reasons  of  Appeal. — Although  neither 

the  rules  of  the  court  of  appeals  of  the  District  of  Columbia  nor  of  the 
Patent  Office  mention  amendments  to  the  reasons  of  appeal,  when  such 
amendment  is  made  in  due  time  to  correct  an  assignment  of  error  that 
may  not  be  sufficiently  specific  or  some  inadvertence  in  its  preparation 
and  no  possible  injury  could  be  done  the  opposing  party  there  appears 
to  be  no  reason  why  it  should  not  be  permitted.    *Horine  v.  Wende,  615. 

62.  Pbiobity — Second  Intebfebence — Res  Adjudicata. — Where  Judgment  is 

rendered  in  an  interference  proceeding  in  the  Patent  Office  holding  that 
the  issue  was  limited  to  matters  not  found  in  certain  exhibits  upon 
which  a  party  relies  for  an  award  of  priority,  although  such  party  con- 
tends to  the  contrary,  and  no  appeal  is  taken  from  such  holding  and  the 
case  is  finally  decided  adversely  to  such  party.  Held  that  in  a  subse- 
quent interference  between  the  same  parties  on  an  issue  which  is  the 
same  as  the  prior  issue,  with  the  exception  that  in  the  second  interfer- 
ence such  limitations  were  omitted,  the  question  of  priority  is  res  adju- 
dicata.   *Id. 

63.  Reopening. — An  interference  will  not  be  reopened  for  the  purpose  of  in- 

troducing newly-discovered  evidence  where  it  does  not  appear  that  ^^^ 
evidence  could  not  have  been  discovered  at  the  time  of  taking  testiix^^*^^^* 
Latshaw  v.  Duff  v.  Kaplan,  254. 
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64.  Appeal — Reheahino. — An  appeal  from  the  ExaminerfhlD-Chief  will  not 

be  reheard  tor  the  purpose  of  considering  a  patent  of  one  of  the  parties 
to  the  interference  which  is  not  in  eridence.    14. 

65.  Testimony — Surrebuttal. — ^Where  an  inventor  testifying  in  rebuttal  on 

behalf  of  his  opponent  denies  that  he  is  the  inventor  of  a  part  of  the 
invention  in  issue,  his  testimony  constitutes  such  legal  surprise  as  will 
entitle  his  assignee,  who  is  prosecuting  the  invention,  to  take  surre- 
buttal testimony.    Sandage  v.  Dean  v.  Wright  v.  McKemie,  259. 

66.  Same — Same. — Where  the  instances  alleged  to  show  tliat  the  inventor 

has  testified  falsely  amount  to  no  more  than  a  difference  of  opinion  be- 
tween the  witness  and  the  alfiant,  a  motion  to  take  surrebuttal  testi- 
mony should  be  denied.    Id, 

67.  Access  to  Records  of  Another. — ^Wliere  S.  requested  copies  of  the  de- 

cision of  the  Examiner  upon  a  motion  for  dissolution  in  another  inter- 
ference to  which  F.  was  a  party  and  which  is  referred  to  in  F.*8  record. 
Held  that  since  S.  was  not  a  party  to  the  other  interference  and  the 
claims  forming  the  issue  of  that  interference  are  not  made  by  S.  he 
should  be  denied  access  to  the  record  of  tliat  interference,  even  though 
the  issue  thereof  is  based  upon  the  same  structure  as  that  upon  wMch 
the  claims  in  the  present  interference  are  drawn.  8tone  v.  Fessendcn, 
282. 

68.  Suspension — Postponement  of  Time  for  Opening  Preliminary-  State- 

ments.— An  interference  relating  to  a  machine  will  not  be  susp^ided 
and  the  time  for  opening  the  preliminary  statements  postponed  iu 
order  that  one  of  the  parties  may  take  out  a  patent  upon  an  applica- 
tion covering  a  closely  related  process  not  involved  in  the  interference 
before  the  existence  of  such  application  is  discovered  by  his  opponent 
through  access  to  the  machine  application  which  contains  a  cross-ref- 
erence thereto.    Ex  parte  Field,  284. 

69.  Priority — ^Appeal  to  Court — Sufficiency  of  Disclosure  Considered.— 

AVliother  or  not  an  application  Involved  in  interference  discloses  the 
subject-matter  in  issue,  and  therefore  whether  or  not  the  interference 
is  properly  declared,  is  a  question  to  be  ordinarily  determined  by  the 
Patent  Office  (Ostergren  v.  Tripler,  C.  D.,  1901,  350;  95  O.  G.,  837;  17 
App.  D.  C,  558;  Herman  v.  Fullman,  C.  D.,  1904,  625,;  109  O.  G.,  ISS-S; 
23  App.  D.  C,  2G4,  265)  ;  but  in  extreme  cases  where  palpable  error 
has  been  committed  the  court  may  review  the  decision  of  the  Patent 
Office  on  this  point.  (Podlesak  and  Podlesak  v.  Mclnnemey,  C.  D.. 
1906,  558;  120  O.  G.,  2127;  26  App.  D.  C,  399.)  *MacMulkin  v.  BoUec. 
660. 

70.  Consideration  of  Patentability  on  Appeal  on  Priorpty — Supervisory 

Authority. — The  question  of  the  patentability  of  issue  will  be  consid- 
ered on  api)eal  on  priority  only  under  the  supervisory  authority  of  the 
Commissioner  for  the  purpose  of  correcting  a  manifest  error.  DUvn 
and  Marsh  v.  Graven  and  Whittemore,  311. 

71.  Judgment  on  Record — Order  to  Show  Cause — Sufficiency  of  Show- 

ing.— Where  in  resjionse  to  an  order  to  the  junior  party  to  show  cause 
why  judgment  of  priority  could  not  be  rendered  against  him  because* 
his  alleged  date  of  conception  was  subsequent  to  the  filing  date  of  the 
senior  party  the  junior  party  tiles  a  statement  alleging  that  certain  of 
the  counts  are  spwitic  to  his  structure  and  that  th<»  subject  inatt»»r 
covered  thereby  was  not  shown  or  described  by  the  senior  party.  Held 
to  be  insufficient,  as  the  question  sought  to  be  raised  was  one  which 
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shoold  have  been  raised  by  a  motion  to  dissolve  rather  than  by  the 
mere  filing  of  a  statement.    Felhel  v.  Fosp,  312. 

72.  Delay  in  Filing  Motion — Chabacteb  of  Showing  Requibed.— A  mere 
imyerifled  statement  accompanying  a  motion  filed  one  day  late  stating 
that  the  motion  should  not  be  brought  sooner  on  account  of  other  worl^ 
is  Insufilcient.  A  showing  in  excuse  for  delay  should  be  under  oath, 
and  it  should  state  facts  from  which  the  Office  may  judge  whether  or 
not  the  delay  was  excusable.    Id, 

78.  Pbactice — Adhebxnce  to  Rules  Necgessaby. — While  it  is  not  the  desire 
of  the  Office  to  be  too  technical,  it  is  better  to  insist  upon  a  reasonable 
and  just  compliance  with  the  rules  of  the  Office^  though  it  may  woric 
a  hardship  in  an  individual  case,  than  to  adopt  a  course  that  would 
result  practically  in  abrogating  the  rules,  with  consequent  confusion. 
{KeUer  y.  Wet  hey  v.  Boherts,  C.  D.,  1807,  157;  81  O..G.,  331;  Bates  v. 
Qawie,  C.  D.,  1800,  164;  88  O.  G.,  1336.)     Id. 

74.  Final  Judgment  by  Patent  Office — ^Appeal  to  Ck)UBT  Pending. — Judg- 

ment in  an  interference  proceeding  will  not  be  made  final  by  the  Pat- 
ent Office  after  the  filing  of  a  notice  of  appeal  to  the  court  of  appeals 
of  the  District  of  Columbia  and  pending  such  appeal,  on  the  ground 
that  such  notice  was  filed  one  day  outside  the  forty-day  period  set  by 
the  rules  of  that  court  for  filing  notice  of  appeal,  it  being  regarded  as 
within  the  discretion  of  the  court  to  waive  a  strict  adherence  to  the 
rule  and  to  entertain  the  appeal  notwithstanding  the  delay  in  filing 
the  notice.    Proutt  v.  Johnston  and  Johnston,  318. 

75.  Pbactice  Undeb  Rule  124 — SupebVisoby  Authobity  of  Commissioneb. — 

No  appeal  lies  from  a  favorable  decision  on  the  right  to  make  the  claims 
or  the  identity  of  meaning  of  the  counts  in  the  cases  of  different  par- 
ties, and  such  a  decision  will  be  reviewed  on  petition  in  the  exercise 
of  the  Commissioner's  supervisory  authority  only  to  correct  some 
palpable  error  in  the  decision  which  is  clear  and  evident  on  its  face. 
lApschutz  V.  Floyd,  310. 
78fc  Pbeliminaby  Statement — Second  Pboposed  Amendment — Showing  Re- 
quibed.— Where  after  decision  upon  a  motion  for  dissolution  a  party 
moves  to  amend  his  preliminary  statement  and  it  is  held  that  the  show- 
ing in  support  thereof  is  insufficient  to  warrant  such  amendment,  a 
second  motion  to  amend  will  not  be  granted  where  no  good  reason  ap- 
pears why  the  showing  then  made  could  not  have  been  presented  In 
connection  with  the  first  motion.  Parties  cannot  be  permitted  to  try 
their  cases  piecemeal  and  exi>erimen tally.     Borg  v.  Strauss,  320. 

77.  Same — Same — Same. — Amendments   to    preliminary    statements   are   to 

be  permitted  after  a  party  has  had  an  opportunity  to  inspect  his  oppo- 
neDt's  case  only  in  cases  where  bona  fide  mistakes  of  fact  have  been 
made  and  a  full  and  «lear  showing  is  made  that  there  was  no  negli- 
gence in  discovering  the  true  facts.    Id, 

78.  CoNSTBUCTioN  OF  IssuE — EQUIVALENTS. — Where  the  claim  in  issue  calls 

for  a  "  plurality  of  blast  nozzles,"  a  device  which  has  an  "  oscillating 
blast  nozzle"  cannot  be  considered  as  a  reduction  to  practice  on  the 
ground  that  it  is  an  equivalent.  In  the  consideration  of  an  Interference 
the  Patent  Office  Is  no  more  competent  than  the  courts  to  say  that  an 
element  which  an  applicant  has  placed  In  his  claims  is  an  Immaterial 
one.  (Streat  v.  Freckleton,  C.  D.,  1800,  85;  87  O.  G.,  605.)  Collom  v. 
Thurman,  330. 
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79.  Same. — While  applications  are  pending  in  this  Office  the  claims  thereof 
will  be  construed  as  broadly  as  the  ordinary  meaning  of  the  language 
employed  will  permit    Junge  v.  Harrington,  340. 

.80.  Same. — The  party  who  first  presents  claims  should  not  later  be  heard 
to  urge  limitations  upon  the  terms  thereof  which  might  readily  have 
been  expressed  therein  had  it  been  intended  that  they  should  be  so 
restricted.    Id. 

81.  Rule  130. — Rule  130  does  not  confer  upon  a  party  the  absolute  right  to 

contest  his  opponent's  right  to  a  claim,  but  allows  him  to  do  so  only 
when  the  objections  urged  against  his  opponent's  right  to  make  the 
claim  do  not  apply  with  equal  force  to  his  own  case.  Pym  v.  Hada- 
way,  344. 

82.  Limit  of  Appeal  from  Decision  on  Priority. — The  bringing  of  motions 

or  the  taking  of  petitions  to  the  Commissioner  will  not  stay  the  run- 
ning of  the  limit  of  appeal  from  a  decision  on  priority.    Id, 

83.  Preliminary   Statement — ^Amendment — Carrying  Back   Date  of  Re- 

duction TO  Practice. — The  junior  party  to  an  interference  permitted 
to  amend  his  preliminary  statement  by  carrying  the  date  of  the  produc- 
tion of  two  full-sized  devices  from  a  date  subsequent  to  the  opponent's 
filing  date,  on  which  the  opponent  alone  relies  for  reduction  to  practice, 
to  a  date  prior  thereto,  where  the  motion  to  am^nd  was  brought  only 
thirteen  days  after  the  filing  of  the  original  statement  and  before  any 
testimony  was  taken  and  where  it  appears  from  affidavits  filed  that 
prior  to  the  execution  of  his  first  preliminary  statement  he  examined 
such  records  and  consulted  with  such  persons  as  would  in  his  opinion 
enable  him  to  secure  all  the  necessary  facts.    Davis  v.  Kcnnard,  3.V». 

84.  Evidence — Private   Diary    in    Shorthand. — An    inventor   after   having 

tostifiod  in  regard  to  his  conception  and  the  work  done  thero<in  produced 
a  shorthand  diary  and  read  a  number  of  entries  from  the  diary  showing 
dates  and  memoranda  of  work  done.  Of  this  evidence  the  court  said: 
*'  Burson  is  a  man  over  seventy  years  of  age  and  appears  to  have  kept 
a  diary  for  fifty  years  in  which  he  made  a  daily  record  of  events. 
There  is  nothing  in  the  appearance  of  this  diary  to  excite  suspicion. 
The  dates  follow  consecutively.  It  is  true  that  the  record  is  in  short- 
hand after  the  Pittman  system;  but  it  appears  that  interpretation 
thereof  could  be  made  with  sufficient  certainty  by  one  skilled  in  that 
method.  *  *  *  \Ve  see  no  substantial  difference  between  this  and 
the  ordinary  use  of  memoranda  by  a  witness  to  refresh  his  memory." 
*  Burson  v.   Vogcl;  6G0. 

85.  Rioht  to   Make  Claims — Res   Ad.tudicata. — Where  the   Examiner,  on 

a  motion  to  dissolve,  holds  that  a  party  has  a  right  to  make  the  claims 
in  issue  and  upon  ix>tition  to  the  Commissioner  by  the  opposing  party 
asking  him,  nndor  his  supervisory  authority,  to  review  the  favorable 
decision  of  the  lOxaniiner  the  Commissioner  refuses  to  pass  ni^>n  the 
question,  it  cannot  be  successfully  urged  that  the  question  of  the  right 
of  such  party  to  make  the  claims  is  res  ad  judicata.  Hopkins  v.  Yrir- 
7nan,  356. 

86.  Priority — Second    Interference — Bes    Ad.tt'dicata. — As    to    claims    in- 

volved in  a  second  interference  between  the  same  parties  which  (»oul«l 
have  ])een  made  in  the  first  interference,  /Ichl  that  a  final  decision  in 
the  first  interference  on  the  question  of  priority  renders  that  question 
res  adjudicatd.    Id, 
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87.  Printing  Testimony. — The  fact  that  the  senior  party  took  no  testimony 

is  not  a  sufficient  reason  for  waiving  the  requirements  of  Rule  162. 
Albers  Bros.  Milling  Company  v.  Forrest,  368. 

88.  Indefinite  Motion — ^Amended  Motion — Transmission. — It  is  well  set- 

tled that  piecemeal  action  cannot  be  permitted;  but  where  a  party 
acting  in  good  faith  files  a  motion  which  is  held  to  be  indefinite  and 
an  amended  motion  curing  the  informalities  is  promptly  filed  within  the 
limit  of  appeal  set  from  the  previous  decision  the  amended  motion* 
should  be  transmitted.    Gold  v.  Gold,  377. 

89.  Priority — Foreign  Patent  as  Bar  Not  Ck)Nsn>ERED. — Where  the  proofs 

of  the  junior  party  to  an  interference  are  insufficient  to  overcome  the 
date  of  a  foreign  patent  granted  to  the  senior  party,  the  question 
whether  a  foreign  patent  granted  to  such  senior  party  stands  as  a  bar 
to  the  allowance  of  his  United  States  application  will  be  left  for  ex 
parte  consideration  after  the  termination  of  the  interference.  Ouenif- 
fet,  Bcnoity  and  Nicault  v.  Wictorsohn,  379. 
00.  Same — Conception — Knowledge  in  This  Country  by  Foreign  In- 
^-ENTOR. — Mere  knowledge  of  an  invention  in  this  country  by  a  foreign 
inventor  or  his  agent,  Held  not  equivalent  to  a  conception  of  the  in- 
vention in  this  country.    Id, 

91.  Preijminary  Statement — ^Amendment — Mistake  of  Law. — ^An  amend- 

ment to  a  preliminary  statement  will  not  be  permitted  upon  the  allega- 
tion of  the  moving  party  that  at  the  time  of  the  declaration  of  the 
interference  he  supposed  that  the  issue  was  restricted  to  the  machine 
shown  in  the  application,  but  that  he  later  learned  that  the  Examiner 
construed  it  so  broadly  as  to  read  on  a  prior  application,  where  it  did 
not  appear  that  the  Examiner  had  construed  the  issue  except  by  declar- 
ing the  interference,  and  that  the  Examiner  had  held,  on  a  motion  to 
shift  the  burden  of  proof,  that  the  issue  was  not  readable  upon  the 
earlier*  application.  In  any  event  the  mistake  was  one  of  law  and 
affords  no  ground  for  amendment.    Miller  v.  Wallace,  391. 

92.  Priority — Constructive  Reduction  to  Practice  Overcome  by  Publica- 

tion.— A  published  description  of  an  invention  by  the  inventor  describ- 
ing the  invention  in  sjch  full  and  intelligible  manner  as  to  enable  per- 
sons skilled  in  the  art  to  understand  the  operation  of  the  invention  and 
to  carry  it  into  practical  use  is  sufficient  to  overcome  the  filing  date  of 
the  application  of  the  opposing  party.    Marconi  v.  Shoemaker,  392. 

93.  Originality — Failure    to    Assert    Claim    to    Invention. — Where    W. 

stated  in  the  presence  of  K.  and  a  witness  that  he  proposed  to  file  an 
application  for  patent  for  an  invention  which  each  now  claims  to  have 
made  and  K.  at  that  time  made  no  protest,  but  a  few  days  later  went 
to  W.  and  asked  to  have  his  name  in  the  patent.  Held  that  as  it  ap- 
peared that  W.  was  at  the  head  of  the  business  and  was  a  man  of 
violent  temper  and  that  K.  made  it  a  practice  not  to  dispute  W.  in  the 
presence  of  others,  and  in  view  of  the  fact  that  K.  was  an  intelligent 
man  at  the  head  of  a  large  department  his  request  to  have  his  name  in 
the  patent  indicated  that  he  regarded  himself  at  that  time  to  be  the 
inventor  of  the  process  in  issue.     Weidmann  v.  Knup,  404. 

94.  Same — Silence  After  Filing  Application. — A  failure  to  assert  the  origi- 

nation of  an  invention  by  a  subordinate  officer  against  the  claims  of  his 
superior  cannot  be  regarde<f  as  acquiescence  in  the  sui)erior  officer's 
claims  to  the  invention  where  prior  to  that  time  the  subordipate  officer 

'    had  filed  an  application  for  such  invention.    Id. 

30997— H.  Doc.  470, 60-1 47 
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INTERFERENCE  PROCEEDINGS.  See  Amendments,  4;  Interference,  21,  39, 
42;  Motion  to  Dissolve  Interference,  15. 

INTERLOCUTORY  DECISION.    See  Interference,  59. 

INTER  PARTES  CASES. 

Service — Petitions  and  Motions. — ^All  petitions  and  motions  in  inter  partes 
cases  must  be  accompanied  by  proof  of  service  or  by  copies  to  be  for- 
warded by  the  Office.    Browne  v.  Stroud,  57. 

li^TERSTATE  COMMERCE.    See  Trade-Marks,  78. 

INTERVENING  RIGHTS.    See  Reissue  Applications,  3,  5. 

INVALID  REGISTRATION.    See  Trade-Marks,  48. 

INVENTION.  See  Concealment  of  Invention;  Conception  of  Inventum;  De- 
signs, 2;  Patentability;  Priority  of  Invention;  Reduction  to  Practice, 
6,9. 

1.  Patentability — Carrying  Forward  an  Old  Idea. — Wliere  the  prior  art 

disclosed  a  train  of  gearing  i)ositively  connecting  the  hour,  minute,  and 
second  hands  of  a  time  mechanism,  whereby  the  rotation  of  one  would 
cause  the  proper  relative  movement  of  the  others,  and  it  also  disclosed 
a  winding  and  setting  mechanism  controlling  the  projKjr  relative  rota- 
tion of  the  minute  and  hour  hands,  it  did  not  amount  to  invention  t«i 
insert  an  additional  gear  and  i)inion  in  the  latter  mechanism  to  secure 
the  proper  i)08ition  of  the  second-hand  with  relation  to  the  minute  and 
hour  hands  uiK)n  operation  of  the  setting  mechanism.  *In  re  Volkmann 
and  Traux,  4G2. 

2.  Same — Rearrangement  of  Elements  of  Commnation. — Where  a  given 

combination  of  elements  is  old  in  an  automatic  comi)uting-scale  of  the 
horizontal  type  and  the  prior  art  also  shows  a  computing-scale  ar- 
ranged vertically,  although  it  was  not  entirely  automatic,  a  claim  an- 
ering  a  rearningonicnt  of  the  elements  of  the  automatic  horizontal 
scale  to  provide  a  vertical  construction  can  be  sustained  only  to  a 
liniit(Ml  extent.  *Computinfj  i<calc  Company  of  America  v.  The  Autfh 
mntiv  ^calr  Company,  (JSJ. 

3.  Samk. — Change  of  Location. — The  change  of  location  of  projections  on 

the  seat  portion  of  a  bed  couch,  Held  to  relate  to  mechanical  skill.  Kx 
parte  IJory,  lOS. 

4.  Same — Same. — The  change  in  location  of  projections  on  the  si»at  iH»rti(m 

of  a  bed  couch  from  the  upper  to  the  lower  side  of  the  seat  does  not 
amount  to  invention.  It  is  possible,  but  not  apparent,  that  a  \>vUvt 
balance  of  the  seat  and  back  is  securtni  by  changing  these  projections. 
It  is  iM)ssil)le  that  a  more  attractive  exterior  is  thereby  presente<i.  It 
is  possible  that  a  more  salable  article  is  thereby  sei'ured :  but  all  this 
does  not  prove  originality  of  invention.  While  courts  dt»al  libenilly 
with  inventors  in  sustaining  patents  having  but  slight  distinctions  over 
prior  structures,  they  do  not  and  ought  not  to  permit  the  real  inventor 
to  be  dei)rived  of  the  fruits  of  his  genius  and  labor  by  a  mere  copyist. 
*In  re  Hocy,  510. 

5.  Same — Substitution  of  Equivalents. — Where  it  is  old  to  heat  exhaust 

air  Jis  it  passers  from  the  high-i»ressure  to  the  low-pri»ssure  cylinder  of 
a  compound  air  engine  by  means  of  a  licpiid  substance,  and  it  is  als«» 
old  to  use  atmospheric  air  to  impart  heat  to  air  within  a  receptacle,  it 
does  not  amount  to  invention  to  substitute  the  latter  heating  meiiium 
for  the  former.    *ln  re  Jfodyrs,  .543. 

6.  Same — Process  of  Makin(;-Keady  Printing  Plates. — After  the  generic 

process  of  preparing  i)rinting  plates  with  projecting  iiortious  on  the 
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back  thereof  and  pressing  these  to  the  face  of  the  plates,  giving  a 
graduated  surface,  has  been  claimed,  and  the  specific  mode  of  prepar- 
ing the  plates  by  the  use  of  photolithographing  and  etching  has  also 
been  claimed,  there  is  nothing  left  to  claim  in  a  separate  application 
as  a  separate  invention  as  a  process  of  malcing-ready  printing  plates. 
What  remains  would  api)ear  to  be  a  mere  carrying  out  of  the  purposes 
of  the  original  invention,  which  ought  to  be  obvious  to  slcilled  workers 
in  the  art— *ln  re  Wickers  and  Furtonff,  608. 

7.  SaiiIsj — Changes  Involving  Mechanical  Skill  Only — No  Invention. — 

Where  the  device  shown  in  the  application  differs  from  that  of  a  prior 
patent  merely  in  the  shai)e  of  the  grooves  in  which  a  sealing  mixture 
is  to  be  placed,  Held  that  it  would  be  a  mere  matter  of  mechanical 
skill  to  adapt  the  shai>e  of  the  groove  to  the  nature  of  the  sealing  ma- 
terial to  be  used.    Ex  parte  Williams,  28G. 

8.  Same — Same. — Where  the  claim  is  distinguishable  from  the  prior  art 

by  a  more  arbitrary  variation  w^hich  amounts  only  to  a  change  in  me- 
chanical design.  Held  tliat  such  a  claim  is  unpatentable.  *In  re  Wil- 
liams, CG4. 

IRREGULARITY  IN  DECLARATION  OF  INTERFERENCE,  t^ee  Motion  to 
Dissolve  Interference,  27,  41,  42,  All. 

JOINT  AND  SOLE  APPLICANTS.     Sec  Interference,  9. 

JOINT  APPLICATIONS.     Stx;  Abandonment  of  Applications,  6,  7,  8. 

JOINT  INVENTORS.     Sec  Abandonment  of  Applications,  6,  7,  8. 

JUDGMENT  OF  THE  I»ATENT  OFFICE  IN  INTERFERENCE  PROCEED- 
INGS.    See  Interference,  74. 

JUDGMENT  ON  THE  RECORD.  See  Interference,  50,  71;  Motion  to  Dissolve 
Interference,  37,  39. 

JURISDICTION  OF  THE  COMMISSIONER  OF  PATENTS.  See  Appeal  to 
the  Court  of  Appeals  of  the  District  of  Columbia,  3;  Interference,  24. 

JURISDICTION  OF  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF 
COLUMBIA.  Appeal  to  the  Court  of  Appeals  of  the  District  of  Co- 
lumbia, 2;  See  Interference,  60. 

JURISDICTION  OF  THE  EXAMINER.    See  Motion  for  Rehearing,  1,  2,  3,  G. 

JURISDICTION  OF  THE  EX^VMINERS-IN-CHIEF. 
'  Cases  **  Pending  "  Before. — Cases  are  considered  to  be  **  pending  before  " 
the  Examlners-ln-Chief  for  the  purpose  of  entertaining  a  motion  for 
rehearing  (Rule  142)  until  the  exi>iratiou  of  the  statutory  period  or 
specified  limit  of  appeal  or  until  such  appeal  shall  have  been  taken. 
Ex  parte  Floyd,  195. 

JURISDICTION  OF  THE  SUPREME  COURT  OF  THE  DISTRICT  OF  CO- 
LUMBIA.    See  Mandamus,  5,  6. 

LABELS.     See  Trade-Marks,  90,  144. 

1.  The  Words  *'  Red  Cross  "  Refused  Registration  in  View  of  the  Act 

OF  January  5,  1905. — The  words  "  Roil  Cross,"  whether  construed  as 
**  the  sign  of  the  Red  Cross"  expressed  in  language  or  as  the  alterna- 
tive of  the  sign  "  Red  Cross,"  clearly  come  within  the  spirit  and  intent 
of  the  provisions  of  section  4  of  the  act  entitliHl  *'Au  act  to  incorix)rate 
the  American  National  Ited  Cross,"  approved  January  5,  1905,  prohib- 
iting the  use  of  **  such  sign  or  any  insignia  colored  in  imitation  tliereof 
for  the  purposes  of  trade  or  as  an  advertisement  to  induce  the  sale  of 
any  article  whatsoever.    Ex  parte  *S7mj/.v.s,  l.*i3. 

2.  Registrability. — The  use  of  a  paraph  under  certain  words  of  a  label 

which  is  otherwise  devoid  of  artistic  merit  is  uol  ¥v\\^e\cw\.  \s>  x^scAsst 
the  label  registrable.    Ex  parte  The  Samuel  Winslow)  ^ItaXe  ^A«-  ^^- 
343. 
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LACHES.    See  Interference,  37;  Reissue  A  pplicationSf  1 ;  Trade-Marks,  68. 

LICENSES.     See  Interference,  48. 

LIMITATION  OF  CI^AIMS.  See  Conslruction  of  Claims,  4,  5;  Interference, 
16.  17,  22,  79,  80;  Invention,  2;  Reissue  Applications,  3,  4,  6,  7. 

LIMITATION  OF  TRADEMARK.    See  Trade-Marks,  103. 

LIMIT  OF  APPEAL.  See  Abandonment  of  Applications,  23;  Interference,  6,  12, 
28,  50,  82,  88;  Jurisdiction  of  Examincrs-in-Chief ;  Motion  for  Rehear- 
ing, 1,  2,  4 ;  Motion  to  Dissolve  Interference,  3,  4,  17 ;  Trade-Marks,  163. 

LIMIT  OF  TIME.  See  Abandonment  of  Applications,  9;  Construction  of  Stat- 
utes, 3;  Motion  to  Dissolve  Interference,  29;  Trade-Marks,  16,  17,  70; 
W  ithdrawal  of  Allowed  Applications  from  Issue,  1,  2. 

MACHINES.  See  Infringement,  5 ;  Patentability,  1,  2 ;  Reduction  to  Practice. 
7,  8,  12,  13,  14,  15,  16,  17;  Trade-Marks,  155. 

MANDAMUS. 

1.  Pbactice. — The  writ  of  mandamus  cannot  be  used  in  the  place  of  an 

appeal  or  writ  of  error  to  correct  any  erroneous  decision  made  by  the 
Primary  Examiner  in  the  course  of  his  official  duties.  *The  United 
States  of  America,  ex  rel,  Tuttle,  v.  Allen,  Commissioner  of  Patents,  676. 

2.  Same. — The  writ  of  mandamus  cannot  be  used  to  control  the  exercise 

of  judicial  discretion,    ♦id. 

3.  Division. — Where  division  had  been  required  between  the  claims  of  an 

application  for  patent  and  it  was  sought  by  mandamus  to  compel  con- 
sideration of  the  claims  upon  their  merits.  Held  that  it  is  of  no  con- 
seciuence  to  the  court  in  rendering  the  decision  upon  mandamus  whether 
the  Office  was  right  or  wrong  in  requiring  division,    ♦/d. 

4.  Not  Granted — Where  other  Legal  Remedies  EIxist. — Where  the  relator 

is  not  without  other  complete  and  adequate  remedies,  a  writ  of  mau- 
damns  will  not  lie.  *Thc  United  States  of  America,  ex  rcL  The  .Ynr- 
comh  Motor  Co,,  v.  Allen  (Moore  substituted,)  Commissioner  of  Pat- 
ents, G<S3. 

5.  Same — Merely  to  Expedite  the  Case. — Although  the  writ  of  mandamus 

niij;ht  serve  as  an  inexpensive  and  summary  conclusion  of  the  whole 
matter,  providing  this  court  had  jurisdiction  to  issue  the  writ,  yet 
neither  economy  of  time  nor  expense  can  weigh  anything  as  against  the 
orderly  [)rocedure  under  the  law  of  a  given  case.    *Id, 

6.  Same — Where  Court  is  Without  Jurisdiction. — Where  the  Commit 

sioner  has,  in  fact,  acttni  and  rendered  his  decision  touching  the  very 
matter  here  in  controversy  and  has  the  clear  legal  right  to  act  and 
decide  for  himself,  this  court  is  without  jurisdiction  to  review  his 
action  and  above  all  to  compel  him  by  its  writ  to  undo  what  he  has 
done.     *Id, 

7.  Practice. — Where  the  Commissioner  had  the  power  to  act  and  has  actet*. 

Held  that  it  is  wholly  immaterial  whether  in  the  judgment  of  the 
court  he  was  right  or  wrong  in  his  determination  and  that  in  overruling 
the  motion  for  a  writ  of  mandamus  no  opinion  will  be  expressed  as  to 
the  merits  of  the  relator's  contentions.     */d. 

MECHANICAL  SKILL.  See  Employer  and  Employee,  3,  4,  5;  Invention,  S. 
1,  0,  7,  8. 

MERITS  OF  THE  CASE.    See  Motion  to  Dis.snlrc  Interference,  17. 

MISTAKE.     See  Abandonment  of  Applications,  18,  19;  Interference,  01 :  Motym 
to  Amend  PnUminary  Statement^  1,  2. 
^DEL.    See  Motion  to  Dissolve  Interference,  29. 
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MOTION  FOR  LEAVE  TO  TAKE  TESTIMONY,     See  Affldavits;  Interference, 
13,  14 ;  Motion  to  Dissolve  Interference,  1,  2. 

1.  INTEBFEBENCE — TESTIMONY  TO  SHOW  Inopebatiyeness. — Where  E  motion 

for  permission  to  take  testimony  for  the  purpose  of  showing  that  the 
opponent's  device  is  inoperative,  pending  the  determination  of  a  motion 
to  dissolve  the  interference,  was  denied  by  the  Examiner  of  Interfer- 
ences on  the  ground  that  the  rules  do  not  provide  ^or  the  taking  of  tes- 
timony in  interference  cases  prior  to  the  determination  of  a  motion  to 
dissolve.  Held  that  no  appeal  lies  from  the  decision  of  the  Examiner  of 
Interferences  on  the  question  of  taking  testimony  to  show  inoperative- 
ness and  that  no  occasion  is  presented  for  the  exercise  of  the  super- 
visory authority  of  the  Commissioner.    Barber  v.  Wood,  96. 

2.  Same — Appeal. — Where  a  motion  for  permission  to  take  testimony  in 

opposition  to  an  opponent's  right  to  make  the  claims  in  issue  for  use  at 
final  hearing  under  the  provisions  of  Rule  130  is  denied  by  the  Ex- 
aminer of  Interferences,  Held  that  an  appeal  will  be  permitted  from  his 
adverse  decision.  (Practice  announced  in  Lowry  and  Cowley  v.  Spoon, 
C.  D.,  1906,  381;  124  O.  G.,  1846,  and  Hanan  and  Gates  v.  Marshall, 
ante,  65;  126  O.  G.,  3423  modified.)  Pym  v.  Hadaway,  131. 
MOTION  FOR  REHEARING.    See  Jurisdiction  of  the  Examiners-in-Chief, 

1.  Intebfebence — Jubisdiction  to  Detebmine  Afteb  Limit  of  Appeal. — 

The  question  of  the  Examiner's  retaining  jurisdiction  to  determine, 
after  the  expiration  of  the  limit  of  appeal,  a  motion  for  rehearing 
brought  before  the  expiration  of  the  limit  of  appeal  is  a  different 
matter  from  that  of  the  termination  of  the  limit  of  appeal.  No  good 
reason  appears  for  holding  that  a  tribunal  may  not  properly  render  a 
decision  on  a  motion  for  rehearing  brought  before  the  expiration  of 
the  limit  of  appeal,  even  though  the  date  of  the  decision  is  after  the 
•  limit  of  appeal  has  expired.    Naulty  v.  Cutler,  8. 

2.  Same — Does  Not  Extend  Limit  of  Appeal. — The  filing  of  the  motion 

for  rehearing  does  not  extend  the  limit  of  appeal,  and  in  case  the 
motion  is  denied  th^  moving  party  will  have  lost  his  right  of  appeal 
unless  he  lias  taken  the  precaution  to  file  his  appeal  within  the  limit 
originally  set  or  has  obtained  an  extension  of  the  limit  of  appeal.    Id. 

3.  Same— Question  of  Appeal. — The  rule  that  there  is  no  appeal  from  a 

decision  denying  a  rehearing  does  not  cover  the  case  where  the  holding 
Is  want  of  Jurisdiction  to  entertain  the  motion.     Id. 

4.  Same — Date  of  Filing. — Where  a  motion  was  filed  by  N.  on  the  last 

day  of  the  limit  of  appeal  and  on  the  same  day  notice  by  registered 
letter  was  mailed  to  C.'s  attorney  and  C.  makes  no  contention  that 
said  notice  was  not  received  in  ample  time  to  prepare  for  the  hearing. 
Held  that  N.  is  entitled  to  the  date  of  the  receipt  of  his  motion  in 
this  Office  as  its  date  of  filing.     Id. 

5.  Same — Pbactice. — It  is  not  the  practice  to  require  service  of  requests 

or  motions  for  rehearing  upon  the  opposite  party  {Townsend  v.  Cope- 
land  V.  Robinson,  C.  D.,  1906,  379;  124  O.  G.,  1845,)  or  to  set  such 
motions  for  hearing,  unless  examination  of  the  motion  and  of  the  record 
shows  that  a  rehearing  ought  to  be  granted.  (Adams  v.  Murphy,  C.  D., 
1900,  100;  91  O.  G.,  2373.)     Id. 

6.  Same — Jubisdiction    Not   Affected   by   Appeal. — Where   a    motion    is 

filed  for  rehearing  of  the  E^xaminer's  decision  and  also  an  appeal  from 
said  decision.  Held  that  the  filing  of  the  appeal  does  not  oust  thA 
Examiner  of  Jurisdiction  to  entertain  the  moUou.    Id* 
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sideration  by  the  Primary  Examiner  under  the  head  of  irregularity  in 
declaring  the  interference  of  the  facts  he  has  already  considered  imder 
the  right  to  make  the  claims.    Adkins  and  Lexcis  v.  Seeberger,  87. 

4.  Same. — A  long  and  unexcused  delay  in  filing  an  appeal  constitutes  a  suf- 

ficient reason  for  denying  an  extension  of  the  limit  of  appeal.  (Hewitt 
V.  t<tcinmvtz,  C.  D.,  1906,  174;  122  O.  G.,  1395.)     Id, 

5.  Exercise  of  Supebvisoby  Auxhobity  of  Commissioneb. — Where  the  ques- 

tion i^resented  ui)on  a  motion  for  dissolution  can  be  raised,  under  Rule 
130,  at  final  hearing  before  the  Examiner  of  Interferences  and  upon 
appeals  from  such  decision,  there  Is  no  occasion  for  the  exercise  of  the 
suiiervisory  authority  of  the  Commissioner.  Id, 
G.  Inoperativeness  of  Opponent's  Device — Pbactice. — Under  Rule  130 
where  the  oi)erativeness  of  an  opponent's  device  or  his  right  to  make 
the  claim  is  material  to  the  right  of  a  party  to  a  patent  said  party  may 
urge  the  matter  at  final  hearing  before  the  Examiner  of  Interferences 
as  a  basis  for  his  award  of  priority;  but  as  a  condition  precedent  to 
such  right  the  party  must  first  present  the  matter  upon  a  motion  for 
dissolution  or  show  good  reason  why  such  motion  was  not  made  and 
prosecuted.     Barber  v.  Wood,  96. 

7.  Rejection  of  Claims — Request  fob  Fubtheb  Explanation. — Where  in 

acting  upon  a  motion  to  dissolve  the  interference  the  Primary  Examiner 
held  the  counts  of  the  issue  unpatentable  and  upon  reconsideration 
finally  rejected  the  claims,  Ueld  that  If  petitioner  did  not  understand 
the  i)osition  of  the  Examiner  or  desired  a  more  specific  statement  of  his 
position  concerning  the  references  he  should  have  made  his  request  be- 
fore the  dates  set  for  reconsideration  and  closing  of  the  case  before  the 
Examiner.  While  the  Examiner  should  indicate  the  grounds  for  his  re- 
jection as  fully  as  in  the  ordinary  ex  parte  consideration  of  a  case,  the 
applicant  can  request  as  a  matter  of  right  a  more  complete  explanation 
only  while  the  case  is  still  pending  before  the  Examiner.  Bastian  v. 
Champ,  111. 

8.  Denial  by  a  Pabty  of  His  Own  Right  to  Make  Claim — ^Tbansmis- 

sioN. — A  motion  for  dissolution  based  upon  the  ground  that  the  mov- 
ing party  has  no  right  to  make  the  claim  to  the  subject-matter  In 
issue  should  not  be  transmitted  to  the  Primary  Examiner.  Martin  v, 
Mullin,  119. 

9.  Intebfebence  in  Fact. — If  there  is  no  interference  in  fact,  it  is  either  be- 

cause one  of  the  parties  has  no  right  to  make  the  claims  or  because  the 
claims  have  different  meanings  in  the  applications  of  the  different  par- 
ties. The  parties  will  not  be  heard  to  deny  their  own  right  to  make  the 
claims.  { Miller  v.  Prrham,  C.  D.,  1900,  157;  121  O.  G.,  2607.)  Daggett 
V.  Kaiifmanriy  121. 

10.  Appeal — Rkhit  of  Opponent  to  Make  Cijum. — There  is  no  appeal  from 

the  decision  of  the  Primary  Examiner  affirming  the  oi)ponenf  s  right  to 
make  the  claims  or  the  identity  of  meaning  of  the  claims  in  their  re- 
spective applications.    Id, 

11.  ExEBCiSE  OF  Supebvisoby  Authobity  of  Commissioneb. — Where  at  the 

hearing  upon  a  motion  for  dissolution  attention  is  directed  to  a  patent 
which  is  In  a  remote  art  and  it  appears  that  the  Examiner  has  Eeld  the 
claims  in  issue  patentable  thereover,  no  such  unusual  circumstances  as 
will  justify  the  exercise  of  supervisory  authority  exist.    Id, 

12.  Transmission. — Where  on  appeal  from  the  decision  of  the  Primary  Ex- 

aminer dissolving  an  Interference  the  Examiners-In-Chief  affltvsNftdL  >3e 
decision  of  the  Examiner  as  to  claims  2,  S,  anOi  ^.  «av(\.  x«sMix^«^V\.  ^' 
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claim  1,  and  thereupon  one  party  filed  an  amendment  to  his  case,  while 
•the  other  party  brought  a  motion  to  dissolve.  Held  that  the  decision  of 
the  Examiner  of  Interferences  refusing  to  transmit  the  motion  to  dis- 
solve to  the  Primary  Examiner  is  correct,  since  the  motion  is  based  on 
the  proposed  amendment  and  presupposes  its  entry.  Hamisch  v.  Que- 
nitfet,  Benoit,  and  Nicault,  127. 

13.  Difference  in  Meaning  of  Claihs. — ^The  provision  in  Rule  122  for  dis- 

solution upon  the  ground  of  difference  in  the  meaning  of  claims  was 
placed  there  to  cover  a  clean-cut  class  of  cases  which  theoretical  consid- 
erations show  may  arise,  but  which,  in  fact,  are  of  very  rare  occurrence. 
To  justify  transmission  of  a  motion  brought  upon  this  ground,  facts 
must  be  alleged  indicating  something  more  than  a  possible  lack  of  right 
upon  the  part  of  one  or  the  other  of  the  parties  to  use  the  language  of 
the  claim  in  issue.     Cushman  v.  Edwards,  129. 

14.  Definiteness. — ^A  motion  to  dissolve  on  the  ground  of  non-patentability, 

which  states  that  a  given  count  "  does  not  involve  patentable  invention 
over  each  of  the  following  Letters- Patent,"  after  which  certain  patents 
are  specified,  is  not  open  to  the  objection  of  indefiniteness.  McCanna  v. 
Morris,  141. 

15.  Transmission — Ground  of  Public  Use. — Public  use  is  considered  in  the 

practice  of  this  Office  as  a  separate  question  requiring  an  investigation 
independent  of  the  question  of  priority  of  invention  involved  in  an  in- 
terference proceeding.  A  motion  for  dissolution  based  upon  the  ground 
of  public  use  should  not  therefore  be  transmitted.    Barber  v.  Wood^  174. 

16.  Based  Upon  Contingency — Nor  Transmitted. — ^A  motion  by  one  iMrty 

to  an  interference  to  dissolve  the  interference  as  to  certain  counts  in 
case  certain  other  counts  are  found  to  be  unpatentable  In  view  of  the 
same  references  uiK)n  a  motion  to  dissolve  brought  by  his  opi)oneut 
should  not  be  transmitted.     Turner  v.  Macloskie,  IIQ, 

17.  Setting  Limit  of  Appeal — Practice. — Where  the  decision  of  the  Exam- 

iner upon  motions  for  dissolution  includes  an  adverse  decision  upxiu  the 
merits  of  a  party's  case  which  Is  subject  to  reconsideration  under  the 
provisions  of  Rule  124,  no  limit  of  appeal  should  be  set  In  any  of  the 
motions  until  the  decision  Is  rendered  upon  the  rehearing.  O'Brien  v. 
Gale,  sr,,  v.  Miller  v.  Zimmer  v.  Caldericood,  184. 

18.  Claims   Made   Under   Protest — Informality  of   Declaration. — Where 

suggested  claims  were  made  by  the  joint  applicants  under  protest,  with 
a  statement  that  they  did  not  think  they  had  a  right  to  make  the  Siinie. 
giving  their  reasons  therefor,  Held  that  the  declaration  of  Interference 
did  not  constitute  informality  within  the  contemplation  of  the  rules 
and  that  the  transmission  of  a  motion  for  dissolution  based  uiK)n  this 
ground  was  properly  refused.     Eichelbrrgcr  and  IJibner  v.  Dillon,  '2^aK 

19.  Same — Moving  Party's  Right  to  Make  Claims. — Where  claims  have 

been  suggested  to  an  applicant  and  he  made  the  same  under  protest, 
with  a  statement  that  he  does  not  believe  he  has  a  right  to  make 
them,  and  where  after  lnsi>ectlng  the  other  party's  ai)pllcatlon  he  still 
contends  that  he  has  no  right  to  make  these  claims.  Held  that  he 
.  should  be  permitted  to  argue  the  question  before  the  Primary  Examiner, 
and  the  motion  to  dissolve  should  therefore  be  transmited.  (Miller  v. 
Perham,  C.  D.,  1906,  157;  121  O.  G.,  2667,  modified.)     Id, 

20.  Motion  to  Transmit — Delay  in  Bringing. — Where  the  reasons  which 

are  alleged  to  excuse  delay  in  bringing  a  motion  appear  clearly  from 
the  record.  It  Is  only  necessary  for  the  moving  party  to  call  attention 
thereto.    Cutler  v.  CaricHofl,  12a, 
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21.  Same — Same. — The   fact   that   similar   motions  have  been   brought   in 

companion  interferences  constitute  no  sufficient  excuse  for  delay  in 
bringing  a  motion  to  dissolve.    Id, 

22.  SA'^fE — Same — Application  of  References. — Where  a  motion  for  dis- 

solution refers  to  the  prior  art  cited  in  the  records  of  the  applications 
and  gives  no  information  as  to  what  patents  are  to  be  urged  against 
the  respective  counts  or  how  they  are  to  be  used  or  combined  to 
anticipate  invention  stated  in  said  counts,  Held  that  the  motion  is  too 
indefinite  and  transmission  of  the  same  was  properly  refused.  Brown 
V.  Inwood  and  Lavenherg,  249. 

23.  Same — Same. — Where  the  hearing  on  a  motion  to  transmit  a  motion  to 

dissolve  is  extended  by  stipulation  of  the  parties  and  Ijefore  the  hear- 
ing an  amended  motion  is  filed  stating  the  grounds  of  the  first  motion 
more  specifically,  Held  that  the  motion,  if  in  proper  form,  should  have 
been  transmitted  even  if  the  first  motion  was  not  sufficiently  specific. 
Rmith  V.  Fox,' 2m, 

24.  Same — Same. — Where  the  opposing  party  is  not  given  sufficient  notice 

of  the  hearing  on  the  motion  to  transmit  a  motion  to  dissolve,  the 

motion  should  not  be  refused  transmission  on  that  ground,  but  the 
hearing  should  be  continued.    Phillips  v.  Scott,  270. 

25.  Same — Same. — Where  it  is  moved  to  dissolve  an  interference  on  the 

ground  that  the  issue  is  not  patentable  in  view  of  certain  references 
cited,  but  it  is  not  stated  how  these  references  are  to  be  applied,  the 
motion  to  transmit  should  be  denied.    Id, 

26.  Same — Same — Non-patentability — Application     of    References. — The 

allegation  in  a  motion  for  dissolution  that  the  issue  is  unpatentable  in 
view  of  eight  references,  of  which  it  is  said  that  "  each  of  the  counts  is 
also  met  in  each  of  the  above  patents,  singly  or  in  combination,"  is 
vague  and  indefinite,  and  the  transmission  of  the  motion  for  dissolution 
was  proi)erly  refused.     Thullen  v.  Toicnsend,  271. 

27.  Same — Same. — A  motion  to  dissolve  on  the  ground  of  irregularity  in  the 

declaration  of  the  interference  properly  refused  transmission  where 
the  alleged  irregularity  is  that  the  issue  of  the  present  Interference  is 
substantially  the  same  as  that  of  a  former  interference  which  the 
Primary  E3xaminer  dissolved.  Sugden  and  Pidgin  v.  Laganke  and 
Smith  V.  Marshall,  276. 

28.  Non-patentability — Reference   Failing  to  Antedate  Allegations   of 

Preliminary  Statement — Transmission. — Although  the  date  of  a  ref- 
erence relied  upon  in  a  motion  to  dissolve  alleging  anticipation  of  the 
issue  is  later  than  the  date  of  conception  set  up  in  the  preliminary 
statement  of  the  opposing  party,  the  motion  may  nevertheless  be 
transmitted  in  order  that  the  Primary  Examiner  may  consider  the 
pertinency  of  the  reference  and  permit  the  filing  of  an  affidavit  alleging 
the  facts  required  by  Rule  75  outside  of  those  contained  in  such  pre- 
liminary statement.     Martin  v.  Ooodrum  et  al,,  279. 

29.  Delay  in  Bringing — Right  to  Make  Claim. — Where  a  motion  to  dis- 

solve, on  the  ground  that  the  adverse  i>arty  had  no  right  to  make 
the  claims  and  that  his  application  did  not  show  an  operative  device, 
was  brought  nearly  two  months  after  the  expiration  of  the  thirty  days, 
Held  that  the  fact  that  attorneys  were  busy  with  other  matters  and 
that  it  was  necessary  to  make  certain  models  constitutes  no  sufficient 
excuse  for  the  delay,  esi)€cially  as  no  showing  was  made  why  it  was 
necessary  to  make  so  many  models  or  to  take  so  lotv^  «l  Wvc^^  \»  ^wss^<a^^ 
them.    Joaleyn  v.  Hulse,  290. 
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30.  Same. — The  pendency  of  a  motion  under  Rule  109  !s  no  excuse  for  the 

delay  in  hringing  a  motion  to  dissolve.    I^, 

31.  Oath  to  Reissue  Application  Insufficient. — A  motion  to  dissolve  an 

interference  involving  a  reissue  application,  alleging  that  th*  oath  ac- 
companying the  application  was  insufficient  to  warrant  the  grant  of 
a  reissue  patent,  should  be  transmitted  to  the  Primary  Examiner. 
Emmet  v.  FuUagar,  322. 

32.  Delay   in   Bbinqinq — Excuse. — The  fact   that  numerous   app>eals   and 

petitions  have  -been  taken  to  have  transmitted  a  motion  to  dissolve 
which  was  not  in  proper  form  constitutes  no  excuse  for  the  delay  in 
bringing  the  motion  in  proper  form.  Brantingham  v.  Draver  and 
Draver,  324. 

33.  Same — ^Transmission — Right  to  Make  Claim  and  Difference  in  Mean- 

ing OF  Claims. — Where  In  a  motion  for  dissolution  the  right  of  the  ad- 
verse party  to  make  the  claims  in  issue  is  denied  and  it  is  also  all€>ged 
that  the  claims  wlien  read  uiK)n  the  structures  disclosed  by  the  res!>ec- 
tive  parties  have  different  meanings,  reasons  relied  uix)n  in  supiK>rt  of 
such  contentions  being  clearly  pointed  out,  Held  that  the  motion  to 
dissolve  should  be  transmitted  as  to  both  grounds.  (Cushman  v.  Ed- 
wardSy  ante,  129 ;  128  O.G.,  456,  modified. )   Eilerman  et  al,  v.  McElroy,  .32C. 

34.  Same — Claims  Having  Different  Meanings  in  Opposing  Parties"  Ap- 

plications— Practice. — Where  it  is  found  ui)on  motion  for  dissolution 
that  the  claims  in  issue  have  different  meanings  in  the  eases  of  the 
respective  parties,  the  Examiner  should  require  one  or  l>oth  of  the 
applicants  to  so  modify  the  claims  as  to  avoid  a  conflict  in  the  terms 
employed  to  define  the  respective  inventions.    Id, 

35.  Delay  in  Bringing — Excuse. — A  delay  of  seven  days  in  filing  an  amendal 

motion  to  dissolve,  curing  objections  relating  to  iiulefiniteness  of  the 
allegations  of  a  prior  motion,  may  be  excused  where  it  ap|K?ars  that 
the  first  motion  attempted  in  good  faith  to  comply  with  the  practiiV 
of  the  Ortice.     Auxrr  v.  Peine,  jr.,  828. 

36.  (Ground  of  Xon-patentability  FJasedon  Artto  be  Subseqi-ently  Cited— 

Transmission. — Held  tliat  a  motion  to  dissolve  an  interference  on  the 
ground  that  the  claims  in  issue  are  not  patentable  in  view  of  certain 
patents  and  others  which  "will  be  citcHl  more  than  five  days  before 
the  hearing"  should  not  be  transmitted.  Rule  122  nniuires  that  the 
motion  fen-  dissolution  must  "contain  a  full  statement  of  grounds  relied 
ui)on."     PapendeU  v.  Bunnell  et  uL,  336. 

37.  Brought  in  Answkr  to  Oudlr  to  Show  Cause  Under  Bulk  114  May  Be 

Transmitted. — The  fact  that  a  record  judgment  may  be  render^^l 
against  a  junior  party  under  the  provisions  of  Rule  114  does  not  pre- 
clude him  from  presenting  motiims  fen*  diss(>luti(m.     /(/. 

38.  Affidavits. — Whim  a  party  may  not  appeal  from  a  di»cision  on  a  motion 

to  dissolve,  he  may  not  appeal  from  a  determination  uinm  the  admis- 
sibility of  allidavits  filed  with  that  motion.  Brown  v.  Inicffod  and 
Larcnherp,  37S. 

39.  Propf.r  Answer  to  Order  to  Snow  Cause  I'nder  Rule  114. — A  motion 

to  dissolve  on  the  ground  of  non-patentability  of  the  issue  is  a  pn>i»er 
answer  to  an  order  ur^ler  Rule  114  to  show  cause  why  judgment  of 
priority  should  not  be  rendercnl  on  the  record.     Field  v.  Colman,  382. 

40.  Motion  to  Shift  Burden  of  I*roof — Order  of  Consideration. — The  ctm- 

sideration  of  a  motion  to  dissolve  alleging  nou-i)atentabiIity  of  the  Issue 
should  not  be  postponed  until  after  the  determination  of  a  motion  to 
shift  the  burden  of  proof,  ^^  sv\ch  practice  would  result  in  piecemeal 
prost^Mition  of  the  moUou  lo  a\^"so\\e.    lA. 
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41.  iNDETiNiTENESs  OF  IssuE — How  RAISED. — Vagiieness  and  mdeflniteness 

of  the  issue  are  proper  questions  to  raise  under  allegations  of  informal- 
ity or  irregularity  In  the  declaration  of  the  interference.    Id, 

42.  Informality  of  Declabation, — A  motion  to  dissolve  on  the  ground  of 

informality  in  declaring  the  interference  was  proi)erly  refused  trans- 
mission where  it  appears  that  the  alleged  informality  relates  to  the 
right  of  the  parties  to  make  the  claim.     Danquard  v.  Courville,  427. 

43.  Moving  Pabty's  Right  to  Make  the  Claim. — Where  both  parties  are 

applicants  and  under  the  head  of  informality  in  declaring  the  interfer- 
ence it  is  alleged  in  a  motion  to  dissolve  that  the  claims  do  not  apply 
to  the  structures  of  either  party,  Held  that  this  is  not  such  an  admis- 
sion as  to  justify  a  decision  on  priority  adverse  to  the  moving  party. 
(The  case  of  Lipe  v.  Miller,  C.  I)..  11M)4,  114;  109  O.  G.,  1608,  distin- 
guished.)    Id. 

MOTION  TO  EXTEND  LIMIT  OF  APPEAL.     See  Interference,  0,  7. 

MOTION  TO  EXTEND  TIME  FOR  TAKING  TESTIMONY,  fiee  Interferenee, 
58. 

MOTION  TO  REOPEN  INTERFERENCE.  See  Reopening  of  Interference, 
2,  5. 

MOTION  TO  SHIFT  BURDEN  OF  PROOF.  See  MotUm  to  Difisolve  Interfer- 
ence, 40. 

MOTION  TO  SI'PPRESS  TESTIMONY.  See  Interference,  32,  42,  43;  Trade- 
Marks,  110,  120,  151,  154. 

1.  Interference — Consideration  Postponed  I'ntil  Final  Hearing. — Where 

a  consideration  of  a  motion  to  suppress  testimony  would  involve  a  con- 
sideration of  a  large  portion  of  the  record,  a  decision  upon  the  motion 
will  be  postponed  until  final  hearing.  Dyson  v.  Land  v.  Dunbar  v. 
Browne,  292. 

2.  Same — Question  of  Right  to  Take  Surrebuttal  Testimony. — The  right 

to  take  surrebuttal  testimony  is  not  merely  dependent  upon  tlie  pro- 
priety of  opponent's  testimony  and  is  therefore  not  affected  by  a 'refusal 
to  consider  a  motion  to  suppress  prior  to  final  hearing.     Id. 

MOTION  TO  SUSPEND  INTERFERENCE.  See  Interference,  8;  Trade- 
Marks,  1. 

MOTION  TO  TAKE  TESTIMONY  IN  FOREIGN  COUNTRIES. 

Interference — Sufficiency  of  Showing — ^^Vppeal. — The  suflSciency  of  a 
showing  in  supi)ort  of  a  motion  to  take  testimony  al>road  is  a  matter 
which  should  be  left  largely  to  the  discretion  of  the  Examiner  of  In- 
terferences, and  his  decision  granting  such  a  motion  should  not  be  re- 
viewed except  where  clear  error  is  made  to  appear.  Keith,  Erickson, 
and  Erickson  v.  Lundquist,  175. 

NAME  OF  APPLICANT. 

**Ray'*  Full  Christian  Nam*: — No  Affidavit  Necessary. — The  name 
"  Ray "  is  commonly  used  as  a  full  Christian  name,  and  no  affidavit 
should  be  requirtnl  in  connection  therewith.    Ex  parte  Faulkner,  130. 

NEW  CI^IMS.     See  Examination  of  Applications,  0. 

NEWLY-DISCOVERED  EVIDENCE.  See  Interference,  55,  63,  05;  Reopening 
of  Interference, 

NEW  MATTER.  See  Amendments,  5;  Constitution  of  Claims,  1;  Motion  to 
Amend  Application,  3;  Priority  of  Invention,  3;  Reissue  Applications,  2. 

NEW  REFERENCE.     See  Appeal  to  the  Commissioner  (»f  Patcw\v^A» 
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NOTARY  PUBLIC. 

1.  Oath — Befobe  Notaries  Public — ^Application  of  Act  of  Jvtxr  29, 1906. — 

The  act  of  June  29,  1906,  amending  section  558  of  the  code  of  the  Dis- 
trict of  Columbia  relative  to  the  powers  of  notaries  public,  is  of  local 
application  only.    Ex  parte  Hipp,  41. 

2.  Amended  Section  558  of  the  Code  of  the  District  of  Columbia  Con- 

strued.— Held  that  the  "  proviso " — "And  provided  further.  That  no 
notary  public  shall  be  authorized  to  take  acljnowledgments,  administer 
oaths,  certify  papers,  or  perform  any  official  acts  in  connection  with 
matters  in  which  he  is  employed  as  counsel,  attorney,  or  agent  in  which 
he  may  be  in  any  way  interested  before  any  of  the  Departments  afore- 
said " — in  the  recent  act  of  Congress  amending  section  558  of  the  code 
of  the  District  of  Columbia  applies  to  all  notaries  who  may  practice 
before  the  Departments  and  not  merely  to  notaries  of  the  District  of 
Columbia,     t  Opinion  of  the  Attomey-Oeneral,  437. 

NOTICE.    See  Access  to  Abandoned  Applications,  1;  Infringement,  6. 

NOTICE  OF  HEARING.     See  Motion  to  Dissolve  Interference,  24,  25. 

NOTICE  OF  SUGGESTED  CLAIMS.     See  Interference,  46. 

NOTICE  OF  TAKING  TESTIMONY.     See  Interference,  1,  42. 

OATH.  See  Interference,  24,  72;  Motion  to  Dissolve  Interference,  31;  Notary 
Public,  1. 
Applications — Section  4892,  Revised  Statutes,  Construed. — Where  an  ap- 
plicant is  not  a  citizen  of  any  country  and  so  alleges  in  his  oath.  Held 
to  be  a  proper  compliance  with  the  requirements  of  section  4892,  Re- 
vised Statutes,  and  that  this  section  should  not  be  construed  as  requir- 
ing citizenship  of  some  country  as  a  condition  precedent  to  the  grant 
of  a  patent.    Ex  parte  Benecke,  6G. 

OLD  DEVICES.     See  Reduction  to  Practice,  11. 

OPEKATIVEXESS.  See  Decisions  of  the  Examiner  of  Interferences,  1;  Rr- 
(Juvtion  to  Practice,  18,  19,  20,  21. 

OPINION  OF  THE  ATTORNEY-GENERAL.     See  Notary  Public,  2. 

OPPOSITION.  See  Trade-Marks,  2,  15,  IG,  57,  58,  62,  69,  70,  71,  72,  73,  74.  75, 
80  87,  88,  96,  97,  98,  101,  102,  104,  105,  106,  119,  125,  126,  128,  129. 

ORAL  ARGUMENT.  See  Appeal  to  the  Court  of  Appeals  of  the  District  of 
Columbia,  2. 

OWNERSHIP.  See  Reduction  to  Practice  4;  Trade-Marks,  3,  8,  2."),  34.  105. 
124,  12.^). 

PARTNERSHIP.     See  Trade-Marks,  124. 

PATENTABILITY.  See  Amrndmrnts,  2,  3;  Appeal  to  the  Court  of  Appeals 
of  the  District  of  Columbia,  1  :  Designs;  Examination  of  Appli<ationin,7: 
Interference,  IG,  18,  11),  20,  21,  28,  29,  30,  31,  32,  33,  34,  56,  70:  Inven- 
tion; Motion  to  Dissolve  Interference,  14,  16,  25,  26,  3.5,  36,  37,  39; 
Priority  of  Invention,  5;  Reopening  of  Interference,  2. 

1.  Double  Use. — A  patent  will  not  be  granted  upon  the  discovery  of  a  new 

and  analogous  function  for  an  old  machine.  (Roberts  v.  Ryer,  C.  D., 
1S7G,  4;i9;  10  O.  G.,  2m ;  91  U.  S.,  150;  Ansonia  Co,  v.  Elect ri<^l  t^up. 
ply  Co.,  C.  D.,  1892,  313;  58  O.  G.,  1G92;  144  IT.  S.,  11;  Potts  v.  Crrager^ 
C.  D.,  1895,  143;  70  O.  G.,  494;  155  V,  S.  597.)  *In  re  McNeil  v.  Sturtr- 
vant,  478. 

2.  Reversal  of  Parts. — Claims  which  comprise  merely  a  reversal  of  parts 

disclosed  in  a  prior  machine  are  not  patentable.    *Id, 

3.  System  for  Spacing  Free-Hand  Letters — Not  an  Art,  Machine,  Maivu- 

FACTURE,  OR  COMPOSITION  OF  MATTER. — A  "  system  '*  which  consists  in 
the  adoption  of  a  certaVn  seaVe  tot  Wi^  \i^\%\il  of  letters  and  then  de- 
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termining  in  terms  of  this  scale  the  proper  width  of  the  letters  and 
the  spaces  between  consecutive  letters,  Held,  to  be  neither  an  art, 
machine,  manufacture,  or  composition  of  matter,  and  therefore  not 
patentable,  although  the  system  as  such  is  apparently  new  and  useful. 
Ex  parte  Meinhardt,  237. 

4.  Same — Reheabing. — While  it  is  conceivable  that  some  person  after  long 

and  arduous  study  might  discover  a  new  method  for  solving  certain 
mathematical  problems  which  was  much  simpler  and  shorter  than  any 
known  method,  such  method  would  not  be  a  proper  subject  for  patent. 
So,  in  the  present  case,  applicant's  plan  for  spacing  free-hand  letters, 
no  matter  what  its  merits,  does  not  come  within  the  classes  for  which 
protection  can  be  secured  under  the  patent  laws.  Ex  parte  Meinhardt, 
238. 

5.  Pbiob  Patent  of  Applicant  Disclosing  but  not  Claiming  Invention. — 

A  patent  disclosing  a  process  and  apparatus  and  claiming  only  the 
process  is  no  bar  to  the  allowance  of  an  application  covering  the  ap- 
I)aratus  filed  by  the  same  party  within  two  years  after  the  grant  of  the 
patent.  (Ex  parte  Mullen  d  Mullen,  C.  D.,  1890,  9;  50  O.  G.,  837.)  Ex 
parte  Isaacs  rf  Speed,  316. 

6.  Appeal  on  Pbiobity, — The  question  of  the  patentability  of  the  issue  will 

not  be  considered  on  appeal  on  priority  under  such  special  circun)- 
stances  as  would  warrant  the  exercise  of  the  supervisory  authority 
of  the  Commissioner.    Hess  v.  Joerissen  v.  Felbel,  369. . 

PATENTEE  AND  APPLICANT.     See  Interference,  45. 

PENDING  APPLICATIONS.     See  Trade-Marks,  20. 

PETITION  TO  THE  COMMISSIONER  OF  PATENTS.  See  Abandonment  of 
Applications,  23 ;  Claims,  3 ;  Interference,  58,  82,  85. 

POVERTY.     See  Interference,  4,  38. 

POWER  OF  ATTORNEY.     See  Applications,  2. 

PRACTICE  IN  THE  PATENT  OFFICE.  See  Interference,  58,  73,  75;  Man- 
damus, 7 ;  Motion  to  Dissolve  Interference,  34 ;  Rejection  of  Claims,  1 ; 
Reopening  of  Interference,  3,  4,  6 ;  Trade-Marks,  29,  77,  104. 

PRELIMINARY  STATEMENT^.  See  Interference,  68,  76,  77,  83,  91;  Motion 
to  Amend  Preliminary  Statement;  Motion  to  Dissolve  Interference,  28; 
Priority  of  Invention,  5. 

1.  INTEBFEBENCE — ^AMENDMENT — CaBBYING    BaCK    OF    OpPONENT*S    DaTE. — ^A 

party  will  not  be  permitted  to  amend  his  preliminary  statement  to  carry 
back  his  date  of  disclosure  to  cover  the  date  proved  by  his  opponent 
in  a  prior  interference  with  a  third  party  where  the  amended  date  Is 
earlier  than  that  set  up  in  a  preliminary  statement  filed  three  years 
before  in  an  interference  between  him  and  said  third  party  and  where 
the  affidavit  in  support  of  the  motion  indicates  an  uncertainty  whether 
the  alleged  disclosure  took  place  prior  to  the  date  originally  given. 
Beall,  jr.,  v.  Lyon,  5. 

2.  Same — Same. — Where  D.  was  notified  that  his  preliminary  statement 

was  indefinite  and  should  be  amended,  but  no  amendment  was  made, 
and  the  present  motion  was  not  brought  until  eight  months  later  and 
after  testimony  had  been  taken  by  D.,  and  was  inspired  by  a  state- 
ment placed  on  the  record  by  his  opponent.  Held  that  the  motion  was 
properly  denied  in  the  absence  of  a  showing  in  excuse  for  the  long 
delay  in  bringing  the  motion  or  the  failure  to  respond  to  the  require- 
ment for  a  more  definite  statement  or  of  a  satisfactory  showing  of  acci- 
dent or  mistake  or  of  newly-discovered  evidence.  Dixon  \\  McKItk^-^^ 
106. 
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S.  Same — Same. — ^The  question  of  amending  the  preliminary  statement  la 
a  matter  largely  within  the  discretion  of  the  Examiner  of  Interfer- 
ences. Unless  it  be  shown  that  such  discretion  has  been  abused  his 
decision  will  not  be  disturbed.  Karpenstein  v.  Hertzherg,  106. 
4.  Same — Allegations — Restriction  of  Proof. — Where  the  preliminary 
statement  of  a  party  alleges  that  an  "  experimental  '*  device  was  con- 
structed in  January,  1901,  and  no  date  of  reduction  to  practice  is  given, 
such  party  will  not  be  restricted  to  the  date  of  his  appllcatiom  for  his 
reduction  to  practice  where  no  objection  was  made  to  the  statement  on 
the  ground  that  it  was  indefinite.  {Hammond  v.  Basch,  C.  D.,  1905, 
615;  115  O.  G.,  804;  24  App.  D.  C,  460,  distinguished.)  ^Bunon  v. 
Vogch  669. 

PRIMA  FACIE  CASE.    See  Public  Use  and  Sale,  2,  3;  Trade-Marks,  83,  84. 

PRINTED  RECORD.     See  Tradc-Marka,  120. 

PRIORITY  OF  ADOPTION  AND  USE.     See  Trade-Marks,  3.  10,  21,  26,  60,  96. 

PRIORITY  OF  INVENTION.  See  Appeal  from  the  Examincrs-in-Chief ;  Appeal 
to  the  Court  of  Appeals  of  the  District  of  Columbia,  2,  3;  Construc- 
tion of  Statutes,  1 ;  Decisions  of  the  Examiner  of  Interferences,  1  ;  Dili- 
gence, 1,  2;  Employer  and  Employee,  3,  4,  5;  Interference,  2,  3,  19,  21, 
26,  27,  28,  30,  32,  33,  34,  36,  37,  38,  39,  40,  45,  62,  69,  71,  82,  86,  89,  90,  92; 
Motion  to  Dissolve  Interference,  15,  43;  Reduction  to  Practice,  5,  10: 
Rejection  of  Claims,  2;  Reopening  of  Interference,  2. 

1.  Interference — Insufficiency  of  Disclosure  in   Application. — Where 

M.,  a  patentee,  who  is  junior  party  in  an  interference,  did  not  take 
testimony,  but  relied  upon  the  insufficiency  of  the  disclosure  of  B.*8 
application,  which  was  landing  at  the  time  M.'s  application  was  filed. 
and  his  patent  issued,  and  it  sub^KHjnently  appears  that  B.'s  original 
api>lication  did,  in  fact,  disclose  the  invention  in  issue.  Held  that  pri- 
ority of  invention  should  be  awarded  to  B.,  the  senior  party.  MacMul- 
kin  V.  Bolfec,  38. 

2.  Same — Same. — Where  in  his  original  drawing  B.  showed  a  valve  cim- 

trolling  coiumnnication  between  several  chambers  and  a  passage  lead- 
ing to  the  cylinder  of  an  engine  and  in  his  si)ecification  referred  to  the 
chambers  as  "  carbureters  "  supplying  sprayers  with  mixtures  varying 
in  proportion  of  hj'droearbon  contained  in  the  several  chambers,  lit  Id 
that  the  use  of  the  word  "  carbureter  "  was  a  sufficient  disclosure  of 
the  idea  of  providing  **  hydrocarbon  inlets "  in  which  air  and  hydn>- 
carbon  were  to  be  supplied  separately  to  eiich  of  the  passages  con- 
trolled by  the  valvo,  as  called  for  by  the  issue.     Id. 

3.  Same — Declaration — Suggestion    of    Claims    Negatives    Presumption 

of  New  Matter  in  Substitute  Specification. — Where  the  Examiner 
stated  in  a  letter  to  B.  suggesting  the  claims  in  interference  that  the 
interference  was  not  declared  during  the  pendency  of  M/s  application 
for  the  reason  that  B.'s  original  specification  so  obscurely  presented 
his  invention  that  it  could  not  be  understood  at  that  time.  Held  that 
the  Examiner's  action  in  admitting  a  substitute  specification  and  draw- 
ing was,  in  effect,  a  ruling  on  his  part  that  the  substitute  specification 
and  drawing  did  not  contain  n(»w  matter.     Id, 

4.  Same — Appeal  to  Court — Opkrativeness. — The  court  of  api^eals  of  th»* 

District  of  Columbia  will  not  consider  the  oi>erativeness  of  a  device 
disclosed  by  oih^  of  the  interfering  parties  as  incident  to  the  main 
question  of  i)riority  where  that  question  has  been  settled  in  favor  of 
such  party  by  the  Patent  Office  in  accordance  with  the  practice  of  that 
OflJce.    ♦  Duryca  and  White  \.  RUie,  it.,  ^Aa. 
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5.  Same— Appeal — Consideration    of    Pa-TEntability. — Where  the  junior 

party  to  an  interference  concedes  that  his  preliminary  statement  falls 
to  overcome  the  filing  date  of  the  senior  party  and  the  patentability  of 
the  issue  has  been  favorably  passed  upon  by  the  tribunals  of  the  Patent 
Office,  before  whom  the  question  was  brought  in  accordance  with  the 
practice  of  that  Office,  on  appeal  to  the  court  of  appeals  from  a  judg- 
ment on  priority  the  question  of  patentability  will  not  be  considered 
where  it  is  raised  merely  for  the  purpose  of  preventing  the  grant  of  a 
l)atent  to  the  senior  party,  except  in  an  extraordinary  case.  *Potter  v. 
Mcintosh,  505. 

6.  Same — Concession  of.  Not  Necessabily  Acquiescence  in  Identity  of 

Claims. — An  award  of  priority  may  mean  either  that  one  of  two 
inventors  of  the  same  thing  is  subsequent  in  date  to  another  or  that 
one  party  is  the  only  inventor  of  the  issue,  because  the  other  never 
invented  the  same  at  all,  and  there  seems  to  be  no  reason  why  this 
should  not  be  as  true  where  the  award  is  based  upon  concession  as 
where  it  is  based  ui)ou  testimony.     Martin  v.  Mullin,  119. 

7.  Same — Presumptions  Arising  from  Conduct. — Where  an  employee  was 

assigned  to  the  duty  of  producing  a  new  telephone  transmitter  and 
during  the  time  he  was  cxi)erimeuting  on  such  devices  constructed  six 
or  seven  different  transmitters,  but  did  not  construct  any  embodying 
the  invention  in  issue,  tlie  i>resumption  is  strong  that  he  did  not  con- 
struct such  device,  because  he  was  not  possessed  of  the  inventive  idea. 
*IIanncn  v.  Dean,  583. 

8.  Same — Same — Failure    to   Assert    Claim    to    Invention. — Where   an 

emi)loyee  is  assigned  to  the  duty  of  producing  a  new  telephone  trans- 
mitter, but  after  experiments  to  this  end  fails  to  produce  an  acceptable 
device  and  is  assigned  to  the  work  of  testing  electrical  instruments  and 
while  so  employed  he  tests  a  transmitter  invented  by  a  coemployee 
containing  the  invention  in  issue  and  continues  in  his  employment  for 
several  months  thereafter  without  making  claim  to  the  one  who  had 
charge  of  the  exi^erimental  work  and  who  assigned  him  to  such  work 
that  the  invention  was  his,  although  the  claim  was  made  to  others,  and 
fails  to  construct  a  device  or  file  an  application  until  after  he  had  left 
his  emi)loyer  and  about  seven  months  after  he  had  tested  the  invention 
claimed  by  his  coemployee,  a  claim  that  he  invented  the  device  during 
his  experimental  work  can  be  given  little  weight.    *Id, 

9.  Same — Uioht  to  Make  Claim  an  Ancillary  Question. — The  question  of 

the  right  of  a  party  to  make  a  claim  may  sometimes  be  an  ancillary 
question  to  be  considered  in  awarding  priority  of  invention,  and  there 
are  good  reasons  why  the  question  of  the  right  to  make  the  claims 
may  be  considered  a  basis  for  an  award  of  priority  rather  than  a 
ground  for  a  dissolution  of  an  interference.  *  Wickers  and  Furlong,  v. 
McKce,  587. 

10.  Same — Right  to  Make  Claims. — The  contention  that  a  party  has  no 

right  to  make  a  claim  for  a  process  of  producing  a  printing  surface 
because  he  describes  a  step  of  heating  the  plate  which  is  not  included 
in  the  issue  cannot  be  admitted  as  well  founded  where  his  specifica- 
tion makes  it  clear  that  the  step  is  not  necessary  in  all  cases.     *Id, 

11.  Same. — The  decision  of  the  Commissioner  of  Patents  awarding  priority 

of  invention  to  Albert  affirmed,  for  the  reasons  stated  in  the  case  of 
Wickers  and  Furlong  v.  McKcc  {ante,  587;  129  O.  G.,  860.)  ♦W^k«c% 
and  Furlong  v.  Albert,  599. 
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12.  Same. — The  decision  of  the  Commissioner  of  Patents  awarding  priority 

of  invention  to  McKee  affirmed,  for  the  reasons  stated  in  the  case  of 
Wickers  and  Furlong  v.  McKee  {ante,  587;  129  O.  G.,  869.)  *  Wickers 
and  Furlong  v.  McKee,  600,  601. 

13.  Same.— The  decision  of  the  Ommissioner  of  Patents  awarding  priority 

of  invention  to  McKee  affirmed,  for  the  reasons  stated  in  the  case  of 
Wickers  and  Furlong  v.  McKee  (ante,  587;  129  O.  G.,  869.)  *  Wickers 
and  Furlong  y.  McKee,  603. 

14.  Same — Diligence. — The  decision  of  the  Commissioner  of  Patents  holding 

that  Wickers  and  Furlong  were  not  exercising  diligence  when  Upham 
filed  his  application  and  awarding  priority  to  Upham  on  his  record 
date  affirmed.  (See  Wickers  and  Furlong  v.  McKee,  ante,  587;  129 
O.  G.,  869.)     *Wickers  and  Furlong  v.  Upham,  605. 

15.  Same — Same. — Where  Poe,  who  was  the  first  to  conceive,  but  the  last 

to  constructively  reduce  to  practice,  was  diligent  at  the  time  Scharf 
entered  the  field  and  the  delay  of  three  months  between  this  time  and 
the  filing  of  his  application  was  due  to  no  inaction  on  the  part  of  Poe, 
but  to  the  fact  that  the  attorney  for  his  assignee,  who  was  particularly 
skilled  in  the  art  and  prepared  all  its  patent  applications,  was  delayed 
by  other  work  which  had  accumulated  because  of  his  sickness,  and  the 
testimony  shows  that  there  was  no  intentional  delay  upon  his  part  in 
the  preparation  of  Poe's  application.  Held  that  Poe  was  not  lacking 
in  diligence.    Poe  v.  Scharf,  261. 

16.  Same — Failure  of  Senior  Party  to  Disclose  Invention. — Evidence  con- 

sidered and  held  to  show  that  the  application  on  which  the  patent  in- 
volved in  interference  was  granted  did  not  as  originally  filed  disclose 
the  invention  in  issue,  and  priority  therefore  awarded  to  the  junior 
party.    *MvKnifjht  v.  Pohlv,  606. 

17.  Same — Originality. — Where  an  invention  is  reduced  to  practice  by  B. 

while  working  as  an  assistant  of  H.  and  in  pursuance  of  a  general  plan 
arningod  by  IT.  and  his  associate  officers  with  a  view  to  the  attainment 
of  the  result  actually  accomplished  by  such  invention,  the  presumption 
is  that  the  reduction  to  practice  is  a  result  of  H.'s  disclosures  to  B., 
and  in  order  for  the  latter  to  prevail  on  the  question  of  priority  he 
must  affirmatively  show  that  he  was  an  independent  inventor.  Braun- 
stcin  V.  Holmes,  303. 

18.  Same — Second  Interference — Res  Adjudicata. — Where  in  the  first  in- 

terference between  the  same  parties  C.  formally  abandoned  the  inven- 
tion specifically  stated  in  the  issue,  Held  that  in  a  second  interference 
the  issue  of  which  is  based  upon  the  sjime  disclosure  as  that  uixm 
which  the  issue  of  the  first  interference  was  based  judgment  must  be 
rendered  against  C.  upon  the  ground  that  the  matter  is  res  adjudicata, 
Hallwood  V.  Carroll,  416. 
19.  Same — Same — Same. — The  fact  that  no  testimony  was  taken  in  the  first 
interference  does  not  avoid  the  application  of  the  doctrine  of  res  adju- 
dicata to  the  second  interference,  even  though  the  issue  of  the  latter 
includes  details  not  expressly  recited  in  the  first  interference  (citing 
Blackford  v.  Wilder,  ante,  491;  127  O.  G.,  1255,  and  Wcndc  v.  Horinv, 
ante,  015;  120  O.  G.,  2S5S.)      Id. 

PROCESS  AND  Al'PARATlS.    See  ratentability,  5;  Reissue  App/iea/ioiix.  .S,  4. 

PROCESS  AND  MACHINE.     See  Interference,  (IS. 

PROOF.     See  Trade-Marks,  KM;,  120,  127. 

"^OF  OF  AUTHORIZATION  OF  FOREIGN  EXECUTORS  OR  ADMINIS- 
TRATORS.   See  Foreign  Executor*  or  Administrators, 
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PROPERTY  RIGHTS.     See  Trade-Marks,  60,  03,  IM,  99,  124,  132. 

PROSECUTION  OF  APPLICATIONS.     See  Abandonment  of  Applications,  6, 
7,8. 

PROSECUTION  OF  APPLICATIONS  BY  ASSIGNEES. 

Assignee  of  Entire  Interest — Right  to  Prosecute  Application  to  Ex- 
clusion OF  Inventor. — Rules  5  and  20,  which  provide  that  the  as- 
signee of  the  entire  Interest  of  an  invention  may  prosecute  the  applica- 
tion for  patent  to  the  exclusion  of  the  inventor.  Held  to  be  valid,  t/n 
re  Adams,  434. 

PROSECUTION  OF  INTERFERENCE  BY  LICENSE.     See  Interference,  47,  48. 

PROTEST.     See  Motion  to  Dissolve  Interference,  10,  20. 

PUBLICATION.     See  Interference,  92. 

PUBLICATION  IN  THE  OFFICIAL  GAZETTE.     See  Trade-Marks,  17. 

PUBLIC  POLICY.     See  Trade-Marks,  147,  148. 

PUBLIC  USE  AND  SALE.     See  Motion  to  Dissolve  Interference,  15. 

1.  Proceedings  Instituted  Where  Applicant  Claims  Issue  of  Interfer- 

ence IN  Which  He  is  Not  at  Present  Involved. — Where  in  response  to 
an  order  to  show  cause  why  public  use  proceedings  should  not  be  insti- 
tuted against  his  application  an  applicant  states  that  an  interference  is 
in  progress  involving  the  same  subject-matter  and  it  appears  that  his 
application  was  not  added  to  the  interference  by  reason  of  the  progress 
in  that  Interference  already  made  when  his  application  was  filed.  Held 
that  public  use  proceedings  should  be  instituted,  as  a  finding  of  public 
use  applicable  to  this  application  would  cause  all  proceedings  upon  the 
applications  in  interference  and  this  .application  to  terminate  with  the 
interference  now  pending.    In  re  Setter,  61. 

2.  Prima  Facie  Case — Showing  Required. — Where  the  single  aflSdavit  upon 

which  the  protest  rests  sets  forth  the  conclusions  of  the  affiant  that  the 
machine  alleged  to  have  been  in  public  use  corresponded  to  a  certain 
claim  of  the  application  instead  of  giving  a  description  of  the  machine 
itself,  Held  that  the  showing  made  is  entirely  insufficient  to  Justify  the 
institution  of  a  public  use  proceeding.    In  re  Booth  Brothers,  140. 

3.  Same — Same. — In  a  public  use  protest  the  facts  should  be  set  forth  as 

fully  as  possible,  so  that  the  Office  may  pass  upon  the  identity  of  the  ma- 
chine used  with  that  claimed  by  the  applicant  and  upon  the  success  of 
its  oi)eration  in  determining  whether  proceedings  shall  be  instituted. 
Corroborating  affidavits  should  also  be  filed  if  other  witnesses  are  to  be 
relied  upon.  Altogether,  the  protestants  should  present  their  prima 
facie  case  as  well  as  may  be  done  by  affidavits,  so  as  to  give  the  appli- 
cant opportunity  to  intelligently  oppose  the  institution  of  the  proceed- 
ing and  the  consequent  delay  in  the  prosecution  of  his  application.    Id, 

4.  Question  Not  Considered  in  an  Interference. — The  question  whether 
*  the  invention  in  issue  was  placed  in  public  use  by  one  of  the  parties  to 

an  interference  is  not  one  which  can  be  raised  in  an  interference  pro- 
ceeding, but  is  one  for  the  consderation  of  the  Commissioner  of  Patents 
on  the  final  allowance  of  the  patent.     *Burson  v.  Vogel,  669. 

PUBLIC  USE  PROCEEDINGS.    See  Public  Use  and  Sale. 

REBUTTAL  TESTIMONY.     See  Reduction  to  Practice,  21;  Trade-Marks,  119. 

RECONSIDERATION.     See  Examination  of  Applications,  1,  2,  6 :  Interference. 
12;  Motion  to  Dissolve  Interference,  3,  7;  Rejection  of  Claims,  3. 

REDUCTION  TO  PRACTICE.     See  Applications,  2;  Concealment  of  Invention; 
Interference,  2,  3,  37.  38,  78,  92;  Preliminary  Statement,  4;  Priority  of 
Invention,  15,  17. 
30997— H.  Doc.  470,  60-1 48 
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1.  CJONSTBUCTIVE — DIVISIONAL  APPLICATION  ENTITLED  TO  DATE  OF  ORIGINAL. — 

An  application  was  filed  on  June  8,  1895,  covering  an  igniter  and  an  en- 
gine. The  claims  to  the  engine  were  erroneously  rejected,  were  can- 
celed, the  application  was  allowed,  and  subsequently  became  forfeited. 
On  July  16,  1898,  the  application  was  renewed,  and  additional  claims  to 
the  engine  were  included.  Division  was  required  between  the  claims  to 
the  Igniter  and  the  engine.  On  March  28,  1899,  applicant  canceled  the 
claims  to  the  engine,  and  on  April  25,  1899,  the  Office  acted  on  the  re- 
maining claims  to  the  igniter.  Subsequently  applicant  reinstated  the 
claims  to  the  engine,  and  the  Office  again  permitted  him  to  elect  which 
of  the  inventions  he  would  prosecute  in  the  application,  but  afterwards 
informed  him  that  he  was  bound  by  the  previous  cancelation  of  the 
claims  to  the  engine,  and  applicant  thereupon,  on  October  30,  1900,  can- 
celed the  engine  claims,  and  after  several  communications  between  the 
Office  and  applicant  the  application  matured  into  a  patent,  dated  Jan- 
uary 12, 1904.  On  April  16,  1903,  applicant  filed  a  divisional  application 
covering  the  engine.  Held  that  the  divisional  application  is  entitled  to 
the  date  of  the  original  application  of  June  8,  1895,  as  a  constructive 
reduction  to  practice.     *Dury€a  and  White  v.  Rice,  jr.,  443. 

2.  Continuing    Application — Divisional    Application    Copending    With 

Original. — ^A  divisional  application  filed  while  the  original  application 
is  pending  in  the  Office  covering  matter  carved  out  of  the  original  is  a 
continuation  of  the  latter  and  is  entitled  to  its  date  as  a  constructive 
reduction  to  practice,  even  though  such  divisional  application  was  filed 
more  than  two  years  after  an  action  by  the  Office  on  claims  which  ap- 
plicant elected  to  retain  in  response  to  a  requirement  of  division.     ♦/</. 

3.  INTERFERENCK — SlMPLE   DEVICE ORIGINAL   DEVICE  NOT   PRODUCED. Where 

the  device  in  issue  is  said  to  belong  to  that  class  of  simple  devices  the 
mere  production  of  which  without  test  is  regarded  as  an  actual  reduc- 
tion to  practice,  but  the  device  originally  made  was  not  produced  iu 
evidence,  and  the  testimony  tending  to  establish  the  identity  of  a 
later  device,  which  was  introduced  in  evidence,  with  the  original 
device  is  so  general  as  to  leave  it  uncertain  whether  this  later  device  is 
of  the  same  strength,  size,  shape,  and  proportion  as  the  original.  Held 
that  actual  reduction  to  practice  is  not  proved.  Richards  v.  Burk- 
holder,  166. 

4.  Same — By  Agent. — The   re<luction   to  practice  of  an   invention   by  an 

original  inventor  cannot  be  taken  as  a  reduction  to  practice  by  an- 
other merely  because*  the  ownership  of  the  claims  of  both  may  after- 
ward become  vested  in  the  same  iierson  or  persons.  It  is  not  enough  to 
entitle  an  applicant  to  a  patent  that  some  one  else,  not  his  agent, 
has  shown  the  practicability  of  the  invention  by  reducing  it  to  practice, 
{Hunter  v.  ^tikeman,  C.  D.,  1808.  564 ;  85  O.  G..  610:  13  App.  D.  C 
214,  226.)      *  Robinson  v.  MeCormirk,  574. 

5.  Same — Priority — Successful  Test  Required. — Where  the  invention  ci>n- 

sists  of  a  plate  graduated  in  such  manner  as  to  obviate  the  necessity 
for  *'  make- ready,"  ffeUl  that  to  establish  a  successful  reduction  to 
practice  rcHiuires  a  printing  test  under  actual  working  conditions  on 
a  power-press  and  without  the  use  of  a  **  cut-overlay.*'  ♦  Wickers  and 
Furlong  v.  McKee,  587. 

6.  Same — Same — Same. — Complete   invention   must  amount  to  demonstra- 

tion. The  efforts  of  the  inventor  must  have  i)a8sed  beyond  experiment, 
beyond  the  reach  oi  \h)ss\V)W  oy  vvobable  failure,  must  have  attaineil 
certainty  by  embodiment  Vu  Wi^  V\il«i^«*i  Iwm,  ^si^  \qm^  Ue  capable  of 
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producing  the  desired  result,  for  where  experiments  have  inspired 
hope  of  future  achievement  of  the  purpose  for  which  they  were  de- 
signed they  still  fall  short  of  reduction  to  practice.    ♦  Id, 

7.  Same— Test. — Where  it  appears  that  L.  and  W.  constructed  a  machine 

embodying  the  tin-plate  catcher  set  forth  in  the  issue  and  secretly 
tested  the  same  August  23,  1902,  but  it  is  not  clear  that  freshly-tinned 
plates  were  usetl  in  the  test,  and  the  machine  was  at  once  dismantled, 
and  that  subsequently,  in  October,  1903.  another  machine  was  con- 
structed which  is  said  to  have  been  operated  until  November  18,  1903, 
but  was  not  again  used  until  September,  1904,  after  L.  and  W.  heard 
of  C.'s  patent,  and  no  sheets  which  'were  run  through  this  catcher  are 
produced,  and  where  another  machine,  which  was  made  in  February, 
1905,  in  conformity  with  the  first  machine  and  tested  in  the  presence 
of  witnesses  called  in  this  case,  required  frequent  adjustments  of  the 
catcher-disks  to  prevent  the  sheets  from  slipping  and  yet  to  place 
them  far  enough  apart  to  avoid  denting  the  sheets.  Held  that  the  expe- 
rimental stage  of  the  invention  had  not  been.passed  and  that  such  tests 
did  not  establish  reduction  to  practice  of  the  invention.  *  Lewis  and 
Williams  v.  Croncmeyer,  638. 

8.  Same — Diligence. — Where  L.  and  W.  made  and  secretly  tested  a  machine 

embodying  the  invention  August  23,  1903,  and  at  once  dismantled  the 
same,  made  and  tested  another  machine  October,  1903,  but  did  not 
use  the  sjime  again  until  September,  1904,  and  where  L.  and  W.  con- 
sulted their  attorneys  in  November,  1903,  and  had  the  application 
papers  prepared  in  January,  1904,  but  did  nothing  further  toward 
filing  their  application  until  June,  1904,  after  they  had  heard  of  C.'s 
patent.  Held,  that  L.  and  W.  were  lacking  in  diligence  and  cannot  pre- 
vail over  C,  who  reduced  the  invention  to  practice  and  filed  his  appli- 
cation in  Sei>tember,  190,'i.     *  Id, 

9.  Same — Invention. — Reduction  to  practice   must  lu'oduce  something  of 

practical  use,  coui)led  with  a  knowledge,  preferably  by  actual  trial, 
that  the  thing  will  work  iiractically  for  the  intended  purpose.  The 
conception  may  give  rational  hoi)es  of  future  fulfilment  of  the  puriwse 
at  which  it  aims;  but  if  as  a  matter  of  practice  it  falls  short  of  suc- 
cess it  is  not  a  sufficient  reciuction  to  practice.  Complete  invention 
amounts  to  demonstration.  When,  as  in  this  case,  it  had  not  quite 
passed  beyond  experiment  and  had  not  quite  attained  certainty  and 
had  fallen  short  of  demonstrating  the  capacity  of  the  invention  to 
produce  the  desired  result,  the  invention  itself  was  still  Inchoate. 
These  parties  sought  certainty;  but  they  had  not  attained  certainty 
beyond  all  conjecture,  which  certainty  the  law  requires.  (See  McKcn- 
zie  V.  Cummings,  C.  D.,  1904,  683;  112  O.  G.,  1481;  24  App.  D.  C,  140; 
Hunter  \,  mikeman.  C.  D.,  1898,  564;  85  O.  0.,  610;  13  App.  D.  C,  219; 
Coffin  V.  Ogdcn,  5  O.  G.,  270;  18  Wall.,  124.)  {*  Sherwood  v.  Drew- 
sen,  642.) 

10.  Same — Filing  of  Application. — Where  neither  the  testimony  prescnited 

by  S.  nor  that  offered  in  behalf  of  I),  satisfactorily  establishes  concei)- 
tion  of  the  invention  in  issue,  Held  that  each  party  must  be  restricted 
to  the  date  of  filing  of  his  ai)pllcation  for  conception  and  constructive 
reduction  to  practice,  and  since  D.  was  the  first  to  file,  priority  of 
invention  must  be  awarded  to  him.     ♦  Id. 

11.  Same — Priority — I^no  Delay. — Where  the  evidence  satisfactorily  shows 

that  Hallwood  constructed  a  machine  embodylu^  IVi^  \\\Ncv\Wv>\\\\:i  Vei«»ft. 
and  successfully  operated  it  more  than  ft\e  ^'^aix^  \)T:\ftx  Xq  ^^^^  ts^^5i%  «a{^ 
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his  application  aud  that  several  machines  were  afterward  constructed 
and  sent  to  various  parts  of  the  United  States,  Held  that  these  acts 
should  not  be  considered  merely  as  evidence  of  an  abandoned  experi- 
ment, but  as  evidence  of  a  reduction  to  practice,  although  other  ma- 
chines were  built  embodying  an  older  form  of  device  for  performing 
the  same  function,  where  it  appears  that  the  old  devices  satisfactorily 
performed  the  desired  function  in  ordinary  use  and  that  they  were  so 
made  in  order  to  dispose  of  old  materials  then  on  hand.  *  McCormick 
V.  Hallwood,  656. 

12.  Same — Same — Test. — As  a  general  rule,  before  a  machine  can  be  con- 

sidered as  a  reduction  to  practice  it  must  be  subjected  to  a  test,  and 
the  test  liiust  demonstrate  the  fitness  of  the  machine  for  a  useful  pur- 
pose.    Gordon  v.  Wentworthy  295. 

13.  Same — Same — Evidence  of  Successful  Test. — The  mere  general  state- 

ments of  witnesses  that  a  device  operated  successfully,  unsupported 
by  the  production  of  the  articles  uix)n  which  the  machine  operated  at 
the  time,  must  be  regarded  as  meager  evidence  of  a  successful  test.    Id, 

14.  Same — Same — Same — Successful  Operation  of  Device  at  Trial. — If  a 

machine  may  be  successfully  oi)erated  at  the  time  testimony  is  taken, 
this  fact,  taken  in  connection  with  statements  of  witnesses  that  it 
operated  successfully  when  first  constructed,  may  be  considered  suf- 
ficient evidence  of  a  successful  test  where  it  appears  that  the  device 
has  not  been  changed  in  the  meantime.     Id, 

15.  Same — Same — Evidence  that  Device  was  Unsuccessful. — Where  after 

an  alleged  successful  test  a  device  is  thrown  aside  and  apparently  for- 
gotten until  knowledge  is  gained  of  a  rival's  successful  invention,  not- 
withstanding an  apparent  demand  for  such  a  device,  Held  that  such 
conduct  carries  a  strong  presumi)tion  that  the  device  was  regardetl 
only  as  an  unsuccessful  cxi)eriiuent.  Id. 
10.  Kkproduction  of  Orkjinal  Machine. — A  device  which  was  ex i»eri mental 
with  and  aftenvards  laid  aside  and  partly  dismantled  and  which  when 
produccxl  in  evidence  did  not  have  all  of  the  original  i)arts.  some  of  the 
important  parts  being  replacements.  Held  not  to  constitute  a  reduction 
to  i)ractico,  the  evidence  tending  to  show  the  identity  of  the  parts  re- 
placed   and    the    original    parts   not    being    satisfactory.      ^Burson   v. 

vooc'i  mo. 

17.  Crudio  Machine — SuusEguENT  Improvements. — A  machine  may  be  crude 

in  construction,  but  if  it  contains  all  the  essential  elements  of  the  inven- 
tion of  the  issue  and  in  its  oi)eration  successfully  demonstrates  its 
luactical  efficacy  and  utility  reduction  to  practice  is  accomplisheil. 
{Coffee  V.  Guernnt,  C.  D.,  1S1>4,  3X4;  08  O.  G.,  271);  3  App.  D.  C,  407. 
400;  Norden  v.  Spaulding,  C.  D.,  IIK)'),  588;  114  O.  G..  1S2S:  24  App. 
D.  C,  L^SO,  200;  Gallagher  v.  Hien,  C.  D.,  1005,  GL>4;  115  O,  G.,  i;«0:  S> 
App.  I).  C.,  77,  82 ;  Loicrie  v.  7Vz///or,  C.  D..  1000,  713:  1:&  O.  G.,  l^Mwi:  27 
App.  D.  C,  522,  520.)  The  mere  fact  that  mechanical  improvements 
may  be  suj^gested  and  made  in  the  course  of  ojieration  that  tend  to  i^r- 
fect  the  operation  of  the  machine  and  increase  its  practical  efficiency, 
while  retaining  the  essential  elements  of  the  invention  which  it  puts  in 
practice,  does  not  impair  the  effeit  of  the  orignal  demonstraton  of 
utility  if  established  satisfactorily.     *Id. 

18.  EviDENci:  OF  Success  of  Tests. — In  view  of  the  failure  of  the  inventor 

to  testify  as  to  tbc  cbaracter  or  results  of  tests  of  a  magueti>-rei.*eiver 
for  wireless  telej^rapliy  and  the  testimony  of  a  witness  who  assi.^e«l  in 
the  tests  that  the  si^uaVs  wvitvi  IvjamX.,  \Xi^  xm&vivvorted  statement  of  an 


DIGEST   OF   DECISIONS.  757 

electrical  engineer  who  tested  the  device  that  his  operator  received 
intelligible  messages  is  not  sufficient  to  establish  the  operativeness  of 
the  device,  esi^ecially  where  it  does  not  appear  with  what  certainty  or 
rapidity  the  signals  or  messages  were  received.  Marconi  v.  Shoe- 
maker, 392. 

19.  Same — Constbuction  of  Anotheb  Device. — The  construction  of  another 

device  to  obviate  defects  in  a  prior  device  tends  to  show  that  the  first 
device  was  unsatisfactory.    Id, 

20.  Same — Same. — Where  it  is  claimed  that  the  form  of  device  described  and 

illustrated  in  the  application  produced  the  most  satisfactory  results,  and 
it  appears  that  a  device  of  this  construction  was  built  and  tested  and 
afterwards  several  modifications  of  such  device  were  made  and  tried 
without  success,  and  that  a  prior  construction  was  finally  reverted  to, 
and  that  a  number  of  devices  of  the  latter  construction  were  built  for 
use  In  preference  to  the  former,  the  presumi)tlon  Is  warranted,  In  the 
absence  of  testimony  establishing  a  satisfactory  test,  that  such  device 
was  not  successful.    Id, 

21.  Same — Ex  parte  Test  During  Rebuttal  Testimony. — A  test  by  a  party 

during  the  taking  of  rebuttal  testimony  out  of  the  presence  of  the  op- 
I)oslng  party  or  his  agent  Is  entitled  to  no  consideration  as  proof  of  the 
operatlveness  of  the  device  several  years  previous  under  different  con- 
ditions.    Id. 

REFERENCES.  See  Examination  of  Applimtions,  1,  3,  4.  5 ;  Motion  to  Dis- 
solve  Interference,  25,  2G,  28,  33;  Rejection  of  Claims,  3,  4,  7,  8. 

REGISTRABILITY.  See  Labels;  Trade-Marks,  33.  30,  37.  39,  40,  41,  44.  45,  4G, 
47.  53,  54,  55,  50,  57,  58,  02,  04  07.  08,  09,  71.  80,  87,  88,  92,  93,  94.  100, 
112,  113,  123,  154,  155,  150. 

REGISTRATION.  See  Trade-Marks,  8,  9,  48,  49.  50,  51,  52,  57,  58,  01,  02,  03,  78, 
79.  81,  85,  99.  103,  115,  117,  118,  121,  135,  130,  138,  142,  144. 

REHEIARING.  See  Appeal  to  the  Commissioner  of  Patents;  Decisions  of  the 
Examiners-in-Chief,  2;  Interference,  04;  Motion  for  Rehearing ;  Motion 
to  Dissolve  Interference,  17. 

REISSUE  APPLICATIONS.  See  Interference,  17;  Motifm  to  Dissolve  Inter- 
ference, 31. 

1.  liONG  Delay  in  Filing  Application  EJxcused. — H.  filed  an  application  on 

Sei)tember  10,  1890,  ui)on  which  a  patent  was  granted  on  April  20,  1897. 
In  1898  H.  instructed  his  attorneys  to  prepare  a  reissue  application,  but 
before  such  application  was  filed  F.  obtained  a  patent  dated  July  4, 
1899,  on  an  application  filed  May  31,  1898,  covering  mechanism  of  the 
character,  covered  by  H.*s  patent.  In  looking  over  the  record  of  the  F. 
patent  H.  found  an  affidavit  filed  to  overcome  the  rejection  of  his 
claims,  the  oath  stating  that  the  Inventkm  had  been  made  "many 
months  prior  to  Sei)tember  10,  1890,*'  the  filing  date  of  H.*s  application. 
In  view  of  this  affidavit  H.  considered  It  useless  to  apply  for  a  reissue. 
In  a  suit  brought  In  1904  by  the  assignee*  of  the  F.  patent  against  the 
assignee  of  the  11.  patent  It  was  brought  out  that  the  machine  to  which 
the  affidavit  referred  as  having  been  made  "  many  months  "  before  H. 
filed  his  api^lleatlon  had,  in  fact,  been  made  In  1S89  or  ISIK),  and  the 
court  held  that  said  machine  was  either  lnoi)eratlve  and  Impracticable 
•  or  abandoned  by  laches.  Held  that  under  the  circumstances  a  reissue 
applied  for  promi)tly  after  the  decision  of  the  court  should  not  be  re- 
fused on  the  ground  of  delay  in  applying  therefor.     Ex  parte  Iliett,  33. 

2.  New  Matter. — Where  a  i)atent  describes  certain  parts  of  a  dftvV<y&.  ^'^^ 

having  a  8i)ecified  function,  a  claim  lu  au  aL\AA\v!«iV\vsv\  Iv^v  Vsx^  ^^'ess«i» 
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of  such  patent  which  refers  to  such  parts  as  "  means  '*  for  performing 
a  different  function,  requiring  a  relative  location  of  the  parts  which 
was  not  originally  disclosed,  relates  to  new  matter.  The  facts  that  the 
reissue  ai)plication  was  not  filed  for  about  two  years  after  the  grant  of 
the  patent  and  that  the  claim  was  not  made  for  about  nine  months 
after  the  filing  of  such  application  strongly  indicate  that  the  claim  was 
not  suggested  l)y  the  original  disclosure.  *In  re  Hoey,  51G. 
8.  Same  Invention — Process  and  Apparatus. — Where  an  application  clearly 
discloses  a  process  and  an  apparatus  and  through  inadvertance.  acci- 
dent, or  mistake  the  applicant  accepts  a  patent  with  a  limited  claim  to 
the  apparatus,  although  the  process  is  the  dominant  part  of  his  inven- 
tion, Held  that  the  patent  may  be  reissued  to  include  the  process  in  the 
absence  of  intervening  rights.     ♦/»  re  Heroult,  521. 

4.  Same — Inadvertence,  Accident,  or  Mistake. — Where  a  patentee  clearly 

discloses  a  process  and  an  apparatus  for  carrying  out  the  process  and 
claims  only  the  apparatus,  the  failure  to  claim  the  process  was  either 
intentional  or  the  resdlt  of  inadvertence,  accident,  or  mistake,  for  which 
section  4010,  Revised  Statutes,  furnishes  a  remedy,     ♦/rf. 

5.  Same — Acts  of  Attorneys. — Applicants  usually  act  through  solicitors  or 

attorneys,  and  their  Inadvertence,  accidents,  and  mistakes,  if  such  in 
fact,  are  remediable  under  the  statute  permitting  reissue  when  it  is 
clear  that  there  is  no  fraudulent  or  deceptive  intent  or  attempt  to  de- 
stroy an  intervening  right.  (In  re  Briede,  C.  D.,  1906,  677;  123  O.  O., 
322;  27  App.  D.  C,  298,301.)     *Id, 

6.  Delay  of  Two  Years — Presumption  of  Abandonment. — Delay  of  two 

years  in  filing  an  application  for  a  reissue  of  a  patent  with  broader 
claims  will  usually  bo  treated  as  an  abandonment  to  the  public  of  every- 
thing not  claimtMl  in  the  original.  This  rule  is  based  ui>on  the  analog}- 
between  a  reissue  api)lication  and  the  case  of  an  inventor  who  fails  to 
apply  for  a  i»atont  of  his  invention  within  two  years  from  the  date  of 
its  public  use  or  sale,  which  the  statute  ordains  is  conclusive  evidence 
of  its  abandonment.  (See  in  re  ^^tarkey,  C.  D.,  1003,  007;  104  O.  G., 
2150;  21  Apj).  D.  C,  r)10,  and  cases  cited  therein.)      *In  re  A  ma,  'CV2. 

7.  LoN(;  Delay — Failure  of  Attorneys  to  Understand  Invention. — Where 

the  invention  covered  by  a  patent  is  simple  and  the  patent  clearly  and 
definitely  describes  it,  and  the  patentee  immediately  ui>on  the  issue 
thereof  discovers  that  the  sinjxie  claim  allowed  is  too  narrow  and  (b>es 
not  properly  cover  his  invention,  and  upon  calling  his  attorney's  atten- 
tion to  this  fact  they  advised  him  that  the  claim  was  as  broad  as  conld 
be  obtained,  and  it  does  not  ai)i)ear  that  they  hcUhI  in  bad  faith,  Hdd 
that  a  delay  of  five  years  in  seeking  a  reissue  cannot  be  excustni  uiM»n 
the  plea  that  the  orijrinal  attorneys  did  not  understand  the  invention. 
since  under  the  circumstances  it  was  the  duty  of  the  i>atentee  to  consult 
other  counsel  without  delay.  ♦/(/. 
REJECTION  OF  CLAIMS.  Set-  Amendments, -[.  4;  Construetion  of  ClainiM,^: 
Examination  o/  AppJieationn;  Tnterferenee,  12,  28,  29,  .31,  33;  Motion  to 
DisHohe  Interferenee,  7. 
1.  Interference — Motion  to  Dlssolve — Request  for  Further  Explana- 
tion— I'ractice. — Where  the  Examiner  rejected  the  claims  constituting 
the  issue  in  his  decision  dissolving  the  interference  and  not  in  the  appli- 
cation files,  ffeUl  the  proi)er  i)ractice  under  Rule  124  is  for  the  Exam- 
iner to  indicate  his  findings  regarding  the  claims  in  his  decision  on  the 
motion  in  the  interference  file  and  at  the  same  time  to  make  the  rejec- 
tiuii  of  the  claims  atteclvivi  l\i  the  application  files.    In  making  such 
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rejection,  if  desired,  reference  may  be  made  as  a  basis  therefor  to  the 
findings  in  the  decision  on  the  motion.  The  purpose  of  this  practice  is 
to  enable  applicants  to  appeal  to  the  full  extent  provided  by  statute 
and,  if  an  apt)eal  is  desired,  to  require  the  appeal  to  be  talien  at  once. 
Bastian  v.  Champ,  111. 

2.  Cannot    be    Based    Upon    Evidence    Taken   in    Second    Intebference 

Which  Has  Been  Held  to  be  Res  Adjudicata. — Where  in  a  second 
Interference  the  question  of  priority  was  held  to  be  res  adjudicata  and 
a  decision  rendered  In  favor  of  Blackford,  Blackford's  claims  corre- 
sponding to  the  issue  of  the  interference  cannot  be  rejected  ujwn  the 
ground  that  they  are  anticipated  by  an  exhibit  introduced  into  the 
second  interference  by  Wilder.  Inasmuch  as  the  second  interference 
should  not  have  l)een  declared,  the  testimony  taken  therein  is  of  lo 
force  and  is  to  be  given  no  effect  for  any  purpose  whatever.  In  re 
Wilder,  V2i\. 

3.  Final  Rejection — Premature. — In  resiwnse  to  an  action  by  an  appli- 

cant canceling  two  rejected  claims  and  substituting  claims  therefor, 
accomi)anied  by  an  argument  setting  forth  how  the  substitute  claims 
distinguished  from  the  references,  the  Examiner  rejected  the  substi- 
tute claims,  stating  that  '*  there  is  no  invention  in  applicant's  device 
over  the  art  cited."  Thereupon  the  applicant  asked  for  an-  expla- 
nation of  the  grounds  of  rejection,  distinctly  stating  that  he  was  not 
asking  for  a  reconsideration,  in  response  to  which  the  Examiner  ex- 
plained the  references  and  finally  rejected  the  claims.  Held  that  the 
final  rejection  was  |)remature.  While  the  Examiner  contended  that  the 
substitute  claims  were  substantially  the  same  as  previous  claims  with 
Aspect  to  which  the  references  had  been  explained,  the  Ei^miner  did 
not  finally  reject  the  claims  on  the  first  action  nor  did  he  refuse  the 
request  for  explanation  •n  the  ground  that  the  pertinency  of  the  refer- 
ences had  been  previously  explained.    Ex  parte  Walker,  191. 

4.  Same— Same. — Where  after  a  rejection  in  which  reasons  are  given  why 

references  cited  anticipate  the  claims  applicant  amends  the  claims  and 
files  an  argument  that  one  of  the  patents  cited  belongs  to  a  different 
art  and  requests  that  the  Examiner  explain  why  the  patent  cited  wa^ 
analogous  to  the  invention  in  issue.  Held  that  a  final  rejection  was 
premature  and  that  the  Examiner  should  have  given  the  explanation 
requested.     Ex  parte  Burge,  208. 

5.  Recommendations  Under  Rule  139 — Action  of  Primary   Examiner — 

Practice. — The  recommendation  of  the  Examiners-in-Chief  under  Rule 
139  tliat  in  their  opinion  claims  are  not  patentable  is  binding  upon  the 
Primary  Examiner,  and  he  should  enter  a  pro  forma  rejection  of  such 
claims  upon  the  grounds  stated  by  the  Examiners-in-Chief.  If  the  Ex- 
aminer is  of  the  opinion  that  the  claims  should  be  rejected  for  any 
other  reasons,  they  should  also  be  stated  in  his  letter  of  rejection.  Ex 
parte  Shaw,  222. 

6.  Formal  Objection  Does  Not  Render  Premature. — Where  the  Examiner 

points  out  certain  formal  objections  in  his  letter  finally  rejecting  the 
claims  of  an  application.  Held  that  the  final  rejection  is  not  thereby 
rendered  premature.     Ex  parte  Oreen,  239. 

7.  Explanation  of  Grounds  of,  by  Examiners. — Where  in  answer  to  a  re- 

jection by  the  Examiner  giving  a  fair  statement  of  his  reasons  for  re- 
jection the  applicant  responds  by  fully  stating  what  he  considered  to 
be  disclosed  in  the  references,  what  he  considered  to  be  covered  by  the 
rejected  claims,  and  why  such  claims  were  not  anticipated  QAJkA.  ^^^s^^^as^^ 
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a  further  statement  from  the  Examiner  as  to  the  bearing  of  the  refer- 
ences upon  the  broadest  claim  presented,  the  Examiner  should  not 
finally  reject  merely  upon  the  reasons  formerly  stated,  but  he  should 
make  a  further  statement  of  the  reasons  of  rejection  in  the  light  of 
applicant's  argument.  Ex  parte  Herhst,  335. 
8.  Final — When  Wabbanted. — Where  substitute  claims  were  rejected 
upon  the  same  references  as  the  prior  claims  and  it  was  stated  that  the 
"claims  are  substantially  like  those  previously  rejected  on  the  same 
references,  being,  if  anything,  a  little  broader,"  Held  that  a  final  rejec- 
tion was  proper.  Ex  parte  Laaance,  374. 
REOPENING  OF  INTERFERENCE.  See  Interference,  51,  52,  54,  55,  03. 
1  1.  Fob  Intboduction  of  Newly-Discovebed  Evidence — Review  by  Court 
OF  Appeals. — Where  the  tribunals  of  the  Patent  Office  in  thg  exercise 
of  their  discretion  have  refused  to  reopen  a  case  for  the  introduction 
of  newly-discovered  evidence,  their  conclusions  will  be  reviewed  by  the 
court  of  api)eals  only  in  case  of  an  abuse  of  discretion.  ♦  Dunbar  v. 
Schellenger,  567. 

2.  Pbiobity — ^Appeal   to   Coubt — Considebation    of    Patentability. — "As 

regards  the  contention  of  the  appellant  that  *  the  structure  in  inter- 
ference diflPers  from  the  prior  structure  of  Roberts  in  but  two  particu- 
lars,* ♦  ♦  ♦  it  is  sufficient  to  say,  that  in  so  far  as  it  appears  to 
raise  a  question  of  patentability,  that  question  has  been  settled  by  the 
allowance  of  the  claims."     ♦  Id, 

3.  Pbactice.— The  court  of  appeals  of  the  District  of  Columbia  having  held 

that  a  second  interference  involving  claims  differing  merely  in  scope 
from  those  involved  in  the  first  interference  should  not  have  t>een  de- 
clared, the  latter  will  not  be  reoi)ened  for  the  puri)oae  of  allowing  the 
issue  of  the  second  interference  to  be  contested  therein.  Wrndc  v. 
Ilorine,  260.  * 

4.  Same. — The  fact  that  a  proceeding  by  bill  in  equity  under  section  4915, 

Revised  Statutes,  might  prove  slow  and  exjiensive  should  not  outweigh 
the  necessity  for  proper  and  orderly  procedure  in  an  interference.     Id, 

5.  Delay  in  Bringing  Motion. — A  motion  to  reopen  a  case  for  the  pur- 

pose of  allowing  a  party  to  print  testimony  taken  by  his  opponent  will 
be  denied  where  such  motion  was  brought  after  the  decision  of  the  Ex- 
aminer of  Interferences  was  rendered  and  no  satisfactory  reason  for 
such  delay  is  given.     Parker  v.  Corkhill,  301. 

6.  Pieckmeal  CoN4)rcT  OF  Case. — A  piecemeal  conduct  of  a  case  cannot  l>e 

allowed.  Where  a  contestant  elects  to  stand  upon  the  rt»c»ord  as  pre- 
sented at  final  hearing,  he  is  bound  by  the  decision  rendered  thereon.  Id. 

7.  To   Take  Testimony   to   Strengthen   Case. — A   practice   which    would 

allow  a  contestant  to  experimentally  conduct  his  case  to  a  probable 
failure  and  then  permit  him  after  consultation  and  with  coinix^tent 
assistance  to  make*  further  endeavors  to  show  wliat  he  couUl  and 
should  have  earlier  shown  with  such  assistance  would  be  contrary  to 
all  well-established  rules  and  legal  principles.  Standard  Import  Co,^ 
Ltd.,  V.  \rw  Orleans  Import  Co.,  Ltd.,  365. 

8.  Same — Motion    Brought    Before    Final    Hearing. — The    fact    that    a 

motion  to  reoi)en  an  interference  to  take  additional  evidence  >\-as 
brought  before  final  hearing  is  no  reason  why  it  should  be  granted.  Id. 
RES  ADJITDICATA.  See  Examination  of  Applications,  7:  Infringement,  1.  2.  3. 
4;  Interference,  27,  (>2,  Sil,  86;  Priority  of  I  mention,  1S,^9;  Rejection  of 
Claims,  2;  Trade-Marks,  13.  62. 
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Doctrine  Stated  by  the  Supreme  Court. — The  doctrine  of  res  adjudicata, 
or  estoppel  by  former  judgment,  has  been  thus  declared  by  the  Supreme 
CJourt  of  the  United  States :  "  When  the  second  suit  is  upon  the  same 
cause  of  action  and  between  the  same  parties  as  the  first,  the  judg- 
ment in  the  former  is  conclusive  in  the  latter  as  to  every  question  which 
was  or  might  have  been  presented  and  determined  in  the  first  action; 
but  when  the  second  suit  is  upon  a  different  cause  of  action,  though 
between  the  same  parties,  the  judgment  in  the  former  action  operates 
as  an  estoppel  only  as  to  the  point  or  question  actually  litigated  and 
determined,  and  not  as  to  other  matters  which  might  have  been  liti- 
gated and  determined."  (Neitbit  v.  Riverside  Independent  District,  144 
U.  S.,  GIO,  G18;  Neto  Orleans  v.  Citizen's  Bank,  1G7  U.  S.,  371,  386; 
S.  P.  R.  R.  V.  V.  S.,  168  U.  S.,  1,  48)— and  the  doctrine  as  thus  laid 
down  Is  ai)plicable  to  adjudications  made  in  the  Patent  Office.  *  Black- 
ford V.  Wilder,  491. 

RESPONSIVE  ACTION  BY  APPLICANT.  See  Abandonment  of  Applications; 
Rejection  of  Claims,  3,  7,  8. 

RIGHT  TO  MAKE  CLAIMS.  See  Amendment,  5;  Interference,  15,  16,  20,  39, 
81,  85;  Motion  to  Dissolve  Interference,  8,  10,  19,  29,  3.%  43;  Testimony, 
1,  2. 

RIGHT  TO  MARK.     See  Trade-Marks,  4,  5,  14,  15,  58,  61,  149. 

SECOND  INTERFERENCE.  See  Interference,  11,  27,  35,  62,  86;  Priority  of 
Invention,  18,  19;  Rejection  of  Claims,  2;  Reopening  of  Interference,  3; 
Testimony,  3. 

SERVICE  UPON  OWNER  OF  PATENT  OF  PETITION  TO  INSPECT.  See 
Access  to  Abandoned  Applications,  1,  3,  4. 

SIMII^RITY  OF  MARKS.  See  Trade-Marks,  2,  35,  38,  {\SS,  66,  67,  81,  86,  87, 
88,  96,  97,  101,  103,  10(5,  116,  126,  127,  128.  129,  132,  133,  1.34,  137,  138, 
139,  140. 

SPECIFICATIONS.  See  Amendments,  4,  5;  Anticipation;  Construction  of 
Claims,  4,  5;  Drawings,  1;  Examination  of  Applications,  8;  Priority  of 
Invention,  2,  3. 
Application — Description — Laudatory  Statements. — An  applicant  should 
under  no  circumstances  be  allowed  in  his  specification  to  make  deroga- 
tory statements  as  to  the  inventions  of  others;  but  within  reasonable 
limits  he  may  in  pointing  out  the  advantages  of  his  invention  indicate 
also  what  he  regards  as  the  defects  or  deficiencies  common  to  structures 
representing  the  unimproved  art,  and  the  fact  that  in  making  this  dis- 
tinction he  states  that  his  device  is  sui)erior  to  preceding  forma  in  cer- 
tain respects  wherein  it  differs  from  them  is  not  a  matter  of  inii^ortance. 
(Citing  ex  parte  Shaw,  C.  D.,  1890,  31;  50  O.  G.,  1129;  ex  parte 
Schoshusen,  C.  D.,  1905,  214,  116  O.  G.,  2008,)     Ex  parte  Heylman,  29. 

SUFFICIENCY  OF  EVIDENCE.    See  Public  Use  and  Sale,  2,  3. 

SUGGESTED  CLAIMS.  See  Abandonment  of  Application,  5,  22;  Interference, 
46;  Priority  of  Invention,  3. 

SUITS  FOR  INFRINGEMENT.    See  Infringement, 

SUPERVISORY  AUTHORITY  OF  THE  COMMISSIONER  OF  PATENTS. 
See  Interference,  20,  70,  75,  85 ;  Motion  for  Leave  to  Take  Testimony,  1 ; 
Motion  to  Dissolve  Interference,  5,  11;  Patentability,  6. 

SUPERVISORY  AUTHORITY  OF  THE  SECRETARY  OF  THE  INTERIOR. 
See  Interference,  24. 

SUPPLEMENTAL  OATH.     See  Drawings,  1. 
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SUPPRESSION  OF  EVIDENCE.    See  Evidence,  3,  6. 

SUPPRESSION  OF  TESTIMONY.  See  Interference,  1,  39;  Trade-MarJ^s,  107. 
120. 

SUPREME  COURT  OF  THE  UNITED  STATES.  See  Construction  of  Statuten, 
1;  Res  Adjudicata, 

SURREBUTTAL  TESTIMONY.  See  Interference,  65.  66;  Motiont  to  Sup- 
press Testimony, 

SUSPENSION    OF    INTERFERENCE.     See    Interference,    68. 

SUSPENSION  OF  PROCEEDINGS.  See  Appeal  to  the  Commissioner  of 
Patents,  1. 

TECHNICAIi  TERMS.    See  Priority  of  Invention,  2. 

TEN-YEARS'  CLAUSE,  See  Trade-Marks,  36,  37,  51,  52.  57.  68.  59.  67.  8.^  86, 
87,  88,  142. 

TESTIMONY.  See  Evidence,  1,  2,.  3;  Interference,  1,  3,  32,  35,  39,  42,  43,  63.  80. 
82,83,87;  Afotion  for  Leave  to  Take  Testimony;  Motion  to  Suppress  Tes- 
timony; Preliminary  Statement,  2;  Priority  of  Invention,  1,  6;  Reduc- 
tion to  Practice,  3 ;  Rejection  of  Claims,  2 ;  Reopening  of  Interference, 
5,  7,  8 ;  Trade-Marks,  21,  26,  119,  120,  152. 

1.  Under  Rule  130 — Right  to  Make  Claims. — The  question  whether  cer- 

tain elements  of  the  issue  are  not  present  in  one  party's  structure,  but 
can  only  be  read  into  such  issue  by  applying  limitations  which  do  not 
operate  in  the  manner  defined  in  the  claims,  is  one  of  fact,  uix>u  which 
the  opposing  party  may  be  permitted  to  present  testimony.  Weintraub 
V.  Hexcitt  and  Rogers,  49. 

2.  Same — Identity  of  Invention. — There  appears  to  be  no  warrant  for 

the  taking  of  testimony  relative  to  the  identity  of  the  inventions  of  the 
parties  to  an  interference.  If  the  inventions  are  not  identical,  it  must 
follow  either  that  one  of  the  parties  has  no  right  to  make  the  claims 
in  issue  or  that  the  claims  are  indefinite  and  ambiguous  and  do  not 
with  sufficient  exactness  define  the  invention  of  either  party.  This  is 
not  a  question  of  priority  of  invention.    Id, 

3.  UsK   IN    Second   Interference — Rule    157. — Where   C.    was   deuieii   the 

privilege  of  introducing  testimony  taken  in  his  behalf  in  a  prior  inter- 
ference between  the  same  jiarties  in  view  of  the  opiiosition  of  E.  and 
M,  on  the  ground  that  they  were  not  represented  at  the  taking  of  (.\*s 
testimony,  a  motion  by  E.  and  M.  to  introduce  testimony  taken  in  their 
behalf  in  the  same  interference  should  not  be  granteti  merely  be<':iuse 
C  was  represented  at  the  examination  of  their  witnesses.  Conu  v. 
Eiscmnn  and  Misar,  51). 

4.  Interference — Printing. — The  fact  that  only  one  party  has  taken  testi- 

mony constitutes  no  sufficient  reason  for  excusing  him  from   printing 

the  same.     Peak  v.  Brush,  200. 
TESTS.     See  Priority  of  Invention,  8;  Reduction  to  Practice,  3.  4,  5,  7.  8,  11, 

12,  13,  14,  15.  18.  11).  20,  21. 
TRADE-MARKS.     See  Interference,  1. 

1.  Interference — Motion  to  Suspend  Proceedings — ^Appeal. — The  decision 

of  the  Examiner  of  Interferences  refusing  to  susi>end  proceedings  pend- 
ing a  determination  of  contempt  proceedings  brought  in  a  I'nited  States 
circuit  court  for  failure  of  witnesses  to  appear  and  testify  in  resinmse 
to  subpcena  will  not  be  disturbed  where  it  does  not  appear  that  great 
hardshii)  will  otherwise  ensue.  Outcault  v.  The  Xew  York  Uerald 
Company,  17. 

2.  Opposition — Dissimilarity    of    Marks — Demurrer. — Held    that    trade- 

marks consisting  ot  the  words  "  Zodenta  "  and  **  Sozodont "  are  quite 
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dissimilar  and"  that  *'  Zodenta  "  is  not  calculated  to  mislead  or  deceive 
the  average  purchaser  who  may  seek  to  buy  **  Sozodont/*  The  resem- 
blance is  not  such  as  to  preclude  a  proper  determination  of  the  question 
upon  demurrer.    ^Hall  and  Ruckel  v.  Ingram,  441. 

3.  Interference — Priority — Ownership. — Where     the     claim     of     Bigbie 

Brothers  &  Co.  to  ownership  of  the  marls  of  the  issue  through  transfer 
from  Joseph  Lawson  &  Son  in  1887  is  questioned,  but  neither  of  the 
other  parties  to  the  interference  claims  title  from  the  Lawsons,  Held 
that  said  other  parties*  claims  to  registration  are  defeated  by  the  use 
of  the  mark  in  issue  by  Bigbie  Brothers  &  Co.  in  1887  and  subsequently, 
irrespective  of  whether  Bigbie  Brothers  &  Co.*s  use  was  based  upon 
ownership,  and  that  I^awson's  right  to  the  mark  after  the  transfer  in 
1887  is  only  of  consequence,  therefore,  in  determining  whether  Bigbie 
Brothers  &  Co.  shall  be  denied  registration,  notwithstanding  their  posi- 
tion as  the  first  to  adopt  and  use  the  mark  among  those  before  the 
Office  seeking  registration.  Bigbie  Brothers  d  Co.  v.  Bluthenthal  d 
Bickart  v.  The  J,  d  H,  Butler  Company,  22. 

4.  To  Acquire  Rights  Name  Must  Be  Physically  Applied  to  Goods. — The 

mere  adoption  of  a  name  for  its  goods  does  not  vest  in  the  company 
trade-mark  rights.  To  acquire  such  rights,  the  name  must  be  physically 
applied  to  the  goods  in  trade,  as  by  brands  or  labels  on  the  i>ackages 
sold.    Id. 

5.  Rights  Acquired  Only  by  Presence  of  Mark  Upon  Goods  After  Pass- 

ing FROM  Hands  of  Originator. — There  is  no  liability  to  confusion  of 
the  origin  of  goods  which  are  sold  odly  on  the  premises  of  the  origina- 
tor. The  utility  of  a  trade-mark  does  not  come  into  existence  until  the 
goods  have  passed  from  the  hands  of  the  originator,  and  it  is  only  by 
the  presence  of  the  mark  upon  the  goods  after  they  have  so  passed 
that  rights  to  the  same  as  a  trade-mark  are  believed  to  become  estab- 
lished.   Id. 

6.  Interference — Mark  Used  to  Indicate  Grade  Instead  of   Origin  of 

Goods  Not  a  Trade-Mark. — The  price  lists  and  sample  pack  of  cards 
indicate  that  the  company  adopted  the  mark  to  designate  a  certain 
grade  or  style  of  cards  which  they  offered  for  sale  at  a  specified  price 
and  to  distinguish  this  variety  of  cards  from  numerous  other  styles 
made  and  sold  by  said  company.  There  is  no  evidence  that  the  mark 
was  used  to  indicate  the  origin  or  manufacture  of  the  cards;  but,  on 
the  contrary,  a  fanciful  figure  labeled  "Trade  Mark"  appears  to  be 
for  the  purpose  of  indicating  the  origin  of  the  goods  and  to  constitute 
properly  the  trade-mark  of  the  company,  Ueld  that  the  mark  in  con- 
troversy was  use<l  by  said  company  as  a  grade,  quality,  or  style  mark, 
and  not  as  a  technical  trade-mark.  The  United  States  Playing  Card 
Company  v.  C.  M.  Clark  Publishing  Company,  44. 

7.  Grade-Mark  Not  a  Valid  Trade-Mark. — Where  a  mark  is  adopted  and 

used  primarily  to  indicate  style,  grade,  or  quality  of  goods,  and  not  for 
the  purpose  of  indicating  origin  or  manufacture  of  the  goods.  Held  that 
it  does  not  constitute  a  valid  trade-mark.    Id. 

8.  Registration — Symbols  Indicating  Merely  Quality  Not  Registrable. — 

A  trade-mark  consisting  of  **  fiakes  of  mica  impressed  or  otherwise  ap- 
plied to  the  external  surface  of  an  insulating  tube  or  tubular  coverings 
for  electric  wires"  was  properly  refused  registration,  for  the  reason 
that  the  registration  would  operate,  so  far  as  it  could  have  any  effect, 
to  give  the  applicant  a  monopoly  of  conduits  or  tubular  coverlnes  ot 
flake-mica  composition.    The  office  of  a  trade-m«LT>L  Vdl  «l  \<i^sa^  ^^^^•^  "^ 
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ary  2(5,  1905,"  and  the  opponent  desires  to  amend  by  adding  that  the 
marls  is  not  registrable  because  it  is  a  geographical  name  or  term. 
Held  that  the  broad  reference  to  clause  (ft)  of  section  5  of  the  act 
merely  conveys  the  idea  that  In  this  part  of  the  act  is  to  be  found  the 
prohibition  against  the  registration  of  names  of  individuals,  that  the 
proposed  amendment  is  based  on  new  ground,  and  is  not  proper  sub- 
ject-matter for  an  amendment  filed  after  the  expiration  of  the  thirty 
days  prescribed  in  the  statute.  The  Albert  Dickinson  Company  v.  Conk- 
lin,  63. 

16.  Same — General  Reference  Not  Sufficient. — It  is  not  a  sufficient  ground 

for  a  notice  of  opiwsition  to  make  a  general  reference  to  the  Trade- 
Mark  Act  or  to  some  part  thereof.    Id, 

17.  Publication  in  Official  Gazette. — A  trade-mark    will    not   be    repub- 

lished merely  for  the  purpose  of  extending  the  period  of  thirty  days 
provided  by  statute  for  the  filing  of  opiwsitions.  In  re  J,  G.  B.  Sicgert 
d  Hijos,  64. 

18.  Act  of  May  4,  1906,  Construed.— Section  1  of  the  act  of  May  4,  1906, 

amending  section  1  of  the  Trade-Mark  Act  of  February  20,  1905,  by  in- 
serting after  the  words  "  a  description  of  the  trade-mark  itself  '*  the 
words  "only  when  needed  to  express  colors  not  shown  in  the  draw- 
ing," is  construed  to  mean  that  the.  drawing  should  be  relied  upon  to 
disclose  the  mark  and  that  a  descrii)tiou  of  the  mark  should  be  per- 
mitted "only  when  needed  to  express  colors  not  shown  in  the  draw- 
ing."   Ex  parte  E.  C\  Atkins  d  Company,  67. 

19.  Same. — The  puri)ose  of  the  amendment  contained  in  section  1  of  the 

act  of  May  4,  1906,  is  to  make  the  registration  definite  by  limiting  it 
to  the  disclosure  in  the  drawing,  leaving  the  question  of  what  is  an 
immaterial  variation  in  the  mark  to  the  courts.    Id, 

20.  Same — Applies  to  Applications  Pending  at  Date  It  Became  Effective. — 

The  fact  that  the  application  was  filed  under  the  former  statutes  does 
not  excuse  the  api)licant  from  complying  with  the  amended  statute, 
since  the  latter  makes  no  exception  of  applications  pending  at  the  date 
it  became  effective.    Id. 

21.  Interference — Priority — Credibility  of  Testimony. — Where  the  testi- 

mony presented  in  behalf  of  both  the  opposing  parties  is  sbuject  to 
uncertainty,  the  testimony  of  Rosenbush  concerning  the  adoption  of 
the  mark  in  1895  or  1896,  which  is  supported  by  the  testimony  of  his 
former  partner,  Levie,  is  entitled  to  as  great  weight  as  the  testimony 
of  a  single  disinterested  witness  testifying  from  his  unaided  memory 
concerning  the  adoption  of  the  mark  by  The  Rose  Shoe  Manufacturing 
Company  nearly  eight  years  after  the  event.  A,  A,  Rosenbush  d  Com- 
pany V.  The  Rose  Shoe  Manufacturing  Company,  69. 

22.  Cancelation  of  Registration — Section  13  of  Act  of  1905  Construed. — 

Section  13  of  the  act  of  1905,  providing  for  the  cancelation  of  tradc*- 
mark  registrations,  applies  only  to  those  registrations  made  under  that 
act.    Funke  v.  Baldwin,  73. 

23.  Same — Same — Not  Applicable  to  Registrations  Under  Acts  of  1881 

AND  1882.— By  section  30  of  the  act  of  1905  all  legislation  inconsistent 
with  the  provisions  of  the  act  of  1905  is  rei)ealed  excei)t  the  Trade- 
Mnrk  acts  of  1881  and  1882  in  their  application  to  registrations  made 
thereunder.  The  acts  of  1881  and  1882  are  to  stand,  so  far  as  registra- 
tions made  thereunder  are  concerned,  whether  consistent  with  the  act 
of  1905  or  otherwise.    Id, 
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30.  Registration  by  Foreigners — Must  Correspond  with  Foreign  Registra- 

tion.— The  only  mark  wWch  a  foreign  applicant  is  entitled  to  register 
iu  this  country  is  the  mark  which  he  has  registered  in  the  country  In 
which  he  is  located.  Such  mark  is  presumably  that  set  forth  and 
shown  in  the  foreign  registration,  and  the  Office  must  so  assume  until 
furnished  with  proofs  to  the  contrary.    Ex  parte  Pietro,  107. 

31.  Same — Same — Drawing. — Where  a  foreigner  applies  for  registration  in 

this  country,  his  registration  in  the  country  in  which  he  is  located  will 
be  presumed  to  set  forth  and  show  his  trade-mark,  and  in  the  absence 
of  proof  to  the  contrary  the  drawing  of  his  application  for  registration 
in  this  country  will  be  required  to  conform  to  such  foreign  registration. 
Id. 

32.  Geographical — "  Continental." — The  word  "  Continental  "  as  applied  to 

dump,  flat,  logging,  and  ballast  push  and  mine  cars  is  primarily  geo- 
graphical and  not  registrable.  Ex  parte  Continental  Car  and  Equip- 
ment Company,  113. 

33.  Registrability  Depends  Upon  Predominance  of  Arbitrary  Feature. — 

The  registrability  of  a  trade-mark  depends  upon  the  predominance  of 
the  arbitrary  features  to  give  character  to  the  mark.  It  cannot  be 
based  upon  features  incapable  of  exclusive  appropriation  merely  be- 
cause they  are  embellished  by  arbitrary  features  which  are  in  them- 
selves insignificant.     Id, 

34.  Same — **  Continental  "  Not  Made  Registrable  by  Surrounding  Same 

WITH  Diamond-Shaped  Figure. — The  geographical  word  "  Continental  " 
being  the  predominant  feature  of  the  mark  by  which  the  goods  would 
become  known,  a  diamond-shaped  figure  surrounding  the  same  instead 
of  being  a  further  distinguishing  feature  of  the  mark  serves  merely  as 
a  frame  to  give  prominence  to  the  inclosed  symbol  of  ownership.     Id. 

35.  Interference — Motion  to  Dissolve — Interference  in  Fact. — The  marks 

of  the  parties  consist,  resjwctively,  of  the  words  "  Raven  "  and  "  Crow  " 
accom|>anied  in  each  case  by  a  representation  of  a  black  bird  perched 
on  a  branch  of  a  tree.  Held  there  is  no  interference  between  the  words 
**  Raven  "  and  **  Crow,"  and  although  there  is  a  certain  similarity  in 
the  representations  of  the  birds,  taking  the  marks  as  a  whole  there  is 
no  such  resemblance  as  would  be  likely  to  cause  confusion  or  mistake 
in  the  mind  of  the  public  or  deceive  purchasers.  The  United  States 
(irnphitc  Company  v.  Bombard,  115. 

36.  Name  of  Patented  Article— Registrable  Under  Ten- Year  Proviso  of 

Section  5  of  Act  of  1005 — **  Yale  "  for  I^cks  and  Latches. — Held  that 
the  word  "Yale"  is  registrable  as  a  trade-mark  for  locks  and  latches 
under  the  ten-year  proviso  of  section  5  of  the  act  of  1905,  although  it  is 
the  name  of  a  patented  article.  Ex  parte  The  Yale  d  Towne  Manu- 
facturing Company,  122. 

37.  Same — Same — Exclusive  Use. — The  function  of  the  name  of  a  patented 

article  is  twofold:  (1)  It  designates  or  identifies  the  thing  patented, 
and  (2)  it  indicates  the  original  source  of  manufacture  of  the  article. 
Where  a  word  or  name  which  has  been  applied  to  a  patented  article  has 
in  addition  to  its  descrii)tive  significance  also  become  indicative  of  the 
origin  of  that  article,  a  limited  right  remains  in  the  original  maker 
after  the  expiration  of  the  patent  to  exclude  others  from  such  un- 
qualified use  of  the  word  or  name  as  would  deceive  a  careful  public 
into  the  belief  that  their  articles  are  those  of  the  original  maker.  This 
right  to  exclude,  it  is  believed,  satisfies  the  reiiuireineut  ot^  "  ^s^Ocv^j^vx^ 
use  "  stated  in  the  ten-year  proviso  ol  tbe  ae\.  ot  Y^Xixw^Lt^  «2S5,^S!^^.    \^^ 
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nently  thereon  and  having  In  addition  thereto  the  Inscription  "  Elk 
Grove  Creamery,  Manufacturers  of  finest  pasteurized  Elgin  Butter " 
presented  in  various  styles  of  lettering  and  set  off  in  circles  and  scrolls 
with  other  minor  ornamentation,  should  be  refused.     Id. 

48.  Registration  for  Cartons — Invalid. — Where  a  mark  is  registered  for 

cartons,  but  the  actual  trade  which  the  mark  represents  is  in  merchan- 
dise contained  in  the  cartons.  Held  that  the  registration  is  invalid. 
Pioneer  Suspender  Company  v.  Lewis  Oppenheimer's  Sons,  144. 

49.  Not  Used  on  Goods — Cancelation. — Where  certain  words  were  regis- 

tered as  a  trade-mark  for  merchandise  of  certain  characteristics  and 
the  words  as  used  by  the  registrant  in  trade  represented  goods  of 
different  characteristics.  Held  that  the  registration  should  be  can- 
celed, id, 
60.  Same — Same — Section  13  Act  of  1905  Construed. — Held  that  the  right 
to  use  referred  to  in  the  first  ground  of  cancelation  set  forth  in  section 
13  of  the  trade-mark  act  means  a  right  of  exclusive  use  and  that  the 
use  referred  to  in  the  second  ground  is  a  use  of  the  mark  as  a  trade- 
mark for  the  goods  mentioned  in  the  registration.     Id, 

51.  "  Ten-Year  "  Proviso — Exclusive  I'se  but  not  Necessarily  Sole  Use 

KEguiRED. — The  word  ** exclusive"  in  the  ten-year  |)roviso  of  section  5 
of  the  trade-mark  act  is  believed  to  necessarily  imply  the  right  to  ex- 
clude. I'rovided  there  is  a  clear  right  to  exclude,  however,  it  is  not 
thought  that  there  must  necessarily  have  been  sole  use,  otherwise,  use 
by  another,  no  matter  how  fraudulent  or  trivial,  would  defeat  the  right 
to  registration  under  this  provision  of  the  statute.  Beeeh  Hill  Dis- 
tilling Company  v.  lirown-Forman  Company,  146. 

52.  Same — Same. — Where  it  ai)i)ears  that  each  party  to  this  interference 

indei)endently  originated  the  mark  and  neither  party  had  knowledge 
of  the  use  of  the  mark  by  the  other  party  until  nearly  two  years  after 
the  Beech  Hill  Distilling  Company  began  using  the  mark  and  that  then 
the  Brown-Forman  Comi)any  made  no  objection,  but  acquiesced  in  the 
use  of  the  mark  by  the  former  company.  Held  that  these  circumstances 
do  not  show  such  exclusive  use  on  the  i)art  of  the  Brown-Formau 
Comi)any  as  to  entitle  it  to  register  the  mark  in  issue  under  the  ten- 
year  i)roviso  of  section  5  of  the  trade-mark  act.     Id, 

53.  Geographical — "  Orient." — The  word  "  Orient  "  as  api)lied  to  ink-ribl)ons 

and  carbon-pai)er  is  primarily  geographical  in  significance,  and  there- 
fore not  registrable.  Ex  parte  Crescent  Typewriter  Supply  Com- 
pany, 141). 

54.  Same — Association    with    Arbitrary    Symbol — **  Orient  "    Within   a 

Wreath. — The  fact  that  the  geographical  word  **  orient "  is  printed  in 
a  certain  manner  and  inclosed  within  a  wreath  does  not  make  the  word 
registrable  as  a  trade-mark.     Id. 

55.  *'  Standard  "     Descriptive — Not     Registrable. — Held    that     the    word 

•*  Standard "  as  ai)plied  to  phonograi>hs  is  descriptive,  and  therefore 
not  registrable.     *In  re  Xational  Phonograph  Company,  550. 

50.  Same — Immaterial    Whether    Truly    or    Falsely    Descriptivp:. — The 

jippilcant's  claim  to  the  use  of  "  Standard  "  as  a  trade-mark  is  in  no 
wise  strengthened,  because  the  word  is  ai)i)lied  only  to  machines 
of  inferior  design  which  are  not  in  any  sense  standard.  The  word 
cannot  be  appropriated  as  a  trade-mark  whether  It  is  truly  descrip- 
tive or  falsely  descriptive.  *Id. 
57.  Ten- Year  Proviso — Exclusive  I'se  Does  Not  Necessarily  Uequlre. 
Sole  Use. — The  word  **  exchisive  "  in  the  teu-yetiit  VTviN\^«>  V^  >a*^\«^<a^ 
30997— H.  Doc.  470,  GO-1 tO 


DIGEST  OF   DECISIONS.  771 

as  "buir*  whisky  interference  in  fact  existed.  {Coleman  v.  Crump, 
70  N.  Y.,  573,  580,  cited.)     The  Ellison-Harvey  Co.  v.  Monarch,  170. 

66.  "  Spring  Hill  "  Anticipated  by  "  Spring  Valley." — Held  that  the  words 

"  Spring  Hill "  as  a  trade-mark  for  whisky  so  nearly  resembles  a 
prior  registered  mark,  which  is  described  as  a  "crescent"  or  "new 
moon  "  and  the  words  **  Spring  Valley  "  as  to  cause  confusion  in  trade. 
Ex  parte  L.  d  A.  Scharff,  172. 

67.  Anticipation  of  "  Ten-Year  "  Marks. — The  allegation  of  ten  years*  ex- 

clusive use  next  preceding  the  passage  of  the  act  of  February  20,  1905, 
does  not  confer  registrability  upon  the  mark  if  it  so  nearly  resembles 
a  registered  or  known  trade-mark  owned  and  in  use  by  another  upon 
merchandise  of  the  same  descriptive  properties  as  to  be  likely  to 
cause  confusion  in  trade.    Id, 

68.  Representation  of  Merchandise  with  Mere  Name  of  an  Individual 

Appearing  Thereon — Not  Registrable. — When  the  trade-mark  shown 
in  the  drawing  comprises  the  representation  of  an  ingot  of  bearing 
metal  of  a  particular  form  with  the  name  "  Dodge  "  cast  thereon  and 
similar  bars  of  metal  are  shown  in  prior  registrations.  Held  that  since 
the  applicant  can  have  no  trade-mark  in  the  form  or  appearance  of  the 
merchandise  or  in  the  mere  name  of  an  individual  appearing  thereon 
the  mark  is  not  registrable.  Ex  parte  Dodge  Manufacturing  Company, 
173. 

69.  Opposition — Allegation  of  Use  of  Mark. — An  alleged  use  of  the  mark 

sought  to  be  registered  by  the  opposer  as  a  part  of  its  name  and  in  its 
advertising  is  not  a  trade-mark  use,  and  therefore  forms  no  basis  for 
refusing  registration  to  the  applicant.  In  re  Battle  Creek  Sanitarium 
Company,  Limited,  180. 

70.  Same — Amendment. — ^Amendment  to  an  opposition  subsequent  to  the  ex- 

piration of  thirty  days  after  publication  will  not  be  i)ermitted  where 
it  would  result  in  presenting  a  new  ground  in  an  opposition  which  is 
otherwise  invalid.    Id. 

71.  Same — "  Self  Ix)ading  "  as  Applied  to  Cartridges  a  Descriptive  Term. — 

Where  an  applicant  desires  to  register  the  words  "Self  Loading"  as 
a  trade-mark  for  cartridges  adopted  for  use  on  a  rifle  placed  upon  the 
market  by  applicant  and  called  a  "self-loading"  rifle  from  the  fact 
that  the  gun  reloads  itself.  Held  that  the  words  as  applied  to  the 
cartridges  state  the  purpolse  for  which  they  are  made  and  sold  that  the 
reasons  for  the  prohibition  of  the  statute  to  the  registration  of  marks 
which  consist  merely  of  descriptive  matters  are  applicable  to  this  case, 
and  that  the  mark  is  in  fact,  nothing  more  than  a  descriptive  term. 
The  Peters  Cartridge  Company  v.  The  Winchester  Repeating  Arms 
Company,  181. 

72.  Same — Hearings — Motion  to  Postpone. — A  hearing  will  not  be  post- 

poned because  hearings  before  two  tribunals  of  the  Office  were  set  for 
the  same  hour.  The  hearing  before  one  tribunal  can  be  easily  arranged 
to  follow  the  termination  of  the  hearing  before  the  other.  Bomhard  v. 
United  States  Graphite  Company,  187. 

73.  Same — Issuing  Order  to  Show  Cause — Practice. — Order  to  show  cause 

properly  issued  without  setting  the  case  down  for  a  hearing.    Id, 

74.  Same — Same — Refused  to  Extend  Time  for. — A  decision  of  the  Exam- 

iner of  Interferences  denying  a  motion  to  extend  time  to  show  cause 
will  not  be  reversed  in  the  absence  of  a  clear  showing  of  abuse  of 
discretion.    Id, 
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84.  Same — Same. — Where  the  application  for  cancelation  is  in  the  form  of  an 

affidavit  sworn  to  by  the  president  of  the  company  filing  the  application 
and  contains  positive  allegations  of  facts  which,  if  true,  constitute 
proper  ground  for  cancelation  of  the  registration  under  the  statute, 
Held  that  a  prima  facie  case  is  made  out,  such  as  will  warrant  insti- 
tuting the  cancelation  proceeding  and  requiring  the  registrant  to  file 
its  plea,  answer,  or  demurrer.     Id. 

85.  Foreign  Applicant — Requirements  for  Registration  by  "Ten- Year" 

Proviso. — The  requirement  that  a  foreigner  who  applies  for  registration 
shall  show  either  that  the  mark  has  been  registered  in  the  country 
where  he  resides  or  is  located  or  that  he  has  a  manufacturing  estab- 
lishment within  the  territory  of  the  United  States  is  applicable  to 
those  cases  where  registration  is  sought  under  the  **  ten-year  "  proviso 
as  well  as  where  the  mark  is  .a  technical  trade-mark.  Ex  parte  AcUen- 
OeHcUschaft  fiir  AniUn-Fahrikaiion,  223. 

86.  Opposition — Identity  of  Marks. — Held  that  the  mark  "Alizarine  Black 

4  B  "  of  the  applicant  so  nearly  resembles  the  mark  "Alizarine  Black 
4  "  of  the  opposer  and  the  words  "Alizarine  Black  3  B  "  used  by  the 
Farbenfabrikeu  of  Elberfeld  Company  as  to  cause  confusion  in  trade 
and  is  therefore  not  registrable  under  the  ten-year  proviso  of  section  5 
of  the  act  of  1905.    Kuttroff  v.  Cassella  Color  Company^  225. 

87.  Same — Testimony  Showing  Use  by  Third  Parties  Considered. — The 

stipulated  use  of  the  mark  "Alizarine  Black  3  B  "  by  parties  other  tlian 
those  directly  involved  in  this  proceeding  is  admissible  to  show,  that 
the  applicant  did  not  have  exclusive  use  of  the  mark  for  ten  years 
next  preceding  the  passage  of  the  act  of  February  20,  1905.    Id. 

88.  Same — Descriptive  Use  of  Mark  by  other  Parties. — Where  the  use  by 

others  of  the  mark  sought  to  be  registered  has  been  as  a  descriptive  use 
rather  than  a  continued  trade-mark  use,  but  it  appears  that  the  mark 
was  "  used  in  the  usual  and  regular  order  of  business  on  the  tins  or 
kegs  or  whatever  containers  contained  the  colors,"  Held  that  such  use 
was  similar  to  a  trade-mark  use  and  would  render  the  users  liable 
under  section  IG  of  the  trade  act  to  be  lield  as  infringers  if  the  appli- 
cant's mark  should  be  registered,  and  that  since  such  use  if  subsequent 
to  applicant's  would  infringe,  when  prior  thereto  it  is  good  cause  for 
refusing  registration.    Id. 

89.  Classification — Division. — The   scope   of   the   classes   of   merchandise 

established  under  section  2  of  the  act  of  May  4,  1906,  is  peculiarly 
within  the  knowledge  of  the  Examiner  of  Trade-Marks,  and  his  conclu- 
sions uiK)n  questions  of  classification  will  not  be  disturbed  except  in 
cases  of  obvious  error.  Ex  parte  ycstU  and  Anglo-Siciss  Condensed 
Milk  Company.    227. 

90.  Same — Same. — Where  it  apiiears  from  the  labels  submitted  as  specimens 

that  "  coffee  with  milk  "  is  intende<l  for  use  in  making  beverages  only 
and  that  "  cocoa  with  milk  "  and  "chocolate  with  milk  "  are  adapted  to 
be  used  in  making  "chocolate  creams,"  **  blanc-mange,"  and  for  "other 
culinary  purposes,"  Held  that  the  reciuirement  that  the  former  be 
classifKHl  in  Class  4(1,  Coffee,  tea,  and  substitutes,  and  the  latter  in 
Class  47,  Confectionery,  in  order  to  i>resc»rve  the  established  lines  of 
classes  is  well  founded.    Id. 

91.  "  iNFALLiRLK  " — I)es(  RiPTivE — NoT    Registrarle. — Hcld    that    the    word 

"Infallible"   as   applied   to   flour   is  descriptive  or   indicative  of   the 
qiJality  of  th<'  flour,  and  therefore  not  registrable.    Ex  parte  TW^  ^a>x.<iT% 
Milliny  Company,    2ol. 
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a  cross  having  rays  radiating  from  its  upper  portion,  associated  with 
the  title-phrase  **  Liqueur  de  St.  Dominic,"  and  the  name  **  Charles 
Jacquin  et  Cie  "  appearing  above  and  below  the  title-phrase,  the  whole 
inclosed  in  a  circular  border  of  dots  and  crosses  arranged  alternately, 
does  not  so  nearly  resemble  the  mark  of  the  opponent,  which  comprises 
the  words  "  Veritable  Benedictine,"  '*  D.  O.  M.,"  and  the  representation 
of  a  *•  cross,"  as  to  cause  confusion  in  the  mind  of  the  public,  where 
crosses  of  various  tyi)es  have  been  used  upon  liqueurs  and  cordials  by 
many  other  dealers.    Gourd  v.  Charles  Jacquin  et  Cie.,  Inc.,  242. 

102.  Same — Unfair  Competition  in  Tbade  Not  Considered. — The  question 

of  unfair  competition  in  trade  cannot  be  considered  in  an  opposition 
proceeding.    Id. 

103.  Limitation  by  Registration. — Where  It  is  stated  in  the  certificate  of 

registration  that  the  essential  features  of  the  trade-mark  are  the  words 
"Veritable  Benedictine,"  "  D.  O.  M.,"  and  a  "cross,"  Held  that  the 
registrant  having  limited  himself  in  the  registration  to  a  mark  con- 
taining these  features  is  not  entitled  broadly  to  the  use  of  a  cross  so 
as  to  exclude  others  from  the  use  of  the  same  regardless  of  the  simi- 
larity of  the  marks,  (citing  Richter  v.  Reynolds  et  at.,  C.  D.,  1804, 
260;  67  O.  G.,  404;  59  Fed.  Rep.,  577.)     Id. 

104.  Same — Practice. — Where  Iio  pleading  was  filed  in  response  to  a  notice 

of  opposition  and  no  action  taken  in  response  to  an  order  to  show 
cause  why  the  opposition  should  not  be  sustained.  Held  that  a  judg- 
ment sustaining  such  notice  of  opposition  was  proper.  The  Drevet  Man- 
ufacturing Company  v.  The  Liquozone  Company,  247. 

105.  Same — ^Allegation  of  Adoption  and  Use. — ^An  allegation  in  a  notice  of 

opposition  that  the  opposer  adopted  "  Glycozone  "  as  a  trade-mark  for 
a  remedy  for  the  treatment  of  germicidal  diseases  and  that  its  use 
was  begun  prior  to  the  use  of  the  trade-mark  "  Liquozone"  and  that 
it  is  still  sold  to  a  large  extent  is  a  sufficient  allegation  of  ownership 
and  continuous  use.    Id. 

106.  Same — Similarity  of  Marks. — Where  two  marks  which  are  not  iden- 

tical in  appearance  are  similar  in  sound  and  it  is  alleged  that  such 
similarity  has  caused  confusion  in  trade  and  the  applicant  does  not 
see  fit  to  put  the  opi>oser  to  proof  of  the  allegation,  the  contention  as 
to  siniilnrity  should  be  sustained.     Id. 

107.  Intekferenc'e — Use  of  Mark. — ^^V  mere  casual  use  of  a  mark  is  insuffi- 

cient to  establish  a  right  to  protection  in  the  use  thereof.  Luthy  rf 
Comimny  v.  F carta  Drill  d-  Seeder  Company,  250. 

108.  Same — Same. — Slight  and  immaterial  changes  in  an  article  to  which  a 

trade-mark  is  applied  do  not  render  the  use  of  Siiid  mark  fraudu- 
lent.    Id. 

109.  Same — Abandonment. — A  declaration  of  abandonment  filed  for  the  pur- 

IK)se  of  terminating  an  interference  must  be  unconditional  and  un- 
equivi^cni.  {Gubriclson  v.  Fclbcl,  C.  I).,  lOOG,  108;  121  O.  G.,  691.) 
The  Thitmmn  Wimd  Finishing  Company  v.  Rinald  Brothers,  256. 

110.  Anticipation. — **  La   Camille"   for  corsets.   Held  to  be  anticipated  by 

**Caniille  Itoyal  Combination"  for  feminine  apparel.  Ex  parte  Inter- 
national Corset  Company,  2(m. 

111.  Identity  of  Merchandise — Feminine  Apparel — Corsets. — Held  that  the 

term  "feminine  apparel"  stated  as  the  particular  description  of  the 
goods  to  which  the  registrant's  mark  is  applied  is  comprehensive  enough 
to  include  "  corsets."    Id. 
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123.  Descriptive  Words  Arranged  in   an   Arbitrary   Manner. — Combining 

descriptive  words  in  an  arbitrary  manner  does  not  render  a  mark 
registrable.    Id, 

124.  Ownership   by   Partners— Rights    Upon   Dissolution. — Whatever   in- 

terest in  a  trade-marlj  a  retiring  partner  of  a  firm  may  have  had 
ceases  upon  his  withdrawal  from  the  firm  and  remains  with  the  sur- 
viving partner.  ♦  Bluthenthal  and  Bickart  v.  Bigbic  Brothers  d  Com- 
pany, t>G5. 

125.  Opposition — Registration  of  a  Non-technical  Mark  May  Be  Opposed 

BY  Owner  of  a  Similar  Non.-technical  Mark. — Where  an  applicant 
seelis  to  register  a  maric  under  the  ten-year  proviso  of  section  5  of  the 
act  of  1905  and  the  registration  of  that  maric  Is  opiK)sed  by  a  party 
who  claims  ownership  of  a  mark  consisting  of  a  surname  or  a  geo- 
graphical term  which  resembles  the  applicant's  mark,  Held  that  the 
notice  of  opposition  will  not  be  dismissed  upon  the  ground  that  the 
opposer's  mark  is  not  a  proi)er  trade-mark.  Kentucky  Distilleries  and 
Warehouse  Company  v.  P,  Dvmpsey  &  Company^  300. 

126.  Same — Proof  of  Confusion  in  Trade. — Where  the  opposer  alleged  in 

his  notice  of  opposition  that  confusion  In  trade  had  occurred,  but  intro- 
duced no  testimony  that  such  confusion  had  taken  place,  and  where 
the  marks  are  not  so  nearly  alike  that  in  the  absence  of  proof  as  to 
actual  confusion  it  can  be  held  that  confusion  would  be  likely  to  occur, 
the  applicant's  mark  will  not  be  refused.    Id, 

127.  Same — Doubtful  Similarity — **  Mayfield,"  *'  Mayfair." — Held  that  the 

marks  **  Mayfleld  *'  and  *'  Mayfair "  are  not  so  nearly  alike  that  in 
the  absence  of  proof  as  to  actual  confusion  It  can  be  held  that  confu- 
sion would  be  so  likely  to  occur  as  to  justify  refusing  to  register  the 
applicant's  mark.    Id, 

128.  Same — Dissimilarity  of  Marks — Demurrer. — Held  that  trade-marks  for 

electric-wlrlng  purpose  consisting  of  the  words  "  Wirelets  "  and  **  Con- 
dulets"  are  not  so  similar  in  appearance  as  to  deceive  a  purchaser 
using  reasonable  care  and  diligence  in  the  selection  of  the  goods  and 
that  a  demurrer  to  the  notice  of  opposition  was  properly  sustained. 
Crouse-Hinds  Company  v.  Appleton  Electric  Company,  333. 

129.  Same — Same — Unfair    Competition    in    Trade    Not    Considered. — The 

question  of  unfair  comi)etltion  in  trade  cannot  be  considered  in  an 
opix)sitlon  proceeding.    Id, 

130.  Interference — Ue-formation  of   Issuf^ — Where  the  Issue  of  a  trade- 

mark interference  is  declared  to  be  for  **  mixed  imlnts,"  it  should  not 
be  re-formed  so  as  to  read  **  ready-mixed  paints "  when  one  of  the 
parties  does  not  use  the  words  **  ready-mixed  paints"  to  define  the 
goods  upon  which  the  mark  is  used.  Lewis  and  Bros,  Company  v. 
Phoenix  Paint  and  Varnish   Company,  334. 

131.  Same — Same    Class    of    Goods — Considered    at    Final   Hearing. — The 

question  whether  the  goods  to  which  a  mark  forming  the  issue  of  an 
Interference  has  l)een  applied  by  the  respective  parties  are  of  the  same 
descriptive  i)roi)erties  is  a  question  whldi  may  be  decided  by  the  Exam- 
'  iner  of  Interferences  at  final  hearing.     Id. 

132.  Abandonment — Subsequent  Rights  of  Others. — If  the  word  *'  Star " 

or  the  representation  of  a  star  as  a  trade-mark  for  b(K»r  has  b(»come 
public  proi)erty,  an  applicant  is  not  entitled  to  the  registration  of  a 
mark  for  the  sjinie  class  of  goods  consisting  of  two  superimposed  equi- 
lateral triangles  forming  a  six-pointed  star,  with  a  mono?:.v^\\\  <c>»^  '<^asi 
letters  **  G.  E."  in  the  center  thereof,  \m\es^  \A^  ixiaxY.  <iV«.^x's»  \xvs\a.  -^k. 
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mere  star  to  such  an  extent  that  the  simultaneous  use  of  the  same 
would  not  be  likely  to  cause  confusion  in  the  mind  of  the  public. 
Ehret  v.  Star  Brewery  Company,  346. 

133.  Identity.— ^A  marlL  consisting  of  a  six-pointed  star  having  in  the  center 

thereof  a  monogram  of  the  letters  *'  (i.  E.,"  Held  to  so  nearly  resemble 
a  mark  In  prior  use  by  another,  consisting  of  a  six-pointed  star  sur- 
rounded by  two  concentric  circles,  between  which  are  the  words  "  The 
Celebrated  Star  I^-ager  Beer,"  as  to  be  likely  to  cause  confusion  in  the 
mind  of  the  public.    Id, 

134.  Anticipation. — Held  that  the  tra^e-mark  "  Royal  Blend  "  for  coffee  is 

anticipated  by  a  registered  mark  comprising  a  Maltese  cross  sur- 
mounted by  a  crown  and  bearuig  the  word  *'  Koyal.*'  Held  also  that  the 
word  **  Blend "  for  coffee  is  merely  descriptive  of  the  merchandise, 
and  Its  presence  as  part  of  the  mark  does  not  confer  any  arbitrary  or 
distinguishing  significance  ui)on  the  mark  sought  to  be  registered.  Ex 
parte  Granger  d  Company,  349. 

135.  Action  of  the  Examiner — Pointing  Out  Distinctions  Between  Appli- 

cant's Mark  and  Previously  Registered  Marks. — While  it  is  proper 
for  an  applicant  to  cite  previous  registration  for  the  purpose  of  show- 
ing that  his  mark  should  be  registered,  it  is  not  necessary  for  the 
Examiner  of  Trade-Marks  to  explain  why  these  marks  were  regis- 
tered.   Ex  parte  Vanee  Shoe  Company^  354. 

136.  Requirement  that  Class  of  Merchandise  be  Limited  is  in  B^tect  a 

Rejection. — Where  the  Examiner  required  that  the  particular  descrip- 
tion of  his  merchandise  stated  by  the  applicant  as  falling  in  Class  23 
be  limited  to  "  Pliers  without  a  cutting  edge  "  or  that  the  class  stated 
be  changed  to  Class  20  and  the  i)articular  description  of  gootls  made  to 
read  **  Nippers  and  pliers  provided  with  a  cutting  edge."  Held  that  this 
action  is  in  effect  a  refusal  to  register  .the  mark,  and  the  applicant's 
remedy  is  by  appeal  and  not  by  petition.  Ex  parte  Utiea  Drop  Forge 
and  Tool  Co,,  305. 

137.  The  Words  "  Spot  Cord  "  and  a  Cord  Having  Spots  THEanox  Not  Al- 

ternatives.— The  words  "Spot  Cord"  as  a  trade-mark  for  braidtnl 
sash-cord,  Held  not  in  conflict  with  the  usi^  of  spots  on  a  cord,  the 
latter  bein^  a  mere  symbol  which  may  be  translate<l  into  words  other 
than  the  words  **  spot  cord."  Spots  on  a  cord  and  the  words  '*  SiM»t 
Cord"  are  not  true  alternatives.  Silver  Lake  Company  v.  Snmst,n 
Cor(l<i(/e  Works,  870. 

138.  The  Words   "Spot   Cord"  Not   Indefinite. — The   words   "  Sjmt   C«»rd" 

not  beini,'  the  mere  equivalent  or  alternative,  in  a  trade-mark  sense, 
of  a  cord  havinj^  spots  thereon,  such  words  will  not  be  refustnl  reiris- 
trarion  on  the  .LTonnd  that  a  mark  consisting  of  spots  on  a  cord  is  t<K» 
intlotinite  to  form  trade-mark  subject-matter.     /(/. 

131).    iNTERFERENC  K     IN      FaCT — ARROW      l*IKRCIN(i     I.ETTER     "  B  "      AND      LETTERS 

"X  L  C  U"  Pierced  bv  Arrow  Inclosed  in  Diamond-Shaped  Border. — 
Held  that  a  trademark  ccmiprising  the  letters  "  X  L  C  R  *'  piercetl  by 
an  arrow,  the  whole  being  inclosed  in  a  diamond-shapetl  fi;xure,  diM-^ 
not  so  nearly  resemble  a  trade-mark  for  the  Simie  merchandise  which 
comprises  tlie  letter  **  B  "  i)ierced  by  an  arrow  as  to  cause  confusi<»a 
in  the  mind  of  the  public.     The  \V.  Bingham  Company  v.  G.   \V.  Hrad- 

140.  Same— Ex  partk  Smith  &  Hemenway  Distinguished.— Where  the 
words  are  alike  in  api»earance  or  where  the  common  features 
of  a  mark  are  of  suthcient  prominence  as  to  cause  the  merchandise 
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of  both  parties  to  become  known  by  a  common  name,  the  Inter- 
ference should  be  continued  in  order  that  the  Oflace  may  have 
the  benefit  of  testimony  showing  whether  confusion  in  trade  has  actu- 
ally occurred ;  but  where  there  is  so  marked  a  difference  in  appearance 
and  significance  of  the  marks  when  considered  as  a  whole  that  no  likeli- 
hood of  confusion  in  trade  is  apparent  the  interference  should  be  dis- 
solved.   Id. 

141.  "  Brook  WOOD  " — Not     Geographical. — The     mark     "  Brookwood  "     for 

whisky  Held  not  geographical.    L.  W.  Levy  d  Co.  v.  UH,  38G. 

142.  Application — Allegation       Under       Ten- Year       Proviso — Technical 

Mark — Where  the  declaration  of  an  application  for  the  registration  of  a 
trade-mark  contains  the  allegations  requisite  to  obtain  registration  ot 
the  mark  as  a  technical  mark,  it  may  be  registered  as  such,  notwith- 
standing the  fact  that  other  allegations  are  made  sufllcient  to  obtain 
registration  under  the  ten -year  proviso  of  the  trade-mark  act,  such 
additional  allegations  l>eing  in  the  nature  of  mere  surplusiige.    Id. 

143.  Assignment  of  Business  and  Trade-Mark  Filing  of  Application. — 

The  assignment  of  the  business  with  which  a  trade-mark  is  used,  to- 
gether with  the  trade-mark  and  good-will  of  the  business  after  the  filing 
of  an  application  for  the  registration  of  such  mark,  does  not  work  an 
adandonment  of  the  application,  but  necessitates  suitable  action 
under  section  10  of  the  trade-mark  act  in  order  that  registration  may 
be  issued  to  the  assignee.     Id. 

144.  Misrepresentation  on   Labels — Registration  Not  Refused. — The  use 

of  the  words  '*  Pure  Old  Uye  Whisky  "  on  labels  containing  the  trade- 
mark "  Brookwood "  adopted  and  used  for  whisky  composed  of  rye 
and  other  whiskies  Held  not  such  deception  as  would  warrant  the  re- 
fusal of  registration,  there  apparently  being  no  actual  intent  to  de- 
ceive.    Id. 

145.  Interference — Substitution  of  Assignee. — Where  an  application   for 

registration  of  a  trade-mark  which  is  involved  in  an  interference  has 
been  assigned  and  the  assignment  recorded  in  the  Patent  Office  con- 
tains a  request  that  the  certificate  of  registration  be  issued  to  the 
assignee.  Held  that  the  assignee  may  be  substituted  for  the  nominal 
applicant  in  the  interference  proceedings.  L.  W,  Levy  d  Company  v. 
Uri.  889. 

146.  Same — Same. — Held  that  the  tecluiical  relation  of  plaintiff  and  defend- 

ant does  not  exist  in  trade-mark  interference  proceedings  and  that  the 
substitute  for  the  applicant  of  the  party  to  whom  the  certificate  of 
registration  may  be  issued  if  the  final  decision  in  the  interference 
should  !)e  adverse  to  the  opixising  party  should  not  be  refused  even  if 
the  courts  do  not  allow  the  substitution  by  a  defendant  of  a  party  de- 
fendant.   Id. 

147.  Deceptive. — A  mark  containing  the  legend  "  Guaranteed  under  the  Food 

and  Drugs  Act  of  June  30,  1906,"  Held  deceptive,  since  the  registration 
of  such  a  mark  would  lead  the  public  to  believe  that  the  Governnment 
had  guaranteed  the  purity  of  the  article  upon  which  the  mark  was  used. 
Ex  parte  Alart  and  MeGnire,  409. 

148.  Public  Policy. — It  Is  believed  to  be  against  public  policy  to  register  a 

mark  which  indicates  or  suggests  that  the  Government  has  given  Its 
ofiTidal  approval  of  the  character  or  quality  of  the  merchandise  to  which 
such  mark  Is  affixed.     Id. 

149.  Mark  Must  Be  Affixed  to  the  Goods. — In  order  that  a  parV-^  \bk:* 

acquire  a  trade-mark  right.  It  must  be  shown  that  he  affixed  the   t20»^^«-  ^ 
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mm  if,  411. 

Jt-E — Competency  or  Witness, — The  fact  tiiat  the  witnesses  tt*t^tt- 
i  In  behalf  of  a  c©ri:H>raHon  were  offlecTa  of  the  corijoratlon  flir- 
ts no  wnflicleut  reiuvni  for  dIsre;,^anUiig  their  tie  posit  ions.  /€. 
ibxation — Mqtioh  to  Suppbess  Test  f  MONT — Objection  IiVD&n- 
*rE, — All  ohJ£H.'tiim  that  "the  jiroeeeiiifi^s  abt»nt  tu  he  taken  are  eon* 
ry  to  the  statutes  and  the  niles  In  thefese  fasten  liiade  aiul  provid«[ir 
id  tmi  iridefiuite  to  wuvrant  snppresaiug  testimony  where  no  other 
Uce  of  the  real  grfumd  of  ubjeetion  was  Kiveu  prior  to  the  hearing 
M  the  motion.  DHtsvh  liroiJiCfn  w  Lo</mfn,  413, 
*ji£E — Testimony — iniufTiNO  ExHiBiTs,^The  printing  or  reproduction  of 
-»tiftper  exhibits  will  not  he  rtM]Ulred,  since  if  the  ca&e  »liould  be  apt^^uled 
i  the  Court  of  Appeals  of  the  District  of  Coiumhia  these  exiiibits  can 
!  sent  to  the  court  as  physical  exhihits.  hi. 
fAME— Motions — .irPKAL,— Ao  iiptieal  from  a  decision  of  the  EJLaln11lf^r  of 
Interferences  to  which  no  limit  of  appatl  was.  «et  will  not  be  d!s- 
lutssed  because  the  apiieliant  did  not  flrst  ask  leave  of  the  Commis- 
sioner to  tile  such  apLwal,  M. 
154.  i>ioTJON  TO  SuPPBEes  Evidence  oa  to  Print  ExuiBiTS^ArPEAL- — ^AppeaU 
wlil  not  hereafter  be  allowed  from  a  decision  of  the  Examiner  of  luter- 
ferences  denying  a  motion  to  strike  out  testimony  or  a  motion  to  re<]nire 
the  printing  of  exhibits  prior  to  the  apiteal  from  the  decision  on  the 
merits  rendered  after  final  hearing.  Id^ 
105»  Pabt  or  A  Machine  Xot  Ke^jistbahle  on'  a  TaADE-MABK.— It  t>eltig  well 
^ttied  that  the  form  of  part  of  a  machine  iw  not  proper  sub jet^t-ma iter 
for  a  trade-mark  the  form  of  the  face  plate  of  a  type-writing  machine 
is  not  registrable,  since  it  Is  necessary  to  give  a  finished  appearance  to 
the  machine.    Ex  parte  Underwood  Typewriter  Company,  422. 

156.  Registration — "The  Alden    Shoe" — Name   of   Individual. — ^A   trade- 

mark consisting  of  the  words  "  The  Alden  Shoe,"  of  which  the  word 
'*Alden "  is  printed  in  letters  of  such  relative  sizes  as  to  form  an 
ellipse,  Inclosed  within  a  circle  around  which  is  printed  the  words 
"  Mannish  Shoes "  at  the  top  and  "  For  Boys "  at  the  bottom,  these 
phrases  being  separated  on  either  side  by  two  stars,  Held  not  entitled 
to  registration,  on  the  ground  that  "Alden  "  Is  the  name  of  an  individual 
and  that  the  other  features  are  descriptive.  Ex  parte  C,  H.  Alden  Com- 
pany, 423. 

157.  Same — Name  of  Individual — Distinctive  Pbintino. — The  use  of  the  let- 

ters forming  the  name  of  an  Individual  of  different  sizes  increasing 
from  each  end  toward  the  center,  forming  in  outline  an  ellipse.  Held 
not  such  a  distinctive  manner  of  printing  as  to  warrant  registration, 
since  the  name  is  still  the  predominating  feature.    Id, 

TRANSMISSION  OF  MOTIONS.  See  Interference,  49,  S^:  Motion  to  Amend 
Applications ;  Motion  to  Dissolve  Interference,  3,  8,  12, 13,  15,  16,  18,  19, 
22,  23,  24,  25,  20,  27,  28,  31,  32,  33,  36,  37,  42. 

UNFAIR  COMPETITION  IN  TRADE.     See  Trade-Marks,  97,  102,  127,  129. 

USE  OF  PATENTED  MACHINES.     See  Infringement,  1,  5. 

WAIVER.     See  Interference,  42. 

VAIVER.  See  Abandonment  of  Applications,  25;  Access  to  Abandoned  Ap- 
plications, 2 ;  Appeal  to  the  Commissioner  of  Patents,  1 ;  Interfer- 
ence, 42. 


